TRADEMARK LAW
Trademark - a set of legal rules regulating use of commercial symbols in commerce
2 Theories/Models:
· Consumer Protection
· Promote consistent quality
· Avoid confusion
· Producer Protection
· Brand value
· Unfair competition
Trademarks serve an identifying / distinguishing purpose:
· Distinguishes the mark holder’s product from another’s
Types of Mark
· Trademark
· Service mark - mark used in connection with services
· Certification Mark - certify approval by a group/guild/organization
· Trade Dress - Packaging and Product Design
Kellogg Co. v. Nabisco
· Shredded wheat case
· Nabisco suing Kellogg for using the name “shredded wheat” and for using the pillow shape characteristic of that product
HELD: Nabisco does not have the exclusive right to use the name shredded wheat
· It is in the public domain because it was previously a patent
· The term itself is generic/descriptive
· Nabisco’s use of “shredded wheat” did not take on secondary meaning
Secondary Meaning - when an otherwise descriptive phrase is used such that over time consumers associate that term with a specific producer’s product
· To prove: show the primary significance of a term in the mind of the consuming public is not the product, but the producer
· NOTE: second in time but FIRST in your mind
· DESCRIPTIVE terms can acquire, GENERIC cannot
Functionality Doctrine - cannot have trademark rights over any aspect of a product or packaging that is functional
· Something is barred from protection under this doctrine if permitting exclusive use of the feature would put competitors at a significant non-reputational disadvantage
· The pillow shape at issue here is functional because other shapes reduce quality and raise manufacturing costs
Hierarchy of Trademark Types:
· Fanciful -
· Arbitrary - These first three all automatically are considered inherently distinctive
· Suggestive -
· Descriptive - protected if secondary meaning acquired
· Generic - not protected
Coca Cola v. Koke
TAKEAWAY: Secondary Meaning
· Although cocaine in the product played a part in the initial goodwill of coca-cola’s product, the term “coca-cola” probably means to most consumers the plaintiff’s drink, not the presence/absence of specific chemical compounds
Qualitex v. Jacobson Products
· Dry cleaning pad case
Issue: Can a single color be trademarked?
· YES, a single color may be trademarked so long as it meets the criteria for a trademark
· I.e. so long as it serves to indicate the source of the goods, even if the source is unknown, it can act as a trademark
· A color is a symbol/device under the Lanham Act
· Over time, a color used in a certain circumstance may acquire secondary meaning (think red bottoms and Loubouttin)
· Qualitex has used the green-gold color of its dry cleaning pads for 40 years, and has acquired secondary meaning among the dry cleaning industry
· ALSO, functionality doctrine does not serve as a bar here—the color does not change production costs/product quality;
· and is not essential to the product’s function here (aesthetic functionality is not a total bar to color as a mark)
Qualitex tells us that one color, alone, must acquire secondary meaning to be protected
In re Forney tells us that color combinations may be inherently distinctive
Traffix Devices v. Marketing Displays
SCOTUS outlines the effect an expired patent has on trade dress claims:
· Prior patent is of vital significance 
· Utility Patent = strong evidence the claimed feature is functional
· The proponent of protection MUST show non-functionality
HERE: the expired patent claimed functionality… any secondary meaning acquired by plaintiff is irrelevant due to functionality doctrine application
DIFFERENT SENSES IN THE TRADEMARK SPACE:
Sound - like color, not inherently distinctive and must acquire secondary meaning
Touch - Yes
Scent - Can serve as a trademark (PLAY-DOH), but exercise caution, often functional (perfume)
· Consumers are likely to perceive scent as a product feature in many instances
Taste - Not protected - functional/speaks to the quality of a product
· And, a consumer cannot taste a product before purchasing; it cannot serve as a source indicator
RESTATEMENT OF LAW (3rd) UNFAIR COMPETITION
· Causing harm to the business of another by engaging in a competing business is not actionable unless:
· The harm results from the following practices:
· Deceptive marketing
· Trademark infringement
· Acquiring trade secrets/other things of intangible value, OR acts or practices determined to be unfair competition considering the nature of such conduct and the likely effect on the plaintiff and consumers
Hanover Star Milling v. Metcalf
· Trademark is only a property “appurtenant to an [ongoing] established business or trade”
· Only carries protection where the business is conducted/carried on
· No protection for items one does not produce (not likely to confuse DOVE chocolate for DOVE soap)
HERE: two companies in different parts of the country have the same name for the same product, eventually they expand and overlap
Champion Spark Plug v. Sanders
Takeaway: when selling used/refurbished goods, one does not need to remove the trademark/identifier on the good so long as it is marketed as used/refurbished
· Avoiding confusion to the public is a primary concern for the court here
Stork Restaurant v. Sahati
· The Stork Club is an extremely prestigious/well known NYC club
· Defendant runs the “Stork Club” - a dive bar in SF
· There is no direct competition here (geography), so no loss of sales; BUT
TAKEAWAYS: 
· Confusion of Source - Where there is no direct competition, occurs if alleged infringer is misleading the public by imitation (free-riding on another’s goodwill)
· Especially relevant in modern times, is this an affiliate, a satellite location?
· Dilution of Value/Goodwill - this behavior whittles away at the goodwill accrued by the Trademark holder 
Ringling Bros. v. Celozzi-Ettleson
· Dispute over “THE GREATEST SHOW ON EARTH” slogan
· “THE GREATEST USED CAR SHOW ON EARTH”
· Descriptive term, so not inherently distinctive
· BUT, acquired secondary meaning; 
· Advertising expenditures, nationally known slogan
· Parallel to Stork Club: Dilution via “whittling away at prestige” 
· A likelihood of confusion is NOT required for dilution
· So, even though the slogans are not “deceptively similar” injunction against defendant
Integral to the concept of Dilution are Blurring (i.e. Tarnishment), and Dissonance
· Example: Disney would not license cigarettes, and nobody would be confused as to the source of “DISNEY” cigarettes, but the association tarnishes/dilutes its family-friendly image
TYPES OF MARK
TRADE DRESS
· Two forms:
a. Product Design
b. Product Packaging
Certification Mark  
· any word/symbol/name/etc. 
· used by a person other than its owner, or where the owner has bona fide intent to permit another to use it in commerce and files an application to register
· to certify regional or other origin, regional, quality, etc., characteristics of such goods/services
· NOTE: certification mark will be canceled if used by its owner
· Also may be canceled IF:
· Owner cannot legitimately exercise control over the mark’s use
· Produces/markets goods or services and applies the mark to them
· Permits use of the mark for purposes other than to certify
· Discriminates in who may be certified, or refuses to certify one who maintains the requisite standards of certification
Collective Mark
· A trade or service mark used by members of a cooperative, association, or other collective group; OR
· Which such group has a bona fide intent to use in commerce and files an application to register
NOTE: 
· Registered Trademarks fall under Section 32 of the Lanham Act
· Unregistered Trademarks (common law) fall under Section 43
DISTINCTIVENESS
Abercrombie and Fitch v. Hunting World
· Dispute over use of the word “SAFARI” for boots (would be generic for hats)
· This case defines the 5 classifications (arbitrary, fanciful, generic, etc.)
1. Generic - term that refers to a genus of which the product is a species (common descriptive term)
· Can never be protectable trademark
2. Descriptive - A term is descriptive if it immediately conveys to one seeing or hearing it knowledge of the qualities/characteristics of the goods/services
· Can acquire protection if it acquires secondary meaning through continuous and exclusive use of 5 years
3. Suggestive - See Quik-Print case next
4. Fanciful - word is invented solely for use as a mark (Exxon, Kodak)
5. Arbitrary - word bears no relation to the product (Apple computer, Dove chocolate)
In the Matter of the Application of Quik-Print
· “QUIK-PRINT” is ruled a descriptive term… describes the service offered
· Descriptive terms need only describe a characteristic of a thing, not the entire product or service
· Suggestive - imagination, thought, or perception is required to reach a conclusion on the nature of goods/services (GREYHOUND for Busses)
Int’l Kennel Club v. Mighty Star
Takeaway: Factors for determining presence of secondary meaning
· Also, in a suit under Lanham act section 43 (unregistered mark), must prove there is a protectable trademark and a likelihood of confusion to prevail
· Defendant begins selling stuffed animals with the tag “International kennel Club”
· Lawyer for Def looked up the name and only found it on trade directories (unregistered, so not in the Trademark directory)
· Advised that infringement unlikely due to the local scope of Plaintiff operations (put on shows 2x annually in Chicago area, but attracted visitors from Canada and across the US)
Once Def starts advertising the new toys, Kennel Club begins getting numerous phone calls inquiring as to whether they have a relationship with the defendant company
· Causes plaintiff to place an ad disclaiming any association
HERE: the name “Int’l Kennel Club” is descriptive… but is there secondary meaning?
GIMMIX FACTORS:
· Amount and manner of advertising
· Volume of sales
· Length and manner of use
· Direct consumer testimony
· Consumer surveys
NOTE: These factors can also indicate a likelihood of confusion
1. Advertising = low expenditure overall, mailing list of 15k people
2. Volume of sales - limited
3. Length and manner of use - 50 years, very long standing
4. Received phone calls from customers asking about an association
5. No survey provided here, but not fatal (can still show both confusion and secondary meaning) 
HERE: there was secondary meaning, because the analysis hinges on secondary meaning to relevant consumers
· In this case, niche hobby, so it is a very small, but well-defined class of people
· Although there is no “passing-off” here, the risk of dilution/coattail riding is present 
Rock + Roll Hall of Fame and Museum v. Gentile Productions
TAKEAWAYS: 
· Buildings are generally not protectible under trademark law
· Failure to Function Doctrine - to receive trademark protection, a designation must create a separate and distinct commercial impression which performs the trademark function of identifying the source of the merchandise to customers 
· The museum building at issue is NOT functioning as a trademark
· It is not the source of the goods, but the good itself
Arguments Against Trademark Protection for Buildings
· They are accessible, well-known public landmarks
· Cannot be “fanciful” because a building exists once it is built, and fanciful marks only apply to terms that did not exist prior
· Even if a building were fanciful, once built it becomes descriptive
· Has aesthetic value and ornamentation rather than an identification of source
· AND trademarks must look the same every time, buildings may be photographed from many angles 
USE IN COMMERCE
Trademark Cases (1879)
TAKEAWAY: Federal Trademark law can only protect trademarks used in interstate commerce
· Commerce clause of the constitution used to justify Congress regulating/protecting
· So, it follows from this that marks used only in intrastate commerce are covered by state, but not federal, law
What constitutes use in commerce for Trademark purposes?
· Bona fide use of a mark in the ordinary course of a trade
· Not made merely to reserve a right in the mark (Token Use)
1. A mark is used in commerce if it is on goods when:
a. The mark is placed on the goods/containers/displays, or on tags/labels affixed thereto; 
OR
b. If the nature of the goods makes placement impracticable, then on documents associated with the goods or the sale (think bulk purchases + commodities)
AND
2. The goods are sold or transported in commerce
NOTE: Services have more lax requirements for interstate commerce - may be purely via advertisement (goods cannot)
· Service where the mark is used/displayed in sale or advertising of the services and the services are rendered in commerce; OR
· Services are rendered in more than 1 state or in the US and another country, AND the person rendering the services is engaged in commerce in connection with the services
Couture v. Playdom (2009)
TAKEAWAY: service mark registration denied absent an actual provision of services
· Here, registered in 2009, but did not render services until 2010 
In re Siny (2019)
TAKEAWAY: A webpage is a point of sale display for purposes of use in commerce analysis IF sufficient information to make a purchase is provided
· HERE: insufficient information provided on the webpage:
· No minimum order quantity listed
· No price range listed
· No accepted payment/shipment members listed
· If virtually all important aspects of the transaction must be determined from information extraneous to the webpage, it is NOT a point of sale
Larry Harmon Pictures v. Williams Restaurant Corp. (1991)
· Bozo BBQ restaurant case
TAKEAWAY: Interstate commerce where customers from other states, who are in interstate commerce, are served
· Here, Memphis is on the border of three states, and out of state customers eat there frequently, and the restaurant is mentioned in out of state media sometimes
· Rejects Bookbinders test for determining interstate commerce
· Located on interstate highway
· Minimum 50% of meals served to interstate travelers
· Regular advertising in out of state media
Procter and Gamble v. Johnson + Johnson (1979)
· P+G has a minor brands program designed to maintain trademark rights for products not being currently commercially marketed
· They ship out a box of competitor items with their own mark slapped on the box once per year
· J+J wants to us “ASSURE” for tampons, P+G has ASSURE registered for other products, and “SURE” for tampons
“SNOB” Test - usage which is sporadic, nominal, and intended solely for trademark maintenance is insufficient to establish/maintain trademark rights
· Does not perfectly apply to the minor brands program here… that is systematic, not sporadic
· BUT, the program is nominal!
· No bona fide attempt to establish a trade, there MUST be a present intent to market the trademarked item
Hanover Star Milling - “there is no such thing as property in a trademark except as a right appurtenant to an established business or trade in connection with which the mark is employed”
Blue Bell v. Farah 
TAKEAWAY: when determining priority (senior or junior mark user), the appropriate date to consider is the date an item was first shipped to customers, or otherwise available to customers
· NOTE: This case predates intent to use doctrine
· Also, a use must be made to a relevant class of purchasers, (ex. Sale+internal shipping to vendors does not serve the distinguishing purpose of trademark)
Hana Financial v. Hana Bank
Tacking - giving the priority of an old mark to a new mark where the marks are “legal equivalents” . . . must be sufficiently similar to qualify for this
· I.e. the marks must create a continuous commercial impression on relevant consumers
United Drug Co. v. Theodore Rectanus Co.
· Two unrelated businesses, doing business in different states, with no knowledge of each other, using the same mark in the medical industry
· Eventually, one expands into the other’s territory
TAKEAWAYS:
· One can only claim trademark rights where they actively conduct business
· “Limited Area” Defense - once a trademark is registered nationally, the holder has nationwide rights, except as against a user already in existence
Thrifty Rent-a-Car System v. Thrift Cars
· If a mark is used consistently for 5 years, it is considered “incontestable” w/r/t trademark infringement claims (UNLESS the name becomes generic over time)
Application of the Limited Area Defense:
· Junior user has a right to engage in otherwise infringing use of a mark in a remote geographical area IF that use was established prior to the senior user’s federal registration
· ALSO - the limited area defense protects where one advertised, in addition to where one operated, prior to the senior’s mark registration, provided the behavior was continuous
· PROVING LIMITED AREA DEFENSE:
1. Adaptation of the mark by junior user before federal registration, without knowledge of the senior user’s use
2. Continuous use in a pre-registration trade area
3. Extent of the use prior to registration
HERE:
· Thrift was operating in a specific area of MA before registration of the senior mark
· Thrift advertised and operated in this (and via yellow pages+tv ads, the surrounding area)
· Thrift continued advertising and operating in this area
NOTE: Modern law = measure application of the limited area defense from the moment of application, NOT from the moment registration is granted
Dudley HealthSource Chiropractic
Takeaway: the limited area defense does not apply to internet advertisements (internet is not a geographic territory… administrability concerns)
· A mark user cannot reasonably expect exclusive use of a term online
Dawn Donut v. Hart’s Food Stores
· Limited Area Exception does not apply - the two businesses operate in discrete areas, BUT if the plaintiff were to ever expand into the defendant’s area, they, as the holder of a federal trademark registration, may enjoin the defendant from use of the mark
Guthrie Healthcare v. Context Media
· Guthrie operates in PA and NY, uses a mark
· Context adopts a similar mark later, and is a nationwide operator
TAKEAWAYS: an injunction’s scope depends on equitable factors
· Context media is the junior user, enjoined from using the mark in the area’s Guthrie operates, but may continue to use in other places
REGISTRATION OF TRADEMARKS
For this class, two major bases of Trademark Registration
1. The owner of a mark used in commerce can apply with the PTO
2. Intent to use registration, generally has the same requirements, but has not YET been used in commerce at the time of registration
· Need a bona fide intent to use
Once an intent to use application is approved by the PTO, a notice of allowance issues:
· Mark owner has 6 months from the date the notice of allowance is issued to file a statement of use for the goods/services the mark is intended for
· No registration until the statement of use is approved
· The 6 months can be extended up to a maximum of 3 years from the date the notice of allowance issues
Applications must include a description of the mark
· Sound marks must have a written description (musical notes) with limited exceptions
· Color Features - describe where the colors appear and the nature of the colors
AND, when the dates of use are submitted, must submit a specimen of the mark as actually used 
· And a date of first use (intrastate or federal)
Advantages of Registering with the Principal Register
1. Nationwide protection from the date of application, not only in the areas in which you operate
· Excepting the limited area exception
2. Incontestability if the registered mark is used continuously for 5 years 
· NOTE: Descriptive marks will obtain secondary meaning at this point
3. Bar on imports
4. Evidentiary Advantages - burden of proof falls on opposition to show functionality doctrine applies
5. Confirmation of Ownership/Validity for prospective purchasers of the business
The Supplemental Register
· Descriptive marks end up here until they acquire secondary meaning
· NOTE: being on the supplemental register does NOT equate to an admission of no secondary meaning
· Examiners will know this mark has been claimed when they perform searches
· Must include ® with your trademark to create a presumption a Defendant knows you have trademark rights
MZ Berger v. Swatch AG
· Watch and clock manufacturer filed an intent to use application for “iWatch”
TAKEAWAY: no bona fide intent to use a mark in commerce means no registration
· This is largely circumstantial and fact based, here the testimony and documents provided did not readily show a bona fide intent to use the mark
· There was no present intent to use the mark in commerce
Hacky Sack Case
· Trademark over the name and a “sinuous seam” product design feature (trade dress)
· Put a tag on the products with ®
· Defendant copies the “sinuous seam”
· Court held the ® on the tag was sufficiently close to the seam to put Defendant on notice it was copying
Lanham Act section 8
Affidavit of Continued Use - Must be filed 5-6 years after registration date
· Any goods/services not included in the affidavit will be deleted from the registration
· Can pay a fee for 6 month extension
Section 9
· Each registration may be renewed for a period of 10 years, must file an affidavit every 10 years the mark is still used in commerce
Example:
· Filed application in 2014, approved 2015, section 8 affidavit of continued use in 2020-2021 
· Section 9 in 2025-2026 (10 years)
· 2035-2036 for the next renewal + affidavit of continued use
Larami Corp. v. Talk To Me Programs
· Super soaker case
· TTMP filed intent to use app July 31, 1990
· Larami opposes, alleging prior use (first use date was after July 31, but before the gazette publication)
TAKEAWAY: no basis to sue for infringement of a trademark absent an approved registration of the mark… once approved, the filing date will be the constructive use date
BARS TO REGISTRATION
Lanham Act section 2(a) prohibits registration of marks that are: 
· Immoral
· Deceptive
· Scandalous
· Which disparage or falsely suggest a connection with people, institutions, beliefs, national symbols, or bring them into contempt or disrepute
NOTE: Disparaging, immoral, and scandalous no longer are prohibited
Section 2(b) - No trademark protection for flag/coat of arms/ other insignia of the US or any state, municipality, or foreign nation, or any simulation thereof
· NOTE: simulation refers to fairly exact copies of the above categories
Section 2(c) - No protection of marks of a name, portrait, or signature identifying a living individual except by written consent
· The above also applies to deceased presidents unless their widow is no longer living
Section 2(e) - refusal to register for:
· 2(e)(2) - primarily geographically descriptive terms, except as indication of regional origin as a certification mark
· 2(e)(3) - primarily geographically deceptively misdescriptive terms
Section 2(f) makes exceptions - can register if the mark acquires secondary meaning, even if otherwise barred under 2(a), (b), (c), (d), (e)(3), and (e)(5)
Matal v. Tam (section 2(a))
· Examiner denied application to register the derogatory term “the slants” for a band
TAKEAWAY: The disparagement bar is unconstitutional, trademarks are private, not government, speech
· commercial speech - speech which proposes a transaction (unclear if TMs are)
Commercial speech gets first amendment protection, but not to the same degree as artistic/political speech
· May be limited by the government IF there is a substantial interest in limiting the speech and the means for restricting are narrowly tailored to achieve that interest
· The disparagement clause is extremely broad, not narrowly tailored
Iancu v. Brunetti (section 2(a))
TAKEAWAY: Extends the holding of Tam to “immoral” and “scandalous” registrations
· Trademark “FUCT”
· Sotomayor concurrence points to less restrictive ways the bar could be reinstated
· Rather than viewpoint based discrimination, would be mode of expression (one can express the same opinion nicely, or offensively)
Bayer Aktiengesellschaft v. Stamatios Mouratidis (section 2(a))
· Organic aspirin
TAKEAWAY: In re Budge test for deceptive marks:
1. is the term misdescriptive of the character. Quality, function, composition, or use of the goods?
2. If so, are prospective purchasers likely to believe the misdescription?
3. If yes, is the misdescription likely to affect the decision to purchase?
· If only the first prong is met, the mark is merely arbitrary or suggestive
· If the first two prongs are met, the mark is deceptively misdescriptive 2(e)(1)
· If all three are met, the mark is deceptive under Lanham Act section 2(a)
· NOTE: Section 2(a) is a complete bar
· Section 2(e)(1) may be overcome by acquiring secondary meaning
Applying the test here:
1. No aspirin in the product (misdescribed)
2. Included on the website that the supplement contains naturally occurring aspirin precursors
· And, the name “organic aspirin” conveys a literal commercial impression that there is a natural aspirin product
· Consumers may not know there is no such thing as organic aspirin
3. Yes, this will likely influence a purchaser’s decision
In re Richard Hoefflin (section 2(c))
· OBAMA PAJAMA
TAKEAWAY: Test to determine whether a living person would be associated with a mark:
1. Is the person so well known that the public would reasonably assume a connection?
2. If the individual is publicly connected with the business in which the mark is being used
· ask: in the community of this business (relevant consumers), what is that person known for? 
Here: Obama Pajama attempts to make a positive association, which means there is a possibility he would endorse a product like this
· Compare with “TRUMP TOO SMALL” - derogatory, Trump not likely to endorse
In re Newbridge Cutlery (section 2(e)(2))
· Reversing denial of mark NEWBRIDGE HOME for kitchenware as primarily geographically descriptive (2)(e)(2)
· No secondary meaning
TAKEAWAYS:
· If a mark is arbitrary when applied to the class of goods, it is not “primarily” geographically descriptive
· There must be a connection between the location and the goods in the public’s mind
· 2 part test for 2(e)(2)
1. The mark sought to be registered is the name of a place known generally to the public
2. The public would make a goods/place association (believe the goods originate there)
THEN, FOR 2(e)(3) ONLY
3. The source of the goods is the geographic name in the mark
SO: there is a presumption of a goods/place association where:
· The location is generally known;
· The term’s geographic significance is the primary significance; AND
· The goods do, in fact, originate from the named location
NOTE: Where the first and third element are met, the second can be presumed
· Applying the test to the facts here:
· Newbridge, Ireland, is a town of less than 20,000 people, which indicates it is NOT generally known to the American public
· Mere mention of a location online, or in a publication, does NOT make a prima facie case that the location is known to the relevant public
In re Miracle Tuesday, LLC (section 2(e)(3))
· Registration denied for mark “JPK PARIS 95” as primarily geographically misdescriptive
· The only real connection to Paris is that the owner lives there many years prior
NOTE: If multiple mark components (“JPK”; “PARIS”; “95”), it is crucial to determine which is the dominant component (PARIS here):
· Largest word, fashion item and Paris known for fashion
The test for primarily geographically misdescriptive is similar to the Budge test for geographically descriptive:
1. The primary significance of the mark is a generally known geographic location
2. The consuming public is likely to believe the place identified by the mark indicates the origin of the goods bearing the mark, when they do NOT
a. Ways a good can “originate”:
i. Manufactured there
ii. ingredients/main components manufactured there
iii. Headquarters or R+D facilities there
iv. SOMETIMES, if the good was designed there
3. The misrepresentation was a material factor in the purchasing decision
Testing whether the public can reasonably associate the goods/location:
· Is there an association between the goods and place?
· Do the goods actually come from there?
Applied here:
1. Paris is a major city, widely known
2. Yes, none of the bases for which a good can be said to “originate” in a place are met
3. Yes
Materiality - would a substantial portion of relevant consumers likely be deceived by the misrepresentation of the goods/place association?
NOTE: only ask about materiality IF there is a goods/place association
FRAMEWORK FOR ANALYZING THESE ISSUES:
1. In re Budge test for deceptive marks:
· Is the term misdescriptive of the character, quality, function, composition, or use of the goods?
· If so, are prospective purchasers likely to believe the misdescription?
· If yes, is the misdescription likely to affect the decision to purchase?
2. Is the mark primarily geographically descriptive?
2 part test for 2(e)(2) and 2(e)(3)
· The mark sought to be registered is the name of a place known generally to the public
· The public would make a goods/place association (believe the goods originate there)
THEN, FOR 2(e)(3) ONLY
· The source of the goods is the geographic name in the mark
3. Is the mark primarily geographically deceptively misdescriptive?
· The primary significance of the mark is a generally known geographic location
· The consuming public is likely to believe the place identified by the mark indicates the origin of the goods bearing the mark, when they do NOT
a. Ways a good can “originate”:
i. Manufactured there
ii. ingredients/main components manufactured there
iii. Headquarters or R+D facilities there
iv. SOMETIMES, if the good was designed there
· The misrepresentation was a material factor in the purchasing decision
The Bar on Surnames
· Surnames are generally descriptive terms (i.e. HERSHEYS chocolate)
· So, this is not a complete bar, secondary meaning will allow registration
In re Quadrillion Publishing
· Refusal of registration for BRAMLEY for books, magazines, etc. as merely a surname
Factors for determining whether a surname may be protected:
1. The degree of rarity (how exposed is the general public to this name?)
2. Does anybody connected to the applicant have the surname?
3. Does the term have recognized meaning besides as a surname?
4. The look and sound of the surname (structure/pronunciation)
Schlafly v. St. Louis Brewery
· Brewery named a beer “Schlafly,” which is a surname
· BUT secondary meaning was shown through:
· ownership of prior registration
· Substantially continuous and exclusive use for 5 years
· Other evidence (Gimmix factors)
· Evidence from sales
· Advertising expenses, etc.
TAKEAWAY: secondary meaning will permit registration of a mark otherwise barred as a surname
Numbers, Letters and Initials
· Can potentially serve as trademarks but may be initially descriptive 
· Generally, can’t use a word/phrase/symbol/numeral/letter that merely differentiates between various grades/styles/types of product and does not designate the source
Lanham section 2(e)(5) - cannot register a mark over something that, as a whole, is functional 
· Codifies Qualitex
In re Becton
· Test tube shape case
· Product design trade dress issue
· Application denied as functional
RULE: Where a proposed mark has both functional and non-functional features, it is important to weigh the degree of utility present in the overall design
· Functional if it affects the use, purpose, cost, quality
Four considerations for whether a claimed thing is functional in trademark law:
1. Existence of a utility patent disclosing the utilitarian advantages of the design (Traffix; Nabisco)
2. Advertising by applicant touting the utility of the feature
3. Effect on manufacturing cost
4. Availability of alternative designs
NOTE: the first 2 factors are the most important and easiest to find evidence of
HERE:
· There was a utility patent, now expired, that described two features of the claimed mark
· Yes, advertised features of the claimed trademark as useful
· Rare to encounter evidence of this type
· No meaningful alternative designs exist, and competitors have similar products
Lanham Act section 2(d) - Likely Confusion
Nutrasweet v. K&S Foods
· Denial of application for “NUTRASALT” as likely to confuse consumers
TAKEAWAY: Important factors for likelihood of confusion:
1. The similarity of the products or services
2. Similarities of the channels of commerce 
· Has layers - Here the products are sold in grocery stores… but also sold in the same aisle within those stores
3. How much attention is it rational for a consumer to bring to the purchasing decision (how expensive is the good?)
· Here, the products are cheap, “impulse” purchases
· Although “SWEET” and “SALT” are phonetically and structurally different, purchasers familiar with nutrasweet are likely to believe the prefix “NUTRA” indicates the same manufacturer
· A lack of evidence showing actual confusion is not relevant where sales are de minimis… not much opportunity for confusion to have occurred
· That nutrasweet is primarily sold to vendors/producers and nutrasalt is primarily sold directly to consumers is not dispositive (think Dawn Donuts)
B&B Hardware v. Hargis Industries
· denied application for SEALTITE as likely to confuse consumers - similar to SEALTIGHT
TAKEAWAY: likelihood of confusion standard is the same for TTAB registration and a civil infringement claim 
· UNLESS mark owner uses the mark in ways materially different ways than outlined in the application, if the main issue is actual marketplace usage
Factors for likelihood of confusion:
	Polaroid (second circuit)
	Sleekcraft (ninth circuit)

	1. Strength of the mark
	Strength of mark

	2. Similarity of the marks
	Similarity of marks

	3. Proximity of the products
	Proximity of the products

	4. Likelihood the party alleging infringement will “bridge the gap”
	Likelihood that either party will expand into new markets

	5. Actual confusion
	Actual confusion

	6. Alleged infringer’s intent
	Intent

	7. Quality of the alleged infringer’s mark
	Marketing channels used to promote the products

	8. Sophistication of the buyers
	Type of good + degree of care exercised by consumers

	
	


Gallo Winery v. Gallo Nero
Takeaway: Explains application for Polaroid/Sleekcraft Factors
Held: Yes likelihood of confusion 
1. Strength of the Plaintiff’s Mark
· Measured in 2 dimensions:
· Conceptual Strength - is it descriptive, arbitrary, suggestive, fanciful?
· Market Strength - Gimmix Factors (ad costs, consumer recognition, etc.)
2. Similarity of the Marks
· Similarity in sight, sound, or meaning
· Pronunciations, translation of foreign words, impression of appearance
EXAMPLE: Compare 
ROACH MOTEL / ROACH INN



With
MOUNTAIN KING / ALPINE EMPEROR
· And, what is the dominant term/component? Here, “GALLO” is attached to many of Gallo’s products in some way
3. Similarity of the Goods Sold
· In this case, the products are the same (wine), and Gallo Nero has previously stated they compete with every wine on the market…
· But see Kendall-Jackson (finding less similarity where the wines are of greatly differing price)
4. Similarity of Marketing Channels Used
· Both market through retail establishments here
5. Degree of Care Exercised by Purchasers
· The time and attention a buyer will give to a respective purchase
· Confusion is more likely with cheaper, “impulse” purchases where consumers will not put too much thought into the decision
6. Evidence of Actual Confusion
· NOT SIDE-BY-SIDE COMPARISON
· Rather, will a consumer familiar with Plaintiff’s mark be confused as to the source when presented with a product bearing the Defendant’s mark by itself
7. Defendant’s Intent Adopting the Mark
· Very strong if bad intent found
· Will never work in favor of a Defendant, at best will be neutral
· Relevant inquiry is: Whether Defendant had knowledge of potential infringement or confusion
Banfi v. Kendall-Jackson
TAKEAWAY: More application fo Polaroid/Sleekcraft
HELD: No likelihood of confusion
3. Proximity of the Products
· Different from proximity of marketing channels
· Marketing Channel = Both are sold in liquor stores; BUT
· The products themselves are in different parts of the liquor stores (organized geographically, and the Defendant is Italian, while Plaintiff is American)
7. Quality of the Alleged Infringer’s Mark:
· ASK: could the Senior user’s reputation be harmed by the junior user’s product being of inferior quality?
· NOTE: this is a bit strange… a bad competing product should reduce the likelihood of confusion by bolstering the senior mark’s reputation for quality
Leelanau Wine Cellars v. Black & Red
Takeaway: How to craft a survey for likelihood of confusion
· Do NOT do a side-by-side comparison of the products; Instead:
1. Establish respondent is familiar with the plaintiff’s mark
2. Show other products and ask if any of them appear to be related to/endorsed by the plaintiff’s mark
The court here found the survey sample was overbroad because it selected generally from patrons of a shopping mall, rather than a group of people who would be relevant consumers
Also no likelihood of confusion:
· Limited overlap in marketing channels (one sells almost exclusively through tasting rooms, the other at Sam’s Club)
Kraft Foods v. Cracker Barrel
Held: Likelihood of confusion
· Similarity of the logo/name (cracker barrel for both)
· Complimentary similarity of the products (Ham and Cheese)
· Also, Cracker barrel can sell its products in its own stores rather than supermarkets
Maker’s Mark v. Diageo
· Product Packaging Trade Dress for the dripping wax seal on Maker’s Mark bottles
ISSUE: Factors for the likelihood of confusion analysis:
1. Strength
a. Conceptual strength - red dripping wax seal is inherently distinctive
i. Note: fanciful/arbitrary/descriptive framework is hard to apply to trade dress
ii. ALSO: the wax seal was once functional, but now it is purely aesthetic/stylistic
b. Market/Commercial Strength - apply Gimmix factors
i. Intensive advertising by Maker’s Mark, focusing on the red seal
ii. Lots of consumer dialogue, high level of recognition with drinkers
iii. Business Week rated it one of the most recognizable branding symbols in the world
iv. Working against MM - extensive 3rd part use of wax seals, BUT not for bourbon, and the court distinguishes spirits as a general class from bourbon
2. Similarity
· The presence of a house mark is merely a factor in weighing similarity
· And, house marks are more relevant in a palming off case, not in an association case like this one (this is an endorsement/affiliation, not riding coattails case)
3. Actual Confusion - no evidence, so this factor is held non-determinative
4. Relatedness of the Goods
· CONCEPTS:
· Complementarity (think pancakes and syrup, ham and cheese)
· Substitutability (how easily can a consumer substitute the defendant’s product for the plaintiff’s?)
· NOTE: use general categories for substitutability 
5. Degree of purchaser care - likely high - Cuervo is ~$100 per bottle, not an impulse buy
6. Intent of the alleged infringer - can only work against the defendant, here it is neutral (best case scenario)
INITIAL INTEREST CONFUSION
· Confusion does not occur at the point of sale, but in the initial attraction of customer interest
Mobil Oil v. Pegasus
Takeaway: Where the risk of actual confusion at the point of sale is low, the likelihood an infringer can gain credibility in the initial phases of a transaction/deal can still give cause for an injunction
Application fo Polaroid factors:
· Strength of Mobil mark = very strong
· Proximity of the goods = both sell to oil traders, but only Mobil sells directly to consumers
· BUT direct competition is not required
· Mobil’s mark is so strong that it “demands” broad protection
· Actual confusion - no evidence
· Intent - Pegasus CEO admitted to knowing about Mobil’s mark, and Intent weighs heavily against him here
Takeaway: Sight, sound, and meaning can be used to apply likelihood of confusion as between a word and a symbol
· Intentional copying creates presumption of likelihood of confusion
Blockbuster v. Laylco
Takeaway: Lanham act not only protects consumers from confusion at point of sale, but also from likelihood that an alleged infringer would attract potential customers based on the reputation earned by the original mark
· Sunk cost for a consumer… already here, may as well use the good/service
Multi Time Machine v. Amazon
Takeaway: Clear labeling can eliminate the likelihood of initial interest confusion where the facts involve internet search terms 
· Note the distinction between initial interest confusion and “mere initial diversion”
POST-SALE CONFUSION
· Applies when non-purchasers of a product encounter it outside of its packaging
· NOTE: post-sale creates a potential issue: the potential for a perpetual exclusive right in certain designs
Mastercrafters Clock + Radio v. Vacheron
· Atmospheric clock design, very high end versus a cheap knock off that looks similar
Product design trade dress claim
· secondary meaning found:
· Marketed continuously for years
· Thousands sold
· “Clearly” has secondary meaning to relevant consumers
· Although customers are not confused as to the source (it attracts customers who want, but cannot afford, a high-end clock), they purchase the cheaper clock to give the appearance of owning the Plaintiff’s product to guests
Munsingwear v. Jockey
Product design trade dress - horizontal fly for underwear
· Post-sale confusion does not make sense here because by its nature, underwear is typically not seen
· Likelihood of confusion does not apply at point of sale either-packaging is clearly labeled
REVERSE INFRINGEMENT
Typically, the senior mark holder is a smaller company than the junior mark holder, and thus there is a concern that consumers will view the senior mark holder as a subsidiary of the junior
Dreamwerks v. Dreamworks
Takeaway: Relevant inquiry for reverse infringement is what the senior user’s customer base would think
Using Sleekcraft factors:
· Strength of plaintiff’s mark: (weighs in favor of senior mark holder here)
· Conceptual strength is important because market strength is weak (jr. user big)
· Arbitrary mark here, strong conceptually
· Similarity of the marks:
· Sight, sound, and meaning
· Neither literally means anything (same meaning)
· Same sound
· Sight - depends on whether the logo is present… absent the Dreamworks logo they are very similar in appearance, and a moviegoer might not notice the difference 
· Relatedness of the goods:
· Sci-fi movies and merchandise are complementary
HELD: Reverse infringement, judgment for Dreamwerks
Fleet Feet v. Nike
· Found strong evidence that consumers may come to associate Fleet Feet’s marks, and thus its services/goods, with Nike and not Fleet Feet
· Compare to Dreamwerks - Here, bigger risk that the consumer will just go directly to a Nike store if they believe there is an association
TRADE DRESS
Two Pesos v. Taco Cabana
Takeaway: Trade Dress can be inherently distinctive
· Supplier of a good/service MUST show distinctiveness in some manner, just as with any other mark
Walmart v. Samara Bros.
Takeaway: Trade Dress Product Design CANNOT be inherently distinctive, MUST show secondary meaning
· Distinguishes product packaging from product design
· Product packaging - one color, need secondary meaning
· Multiple colors, inherently distinctive
Inwood Labs v. Ives Labs
· Cyclandelate patented by Ives (expired)
· Mark is CYCLOSPASMOL (distinguish Nabisco, where product is marketed by patent name)
Product Packaging Trade Dress (capsule color)
· Argues the capsule color is what consumers have come to know their product by
· Functionality Doctrine - capsule informs consumer of the dose (acquired functionality)
TAKEAWAY:
· Test for contributory liability:
· If a manufacturer or distributor
1. Intentionally induces another to infringe (LifeAlert); OR
2. Continues to supply its product to one whom it knows or has reason to know is engaging in infringement (Luxottica)
LifeAlert v. LifeWatch
· Telemarketers are using lifealert slogan to sell lifewatch competing product
· Induced telemarketers to infringe by approving scripts with the registered slogans
· ALSO continued to supply its product to the directly infringing telemarketers with knowledge of what they were doing
Takeaways: Both prongs of Inwood test are met (either alone would be sufficient)
· Vicarious Liability for infringement - where defendant and infringer have an apparent or actual partnership and have authority to bind one another and third parties
Tiffany v. eBay
· Application of Inwood test to online marketplace
Takeaway: eBay’s general knowledge of infringing activity on its marketplace was too generalized, not specific enough to create liability under the Inwood framework
· Need some contemporary knowledge of particular listings which infringe or will infringe in the future for “has reason to know” standard
Luxottica v. Airport Mini Mall
Takeaway: Willful Blindness satisfies the Inwood prong for “has reason to know”
· Here:
· Luxottica notified mini mall owner several times of infringing activity
· Three different law enforcement raids occurred
· Defendant renewed vendor leases after the above incidents, jury found they had at the least constructive knowledge of the infringing behavior
· Distinguish from eBay (online marketplace): eBay does not physically see/have access to the goods being sold, whereas the Defendant here could easily have visually investigated after being put on notice 
EXCEPTIONS TO TRADEMARK INFRINGEMENT
Descriptive Fair Use
· Points away from the trademarked thing
· Using a term/symbol, etc. in its descriptive sense
US Shoe v. Brown Group
· “Looks like a pump, feels like a sneaker”
· Defendant also wants to convey its women’s dress shoes are comfortable, but dressy
· “Think of it as a sneaker, with no strings attached”
HELD: Clear descriptive fair use, the word “sneaker” is being used in its descriptive sense 
· Cannot bar others from using words in good faith for descriptive purposes pertinent to the product
· Also, used “feels like a sneaker” language as a fragment of a larger sentence, not a caption or slogan
Car Freshener v. SC Johnson
· Pine tree car fresheners, widely sold and recognized
Product Design Trade Dress Claim
· This is a descriptive mark (pine tree scented, and is shaped like a pine tree), secondary meaning has been acquired
Takeaways: 
Test for Descriptive Fair Use:
1. Does the Defendant’s use point away from the Plaintiff’s product?
2. Would the Defendant’s use make total sense in a world where the Plaintiff’s mark does not exist?
· Fanciful marks/terms cannot be used for a descriptive fair use because the words did not exist prior to the product (fanciful terms are made up)
AND - descriptive fair use claim can apply to shapes, not only words 
Applied here:
1. Yes, using “pine” to describe their own product, and pine is associated with the holidays
2. Yes, pine trees existed before the Plaintiff’s trademark right
Nominative Fair Use
· Points towards the trademarked thing
· Judicially created exception, not statutory
· Does not implicate the source-identifying function of trademarks
· Basis of nominative fair use is that it is virtually impossible to refer to a particular product for purposes of criticism, comparison, etc., without using the mark
IMPORTANT: Nominative Fair Use is a statutory defense to Dilution, but only a judicial construct for likelihood of confusion
New Kids on the Block v. News America Publishing
Takeaway: Three part analysis for nominative fair use:
1. The product / service is not readily identifiable without use of the mark
2. The alleged infringer only uses so much of the mark as is reasonably necessary to identify the product/service
3. The use must not suggest endorsement or sponsorship by the mark holder
NOTE: For the reasonably necessary prong, can use the name, but not the font, color, etc.
WCVB v. Boston Athletic Association
· TV station broadcasting the Boston Marathon without license from the BAA
· Puts words “BOSTON MARATHON” on screen
HELD: No likelihood of confusion - Nominative Fair Use
· Here, the words merely appearing on the TV will only make viewers think the race is being broadcast, not that there is some special approval from the BAA
· Compare Sullivan case (selling unauthorized T-shirts that say “BOSTON MARATHON” is likely to create confusion w/r/t sponsorship/endorsement)
Use of the words “BOSTON MARATHON” for descriptive purpose/function - it is not readily possible to tell people that you are broadcasting the boston marathon without naming it
· Also, this test would pass the New Kids 3-part test
Toyota Motor Sales v. Tabari
· Used New Kids framework:
1. Cannot identify a Lexus without naming it
2. Only used the Lexus name, nothing else
3. Does this suggest endorsement?
a. “Buyorleaselexus.com” is not as likely to suggest endorsement as “Lexus.com” 
b. Inquiry: does the defendant do anything gratuitously to suggest sponsorship, or act to negate the conclusion of association by consumers?
PARODY
Mattel v. Universal Music
Takeaways: The Lanham Act should only apply to artistic works where public interest in avoiding consumer confusion outweighs public interest in free expression
The Rogers v. Grimaldi Test for expressive works:
1. Is the alleged infringing behavior the title of an expressive work?
2. If yes, does the title have any artistic relevance to the underlying work whatsoever?
3. If not, does the title explicitly mislead as to the source of the work?
· If the answer to step 1 is “no,” move on to likelihood of confusion test (Polaroid)
· If the title has no relevance to the underlying work, move on to likelihood of confusion test
· If the title does have relevance, but it explicitly misleads as to the source, likelihood of confusion test
Applying the test here:
1. The title is a song title -> next step
2. The title only takes the name of Barbie, not anything else
3. It does not explicitly mislead as to the source
DILUTION (Lanham Act 43(c))
Dilution by Blurring - loss of distinctiveness of the trademark (Ringling Bros.; Stork Club)
Dilution by Tarnishment - reputational harm causing loss of the “wholesomeness” of the trademark
· Dilution occurs only where a mark is FAMOUS
· I.e. widely recognized by the general consuming public of the US as a designation of source of goods/services of the mark owner
Dilution Components:
· The owner has a famous, distinctive mark 
· Another commences using the mark in commerce in a manner that is likely to cause dilution by blurring/tarnishment
· Irrespective of likelihood of confusion, competition, or actual injury
Exceptions to Dilution:
· Any fair use, other than as a designation of source for one’s own goods/services
· Advertising permitting consumers to compare goods/services
· Identifying and parodying, criticizing, or commenting on the mark
· All forms of news reporting/commentary
· Any noncommercial use of a mark
Nat’l Pork Board v. Supreme Lobster
TAKEAWAY: Fame analysis also covers one of the factors for proving dilution (Degree of recognition of the mark)
· Evidence showing fame:
· Ad expenditures
· Surveys
· Pop culture references
· Endorsement by famous people
Starbucks v. Wolfe’s Borough Coffee
Factors for determining Dilution:
1. The degree of similarity between the marks
2. The degree of recognition of the famous mark
3. Whether the allegedly diluting mark impairs the distinctiveness of the famous mark
4. Intent to create an association with the famous mark
5. Evidence of actual association
6. Extent to which the owner of the famous mark exclusively uses the mark
Factors focused on here:
1. Degree of similarity of the marks:
a. Similar sound and spelling, but inclusion of “MISTER” or “BLEND” in conjunction with “CHARBUCKS” lessened similarity
b. NOTE: No requirement for substantial similarity
2. Intent to associate with the famous mark:
a. There is not a bad faith requirement
b. Here, defendant conceded intent, weighs in favor of Starbucks
3. Absence of actual confusion does NOT impact the finding of dilution, but finding evidence of actual confusion can help in finding Dilution (like likelihood of confusion)
TARNISHMENT
Starbucks case:
· Tarnishment generally arises where plaintiff’s mark is linked to products of shoddy quality or is portrayed in an unwholesome/unsavory context likely to evoke unflattering thoughts about the owner’s product
NOTE: Most likely to apply where a mark is built on family-friendly/wholesomeness and that value is attacked
LOSING TRADEMARK PROTECTION
GENERICNESS
Bayer v. United Drug
· “Aspirin” patent expired… def began selling the same chemical compound as aspirin
Inquiry for Genericness: What does the word mean to the general consuming public? 
· Does Aspirin refer to acetylsalicylic acid generally, or specifically to acetylsalicylic acid as made by Bayer?
NOTE: Consumer does not have to know the specific manufacturer name, just that the product only has one manufacturer 
· What sinks Bayer here is that they marketed/sold the product as Bayer-Tablets of Aspirin (using it as a generic name), rather than Bayer-Aspirin-Tablets of acetylsalicylic acid
Takeaway: When marketing a product, refer to the trademark, then the product:
· Example: scotch brand adhesive tape, not scotch tape
Dupont v. Yoshida
· TEFLON/EFLON case
Takeaway: Crafting a survey for Genericness:
· First, explain to respondent the difference between a “brand” and a “class”
· I.e. “Chevrolet” for a car, then provide a list of names with the option to categorize as “Brand” or “Common” name
USPTO v. Booking.com
Takeaway: a compound of generic components (“Booking” and “.com”) is only generic if the combination does not convey a distinguishing meaning to the consumer
· Genericism is dependent on consumer perception
· Do consumers view a term as capable of distinguishing goods/services within a class?
· Registration of a descriptive term will not prevent competitors from using that word to describe their own services
ABANDONMENT
Lanham Act section 45
A mark is considered Abandoned if either:
1. Use is discontinued without intent to resume such use
a. Nonuse of three consecutive years is prima facie evidence of abandonment
b. “Use” = bona fide use in the ordinary course of trade, not a token use (Procter & Gamble)
c. Intent not to resume may be inferred from circumstances
2. The term becomes generic through conduct of the owner (acts causing the mark to lose significance as a mark, may be omission or commission)
NON-USE
Silverman v. CBS
· Mark deemed abandoned (23 years since an Amos n Andy production was made
· Cannot argue intent to resume use “eventually” at some indefinite point in the future
TAKEAWAY: Standard for intent not to resume: Intent not to resume within the reasonably foreseeable future
· NOTE: Challenging infringement is not a use, nor is sporadic licensing for noncommercial uses (licensing for documentaries and educational purposes)
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