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· The Dominant Framework
· Alternative Frameworks
· TMs in the Bigger World of IP
· Acquisition of Rights
· Distinctiveness in a TM
· Acquisition of TM Rights Through Use
· The Registration Process and "Intent to Use"
· Bars to Registration
· Infringement, Dilution, and Free Speech
· Infringement and the Likelihood of Confusion
· Speech Defenses Including Parody
· Dilution Law
· Genericness
· Abandonment
The Dominant Framework
§9 Definition of TM: A word, name, symbol, device, or other designation, or a combination of such designations, that is distinctive of a person's goods or services and that is used in a manner that identifies those goods or services and distinguishes them from the goods or services of others
· Pg. 59
General Principles
· TM is about control of symbols or identifiers
· TM = The law of control of symbols
Purpose of TMs
· Consumer Protection
· Efficient Communication
· From consumer to consumer
· They augment and enhance product differentiation
· Incentivizes producers to maintain similar quality each time the consumer receives the product
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Its about source and consistency
Justifications for TM law:
· (1) Consumer Oriented
· Courts concerned about protecting consumers from deception
· (2) Producer Oriented
· Protecting the investment in the TM
· Make sure competitors do not take away the investment
· Meant to protect the investment in the company's goodwill
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Key Idea: "The marks served to identify the source of the goods to
prospective purchasers who could then make their selections based upon reputation - 59
Important Things to Note
· TM can be anything that human cognition can identify
· We have move past the idea where everyone knows the source of production of goods
· This is why TMs help us ID the source of the goods
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There are no technical limitations to the nature of what can be
trademarked
· "The definition of TM adopted in this section does not incorporate any technical limitations on the nature of the subject matter that may qualify for protection. Words remain the most common type of TM, such as the word FORD used with the sale of automobiles. Numbers, letters, and slogans are also eligible for protection as TMs, as are pictures, symbols, characters, sounds, graphic designs, product and packaging features, and other matter capable of identifying and distinguishing the goods or services of the user"- 60
Categories
· Service Marks = Chase Bank
· Trade Name = Warner Bros. ; Metro-Goldwyn-Meyer
· These are now all considered TMs
Trade Dress: Comprised of
· Product Packaging
· Product Design
Taxonomic or Conceptual Scale
· Generic
· The word or phrase by which a thing is generally known by the public
· Generic words can never acquire secondary meaning
· Descriptive
· 
A mark is merely descriptive if it conveys to one seeing or hearing it knowledge of the ingredients, qualities, or characteristics of the goods or services with which it is used. (Quik-Print)
· Suggestive
· A mark is suggestive if imagination, thought, or perception is required to reach a conclusion on the nature of the goods or services (Quik- Print)
· Can acquire TM rights by being distinctive
· Arbitrary
· Existing word or symbol that applies to something where the relation between the name and the product do not relate
· E.g., Apple
· Does not require secondary meaning to be TM'd
· Fanciful
· A TM that is completely made up.
· E.g., Exxon or Kodak
· Does not require secondary meaning to be TM'd
Kellogg v. Nabisco 61
Facts: Nabisco = P. P invented shredded wheat and had a patents that gave them an exclusive right to create shredded wheat. The patent then expired and Kellogg began making shredded wheat on and off. 2 Different claims are being made: (1) Trade Name - P wants to continue holding exclusive rights over "Shredded Wheat". (2) Shape of the Biscuit - Note that shapes of things can be TM'd. P claims that have TM over the name and pillow shape.
Reasoning: (1) P has no exclusive right, because it is a generic term which describes it with accuracy. When the patent expired, that phrase became part of the public discourse because that is what it was called in the patent. P argues that because they were the only one using the term for a while, it had developed "Secondary Meaning". Court says no. (2) The Pillow shape
serves a functional purposes and since once the patent expired the name and shape are now available to everyone. (3) Question remains whether D is using "shredded wheat" fairly. Court says yes. They took measures to make differences in their packing.
Holding: (1) Shredded Wheat is "Generic". (2) The pillow shape is functional and so cannot be TM'd.
Note: This case also talks about people that only eat shredded wheat at hotels.
Takeaways from Nabisco:
· This case introduces use the the idea of "Passing Off"
· Passing Off = A Defendant trying to pass off their goods/services as though they are coming from P
· This case introduces us to the idea of "Secondary Meaning"
· This case introduces us to the functionality doctrine
· Once an aspect is functional, it cannot serve as a TM
· Granting TMs over a functional aspect would be granting "non- reputational" advantages and TM is about reputational advantages
Secondary Meaning
· A TM that began as Descriptive, can acquire distinctiveness though secondary meaning.
· This means, the phrase over time, because the service was only provided by one producer, the name ended up meaning that one source
· E.g., Kentucky-Fried-Chicken or American Airlines
· 
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Need to show that the primary significance of the term in the mind of the consuming public is not the product but the producer
· 
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Once a word or phrase becomes Generic it can never acquire Secondary Meaning
· But if it is Descriptive it can acquire Secondary Meaning
· You achieve secondary meaning in word, phrase, trade dress by being the one that uses the term exclusively
Registration of TMs
· Common Law - TM rights can arise without any registration
· Not instantly but over time;
· Or you can register your TM before you start using it on the market
· or get an ITU
Word Marks
Coca-Cola v. Koke Co. of America 66
Facts: P is coca-cola. P's TM has been registered under the 1881 and 1905 Acts. D's product is made and sold in imitation of P's product. D picked the name Koke to benefit off of P's advertising. Circuit court ruled against P saying that since there was no cocaine in the drink, it was a fraudulent misrepresentation.
Holding: Coca-cola has taken on a secondary meaning. "Coca-Cola" now means, to most people, the product that P sells.
Coca-Cola Takeaways
· The only reason Circuit Court ruled against P is that P was making fraudulent representations
· "Coca-Cola" implies that it contains cocaine when there is none
· What D was doing was extra nefarious because people were illiterate
· Here, court says the Coca-Cola has developed Secondary Meaning
· We are dealing with a popular dink
· P has tremendous sales due to advertising
· Whatever the Descriptive meaning of Coca-cola was, once the cocaine had been eliminated, it had a secondary meaning
· It is though P's advertising that P has gained secondary meaning
Slogans
· Slogans can serve as a TM
· Many of them are considered descriptive
· "Choosy mothers choose Jif"
· Descriptive slogans follow the same rule that applies to all other marks, they can develop secondary meaning over time
Trade Dress - Color
· Color can be TM'd
Qualitex v. Jacobson Products 73
Facts: Qualitex is using a green-gold press pad. They have been using it since the 1950s and it is now 1995. If this was a word TM, you would say that the green-gold has acquired secondary meaning. P did have a registered TM under the Lanham Act, D started using the color so P sued. PP: 9th Cir said color alone cannot serve as a TM. Supreme Court disagrees.
Reasoning: There is no rule barring color alone from being a TM. Sometimes color will meet the ordinary TM requirements. A mark is supposed to identify and distinguish his or her goods and color can do this. Colors can be TM'd if they acquire secondary meaning.
Holding: Whatever triggers human cognition - whether a sign, color, word, etc. - that is what constitutes a TM.
Note: D makes a "shades of gray" argument, a color depletion argument, and argues that color was not listed as something that could be TM'd, these all failed.
Qualitex Takeaways
· Colors can be TM'd but they require acquisition of secondary meaning
· Lanham Act §45 and 15 U.S.C. §1127 are the same thing
· Here, the court refers back to the functionality doctrine
· "Over time, customers may come to treat a particular color on a product or packaging as signifying a brand
· Where a color serves a significant non TM function, like the color of pills, then we will examine whether its use as a mark would permit one competitor to interfere with legitimate competition through exclusive use of an important product ingredient
Functionality Doctrine
· A design is functional if it is essential to the use/purpose of the article or if it affects the cost or quality of the article, that is, if the exclusive use of the feature would put competitors at a significant non-reputation related disadvantage 75
· Prevent TM law, which seeks to promote competition by protecting a firms reputation, firm instead inhibiting legitimate competition by allowing a producer to control a useful product feature
How Can Color Be Functional?
· It is that color
· Any color that would come from less chemical processing, you would say its functional
· John Deere - Green color of farming machinery is functional because farmers want their equipment to match (aesthetic)
· Black boat motors make the propellor look smaller and so are functional
· Aesthetic Functionality - We want extension chords at home to be white, but at construction sites we want them to be bright orange
Traffix v. Marketing Displays 81
Facts: P had patent in dual spring design. The patent expired. D then started using the patented design. (Just like the Kellogg case). P argues they have TM rights over the dual spring design, says that consumers have come to associate the dual-spring design with our products.
PP: DC says no. (1) P did not establish secondary meaning and (2) the dual spring design is functional.
Issue: Does an expired utility patent foreclose the possibility of the patentee claiming trade dress in the design?
Reasoning: Trade dress can serve as a TM but Trade Dress cannot be used for product features that are functional. Person who asserts Trade-Dress protection (who has not registered the TM) has burden of proof of showing the Trade-Dress is not functional. Here, it matters that P has a patent - makes it harder to show that it is not functional. In P's patent they states that the dual spring was functional.
Holding: Its functional.
Traffix Takeaways
· A utility patents is strong evidence that the features therein are functional
· But this is not dispositive/conclusive/irrebuttable.
· If you can convince court that the patent was ornamental or arbitrary then you can get a Trade-Dress TM
· Think of Edison Light Bulbs
· Patent becomes a type of estoppel. "You told us this is functional, do not go back on your word"
· TM is meant to award reputational advantages, claiming TM protection on something functional is bad. Because that is non reputational
· Professor tells us that there are 2 kinds of disputes in TM
· (1) Party says I have TM rights and this other party infringed
· (2) Party says I have TM rights and U.S. Gov says no you don't
Other Identifying Indicia
· Sound can serve as a TM
· As a general rule, sound marks will have to establish secondary meaning
· Think about Pillsbury Dough Boy or Laptop Chime
· Scent can serve as a TM - see next case.
· Taste cannot serve as a TM
· Taste can be functional
· It is subjective and hard to discern
· Consumer has no access to flavor prior to purchase so generally no way to distinguish products by sampling
· In Re Pohl-Boskamp - Consumers will not recognize flavor as a TM
· Goes to the idea of secondary meaning
· NY Pizzeria v. Syal
· Flavor is functional
In Re Clark
· Scented sowing thread was the product
· TM examiner says no this is not a TM it is ornamentation
· TTAB said that scent did function as TM
· Court mentions that the scent has acquired secondary meaning through its advertising
· Not all advertising will create secondary meaning though
· The ruling excluded scents or fragrances for products like perfume, cologne, or scented household products because those are functional
· Scent, like sound, needs to have secondary meaning
Federal Registration
· Federal TM law is only applicable to interstate commerce
· If cookie shop is only engaged in intrastate commerce, it can only sue on state claim basis
· How do you get Federal Registration? 88
· (1) File application with USPTO
· Examiner determines its placement on the taxonomic scale
· If necessary, looks for secondary meaning
· Check all other TMs to make sure no issues
· (2) Goes to Examiner
· says yes or no
· (3) If Yes, application is published in the Gazette
· Triggers 30 day period to file opposition
· (3) (B) If No, applicant can quit or appeal decision to TTAB
· (4) If there is opposition it goes to TTAB
· (5) If no opposition then it is registered
· (6) If not happy with TTAB rejection, you go to the Federal Circuit
· Has exclusive jurisdiction over patents and TMs
· Or you can go to a Federal District court that had Jurisdiction over the parties
Ralph Brown Jr. Advertising and Public Interest
· The Law of TMs is driven by advertising
· A choice of Technique with TM is still available to be made
· 2 types of premises
· (1) Protecting the seller
· Protection from poaching of Good will
· But not all types of poaching of goodwill are illegal - see Nabisco
· Advertising should only be about giving us information but that is not what it is doing
· It is persuading and influencing
· Freedom of choice is freedom
· Is it really free will when we have all these ads
· Professor agrees, says we are bombarded
· If you are willing to pay extra for a Gucci purse and it makes you happy, who is to say that it is a bad thing
· but he still things we are being taught to behave irrationally
· Bottom Line: Advertisements that inform are ok, but most of the time, that is not what they are doing
Landes and Posner
· TM is about communications efficiency
· Sanka was this decaffeinated coffee, it offered tremendous communications efficiency because can just say I'll have a Sanka
· To perform its economizing function, a TM must not be duplicated
· Also mentions the idea that across time, the quality of the product must
be consistent
· TMs give producers a strong incentive to maintain their quality
· Because TMs create expectations
· TMs are also used to communicate informations from consumer to consumer
· If the law does not protect TMs then other brands will free ride off of it. And if you know this, then you will never invest in your TM in the first place
· They then acknowledge the Ralph Brown argument
· Generic Aspirin is the same as Aspirin but cheaper
· But people still pay for Bayer Aspirin. Authors are saying you are paying for the trust that the Aspirin will be made to the correct specifications
Hanover Star Milling Co. v. Metcalf 30
Facts: This case is about "Passing Off". P and D both adopted the brand Tea Rose. Both printed the brand name, both put a rose design on their sacks. Each then filed a TM suit seeking to enjoin the other.
Takeaways From Hanover Star
· TM is a property right
· But only in a particular sense
· The TM is the instrumentality that embodies the good-will and reputation
· Court provides legal protection for the instrumentalities that producers use to communicate their good will
· 
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Therefore, TMs can only be transferred as property if you also sell the business or trade - Classical theory
· These days you do not need to sell the factory, but need to license the formula/the patents to the machines
· Because that is the good will
· Lion on Linen gives a person a Lion TM on linen. But other people can use that mark in other trades
· Dove chocolate and Dove soap are not made by the same people
· Something about "Rights Appurtenant to trade"
Champion Spark Plug v. Sanders
Facts: P makes "Champion[image: image5.png]


 " Spark-plugs. D refurbishes and resells the spark-plugs. D's boxes say champion. Inside the box it indicates that the plugs have been renews. D's business name is not on the box. The word
"renewed" is barely legible on the plugs. P wants D to take P's TM off the
goods.
Reasoning: Court says as long as consumers are not being deceived then there is no problem. It would be crazy that selling a used Ford would require you to not call it a ford. Need to inform them that it is used. "When the mark is used in a way that does not deceive the public, we see no such sanctity in the world as to prevent it being used to tell the truth
Holding: D can have P's TM on the box
Takeaways From Champion
· This case is very consumer oriented
· Point of the case is that you can use the TM but don't be deceptive
· Question then becomes can you always use brand's TM in selling there products so long as they are not deceptive
Alternative Frameworks
Stork Restaurant Inc. v. Sahati 32
Facts: P owns very famous club called Stork Club. It was known nationally and was the best and most publicized night club in the world. D then opens up a club with the same name. P's club is in NYC. D's club is in SF. But P's reputational footprint exceeds its market footprint. Cases mentions confusion of source and dilution.
Reasoning: Court makes both a producer protection argument, see below. And a consumer protection argument - Consumers might this this SD sore is a branch of P's club. Consumers may be confused into thinking the bars are somehow affiliated. Court also mentions initial interest confusion. Then says that how far we will go in protecting dumb people is a question courts differ on. If you want greater TM protections, you argue the consumer is dumb. Court then gets into dilution of good will - P asks that D desist from this unfair trade practice that will dilute the value of P's dearly bough
prestige.
Holding: Stork club wins.
Takeaways From Stork Club
· Confusion of Source - A misleading of the public by the imitation of an attractive, reputable TM
· "In a situation where there is no direct competition between the parties, confusion of source may be defined as a misleading of the public by the imitation of an Attractive, reputable TM or trade name. Not for the purpose of diverting trade from the person having the TM to the imitator, but rather for the purpose of securing for the imitator's goods some of the good will, advertising, and sales stimulation of the trade mark or trade name" - 34
· P is not saying I', losing sales because D is a market substitute. There is not "Diversion of Trade".
· But this still feels like D is riding on P's coattails
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Reaping where one has not sown
· Equity frowns upon these kinds of practices
· This is Producer focused analysis
· "Initial Interest Confusion" - You were initially confused. By the time you decide to stay you are no longer confused
· This is actionable
· Dilution of Good Will - Regardless of consumer confusion, I need you to protect the value of by brand
· The theory is that the SF stork club weakens the stork club bran even though no one is confused.
Restatement of the Law, Unfair Competition 9
· If you are competing with someone in business and cause harm, you are not liable unless
· (1) Deceptive Marking
· (2) Infringement of TMs
· (3) Protection of TMs from dilution
· The way the restatement is set up, there is a dichotomy between deceptive marking and Appropriation of intangible trade values that
constitutes "unfair competition"
· Professor says the ideas are schizophrenic
Breakfast with Batman
· TMs are taking on independent value of their own
· The value is not in the TM
· Like the Nike Swoosh
· Companies left thinking - How else can I exploit the value of this TM
· Marking is value. Is that such a bad thing?
· Hard to say
· Ultimately this does not justify more TM rights
· The consumer is investing is this value as well
· Do these people really need extra protection for their trade symbols?
· Its ok to protect TMs for protection from confusion but an argument cannot be made about protecting TMs from dilution
· Author says there is no justification for protecting TMs from Dilution
· No evidence that there is an undersupply of Trade Symbols
· Railing against dilution
Ringling Bros. v. Chevrolet
Facts: Ps own the TM to "The Greatest Show on Earth". They got a preliminary injunction preventing D from using the slogan "The Greatest Used Car Show on Earth". P's circus was the most famous one like ever. P sues under state Anti Dilution Act because at this point there was no Federal Dilution Cause of Action.
Reasoning: Question is whether P's TM is distinctive. Court says it was descriptive. P needs to argue that yes, this is the greatest show on earth, otherwise it is deceptive - and then need to argue that it has acquired secondary meaning. Court says yes, this has developed secondary meaning. D argues that there is no LOC and court says Dilution has nothing to do with confusion.
Holding: No confusion exists, but D's use of the mark has some of P's mark's distinctiveness worsened.
Ringling Takeaways
· Case is about dilution. Professor does not like dilution cause of action
· It is far more producer centric then consumer centric
· Dilution - Consumer is not confused but there is still a wrong going on
· Disney Cigarettes or Sesame Street Condoms
· In Dilution analysis - we care about whether D's mark is similar, but don't care if it is deceptive
· 
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Idea of Dilution is that the mental image would be blurred. Though it is not confusing, the other mark causes the original mark to lose some of its distinctiveness.
TMs in the Bigger World of IP
Trademark Cases
· Congress passed a TM Act in 1870
· This case is about the Act being challenged as unconstitutional
· Court says it is property that rests on the law of the states
· Property rights are a matter of state law
· If Federal Government is going to get into this, they need a constitutional basis
· The Copyright and Patent Clause does not work as a constitutional basis because TMs are neither inventions nor discoveries - they are not copyrightable or patentable things
· Commerce Clause gives Congress power to regulate: Foreign commerce, commerce among states, between Indian Nations
· Neither of the 2 above clauses were viable so Congress enacted an Act that was more expressly based on interstate commerce
· 
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TM law at the Federal Level can only protect TMs used in Interstate commerce!
· You TM rights are triggered by interstate commerce, need not prove that D is engaged in interstate commerce
William M. Borchard
· The Rolls Royce Flying Lady is protectable under both copyright law and TM law
· TMs protect source identifications
Certification Marks and Collective Marks
· Collective Marks - Used by members of a cooperative, association, or other collective group or organization
· E.g., "Realtors" it is a TM. The generic term is "Real Estate Agent"
· Realtors are part of the National Assocation of Realtors
· Collective Membership Marks are not using the mark to sell goods/ services, rather they are using the mark to identify themselves
· Certification Marks - Used by a person other than its owner
· E.g., Idaho Potatoes. or Darjeeling Tea - Means its from that region.
· Material/ Mode of Manufacture - Kosher marks certify the mode of production and materials used
Lanham Act §14
· Grounds for cancellation of Certification Mark
· Can lose if:
· (1) Cannot exercise control over use of the mark
· (2) Engage in the production or marketing
· Cannot do this. Just approve other producers' use
· (3) Permit the certification mark for things other than certifying
· (4) Discriminately refuse to certify or continue to the goods or services
· Need to be a neutral arbiter
Geographic Indications
· In 1994 we created the World Trade Organization
· Talks about Geographical Indications
· Geographical Indications - Indication that identifies the good from coming from a given territory where a given quality is essentially attributable to its geographical origin
· Like Parmesan or Cognac
· US does this under certification Marks
Acquisition of Rights
Distinctiveness in a Trademark
Abercrombie & Fitch v. Hunting World 89 Facts: Dispute about the word "Safari".
Reasoning: Court says "Safari" will be classified differently with different goods.
Takeaways from Abercrombie
· This case does a good job laying out the taxonomic terms
· Generic - One that refers, or has come to be understood as referring to the genus of which the particular product is a species
· Genus = Class, kind, or group
· So generic means its just the plain name for the class, kind, or group
· If a TM becomes the generic name, it will lose its protection
· Like Cellophane, or Escalator
· Cannot transform a generic word into a TM. But can do so with descriptive words through secondary meaning
How Do We Establish Secondary Meaning?
· 
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"Commissioner may accept, as Prima Facie evidence that the mark has become descriptive, proof of substantially exclusive and continuous use of the mark applied to the applicant's goods for 5 years"
· The amount and manner of advertising
· Volume of Sales
· Length and Manner of Use
· 
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5 years of exclusive continuous use constitutes prima facie evidence of secondary meaning
· Direct Consumer Testimony
· Consumer Surveys
· Note: Not having a survey is not fatal per se
Descriptive vs. Suggestive
In Re Quik-Print 92
Issue: Is the Mark "Quik-Print" Descriptive or Suggestive as applied to a printing service?
Facts: Court of Customs and patent appeals affirmed the TTAB's refusal to register the Mark "Quik-Print" on the ground that the mark was merely
descriptive.
Reasoning: "A mark is merely descriptive if it conveys to one seeing or hearing it knowledge of the ingredients, qualities, or characteristics of the goods or services with which it is used. A mark is suggestive if imagination, though, or perception is required to reach a conclusion on the nature of the goods or services.
Holding: "Quik-Print" is suggestive because the quality pf the service immediately comes to mind.
Quik-Print Takeaways
· Descriptive: Just needs to describe a salient feature of the product or service. And must do so in a way that conveys immediately to the person what it is
· E.g., KFC - Don't need to know that they also have Coleslaw
· Suggestive: Not immediate. Requires imagination. Perception, mental gymnastics, logical analysis
· Attach the word or phrase on the context of the field it is operating in
· 
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Misspelled words, like "Quik" instead of Quick, do not make words suggestive because people absorb TMs orally inter alia
Secondary Meaning
International Kennel Club v. Mighty Star
Facts: P = IKC, brought this action against D = Mighty Star.P alleges D's use of P's name is TM violation. IKC is a member of the American Kennel Club, they do dog shows. 2 Major dog shows annually and 30k people attend, they spend about $60k in advertising. D has been selling stuffed toys internationally for the last 30 years. They say they have never heard of IKC, and picked the name because D's business is international. D did a search to see if anyone was using IKC and found P, but determined that they were in different lines of business. There was evidence of actual confusion. People would call P expressing confusion. Vendors would ask P why they were involved in such a venture.
Reasoning: Professor says D was not operating in bad faith like the people in Stork Club. P brought a §43 common law claim. §32 = registered federally. If proceeding with a registered TM then there is prima facie presumption that you have TM rights. Here it is common law so need to
establish P's TM. Court says the TM is descriptive so it requires Secondary Meaning. Secondary meaning is proven through the "Gimmix Factors".
Court says that P has established secondary meaning through its tailored specific marketing to dog enthusiasts.
Holding: P has developed secondary meaning.
Note: For details on how they applied the factors, look at class notes.
International Kennel Club Takeaways
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In order to prevail, P must establish:
· (1) That is has a protectable TM; AND
· (2) A likelihood of confusion as to the origin of D's product
· Note: If proceeding with registered TM then there is prima facie presumption that you have TM rights
· Gimmix Factors
· The amount and manner of advertising
· Volume of Sales
· Length and Manner of Use
· 
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5 years of exclusive continuous use constitutes prima facie evidence of secondary meaning
· Direct Consumer Testimony
· Consumer Surveys
· Note: Not having a survey is not fatal per se
Restatement on Distinctiveness
· A mark can be inherently distinctive or acquire distinctiveness through secondary meaning
· Inherently Distinctive: In the nature of the designation and the context it is used, prospective purchasers are likely to perceive it as a designation right away
· Acquired Distinctiveness: Everything except fanciful could fall under this section
Rock and Roll HOF v. Gentile Production
Facts: P = R&RHOF. They have I.M. Pei build the museum, the look of the museum is very distinctive. D = Gentile, he is a photographer. Started selling a poster of museum that said "Rock and Roll HOF". P sues, says D
is using its building as a TM. P sells posters of the museum and other merch that features the museum. DC concluded that the buildings design was a fanciful (inherently distinctive) mark and that D's use is likely to cause confusion.
Reasoning: The building is an inherently distinctive design, but that does not mean it is functioning as a TM. Looking at D's poster, we don't see it as an indicator of source of sponsorship, we just see a photo of a well known publicly accessible building. No evidence that the public considers the building to be a TM. Fanciful does not apply in the same way with buildings as it does with words. Once it is out in the world, a photograph of the building is not fanciful, it is just a photograph of a fanciful thing. While something can be ornamental and source identifying - like coke bottle - here we don't see how it is being used as a source identifier. Also, P keeps using different angles of the museum on its merch - inconsistent.
Holding: P fails. The building does not function as a TM.
R&RHOF Takeaways
· Appling and being granted a state TM is merely a ministerial action. Courts know this and so it creates no presumption that the mark is federally protectable
· 
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This case is good for addressing the question "Is this functioning as a TM".
Acquisition of TM Rights Through Use
Use in Commerce 140
· Commerce:
· "All commerce which may be lawfully regulated by Congress"
· Has to be interstate commerce
· Trademark:
· (1) Use by a person
· (2) Which a person has a bona fide intention to use in commerce and applies to register on the principal register established by this chapter
· Intent to Use - ITU
· You file an ITU application when it is not yet in commerce
· Then get certificate that says you will get the TM when you show commerce
· E.g., The next Boeing plane will be called Boeing 797 but it is not in commerce yet. So can have ITU.
· Requires bona fide intention to use in commerce
· 2 Different Categories for Use in Commerce
· (1) Use in Commerce for Goods
· (2) Use in Commerce for Services
· Goods:
· Place in any manner on the goods
· E.g., M on M&M or "Kia" written on the car
· On their container
· E.g., Arm and Hammer on the Box of Flour
· Displays associated therewith
· Or on the tags or labels affixed thereto
· Or if the nature of the goods makes such placement impracticable, then on documents associated with the goods or their sale
· E.g, Commodities like Oil, Cotton, Soy Beans, Wheat, Iron ore
· Services:
· Are intangible so causes issues. Can't put a mark on the service so
· Used or displayed in the advertising of services
· Used or displayed in the sale of services
Couture v. Playdom 141
Facts: Couture registered "Playdom" in 2009. To show use he showed a screenshot of Playdominc.com. Did not actually render services until 2010. In the meantime someone else adopted the name "playdom" and petitioned to cancel Couture's registration.
Reasoning: Just offering the service is not enough to constitute use in commerce. Must actually provide the service
Holding: Couture's TM is cancelled
Playdom Takeaway
· Offering a service is not enough to constitute use in commerce. You must actually provide the service
In Re Dell Inc. 142
Facts: Dell sought to register "Quiet Case". Dell submitted webpages from their website showing the quiet case product. TTAB says "Displays
Associated with Goods" includes: Banners, shelf-talkers, point of sale materials. This caused issues (even before the internet) with companies that sell things through catalogs.
Reasoning: Rule: A website page whihc displays a product, and provides a means of ordering the product, can constitute a "display associated with the goods" as long as the mark appears on the webpage in a manner which is associated with the goods".
Holding: Dell can have the quiet case TM.
Dell Takeaway
· 
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Rule: A website page whihc displays a product, and provides a means of ordering the product, can constitute a "display associated with the goods" as long as the mark appears on the webpage in a manner which is associated with the goods".
· Webpage must display goods and provide for the online offering of such goods
· Note: Advertisign does not show up in the section about goods, only in the services section
Larry Harmon Pictures Corp v. Williams Restaurant Corp
Facts: P is a corporation owned by Bozo the Clown, P opposes a restaurant registering the mark "Bozo's" for a restaurant. P argues registration should be denied because operation of a single restaurant did not constitute "Use in Commerce". Restaurant is 60 miles from Memphis, Memphis is considered a Tri-State area.
Issue: Is the operation of a single restaurant, 60 minutes from Memphis, enough to constitute interstate commerce so to satisfy "Use in Commerce" Reasoning: The restaurant has been mentioned in restaurant publications from different parts of the country. It is reasonable to infer that it engages in interstate commerce. P argues that they use the "Book Binders Test" court says no. Instead of establishing a firm test, they say "If you operate in one state, can be interstate if clients were extended credit and billed in the respective domiciliary states 146
Holding: Yes
Takeaway from Bozo
· Rule: "If you operate in one state, can be interstate if clients were
extended credit and billed in the respective domiciliary states 146
· Tells you to think broadly about what constitutes interstate commerce
· This case was about someone opposing federal registration
· If the TM was protected under 43(a), can still say D cannot have federal TM since no interstate commerce
· In this case the court was called the CCPA which is the predecessor of the federal circuit
· The restaurant is a small business far away from the court and the court is still willing to allow it to register a federal TM
Proctor and Gamble v. Johnson and Johnson
Facts: P&G has TM for ["Sure" for Deodorant], ["Sure" for Tampons], ["Assure" for shampoo] and ["Assure" for Mouthwash"]. J&J wants to use TM for ["Assure" for Tampons] and ["Sure and Natural" for Tampons].
These brands were part of P's Minor brands program. The minor brands program is designed to establish and maintain ownership rights over TM which have not been assigned by P to commercially marketed products. D wants to use the name "Assure" in 1974; they do a TM search, and counsel tells them it appears to not be available. 2 years later they do a second TM search where they look at retail stores for P's product and they cant find any. D hires investigators to spy on P's marketing people and they find out that they are unaware of any such products - No Assure Shampoo and no Sure Tampons. So D comes out with "Assure Natural Fit" Tampons. P says D is infringing on all 4 of its TMs! D says (1) in regards to Sure Deodorant, there is no LOC. D then says (2) in regards to P's 3 other TMs, P has no TM rights because it has not used the marks in commerce.
Reasoning: (1) Court agrees, no LOC. (2) If P does have TM rights, then D would definitely lose on a LOC action. "No such thing as property in a TM except as a right appurtenant to ... Rights come from use, not mere adoption. P's minor brands program is not "Bona Fide Commercial Activity" P would buy other people's products and stick their own label on them. The people in charge of sales were not even aware of the minor brands program. That P only shipped 50 cases a year is nominal (nominal in context with how large P is).
Holding: The Minor Brands Programs was not bonafide use in commerce
P&G Takeaways
· Framework for whether something is in use: (Snob Test)
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"Usage that is sporadic, nominal, and intended solely for TM maintenance is insufficient to establish and maintain TM rights
· Just trying to reserve the mark is not enough
· The test is disjunctive - do not need all 3.
· This comes up in the case because P would do the minor brands program every year, so was not "sporadic".
· TM rights come from use in commerce, not adoption
Blue Bell and Farah Timeline
· May 16: Farah conceived and Settled on "Time Out"
· June 5: Presented to Sales Personnel and showed samples w/o Tags
· June 18: Blue Bell Conceived of Time Out
· June 27: Tags with the TM were completed
· June 29: Tags with TM are completed
· July 3: Sent out slack to 12 regional Sales People
· July 5: Ship out slacks with old and new TMs
· July 10: Showed to customers received several orders; production began
· July 11-14: Shipments made to sales force
· Late August: Begin Production
· September: First shipments to customers
· September 4-6: Sales Meeting: Presentation to sales personnel
· October: Received orders and shipped out
Blue Bell v. Farah
Facts: Both parties came up with the TM independent of eachother. No bad faith. DC found that the Farah shipment on July 3 was the first bonafide use in commerce, and that BB's July 5 use was a Token use (since had old and new tags).
Reasoning: Ownership of a mark requires a combination of both appropriation and use in trade. Like Couture, you must render your services in order to get a TM. Undisclosed internal shipments don't qualify as use in commerce, Farah's July 3 shipment was not made to customers, it was simply an accounting transaction. Sale needs to be made to the relevant class of purchasers - parties are selling slacks, so relevant class of purchasers would be Macy's or target. BB July 5 shipment is not use in commerce because they just put a new tag on "Mr. Hicks" pants and this is
not a bona fide use in trade. TM law requires that labels be affixed to the merchandise actually intended to bear the mark in commercial transactions. Case ends up getting decided based on the shipment dates. Farah shipped to customers in September, BB shipped to customers in October.
Holding: Farah wins.
Note: Professor says that Farah also solicited orders and case could have been decided then.
Blue Bell Takeaways
· Undisclosed internal shipments don't qualify as use in commerce
· Commerce requires it be made to the "relevant consumers"
· "Open Use" - A use which is made to the relevant class of purchasers is required
· In TM law, there may be different levels of purchasers and different analysis for each level
· LOC may apply to one level and not the other
· The problem with BB's July 5 shipment was not because it had 2 TMs, the issue is that they put the TM that they intended on one line, on a different product line
· This makes it not bona fide
· The exclusive right to a TM belongs to one who uses it first in
connection with specified goods
Hanna Financial v. Hanna Bank 164
Facts: 2 Financial service companies used the "Hana" service mark. HB began using in Korea in 1991 used the mark "Hanna Overseas Korean Club". Offered Services in America in 1994. Changed name to Hanna World Center in 1998. Opened Bank in U.S. called Hanna Bank in 2006. HF first rendered services under its "Hanna Financial" mark in 1995. Registered in 1996. Sued HB in 1997 for TM infringement.
Reasoning: When from the perspective of the relevant ordinary purchaser, the old and new marks create the same continuing commercial impression, tacking is allowed.
Holding: HB gets the TM. Because Rights in TM are determined by the date of mark's first use in commerce, and HB was first through tacking.
Hanna Takeaways
· This case introduces the concept of "Tacking"
· Tacking: A party may claim priority in a mark based on the first use date of a similar but technically distinct mark where the previously used mark is the legal equivalent of the mark in question 165
· Legal Equivalent: When they create the same, continuing commercial impression
· A jury should make the decision
· When from the perspective of the relevant ordinary purchaser, the old and new marks create the same continuing commercial impression, tacking is allowed
· Example: Uncle Ben's Rice had to be changed to Ben's Original
Concurrent Use
Timeline of Events
· 1877: Ellen Regis introduces medicinal compound called "Rex" (Arbitrary)
· 1883: Theodore Used "Rex" TM for blood purifier in Louisville
· 1898: She recorded "Rex" as a TM under Massachusetts Law
· 1900: Gets Federal Registration
· 1906: Sold the Business. Bona Fide transfer of TM and means of prod.
· 1911: Petitioner Purchased the business w/ its TM rights; continues use
· 1912: Starts expanding, opens store in Louisville. Starts the issue
· 1912: Now 2 medicines in Louisville with the name Rex
United Drug Co. v. Theodore Rectanus
Facts: There is nothing to show that before this, any customer had heard of Regis's Rex brand. In Louisville, consumers thought Rex was the blood purifier while in Massachusetts Rex meant Dispepsia medicine.
Reasoning: Regis argues that first user should enjoin everyone else even if the first user is last to a particular market. Court says no. No such thing as property in a TM except those appurtenant to trade. If youre trade is only in New England, then that is where you TM is. "The adoption of a TM does not, at least in the absence of some valid legislation enacted for the purpose, project the right of protection in advance of the extension of trade, or operate as a claim of territorial rights over areas into which it thereafter may be deemed desirable to extend trade" 170. Though Regis had acquired nationwide rights by 1900, Rectanus had already set up by then in
Louisville and so had acquired rights "Limited Area Exception". Holding: Regis gets nationwide rights but not in Louisville. In Louisville, Regis cannot use its name.
United Drug Co. Takeaways
· This case is about concurrent use
· Once someone achieves federal registration, they get nationwide priority
· Regis got nationwide prior in 1900 but by then, Rectanus had already set up in Louisville. So Rectanus is protected
Thrifty and Thrift Timeline
· 1958: Thrifty opens in Oklahoma
· 1962: Expanded to Texas - Interstate commerce
· 1962: Thrift opens in East Taunton
· July 30, 1962: Apply for registration
· 1964: Prior to Thrifty's Federal Registration, Thrift advertises in Cape Cod and Local Media
· 1964: Registration is granted
· 1970: Expanded to Nantucket Airport & Moved major portion of biz there
Thrifty v. Thrift Facts: See above.
Reasoning: Court is exercising the "Limited Area Exception". Must establish Thrift's trading area on the day that Thrift got its Federal TM registration.
DC found that Thrift use of the service mark had been continuous in East Taunton, but also found that is had not established a sufficient market present outside of East Taunton (i.e., Nantucket) to establish there a continuous market presence sufficient to cinder on Thrift TM protection. Since Thrift expanded into Nantucket after Thrifty had already gotten their registration, they have no rights in the Nantucket market. Court then allows Thrift to continue using its mark in East Taunton - looking out for little guy. Holding: Thrift gets to keep its mark in East Taunton and only there. Can continue advertising at the same scope as they were before.
Thrift Takeaways
· §15 establishes that the registered owner of the TM is the senior mark holder everywhere except where the mark was already being used
· You achieve nationwide priority except where someone else has the
"Limited Area Exception"
· This case also introduces us to the idea of incontestability
· After 5 years of federal TM registration your mark becomes incontestable which just means a few of D's defenses disappear
· Old Rule: The date of registration is the date of nationwide priority
· 
[image: image17.png]


New Rule: Date of nationwide priority is given on the date of your application, assuming you achieve registration
· Requirements to sustain Limited Area Defense:
· (1) That is adopted its mark before P's 1964 registration under the Lanham Act and without knowledge of P's prior use
· (2) The extent of the trade area in which D used the mark prior to P's registration; and
· (3) That D has continuously used the mark in the pre-registration trade area
· The exception says nothing about advertising
Dudley v. Health Source Chiro
Facts: P is based in Rochester NY owns "Healthsourcechiropractice.com" since 2003. D is an Ohio corporation called "Health Source" - started in 2006. D opens a location in Rochester. Here P is given a geographical area of 5 counties. P claims that he has claimed the internet as his territory.
Reasoning: Court says no, the internet is not a place it is a global communication medium.
Holding: P is senior mark holder in 5 counties near Rochester. D has rest of the country.
Health Source Takeaways
· A TM owner cannot reasonably expect to have exclusive use of a term on the internet
Dawn Donuts v. Hart's Food Stores
Facts: P = Dawn Donuts. They have continuously used the TM "Dawn" on Bags of Donut Mix that is shipped to various bakers from its Michigan warehouse. P has two levels of consumers - they sell donut mix to bakeries and allow the bakers to use their name on the donuts they sell. P first registered in 1927 and renewed in 1947. D was put on constructive notice through the Lanham Act. D = Hart Foods, they imprint Dawn on their
donuts. Did this without knowing about P's TM. Did this after 1947 after P had gotten nationwide priority. So D does not have a limited area exception.
Reasoning: D does not have a limited area exception. Once P makes its way to Rochester, P can get an injunction stopping D from using its mark. For now, D can continue using the mark because there is no public confusion is likely at the retail level. No LOC because P's nearest location is 60 miles away, no baker use P's license is within 60 miles of D's store.
Holding: No Limited Area Exception, but D can keep using it because no LOC. Once P is in Rochester, they will be entitled to enjoin D
Dawn Donuts Takeaways
· The limited area exception is not available if your TM arises after the TM owner has achieved nationwide priority
· Here, P had two levels of consumers - LOC can be analyzed at different levels of consumer
· Don't forget the 3 requirements limited area exception and don't forget the role it plays on advertising
The Registration Process
5 Bases of Registration 183
· (1) Use in Commerce
· (2) ITU
· (3) Ownership of a Qualified Foreign Registration
· (4) Ownership of a qualified Foreign Application
· (5) Ownership of an International Registration that's been extended to US
15 U.S.C. §1051(a) [Lanham Act §1(a)]
· (1) Assures there are common law rights already
· (2) Application has to have these things [just look at 183]
Intent to Use
· (1) Similar to above but no presumption that you are an owner of a TM
· Good summary of ITU on 190
· If you pass all the steps you get a notice of allowance
· Once you prove use in commerce you get a registration
· You get 6 months but can extend up to 5 times
· Statute allows for one 6 month extension and then if you need more extensions you need a showing of good cause
· ITU application has double requirement "Bona Fide Intention in good faith"
· These mean the same thing
More Info
· For both ITU and "Use in commerce" need to say that is is not confusing to any other TM
· Theres info about foreign registration, not expected to know
William M. Borchard
· Goods:To use the TM, it could be applied to labels or affixed to the goods or containers for the goods. In the alternative, it could be applied directly to the goods themselves, or it could be shown on point-of-sale displays associated with the goods. Use of a TM solely in invoices, bills of lading, packing slips [except in rare situations due to the impracticality of placing marks on goods, packaging or point-of-sale displays due to the nature of the goods] or advertisements for the goods would not meet the technical requirements for obtaining TM ownership rights
· Services: Service must actually be rendered in federal commerce to be federally registrable. Generally, this means that the service must be rendered in more than one state.
Other Requirements
· Sound marks must be put in musical notation, things like the MGM lion roar must be written in appropriate written description
· 3D mark must be presented in a line drawing
· There are 34 classes of TMs and 11 classes of service marks
· A single application can over the same mark in more than one class
· (g) Specimens of use
· Have to submit a specimen
· Can be a photograph of the specimens
· If it is small - like burger wrapper, can send it in
· (f) Dates of use
· You present for each category (i.e., Leather & Clothing) you list the first date you used the mark for leather goods, then first date in clothing, then the date used in federal commerce
· (e) Filing Fee
· Price is now $750 international. $500 electronically
The US PTO Process
· Examiner checks for confusion and secondary meaning but also
· Examiner may want you to identify the goods more precisely
· Examiner may want you to add a disclaimer of a descriptive term used in the mark
· i.e., KFC has a disclaimer that says can't sue people who use "Fried Chicken" in their mark
· Then its put in the Gazette
· Opposers have 30 days to file an opposition or can ask for an extension
State Registrations
· You do this because it takes a year or so to get federally registered
· Do it through your own state and you end up on the Registration list [I think the federal one maybe? (State)
Advantages of TM Registration of Principle Register
®=Principle Register
· Have Certain Advantages
· Nationwide priority except for Limited Area Exception
· 199 Incontestability: after 5 years on principle register, continuously without opposition, D can no longer argue that the TM is descriptive
· Barring Imports: Can take the registered TM to customs and say "Don't let anything in, that is using my TM"
· The goods must not be related in certain ways to the producer of the imported goods
· I think this is the Kit Kat idea
· Issue with using a different formula internationally than you do in US
· Basically, the US will only be able to stop these things if the mark holder can show it is so different that consumers will be deceived
· Confirms ownership and validity - If you sell company that has 5 common law TMs it is easier if federally registered
The Supplemental Register
· Used for marks not registrable on principle register but are capable of capable of distinguishing the applicant's goods and services
· I.e., Descriptive term that cannot get secondary meaning
· Do not have same rights as principle register
· Lacks prima facie validity
· Lacks nationwide priority
· Lacks constructive notice to others (because they can look it up they have notice [ perhaps]
· Cannot prevent US Customs from stopping infringing goods
· But there are some benefits too 201
· Registering on supplemental register is not an admission that you lack acquired distinctiveness
The Notice of Registration
· Although use of a notice of registration -®- is permissive, important benefits attach to use of a notice.
· Failure to use such notice results in a bar to an award of profits or damages in an infringement suit involving a registered TM absent a finding that D had actual notice of the registration
· This is what happened in the Hackey-Sack case. Hackey-sack had 2 TM registrations
· (1) In the sinuous seam (Trade Dress product design)
· (2) A label that said Hackey Sack ®
· D copied the sinuous seam. Rule is that ® needs to be displayed with the mark
· Issue was whether the R on the tag was close enough to the seam and court says yes.
Lanham Act §§ 8 & 9: Maintenance and Renewal
· §8: Need to use mark continuously and submit an affidavit that the mark is in use for at least the goods listed in the registration
· If you filed initially for jewelry, leather, and clothing, but you have only been using it for leather goods and clothing, then the jewelry is cancelled
· Can still sue for LOC
· Happens between 5th and 6th Year
· §9: Have to renew every 10 years.
· Requires payment of fee and also file affidavit of continued use
· From then on, need only to renew every 10 years
· Example:
· Apply in 2014
· Get Registration in 2015
· Affidavit in 2020-2021
· File renewal with Affidavit in 2025-2026
· File renewal with Affidavit in 2035-2036
Larami Corp v. Talk to Me Programs
Facts: TTMP= P filed an ITU on July 31, 1990 to register the mark "Totally rad Soaker" (Descriptive) for water guns. Larami = D opposed because it uses "Super Soaker" for its water guns. P filed infringement claim because D's first use was after P's constructive first use date based on its ITU filing date. D says you didn't have secondary meaning when I started using super soaker, P only had an ITU. Lower court says that P can't stop D because D does not yet have secondary meaning.
Reasoning: P must show secondary meaning prior to the first use of the alleged infringer. D cannot go to the Board and oppose P's registration because D did not use the mark until after the registration. But when someone uses an ITU for a Descriptive mark, then the ITU applicant can't stop (short term) from using their mark and the second user can't stop (short term) the ITU applicant from registering.
Holding: Once P's ITU application matures, then they get nationwide priority and can force D to retire
Note: If this was for a fanciful term then you would get the notice of allowance more quickly and would not have to deal with this weird paradox.
Bars to Registration
Section 2(a) of the Lanham Act: Immoral, Scandalous ... 213 Section 2(a) of the Lanham Act prohibits registration of a mark that:
· (a) Consists of or comprises immoral [no more] , deceptive, or scandalous matter [no more] which may disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs, or national symbols, or bring them into contempt or disrepute
Immoral, Scandalous, or Disparaging Marks
In Re Fox
Facts: Fox appeals decision from TTAB affirming the refusal of an examiner to register her mark. The mark is a rooster and words "Cock Sucker" used to sell rooster shaped chocolate lollipops. Examiner said it was scandalous and therefor refused to register.
Reasoning: In order to refuse a mark, the PTO must demonstrate that the mark is shocking to the sense of truth, decency, or propriety; disgraceful; offensive; disreputable; ... giving offense to the conscience or moral feelings; or calling out for condemnation. It is in the context of contemporary attitudes; in the context of the market place as applied to the goods. Looks at a substantial composite of the public. Fox argues that the good in question is a lollipop un the shape of a rooster and so it is not obscene in that context. Court says no, just because there is an equal meaning does not change that a substantial composite of the public would see it as immoral. Fox then argues that there is a space between Cock and Sucker. This argument fails because we consider how consumers experience the TM visually and orally - like Koke co. and Quik-Print.
Holding: We affirm because the mark is vulgar.
Fox Takeaways
· In determining whether a mark is immoral we look to a substantial composite of the public
· And look at contemporary attitudes
· In the next case, the court finds the "disparaging, immoral, and scandalous prongs of §2(a) to be unconstitutional violation of the First Amendment
Matal v. Tam
Facts: P brings constitutional challenge because wants to federally register TM for band name "The Slants". It would be a service mark for entertainment services. This is offensive to asian people, but P himself is asian. It was rejected for being disparaging.
Reasoning: The bar on TMs that are disparaging is unconstitutional. 1A is supposed to prevent government suppression of speech. No suppression here, because can still use your TM. And §43(a) already provides equivalent protection as registered marks do. Court then defines the disparagement clause and says The Slants satisfies both steps. Gov argues that TMs are government speech (which can be limited). Court says no, copyright is not
government speech and neither is TM. Court then talks about how license plates are government speech and lists 3 reasons why [24]. Question then becomes whether this is commercial speech because commercial speech is not protected by 1A. Commercial speech is speech that proposes a commercial transaction. Court refuses to make a decision.
Holding: The disparaging clause is unconstitutional.
Matal Takeaways
· Gets rid of the bar on disparaging TMs
· There is more info at the end. If necessary, come back to class notes.
Iancu v. Brunetti
Issue: Whether the provision of the Lanham Act that bars registration of scandalous or immoral marks is unconstitutional
Facts: Brunetti os P tried registering FUCT for clothing brand name. Reasoning: TM Examiner says that a substantial composite of the public would find this to be immoral or scandalous. Court says that the rule is view point discrimination. Because someone could TM "Jesus Loves You" but could not TM "Bong Hits 4 Jesus". Gov then asks court to construe statute in a way that would make it constitutional - like a bar on the truly obscene.
Court says no.
Holding: Yes.
Iancu Takeaways
· After these cases, can no longer refuse TMs on grounds of disparagement. All these things can now be registered.
· There are still bars on marks about people that are living or dead and on deceptive marks like the Bayer case
Deceptive Marks
Bayer v. Stamatios
Facts: Bayer opposed the application of registration for the mark "Organic Aspirin" on the principle register. Applicant admits that its dietary supplement does not contain acetylsalicylic acid.
Reasoning: Court gives the "In Re Budge Test". Element 1 satisfied because no acetylsalicylic acid in the pills. Element 2 satisfied because their website likens their product to Aspirin. D then argues that there is no
such thing as organic aspirin so they would get confused, and argues the mark is arbitrary. Court says no - the consuming public does not know that there is no such thing as organic aspirin. Court then talks about In Re Robert Simmons in which they allowed a TM for "white sable". Sables are always black and sable fur is very expensive. Court said that by contemplating the goods involved, consumers would reasonably come to conclusion that they are not using sable fur. But it is a matter of who the relevant consuming public is. There, it was artists that know about paint brushes. Here, Aspirin is consumed by the general public. Element 3 is satisfied, people will think it provides the health benefits of Aspirin so it is deceptive.
Holding: The mark is deceptive and so cannot be federally registered.
Stamatios Takeaways
· "In Re Budge Test
· (1) Is the Term Misdescriptive of character, quality, function, composition, or use of the goods
· (2) If so, are prospective purchasers likely to believe that the description actually describes the goods?
· (3) If so, is the misdescription likely to affect a significant portion of the relevant consumers' decision to purchase?
· If yes to the first 2 questions - then it is deceptively misdescriptive
· Can still achieve TM if it has secondary meaning
· Treated as though merely descriptive
· If yes to all 3 then it is deceptive.
· TM law relies on you casting how smart the public is
· From reading notes: For a term to misdescribe goods, the term must be merely descriptive of a significant aspect of the goods which the goods could possibly possess but in fact do not - This is for element one i think
· Here, applicant's product could have aspirin, and do not have aspirin so they are misdescriptive
· If only element (1) is satisfied, then the mark is arbitrary
· Like Apple or Liquid Plumber
More Lanham Act §2
· (f) says that (a), (b), (c), (d), (e)(5), and (e)(3) are absolute bars to registration
· (e)(1), (e)(2) and (e)(4) can be registered if they become distinctive
· Need to Prove Secondary Meaning
· (e)(3) Is an absolute bar for marks that are "primarily geographically deceptively misdescriptive" or functional
· 2(a) Continues to bar marks that are deceptive (among other things)
· 2(b) and 2(c) are complete bars
· 2(b) Bar on marks that consist of or comprises the flag or coat of arms or other insignia of the IS, or any State or municipality, or of any foreign nation, or any simulation thereof - See Old Glory
· Interpreted narrowly
· 2(c) Consists of or comprises a name, portrait, or signature identifying a particular living individual except by his written consent, or the name, signature, or portrait of a deceased President of the United States during the life of his widow, if any, except by written consent of the widow
· Interpreted more broadly
· Includes nicknames, stage names, others
Old Glory 2(b)
· Logo is condom with stars and stripes
· Professor says this would not be considered barred by 2(b)
· "Simulation" requires a pretty much duplication of a flag
In Re Richard Hoefflin 2(c)
Facts: Tried to register Obama Bahama Pajamas.
Reasoning: Courts apply a 2 part test. (1) If the person is so well known that the public would reasonably assume the connection; or (2) If the individual is publicly connected with the business in which the mark is being used.
Holding: Court does not allow the registration.
Note:
· 2(a) applies to persons living or dead
· 2(c) only applies to living persons
Sections 2(e)(2) and 2(e)(3): Geographic Terms
· Bars registration when:
· 2(e)(2) Marks primarily geographically descriptive of the goods
· Can be overcome by showing that the mark used has become distinctive of the applicants' goods in commerce
· Because it is merely descriptive
· Exempts from the bar indications of regional origin registrable under §1054
· This is certification marks. So registration of certification marks do no need to worry about 2(e)(2) applying
· "If there is no connection of the geographical meaning of the mark with the goods in the public mind, meaning, if the mark is arbitrary when applied to the goods, registration should not be refused"
· 2(e)(3) Primarily Geographically Deceptively Misdescriptive
· Absolute bar
· Go backwards, look for misdescriptive, then look for geographically deceptive, then look to see if it is primarily so
· The Test:
· (1)The mark sought to be registered is the name of a place known generally to the public;
· (2) The public would make a goods/place association - meaning, believe that the goods for which the mark is sought to be registered originate in that place; and
· (3) That the source of the goods is from the geographic region named in the mark
· If yes to this one then assume yes to (2) and the mark is descriptive. If no to this one, then move to element (4)
· (4) Whether a substantial portion of the relevant consumers would be materially influenced in the decision to purchase the product or service by the geographic meaning of the mark"?
· If yes, then deceptive and completely barred.
In Re Newbridge Cutlery Co. 2(e)(2)
Facts: Board refused applicant's application to register "Newbridge Home" because it was Primarily Geographically Descriptive and lacks secondary meaning. P is headquartered in Newbridge Ireland and they sell houseware. Their products are designed there but most are not made there.
Reasoning: Court applies the elements says that element (1) is not satisfied because Newbridge is generally not known to the public. It is a super small town, TM argues that it has a wiki, court says everything has a wiki. It is all about the relevant consuming public. Court talks about Durango and how the TM applicatnt made the consuming public aware that Durango was a place [ miss the rest of this thought]
Holding: Its Primarily Geographically descriptive and therefor requires
secondary meaning.
Newbridge Takeaways
· To refuse registration under either subsection, the examiner must show:
· (1)The mark sought to be registered is the name of a place known generally to the public; and
· (2) The public would make a goods/place association - meaning, believe that the goods for which the mark is sought to be registered originate in that place; and
· (3) That the source of the goods is the geographic region named in the mark
· When we say "public" we mean the "the purchasing public in the US of these types of goods"
· It is all about the relevant consuming public and what they know.
· For example Vittel is known for spring water and spas, if someone wants to use Vittel for makeup, then the consuming public does not know vitel.
· The PTO has long held that where: (1) A location is generally known; (2) The term's geographic significant is its primary significance; and (3) The goods do, in fact, originate from the named location, a goods/place association can be presumed
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If the answer to (3) is yes, then we presume (2) is yes
· Example: Denver Syringes
· (1) Location Generally Known? Yes
· (2) Would the public make a goods/place association? No
· (3) The goods do in Fact originate from Denver? Yes
· Holding: We can presume the good/place association. So this is a yes to all 3. It is Primarily Geographically Descriptive.
In Re Miracle Tuesday (2)(e)(3)
Facts: MT appeals board's refusal to register "JPK Paris 75" on grounds that it is "Primarily Geographically Deceptively Misdescriptive".
Reasoning: We look at the same 3 elements as above, but then add in element (4) - materiality. (1) Paris is generally known to the public. (2) The public would make a goods/place association. (3) The goods are not
originate from Paris. (4) "Whether a substantial portion of the relevant consumers would be materially influenced in the decision to purchase the product or service by the geographic meaning of the mark"? Yes.
Holding: The mark is Primarily Geographically Deceptively Misdescriptive, absolute bar.
Miracle Tuesday Takeaways
· Case introduces us to concept of "Dominant Portion" of a mark
· This concept comes up in LOC
· Is "Fields" the dominant part of the marks "Mrs. Fields" and "Marshall Fields"?
· Origin - element (3) - can be predicated on factors other than manufacture, like:
· Location where it was designed
· Significant component or ingredient comes from that location
· I.e., Strawberry Jam made in Maine can be called Bakersfield Jam if the Strawberries come from Bakersfield
· HQ or R&D Facilities are located in that area.
· The connection needs to be between the goods [or services?] and the location. Does not matter that JPK spent time in Paris
· PTO may raise an inference of materiality
· Inferred from goods/place
· Note: Court draws a distinction between goods and services; the threshold for materiality in service marks should be higher. But professor disagrees
· Kosher restaurant named after the Jewish quarter in France
Geographically Suggestive Marks
· Point is to appreciate that some marks are geographic names used in a suggestive sense
· Pepperidge Farms uses names like Milano and Geneva
· But a goods place association is not being made
Sections 2(e)(4) of the Lanham Act: Surnames and Other Issues
· Bar on marks that are Primarily Merely a Surname
· Provisional Bar that can been overcome by establishing secondary meaning
· Depends on the mark's primary significance to the purchasing public
· TM examiners have rigorous books that they use called the TMEP
In Re Quadrillion Publishing 2(e)(4)
Facts: ITU application filed by Quadrillion to register the mark "Bramley" for books, magazines, and stationary. TM examiner refused because it was primarily a surname. P argues it is the name of a small village or cooking apple - Arbitrary. Examiner says no.
Reasoning: Initial burden is on examiner initially to make a prima facie case, then burden shifts to applicant to rebut finding. (1) 433 people have the surname. P argues that that is hardly anyone - Court says there is no magic number of surnames. (2) No one involved has the surname. (3) Does not appear in the English dictionary. (4) Bramley has the look and feel of a surname.
Holding: This is Primarily Merely a Surname and so it needs secondary meaning
Quadrillion Takeaways
· Examiner must first make a prima facie showing that the mark is primarily a surname. Burden then shifts back to applicant. Factors to look at: Bentham Factors:
· (1) The degree of surname rareness
· (2) Whether anyone connected with the applicant has the surname (?)
· Does not need to be like the president of the company
· (3) Whether the term has any recognized meaning other than that of a surname; and
· (4) The structure and pronunciation or "look and sound" of the surname
· Look at things like 
stein, 
son, 
ston, others
In Re Joint Stock
Issue: Whether "Baik" is primarily merely a surname
Reasoning: One of the reasons we are hesitant about granting a surname registration is that we want other with the same last name to be able to use it in commerce. Book notes say that the court found that this did not have the look and feel of a surname.
Holding: Registrable.
· If it is extremely unlikely that no one else has that last name then it should be allowed to be registered
Numerals, Letters, Initials
· Sometimes numbers are descriptive
· BMW used engine capacity as mars
· If numbers are based on product characteristics, have to treat is as descriptive
· GE, KFC, these are descriptive and require secondary meaning
2(e)(5) Bar on Functionality
· Consists of any mark which comprises any matter that, as a whole, is functional
· It is an absolute bar
In Re Becton, Dickinson and Co.
Facts: BD appeals decision of board's refusal to register BD's design of a closure cap for blood collection tubes because the design is functional.
Trying make a Trade Dress Product Design Claim.
Reasoning: (1) Yes there is patent - namely for the circular design opening and the ribs. But just because there is a utility patent does not end the analysis. (2) P had ads the emphasize the advanced handling of the lid - this goes against P. (3) Not much evidence for this factor. (4) Not an important factor to look at once (1) and (2) are met. Here the court weighed the functional and nonfunctional aspects of the mark. BD made an argument that this was "look for" advertising.
Holding: This is functional. Absolute bar.
Becton Dickinson Takeaways
· Functionality Factors (In Re Morton Norwich)
· (1) The existence of a utility patent disclosing the utilitarian advances
of the design sought to be registered
· (2) Advertising by the applicant that touts the utilitarian advantages of the design
· (3) Whether the cap design results from a comparatively simple or inexpensive method of manufacture
· (4) Availability of alternative designs
· The functionality bar is almost always going to be on Trade Dress
· Not concerned about "De Facto Functionality"
· Coke bottle has a function, but can still protect the shape of bottle as trade dress
· Question is whether the claimed TM aspects are functional
· Need to ask do those features, like the ribs, functional
· Remember the is that the thing "as a whole" us functional
· When a mark is functional and non functional, look at the design overall
· Here the court did that
· Advertising - Analyze whether P is using look for ads or if they are advertising a utilitarian advantage.
· Big Green Egg - ITs round for a reason ads
Section 2(d): Likely Confusion
· Absolute bar on marks that consist or comprise a mark which so resembles a mark registered in the PTO, or a mark or trade name previously used in the US by another and not abandoned, as to be likely, when used on or in connection with the goods of the applicant, to cause confusion, or to cause mistake to to deceive
· Applies to registered marks or common law marks
Nutrasweet v. K&S Foods
Facts: K&S applied to register "Nutra salt". Registration opposed by Nutrasweet. TTAB says that Nutrasweet is a "well recognized" mark. Reasoning: Applicant argues that no confusion is likely because (1) "Nutra Salt" is always written as 2 terms whereas Nutrasweet is always written as one. (2) Nutrasweet is an ingredient added to other things while Nutra Salt is its own thing (about the ultimate consumer). (3) Many people use "Nutra" so people will be more attentive. Court says no. (1) It is the same idea as the Koke Co. or other cases. (2) Nutrasweet is a TM known to consumers.
(3) Both products are low cost goods so consumers will not give it much attention.(4) the products will be in the same section of stores - same
channels of commerce - sold in same place and in same aisle. (5) Both products use "Nutra" and salt and sweet are both generic designations as applied to respective goods and are devoid of any source indicating capacity.
Holding: P is barred from using Nutra Salt TM.
Nutrasweet Takeaways
· Introduces idea that famous marks have different rights - will see later
· The courts analysis here is very similar to the analysis seen in LOC
· Nutra is the Dominant Portion of both marks
B&B Hardware v. Hargis Industries
Facts: B&B owns the mark "Seal Tight" while Hargis [is trying to own?] "Seal Tite". Seal Tight is for metal screws for buildings. Seal Tite is for fasteners for liquid, gases, and aerospace. Court applies the DuPont factors.
Reasoning: Under Dupont factors, most important ones are (1) Similarities of the marks & (2) Similarities if the goods. Here, (1) The marks are similar and (2) They both sell metal fasteners.
Issue: Whether District Court should have applied issue preclusion to the TTAB's decision?
Reasoning again: SCOTUS says "Quite often, yes."Court says issue preclusion should appy when the ordinary elements of issue preclusion are there. Though every court uses a different set of factors, the operative language is essentailly the same 259. Question is whether the first tribunal considered the same factual question as the second tribunal.
Seal Tight Takeaways
· Court here applies the Dupont Factors, I think these are some circuits LOC test.
· While TTAB is considering this matter, this was also being heard as an infringement case in the District Court
· In both Registration Proceedings and Infringement cases we have to ask the same question: It there a LOC between the marks.
· In the registration proceedings the stakes are whether D can federally register
· If they lose, they can still use the mark and even get a common
law registration
· In LOC cases, the stakes are whether D can use the mark at all
· The stakes are different but both ask the same general question
· Case touches on concept of issue preclusion between board's
decision to not register a mark on basis of Confusion, and LOC cases
· If the dispute was over a sort of usage not listed in the application, then issue preclusion should not control
· If the question in Federal Course has same use of commerce as the TTAB application, then yes to issue preclusion
· But If different than those listen on the application - no issue preclusion 260
· Infringement, Dilution, & Free Speech
Infringement and the Likelihood of Confusion
Lanham Act §32(1)
Any person who shall, without consent of the registrant
· (a) use in commerce any reproduction, counterfeit, copy, or colorable imitation of a registered mark in connection with the sale, distribution, or advertising of any goods or services on or in connection with which such use is likely to cause confusion, or to cause mistake, or to deceive shall be liable
· The standard is likely to cause confusion, or to cause mistake, or to deceive
Likelihood of Confusion
Restatement: §20 Standard of Infringement
· (a) That the actor's business is the business of the other or is associated
or otherwise connected with the other; or
· (b) That the goods or services marketed by the actor are produced, sponsored, certified, or approved by the other; or
· Prof says - Not just production, but also sponsorship ... broader than just the source
· (c) That the goods or services marketed by the other are produced, sponsored, certified, or approved by the actor
· Called "Reverse Confusion" will see with DreamWorks
· Now everyone thinks I'm one of your subsidiaries
How Do We Measure LOC?
· Application of the Polaroid Factors:
· (1) Strength of the Mark
· (2) Degree of Similarity Between the 2 Marks
· (3) Proximity of the Products
· (4) Likelihood that the prior owner will bridge the gap
· (5) Actual Confusion
· (6) The Reciprocal of D's bad faith in adopting its own mark
· (7) The quality of D's product
· (8) The sophistication of the buyers
· Note: These factors are non-exhaustive, and do not always need to weigh all the factors
· Note: There is also the sleekCraft factors - only difference is that SleekCraft looks at marketing channels.
· 
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Need to know SleekCraft and Polaroid Factors and also need to know that TTAB uses the Dupont factors
How We Weigh Factor 3 - Proximity of Goods?
· Same material
· Used for same thing
· Complimentary?
· Hammer and Nails; Flash Lights and Camping Tents
· Looking at ingredients
· 386 Similarity of Marks - look at (a) [Should not be under this header]
· Essentially boils down to "Sight, Sound, and Meaning.
LOC In The Courts
E&J Gallo Winery v. Consorzio del Gallo Nero
Facts: P = E&J, they sell a lot of wine. They have spent $500M on ads in the last 50 years and have sold $2B of wine with the Gallo mark. They own several federal registrations of the Gallo mark. D is an Italia trade association based in Florence Italy. Used to be called the CVCC since 1924 and has consistently used the symbol if a black rooster or "Gallo Nero" to represent its wines on its neck seals. These neck seals have not yet been used on any of D's wine distributed in the US.
Reasoning: (1) Strength of Mark - It has become an extraordinarily strong and distinctive mark. D argues that it Gallo just a common surname. Court says mark is strong and distinctive. (2) Similarity of the Marks - The distinctive part of each mark is "Gallo". D argues that their name is Consorzio ....Court says that P uses "Gallo" in conjunction with other terms so consumers are already used to seeing Gallo in conjunction with other words - they'll think D's mark is just another name for P's mark. Gallo is the Dominant Portion of the mark. (3) Similarity of the goods - Court finds similarity of goods. Under PTO, these are the same class of goods. D's boss said they were in competition with every red wine being produced. (4) Similarity of Marketing Channels used - Both market through shops and liquor stores. (5) Degree of care exercised by purchasers - Wine is generally an impulse purchase. Inexpensive. Prof says wine is tricky because it can be super cheap and it could be super expensive and there are people that care a lot. (6) Evidence of actual confusion - would look at real evidence as well as surveys. Here, they did a survey with 8 bottles - P argues the survey was imperfect. Court says do not do survey to measure LOC with P and D's products side-by-side. P's survey was better. (7) D's intent - this is a one way ratchet, bad intent hurts D while good intent does nothing. Here, court equates knowledge with intent but Prof says to be careful doing that.
Holding: D's wine infringes.
Gallo Takeaways
· Analyze Factor (1) on 2 dimensions
· (1) Taxonomic Strength
· (2) Market Strength: Looks at
· Sales
· Ads
· How many other people are using the mark (crowded)
· The proper test for LOC is not whether consumers would be confused in a side-by-side comparison if the products, but whether confusion is likely when a consumer, familiar with the one party's mark, is presented with the other party's goods alone - 392
· Only time where side by side is ok is when D's goods are always side by side with P's goods - like medicines and the generics
· Sophistication of buyers factor
· Look at cost
· how often you purchase
· Think about hings that would cause the consumer to bring their attention to the purchase - like is the product medicine?
Banfi Products Corp v. Kendall-Jackson Winery
Facts: P = Banfi, largest importer of Italian wines. They have a mark for "Col-Di-Sasso". Started selling in Europe in 1991, in late 1991 they sent 2 bottles to US. Got federal registration in 1992. They sell a lot of wine and it is low price wine. Their wine is 50% [ ] and 50% [ ]. D = Robert Pepi Colline
Di Sassi. Their wine is Sangivese with 15% cabernet. Labels were approved by BATF - had "Robert Pepi" as the brand name. Alcoholic beverages require label approval by the BATF. Important because while it is not TM rights, it essentially makes them the senior mark holder; they are the senior mark holder. D has very limited production, substantially smaller than P's sales. It is an upscale wine. It is not sold by the glass, so people will see the bottle which means consumers will see the trade dress. P argues that D's mark is geographically deceptive and also makes an infringement claim. P then realizes that D is the senior mark holder, and so P then tries to differentiate its product by adding "Banfi" in gold script in an effort to reduce LOC. Also need to remember that with the BATF D got 2 marks (1) Robert Pepi, and (2) Colline De Sassi - Like Ford Mustang. This is important because
Reasoning: (1) Strength of Mark - look at taxonomic and market strength. D's mark is arbitrary and had very little market strength. Low sales, little ads, there are many other wines on the market with "col", or "sas" in the name. A crowded space weakens the market strength. (2) Degree of Similarity - Court analyzes based on hyphens but Prof disagrees with this. Prof does agree that when you add the house marks they seem more different. Court also mentions the dissimilarity in the appearance of the
bottles, but prof says sometimes you don't see the bottle. (3) Proximity of the products - the parties sell different types of wine, but Prof criticizes this analysis. Different price points. Marketed and sold to different people - Prof says here court is mixing up this factor with the marketing channels factor. A lot of stores separate wines based on geographic location. As opposed to "Same store same area" in Nutra Sweet, this is "Same store different area". (4) Bridge the Gap - (this is the 8th factor in SleekCraft). Professor says extremely unimportant. It is designed to protect P's interests. (5) Actual confusion - No evidence of actual confusion. They coexisted for 4 years without any evidence of confusion. (6) Infringer's good faith - Both parties came up with their names in good faith at approximately the same time. (7) The quality of alleged infringer's mark - Also a very unimportant factor. Prof disagrees with court's analysis here. Court says that since Col- Di-Sasso has good reviews it is not a lesser product. (8) Sophistication of buyers - court says wine purchasers are older and wealthier and better educated - prof says this is wrong way to analyze.
Holding: No LOC.
Banfi Takeaways
· Factors 4 and 7 are least important
· Sophistication - Analyze the degree of attention that the buyer will bring to the transaction
· 
Big differences in how the 2 courts analyze their cases, prof says to take note of how malleable the factors are.
Leelanau Wine Cellars v. Black & Red
Facts: The Lelanu peninsula was designated an AVA. AVAs are federally designated geographic regions for growth of wine. It establishes a geographically descriptive name that everyone there should be allowed to use. Both parties own and operate wineries in the Lelanue area. P got Federal TM in 1997 for "Lelanu Cellars". D adopted the name "Chateau de Lelanu". P did a survey where they went to 4 shopping malls, 2 in Detroit. Respondents were put in a room, showed an ad for P's wine and then put D's bottle in a lineup. Found that 27% of people thought D's wine was P's wine. Prof says good survey in the way that it was conducted but, it was bad in that it did not survey the relevant consuming public - was at a shopping mall so was overly broad and not limited to likely purchasers. The
trial court admits the survey but does not give it much weight.
Reasoning: The biggest factor that the court relies on is that there was very little overlap in P&D's distribution channels. D's product is sold in an extremely discrete channel of commerce. In a tasting room, direct to consumer, at their vineyard. The consumer drives to the vineyard, goes to tasting room, and tries the wine - we think they know what they're buying. Holding: No LOC
Lelanau Takeaways
· Surveys need to be targeted at the relevant consuming public
· A brand that has a super discrete marketing channel can avoid LOC
· "When a survey presented on the issue of actual confusion reflects methodological errors, a court may choose to limit the importance it accords the study in its LOC analysis
Kraft Foods v. Cracker Barrel
Facts: Kraft has had "Cracker Barrel" TM since 1957. The The Cracker Barrel (company) wants to sell delu meats at markers using the "Cracker Barrel Old Country Store" name. This means they are moving into the same marketing channel and in same direction of product (moving into super markets; moving from service mark to product marks). And the similarity of the foods in complimentary - Ham and cheese go together like flashlights and batteries
Reasoning: This case is really about the survey: Sample of 300 American consumers, email them photograph of The Cracker Barrel sliced ham and ask if they would sell anything else. 25% of respondents said cheese. Court says they have doubts about the survey but still grants preliminary injunction. Did so based on 3 factors: (1) Similarity of the marks ; (2) Channels of Distribution; (3) Similarity of Products - they are complimentary goods.
Is LOC a Question of Fact or Law?
· Restatement of Unfair Competition says it is better to treat is as a question of fact.
· Majority of courts agree: 1st, 3rd, 4th, 5th, 7th, 8th, 9th, 10th, and 11th Circuit
· If it is a question of fact then an appellate court must adopt the conclusion of the trial court unless it determines the underlying facts to be "clearly erroneous"
· Questions of Law are reviewed De Novo
· The 2nd, 6th consider it to be mixed
· Meaning, for each determination of each factor, that is a factual determination and will only overturn for clear error, then they treat the weighing of the factors as a question of law
· Federal Circuit - Question of law because only they hear the appeals from the TTAB so want maximum leverage over them, you have more leverage when it is a question of law
Markers Mark v. Diego North America
Facts: P has a TM on the red wax dripping - Trade Dress product packaging. Have been doing the red wax since 158; registered it in 1985. They say they will only enforce against red dripping wax. S starts making a tequila in 2001 and started to use the red dripping wax. This is 6th Cir, so they use the "Frisch Factors" 410 (mix of fact and law).
Reasoning: (1) Strength of Mark - measured on the 2 metrics. Prof says it is hard to analyze taxanomic strength for trade dress. Court says Red Drip is inherently distinctive - its weird, wax on a bottle is arbitrary?. Market strength - MM does a tremendous effort advertising the red drip. D pushes back by saying that other people in the market do the same thing - "Extensive 3rd party use of a mark may substantially weaken the mark".
Court says here, the market is not all distilled spirits. The fact that MM has been in business week and CBS Sunday Morning shows this is a powerful TM. (2) Similarity - D focuses its argument on the relevance of the house marks. Court says House Marks do not always play a significant factor. (3) Actual confusion - No actual confusion. Court says this is a relatively short period of time; contrast with Kendall Jackson where both on market for 4 years. Court now weighs the facotrs de novo. MM wins on strength, Relatedness of goods, Similarity of marks, marketing channels. D wines of likely degree of purchaser care because D's drink is $100 and presuming some level of knowledge on part of purchaser to know that bourbon is made in US.
Holding: D infringed.
Makers Mark Takeaways
· 6th Cir. is mixture of fact and law.
· Each factor determination is a question of fact and then the weighing of the factors is a question of law
· Presence of a house mark can decrease LOC
· Mentioned in Banfi as well
· The presence of a house mark is more important in "palming off" cases than "association" cases
· Palming off = Trying to deceive the consumer into believing your good was made by someone else
· Example - Lebron's face on ad for tequila. House mark does not negate LOC
· Remember that intent is a one way ratchet
· Which product's consumers are the relevant consuming public?
· In this case, D's. Because D is trying to benefit from P's name.
· From book: While evidence of actual confusion is the best evidence of LOC, a lack of such evidence is rarely significant.
Initial Interest Confusion
Mobil Oil Corp v. Pegasus Petroleum Corp.
Facts: Mobil = P is suing D for TM infringement. P has rights in a flying horse. Been using the horse since 1931, usually in red but not always. The most famous flying horse is pegasus. Court says P has strong logo, but only mentions its market strength and not its taxonomic strength. Mobil is part of every part of the petroleum business - they control the process from beginning to end. But the horse logo is only used at gas stations. D confines their activities to oil trading - they do not sell directly to general public, their logo is interlocking Ps, do not use any horse symbol.
Reasoning: D argues lower court erred by equating pegasus with flying horse. Court says yes as a matter of law we should not do that, but no problem with trial court making such a determination as a matter of fact in the right circumstances. (3) Competitive proximity between the 2 marks - court says both in petroleum industry and P is also in the product industry. Maybe not exactly proximate but close. Court also says that P's mark has unparalleled and so deserve to be given broad protection against infringers
422. (4) D's intent - D did not innocently choose its mark. Here D is guilty of intentional copying. (5) Actual confusion - Court allowed survey but did not
give it much weight. Court also found Initial Interest Confusion - D would be given crucial credibility initially
Holding: Because of Initial Interest Confusion, P wins.
Mobil Takeaways
· Interesting thing about this case is that P does not say "Pegasus" just uses a flying horse and D does not use a flying horse symbol just uses the word pegasus.
· "To state a claim under this section, P must show likelihood that an appreciable number of ordinary prudent purchasers are likely to be misled, or indeed, simply confused, as to the source of the goods in question. 422
· The stronger the mark the more likely it is to pop into the relevant consumer's head and so it is afforded broader protection
· Do NOT equate intent with knowledge
· Imagine they consult with legal counsel and they say no we don't see any LOC. They have knowledge but no intent.
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Initial Interest Confusion - D would be given crucial credibility initially
· We assume that purchasers of millions of dollars of oil will bring a lot of care to the purchases and won't be confused when sending money to D. BUT this business has people making calls and people will be more likely to pick up if they think D is P. By the time they figure out D is not P, they may still go ahead with the deal
· Protects consumers just as well as producers
Blockbuster v. Laylco
Facts: P = BB. D has mark for "Video Buster". D argues that once people enter the store, they will no longer be confused.
Reasoning: Court says no. Once they enter store they will no longer be confused. Lanham Act protects more than just confusion at point of sale.
Blockbuster Takeaways
· Professor goes over Garett's cookie store hypo
· A big part of Initial Interest Confusion is that the consumer has expended
time and effort so they won't back track and just spend the money or complete the transaction
Initial Interest Confusion and Internet Ads
· MovieBuff case. Court holds that West Coast's placement of MovieBuff meta tags satisfies Initial Interest Confusion.
· I think this is in casebook to show evolution of this field
Network Automation v. Advances Systems
Facts: P&D are both in the business of selling job scheduling and management software. Both advertise on the internet. P has TM for "Active Batch"; registered in 2001, started using in 2000. D has TM for "Auto- Mate". D purchases the keyword "Active Batch" - when people search "Active Batch" D's site comes up. Side note - Prof tells use these products cost up to $10K. District court found LOC. Emphasized 3 of the SleekCraft factors. "The potential infringement in this context arises from the risk that while using Systems' mark to search for information about its product, a consumer might be confused by a results page that shows a competitor's advertisement on the same screen, when that advertisement does not
clearly identify the source or its product 428[image: image21.png]


 This is the lower court's line of thinking.
Reasoning: This court says we are looking for likely confusion, not
diversion. It needs to be initial confusion, not just that the consumer was diverted. When it comes to the internet, need to apply SleekCraft factors flexibly. Inquiry into similarity of marks makes no sense here, because we never see P's mark. And cannot say that because both parties are advertising on the internet that there are similarities in channels of commerce. Court rejects idea of internet consumer generally having a low degree of care. Here, products were between $1K and $10K. Court then talks about the way Google and Bing separate ads from other non sponsored stuff.
Holding: Lower court got it wrong
Note: The reading notes are fairly different than what was addressed in class.
Network Takeaways
· Two parties advertising and or selling on the internet is not a basis for inferring similarities in the marketing channel
· There is no concept of an "internet consumer".
· Transactions on the internet should be treated the same way as transactions in real life
· One problem with applying Initial Interest Confusion on the internet is that the time you invest is negligible
Post Sale Confusion
· Much more contested topic than Initial Interest Confusion
Master Crafters v. Vacheron
Facts: P = Master Crafters. They make clocks. D is an importer of Swiss watches. P came out with Model 308 clock. D then tells the industry that the 308 is a counterfeit of the distinctive appearance of a clock distributed by D. Called the "atmos" clock. D then started many state-court suits against P's distributors - P then sued D to get a declaratory judgement that its model 308 does not unfairly compete with D. Trial court found before P started making its Model 308, the Atmos was readily distinguishable from all other clocks then on the market by virtue of its appearance; that P's 308 copied that appearance; that P undoubtedly intended to, and did, avail itself of an eye-catching design and hoped to cater to the price conscious purchaser. 438. Prof says that that copying alone is not illegal - there needs to be a legal theory attached to IP.
Reasoning: D's argument is that their clock has secondary meaning. D claims that they have TM rights for Trade Dress product design. Court agrees that there is secondary meaning - just need 5 years of continuous use in commerce and D has been selling for 26 years. So since D has TM rights, P's intent to copy matters. This case starts post-sale confusion.
Court says people are buying it to display in their homes to confuse others. The confusion is with non-purchasers that come to believe the purchaser has the prestigious item.
Holding: P infringed.
Master Crafters Takeaways
· Case starts the idea of post-sale confusion
· Prof says everyone hates this
· Luxury brands love this
· TMs last as long as you use them/renew them
· Whereas patents and copyrights end
· Post-Sale confusion is an invention of the lower courts, never been addressed by SCOTUS
· Post-Sale Confusion seems to give limitless protection to product design
Limits to Post-Sale Confusion
Munsingwear v. Jockey International
Facts: P = Munsingwear seeks a preliminary injunction. D = Jockey wants summary judgement. P creates H-Fly underwear. They have no registered TM so have to sue under §43. P is trying to claim Trade Dress product design for its underwear. This is the 8th Circuit so they apply the Squirt Co. Factors.
Reasoning: Court must initially determine which products are to be compared: Pre-Sale or Post-Sale. Pre-Sale would be underwear as packaged. Post-Sale would be the actual briefs themselves. Court decides to analyze under pre-sale, because post sale, underwear is not usually visible. General public does not ordinarily see underwear in the same manner and to the same extent as outwear. (1) Similarity - Examination of the 2 products' packages reveal that they are not similar. Court then talks about side-by-side which is bad. (2)Court's analysis of proximity is really an analysis of marketing channels. Both sold in men's department of stores, highly likely to be sold in close proximity. (3) Intent to pass off - Intent can only harm D. Here, court sees no intent to pass off. (4) Costs and conditions of purchase - Inexpensive so do not spend too much time on it. Inexpensive but not an impulse purchase the way that gum is.
Holding: No LOC.
Munsingwear Takeaways
· §42 is for registered TMs
· §43 is for unregistered TMs
· Whether you analyze Pre or Post Sale is determined by how consumers
will encounter the product
· Think about Master Crafters
· Court talks about Louis Sportswear v. Levi Strauss where consumers would see appellant's jeans worn outside the retail store
· Point is, if it is outwear then we might have post-sale confusion
· Post sale confusion can only happen with product design trade dress
· 99% of the time
· Dawn Donuts, Commodities, Champion Spark Plugs
· Page 445 court talks about viewing the products side by side - not supposed to do that (Gallo)
· Never do side-by-side unless the 2 products are always shown side by side
Reverse Confusion
Dreamwerks v. DreamWorks
Facts: P = DreamwErks. P sues DreamWorks for TM infringement. P has been using its name and logo long before D. P is the senior mark holder. P is in the business of Star Trek conventions. D is the super huge studio, they did Shrek. P claims that D's make is causing confusion. P argues that they suffer ill will when people purchase tickets thinking its to see something related to D.
Reasoning: Court says if the roles were reversed, there is no doubt that DreamWorks would sue P. Court looks at SleekCraft factors and identifies 3 factors as important. (1) Arbitrariness of the mark (normally called Strength)
(2) Similarity in sight, sound, and meaning; (3) Similarity of the goods. (1) Rather than look at market strength, this court chooses only to look at conceptual/taxonomic strength. Court says P's mark is arbitrary because it takes too great of a mental leap to be suggestive. (2) They sound the same, they mean the same thing. Sight: Have to think about how consumers will encounter the mark in a press release. Consumer is dumb and does not know how to spell and even if they are smart, they may think that P is a subsidiary of D. Smart or dumb, either way they will be confused. (3) Relatedness of the goods - Here, we could be comparing goods to services or services to services. Movies and Sci-Fi merchandise are now as complimentary as Baseball and Hot Dogs.
Holding: P Survives Summary Judgement
DreamWorks Takeaways
· The reverse confusion fact pattern
· Small or medium enterprise adopts mark first, then a very large firm adopts a similar mark. Small firm argues that my customers will think I belong to the giant entity or that they sponsor me.
· From book - In a reverse-infringement case, there is no question of palming off, since neither the junior or senior user wishes to siphon off the other's good will. Here, the question is whether a reasonable consumer attending P's events might do so believing that it is a convention sponsored by D
· In a reverse confusion case, we must focus on DreamwErks' customers and ask whether they are likely to associate the conventions with DreamWorks the studio. (For Relatedness of the goods analysis)
· Reverse Confusion is about protecting the little guy
Trade Dress
Two Pesos v. Taco Cabana
Facts: Taco Cabana is the senior mark holder. Their Trade-Dress is a festive eating atmosphere. Patios with overhead garage doors, neon stripes, Bright Colors. Prof says though this feels pretty standard, just assume it is distinctive. P sues, and jury finds: (1) P has trade dress; (2) The trade-dress is non-functional; (3) The Trade Dress is inherently distinctive
(4) The trade dress has not acquired secondary meaning; (5) The alleged infringment creates a LOC. P wins because just needed to the trade dress to either be inherently distinctive or to have secondary meaning. Court of appeals affirms, it says that it is not contradictory that it is inherently distinctive but does not have secondary meaning.
Reasoning: SCOTUS affirms. Trade Dress can be inherently distinctive and can be protected without it having secondary meaning. The criteria to see if something is registrable under the Lanham Act is the same as the test we use to see if an unregistered mark is protectable under §43(a). The lower court found it to be inherently distinctive so we are going with that. All TMs that are inherently distinctive do not require a showing of secondary meaning - we see no reason to require it here when we don't require it elsewhere.
Holding: Trade dress of a resturant can be protected if distinctive even if no showing of secondary meaning
Two Pesos Takeaways
· In this case, there is no clear indication of whether P's restaurant mark is trade dress product packaging or trade dress product design
· "It is common ground that §43(a) protects qualifying unregistered TMs and that the general principles qualifying a mark for registration under §2 of the Lanham Act are for the most part applicable in determining whether an unregistered mark is entitled to protection under §43(a) 487
· This case is a general proposition to which Qualitex's rule that colors can never be inherently distinctive is an exception
Walmart v. Samara
Facts: Samara makes baby clothes and Walmart essentially copied the baby clothes. There is evidence of actual confusion. P sues on both copyright and TM infringement. Walmart agues that P has not acquired Secondary Meaning and also argues that Trade Dress product design is incapable of being inherently distinctive. Quote on 102 - Essentially says that in some categories, it is ok to require a showing of secondary meaning. When it comes to product design trade dress, it should never be inherently distinctive.
Walmart Takeaways
· Product design trade dress should never be inherently distinctive. Should always require a showing of secondary meaning
· Consumers are aware of the reality that, almost invariably, even the most unusual of product designs - such as a cocktail shaker in the shape of a penguin - is intended not to identify the source, but to render the product itself more useful or more appealing
· 
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So if it is product design Trade Dress, you must establish secondary meaning
· If it is product packaging trade dress:
· 1 color - needs secondary meaning
· 2 or more colors - can be inherently distinctive
· 2 Pesos was not product design (because that requires secondary meaning) So it is either product packaging or something else.
Secondary Liability
· Much thinner secondary liability cause of action than what is seen in copyright law
Inwood Labs v. Ives Labs
Facts: Inwood used to have a patent on Cyclandelate. They would market it as "Cyclospasmol" and had a registered TM for that name. The dispute also concerns trade dress product packaging, because the capsule is the container not the product. Blue capsules were 200 mg and Red/Blue capsules = 400 mg. P argues that the trade dress acquired secondary meaning (but this is not the point of the case). P's patent expires and others make generic versions - they copied color of the pills and the dosages.
Drug market has intermediaries like physicians and pharmacists. Once P loses its patent it starts marketing to physicians to have sell prescribe "Cyclospasmol and no generic substitute". But some pysicians are just writing Cyclospasmol. Pharmacist puts the pills in the bottle, consumer does not see the packaging - like in Kellogg, Banfi, and Dawn's Donuts. Reasoning: If the pharmacist gives generic and writes Cyclospasmol, then we have a passing off case. If the infringement is being done by the pharmacists, why sue the generic drug makers? P argues that D is not directly causing the infringement, but they enable it. D could put their drug in a different color.
Issue: Whether D, by using these color, is secondarily liable.
Reasoning: Quote from 467- So (1) It is clear that some pharmacists are infringing - this is Direct TM infringement. So, (2) should D be held liable? First way to show D is liable is to show D "intentionally induced" the primary infringer to infringe OR (2) It continues to supply.
Holding: D is not held liable because neither prong is satisfied.
Labs Takeaways
· Little bit of review - P is trying to get product packaging trade dress. The general rule is that it can be inherently distinctive, but that a single color would have to acquire secondary meaning
· So P argues they have secondary meaning
· Court says yes it has acquired secondary meaning but it has also become functional, because consumers and physicians use the
color to distinguish dosages and such
· 
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If a manufacturer or distributor (1) intentionally induces another to infringe a TM, or (2) if it continues to supply its product to one whom it knowns or has reason to know is engaging in TM infringement, the manufacturer or distributor is contributorily responsible for any harm
does as a result of the deceit - 467
· (1) Inducement - Could be a business deal, could be implicit communication
· (2) Continue to supply .... this means continued contribution to the infringement while knowing about the infringement
· This case does not answer what knowledge means
Life Alert v. Life Watch
Facts: P = Life Alert. They have TM for "Help I have fallen and I can't get up". D's telemarketers are using that same tag line when trying to sell D's products.
Reasoning: This case is an example of the inducement prong. The scripts included P's TM slogan and D would approve of the scripts. And on the second prong, D saw the scripts, so they know the telemarketers are using the slogan, and are continuing to provide the product. D loses on either prong. You can induce without providing the product, here D did both. And inducement does not require knowledge. Court finds that P would also win on vicarious liability. Not tested on that.
Holding: P wins.
Tiffany v. Ebay
Facts: P = Tiffany, claims sellers are using eBay's site to sell counterfeit versions of P's jewelry. Whenever P tells D, D acts quickly but it happens so much. P says "you know this is happening". This case is about knowledge. D is providing a service while knowing that users are selling counterfeits. P argues that taken together, this evidence established eBay's knowledge of the widespread sale of counterfeit Tiffany products on the site. P urged that D be held contributorily liable on the basis that despite that knowledge, it continued to make its services available to infringing sellers. 472.
Reasoning: Court says no. While D clearly possessed general knowledge as to counterfeiting on its site, such generalized knowledge is insufficient under the Inwood test to impose on D an affirmative duty to remedy the problem. Court says that while D had general knowledge, that is not
enough. Court says the D needs specific knowledge . [image: image24.png]


The specificity of knowledge required is greater than the knowledge D has. Court then talks about Willful blindness, if D intentionally shielded itself, then that would satisfy the knowledge requirement.
Tiffany Takeaways
· P argues that eBay continued to supply its services to the sellers of counterfeit Tiffany goods while knowing or having reason to know that such sellers were infringing on P's mark 471
· Knowledge = Supplying to identified individuals known by it to be engaging in infringement
· "Know or have reason to know in relation to specific incidents of infringement"
Luxxotica v. Airport Mini Mall
Facts: Luxxotica makes sunglasses - Ray Bans and Oakleys. Airport mini mall is a discount mall. Some vendors were selling sunglasses with the Ray Ban and Oakley TMs that were obviously counterfeit. D is informed by P that this is happening and police raid the place 3 times.
Reasoning: Test is that there is (1) A primary infringement; and (2) D either
(a) induces infringement or (b) supplies while having knowledge. D either had constructive knowledge or they were being willfully blind. D argues that any time he heard of infringement, he took action. Court says no, D is misunderstanding Tiffany there, eBay had 100 million users - D is running a little mini mall and selling Ray Bans for $12. This is constructive knowledge. Holding: D is liable.
Luxxotica Takeaways
· Good example of the rule on page 98
· Case is good for showing constructive knowledge and/or willful blindness
Incontestable TMs
· The status of a registered TM being incontestable means that some defenses slip away
· Cannot argue it is merely descriptive
· TM becomes incontestable after 5 years on the register without contestation
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· 556 lists defenses to infringement
· (4) on the list is "Use of a mark in a Descriptive Sense other than as a Trademark" so called Fair Use Defense [Descriptive Fair Use]
Descriptive Fair Use
· When a person uses a TM'd phrase or symbol in its pre-TM sense
· Descriptive use of the word as it was before it got its TM
· Example: I want to make an "Apple" Pie.
· From Book: Fair use applies when an alleged infringer has used a term in good faith primarily to describe a product rather than to identify it with a particular source
United States Shoe v. Brown Group Inc.
Facts: P = U.S. shoes asserts TM violation against D. P's mark = Looks like a pump, feels like a sneaker. D is using "Feels like a sneaker" in its ads. P and D are both selling pumps. D hired an ad agency, they came up with a slogan that was similar to P's so they scrapped it, eventually they went with "Think of it as a sneaker with no strings attached".
Reasoning: D is using feels like a sneaker in its descriptive sense. D is using the words other than as a TM.
Holding: This is descriptive fair use.
Shoe Takeaways
· When the P chooses a mark with descriptive qualities, the fair sue doctrine recognized that he cannot altogether exclude some kinds of competing uses, particularly those which use words in their primary
descriptive and non-trademark sense
· Example: Delta can say "Delta, the best of the American Airlines"
· 576 for more info on descriptive fair use
· At this point, it is unclear whether fair use is a defense to be used after
LOC has been established or if it is used to show that LOC is unlikely
Car Freshener v. SC Johnson
Facts: P = Car freshener corp. Sells air fresheners in the shape of pine tree. Their products are cardboard in the shape of a pine tree. "We assume P has established TM rights in the pine shape of its product. The shape is product design trade dress. Question of where it falls taxonomically - Is it descriptive? If the first one was pine and smelled like the beach then it would be arbitrary. If first one was green and smelled like pine tree then descriptive. D sells airfresheners under Glad TM. During holiday season, they sell a pine-tree plug in. The lower court rejected D's fair use defense because it believed that such a defense could be mounted only against a mark classified as descriptive.
Reasoning: Court says no. The question is not how P used the mark but how D used the mark. "Marks that are anything but fanciful, the public has a right to use descriptive words or images in good faith in their ordinary descriptive sense". D's pine shape was used during Christmas, if you are going to have something pine-tree scented, then a pine tree shaped item is a descriptive fair use.
Car Freshener Takeaways
· Shapes can be descriptive
· Descriptive fair use includes shapes
· While descriptive fair use is listed in the statute, nominative fair use is not
· Nominative fair use is wholly judge made
Nominative Fair Use
Defense when a mark is not used to describe D's product, but to refer fairly to another TM owner or its goods or services
· Recognized in 9th, 3rd, and 5th Circuits
· Look at 608 if necessary
New Kids on the Block v. News America
Facts: D = Newspaper. Said "Which of the New Kids is your fave?". At this time P would monetize the shit out of their brand. Had a phone line with a 1-900 number . 610 talks about the primary cost of TM law - the removal of words from our language. Genericness and Fair Use help to allay these problems.
Reasoning: What do we do when the only practical way to refer to something is by its TM. Professor says this happens all the time - think Snickers. Court then mentions Volkswagen case where D had signs that said "We repair VW's". There, court finds in favor of D. How else will consumers know what they specialize in. Here, all three requirements were satisfied for nominative fair use. (3) If you are asking what you don't like about someone, that does not imply endorsement - referring to the turn off question.
New Kids Takeaways
· 
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Rule: Such nominative use of a mark - where the only word reasonably available to describe a particular thing is pressed into service - lies outside the strictures of TM law
· Think of it as Descriptive fair use points away from the TM to the original
descriptive term & Nominative Fair Use points to the TM
· A descriptive TM would make complete sense without the TM existing
· "I am going to Malibu"
· Court lays out 3 conditions:
· (1) The product or service in question must be on not readily identifiable without use of the TM;
· (2) Only so much of the mark or marks may be used as is reasonably necessary to identify the product or service; and
· Dont use the font, color, style, just refer to them as the word
· (3) The user must do nothing that would, in conjunction with the mark, suggest sponsorship or endorsement by the TM holder
· Don't do anything extra that would suggest sponsorship
WCVB v. BAA
Facts: BAA sponsors the Boston Marathon. It has licensed channel 4 to broadcast the race. Channel 5 intends to broadcast the race and to use the words "Boston Marathon" on screen. Lower court said no LOC. P argues it is more like likelihood of sponsorship - D is reaping where they did not sow. Confusion as to endorsement.
Reasoning: This case is not a claim of palming off. The claim is that the public will be confused as to whether D has P's ok - confusion as to endorsement. This is the same type of confusion that is common with T- shirt cases. Here, there is no LOC they are marking what is being shown on
TV. [image: image28.png]


Commoon sense suggests that a viewer who sees those words flash upon the screen will believe simply that Channel 5 will show, or is showing, or has shown the marathon, not that Channel 5 has some special approval of P to do so. Court says this is nominative fair use AND people won't be confused.
Channel 5 Takeaways
· Descriptive Fair Use is an affirmative Defense
· If D establishes statutory descriptive fair use, D should prevail
· Made clear on 585 and 587
· We are unsure about whether nominative fair use is a defense or not
· May instead be a tool by which they say there is not LOC
Toyota v. Tabari
Facts: D is an autobroker middle man. Tries to match potential buyers with the right car. Has a website called "BuyALexus.com" and another. The domain names have the Lexus TM in them.
Reasoning: This is not palming off. That would be the case if D was showing Lexus and then selling Nissan. Court then analyzes the 3 New Kids elements. It says that there is a difference between D have TM.com and BuyATM.com. If it was the former, then the consumer will think that is the official site. But if it is the latter, we think the consumer will know they are not going to an official site or a site that is even endorsed by P. This is nominative fair use (but notice the court is saying that the consumer will not be confused, not as a defense). When a domain name making nominative use of a mark does not actively suggest sponsorship or endorsement, the worst that can happen is that some consumers may arrive at a site
uncertain as to what they may find, and they can always hit back. 622.
Toyota Takeaways
· Does not seem like nominative fair use is a defense, seems like it just increases the no LOC argument.
· But congress did make it a defense to dilution
Mattel v. UMI
Facts: P = Mattel, they make Barbie. D = Aqua they made the song Barbie Girl. Lower court granted summary judgement for D, it said D's song use of Barbie was a parody and nominative fair use and not likely to cause confusion.
Reasoning: "Were we to ignore the expressive value that some marks assume, TM rights would grow to encroach upon the zone protected by 1A. Court is also making the point that Barbie has reached iconic status. There is no doubt that D is using P's mark. But the song title tells us what the song is about, it does not signify its producer. Applying the Rogers Gramaldi test, the court says parody and parody falls under nominative fair use.
Holding: D wins
Barbie Takeaways
· Court applies the Rogers Gramaldi test
· In that case P argues that the Title of the Movie "Ginger and Fred" implies endorsement, sponsorship, or affiliation
· Test: The literary title does not violate the Lanham Act unless the title
has no (1) artistic relevance to the underlying work whatsoever, or (2) if it has some artistic relevance, unless the title explicitly misleads as to the source or the content of the work 664
· This is the test for names of artistic works
· Applies to all titles fo expressive works
· What is artistic relevance?
· Who knows. Outkast song.
· This case is parody, parodies are nominative uses
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Dilution
The lessening of the capacity of a famous mark to identify and distinguish goods or services, regardless of the presence or absence of:
· (1) Competition between the owner of the famous mark and other parties or
· (2) LOC, Mistake, or Deception
· Federal cause of action came about in FTDA 1995, and revised in 2006
Two Types of Dilution
· (1) Blurring; or
· (2) Tarnishment
Statute 703
· §43(c) Dilution by Blurring; Dilution by Tarnishment
· You only get an injunction
· Requires that your mark be famous
· And that D's activity arises after your mark is famous
· Mark needs to be distinctive (obviously)
· Either inherently distinctive or through secondary meaning
· Standard is "Likely to Cause Dilution
· Regards of LOC
· Supposed to be conceptually different
What is Famous
· (2)(a) - Widely recognized by general consuming public
· Statute expressly states only marks considered famous are those widely recognized by general consuming public
· 4 factors to determine
· (1) The duration, extent, and geographic reach of advertising and publicity of the mark, whether advertised or publicised by the owner or third parties
· (2) The amount, volume, and geographic extent of sales of goods or services offered under the mark
· (3) The extent of actual recognition of the mark
· (4) Whether the mark was registered under the Act of 1881, 1905, or is on the principle register
Dilution by Blurring
Situation where the consumer is not confused but in their mind, the
distinctiveness of P's mark is blurred by D's use.
· 6 factors:
· (1) The degree of similarity between the mark or trade name and the famous mark
· (2) The degree of inherent or acquired distinctiveness of the famous mark
· (3) The extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark
· (4) The degree of recognition of the famous mark
· (5) Whether the user of the mark or trade name intended to create an association with the famous mark
· (6) Any actual association between the mark or trade name and the famous mark
· Note: These kind of look like LOC factors
· 2 and 3 and others just equate to strength of the mark
Dilution by Tarnishment
Association arising from the similarity between a mark or trade name and a famous mark that harms the reputation of the famous mark
· Like Disney Cigarettes
· I know this is not Walt Disney Co, but nonetheless this damages reputation
Exclusions
· Nominative/Descriptive Fair Use but not as designation of source
· No Dilution when engaged in non-commercial use
· No dilution for news or news commentary
· Parody is a form of [nominative fair use?]
· But not if the fair use is being used as "designation of source"
· So can't use the fair use as a TM - still subject to liability
National Pork Board v. Supreme Lobster
Facts: Supreme Lobster makes ITU application to use the Mark "The other red meat". NPB has TM for "The other white meat". They use the mark on
all sorts of promotional materials. NPB opposes Supreme Lobster's use of its TM. TTAB sustained on basis of Likelihood of Dilution (did not touch LOC).
Reasoning: Court is determining whether NPB's mark is famous. They run a survey that says it is the 5th most famous mark among general consuming public. NPB trying to establish its mark's fame, but it also is trying to establish the strength of its mark since that is some of the factors under the Dilution by blurring cause of action. Court says mark is famous because: been on TV shows, references in pop culture, Been in movies, surveys by NPB prior to litigation showed 85% of public recognizes the mark. So it is famous, now is there dilution? Court says that using surveys as evidence for the blurring factors is acceptable.
Holding: Yes, there is a likelihood of dilution.
Limits on Dilution
Louis Vuitton v. Haute Diggity Dog
Facts: LV = P, they allege dilution. The lower court says D's dog toys were parodies. P released 2 bags in the early 2000s that garnered a lot of attention. P has been using the LV monogram since 1896. They also sell luxury pet accessories like collars, and leashes. D manufactures and sells nationally, pet toys and beds. They use names like Sniffany and Co. and had one that said Chewy Vuitton. P sues saying LOC. Court says no, D's toys are parodies - satire in unmistakeable, no LOC. Slams door shut on initial interest confusion.
Reasoning: Court says yes this is parody but you can't use a parodied mark as its own TM. D, by calling it Chewy Vuitton, has undermined its own parody defense. Prof disagrees - they are not using the mark as a designation of source. Court concludes even if not protected by statutory protections, it can still win based on the analysis of those 6 factors. Under those 6 factors, there is no similarity that would cause dilution by blurring.
Court then addresses dilution by tarnishment. Since P made dog accessories themselves, this narrowed P's ability to make a tarnishment argument. P's argument is that dogs will choke - weak argument.
Holding: P loses.
Starbucks v. Wolfes Borough Coffee
Facts: D using the mark "Charbucks". Using it as a name of a product. P would not win on a LOC claim because of the thinking under Lelanau.
Reasoning: D argues this is parody. Court says not really. Court says D cannot qualify as parody because D is using Charbucks as a designation of source. This is not the same kind of self evidence parody seen in Chewy Vuitton. Here, D's mark is at most subtle satire. Court looks at dilution by blurring. Idk what else happens.
Holding: P probably wins.
Loss of Rights
Genericism
If the name claimed as the brand is (or becomes) the generic name of the goods or services, principles of competition require that the name remain or become free for all purveyors to use
Bayer v. United Drug Co
Facts: P = Bayer, had a patent that expired for Acetlysalicylic Acid. They used the mark "Aspirin" to market it. D was selling Acetysalicylic Acid and using the name Aspirin, to market it. P sues for infringement and D contends that Aspirin is its commonly used name.
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Question becomes whether the buyers merely understood Aspirin as the drug or as more - as the source of designation - a TM. In other words, is it just the name of the product or is it a designator of source. Court finds that certain people know it as a TM - chemists and pharmacists. But there is evidence that the general consuming public does not think of Aspirin as anything more than the name of the product. This happened because it was initially sold as a powder. The pharmacists would pack it for consumers in a bag that said Aspirin, so they came to believe
that that was the name of the product. When Bayer changed to tablets, the tablet manufacturers would get the powder of Bayer and then all the consumer gets is identification of who made the tablet. By 1915 they started using its marks on the tablet but even then they did not get it right because they wrote "Bayer Tablets of Aspirin" - shows that even P thought of the drug as being known as Aspirin.
Holding: Since pharmacists still know it as Asprin, generic makers of the drug cannot call it Aspirin when marketing to them, but for the general public, Aspirin has become a generic term.
Aspirin Takeaways
· 2 levels of consumers in this case:
· (1) Pharmacists - know that Aspirin is a TM
· (2) The Public
· Words can start as fanciful and can then become generic
· Examples: Cellophane, and Escalator
· Aspirin's container should have said "Bayer Aspirin tablets of acetylsalicylic acid"
E.I. Dupont v. Yoshida International
Issue: How do you construct a survey to show/defeat a claim of a mark becoming generic?
Facts: Teflon was a patent used on cookware to make it non-stick. Question of whether Teflon has become generic. Multiple surveys: YKK Survey (1) All women, 90% aware that pans use a non-stick coating, 86% of those people said the names of the pans are Teflon, 71% said if describing it to a friend they would say Teflon, only 7.3% said Dupont was the manufacturer. Professor says the problem with this survey is that the answers do no indicate whether respondent is saying this is a brand name or category name. Dupont Survey (A) - This one is better because it asks do you know a brand name or TM for this non-stick coating, but 68% did not
know a better way to describe. [image: image31.png]


Survey (B) - this is the classic way to prove or disprove genericity. Surveyors tell respondents, Chevy is a brand name, car is a category name. Then say words and ask if it is a brand name or category name.
Reasoning: Consumers seem to really understand Survey B. The survey consuming public thinks of Teflon as a brand name. This is the approach you should use.
Holding: Teflon is not generic.
USPTO v. Booking.com
Facts: USPTO has longstanding policy that if you take a word and attach
company, and that is what the company does - then it is generic. When internet arose, USPTO wanted to apply this to ".com". like lightbulb.com. Booking.com is a company that does hotel and travel bookings - USPTO says its generic because its as if they are applying for "Booking Company". Reasoning: SCOTUS says, word.com is not per se generic. People know that only one company can own a domain. So people would know that

.com refers to one company. You can have 24 different "cookie companies" but only one person can have cookie.com. The Lanham act says its all about consumer perception. If consumers perceive it as generic, it is generic - aligns with Teflon idea.
Holding: No absolute rule barring Booking from being anything but generic.
Booking Takeaways
· Broad proposition in determinations of genericness is purely a descriptive question of what consumers think. Not a normative question of some things always needing to be generic
· Its about what consumers think
· No absolutes, always a question of consumer perception
Abandonment
Lanham Act §45
· A mark shall be deemed "abandoned" when either of the following occurs
· (1) When it has been discontinued with intent not to resume such use
· Intent can be inferred from the circumstances
· Non-Use for 3 years is prima facie evidence of abandonment
· Can still keep the TM if you show that you intend to bring it back
· "Use" of a mark means the bonafide use of that mark made in the ordinary course of trade
· Not token use
· (2) When conduct by the owner - by omission or commision - cause the mark to become generic
· Bayer - None of their ads were directed towards consumers
· This is Omission
· Bayer - Labeled it "Bayer Tablets of Aspirin"
· This is Commission
Silverman v. CBS
Facts: Amos and Andy were characters created in 1928 for radio show. CBS has done nothing with the show since 1966. IN 1981 Silverman began writing a script for broadway musical based on Amos n Andy. Sought license but CBS refused. Silverman says it has been abandoned.
Issue: What does intent not to resume mean? Never or the foreseeable future?
Reasoning: It cannot mean never. If that was the standard of proof, every TM holder will always be able to succeed. The legislative history shows that they initially had the Act written has "Intent to Abandon" and then changed to "Intent not to resume use". Court says this was deliberate, intent not to resume use was meant to avoid the implication that "intent never to resume" had. CBS then tries to show that they still use the mark. They say that CBS had licensed Amos and Andy for educational docs and challenged infringing use of the TM. Court says that that CBS engaged in "sporadic licensing" - use which is sporadic and is only intended to keep TM is not use. And the suing of other people for using the mark is not use either because there is no relevant consumer in that case.
Holding: It is generic.
Silverman Takeaways
· Intent not to resume means intent not to resume in the foreseeable future.
· Sporadic licensing is not use
· 
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Use needs to rekindle the mark in the mind of the consumer with the proprietor
· This is why it failed, it did not do this.

