Trademark Outline

The Dominant Framework
· Introduction: What is Trademark Law
· System of legal rules that regulate/control symbols in commerce/commercial use
· In some ways, it limits expression
· Purpose:

· Communicate product qualities to consumers
· Consumer protection 

· Effective efficient ways to communicate with consumers

· Producers have incentive to differentiate products & maintain quality 

· Overlapping traditional rationales:

· Consumer Oriented: Make sure not confused, consistent quality

· Producer Oriented: brand value protection, dilution, unfair competition
· Trademark: control of symbols in commerce and in communication more broadly
· Restatement definition: TM is a word, name, symbol, device, or other designation, or a combo of such designations, that is distinctive of a person’s goods or services and that is used in a manner that is those goods or services and distinguishes them from the goods or services of others. 

· Words are the most common type of trademark

· TM now treated as umbrella term for TMs, service marks, hybrids. 

· Lanham Act § 45: “to identify and distinguish his or her goods, including a unique product, from those manufactured or sold by others and to indicate the source of the goods, even if that source is unknown” 

·  Doesn’t identify what counts as a trademarks, just describes what a trademark does
· Overlap of laws
· Federal: 
· Unregistered = Lanham Act 43

· Registered (®) = Lanham Act 32
· State:
· Have their own rules, mimic federal rules other than dilution 
· Can raise federal TM case in State Ct when suing of other things

· Litigation under different sections:
· Under 32 (registered) ( office has already decided there’s a TM

· Under 43(a) (not registered) -( not established yet, so step 1 is asking “does P have TM rights?”
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Subject to Trademark? 

· Secondary Meaning

· Kellogg Co v. National Biscuit Co: Pillow shape shredded wheat case
· Facts: Nabisco claimed trademark in “Shredded Wheat”; trademark in biscuit shape (trade dress); and Kellogg replicated shredded wheat. (Nabisco had a patent that expired)
· Holding: shredded wheat not a TM, rather shredded wheat is generic (“general designation,” descriptive) because it describes the product, not producer. Plaintiff did not establish secondary meaning.

· Rules on name of product:
· to prove secondary meaning - must show primary significance of the term in the minds of the consuming public is not the product, but the producer.

· Modern rule: purely generic language is not trademarkable
· Secondary meaning can apply to products made by patented processes

· When patent expired, the form and name of the product became public domain

· Rule on shape of product: no exclusive right

· Patent expired, sorry!

· Policy: need exclusive use for secondary meaning, but patent give you exclusive use for finite time 

· Limiting Doctrine in Trademark: Functionality

· Rule: Can’t TM things that effect functionality 
· Here: shape is functional because of manufacturing costs
· Ct also says distinguishable (reasonable measures): 
· Name on packaging, no passing off
· Even when sold out of the box, size is different, and only very small portion 
· Coca-Cola Co. v. Koke Co. of America: cocaine in coke fraud case
· Facts: Defendant alleges plaintiff is being intentionally fraudulent regarding what is in their product, aka no cocaine. 

· Holding: the secondary meaning of “Coca-Cola” has totally replaced any descriptive qualities

· No longer describes the ingredients so name recognition is purely secondary (FDA said take it out, it’s a beverage not medicine!)
· Slogans: 
· Can be TMs

· Sometimes start off description (ex: greatest show on earth)
· Importance is decreasing & slogans change more frequently, so not a huge deal

· Trade Dress

· Composition of packaging is protected 

· Two types:

· 1) Product design
· Shape of product → needs secondary meaning

· Ex: shredding wheat
· Cannot be inherently distinctive (See below, Samara Brothers)
· 2) Product package
· Ex. Snickers’ brown package 
· Can be inherently distinctive….

· If single color NO (Qualitex)
· If more than that, then can be inherently distinctive 
· Qualitex Co v. Jacobson Products Co: green dry cleaning pad case [SINGLE COLOR]
· Qualitex using green-gold color since the 50’s. Registered Trademark in the color as of 1991. Jacobson, a competitor, started using green color in 1989. 

· Issue: Can a color be trademarked? 

· Procedure: 9th Circuit said color alone cannot be trademark. 

· Holding: SCOTUS overrules. Qualitex’s use of the green-gold color on its press pads meets the basic trademark requirements.

· Rule: A color can sometimes meet ordinary legal Trademark requirements. When it does, no special rule prevents color alone from serving as a trademark. 

· Color is not arbitrary or fanciful (these immediately signal they refer to a brand). It is DESCRIPTIVE.
· Seems wrong b/c color can’t describe in words, BUT color can achieve secondary meaning: “over time, customers may come to treat a particular color on a product or its packaging as signifying a brand.” 
· Ex: pink on a firm’s insulating material or red on the head of a large bolt

· “It is the source – distinguishing ability of a mark – not its ontological status as color; shape, fragrance, word, or sign – that permits it to serve these basic purposes.” 

· Argument that there’s a finite number of colors is dumb

· EXCEPTIONS: no protection of color where:

· Aesthetic functionality 

· Ex. Green for farm equipment: John Deere could not get TM on green for farm equipment, b/c farmers want all equipment to match, and would create monopoly, lock-in). Think: color just a matter of taste.

· Ex. Black motorboats. Not aesthetic b/c that is how our brains actually process the color black.

· Functional when color used to stand out or used to hide.

· Taxis = yellow, nighttime medicine = soothing blue, daytime medicine = yellow/orange, pancake syrup = red, brown, yellow/green = dietetic syrup.

· In re Forney Industries: black, yellow, red stripe trade dress case [COMBO OF COLORS?]
· Question of whether inherently distinctive (automatically recognized?)
· Lower ct said not inherently distinctive and no show of secondary meaning

· Here, said reading Qualitex too broadly, no automatic meaning of a single color, NOT combinations
· Ct says consumers can distinguish this combination is a TM

· Functionality can come into play, but not an issue here

· Trafix Devices v. Marketing Displays: temporary road sign spring design case [PRODUCT DESIGN]
· Expired utility patent on spring design, seeking TM protection for product design
· Trafix argued they are the only people in the market doing it so secondary meaning 
· Lower Ct said 1) consumers (purchasers of signs) don’t link look of dual spring to the company, 2) dual spring design is functional (utility patent) 
· Here: reverse, BOTH could potentially be shown
· Utility patent is not conclusive to show functionality… Trafix has to show it’s ornamental/arbitrary 
· Ex: lightbulb ( used to be functional, now ornamental 
· Sound

· Yes can be a TM! Not inherently distinctive, needs secondary meaning

· Ex: “quack,” Pillsbury doughboy giggle, Intel tone, MGM lion roar
· In re Vertex Group, LLC: alarm as a TM case
· Lawyer wanted to register sound of an alarm

· Not inherently distinctive, could develop secondary meaning over time

· Ex: iPhone ringtone

· Touch

· Very rare, but conceptually possible

· Ex: wine with leather or velvet bottles

· Scent

· Yes, possible…

· Ex: playdough has a registered scent

· Problem: scents are usually functional
· Fragrance of perfume, soap, cleaning products

· Consumers will likely see as a FEATURE rather than a source indicator (don’t perceive as a TM)

· Flavor

· NEVER, Consumers have no access to flavor prior to purchase, so how can it be a source recognizer?

· Cases: 
· organon (orange flavor of medicine ( secondary function, masks bad taste)

· new York pizzeria ( flavor correlates w/ quality = functional

· Re Pohl-Boskamp ( peppermint is feature of product not distinct, not serving as a trademark!
· Scholarly Perspectives

· Ralph Brown Excerpt (1948)

· Does not like advertising, thinks it’s desensitizing us 

· Economic purist: ads should just tell us about the product (says now they’re all made to persuade) 

· Concedes some arguments:

· Intangible values (assurance of reliability, commination feedback loop, maintain quality)

· Buying something symbolic (buying more than the product, the idea!)

· Landes & Posner Reading (law & economics)

· Reduce consumer search time (not just business to consumer, but consumer to consumer!) 

· Gives incentive to produces differentiated products, maintain quality

· Feedback loop only works with TM law in place!

· Duping customers?

· Maybe we like brand continuity in life! Comfort from it!

· Hanover Star Milling v. Metcalf: tea rose logo geographically separated case
· Facts: petitioner and respondent independently adopted the brand “Tea Rose” for flour in the 1880s; both printed the brand name and rose design on their flour sacks and barrels. After long time of coexisting, one extended into the other’s geographic area (worried about passing off). Each of them filed a trademark suit seeking to enjoin the other from the sale of the other’s flour. 

· Rule: TM is a property right, but the real property is the person’s right to the continued enjoying of his/her trade reputation and the goodwill that flows from it. 
· TM is only the property right as appurtenant to an established business or trade in connection with which the mark is used.” 
· Limits of the right are dictated by the nature of the business

·  if Trademark is a lion on cloth, only have Trademark associated with cloth products; you do not own Trademark in other product categories.

· Ex: Dove: soap and chocolate; Delta: faucets and airlines: all separate TMs in different product categories 

· Champion Spark Plug Co v. Sanders: repurposed spark plugs with logo case
· Facts: Champion made spark plugs with the TM “Champion,” Sanders repaired used spark plugs and resold them with the “Champion” TM. (only mark added by Sanders was in illegible blue or black ink) 

· Issue: Should the respondents remove the word “Champion” from the repaired and reconditioned plugs which they resell?

· Can’t prevent Sander from buying/repairing/reselling

· Ct said: Don’t have to remove (they ARE champion), just needs to be used in a way that does not deceive (say USED)
· Possible to change so much they don’t match anymore but not here

· Secondary and tertiary markets benefit from used products (cost less, work a little worse, just needs ot be marked properly) 
· Thus, selling used spark plugs as new = deceptive. Selling w/out TM = inefficient

· Case has pure consumer information approach
Alterative Frameworks
· Stork Club Inc v. Sahati: famous NYC night club passing off case
· Famous glitzy NYC hotspot club, little dive bar opens in SF with same name 
· Known to people in SF? YES! It’s a famous nightclub attended my celebs

· Reasoning:

· Consumer confusion

· To get over hanover geographical requirement ( say distance does not eliminate likelihood of confusion because Stork Club is KNOWN in SF 
· Really dumb people might still be confused, think it’s a chain

· Producer Protection
· actual loss of trade not required to be shown (here reputation and use of Stork Club’s built goodwill… maybe initial interest confusion) 
· here it’s a freeriding issue (why should SF get to reap with they did not sow… bad business!)
· Unfair trade practice threatens to “nibble away”, “whittle away”, or “dilute” 

· They had a infinity of names they could have used, why use this???
· Unfair Competition 

· Rst 3rd Unfair Competition §1: causing harm by engaging in business/trade NOT subject to liability unless
· 1) deceptive marketing

· 2) infringe on trademarks
· Appropriation of intangible trade value 
· Trade secrets/right to publishing
· Note: written in the negative because competition is good!

· Ex: “Pepsi tastes better than Coke” 
· Breakfast with Batman Reading

· Responding to Brown article, must accept that intangible things have value to us! Comfort, consistency, ideals that they sell!
· Marketing IS value!

· Connecting to the issue of dilution…

· If society values TM more, then we should protect them more! Kind of feels like they have more value/rights than just those appurtenant to trade
· Are the producers justified? They are investing so they deserve protect… we create the value with the producer so if they claim value its ours too!
· Ringling Bros v. Celozzi-Ettelson Chevrolet, Inc: greatest (used car) show on earth case
· “greatest show on earth” is Ringling Bros Trademark, CE-Chev had signs with circus letters saying “greatest used car show on earth)
· Dis Ct: granted preliminary injunction under state dilution law

· Dilution Protection: A very producer protection heavy area of Trademark Law

· Standard: injunction must be granted if 

· 1) it can show distinctive AND

· 2) subsequent user’s use dilutes that distinctiveness
· Note: no famous requirement on many state dilution laws… not a huge deal
· Application here:

· 1) originally descriptive, but through years and millions of dollars of advertising, has acquired secondary meaning
· 2) Yes, whittled away at good will of the brand (whittling away consumer prestige) 
· Not a confusion issue, no one thinks one is the other, but it dilutes like an infection spreading and destroying advertising value of the mark (not $ but diminution of prestige)
· Dilution crystalizes into…
· Blurring: high end mark doesn’t want to blur mark/ commercial image with a variety of products even if not confusing
· Ex: Channel Realty

· Dissonance: garnishment, mind says there’s no way its licensed… drags the company name in the mud!
· Ex: sesame street condoms, Disney cigarettes
Trademarks in the Bigger World of IP
· Trademark Cases: SCOTUS case regarding Congress passing the first trademark statute… lots of cases deciding whether Congress had the right to do regulate this long establish (by CL) property right
· Art 1, Sec 8, Clause 8: Copyright/Patent Law X
· Can’t do this! Nothing to do with invention or discovery

· TM has no relation, not original or creative 

· TM adopts something as the distinctive symbol through use, no creation of mind 

· Commerce Clause X: the law is about registering TM, but didn’t limit to interstate commerce… 
· Needed to limit to regulate interstate, otherwise in excess of Congress’ power

· Declared Unconstitutional: Federal trademark (LANHAM ACT) can only protect trademarks involved in interstate commerce 
· Can be protected by state trademark law in intrastate but doesn’t really mean anything…. 
· Collective & Certification Marks

· Lanham Act §45

· Collective Mark: trademark or service mark used by the members of a cooperative, an association, or other collective group or organization, or bona fide use
· Ex: WGA, National Association of Realtors, Girl Scouts
· Collective Membership Marks: may be owned by members, don’t need t o be in commerce but have use for pins/jewelry
· Ex: fraternity/sorority

· Certification Mark: The owner is the certifier who certifies the mark, used by person other than the owner 
· Works like a TM, but doesn’t show source! 

· Ex: Kosher

· Lanham Act 14: Cancellation of Certification Mark

· A) does not control/unable to control
· B) engage in the production/marketing of goods using the mark 

· supposed to be neutral

· C) Permits use of mark for purpose other than to certify
· D) Discriminately refuse to certify 

· Geographical Indications: genre of IP International, Protect these under certification marks
· Article 22(1): where it originates where these is a specific reputation/quality
· Ex: Cuban cigars, Champagne 

· Can acquire Certification Marks as a matter of CL TM 

· Ex: COGNAC case

· Something can be TM in one place, and a certification mark somewhere else, and no TM somewhere else
· Ex: Swiss (TM ( Airline, Cert Mark ( Watch, No protection (generic) ( cheese
Acquisition of Rights
· Distinctiveness in a Trademark

· Abercrombie & Fitch v. Hunting World, Inc: Safari hats and boots case
· Use of the work SAFARI in relation to boots and hats
· App Ct says safari is generic for types of hat but could develop secondary meaning for boots
· Gives definitions for hierarchy of distinctiveness, can be in different categories for different products 
· Ex: apple (tech vs. food)
· Rst 3 §13: a) inherently distinctive, b) become distinctive via secondary meaning 
· Hierarchy of Trademarks (strongest to weakest)

· Fanciful (made up word)

· Inherently distinctive, no need to prove secondary meaning 

· Ex: Exxon, Polaroid

· Arbitrary (real word with random application)

· Inherently distinctive, no need to prove secondary meaning 

· Ex: Apple, Nerds candy

· Suggestive (requires imagination, thought, or perception to reach the conclusion of nature of the goods

· Inherently distinctive, no need to prove secondary meaning 

· Ex: Milky Way candy bars, Escalator Basketball shoes

· In re Quik-Print Copy Shops, Inc: Printing Services store case
· Applicant arguing that its not descriptive but suggestive 
· Here, ct found QUIK-PRINK is merely description (quickly print things) and consumers instantly know what it is
· Descriptive (describes the product, “merely descriptive”)

· Can be protected is it acquires secondary meaning

· Can show secondary meaning with 5 years continuous use

· Ex: Kentucky Fried Chicken, Warner Brothers

· Generic (the thing itself, “comm descriptive term”)

· Can never be a trademark

· Ex: spoon, chair, bowl 
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· International Kennel Club of Chicago Inc v. Mighty Star, Inc: Stuffed Pedigree dogs case
· IKC sponsors dog shows and known in Chicago dog circles, Might Star made line of stuffed “pedigree dogs” under same dame (counsel found IKC but said low risk because local and not competing), IKC started getting calls/letters expressing confusion after toy ads started… send ad disclaiming connection, sue Mighty Star
· One in business of making kids toys one in business of adult dog shows

· Here, descriptive, so have to show secondary meaning… how?
· @ the registration office with 5 years of continuous exclusive use

· Secondary meaning factors (Gimix factors):

· 1 - amount/manner of advertising

· 2 - volume of sales

· 3 - Length and manner of use

· 4 - Direct consumer testimony

· 5 - consumer surveys (lack of survey is not fatal to case)

· Ct says its possible IKC had acquired secondary meaning among the relevant consumer 
· Dissent: pissed off… says too low a standard (but its relative??) also says no secondary meaning because too little advertising and little actual evidence of confusion, no direct competition and no harm! 
· Professor criticized how this case focuses on the producer, but it’s about consumer confusion
· Rock & Roll Hall of Fame & Museum v. Gentile Productions: weird building design case
· Gentile (photographer) took a photo of the museum at sunset and started selling , RRHF said infringing design of building (have registration on name but just state TM for building design by IM Pei)
· Like Kellogg ( TM in shape and name
· Ct says designation must create a separate and distinct commercial impression which performs the TM function of identify the source, majority says not function as a TM!

· Rule:  
· 1) Mark could still become a trademark if it had established secondary meaning 
· Here, not readily recognizable of source and no public recognizing so NO!
· 2) building could be fanciful but here it would have to be for the purpose of TM (think Exxon), here the building was a landmark!

· Also notes that would have to look the same from all angles and here it was photographed and advertised from different sides

· Holding: Not enough consistent commercial impression in this case because the building looked radically different from various sides. 

· Dissent: focuses on Coke bottle example, what kind of trade dress here?
· Probably packaging? 
· Acquisition of Trademark Rights Through Use
· Use in commerce - Lanham Act § 45

· 1) Commerce = All commerce lawfully be regulated by Congress
· Trademark cases ( interstate commerce
·  Mark is used in commerce on goods when it is 
· placed on the goods (Gucci belt)
· their containers (big mac container)
· displays associated with it (grocery store sign)
· tags, labels, or (furniture tags)
· on documents if placement on goods is impracticable (crude oil), and when goods are sold or transported in commerce
· Note: no requirement that it’s SOLD to be used in commerce (think google)
· 2) Services: Mark is used in commerce on services when used/displayed in the sale or advertising of service + rendered in commerce
· In Commerce? If yes, who was FIRST in Commerce
· Couture v. Playdom: entertainment services website case
· Both entertainment services companies adopted the name PLAYDOM, Couture had the website up, email in 2009 but didn’t render services until 2010, in between, PLAYDOM started rendering services
· Issue: does offering service count?
· Rule: NO, ACTUAL provision of services is required, Couture loses
· In re Siny: casalana fabric case
· Wants to register CASALANA for the name of knit wool fabric, arguing that website was point of sale display
· Rule: to be a point of sale display need to provide everything a consumer would need to purchase (price, quantify range, way to buy)

· Ex: amazon, catalogs 

· Here, evidence wasn’t sufficient, so rejection is affirmed 

· Larry Harmon Picture Corp v. Williams Restaurant Corp: Bozo the clown restaurant case
· Bozo opposes registration of mark BOZOS for restaurant, Clown argues BBQ should not get trademark because not interstate commerce: one BBQ restaurant in Tenn 
· Holding: Service in a single-location restaurant of interstate customers (near Memphis, lots of interstate people coming through) is sufficient to satisfy the statutory requirement for registration. 

· Test: a single-location restaurant is not entitled to register its service mark unless 
· 1) it is located on an interstate hwy, 
· 2) at least 50% of its meals are served to interstate travelers, or 
· 3) it regularly advertises in out-of-state media.

· Proctor & Gamble v. Johnson & Johnson: tampon and deodorant name case 
· P&G had SURE mark for certain products through the minor brands program which established and maintained ownership rights over TM that hadn’t yet been assigned to products, J&J working on new tampon tech, decide to maybe add fragrance (close to deodorant?) want to use ASSURE
	      
	Deodorant
	Tampon
	Shampoo
	Mouthwash

	P&G
	Sure
	Sure (minor brands)
	Assure (minor brands)
	Assure (minor brands)

	J&J
	 
	Assure (Sure & Natural)
	 
	 


· J&J argues 1) no substantial likelihood of confusion of common source, 2) no likelihood P&G will use SURE for tampons, 3) no threat to P&G business rep or SURE deodorant mark [dilution] ct agrees!
· Holding: P&G owns no enforceable rights because it failed to show it established trademark rights through bona fide commercial use. 

· Rule: token use will not constitute adequate use to establish trademark rights

· use in commerce must not be sporadic, nominal, and intended solely for trademark maintenance
· P&G’s minor brands program failed to establish trademark rights in selected brands because they were repackaging other companies’ products for a nominal 50 packages a year $2 each. No bona fide attempt to establish a trade in any meaningful way

· Not using on their own product and not intended to make a profit
· Note: La Société Anonyme des Parfums le Galion v. Jean Patou = token use
· Bell Blue v. Farrah: mens clothing TIME OUT case
· Two men’s clothing manufacturers created identical trademarks for goods substantially identical in appearance ( “Time Out”) for new lines of men’s slacks and shirts. Farrah was sending out without mark, Blue Bell sending out with two marks. This would confuse the buying public!

· Issue: which party established prior use of the mark in trade? 

· Holding:  Farrah wins, shipped out in septeber vs BB was out in October 
· BB use with double marks doesn’t count (token use)

· Farah sending out without marks also doesn’t count 
· Rule: to establish actual use, use in a way sufficiently public way to identify or distinguish the marked goods in an appropriate segment of the public mind as those of the adopted of the mark
· Court looks at bona fide use when goods first shipped to customers

· Open use has to be directed to the relevant class of purchasers or prospective purchasers

· Not enough to affix a new trademark to a product that was not legitimately intended to have that trademark
· Hanna Financial v. Hanna Bank: international bank case
· Hanna bank used in Korea changed a bunch of names and landed on hanna bank in 2006, hanna financial started using in 1995, registered with USPTO in 1996, sue Hannah Bank
· Tacking: your mark may change over time, was it distinct enough? party may cloak new mark w/ old if they are legal equivalents (use priority date of first) because old & new create same continuing commercial impression

· Ex: trade dress, think how packaging changes over time

· Question of fact!

· Here, jury found YES tacking
· Concurrent Use & Limited Area Exception
· United Drug v. Theodore Rectimus: developed two different drugs in different areas with same name case 
· United Drug: Ellen Regis lived in Massachusetts, making dyspepsia medicine she called “Rex.” registered in Massachusetts in 1898, sold throughout New England. United Drug bought. United Drug manufactured and distributed drugs through its chain of drug stores named “Rexall.” 1912, United Drug began selling Rex at its Louisville stores. 

· Rectanus: began selling a blood-purifying drug called “Rex.” Rectanus was a resident in Louisville, Kentucky and marketed Rex in the Louisville area. 

· Did not know about each other before, in 1912, United Drug sued Rectanus 

· Limited Area Exception: United Drug’s nationwide priority started after Rectanus priority in Louisville, so could not get exclusive use nationwide.

· Rectanus used the mark in good faith and spent money and effort building up a local but valuable trade

· “Senior user”/”senior mark holder” = first party to use the mark in whatever geographic area you are talking about 

· Once there is a national registration, do not cancel protection in limited areas (UD is senior, Rectimus is junior) but in Louisville Rectimus is the senior user so United Drug can’t use it there!
· Thrifty Rent-a-Car System v. Thrift Cars, Inc (car rental chain Nantucket case) 
· Thrifty: began renting cars in OK in 1958. Trademark granted from USPTO in 1964 = thrifty becomes senior trademark holder nation wide

· Note: Thrifty could use defense of incontestable for 5 years (strong mark!)
· Thrift: Started renting cars in East Taunton Mass. in 1962. Moves business to Nantucket in 1970.

· Rule: Three requirements for limited area defense
· 1) that it adopted its mark before Thrifty’s 1964 registration under the Lanham Act, without knowledge of Thrifty’s prior use (good faith); 

· 2) the extent of the trade area in which Thrift Cars used the mark prior to Thrifty’s registration; and

· 3) that Thrift Cars has continuously used the mark in the pre-registration trade area. 

· Ex. Thrift continually advertised, had general reputation, maintained address + phone number

· Limited area is about trade/business activity + advertising and promotional activity 

· Holding: Thrift Cars should be entitled to continue doing business in East Taunton and Thrifty should be enjoined from establishing a franchise there ( Nantucket expansion not covered 
· Allow existing advertising to stay in areas it exists, but can’t expand
· Lanham Act 33(b): Codification of Limited Area Exception
· Junior user nationally (senior user locally) gets to use in that area
· Requirements:

· 1) adopted mark before Thrifty’s 1964 registration
· 2) Without knowledge of Thrifty’s prior use, but 3) once prior use is established no knowledge requirement 
· 4) party continuously uses mark in that area
· Dudley v. HealthSource Chiropractic Inc (internet presence chiropractor limited area exception case) 
· Dudley is a chiropractor in NY with local ads, HealthSource (nationwide franchise) comes to town and opens. Dudley says stop! Sues as senior user on internet 
· Where does the limited area exception extend to?

· Claims he is senior holder on the internet ( Ct says NO
· Rule: the internet is not a geographic region a trademark owner can claim
· Internet is a communication area, would harm concurrent users!

· Dawn Donut Co v. Hart’s Food Stores, Inc (donut mix sold to bakers then use mark case)
· Plaintiff sells donut mix to bakers + has federal registration (1947). Bakers (customers) make donuts + buyers (customers) purchase the donuts. Trademark has two layers of customers (like Champion Spark Plugs, where thousands of customers use the product without knowing about it/the trademark). “Baked at Midnight, delivered at Dawn” on bags of doughnut mix. Defendant adopted “Dawn” for actual baked goods without actual knowledge of plaintiff’s use within 45 mile radius. 

· Ct says no likelihood of confusion (separating trading areas)
· Basically says sorry wait until they come into Rochester! 

· no limited area exception… subsequent adoption
· Guthrie Healthcare v. Context Media, Inc (medical facility case, opposite of Dawn)
· Distinguishing from Dawn Donut

· Guthrie = medical facilities in Pennsylvania (pull people from all around), adopted logo in 2001. In 2008, Context media started using similar logo. Dis Ct said yes likelihood of confusion in Pennsylvania & NY, enjoined logo use in that area but not outside
· Ct here: Context Media can be enjoined nationwide
· Finds Guthrie could reasonably want to expand and registered before Context Media started using! Would be dumb for Guthrie to have to sue in each area (criticizing Dawn)

The Registration Process and “Intent to Use”

· Basis of Registration

· 1) Use in Commerce

· 2) Bona Fide intent to Use in Commerce

· 3) ownership of a qualified foreign registration

· 4) Ownership of an international registration extended to US (Madrid Protocol (big in  certain biz) 

· 5) ownership of qualified foreign application 

· Lanham Act 1(a): Use in Commerce
· Pay fee and file application with the PTO

· Application includes applicant’s domicile and citizenship

· Date of the applicant’s first use of the mark

· Ex. intrastate commerce, advertising without orders, etc.

· Date of the applicant’s first use of the mark in commerce

· For each class of goods or services

· The goods in connection with which the mark is used

· Drawing of the mark + attach specimens 

· File verified statement with the PTO

· Person believes he or she is the owner of the mark 

· Person believes facts in application are accurate

· Mark is in use in commerce (interstate commerce)

· No other person has the right to use such mark in commerce 

· Application reviewed by TM examiner/attorney, who conducts search. If approved, published in Gazette which allows people to oppose. If no opposition, proceeds to registration. 

· Lanham Act 1(b): Intent to Use 
· Bona fide intention to use (good faith showing) 

· Same structure as 1(a0, just have intent to use

· Meant to deal with the issue of token use
· Note: don’t “apply for trademark” you “apply for trademark registration”
· Need to Do for Application: 

· 1) Search Reports

· Will purpose to disclose all Fed TM registrations in effect/canceled/expired

· State TM, references to trade directories

· Ex: Rock & Roll Hall was in state, not USPTO, Kennel Club/search report in telephone book

· 2) How to use/establish rights

· Needs to be in commerce (not internal use) ( unless bulk goods (crude oil)

· Advertisement not enough (service marks can do this)

· Needs to be interstate commerce  (Bozo case)
· 3) Preparing Application 

· Name, address, example

· Sound TM ( need to give written description (notes), sometimes can be hard

· Ex: MGM lion, Aflac duck

· 3D things ( give 2D image and describe that it’s 3D

· 4) Identify goods & services

· Use international classification system (34 TM, 11 service marks)

· 5) Filing Fee

· Cheaper to file online USPTO portal ($250 per class) most expensive by mail ($750 per class)

· 6) Dates of Use

· For each class, give first intrastate & interstate

· 7) Specimens of Use

· Submit example of each category 

· 8) Color Features

· Include if important… not color, give schematics using pantone #

· 9) Declaration 

· 10) Examination

· Can reject

· Can issue office action ( missing information, get 6 months to fix

· Technical objection

· Estoppel Disclaimer Descriptive ( need to disclaim the part without 

· Ex: KFC can’t sue friend chicken part

· 11) Publish in the Gazette

· Starts 30 day clock to file oppositions

· Can get intentions on 30 days, but its closely watched (big companies have teams that just watch the gazette) 

· MZ Berger & Co v. Swatch AG (iWatch case)
· Berger applied for trademark registration (ITU) for mark “iWatch” for over 30 items, Swatch files opposition, board finds Berger did NOT have actual intent to use

· Standard: bona fide intention with good faith to use the TM
· No definition of what bona fide intent is, but here it wasn’t enough

· Ct affirms, says testimony and internal emails showed there was no decision to use yet

· Timeline for Application:
· In Use Application : file ( assigned to TM examiner ( if passes initial review, published in gazette ( if no opposition ( gets registration

· Intent to Use Application: file ( if ok ( notice of allowance (we will register once shown use in commerce) ( need to file statement of use (within 6 months, can renew 5 times [every 6 months at a time]) ( if not by end of 3 years ( considered abandoned 

· First renewal is automatic, next ones need good cause

· International Trademarks
· Foreign TM registration

· §44(c): based on foreign registration

· Attest bona fide intent o use in US

· Notice of Allowance ( need to show use in 3 years

· Civil law jx need to register!

· Foreign TM registration application 
· §44(d): based on foreign application

· Attest bona fide intent to use in US

· Notice of Allowance ( need to show use in 3 years

· Madrid Protocol 

· File application in home country, take application and apply in WIPO (Geneva) 

· Designate which countries, extensions 

· Sent to US, processed

· Each takes its own look, in US, date of application in Geneva = 1st priority 

· Advantages to Trademark Registration 
· Principal Register (main)

· 1) National wide protection for the date of application (once you get reg)
· 2) Incontestability: if used for 5 years (& are federally registered) without anyone contesting 
· If started as descriptive, lose descriptive mark defense (secondary meaning declaration by examiner cannot be contested) 

· 3) Warning Others

· 4) Barring Imports

· 5) Protection against Counterfeiting 

· 6) Evidentiary Advantages: value when litigation

· 7) Confirms ownership & validity: good for buying co if registered, use of ® 

· Supplemental Register
· When examiner said no secondary meaning (not convincing, descriptive) ( applicant can ask to be on supplemental (so comes up in search)

· Does NOT give TM 

· Prima facie evidentiary advantage, nationwide priority, or constructive notice

· Does NOT = admission that you lack secondary meaning

· Notice of Registration
· Once you have ® need to display w/ TM to create presumption that you have TM protection
· Sometimes giving notice can be hard… trade dress!

· Hacky Sack case: over name and seam on ball (product design), how to display, put tag with name ®, but not on seam, defendant copied seam saying statute says the ® needs to be displayed. Ct said close enough!
· Lanham Act §8: Required affidavit of continued use for at least some of the goods or services covered by the registration 

· If you don’t, PRO will cancel registration 

· Between 5th and 6th year after registration, 6 month extension for a fee

· Lanham Act §9:  Registration may be renewed every 10 years upon payment of fee 

· Ex: 2014 = application, 2015 – registration, 2020-2021 = §8 affidavit, 2025-2026 = §9 renewal + fee, 2035-2036 = §9 renewal + fee, 2035
· §7(c) Constructive Use Date: Date of constructive use/nationwide priority = date of application
· Assume at date of application there is national use in commerce even if not really

· Have priority except over people using before you or if someone files application after yours but before your registration 

· Issue: descriptive ( secondary meaning… but need to be used in commerce to acquire secondary meaning ( so the back dating protects ITU marks that are put in the gazette from getting snatched and stolen

· Larami Corp v. Talk to me Programs, Inc (water gun case)
· TTMP filed an ITU application to register “The Totally Rad Soaker” for toy water guns. Larami opposed, alleging that it had used the mark “Super Soaker” for toy water guns (after app, before published in gazette), TTMP sues Larami for TM infringement based on Larami’s use being after app, Larami says you haven’t show secondary meaning 
· Dis Ct: Larami wins, TTMP has no registration so not constructive use date yes

· Ct here: affirms, can’t claim secondary meaning until used in commerce, first in commerce after Larami’s first use (no basis for registration, can’t use date of application until register) 
Bars to Registration

· Lanham Act §2(a): prohibits registration of a mark that consists of immoral, deceptive, or scandalous matters or matter that may disparage or falsely suggest a connection with persons living or dead, institutions, beliefs, or national symbols, or bring them into contempt or disrepute. Absolute bar!!
· PARTS HAVE BEEN DEEMED UNCONSTITUTIONAL 
· Matel v. Tam (offensive Asian band name case)
· Asian rock band wants TM for name “ the slants” (chose to reclaim stereotypes), examiner refused… say can use but can’t register
· Disparagement:
· 1) examiner establishes likely meaning of TM in context
· 2) designator refers to a specific group (if yes, disparaging to substantial composite of the group) 
· Issue: not that it suppresses speech, but that gov action is denying some advantage of speech (registration) 
· This is a content based & viewpoint based restriction ( disparagement portion of 2(a) = unconstitutional 
· Argument 1: government speech (ct distinguishes from license plate case, USPTO does not control TM businesses, don’t reflect policy) 
· USPTO does not approve/align with messages when they approve registrations! 
· Argument 2: Commercial speech Doctrine 
· Tam argues not just commercial, there’s an expressive component
· Court doesn’t decide this, no resolution 
· Iancu v. Brunetti (FUCT clothing line case)
· FUCT clothing line trouble trying to register 
· Issue: immoral/scandalous = viewpoint based?

· Allow politeness, but not this?
· Unanimously agree immoral ban is unconstitutional

· Split on scandalous

· Dissent said narrow application us ok, don’t want ultra profane things to get through… but it’s ambiguous!
· Immoral is a social norm but scandalous is a MODE OF EXPRESSION

· you can express any concept politely or offensively… dissent say PTO should be able to reject offensive ways
· Court knocks out immoral, scandalous, disparage or bring them into contempt or disrepute

· Court kept deceptive and falsely suggest a connection with persons living or dead

· Deceptiveness Bar

· In Re Budge Deceptiveness Test:

· 1) Is the term misdescriptive of the character, quality, function, composition, or use of the goods?

· 2) If so, are the prospective (RELEVANT) purchasers likely to believe that the description actually describes the goods?

· 3) If so, is the misdescription likely to affect a significant portion of the relevant consumers decision to purchase?

· If yes to question 1 ( arbitrary/suggestive

· If yes to questions 1 & 2 ( at least Lanham Act §2(e)(1) deceptively misdescriptive ( temporary bar (can be overcome with secondary meaning)

· If yes to all 3 questions ( Lanham Act §2(a) deceptive ( complete bar
· Bayer Aktiengesellschaft v. Stamatios Mouratidis (fake Aspirin case)
· European homeopathic medicine named “organic aspirin” and applied for US registration, Bayer filed opposition (asprin = generic in US)
· Apply In Re Budge:
· 1) yes deceptive, doesn’t contain any of the chemical compound known as Asprin 
· 2) yes purchaser is likely to believe, it’s all over their website and average consumer might not know there’s no such thing as organic Asprin
· 3) yes likely to effect decision to purchase!
· Lanham Act §2(b): flag or coat of arms or other insignia of the United States, or of any State or municipality, or of any foreign nation, or any simulation thereof. (absolute bar)
· Lanham Act §2(c) - or comprise a name, portrait, or signature identifying a particular living individual except by his written consent, or the name, signature, or portrait of a deceased President of the United States during the life of his widow, is any, except by the written consent of the widow. (absolute bar)
· Living celebrities, and dead or living presidents
· James Dean jackets or Marylin Monroe bras are not barred under 2(c) because they are dead … can fall under 2(a)
· Ex: Trump too small or Trump, lock him up… probably not even 2(a) because there’s no way Trump endorsed that  
· In re Richard M Hoefflin (Obama pajama case)
· Obama Bahama pajamas , applicant argues Obama can mean other things (???)
· Test (Association to persons):
· 1) person is so well know that public would reasonably assume connection
· Ex: Madonna, Beyonce

· 2) individual is publicly connected w/ the business in which mark is being used 

· Niche, well known in specific area

· Bars to Primarily Geographical Terms
· Lanham Act §2(e)(2): Primarily Geographically Descriptive
· Bars marks which are descriptive of geographic goods

· Except as indication of regional origin ( certification mark for regional production

· Applied to goods & services

· Temporary Bar… need to show secondary meaning 
· Lanham Act §2(e)(3): Primarily Geographically Deceptively Misdescriptive 
· Permanent Bar
· In re The Newbridge Cutlery Co (Irish kitchenware brand case)
· Irish Co. selling house stiff, designed in Ireland, sell in the US… examiner rejected under 2(e)(2), need to show secondary meaning… Ct reverses on Newbridge, Ireland not being generally known

· Ct things consumers will think its arbitrary, not primarily to describe region of origin

· Primarily Geographical Descriptive Test
· 1) mark sought to be registered is the name of a place generally known to the pubic (relevant purchaser)

· 2) public would make goods/place association (Association to persons (again looking at relevant purchaser) 

· 3) ADD source of the goods is the geographic region named in the mark
· SHORTCUT: where 1 & 3 are fulfilled, the goods/place association is assumed (USPTO presumption)
· In re Miracle Tuesday, LLC (made in Miami Paris fashion brand case)
· Wants to register JPK Paris 75 for clothing accessories (designer had lived in Paris for many years) but now in Miami (note, ct said JPK was not dominant part of mark, Paris was) 

· Primarily Geographically Deceptively Misdescriptive Test
· 1) primary significance of mark = generally known geographic location 

· 2) consuming public is likely to believe the place identified by the mark indicates the origin of the goods (goods DO NOT come from there)

· A) association between goods & place identified?

· B) Do goods come from there?

· Manufactured, designed, headquartered, researched, ingredients 

· 3) misrepresentation was a material factor in the consumer’s decision to purchase 
· Here ct said no current connection to Paris, but meets requirements of test, complete bar!
· Geographically Suggestive Marks
· Not statutory, evocative use!

· Ex: California = laid back

· Ex: Park Ave = luxury/wealth 

· Bars to Registration of Surnames
· Lanham Act §2(e)(4): can be overcome by secondary meaning… a surname can’t be a TM without evidence of long/exclusive use
· Ex: Hershey, Warner Brothers

· In re Quadrillion Publishing Ltd. (surname for magazine case)
· Brambly for publishing house, PTO offices says need secondary meaning, Plaintiff argues type of apple (arbitrary) or small English town (not generally known geological place)

· Factors to determine surname-ness
· 1) degree of surname rareness/prevalence (exposure)

· 2)  whether anyone connected with applicant has the surname
· 3) whether has recognized meaning other than that of surname

· 4) structure/pronunciation (look & sound)
· O’, Mc-, Mac-, -son, -sen, -sky, -ovich, etc.

· Here, not that rare, no one is connected, not convinced of other meanings, sounds like a name

· Schlaftly v. St Louis Brewery (beer name case) 
· Ultra conservative political activist with same name opposes registration of beer name, strong evidence of gimix factors, 25 years of continuous use

· Numbers, Letters, Initials: yes can be trademarks, but sometimes they are descriptive (type of car engine)

· Lanham Act §2(e)(5): Functionality Bar: Permanent bar (codifies Qualidex), can’t refuse registration unless as a whole, functional
· In re Becton, Dickenson & Co (test tube case)
· Test tube design for blood collection, trade dress ( product design, examiner denied because functional, ct here affirms

· Functional: essential to use or value, 

· FACTORS: 
· 1) existence of utility patent
· 2) advertising by applicant that touts the utilitarian advantages of design

· “look for” advertising: advertising is advertising that takes a product feature and tries to make as a symbol for the goods

· 3) assessing whether design results from a comparatively simple or inexpensive method of manufacturing 
· 4) availably of an alternative designs
· First two are most important, balancing test! 
· Here, two important parts were utility patented, ads talked about efficiency, no other real alternatives
· Likelihood of Confusion
· Lanham Act 2(d): bar if so resembles mark registered or CL TM to cause confusion, cause mistake, or deceive (absolute bar)
· Nutrasweet Case:
· Nutrasalt vs nutrasweet, nutrasweet opposed, application argues no confusion, court says even though different look, different products, third party use, and no actual confusion, here same channels and consumers act fact with little attention

· Likelihood of Confusion Test: turns on

· Similarity of products/services
· Similarity of channels of commerce
· Displayed side by side?

· B&B Hardware v. Hargis Industries (metal fasteners in different industries case)
· SEALITE vs SEALTIGHT, B&B opposed registration under 2(d), ct agrees

· Create issue preclusion if litigated separating for infringement?

· SCOTUS says yes issue preclusion (if ordinary elements of issue preclusion are met) 

· exception: if a mark owner uses its mark in ways that are materially unlike the usages in its application (i.e. use in the marketplace) - If so, then TTAB isn’t considering same facts and issue preclusion does not apply.

Infringement and the Likelihood of Confusion
· Note: registered actions brought under §32, unregistered actions brought under §43(a) 
· Likelihood of Confusion
· Confusion about what?

· Unfair Competition (§20):

· A) actor’s business is the business of the other (source confusion, passing off)

· B) product produced, sponsored, certified, or approved by business

· C) that goods are produced sponsored by actor 

· Reverse confusion
	Polaroid Factors 
	Sleekcraft Factor (9th Cir) 

	· Strength of Mark

· Conceptual Strength:  on scale

· Market Strength: gimix factors

· Can be contested with third party use
· Similarity of Mark

· “Proximity” of the products/services

· Same ingredients     - same category
· Complementarity       - Substitutionally
· Likelihood that P will bridge the gap
· Actual confusion

· D’s good faith in adopting mark

· Bad faith goes against D, good faith is neutral

· Quality of D’s products/services 

· Sophistication of buyer (how much time & attention buyers brings to purchase)


	· Strength of Mark

· Similarity of sight, sound, meaning
· “Proximity” of the products/services

· Likelihood of expanding their line

· Actual confusion

· Surveys go here (NOT side by side, familiarity to consumer test)
· Unless sold side by side

· Intent of D in selecting her mark

· Degree of care consumers are likely to show in purchasing decision

· Inexpensive doesn’t always mean impulse (vitamins)

· Nothing to do with intellect of buyer

· Degree to which the market channels converge (where sold)


· E&J Gallo Winery v. Consorzio del Gallo Nero (Gallo wine competitor case)
· E&J Gallo = super successful brand, high gimix factors, Gallo nero = Italian Chianti enters US market… E&J Gallo wins, yes likelihood of confusion!
· Strength of Mark ( very high, no secondary meaning, no third party use

· Similarity of Mark ( Gallo = dominant part so similar

· Proximity of products ( all in the red wine category 

· Marketing Channels ( both in retail/wine stores

· Degree of Care ( wine is tough (occasion?), here same price point 

· Actual Confusion ( surveys were conducted incorrectly, not side by side
· Banfi Products Corp v. Kendall-Jackson Winery Ltd (Italy v CA wine brand case)
· Banfi imports from Italy, KJ makes in CA, different prices… no likelihood of confusion
· Strength of Mark ( Banfi’s mark is arbitrary but not distinctive (low market strength)
· Similarity of Mark ( very different, one is 2 words, one is 5 words
· Bridging the Gap ( likely never expand into each others’
· Good faith, not lesser quality
· Leelanau Wine Cellars v. Black & Red (Michigan wine region case)

· LWC trying to enjoin use of term “Leelanau” in connection with sale of wine, region so super descriptive, ct found no likelihood of confusion
· Bad survey
· Similarity of products high but marketing channels super low! (tasting room v retail)
· Kraft Foods v. Cracker Barrel Old County Store (cheese case)
· Another example of a bad survey (complementarity of products!), but showed virtual surveys are possible
· Is Likelihood of Confusion Question or Law or Fact? Split of authority! 
· 2nd question of law de novo review

· 6th cir say question of fact for each factor but weighing is a question of law 

· Makers Mark Distiller, Inc v. Diageo North America, Inc (melting red wax case)
· Product packaging trade dress TM, had been using for a long time (design was registered, color was not, seeking protection for color)… applying 6th cir rule (question of fact/law)
· Conceptual Strength ( say unique (although not always enough, R&R hall of fame), here so used to be functional, now applied stylistically, no clear error
· Commercial Strength ( decades of use, lots of media attention, high market strength, no clear error
· Autozone case, Similarity( relevance of house marks (the main company as opposed to the product… think Chevy Tahoe)… mostly important in passing off cases rather than association cases like here (house marking does little to ease confusion of association)
· here say can decrease likelihood of confusion, but the relevant similarities are still similar (diminish but not extinguish), says here doesn’t apply quite the same way, no clear error
· each factor factually looked at, overall review question of law ( affirm
· Initial Interest Confusion
· Generally: Confuses not at time of sale but at the beginning of exposure to the brand, misled into initial interest (of source/affiliation) 
· Mobil Oil Corp v. Pegasus Petroleum Corp (oil trading company case)
· Mobil was well established in the oil industry, uses Pegasus image for all commercial business, not in oil trading. Petroleum starts using name Pegasus, only works in oil trading.
· Dis Ct looked at polaroid factors for likelihood of confusion action
· Ct says purchasers are engaging in very high stakes transactions, would not be confused at the time of purchase
· Gives Pegasus initial reputation when they call and start to try to business
· Blockbuster v. Laylco (knockoff video store case)
· VideoBuster rental stores, said no confusion because inside looked really different from Blockbuster, NO THE POINT!
· Initial Interest Confusion Test:
· Likelihood that alleged infringed name would attract potential customers
· Proper limit: assumes consumer has spent time/attention/energy… look at the cost of backtracking
· McDonalds off the interstate example
· IIC & the internet
· Multi Time Machines v. Amazon (luxury watch not sold on amazon case) 
· MTM sells expensive watches not sold on amazon, when searching for MTM watch, search doesn’t say sorry no results, it brings up a ton of alternative results with breadcrumb (name at the top of the page to retrace steps). MTM brings likelihood of confusion, dis Ct. says no, App Ct affirms
· On using in commerce ( Dis Ct doesn’t answer, App. Ct. says sleekcraft isn’t helpful (not in competition with each other) 
· Creates initial interest confusion? Ct finds breadcrumbs are not misleading, cost of backtracking is way less online
· Dissent: even if not wrong, not super ethical. Other websites say “sorry 0 results” before giving you alternatives… this is misleading! 
· Some courts distinguish between diversion & IIC
· Ex: Playboy case with flashing ads, not confusing, would just divert attention 
· Post Sale Confusion
· Only concerns product design trade dress!

· Not packaging, or names, slogans, or symbols. 

· Master Crafters Clock v. Vacherin (weird atmosphere clock knockoff case)
· V had super expensive atmospheric clock since 1939. In 1950s, MCC starts making regular clock that looks like V’s clock (trade dress in product design). V establishes TM rights with long exclusive use, sales, ads, secondary meaning. 
· Post Sale Confusion: confusion is not at the point of sale by the consumer, but by visitors in home that would confuse source
· Problem: create a sort of permanent design right?
· Munsingerwear v. Jockey (H shape boxers case)
· M produced men’s underwear with horizontal fly (long use, sales, ads) J started making H design too, M arguing secondary meaning & not functional (?). 

· Ct trying to decide whether comparing out of the packaging or in the packaging (product doesn’t or product packaging) ( M arguing mannequins would be confusing 
· Say it depends on what consumers see, distinguish from levi case (pocket design)
· Attack secondary meaning ( like flavor! Never see until after you’ve purchased 
· Ct found no confusion

· Reverse Confusion
· Generally: senior = niche market, junior = bigger more powerful, senior is worried they will be perceived as connected to widely known junior/ a subsidiary of junior
· Dreamwerks v. Dreamworks SKG (star trek convention vs movie studio case)
· P puts on star trek conversion, D is large movie studio. P sues for reverse confusion, worried people will with they are affiliated with movie studio. (would someone attending concession think it is put on by movie studio) 
· Ct says is roles reversed, big studio would sue and win, so we give power to little guy
· 3 main Sleekcraft factors:
· Similarity of sight sound meaning

· Arbitrariness of mark (only looking at conceptual strength, not market because big guy will obviously win that) 

· Relatedness

· Here, sound exactly the same, arbitrary, maybe suggestive, says services are often sold together complementarity (movies & conventions) 
· Fleet Feet, Inc v Nike (shoe slogan case)
· FF is the small guy, using running changes everything slogans, Nike starts using sports changes everything. FF sues for reverse confusion.
· Ct finds yes, consumer may associate FF with Nike

· Nike says too expensive, ct says boohoo!
· Especially could hurt because if people think it’s a Nike store, might lose business for other brands it carries
· Two Pesos v. Taco Cabana (TexMex restaurant design case)
· TC is senior mark holder, claim trade dress in restaurant interior decor, sues 
· Dis Ct found for TC, jury found trade dress non-functional,  inherently distinctive, not acquired secondary meaning, yes likelihood of confusion, App Ct says ok…

· If inherently distinctive, don’t need to show secondary meaning… trade dress is like any other TM, either inherent or acquired has to be show
· Concurrence: wording of 32 & 43(a) are different, but Ct treated the same
· Walmart v. Samara Brothers (kids clothing knockoff case)
· Samara makes kids clothing for JC Penny, Walmart starts making knockoffs, actual confusion, Samara sues, wins. Walmart appeals on lack of secondary meaning
· Consistent with Taco Cabana:
· 1) lower cts assume trade dress can be symbols or decides that can be TMs, ct agrees
· 2) in order to be protected must have distinctiveness

· trade dress in the form of product design cannot be inherently distinctive 
· Back peddling from Taco Cabana, not every category has to have some form of inherent distinctiveness (ex: a single color) 
· Words/packaging ( consumers are inclined to think they are TM, not here!

· How does this effect Taco Cab? Ct says not design, either packaging or something else
· Secondary Liability for Trademark Infringement 
· Inwood Labs v. Ives Labs (color prescription pills case)
· D had patent on drug, marketed under specific name, pills were distinctly red for 200mg, red/blue for 400mg. After patent expired, competitor started making using same colors. Layered sale situation, selling to pharmacists that then sold to customers (they never saw og label after repackaging).
· Pharmacists are directly infringing… but do the colors enable passing off?
· Is Inwood labs contributing to the infringement by making them the same color
· D argues not functional, acquired secondary meaning… ct says utilitarian function?
· Test:
· 1) INDUCEMENT: if a manufacturer or distributor intentionally induces another to infringe
· 2) KNOWING CONTRIBUTION: if it knows what’s happening & continues to supply or should have known they’re engaging in TM infringement 
· Use more narrow standard that have specific reason to know
· Life Alert Emergency Response v. LifeWatch (I’ve fallen and I can’t get up case)
· Telephone salespeople for D start slipping in life alert slogan, telemarketers are direct infringers, but is D contributorily liable?

· Ct says likely to succeed on merits using Inwood Test:
· Induced ( approved script

· Knowingly Contributed ( continuing to hire telemarketers using these scripts

· Likely to also succeed on vicarious liability theory
· 1) apparent/actual partnership

· 2) have authority to bind one another in a contact 

· **very underdeveloped in this area of TM law**
· Tiffany v. eBay (selling knockoffs in online auction case)
· Counterfeit jewelry sold in online auction, Tiffany notifies, eBay removes… T still saying E is negligent, ct applies Inwood Test for the first time on the internet 
· Can’t be too general of knowledge, obviously they know some people will infringe, but need specific instances! Here, whenever tiffany told them, they acted promptly 
· Inwood should be applied narrowly, need specific instances to show knowledge 

· Lucottica Group v. Airport Mini Mall (knockoff sunglasses case)
· Owner of luxury sunglass brands sue mini mall, failed to stop counterfeit sales after a GIANT raid… still renewed lease!
· Ct looks at how generalized, how specific? Ct won’t answer
· Here, yes constructive knowledge ( willful blindness
· Notice does not have to come from the TM holder (like in Tiffany), here, willful blindness because not virtual, literally could see it happening 
Defenses 
· How to make sure TM doesn’t infringe too much on freedom on expression
· Incontestable: virtue of descriptive ( lack of secondary meaning defense is gone after 5 years of unteste4d continuous use
· Descriptive Fair Use [ACTUAL DEFENSE]
· Lanham Act 33(b)(4): Statutory Fair Use 
· Person uses TM thing (word, phrase, symbol) in it’s pre-trademarked sense (descriptive use)
· Exclusive right to use as an identifier
· Good faith for descriptive purposes
· Points away from the trademarked thing
· Test: If we were in a world where the TM did not exist, would the use in a descriptive sense still make sense?
· Fanciful marks NEVER can satisfy this
· United States Shoe Corp v. Brown Group (pumps like sneakers case)
· US shoe sells pumps with slogan looks like a pump, feels like a sneaker, Brown puts out their own pump, in small print make reference to feeling like a sneaker. 
· Ct finds clearly a descriptive fair use, describing a feature not showing the source 
· Car Fresheners Corp v. SC Johnson & Sons (little trees case)
· Little trees air fresheners (phrase and product design trade dress of shape) for car, Glade plug ins make Christmas tree shaped ones for the holidays with name referencing 
· Dis Ct: shapes can’t be descriptive so not fair use

· App Ct: doesn’t matter where P falls, it’s about the D’s use 
· Look to see if defendant using it descriptively ( it was! Descriptive of holiday product and scent
· Nominative Fair Use  [UNCLEAR IF DEFENSE OR TOOL TO SHOW NO LIKLIHOOD OF CONFUSION]
· Judge created, points to the trademarked thing (compare) 
· New Kids on the Block v. News America Publishing (900 telephone call polls case)
· New Kids had a fan hotline, News Am made own line for New Kids polls. New kids make likelihood of confusion argument, Dis Ct says it’s a first amendment violation, ct says lets not go all the way to first amendment, but agrees that News Am wins
· Some goods/services are not identifiable by anything other than their TM (VW case) 
· Nominative Fair Use/ Referential Fair Use Test:
· 1) product/service must be one not readily identifiable without use of the TM
· 2) only so much of the mark may be used as is reasonably needed to identify the product or service (look at logo, font, design); AND
· 3) the user must do nothing that would in conjunction with the mark, suggest sponsorship or endorsement by the TM holder 

· Here, 1) YES, 2) not too much, 3) nothing to suggests sponsorship 
· WCVB v. Boston Athletic Association (Boston Marathon case)
· Boston Marathon licensed to be broadcasted by local channel, another channel has own people broadcast with banner that says Boston Marathon. Ct says yes fair use
· Satisfies test, maybe a little about sponsorship, but not huge deal because in public place 

· Different from T-shirt case because here just naming what’s on the screen 
· Toyota Motor Sales v. Tabari (Lexus broker website case)
· Online auto broker using buyalexus.com, kind of like VW case but on the internet
· Ct finds 1) yes, 2) not too much, 3) look at reasonably prudent customer (they would know the marketplace)
· Did you do anything to negate inference of sponsorship?
· TM.com is usually the main TM domain, other words decrease likelihood of confusion (either factor 2 or 3) 
· Parody

· Mattel v. Universal Music (Barbie girl case)
· Aqua makes song Barbie girl making fun of Barbie, Dis Ct says nominative fair use, on appeal ct says parody
· Test doesn’t expression rights, unlike New Kids, this is making a commentary on Barbie and what it represents!
· Rogers Test: for titles of expressive works (not to names of products)

· 1) does the title have any artistic relevance to the underlying work

· If no, go to likelihood of confusion
· If yes, go to step 2
· 2) if some artistic relevance but title explicitly misleads as to the source or the content of the work 
· If yes, go to likelihood of confusion 
· If no, protected under first amendment 
Dilution Law
· Lanham Act §43(c): Injunctive relief only [Nominatives fair use IS statutory defense]
· 1) Famous
· Widely recognized by general consuming public (FACTORS)
· Duration, extent of ads, geography
· Volume of sales
· Extent of actual recognition
· Whether registered & when 
· Doesn’t have to be SOLD nationally (In-N-Out)
· This statute deals with issues of local fame & niche fame 
· 2) Famous before use of other started

· Blurring: Similarity that impairs the distinctiveness of the famous mark
· Look at strength of mark (distinctiveness, exclusive use, recognition), intent, actual association
· National Pork board v. Supreme Lobster & Seafood Co (the other – meat case)
· NPB opposed regulation for the other red meat, has registration for the other white meat. Arguing will cause dilution (blurring)

· Yes famous, yes famous prior to SLSC use, court says blurring
· Survey found not to be leading, because an ITU application, a little harder to make good survey

· Starbuck Corp v. Wolfe’s Borough Coffee (-- bucks case) 
· Small family business selling in New England and online, new line of coffee called Charbucks, Starbucks claiming dilution. Dis Ct said failed to show SJ, App Ct affirms, Here remanded on blurring 
· Ct said Dis Ct was too focused on similarity element, and misapplied intent to associated 

· not a bad faith standard, but intent to associate standard
· Absence of likelihood of confusion ahs no weight on dilution 
· Note: on remand still found no blurring 
· Tarnishment: harming the reputation of the famous mark 
· Ex: Disney cigarettes, Sesame street condoms ( no likelihood of confusion, but Tarnishment!

· Starbuck Corp v. Wolfe’s Borough Coffee (-- bucks case) 
· Impressions of shoddy quality, unwholesomeness, unsavory, likely to invoke unflattering thoughts about owner’s products. Ct said bad Tarnishment argument 
· Budweiser case ( where there’s life there’s bud/bug ( yes Tarnishment

· Exclusion: 
· Fair use other than designation of their own mark 
· News Reporting & News Commentary

· Any non-commercial use the mark

Genericness
· How a protected word could have been a TM, but comes generic
· Ex: Xerox for photocopy, Kleenex for facial tissue, google for online search 

· Do consumers think it is the name of the product or source of the product
· Bayer Co v. United Drug Co (Aspirin case) 
· Expired utility patent for drug they called aspirin, competitions started making and using aspirin claiming it was generic. Clear that pharmacists new the difference, but does the general consuming public?
· Used to sell as powder, consumers never saw source name
· Started marketing as tablet ( nothing about Bayer, says Aspirin (not drug) & tablet maker 

· Bayer tried to reclaim before utility patent expired but too late, can’t reclaim something that entered the public domain 
· Plus, they also used it in a generic was, needed to say the drug = aspirin 
· Stoch brand adhesive tape, not SCOTCH TAPE

· Aware of the way product was used 

· Still TM among pharmacists, others can’t market to them using the name, but among customers they can

· How to measure genericness
· DuPout v. Yoshida (non-stick pan coating case)
· TEPHLON for non-stick coating for cookware, Y wants to use EPHLON, use surveys 

· Yoshida Survey: are you aware of such a product, what are the name of them?
· Accept that source can be anonymous (don’t all know P&G but know Crest)
· Loaded question
· DuPout Survey A: do you know a brand name for these coatings?
· Not a great outcome for D
· DuPout Survey B: NOW CLASSIC GENERICNESS TEST
· Explain difference between brand and common name, give list of products and ask which ones are which 
· USPTO v. Bookings.com (travel co generic domain name case) 
· Registration denied for being generic, Dis Ct found descriptive and have acquired secondary meaning, affirmed 
· USPTO says pers se rule that [generic].com = generic
· Goodyear case: that [generic] company was generic, here saying com = company 

· Ct says NO, internet literate uses now that one entity can take each domain, can infer that bookings.com refers to a specific entity
· Not a normative question, descriptive analysis based on consumer perception, no automatic rule!
· Rule would inhibit competitors from using terms in domain names
· Bookings.com accepts similar names might arise, can’t stop!

· NOTE: USPTO can issue an office memo requesting disclaimer 
Abandonment 

· Lanham Act §45: 
· 1) use discontinued with intent not to resume such use

· Non-use for 3 consecutive years creates presumption of abandonment 

· Ex: car companies can discontinue car model, but rebut by convincing ct they intent o one day resume

· Can also continue by producing parts

· Easier to rebut with capital goods (can keep making parts) vs consumer goods (P&G)
· Use must be bona fide use, not token use

· 2) any conduct (omission or commission) by owner makes TM to become a generic term, equivalent of abandoning the mark

· Lose its significance as a mark

· Naked licensing: license without any quality control, just want $$, over time loses significance 

· Silverman v. CBS (racist radio show character to musical case)
· Musical about radio show characters, in public domain, CBS says TM but show had been taken off air for 23 years (probably won’t bring back because racist). 
· Ct find abandonment! Intent not to resume in reasonably foreseeable future (not NEVER intend) 

· Sporadic, nominal use/ licensing is not sufficient to avoid abandonment 
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