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I. Intro and Theories

a. Often ideas in IP contradict each other, wanting privacy but also creating a competitive market; there is a desire for information to cost less, yet there is the notion that someone has to be paid for generating that information.
b. iPod example: Apple made the iPod initially to only play copy-protected music purchased from Apple. They wanted to keep iPods a closed system, which led to competitors trying to untie the software knows to develop systems that were compatible with iPods. This competition is healthy, leading to new innovations and products, and requires interoperability of software and devices.
II. Trademarks
i. Trademark: word, phrase, logo or other indicators that identifies the source of a particular product. 
1. The purpose is for identification, quality and consumer protection (authenticity and right to know what you are purchasing) in the market. Note: NOT intended to protect the creation.
a. Market integrity – saving consumer’s time in not needing to do research for each purchase, and therefore allowing the market to work more efficiently. It creates an incentive for brands to make quality products to gain recognition and popularity based on this recognition.
2. Color, shape, and sound can be covered by trademark, but under NO circumstances can the function of a product be trademarked (this would be patent-like monopolies).
3. Lanham Act – federal trademark and unfair competition statute is more broad than initial trademark protection (limiting only to marked used in interstate and international commerce) because of the Supreme Court’s broadened interpretation of commerce after the New Deal. Federal trademark law coexists with state regulations, not preempting state law.
a. Congress has the power to pass this under the Commerce Clause. This is a different source than the IP clause in the Constitution allowing Congress to protect Copyright and Patent. The difference in source also leads to difference in goals of IP.
b. State trademark laws coexist federal law and are not preempted. The federal law is intended to fill in where state law is missing.
4. Can get trademark protection from registering under federal law, or from the common law with use in the state/locally.
5. “Use in market” – The use does not need to be massive, but minimal use is not sufficient for registration/protection. For federal registration, there must be use in interstate commerce.
6. Types of marks:
a. Service marks – identifies a service
b. Certification marks – indicates an origin or material
c. Collective mark – used by organizations
d. Trade dress – other elements beyond the mark that identify the product (eg. share of Coca-Cola glass bottles)
7. To keep protection, you must police the mark and go after people using a similar mark.
ii. Value in trade names and marks come from the legal protection it will get.
iii. Utilitarian purposes of Trademark: (1) preventing consumer confusion; (2) encouraging producer investment in stable brands.
1. Consumer ( social gains products by efficient information flow in the market. Consumer safety is also fostered through trademark, because if you are injured by an item, you know which company to sue (identify against counterfeit).
2. Stable Brands if they are high quality (necessarily), or else the name would be a public good. Brands want to build their reputation attached their name for market recognition. Without trademark protection, brands would have less of an incentive to improve their products.
iv. Trademark protection does not confer ownership of a word, but rather it conveys the right to forbid a particular kind of use (as a negative right). Trademarks allow the owner to prevent others from selling product with the same name or mark, or one that would cause confusion with the trademark. (It’s a claim for use of the mark in X or Y, but not ownership of the word.)
1. Generic terms can never have or keep trademark status. If the name is used largely to describe all generic products, the trademark will be canceled for the word going into the public domain.
2. But note, nominative use of competing product to identify it in advertising is not trademark violation.
3. Risk of genericide of the mark: When the mark is used as a generic name for a type of product, it is describing the type of product and no longer the source of the product (eg. Band aid, Kleenex). Mark owners need to avoid this happening by educating consumers with their marketing. 
v. Topics in Trademark: 
1. Registered Marks – Only the trademark holder can sue to enforce
2. Unregistered Marks, Unregistered Trade Dress – False designation of origin suit can be brought by any person who believes they were or are likely to be damaged
3. Dilution – Marks are protected from ‘dilution’ that could blur or tarnish mark’s strength
4. Cybersquatting – domain names and TM – bad faith registration of domain names in hope of extracting rent from the Trademark owner
5. False or Misleading Statements of Fact – even where no mark is involved, false advertising and unfair competition fall under the Lanham Act
vi. Registered Marks: There is a national system for registering Trademarks. The key under federal law is registering the mark (before this the TM mark on a product is under common law protection, not registered yet; R is when the mark/dress is registered). Often to be able to register requires a showing of building the brand’s identity and recognition. These registrations are examined by the USPTO.
1. Registration is a full acknowledgement of protection federally and internationally, which can be defended in litigation. Registration creates a certainty, creating a prima facie assumption of a trademark.
2. Even without registration, you may get common law rights by being the first to use the mark in commerce, but this protection is limited geographically to the area of use.
3. Registration with the USPTO extends protection nationwide except where “senior” or earlier users have already been using the mark in the area.
4. Requirement that the trademark be used in commerce for registration and enforcement. A mark owner can file a “use application” in which they must show the current use of the mark in the market. The 1988 Amendment allowed for “intent to use” application, which provides a Notice of Allowance giving the holder 6 months to verify the statement of use.
5. Priority with similar registrations is given to the application filed earlier (benefit of filing an “intent to use” will help get priority before you can fully prove).
6. After registration, a trademark owner’s rights in the mark last as long as the mark is in use, and required fees are paid and paperwork submitted (using and pursuing the mark). Also need to make sure they are taking active efforts to protect their mark and not let it become genericized.
vii. Requirements for a Valid Trademark
1. Use of the mark in commerce
a. Planetary Motion, Inc. v. Techsplosion, Inc. – Software was offered under a General Public License, which is an open source to change, but the owner keeps the rights under the license (typically wants to get contributions from other users but can’t profit directly). Note, software under an open source is NOT in the public domain; all uses must be within the license.
i. Issue: Whether the open-source software constituted a use in commerce to get the CoolMail trademark.
ii. Defendants argues the free distribution of software over the internet is not commerce, and therefore no trademark can be obtained.
iii. Held: “use in commerce” comes from the Lanham Act, 15 U.S.C. §1127 requirements: “goods are sold OR transported in commerce.”
iv. The product (software) can be transported in commerce; there is no requirement that it is sold. Initially transported in commerce meant physically moved, but the court used analogy to get find transportation of a virtual product when received through the internet. 
v. Reasoning: If people are exposed to a product, they need a way to identify it and protect it for consumers.
vi. A mark holder may also use a totality of the circumstances to establish use in commerce even without sales, but they need to have gained wide public recognition (significant and substantial public exposure).
b. Use in Commerce: Lanham Act requires goods to be sold OR transported in commerce. The courts read “or” to mean “or” and not “and” so purchase/sale was not required to be used in commerce.
2. Use of the mark as a trademark (source identification function)
a. MicroStrategy, Inc. v. Motorola, Inc. – An agency helping Motorola with advertising came up with “Intelligence Everywhere” slogan. When they checked the use, they found it used in Canada, and bought the use out, then filed an intent to use application. MicroStrategy challenged the intent to use application, stating they were already using “Intelligence Everywhere” as a trademark under common law protection, and later filed an application for the use.
i. Held: The court found MicroStrategy did not use the phrase to identify the source of a product and connect it to the brand. Rather they used it in a body of text in reports, articles, and brochures. The products where they were applying the mark were not the products they were selling. This was used more as a mission statement and not as a way to identify the source of MicroStrategy’s goods/services.
ii. Conclusion: Both parties were using the mark, but MicroStrategy was not using the mark as a trademark. 
3. Mark must be distinctive in nature
a. Abercrombie + Fitch, Co. v. Hunting World, Inc. – AF sued Hunting World for infringing on AF’s registered trademark “safari,” which Hunting World argued was generic and not subject to trademark.
i. Rule: The Act calls for cancellation of a registered work if at any time if “becomes the common descriptive name of an article or substance.” The Act forbids registration if when applied to goods of the applicant, it is merely descriptive.
ii. Held: (1) As applied to specific types of clothing, ‘safari’ has become a generic term – cancel trademark here; (2) ‘Safari’ is not a generic term for boots or shoes – ‘suggestive’ or ‘merely descriptive’ and is a valid trademark; (3) Hunting World has a fair use defense in the descriptive use for shoes.
b. Zatarain’s, Inc. v. Oak Grove Smokehouse, Inc. – Zatarain’s wanted to trademark “Fish-Fri” as a mark. Oak Grove contests that its use was generic. If it is generic, we don’t confer trademark protection because we want people to be able to use the words to describe their good, and not limit everyone else.
i. Rule: A descriptive mark is one step up from being generic (think blue pen v. pen), and is invalid unless it has gained a secondary meaning.
ii. Useful/descriptive term – test by determining whether competitors would likely need the terms used in the trademark in describing their own product.
iii. Secondary meaning: a reasonable consumer associates that name/product with the source of it. To determine this, look to ads, marketing, the amount of time in the market, and consumer surveys. The money spent on marketing can be evidence of a secondary meaning, but not final proof alone. Consumer surveys are the best proof of secondary meaning.
1. The mark must denote to the consumer “a single thing coming from a single source” to support a secondary meaning.
2. Here: they only found secondary meaning locally within New Orleans (so trademark protection locally).
iv. Descriptive Marks are weaker than creative marks. Another party can argue for the fair use defense, that they were using it in good faith as a way to describe their product and not trying to create consumer confusion.
v. Held: Must be sufficiently distinctive to get trademark protection. “Fish-Fri” was only a descriptive term identifying the function of the product being sold.
viii. Trademark Infringement
1. Elements (Note: Proving infringement means proving the use caused confusion):
a. Have a valid trademark
b. Prove defendant is using the trademark
c. Defendant is using the trademark in commerce
d. The use of the trademark is in connection with the sale, distribution, or advertising of goods/services (commerce)
2. Use in Commerce as requirement for infringement:
3. Rescuecom Corp. v. Google, Inc. – The district court dismissed the case against Google for failing to allege Google’s use of its marking was a “use in commerce” within §45 of the Lanham Act, but the Court of Appeals vacated decision and remanded the case. 
a. The Google program AdWords is for companies to pay for ads when users search specific words, so that the company ad and website pops up in the search. The keyword suggestion tool recommends keywords for advertisers to purchase, which might include the purchase of competitor’s mark so your company would appear first when a competitor is searched for. Using this, Rescuecom argues competitors can easily mislead users to think an ad was part of the relevance-based search results, which causes trademark confusion about affiliation, origin, and approval of services.
i. Note: The trademark wouldn’t be seen by consumers, but rather it is used internally by buying it as a keyword to lead to the competitor’s ad.
b. Issue: Was Google’s use of Rescuecom’s mark a use in commerce?
c. Held: Yes, this is in commerce. Here, Google is recommending competitors purchase or use Rescuecom trademark through the keyword purchasing. Google displays, offers, and sells Rescuecom to a customer when they are selling ad services, encouraging them to buy the mark through Keyword.
d. Conclusion: Google creates a likelihood of confusion through these actions and use of the mark in commerce.
4. People for the Ethical Treatment of Animals v. Michael T. Doughney – Doughney registered peta.org and creates “People Eating Tasty Animals.” PETA alleged claims of service mark infringement, unfair competition, and dilution. Doughney claims he created the site as a parody, and he even had a button on the site to exit immediately and get directed to PETA’s homepage. (Note: it is up to the trademark holder to police and bring a case for cybersquatting.)
a. Infringement: (1) Pl possess a mark; (2) Defendant used the mark; (3) That defendant’s use of the mark occurred “in commerce;” (4) that defendant use the mark “in connection with the sale, offering for sale, distribution, or advertising” of goods or services; and (5) that the defendant used the mark in a manner likely to confuse consumers. 
b. The elements are all tied to prove the use caused confusion.
c. Analysis: (1)-(3) are not dispositive here. (4) goods or services – need not sell or advertise goods/services, but it is enough to prevent users from obtaining or using PETA’s goods or services (case law weighs in favor of finding element met).
d. In infringement cases, there is the potential for fair use defense, especially where parody is involved.
e. Held: Yes, this is in connection with the sale of goods or services. There might be a clear parody, but the use of the mark is still in connection with the sale of goods, and it is likely to cause confusion by disrupting people’s journey to PETA’s site (negative impact on trademark owner).
ix. Likelihood of Confusion – standard for determining infringement both for registered and unregistered marks because the purpose of trademarks is consumer protection. 
1. Different circuits have slightly different standards, but these are the general factors:
a. Similarity of the mark – visual, other aspects like sound, degree of similarity, overall commercial impression of the mark on consumer (look to surveys), meaning
i. Note: this is not a scientific test.
b. Proximity of the goods or services – how similar the goods or services are to each other, if they are in the same market (direct competition and confusion) – this factor is a big spectrum.
c. Strength of the mark – if the mark is generic, descriptive, descriptive with a secondary meaning, suggestive, fanciful, or arbitrary (stronger marks get more protection – it is less likely to find confusion with a weaker, generic mark)
d. Actual confusion – test with surveys, but not always necessary
e. Defendant’s intent (in some circuits) – some argue this isn’t needed if trademark is intended to protect consumers and not the mark owners.
2. Applying the factors: use them on a spectrum of how strongly they are met. Not one factor is dispositive, and all are important in testing for likelihood of confusion. If the products don’t remotely compete, there is no confusion.
3. Different types of confusion: likelihood of confusion of the source; sponsorship or affiliation confusion (comes from the strength of the mark/brand)
4. Lois Sportswear USA, Inc. v. Levi Strauss and Co. – Levi’s has trademark on the stitching on the back pocket of their jeans, used on all of their jeans since 1873. Lois imported jeans from Spain with a substantially similar back pocket stitching pattern. Lois isn’t challenging the substantial similarity finding, but argue that consumers rely on the tags to distinguish products, and thus aren’t creating confusion, defeating a trademark infringement claim.
a. Held: Despite the tags, there is still an issue of confusion created by the stitching pattern. (1) likelihood that consumers will be confused when buying jeans as to the relationship with Levi’s and Lois; (2) likelihood that consumers will be confused as to the source of Lois’ jeans when they are observed in a post-sale context. The Lanham Act is meant to prevent such likely confusion. 
b. Due to the creative nature and strength of the mark, it deserves the highest degree of trademark protection.
c. Analysis: The public’s belief that the mark’s owner sponsored or otherwise approved the use of the trademark satisfies the confusion requirement (not necessarily that people are confusing the product, but confusing the sponsorship, that Levi’s approved use of their mark).
d. This circuit adds sophistication of buyers as a factor in the likelihood of confusion. But because the factor normally only comes into play with very expensive goods where the sophistication and likelihood of confusion changes, this factor doesn’t play much of a role in the balancing.
e. This case makes equally clear that post-sale confusion as to the source is actionable under the Lanham Act because the misuse of good will is at the heart of unfair competition.
f. Conclusion: upheld finding of likelihood of confusion and trademark infringement.
x. Indirect/Contributory Infringement
1. The online environment helps facilitate infringement. With infringers all over the world, it makes jurisdiction to bring a suit very difficult, and there are issues of proper forum. Litigation is costly and complex and it is harder to find the proper defendants. Indirect liability helps make this easier for the mark owners.
2. Secondary liability: Facilitates or even encourages or controls and profits from the trademark infringement of others but doesn’t itself do the infringing.
3. Tiffany Inc. v. eBay, Inc. – Tiffany brought suit against eBay because of the sale of counterfeit jewelry on their platform. They argued trademark infringement, trademark dilution, and false advertising. Sellers were using eBay to sell counterfeit Tiffany (and some real second hand products), using the Tiffany name and mark. eBay invested into getting counterfeits removed to uphold their reputation as a reliable place to buy goods. Their VERO system was a replica of the DMCA, where trademark owners can report infringements, and eBay would review and takedown infringing posts. This system shows eBay was generally aware that counterfeit selling was occurring on their platform.
a. Direct: The Court said eBay was not partaking in any direct trademark infringement. Their use of the Tiffany name was a lawful use to advertise that Tiffany’s was sold on eBay. While this was a use in commerce, there was no likelihood of confusion. For the advertising, eBay gets the Nominative Fair Use defense (not branding their products as Tiffany, but using the name to describe the product available).
i. Nominative Fair Use: can use a brand’s name/mark where it is necessary to accurately describe the product and does not imply a false affiliation or endorsement by the trademark holder.
b. Indirect Infringement: either inducement OR supplies the services to one who knows or has reason to know they are using the services for infringing activity. Here, eBay did not induce people to sell counterfeits. The knowledge requirement requires a specific knowledge of sellers/posts which infringed. When eBay knew a posting infringed, they removed it. They did not continue to supply the service to users once they knew they were infringing. General knowledge of infringing activity is not sufficient for indirect infringement.
c. Trademark Dilution: dilution by blurring is an association arising from the similarity between the mark or tradename and the famous mark that impairs the distinctiveness of the famous mark. This is not a question of consumer confusion, but whittling away at the mark’s selling power and value. The court does NOT find it here because the Tiffany name was used in advertising.
xi. Defenses to Trademark Infringement: Fair and Nominative Use
1. Limitations on a trademark owner’s rights to limit everyone from using the words/marks:
a. Genericization of the trademark term – when the word becomes representative of a class of items, not the source of the product (ie. Kleenex)
b. Protection is limited to the trademark category/categories chosen
c. Parody/fair use
d. Continuous use of the mark as a mark in commerce
e. Distinctive mark – not just a general word
f. Note: Trademark protection is not an absolute right. Just like every other right, it is always subject to limitations.
2. Traditional Fair Use ( using the mark other than as a mark to describe your product. Usually this is only applied to descriptive marks, and must be done in good faith.
a. Descriptive Fair Use Elements: (1) Used other than as a mark, (2) used in a descriptive sense, and (3) done in good faith.
b. KP Permanent Make-Up v. Lasting Impressions – Both companies sell permanent makeup. Lasting trademarked “Micro-color” as a descriptive mark with a secondary meaning (proved the secondary meaning with survey and steps used to educate). KP used the mark as part of their advertising brochure to describe their product, not trying to confuse or deceive consumers, and not attached to sell a specific product.
i. Held: KP gets the protection of traditional fair use; they used the term in good faith before Lasting registered the mark. The defendant does not have to prove there was no confusion with fair use, because if there is no confusion, there is no infringement and thus no need for fair use.
ii. Conclusion: There is some possibility of consumer confusion that must be compatible with the fair use defense, or else the defense would never be possible. There would either be no need for the defense because there is no infringement where there is no likelihood of confusion, or it would immediately be defeated by finding a likelihood of confusion.
3. Nominative Fair Use ( Using the trademark to identify/describe the plaintiff’s own product/service. The idea is there is no other clear way to point to the product without use of the mark.
a. Elements: (1) the product or service is not readily identifiable without the use of the trademark; (2) they only use as much of the mark as necessary/reasonable to identify the product/service; and (3) they do nothing to suggest sponsorship or endorsement by the trademark holder.
b. New Kids on the Block v. New America Pub., Inc. – Court has to weigh the rights in New Kids on the Block’s name against other’s right to use it in identifying the New Kids as the subject of a public opinion poll. The newspaper was using the New Kids’ band name for people to call in to answer a survey (customers had to pay for the phone calls/product and New Kids say this would prevent fans from paying for calls to their 900 phone lines).
i. Rule: The fair use defense forbids a trademark registrant to appropriate a descriptive term for his exclusive use and so prevent others from accurately describing a characteristic of their goods. Where the defendant uses the trademark to describe plaintiff’s product, the commercial user is entitled to nominative fair use defense if: (1) the product or service is not readily identifiable without the use of the trademark; (2) they only use as much of the mark as necessary/reasonable to identify the product/service; and (3) they do nothing to suggest sponsorship or endorsement by the trademark holder.
1. (2) is a quantity question ( how much of the mark are you using and how prevalent is the use?
ii. The Court rejects the argument that nominative fair use is not an applicable defense where the use competes directly with the trademark holder. The band cannot control their fans’ money under trademark because New American is not suggesting any sponsorship, and they met the fair use test.
4. Note: For tradition fair use, you can use even if there is some confusion; for nominative fair use, you can use it even if you’re profiting.
5. Mattel Inc. v. Walking Mountain Productions – 1st Amendment limitation on trademark. The photographer took photos with social and political overturns, creating the series with Barbie to make his point. Mattel sues over the use of the Barbie arguing it made people think the photos were associated with/sponsored by Mattel (arguing confusion of endorsement).
a. The use of the name Barbie is a trademark issues, similar to genericide with the popularity of the name; the name became so popular it was part of the vernacular to use in free speech under the 1st Amendment.
b. Rogers test: balance interest of avoiding confusion and having free expression in the arts.
c. 1st Amendment protection: the use must be artistic, and not explicitly misleading as to the source.
d. Held: The use of the trade dress in the photo series was protected by nominative fair use.
e. There was also a dilution claim, but the court found the use parodic and thus non-commercial, so there was no dilution.
6. Playboy Enterprises v. Welles – Welles was 1981 Playboy Playmate of the Year, and called herself such on her own website. Playboy sued for her use of PMOY.
a. Nominative Fair Use Test: 
b. Banners on the site ( (1) Not readily identifiable without the mark; (2) Only so much of the mark as reasonably necessary satisfied for descriptions/caption; (3) Nothing creating confusion of sponsorship or endorsement – there was a disclaimer on the cite.
c. Same argument as for the banners can be applied to the use in the metatags on the website. Note: use can trigger infringement even though it is invisible, if it triggers initial interest confusion.
d. Wallpaper/watermark: failed the 1st prong of the test – used stylized abbreviation where it could be identified in other way (like just the abbreviation and not the font); fails the second prong because the repeated nature is more than needed.
b. False Advertising (False or Misleading Statements of Fact) – creates civil cause of action for not just the trademark holder, but anyone who believes they have been or are likely to be damaged. The courts have narrowed this to actual economic or commercial interest.
i. PF case of False Advertising:
1. False or misleading statement made about the product;
2. Such statement either deceived, or had the capacity to deceive a substantial segment of the potential customers;
3. Deception is material, in that it is likely to influence the consumer’s purchasing decision;
a. Note: if the statement is actually false, you do not need to prove materiality.
4. Products are in interstate commerce; and 
5. Plaintiff has been or is likely to be injured as a result of the statement at issue.
ii. Pizza Hut, Inc. v. Papa John’s Intern., Inc. – At issue was Papa John’s slogan “Better Ingredients. Better Pizza.” Pizza Hut said their claims of better ingredients from taste tests aren’t better and are false statements. The jury found the claims to be false or misleading and deceptive, or likely to deceive consumers, but the court concluded the slogan was non-actionable puffery until 1997 where it became tainted by advertising.
1. Non-actionable puffery: “Better” in the slogan is the type of non-actionable puffery that is allowed in marketing, so there is no legally sufficient basis on its own to find it is false or misleading. This was a statement of opinion, and not fact, so it was not actionable.
2. The sauce and dough ads were misleading, because they expanded the slogan’s meaning, defining “better pizza.” This made the slogan misleading in the context of the ads.
3. Pizza Hut failed to adduce evidence establishing that the misleading statement conveyed by the ads and slogan was material to the consumers to whom the slogan was directed, but the court was wrong to grant Papa John’s motion for judgment as a matter of law.
c. Dilution – special right to “famous” marks – either dilution by blurring or dilution by tarnishment. There are heightened standards to prove the mark is famous, but once that has been established, there are fewer hurdles to clear to bring an infringement claim on the grounds of dilution. Dilution occurs regardless of the presence or absence of the likelihood of confusion or actional confusion or of actual economic injury.
i. Note: dilution is NOT a form on infringement. They are two different claims that fall under the same umbrella in trademarks. Dilution is about the strength of the mark, as it only applies to famous marks. Infringement is about the consumers and market confusion; any mark can suffer likelihood of confusion.
ii. Requirement the Mark be Famous
1. Famous when it is widely recognized in the U.S. by the general consuming public, not just a niche audience. The thought is that infringers want to take advantage of a mark that is so well know and ubiquitous to make money off of it.
2. Dilution by blurring is about the distinction of the mark, and dilution by tarnishment is about the reputation (even in an unrelated category).
3. Coach Services v. Triumph Learning – Triumph Learning applied for a use-based application to register “COACH” for educational materials. The trademark was granted because there was no likelihood of confusion between the educational materials and the luxury design house. The issue here was whether the Coach mark was famous enough to get protection from dilution. 
a. Held: Trademark registration is not enough to show the mark is famous, and neither is unsolicited media attention.
b. It is very hard to meet the famous threshold (it is not the same as being successful or popular). Each mark used must meet the threshold of being famous. This is an amorphous standard, but can’t just be famous within a niche group.
i. Non-Exhaustive factors for fame: (1) duration, extent, and geographic reach of advertising and publicity of the mark, (2) amount, volume, and geographical extent of sales of the goods or services offered under the mark, (3) extent of actual recognition of the mark, (4) whether the mark is registered under the Act or on the principal register.
c. The party claiming dilution must prove their mark was famous before the filing date of the opponent’s trademark application or registration against which it intends to file and opposition or cancelling proceeding.
iii. Dilution by blurring – effecting the distinctiveness of a famous mark.
1. Elements: Similarity; distinctiveness; substantially exclusive use; strength of recognition; intent to create an association; actual association.
2. OR
iv. Dilution by tarnishment – effecting the reputation or prestige of the famous mark.
v. Smith v. Wal-Mart Stores, Inc. – Smith created designs using part of the Wall-Mart name as part of the criticism of the store. He was not trying to sell product to compete on the market with Wal-Mart. By criticizing Wal-Mart with his use of part of the mark, it was clear he was not confusing the market by trying to pretend to be Wal-Mart. His goal was to criticize, not profit from the use of the mark. Wal-Mart brought a claim for infringement based on the likelihood of confusion.
1. Parody in its simplest form is entertainment by juxtaposition. Parody is NOT its own defense, but considered within the likelihood of confusion factor (undermines/diminishes the factor) under Safeway. Because of the parodic nature of the use, the court held there was no likelihood of confusion, so no trademark infringement.
2. Dilution by tarnishment: Parody is not actionable under the anti-dilution statute because it falls within free speech protections of non-commercial speech under the 1st Amendment. As a society, we want people to be able to speak up and talk about a product or service and bring this information to consumers. While dilution protects the trademark owner, we don’t want to give them too much protection.
3. Held: There is only dilution for commercial use. There needs to be substantial economic motivation, in which profit is the starting point, not simply that they happen to make a profit from the activity.
vi. Dilution by Blurring
vii. Starbucks Corp. v. Wolfe’s Borough Coffee – Starbucks was trying to enjoin Wolfe’s use of “charbucks” arguing the name would dilute their mark by blurring.
1. Balancing test: 
a. Degree of Similarity: district court did not err in finding low degree of similarity when the word was placed within the context of the black bear packaging.
b. Actual Association: Court rejects Starbucks’ arguments intent and district court ignoring the survey
i. Surveys are helpful tools and can be the winning point in a dilution by blurring claim. Here, they were ineffective because the surveys took the words out of context and did not provide pictures.
c. Intent to create an association: Starbucks argues that if Wolfe intended to create an association with Starbucks, then it does create an association. The court rejects this argument because it does not want to merge the factors.
i. Evaluate if it is likely to cause an association from the similarity in a way that impairs the distinctiveness and the intent to associate that may directly impact the likelihood of association.
d. Held: After balancing, the court found there was NO dilution by blurring.
d. Cybersquatting and Cyberpiracy
i. §1125(d) Cyberpiracy prevention – BAD faith intent to profit from mark and registers, traffics in, or uses domain name that is identical to confusingly similar. Bad faith is not found if the court determines the person had reasonable grounds to and did believe the use was fair use or lawful.
1. Law has to resolve the conflict between the delineation of trademark law and internet domain names. There is a desirability to have TOP level domain names for internet traffic.
a. Top level domain name is the .____ (.com; .org…)
ii. Domain Name System created a server to translate the name entered into the number to reach the server. ICANN was created to control this system. The registry manages top level domain names. The Registrar is the company you pay to register a domain name (like GoDaddy) to buy entry into the system.
iii. Cybersquatting: Acquiring domain names en masse without intent to use in order to sell to companies when the company wants to use it. Note: this matters less now because of social media, depending on the business, like direct-to-consumer sales (care about the domain name more than the top level domain).
iv. Protection from Cybersquatting: 
1. Cybersquatting Protection Act (ACPA) – civil action brought. Must prove bad faith intent (intent to direct customers; offer to sell or transfer domain; registering under false or misleading identity; if can use fair use) AND confusingly similar (either same or similar).
2. Uniform Domain Name Dispute Resolution Policies (UDRP) – procedure under which ICANN can cancel or transfer a domain name to the mark holder. It is an arbitration process, and the trademark owner must file a claim. It is a faster process and cheaper than court, but no damages are available. Parties have to agree to go to arbitration, but you agree to arbitration when registering a domain name with the registrar. UDRP always applies, regardless of where in the world the squatter is.
v. Lamparello v. Falwell – Falwell was a reverend. Lamparello disagreed with his views and started a website “fallwell.com” to criticize him, and he wasn’t selling products. The reverend filed a trademark infringement action for likelihood of confusion. 
1. Lamparello was not able to use the noncommercial nature of his site as a defense because this was not a dilution claim.  
2. The infringement analysis says there is no likelihood of confusion because they are not offering the same goods, so the consumer cannot be confused about the source of the goods.
3. Initial interest confusion: This is about what draws them in to the site, what gets them to your product and the idea the user won’t go to the trademark holder’s site after. The court says there is no initial interest confusion because Lamparello would need a financial gain from this.
4. Cybersquatting: 
a. Bad faith intent: noncommercial content/criticism, no offer to sell, no misleading information, front page makes it clear there is no affiliation with the reverend. Court finds NO bad faith.
b. Confusingly similar: yes, it is confusingly similar, as it only adds one letter to his last name, BUT you need both ELEMENTS to succeed.
5. Court reverses injunction against Lamparello.
III. Copyright

a. Intro – Congress has the power from Art. I, Sec. 8, Cl. 8 of the Constitution to pass both Copyright and Patent laws. The goal of copyright law is to promote useful arts by protecting authors and inventors as a means to promote the arts and benefit society. This is a difference in goal between copyright and trademark because trademark is focused on consumer protection and creating certainty in the market (under the commerce power), while copyright is focused on protecting authors to promote the creation of arts to benefit society (under IP clause in the Constitution).
b. Definition – Original work of authorship fixed in any tangible means of expression now known or later created.
c. Duration: post-1977, an individual author gets protection in their work for life plus 70 years; a corporate author (work for hire) has copyright protection for 95 years. After this time, the work enters the public domain, and everyone owns the work and can use the work. But note: Names can be tricky because there might be a trademark in the name that outlives the lifespan of copyright protection. Having a longer duration of protection generally benefits society by incentivizing the creation of the original work and subsequent works by the author because they know they will have protection for a long time to be the only one making subsequent works (or they can profit from licensing derivatives). This also incentivizes other artists to create works to compete, exposing society to their creative ideas for others to build on and make new expressions.
d. Registration and Protection: Copyright automatically attaches to a work once it is fixed without the need for registration. However, you need to register the copyright to bring an action of infringement under 17 U.S.C. §411(a), and registration provides prima facie evidence of the copyright’s validity. Registration also serves to put everyone on notice of your rights, and provides evidence of this notice. Note: The copyright certificate does not confirm you are the owner or confer ownership; it merely states that you were the one to bring the work to the office to get registered.
e. Subject Matter – Requirement of Originality: Copyrighted works must be of independent creation and contain a modicum of creativity to constitute an original work.
i. Feist v. Rural – What constitutes originality sufficient to get a copyright? Rural publishes a local phonebook with both white and yellow pages, collecting information from the customers they service in the area. Feist wants to publish an area-wide phone book, covering multiple different calling areas. Rural denied Feist their request for their information, as Feist is competing for yellow page ads. Feist takes the names and numbers regardless, even the 4 fake listings, and does work to add additional information, including street addresses (note: only took white pages, not the yellow pages and ads). When they publish it, Rural sues for infringing on their copyright in the telephone book.
1. Issue: Did Rural have a valid copyright in the phonebook to make a claim of copyright infringement against Feist?
a. Fact-Expression Dichotomy: Facts are not copyrightable (can’t be original because they are discovered, not created), but compilations of facts can be copyrightable. While the standard for originality is low, a modicum of creativity, the compilation cannot be so obvious that there is no originality.
2. Copyright Infringement: (1) Ownership of a valid copyright; and (2) Copying of the constituent elements of that work that are original.
3. Held: Rural had a copyright in the overall phonebook, because it contained a forward with text and original material in the yellow pages. However, for prong two, the selection and arrangement of the facts was so mechanical that there is no originality here. Where there is no originality in the part copied, there can be no infringement.
ii. Matthew Bender and Co. v. West Publishing Co. – West publishes case reports with text of the opinions and enhancements (various independently created features). The cases themselves are not copyrightable because they are government documents. 
1. Issue: Whether the individual West case reports are copyrightable material.
2. Rule: There must be a minimal about of creativity for originality.
3. Held: The selection and arrangement of the facts West published with the cases were obvious, typical, and lacking minimal creativity, and as such are not copyrightable. Because Matthew Bender did not copy the exact compilation of cases published, the district court did not clearly err in holding the West reports are not copyrightable.
4. Policy: The purpose of copyright is not to protect the effort put in, but for society to promote progress of the arts.
f. Idea-Expression Dichotomy: Ideas are not copyrightable, but the expression of those ideas may be the proper subject matter of copyright.
i. Baker v. Selden – Selden published a book on his bookkeeping method, including sample forms he used for this method. Baker published similar bookkeeping forms, altering the columns and the headings.
1. Issue: Whether the copyright in the bookkeeping book describing the method extended protection to the forms, securing the exclusive right to the use of the system or method of bookkeeping which is described in his book.
2. Held: Protection over the method or system of bookkeeping falls within the province of patent, not copyright. Copyrighting the book describing the method does not protect the method itself. For purposes of practical application, by publishing this book without patenting the system, he is giving the bookkeeping system to the public domain.
3. Policy: Society would not benefit if one could so easily get a monopoly on a method or system simply by registering a copyright in the expression of that method.
g. Merger Doctrine: Part of the idea-expression dichotomy, there cannot be copyright in the expression of facts when the grant of copyright would give an effective monopoly over its use because of the singular or limited ways of expressing that idea. In this case, the idea has become merged with the expression and there can be no copyright.
i. Herbert Rosenthal Jewelry Corp. v. Kalpakian – Plaintiff accused defendant of infringing on their design of a bee pin encrusted in jewels. The district court found the defendant independently created and designed their bee pin after studying bees in nature and published works, not copying plaintiff’s pin. The court also found the pins were not substantially similar besides both looking like bees, which are found in nature. 
1. The court of appeals affirmed the holding that the defendants did not infringe with their bee pin. Granting protection from the manufacture of any other object that looks substantially similar to lay observers would grant too great a breadth of protection and prevent others from engaging in the business of manufacturing and selling jeweled bee pins. The court does not want to confuse copyright with a design patent. Copyright only protects the expression of an idea which is original and not copied.
2. Here, the idea was the bee pin covered in jewels and the expression was the exact size of the bee, size and arrangement of the jewels, colors, and the metal. If the court grants the copyright to the expression of the bee pin and there is only one (or few) way to create it is to place the jewels on top of the bee in a certain way, this copyright would create a monopoly on the idea of a bee pin.
ii. Morrissey v. Procter and Gamble Co. – Morrissey claims P&G infringed on his copyright of published rules for entry into a sweepstakes. Many of the rules were concededly similar. The court presumes P&G had access to the rules, because of the claim Morrissey mailed them to P&G. Normally, copyright would attach to the expression of rules.
1. Merger: Where the uncopyrightable subject matter is very marrow, so that the topic necessarily requires, if not one form of expression, at best only a limited number, to permit copyrighting would mean that a party or parties, by copyrighting a mere handful of forms, could exhaust all possibilities of future use of the substance. (Principle limiting copyright protection.)
2. Where the merger doctrine applies, there is no copyright, and without a valid copyright there can be no infringement liability.
iii. Kregos v. Associated Press – Kregos came up with baseball pitching forms, selecting which data points to include in the forms out of all possible data points.
1. Issue: Whether the creator of a baseball pitching form is entitled to copyright as a compilation of information.
2. Held: The Court reversed the MSJ on the issue of copyright, stating Kregos is entitled to a trial even though available relief may be extremely limited (thin copyright protection in a compilation of facts where originality is only in the selection and arrangement). The only rights claimed were in the form without each day’s data, as the blank form is what AP reprinted, and no form prior had listed all 9 of these data points collected in one form.
3. Copyright in compilations of fact: Need minimal creativity with the selection and arrangement of facts in a compilation. Where Kregos selected 9 items out of all of the available statistics, it cannot be said as a matter of law that he failed to display enough originality in the section. Therefore, the validity of the copyright in the compilation cannot be rejected as a matter of law.
4. Merger question: Here, the issue isn’t protection over a method or system, but the selection of facts Kregos thinks could be considered in making predictions on pitcher performance. There are many different ways to express the idea of rating pitcher performances, and this variety precluding a merger finding.
h. Subject Matter: Methods of Operation in Computer Software
i. Lotus Development Corp. v. Borland International, Inc. – Lotus created a spreadsheet system with menu command hierarchy; Borland created a competing spreadsheet with the same command structure, but different code. They wanted to create a product that would be familiar for users to use when they switched over.
1. Issue: Whether a computer menu command hierarchy is copyrightable subject matter.
2. Borland contends in copying the menu, what they copied was unprotectable because the command hierarchies are a system or method of operation, process or procedure to operate the software (§102(b)).
3. Copyright Infringement: (1) Ownership of a valid copyright; and (2) Copying of constituent elements of the work that are original. Software generally is protectable by copyright.
a. Proving copying: either (1) direct copying (admission); or (2) access and probative similarity (sliding scale between the two), AND
b. Substantial similarity: the part copied goes to the core of the work, what makes it unique/successful with the audience.
4. Altai test for computer program infringement for nonliteral copying – three-step test
a. Abstraction – break the original software down into elements
b. Filtration – filter out elements that can’t be copyrighted because they are structural, ideas, in the public domain….
c. Comparison – compare the remaining elements to the allegedly copying program
5. Note: While the case mentioned the Altai framework, they did not find the need to apply it here because Borland admitted literal copying, because they wanted the command structure to be the same. The issue stems from if the menu is copyrightable. NO infringement analysis needs to be done before it is determined there is a copyright/proper copyright subject matter.
6. Held: The software menu was a method of operation (the means by which a person operates something), which is not the proper subject matter of copyright protection under §102(b). Therefore, without a valid copyright in the menu, Borland cannot infringe.
i. Fixation Requirement – to obtain a copyright, the work must be fixed in any tangible medium of expression, now known or later created.
i. MAI Systems Corp. v. Peak Computer, Inc. – MAI creates computers and software; Peak maintains computers for their clients. MAI’s software licenses allows for customer use, but not for use by 3rd parties.
1. Issue: Whether loading a copy of the software into the RAM long enough to read the error log constitutes fixation to trigger copying. The district court held that copying included acts of loading, or causing to be loaded, MAI’s software from any magnetic storage into the random access memory of the CPU.
2. Held: By showing Peak can load the software and view the system’s error log, MAI has adequately shows that the transfer in the RAM is sufficiently permanent/fixed to constitute copying and trigger liability. It was held in the system longer than a transitory duration. Yes, there was copying and infringement here by Peak.
ii. Religious Technology Center v. Netcom – Third party posted allegedly copyrighted material to a forum, managed by another, on Netcom’s server (service provider) (not a case about direct liability). This case introduced contributory infringement for service providers. Netcom did not take any affirmative action in the copying of the material, besides providing a system with which messages were posted. There is no direct liability here, but can trigger contributory infringement (but note, this is what the DMCA safe harbor protects against).
j. Exclusive Rights: Infringement and Fair Use – §106 lays out the exclusive rights a copyright owner has. (1) Reproduce work (copy); (2) Prepare derivative works; (3) Distribute copies or phonorecords through sale or other transfer of ownership; (4) To perform publicly; (5) To display work publicly; and (6) For sound recordings, to perform work publicly by means of digital audio transmission. (Encrypting work)
i. Infringement of a valid copyright: (1) Copying of the copyrighted work (direct; or access and probative similarities); (2) substantial similarity to constitute improper appropriation.
ii. Arnstein v. Porter – Alleged some of Porter’s work infringed on his songs and his right to make copies.
1. (1) Direct copying or access and probative similarities ( access through a specific event of access, or proof that the song is so popular they likely knew the work (circumstantial evidence). If you can’t prove access, show striking similarity between the works such that there is no way they didn’t have access.
a. Probative similarity – can call an expert witness to make a technical comparison. 
b. Proving copying isn’t enough to create liability. The goal of copyright is to promote useful arts, which creates a limited monopoly to exploit for financial gain, so need to continue to prong 2 to determine if it rises to the level of copying that would impact this.
2. (2) Substantial similarity ( so great to misappropriate the original’s financial gains.
a. Lay listener test – took what is so pleasurable to the lay listener of the part of the work attributed to/owner by the original. If what was taken was so pleasing to the ears to appropriate the original’s place in the market.
3. Note: Intent to copy is irrelevant, and there can even be subconscious copying.
iii. Nichols v. Universal Pictures Corp. – Case of similarities between Abie’s Irish Rose and The Cohens and the Kellys. Copying is easy to determine if it is literal, exact copying, but harder if it is nonliteral copying. The courts don’t want to limit liability in copying to only literal copying or else someone can avoid liability by making minor changes to the original. The courts need to determine the limit of copyright for the expression of the story versus just the abstraction of the story. Note: for analysis, the court assumed Abie’s Irish Rose was properly copyrighted.
1. Similar to Altai, the court uses levels of abstraction to compare the literary works. 
a. Abstraction: peel layers back/peel back elements of the story from specific to generic to understand what is the idea and what is the expression of the idea.
2. Here, after abstraction, the court finds the elements aren’t similar enough to say it is a similar story being told, and the court found Universal did not materially copy Nichols. Assuming Universal took anything, they took no more than what the law allowed.
iv. Computer Associates v. Altai, Inc. – Infringement analysis in computer software cases for nonliteral copying. CA-Scheduler was made for IBM mainframe computers, and the Adapter subprogram was integrated into Scheduler as a translator to other operating systems. Altai made a schedule “Zeke” which worked with VSE operating systems. Altai hired former CA employee, who took source code in knowing violation of his employment agreement, and used it to introduce common system interface OSCAR with Altai. 30% of OSCAR’s code was copied from CA; when Altai learned of this copying, they rewrote OSCAR without CA’s code, or old CA employee, but the infringement had already occurred.
1. Issue: Because of access to Adapter, the issue is whether the rewritten OSCAR program was substantially similar to Adapter.
2. Substantial Similarity for Nonliteral Copying in Software:
a. Abstraction (same as Nichols) – split original work into different components at the different levels of abstraction from specific to general.
b. Filtration – separate out the unprotected elements (purely structural or utilitarian, idea/expression merge and merger, efficiency, public domain, specific requirements or limitations of the hardware being used).
c. Comparison – compare what remains of the original to the allegedly infringing software to determine substantial similarity of the remaining protectable components.
3. Held: CA failed to meet its burden of proof on substantial similarity.
k. Copyright in Characters – While characters are not their own work, copyright can exist with them if (depending on the circuit) they constitute the story being told, or they are sufficiently delineated. 
i. Anderson v. Stallone – Anderson wrote a treatment entitled “Rocky IV” and incorporated characters from the prior Rocky movies. He shared it with MGM in hopes of it being used for the next film. When Rocky IV came out and the story was similar to the treatment, Anderson sued to get paid for the use of “his story” in Rocky IV.
1. Tests: Different circuits apply either the Story Being Told Test or the Sufficiently Delineated Test. Note: Characters which are graphically depicted are much more likely to be fleshed out more than literary characters in sufficient detail to warrant protection. Under both tests, the characters in Rocky receive copyright protection.
a. The characters in Rocky were a highly delineated group of characters, and the interrelationships between them was central to all three prior Rocky movies. There is no issue ruling as a matter of law that the Rocky characters are delineated so extensively that they are protected from bodily appropriation when taken as a group and transported into a sequel by another author. They are also so highly developed and central to constitute the story being told.
2. Held: Because the characters were copyrightable, Anderson’s treatment was an unauthorized derivative work, as it was uncontroverted that the characters were lifted from the prior Rocky movies. Anderson cannot get copyright protection for his unauthorized derivative.
l. Limitations of Exclusive Rights: Fair Use 
i. §107 Fair Use – no factor alone is dispositive; all are analyzed together (remember, heading of section includes examples such as for educational and nonprofit use, but those are not dispositive of fair use)
1. Purpose and character of the defendant’s use, including the commercial nature or nonprofit education use (note: this is the transformative use);
2. Nature of the copyrighted work;
3. Amount and substantiality of the portion of the Plaintiff’s work used by the Defendant in relation to Plaintiff’s work as a whole; and
4. Effect of Defendant’s use on the potential market for or value of Plaintiff’s copyrighted work.
5. Note: The published/unpublished nature of the Plaintiff’s work is not dispositive.
ii. Sony Corp. of America v. Universal City Studios, Inc. – Sony manufactured and sold the BetaMax home video recorders; Universal owns the copyright for some of the tv programs broadcast to the public, which the BetaMax users recorded. Universal is arguing for contributory liability, but for contributory liability, they must prove there is direct infringement liability via Sony’s customers. Many customers used the BetaMax for time-shifting purposes, recording shows when they aired to be able to watch later, and then delete (yes, this is technically a copy).
1. Secondary liability: Does not come from the Copyright Act, but from Torts and Patent Act (staple article of commerce ( liability for bringing a product to market that is capable of infringing activities; but for copyright, if it is capable of substantial non-infringing use/conduct, the manufacturer will not be liable).
2. Issue: Whether the VCR can be used for substantial non-infringing activities, making Sony not secondarily liable.
3. Analysis: Users can copy non-copyrighted material. 
4. Time-shifting: Yes, this is copying, but argue Fair Use
a. Noncommercial use within the home.
b. Nature of copyrighted work weighs against the viewer because it involves tv shows and movies, at the core of copyright.
c. Amount and substantiality – typically recording the entire program.
d. Effect on the market – the court determined the viewers already were paying for the cable subscription, so this isn’t impacting the potential market (and can argue it is helping increase viewership so people can watch it later); Universal can argue the potential to create secondary market with the VHS recordings.
5. Held: Fair Use applies to the viewers. Because fair use applied, there was no direct liability, without which there cannot be secondary liability.
iii. Sega Enterprises LTD. V. Accolade, Inc. – Intermediate copying in computer software/code usage. Sega created Genesis gaming console and games that were compatible with the console. Accolade develops games, and wants to make them compatible with the Genesis without obtaining a license. Accolade gets a Sega game cartridge and reverse engineers the programs to discover the compatibility requirements. In doing this, Accolate copied the code to transform it into human-readable source code. They them loaded the disassembled code into the computer and experimented to find the interface specifications. They built their own compatible games from there, based on the functional description, without any of Sega’s code.
1. Issue: Whether the Copyright Act permits this type of disassembly of a computer program to gain an understanding of the unprotected functional elements of the program.
2. Rule: Where there is a legitimate reason and no other way to access the unprotected elements, disassembly as a matter of law is a fair use of the copyrighted work. This is intermediate copying.
3. Idea/Expression – humans can’t read object code, so copying to find the source code and access the ideas contained was necessary.
4. Fair Use – Because disassembly was the only way to access the unprotected ideas, and Accolade had a legitimate reason, the court agrees this is fair use as an equitable rule.
a. (1) Purpose – (quasi) commercial – Accolade wasn’t doing this to sell the code or the functional description, but trying to learn how it functions to them create a product to bring to market.
b. (2) Nature – software and how it functions/operates (weak)
c. (3) Amount and substantiality – while they copied the entire work, none of the code showed in the end result.
d. (4) Effect on Market – Accolade sold different games, likely not impacting Sega’s sales, because people with the gaming console will buy a lot of games.
m. Secondary Liability – Multiple forms of secondary liability, but all require proof of direct liability before someone can be secondarily liable.
i. Contributory: If someone, with knowledge of the infringing activity (knowledge or reason to know), induced, causes or materially contributes to the infringing conduct of another.
1. Knowledge + Material Contribution
ii. Vicarious: Respondeat superior (torts) – imposed on someone who has the right and ability to supervise the infringing activity and also has a direct financial interest in the activity
1. Financial Benefit + Supervision
iii. Inducement: affirmative steps and intent to promote/encourage infringement, and a device/platform used to infringe
iv. A+M Records, Inc. v. Napster, Inc. – Napster was a music sharing platform with a central server. Users would send a song request to the server, which would connect it to a computer with that song. The two computers then communicated to send the song (note: the request went through the server, but the copy of the song did not).
1. Requirement for direct liability: to find Napster secondarily liable, there must be someone who is directly liable for the infringement (sharing the songs creates copies in violation of §106). Here, the users are clearly directly liable and would not get the benefit of fair use.
2. Secondary Liability: either vicarious or contributory for the actions of their users.
a. Contributory: knowledge (interpreting Sony to mean that general knowledge of potential infringing use is not enough; here there was specific knowledge because the requests were sent through the central server, and Napster knows the songs were protected under copyright ( centralized server created actual and constructive knowledge) and material contribution (they provided the server through which this activity occurred) ( yes, liable for contributory liability.
b. Vicarious: Financial Benefits (infringing material available acts as a draw to increase the user based, and increase the value of the service – enough to find a financial benefit) and Supervision (Napster retained the ability to block infringer’s access based on licensing agreement, and they controlled the central server) ( yes, vicarious liability
3. Held: Napster was secondarily liable under both theories.
v. MGM Studios v. Grokster – After Napster, Grokster and StreamCast came out with programs that filled the gap in the market, but believed from Napster the issue was knowledge from the centralized server. The programs decentralized (still peer to peer sharing), by making one supernode computer on a peer-owned computer. With this model, the requests went directly between computers, and not through Grokster, which makes proving secondary liability harder.
1. Inducement theory introduced: Took affirmative steps and had the intent to promote/encourage infringement and a device/platform used to infringe.
a. Here: Grokster clearly intended to promote infringement, because they targeted old Napster customers and promoted themselves as a substitute for Napster, and distributed the software. Under this theory, they were found liable.
n. Safe Harbors and the DMCA
i. DMCA §512 – safe harbors to protect 4 types of intermediaries from secondary liability
1. Transitory Comms – data conduit from one point to another at the user’s request (ISPs like Spectrum)
2. System Caching – retaining copies for limited time, transmitted at user request (streaming servers)
3. Storage of Information on Network at the Direction of Users – where other people can access (YouTube, Instagram…)
4. Information Access Tools (google search engine)
ii. Goal: to facilitate the growth of these services in recognition that it is hard to police content posted/sent for potential infringement while balancing the 1st Amendment.
iii. For safe harbor protection:
1. Must qualify as an above service provider
2. Terminate users who repeatedly infringe
3. Not interfere with or change the content, and not be able to determine the recipients (must remain neutral)
a. If you become aware of infringing content (and do nothing) can’t have protection
b. Requires a notice and takedown system
iv. For Storage (platforms like YouTube):
1. Must have no knowledge of infringement
2. No financial benefit from infringing content
3. Notice and takedown system
a. Problems: this can lead to abuse of the system, and it is hard to argue a defense (potentially argue fair use); appeal process from a notice and takedown takes time and knowledge of the system
b. Large copyright holders (like Disney or Paramount) have software to search and match their copyrighted material. This will automatically send a notice to the service provider, which prompts it to be automatically taken down. This removes the human element from notice and takedown.
v. Viacom v. YouTube – Interpretation of the DMCA, specifically §512(c) knowledge triggering liability, and notice and takedown. Viacom was trying to prove broad knowledge of infringing content was enough to remove safe harbor protection, rather than needing specific knowledge of specific infringing content (as you need for secondary liability). YouTube wants the DMCA to be interpreted to require specific knowledge of the infringing content.
1. Held: Actual knowledge is specific knowledge. The Court looks to the notice and takedown requirements, and the service providers need specific knowledge to remove specific material.
a. Can be both subjective knowledge of infringing content and objective knowledge of facts showing they knew facts where a reasonable person would know the video was infringing. To avoid liability, upon knowing of such content, you must act expeditiously to remove it.
IV. Patent
a. Intro – Purpose of patent is to promote science for the benefit of society. There are different types of patents for utility, design, and invention.
i. Patent protection lasts 20 years from the date of filing (not from the date you receive the patent), after which the invention enters the public domain. Patent protection covers a broad right to make, use, offering for sale, sell or import the invention. Registration is required with the USPTO, which goes through a patent prosecution process (more difficult that trademark or copyright registration because the rights are stronger). The burden is on the person filing to convince the patent examiner they have met the requirements.
b. Patent requirements:
i. Patentable subject matter – 35 U.S.C. §101: process, machines, manufacture, composition of matters, and improvements of the above.
ii. Novel (new) and non-obvious, and useful
1. Key date for priority is the filing date, no “first-to-invent” but still must prove it is novel.
iii. For application, must do a full disclosure of the patent in a manner specific enough so anyone skilled in the relevant area can recreate it with the patent application.
1. Note: Tension between trade secrets and patent (below) creates a business decision of which protection to seek, partly based on how long you think you can profit from the invention.
iv. Diamond v. Chakrabarty – Laws of nature and natural phenomena. Chakrabarty genetically engineered from existing bacteria, a bacterium which was capable of breaking down crude oil. No naturally occurring bacteria were capable of this. He filed a patent and had three claims (1) process claim for the method of producing bacteria; (2) inoculum comprised of carrier material floating on water; and (3) claims to the bacteria themselves. The first two claims were allowed, but the claim for the bacteria was rejected.
1. Issue: Whether a live, human-made micro-organism is patentable subject matter under 35 U.S.C. §101.
2. Rule: You cannot patent minerals or plants found in nature, or “manifestation of nature” (laws of nature, natural phenomena, abstract ideas) because they were not novel inventions, but simply discovered (similar to not being able to copyright facts). These are the building blocks of science and invention, so patenting them would not promote science.
3. Held: The bacteria here is a non-naturally occurring manufacture or composition of matter. It has different characteristics than what is found in nature, and it has utility. Therefore, it is patentable subject matter. The Patent Act must be broad to include under its protection things which have yet to be invented. Until Congress decides to amend the Patent Act to exclude genetically manufactured bacteria, §101 must be understood to include it.
v. Mayo Collaborative v. Prometheus Labs – Involving patent claims covering processes that help doctors who use Thiopurine drugs to treat patients with autoimmune diseases to determine whether a given dosage level is too low or too high. §101 has implicit exceptions, including laws of nature, natural phenomena, and abstract ideas, because the grant of a patent would impede innovation.
1. Issue: Whether the claimed processes have transformed these unpatentable natural laws into patent-eligible applications of the laws.
2. Held: They have not done so. The process used is not patentable because the patent office does not want to broadly preempt the use of the natural law. If the law of nature were not patentable, neither is the process reciting the law of nature (ie. can’t just have a patent explaining the law of nature and then say “apply the law”).
3. Conclusion: Claims for an underlying law of nature are invalid. Things can be patentable if they include natural phenomena, but not if the patent is just a natural phenomenon on its own; there must be transformation.
vi. Ass’n For Molecular Pathology v. Myriad Genetics, Inc. – Researchers discovered the precise location of sequence of two human genes, the mutations of which can increase the risk of breast and ovarian cancer. The researchers tried to patent these sequences as well as the cDNA they created in this process.
1. Issue: Whether a naturally occurring segment of DNA is patent eligible under 35 U.S.C. §101 by virtue of its isolation from the rest of the human genome.
2. Held: The naturally occurring DNA segment is a product of nature, which is not patent eligible, but the cDNA created is eligible for a patent because it is not naturally occurring. Discovery alone does not render it a new composition that is patent eligible, and extensive effort is not enough under §101.
3. Reasoning: If a patent was granted in the DNA sequence, it would grant the exclusive right to isolate individuals’ BRCA1 or BRCA2 genes by breaking the covalent bonds that connect the DNA to the rest of the individual genomes. 
4. Note: The researchers could patent the process for isolating the gene sequence, but cannot patent the naturally existing sequence itself. 
5. Policy: Patenting a genetic mutation would prevent further research on the gene and research for a cure or anything else that is helpful.
c. Patents in Software and Business Methods – There is a fine line between patentable inventions and unpatentable ideas, formula, or algorithms. Putting these formula or algorithms into a computer software seems to be the magic spell to take them out of the public domain for the specific function (if it is new and non-obvious).
i. Bilski v. Kappos – Trying to patent a software with a procedure for business method to avoid risk of price fluctuation.
1. Issue: Whether a patent can be issued for a claimed invention designed for the business world.
2. Court of Appeals said “machine or transformation” test was the sole test to determine patentability of a process, but the Supreme Court said they shouldn’t read into the Act that which is not there. The claim it is the “sole” test violates theories of statutory interpretation.
3. §101 precludes the broad contention that “process” excludes business methods (not categorically excluded because later sections contemplate it). The fact that business methods are rarely patentable because they are usually abstract ideas does not mean it is categorically outside the scope.
4. Held: A business method is not categorically outside the scope, but the patent application here fails because they are trying to patent an abstract idea.
5. Rule: Software is patentable, but needs to be more than an abstract idea of a mathematical formula.
ii. Alice Corp. v. CLS Bank Intern’l – Involving a computer-implemented scheme for mitigating “settlement risk.”
1. Issue: Whether these claims are patent eligible under 35 U.S.C. §101 or are instead a patent-ineligible abstract idea.
2. Held: These claims are drawn to the abstract idea of intermediated settlement; they merely require computer implementation, which is not enough to transform it to be patent-eligible. Taking an abstract idea and putting it into computer software is not enough for a patent.
3. Rule: (1) Determine whether the claims at issue are directed to one of the patent-ineligible concepts; if yes, (2) What else does the invention do? Is it adding or creating something new? Creating something that is not a well-understood routine? If yes, it can be patented.
4. Patent Subject Matter: It is inherently tricky because there are not clear definitions of categories. It is willfully vague to include new inventions.
5. Software by itself falls within an unpatentable algorithm (nonpatentable law of nature); it needs to add something new for the software to be patentable.
6. Note: Business methods can get patent protection as a process if it meets the Alice 2-part test.
V. Trade Secrets

a. Intro – commonalities with the subject matter of patent and trade secrets, but the laws and protects are in potential conflict. 
b. State law trade secrets: through the adoption of the Restatement and UTSA (set of rules and guideline, adopted and amended by the states) (Note: apply Uniform Trade Secrets Act to state law case on trade secrets.)
c. Trade Secret Subject Matter
i. Restatement: any formula, pattern, device, or compilation of information used in business, which gives the owner the opportunity to gain an advantage over competitors. It must be kept secret.
ii. UTSA: Formula, pattern, device, or compilation of information used in business. It must derive independent economic value (actual or potential, from the information not being generally known to, or ascertainable through proper means by, a person who can obtain value from the disclosure; must be subject to reasonable efforts to maintain secrecy.
d. Liability for disclosure (improper means):
i. Restatement: if you disclose or use by improper means or breach of confidence, or one who uses the TS knowing it was gotten by improper means or disclosed by mistake.
ii. UTSA: theft, bribery, misrepresentation, breach or inducement of breach of duty to maintain secrecy, or espionage (but this is not an exhaustive list)
e. TS law case: (1) make sure there is a valid TS (subject matter, economic value, secrecy); (2) misappropriation by improper means.
f. Federal Trade Secret Law – DTSA of 2016 – created a civil cause of action.
i. The definition of trade secret is more expansive, but essentially the same requirements as under the UTSA. The federal law coexists with UTSA, and creates a separate cause of action (one in state law, one in federal law), creating a uniform system across the U.S.
ii. Under federal law, reverse engineering and independent creation do NOT trigger liability.
iii. Whistleblower immunity to report crime (some cases say only limited disclosure). Allows for ex parte communications to get an injunction from the court to prevent disclosure.
iv. Sears v. Stiffel – The defendant made a sold a lamp which was identical to Sears’ lamp, which was not patented. The issue is about the preemption potential of patent over trade secrets, where there is an overlap in subject matter and conflict of end goals.
1. Held: Federal law states whether the subject matter is protectable or not. If it is not protectable under patent or copyright, state law can’t create protection to trigger liability.
v. Kewanee Oil Co. v. Bricron Corp. – Whether trade secret protection is preempted by federal patent law.
1. Goal of patent: Promote innovation in technology and science with the disclosure and limited monopoly of information (profit from invention). 20 year protection to prevent others from making, using, or selling invention.
a. Limits: after 20 years it is in the public domain; to get a patent, must disclose details of how it works to the degree that someone skilled in the art can replicate the invention (access to information).
b. Huge benefit to society in sharing this information.
2. Risk of trade secrets: non-disclosure; protection remains as long as it is kept a secret – society is not getting the information disclosed for others to build on.
3. Question: Should trade secret law be allowed despite conflicts with patent law?
4. Held: Yes, trade secret protection is allowed because it doesn’t invade the province of patents enough to cause concern. There are three zones based on the degree of certainty in patentability of an invention and the benefits of trade secret protection if it won’t be patentable.
a. Trade secrets encourage invention where it might not be protectable under patents. Where there is a clear ability to patent, most will choose this option because while they have to disclose more information, they get full protection under patent law; trade secrets only get limited protection as long as it is kept secret.
vi. Bonito Boats v. Thunder Craft Boats – Court held balancing of trade secrets and patents is ok, but the states cannot grant patent-like protection under trade secret or unfair competition laws. If they do this, the state laws are preempted by federal law.
vii. Note: Trade secrets can be a good option, but they are tricky. The trade secret holder must prove reasonable efforts to maintain secrecy to get damages from the person who misappropriated the secret, but once this secret is out, the protection is gone. They can collect damages from that one person, but not others subsequently.
viii. Improper Means of Appropriation (remember, there is no liability if they got the secret through proper means)
ix. E.I. du Pont v. Christopher – du Pont was constructing its plant, and at the time part of the roof was exposed, revealing their secret process to create methanol from an aerial view. Christopher was paid by a third party to fly over the plant and get aerial photos inside of the process.
1. Liability is triggered by misappropriation by improper means. Here, it is a question of espionage.
a. Corporate morality places a higher standard on the market than ordinary morality. It is ok to buy a product and reverse engineer it, putting in effort to do so, but it is not ok to just take photos from the sky without any effort to discover how the thing was created. You must discover the secret in a lawful way to compete in the market (put money and effort into the discovery). If it is commercially immoral, it is an improper means to obtain the information.
2. Reasonableness to maintain secret – there are different ways to achieve this; reasonableness depends on the need and value. There doesn’t need to be absolute secrecy or a method to maintain secrecy that is too expensive for the value of the secret or what is plausible. Here, requiring to cover the building during construction when it is only viewable aerially was unreasonable.
x. Rockwell Graphic Systems, Inc. v. DEV Industries – Rockwell manufactured printing presses and also replacement parts. They used a vendor to make repair parts based on the drawings and specifications. Note: disclosing trade secrets to a limited number of outsiders for a particular purpose alone is not enough to forfeit trade secret protection; this disclosure imposes a duty of confidentiality.
1. Issue here is that Rockwell did not limit the copying of the drawings, or insist the copies were returned. They also did not separate the piece part drawings from the assembly drawings, or institute a more secure procedure.
2. Reasonableness of protections requires balancing of the costs and benefits of the protection. Remanded for a finding of fact, but likely these actions were not reasonable steps to protect their secret.
VI. Creative Commons and Open Source
a. Open source: when things are published with open source, they are not put in the public domain. They are released under a license, which sets the stage of what rights are retained, and what a user can do with the software/art that is open source. The rights depend on the license terms (whether the resulting work must be published, if they can profit from it…).
i. Why open source? If it is widely used, the developer will find issues with it to allow people to help fix and improve it. This helps allow them to scale it based on the help and feedback. Some people just want to create in open source to make a community project, and care less about IP rights.
ii. Even if something is open source, they can still enforce their rights if the use exceeds the license/violates the term and triggers infringement.
b. Creative Commons: project created as an easy way to implement open-source license to public and distribute. It contains a set of licenses already created depending on what rights are reserved. 
i. General Public License is often used. Under this license, course code always remains available as a “communal project.” It incentivizes creating a network of people using it and improving it.
ii. The Creative Commons website gives license for user to publish on their site, and clear badges that communicate this for easy understanding, and are machine-readable.
