Pre and Post America Invents Act (AIA)
· March 16, 2013 is the critical date

“Comprising” - The patent has at least the following properties
“Consisting of” - The patent has only the following properties

Dependent Claims - claims referring to an earlier claim
· If invalid, the independent claim is not necessarily also invalid
Independent Claims - claims that do not refer to an earlier claim
· If invalid, all dependent claims are also invalid


PATENTABILITY REQUIREMENTS

1. Novelty
2. Nonobviousness
3. Usefulness
4. Definiteness
5. Written Description Requirement
6. Enablement Requirement
7. Best Mode Requirement
8. Patentable Subject Matter Requirement
9. Inventorship

NOVELTY - 35 USC § 102
· You have a patent unless it is already in the prior art
· PRE-AIA focus on the date of invention
· POST-AIA focus on the date the application was filed
NOTE: POST-AIA IS MUCH LESS PERMISSIVE THAN PRE

PATENT FAMILIES
1. Provisional Application - have 1 year to file a nonprovisional application with PTO
2. Nonprovisional Application - gets examined by the PTO
3. Continuing Nonprovisional Application - can modify claims of nonprovisional app at will
· To determine pre or post AIA rules: look at filing dates for any of the above

Anticipated Claims - A claim is anticipated when a single piece of prior art discloses every element of the claim
· When determining whether a claim is anticipated by prior art, look to see whether ALL claims are anticipated

Everything Baseball
Takeaway: Not every claim is anticipated, so the patent is not invalid 

Inherency 
A claim is Inherent when: (Schering)
· It is “necessarily and inevitably formed” or is a “natural consequence” 
· Does not matter whether the inherent thing is understood in the prior art 
Not Inherent when: (Seaborg)
· Formed accidentally or under unusual conditions; OR
· Produced in undetectable amounts 

Doctrine of Inherent Anticipation - describes what is required for a piece of prior art to “disclose” a claim element

In re Seaborg
· Patent for a synthesized element, not naturally occurring
· Claims initially rejected because a prior art nuclear reactor produced the element in trace amounts
· That patent does not describe the element at all
Takeaway: this was not anticipated because the claimed product was created in undetectable amounts in the prior art

Schering v. Geneva
Patent for Claritin and DCL (a derivative naturally occurring in the body when loratadine is digested)
· Using the DCL patent to extend the Claritin patent and maintain exclusivity
Takeaways: The claim was invalidated because it was anticipated in prior art
· Does not matter whether the thing that is inherent is understood in the prior art
· Distinguish Seaborg - there, undetectable trace amounts, here, body produces DCL in detectable quantities

Printed Publications
Factors to consider:
1. Indexing
2. Confidentiality restrictions on distribution
3. Number of people with access
4. Ease of copying
5. Temporal length of availability

EXAMPLES:
Printed Publication: A poster displayed at 2 conferences for 3 days, no restrictions on copying
Not a Printed Publication: A presentation of lecture slides of limited duration
· WHY? Length of availability, target audience, restrictions

Printed Publication: Electronic post to newsgroup populated by people in the relevant art
Not: Article uploaded to university library website 
· Neither had a search option, BUT distinction is targeted, easy access to information

On Sale Doctrine
NOTE: Pre-AIA, no requirement for public disclosure to satisfy “on sale” (Pfaff)
· Post-AIA, must have a public disclosure (“otherwise available to the public”) (Helsinn)

Pfaff v. Wells Electronics
Takeaway: If an item is subject of a commercial offer for sale, it is “on-sale”
ALSO: The “on-sale” doctrine is satisfied if an item was “ready for patenting”
Ready for patenting:
· Reduction to practice; OR
· Descriptions that are sufficiently specific to enable a person skilled in the art to practice the invention
HERE the standard is met
· Though not yet reduced to practice, the design was completed and the inventor accepted an order for the invention

Quest Integrity v. Cokebusters
Takeaway: Something is “on-sale” if used to produce services or another item for sale, even if the claimed invention does not become available for sale itself

ENABLEMENT - 35 USC § 112
· A printed publication, patent, or published application MUST enable one of skill in the art to practice an embodiment of the claimed invention without undue experimentation

Public Use
· Public use = disclosure 
· Requires the invention be used as intended
Netscape Communications v. Konrad
· Patent involves a computer program that allows the computer to access a database on another computer
Takeaway: Found to constitute a public use, does not fall under the “for the purposes of experimentation” exception (experimental use exception)
· Nonconfidential use by someone not the inventor + not experimental use
· “Tested” with other personnel skilled in using computers more than one year before filing 
· No evidence of a confidentiality requirement / NDA
· Seems the aim was not to test, but to make the product commercially attractive

Motionless Keyboard
Takeaway: Not a public use
· Visually disclosed, BUT tested with an NDA
· Was never connected to a PC to be used in the normal course of business
· Entry of data never occurred outside testing
· Never used in public for its intended purpose OR given to anyone for public use


NONOBVIOUSNESS - 35 USC § 103
· If an invention is so obvious that no true innovation is required to create it, then it is unlikely a patent is necessary to incentivize development
NOTE: Assessed at the time of filing

Graham v. John Deere
4 Part Test to Assess Nonobviousness:
1. Scope and Content of the Prior Art
2. Differences between the prior art and claims
3. Ordinary level of skill 
4. Assess obviousness (including secondary considerations)

Scope and Content 
· Prior art must be “analogous”
· Same field of endeavor; OR
· Reasonably pertinent to the problem
· NOTE: paper prior art does NOT need to be enabling

Secondary Considerations:
· Technical and economic considerations

	Economic Considerations
	Technical considerations

	Long felt need
	Failure of others

	Copying by others
	Skepticism/Surprise

	Commercial Success
	Professional Approval

	Licensing Activity
	Near-simultaneous invention

	Advances in Collateral Technology
	


NOTE: The last in each column suggest obviousness, the rest suggest nonobviousness


KSR International v. Teleflex
Takeaway: Teaching, Suggestion, Motivation (TSM) Test is done away with by SCOTUS

Instead of TSM - NEW RULE:
· For a claimed invention to be obvious: 
· Need a reason that the PHOSITA would have modified or combined the prior art references; AND
· The PHOSITA would have had a reasonable expectation of success

Something is Obvious if:
1. Simple substitution of one known element for another to obtain predictable results
2. Asserted claims involve combination of familiar elements according to known methods that does no more than yield predictable results
3. Obvious to try - choosing from a finite number of identified, predictable solutions, with a reasonable expectation of success
4. Predictable variations of prior art based on design incentives or other market forces

Apple v. Samsung
Involves “slide to unlock” feature on smartphones
More articulation of Graham Test:
· Looks at prior art
· Then, secondary considerations:
· Industry praise - internal documents at Samsung praising the feature
· Also when iPhone unveiled, cheers from crowd (not experts??)
· Copying - Weak factor, can copy complex and non-complex designs
· Commercial success - requires a “nexus” to the claimed invention
· Marketing of iPhone heavily featured the slide feature
· Survey showing customers less likely to purchase without feature
· DISSENT says “nexus” framework vulnerable to hindsight
· Commercial success shouldnt outweigh technical considerations
· Long-felt need - Solves the problem of “pocket dialing”
· Should be paired with “failure of others” factor


ENABLEMENT (112) + UTILITY - 35 USC § 101 + 112
NOTE: lack of utility is NOT a popular defense for alleged infringers!
· Section 101 requires an invention be useful
· 112 states the written description must describe how to make and USE invention
NOTE: Utility rarely comes up, usually for extremely technical cases like pharmaceuticals

3 Types of Utility
· MAIN CONCERN = PRACTICAL UTILITY (specific and substantial utility)

Relationship between enablement and utility: No utility = no enablement
· NOTE the reverse is NOT true

Enablement has 2 requirements:
1. Utility
2. Must teach PHOSITA to practice the invention without undue experimentation

In re ‘318 Patent Infringement Litigation
Takeaway: Utility requires an invention have a disclosed real-world use at the time of filing
Involves a method of treating alzheimer’s disease
· 2 claims at issue:
1. Method of treating
2. Dosage recommendation
Held no enablement because there is no utility:
· Invention must have been disclosed at time of filing AND that use must be specific to the claimed invention and have substantial real world use
· Look to the time of filing:
· Not done animal testing yet, haven’t shown “utility”
· “Tossing out the mere germ of an idea does not constitute enabling disclosure”

Incandescent Lamp
Takeaway: No enablement if the description is so uncertain or vague as to make it impossible to tell how to construct the patented device without undue experimentation
· No infringement found because the claim is too broad (genus claim)
· Inventors claimed every fibroids material, but only disclosed carbonized wood (species claim)
· Essentially, to grant a patent so broad would reward work not performed
· “The entire point of enablement is to apprise the public of what the patentee is claiming, the courts what they are construing, and competitors of what to avoid”

Undue Experimentation
Wands Factors for enablement (to determine whether undue experimentation)
1. Quantity of experimentation necessary
2. How routine any necessary experimentation is in the relevant field
3. Whether the patent discloses specific working examples of their claimed invention
4. The amount of guidance presented in the patent
5. The nature and predictability of the field
6. The level of ordinary skill required
7. The scope of the claimed invention

Idenix v. Gilead
Takeaway: Use of Wands factors to find a patent invalid - no enablement
· Patent for Hepatitis C treatment medication, claiming coverage of a 2’ methyl group, covers MANY configurations 
Similar to Incandescent Lamp - broad patent scope, but court uses Wands factors
Factors Weighing AGAINST Enablement:
Quantity of experimentation necessary
· Thousands of configurations at a minimum, requires a lot of experimentation
Whether the patent discloses specific working examples of their claimed invention
The amount of guidance presented in the patent
· Very little guidance given
The nature and predictability of the field
The scope of the claimed invention
· Very broad

Weigh in favor of enablement (not undue experimentation)
How routine any necessary experimentation is in the relevant field
The level of ordinary skill required



WRITTEN DESCRIPTION -  35 USC § 112
NOTE: Most often applied to claim amendments rather than an original claim
“The specification shall contain a written description of the invention”
· Seeks to prove whether the claim is something the inventor “possessed” at the time of filing
· Demonstrated you invented it by writing it down in the application

Gentry Gallery v. Berkline
Takeaway: articulates standard for written description requirement
· The spec must clearly allow a PHOSITA to recognize the inventor invented what is being claimed
Sectional Sofa case
· Claims to solve the problem of not being able to have 2 recliners side-by-side
· Court invalidates for lack of written description:
· Inventor admits he amended the claim after he saw the competitor’s product
· Not inherently dispositive, BUT here it is because he did not think of the competing idea himself in the first place
· Specifically, inventors specification puts a lot of emphasis on the reclining element being located on a console

INDEFINITENESS -  35 USC § 112
(b) “The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject matter which the inventor or a joint inventor regards as the invention”

TL;DR - must be sufficiently definite such that a PHOSITA can understand what is covered

· Allows competitors to more easily determine what they are infringing

Nautilus v. Biosig
Takeaway: Articulates the standard for indefiniteness
· If the claims, read in light of the specification delineating the patent, and the prosecution history, fail to inform with reasonable certainty those skilled in the art about the invention’s scope, then it is indefinite
· Heart rate monitor patent
· Dispute is over the meaning of the word “spaced” 
· “Electrodes in a spaced relationship with each other”
· Biosig arguing for broader construction, ultimately patent is not invalid for definiteness

Means + Function (112(f))
· A claim element may be expressed as a means or step for performing a specified function
· Basically, can describe an element in terms of the function it performs rather than what it is
· If the word “means” is used, rebuttable presumption that 112(f) applies
· Can also be something like a “device for cutting”

2 Part Analysis
1. Is there a means + function element triggering 112(f)?
2. If yes, does the mpf element have corresponding structure in the spec? If no, invalid for indefiniteness
· If a structure is adequately described, then it is NOT indefinite
· So, something like “a knife-blade means for cutting” would be acceptable, but simply “a means for cutting” would probably be invalid for indefiniteness


PATENTABLE SUBJECT MATTER -  35 USC § 101
NOTE: Do not discuss on exam unless told to

3 major types of exception to patentable subject matter:
1. Laws of nature
2. Natural phenomena
3. Abstract ideas

Mayo v. Prometheus
Takeaway: to patent a law of nature, a claim must add something beyond what is already present
Patent involves a medical diagnostic method (how to administer a drug)
· SCOTUS says this is a law of nature
· Telling Dr. how to measure drug levels in a patient after administration
· Upholding patents for laws of nature could tie up use of the underlying natural laws and inhibit their use in future discoveries

Alice/Mayo Test
1. Determine whether the claim is directed at a natural law, or other exception
a. If not, claim is patentable
2. If yes, remove the exception and see whether the rest of the claim contains an inventive concept amounting to significantly more than a patent on the ineligible concept


AMP v. Myriad
Myriad discovered BRCA genes, specifically 2 isolated genes marking for breast cancer
· Previously, because genes were not isolated naturally, they were patentable
· Here, SCOTUS says they are naturally occurring, DNA segments already exist, and the location of the genes was discovered via well known and understood research processes
BUT: held cDNA sequence claims ARE patentable
· Not naturally occurring but synthesized from mRNA 

Critique:
· “Isolated” DNA does not exist in the body, and is not patentable
· cDNA also does not exist in the body, but is patentable


Alice v. CLS
Takeaway: Application of Alice/Mayo test
Computer related scheme for mitigating settlement risk
· Using computer as 3rd party intermediary to facilitate exchange of financial obligations

APPLIES ALICE/MAYO TEST:
1. Intermediated settlement is a long existing practice, use of 3rd party intermediaries common
2. Is there an innovative concept sufficient to transform the claimed abstract idea into a patent eligible application?
· Simply implementing a mathematical principle on a computer insufficient
· Claims merely instruct practitioner to implement the abstract idea on a generic computer
· No improvement on existing technology
SO: Not patentable subject matter

INVENTORSHIP/OWNERSHIP -  35 USC § 116
Inventorship - the correct inventors for a patent are the individuals who contributed to the conception for at least one of the patent’s claims

· The scope of a patent under section 102 is determined by inventorship
· Assuming no assignment of interest, the inventors own the patent rights

Each inventor has an equal share of the ownership interest
· Regardless of contribution; 
· Regardless of whether they physically worked simultaneously; and
· Regardless of whether each made a contribution to every claim of the patent
NOTE: a patent with incorrect inventorship is INVALID, but can be corrected
· 35 USC 256(b)
· Omitting inventors or naming persons who are not inventors shall not invalidate the patent in which such error occurred if it can be corrected as provided in this section

35 USC section 262
· Absent an agreement to the contrary, either inventor can assign their interest without consent of the others; 
· BUT each owner must join other owners in a suit to enforce patent against an infringer

Burroughs Welcome v. Barr Laboratories
Takeaway: articulates the standard for conception 
· Dispute over patent used in HIV treatment
· Burroughs Welcome definitely came up with the drug, BUT sent to government lab for testing by other researchers on a unique T-cell line
Main issue here is “CONCEPTION”
· Was AZT conceived before or after BW sent the samples to the government lab?
Conception is complete only when the idea is so clearly defined in the inventors mind that only ordinary skill would be needed to reduce the invention to practice, without extensive experimentation or research

HERE: BW drafted the patent application BEFORE receiving confirmation of efficacy from the government lab 
· NOTE: do not need to know the invention will work for conception to be complete, only that the inventor has the idea
HELD: government is not a co-inventor because conception occurred prior to AZT being sent for confirmation

CLAIM CONSTRUCTION
· Claim construction = determining what claims mean
· Determined as of the effective filing date, based on their meaning to a PHOSITA

· Important strategic implications:
· Patentee wants to construe claims such that they are infringed + valid
· Accused infringer wants to construct claims such that they are not infringed/invalid


Phillips v. AWH
· Claim language is given its ordinary and customary meaning EXCEPT for means-plus-function claims
· How would a PHOSITA have understood a term at the effective filing date in the context of the entire patent?
· Can use INTRINSIC AND EXTRINSIC evidence
· NOTE: Court prioritized intrinsic evidence here

	INTRINSIC
	EXTRINSIC

	Other claims
	Dictionaries + treatises

	Rest of the spec and drawings
	Expert and inventor testimony

	Prosecution history
	Prior art

	
	Anything else external to patent + prosecution history



· The specification is the single best guide to the meaning of disputed terms, BUT courts must avoid importing limitations from the specification into the claims

DIRECT INFRINGEMENT - 35 USC § 271
“Literal Infringement”
· Cannot make, use, or sell any patented invention within the US or import patented inventions into the US without authority

The “All Elements” Rule:
· A patented invention is something that has “all” the elements in the claim
· Sometimes an “equivalent” to a claim is allowed (Doctrine of Equivalents)

NOTE: “consisting of” is rare, but when present then if an item has more than the claimed elements present it will not infringe
· Comprising may infringe even with more elements than the claim contains

INFRINGEMENT BY EQUIVALENTS
· “All-elements” rule requires that all elements of a claim be present
· Doctrine of equivalents prevents infringers from skirting around patents, but raises administrability concerns


Triple Identity Test: An element is equivalent when:
1. Performs substantially the same function as the claimed element
2. In substantially the same way
3. Yielding a substantially similar result

Another test is the Insubstantial Differences Test (not as good)
· If the differences are “insubstantial” then there is infringement

PROSECUTION HISTORY ESTOPPEL
· Amendments to a patent application made to avoid prior art / obtain a valid patent cannot later be claimed as within the scope of the patent

Festo v. Shoketsu
Takeaway: Use of prosecution history estoppel, exceptions 
· Festo claiming infringement by doctrine of equivalents
· Shoketsu says doctrine of equivalents cannot be applied to missing elements
Enter prosecution history estoppel:
· Patentee can be barred from arguing something is an equivalent by claim amendments during patent prosecution

What type of claims trigger prosecution history estoppel? 
2 Elements required:
1. Amendment made to secure the patent; AND
2. Narrows the patent’s scope

NOTE: Prosecution history estoppel is not a complete bar to equivalents!
· Exceptions:
· Equivalent unforeseeable at time of amendments (later tech advancements for example)
· Rationale for amendment tangentially related to the equivalent in question
· Some other reason suggesting patentee not reasonably expected to describe the equivalent

ALSO: Prosecution history estoppel can be barred via the Disclosure-Dedication Rule:
· A specific disclosure in the spec that is not claimed cannot be captured by the doctrine of equivalents




EXHAUSTION
ALSO CALLED FIRST SALE DOCTRINE
· When a patentee sells a patented product, the patent rights are exhausted w/r/t that item

Impression Products v. Lexmark
TAKEAWAY: Rule for exhaustion
When a patentee sells a patented product, even with contractual restrictions, and even outside the US, patent rights are exhausted w/r/t that item
· ALSO, a licensee selling the product also exhausts that item’s patent rights so long as sales are within the scope of the licensee
HERE: impression products allowed to buy used ink cartridges, refill them, and sell them

Keurig v. Sturm Foods
Takeaway: More rules for exhaustion
· Sturm manufactures cartridges for Keurig machines
· The claim here is for the method, not the product (doesn’t make coffee machines)
· BUT the court finds exhaustion and rules in favor of Sturm:
· Where a person purchases a patented machine, the purchase carries with it the right to use the machine so long as it is capable of use
· Once the rights to a patented product in the first claim are exhausted, then all the claims are exhausted (method/process claims)

NOTE: Exhaustion extends to repair, but NOT reconstruction!!!

INDIRECT INFRINGEMENT
2 Types:
1. Inducement
2. Contributory Infringement

Note: infringement must be shown by a preponderance of the evidence, but invalidity must be shown by clear and convincing evidence

Contributory Infringement - 35 U.S.C. 271(c)
No contributory infringement without direct infringement!
· Has to do with the distinction between reconstruction and repair

Aro Mfg. v. Convertible Top Replacement
· Aro makes cloth to replace worn-out convertible tops for Ford/GM
· GM has license for the technology but Ford does not
· SO Ford is infringing directly
· Because Ford does not have a license, purchasers are also infringing
· Because purchasers are infringing, repairing the convertible tops for them is contributorily infringing
· BUT: 271(c) has a knowledge requirement
· A would be infringer MUST have knowledge the item they seek to repair is both patented and infringed
· Here: Aro was told that only GM is licensed and nobody else
· Informed Jan 2, 1964, so only liable for repairs made after that date
· NOTE: knowledge may be established prior to this date

There is a 3-part inquiry for Knowledge of Contributory Infringement (high standard)
1. It is especially adapted for something, and not a staple article
2. The something is patented
3. The something infringes the patent

INDUCEMENT - 35 U.S.C. section 271(b)
· Whoever actively induces infringement of a patent shall be liable as an infringer
· MUST BE DIRECT INFRINGEMENT for INDIRECT INFRINGEMENT

Global-Tech v. SEB
Takeaway: there is no defense to inducement for willful blindness
· Global-Tech copied a fryer design and supplied to purchasers
· Hired attorney to check for patent but did not tell attorney they copied

Test for Willful Blindness: 
1. Subjective belief there is a high probability that a fact exists
2. Must take deliberate action to avoid learning this fact

Sanofi v. Watson Labs. Inc.
Takeaway: 2-part test for inducement
· Patent involves a method of administering a drug
· Inducement requires affirmative acts undertaken by the inducer
· Makes generic version of the drug, copies label for instructing doctors on administration
· Here the doctors are direct infringers but cannot sue them
· BUT can Watson be sued for inducing the Drs to infringe?

Knowledge Test:
· Inducers must know about the patent and infringement (includes willful blindness)
· Here they certainly had knowledge because of FDA publications
COURT FINDS: active inducement requires an affirmative act by the inducer
· Test for inducement:
1. Actions induced infringing
2. Inducer knew or should have known their actions would induce actual infringement

DIVIDED INFRINGEMENT
· Where there are 2 infringers, neither practicing the patent fully independently

Akami v. Limelight
Takeaway: Rule for Divided Infringement
There is single entity liability under section 271(a) (direct infringement), IF:
1. Actors form a joint enterprise; OR
2. One actor directs or controls another’s performance
a. Acts through an agent
b. Contracts with another to perform the steps
c. Conditions participation in an activity, or receipt of a benefit upon performance of the steps, AND establishes the manner or timing of that performance

DEFENSES
· Noninfringement (less a defense, more asserting other party is wrong)
· Invalidity
· Exhaustion
· Inequitable Conduct
· Experimental Use

Inequitable Conduct
· Did the patentee deceive the USPTO during the application process?
· Party asserting defense must establish by clear and convincing evidence:
1. But-for materiality
a. False information, or failure to disclose material information;
      AND
2. Specific intent to deceive
a. Applicant knew of information and made deliberate decision to withhold
(high standard)

NOTE: inequitable conduct renders the ENTIRE patent unenforceable 

Experimental Use
· Alleged infringer acted for amusement, to satisfy idle curiosity, or for strict philosophical inquiry
· excludes someone like a university researcher
· NOTE: section 271(e)(1) - not infringement if one infringed to get data for submission to the FDA

REMEDIES
· Where there is a valid claim, it was infringed, and no defenses apply

Section 283 - Injunction (Ebay)
284 - Damages
285 - Attorneys fees

The inquiry for damages depends on WHEN infringement BEGINS and when an injunction is granted

Injunctions

Ebay v. Mercexchange
Takeaway: Factors for Granting Injunction
· 4 Factors:
1. Suffered irreparable injury
2. Remedies available at law (like money damages) inadequate to compensate
· Examples: losing market share, loss of goodwill, etc.
3. Balance of hardships warrants a remedy in equity
4. Public interest served by granting injunction 

Prior to this case, injunctions were almost always granted, AFTER, not so much
· Most often granted when parties are competitors 

Lost Profits
· Goal of normal damages ios to make patentee whole
· Difficult to calculate, can cause both under and over compensation
Inquiry: what would have happened But-for infringement?

Panduit Test: (non-exclusive, but useful, way to prove entitlement to lost profits)
Patentee must establish:
1. Demand for patented product
2. Absence of non-infringing substitutes
3. Patentee marketing/manufacturing capability to exploit demand
4. Amount of profits that would have been made

Rite-Hite v. Kelley
Takeaway: New standard for lost profits calculation:
· If injury should have been reasonably foreseeable by an infringing competitor in the relevant market, that injury is generally compensable absent a persuasive reason otherwise
NOTE: Lost profits for sale of a separate product out of the patent’s scope, but directly competing with the infringing product, can be reasonably foreseeable
· Must be a functional relationship between the patented invention and competitor
· Dock leveler not closely related in function, but other product was

Multi-Component Products
· Default is lost profits based on the “smallest saleable products”
· Damages CAN be based on the entire product IF:
· Patented feature is a basis for the entire product’s demand; AND
· Unpatented + patented components are physically part of the same assembly/machine OR constitute a functional unit

Reasonable Royalties - 35 U.S.C. section 284
· When a patentee cannot establish lost profits
· Based on a hypothetical arms length negotiation

LaserDynamics v. Quanta Computer
Takeaway: the “hypothetical” arms-length negotiation occurs just before infringement began (when they were put on notice of infringement here)
· Method for reading laser disks
· Quanta assembles + sells computers incorporating the method, inducing customers to directly infringe
· LaserDynamics mainly licenses the product, don’t produce computers
· So there are no lost profits from sales
· BUT they are in the business of licensing
This is a multi-component product

· LaserDynamics initially asked for a royalty figure based on the total price of the computers, should only be available when the patented method (reading DVDs) is the reason for laptop demand… so this was not reasonable

Georgia-Pacific Factors for determining reasonable royalties
· Don't need all, the following are most important:
· Royalties received by the patent holder
· Royalties paid by licensee for similar patents
