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Constitution: to promote the progress of science and useful arts, by securing, for limited times to authors and inventors, the exclusive right to their respective writings and discoveries.

A work is “created” when it is fixed in a copy or phonorecord for the first time…
· A work is “fixed” in a tangible medium of expression when its embodiment in a copy or phonorecord, by or under the authority of the author, is sufficiently permanent or stable to permit it to be perceived, reproduced, or otherwise communicated for a period of more than transitory duration…
· Copy: material objects, other than phonorecords, in which a work is fixed by any method now known or later developed, and from which the work can be perceived, reproduced, or otherwise communicated, either directly or with the aid of a machine or device…
· Phonorecord: material objects in which sounds, other than those accompanying a motion picture or other audiovisual work, are fixed by any method now known or later developed, and from which the sounds can be perceived, reproduced, or otherwise communicated, either directly or with the aid of a machine or device…
Elements of an infringement claim:

· Ownership of valid copyright by the plaintiff
· Fixed in a tangible medium of expression

· Embodiment requirement
· Duration requirement

· Originality requirements (Feist): (1) independent creation, (2) some degree of creativity

· Copy of plaintiff’s work by the defendant

· Actual Copying

· Access

· Probative similarity

· Actionable copying: defendant’s work substantially similar to plaintiff’s

· De minimis copying defense

· Fair Use
§102(a): copyright protection subsists in original works of authorship fixed in any tangible medium of expression
· “Authorship” requires the work to be created by a human being
· Copyright office will not register works produced by nature, animals, or plants

· Copyright office will not register works produced by a machine or mere mechanical process that operates randomly/automatically without any creative input or intervention from a human author

1909 Act vs. 1976 Act

· 1909: work is not protected by copyright unless it is published

· 1976: a work is protected by copyright when it is created

· Gives author the right to not publish something if they choose 
Alfred Bell & Co. v. Catalda Fine Arts (2nd Cir 1951): P was making mezzotint copies of public domain paintings. D was reprinting P’s mezzotints without consent. P’s mezzotints were copyrightable because they were original works that included creativity (no novelty needed for copyright)
Originality
1. Magic Marketing v. Mailing Services of Pittsburgh (1986): P designs & markets mailing ad campaigns & entered into a K with D to supply the envelopes. The envelopes feature a black bar with the inscription “priority message: contents require immediate attention,” as well as a black block with the world “telegram” in the middle. The other envelope has “gift check enclosed” written on the front.

a. Envelopes lacked the requisite level of originality
i. While originality is a low threshold, the author must contribute more than a trivial variation of a previous work, the work must be recognizably his own.

ii. The words on the envelope just describe the contents OR give instructions. Neither descriptions nor instructions are protected

Copyrightable Subject Matter

Idea/Expression Dichotomy

Idea cannot be protected by copyright. Expression can

The merger doctrine in copyright states that if an idea and the expression of the idea are so tied together that the idea and its expression are one—there is only one conceivable way or a drastically limited number of ways to express and embody the idea in a work—then the expression of the idea is uncopyrightable

· If the idea and expression are distinguishable, then the expression will be protected because the fact that one author has copyrighted one expression of that idea will not prevent other authors from creating and copyrighting their own expressions of the same idea
1. Baker v. Selden (SCOTUS 1879): P had a copyright in his book which explained & showed a particular system of book-keeping; D wrote a book describing very a similar system. P alleges infringement

a. The protection in the book does not extend to system or method described therein ( there is a clear difference between the book & the art illustrated therein; we wouldn’t extend protection to medicines in a treatise on the composition of medicines
b. What would be protected would be expressions in the book about how to use the system, but for the system to be protected, would need a patent

2. Bikram’s Yoga College of India v. Evolation Yoga (9th Cir 2015): P developed 26 poses and 2 breathing exercises to be performed in a particular sequence, and he published a book outlining this exercise. D took that system and opened their own yoga studio.
a. Defined as a system because Bikram himself defined the sequence as having health benefits (driven by facts, not what judges decided themselves)

b. Because the sequence was a system, not subject to copyright protection

c. Hypo: what if sequence was actually described as an art piece and nothing about health effects ( may change the status and classify as a copyrightable dance
3. Morrissey v. P&G (1st Cir 1967): P was the copyright owner for a set of instructions for a sweepstakes & alleges that D infringed.

a. There can be copyright in a set of instructions BUT here, the expression can’t be protected because there is a limited number of ways to express idea, so a copyright would result in the subject matter being appropriated ( Merger Doctrine, merger between idea and expression

Facts & Compilations

1. Compilation: a work formed by the collection and assembling of preexisting materials or of data that are selected, coordinated, or arranged in such a way that the resulting work as a whole constitutes an original work of authorship. The term “compilation” includes collective works
2. Feist Publications v. Rural Telephone Service (SCOTUS 1991): Rural is a telephone provider & publishes a phonebook subject to the laws of Kansas. Feist also publishes phonebooks but covers a larger geographic range than Rural. Feist copied info from Rural’s phonebook after Rural refused to license the info to them. Rural alleges infringement. 

a. Feist definitely copied ( “red herrings” were copied 

b. Factual compilations can possess originality in their selection/arrangement ( very thin protection

i. Originality requires that the author make the selection or arrangement independently (i.e., without copying that selection or arrangement from another work), and that it display some minimal level of creativity

c. Court repudiates “sweat of the brow” doctrine: just because you put lots of work into it doesn’t mean you should get copyright protection

d. Feist did not use elements of Rural’s work that were original/copyrightable:

i. raw data (names + #s) are uncopyrightable facts [facts aren’t originated, they are discovered]
ii. Rural’s arrangement was not original (alphabetical, not creative)

iii. Rural’s selection was not original, state law dictated the selection

Factual Narratives

1. Nash v. CBS (7th Cir 1990): Nash wrote books about a conspiracy theory, CBS made a TV episode based on that theory
a. Had P written a fiction, this would be different, but P alleges these are facts ( all that is protected is his presentation & words

b. D did not use his words or his presentation but employed a setting of their own invention

c. Facts are not copyrightable, because facts are discovered, not originated
Compilations
1. CCC Information Services v. Maclean Hunter (2nd Cir 1994): Maclean published Redbook, posting valuations of cars, organizing by regions in the US. CCC republished that info, reformatting it and comparing to other companies’ valuations. CCC infringed
a. Maclean ( Originality? Yes
i. Not pre-existing facts, based on the editors’ valuations (distinguish with phonebook, where author didn’t create the actual phone numbers)
ii. Organized with some degree of creativity, by region
b. Merger? No

i. Although the valuations are fact-like, they are facts with human intermingling. Valuations are not facts/ideas to the extent that should be protected
c. Integrated to a statute, becomes public domain? No
Access to Public Domain Data/database protection
1. Assessment Technologies of WI v. WIREdata (7th Cir 2003): AT developed a copyrighted computer program to compile housing data obtained by tax assessors hired by the municipalities. Assessors input the data into the program, and the program stored the data/made queries. WIREdata didn’t want all the tax info the AT program spits out, all it wanted was the raw data the tax assessors put into the program in the first place. AT sued when WIREdata tried accessing the info from the municipality
a. AT didn’t have a right to prevent the municipalities (licensees) from disclosing the data to WIREdata. AT has no ownership of the data those assessors are inputting (ex: someone with a Westlaw account can download a case from Westlaw and give it to someone without an account)
Maps

1. Mason v. Montgomery Data, Inc (5th Cir 1992): Mason used a variety of sources to put his maps together, made a total of 233 and sold copies of them. Landata bought Mason’s maps and repurposed them for their own use, cutting and copying, adding their own numbers. Eventually needed more for their whole company and asked Mason for consent, but Mason wanted a licensing fee. Landata refused, had everyone in the company buy a set of Mason’s maps, then repurposed each one

a. Copyright infringement, passes merger doctrine + sufficient originality
i. Mason’s maps sufficiently original and creative; his selection, coordination, and arrangement of the information are sufficiently creative to qualify his maps as original compilations of fact

ii. He made a lot of independent creative choices on how to make the maps, and that reflects his expression
Derivative Works
Derivative work: a work based upon one or more preexisting works, such as a translation, musical arrangement, dramatization, fictionalization, motion picture version, sound recording, art reproduction, abridgment, condensation, or any other form in which a work may be recast, transformed, or adapted. A work consisting of editorial revisions, annotations, elaborations, or other modifications, which, as a whole, represent an original work of authorship, is a “derivative work.”
1. §103: bars copyright protection for any part of the derivative work in which such preexisting material has been used unlawfully
a. Ex: without consent of the original author—but that may be cured by claiming fair use of the original work so long as there is sufficient originality by the new author
b. The copyright protection of a new author making a compilation or derivative work is only to the new stuff the new author has added. The new author’s copyright protection is independent of the preexisting material

2. Cooley v. Penguin Group (2014): photographer took pictures of a sculpture for Nat Geo. Photographer and sculptor each got copyrights back for respective pieces. Photographer started licensing the pictures he took, sculptor sued because of pre-existing material that is inseparably intertwined (sculpture and photos of sculpture) which violated sculptor’s copyright to the sculpture. Court agreed

Originality in Derivative Work
1. L. Batlin & Son v. Snyder (2nd Cir 1976): P made plastic version of Uncle Sam piggy bank (design in public domain, iron version) and sued D for importing similar manufactured piggy bank
a. P’s piggy bank did not have sufficient originality ( the differences in the plastic & iron versions are not apparent to the casual observer. Need substantial variation, not merely trivial variation
b. A considerably higher degree of skill is required, true artistic skill, to make the reproduction copyrightable

i. Court compared to the mezzotints based on public domain images from Alfred Bell and talked about how much artistic skill was required for that, vs. here, where the plastic mold was designed in like a day
2. Schrock v. Learning Curve (7th Cir 2009): repudiated higher standard of originality for derivative works. Photographer of toy sued toy company for exceeding its license to reproduce the distribute photographer’s pictures of the toys. Toy company claimed photographer didn’t have a copyright because his photos were just copies of the original toys.

a. Nothing in the Copyright Act suggests that derivative works are subject to a more exacting originality requirement than other works of authorship

b. Key inquiry is whether there is sufficient nontrivial expressive variation in the derivative work to make it distinguishable from the underlying work in some meaningful way
Computer Programs

Application ( needs to be compatible with operating system ( needs to be compatible with hardware
Computer program: a set of statements or instructions to be used directly or indirectly in a computer in order to bring about a certain result
1. Copying portions of code to accomplish software compatibility
Apple Computer Inc. v. Franklin Computer Corp (3rd Cir 1983): Franklin tried making cheaper version of Apple computers, copied operating system software so Apple apps would be compatible. Apple filed preliminary injunction, claiming infringement was causing irreparable harm
a. D claimed copied OS for the purpose of compatibility, and that should be okay because:
i. Humans can’t read computer code and therefore not copyrightable

1. Court responds that §102 allows “perceived…either directly or with the aid of a machine or device.” The act doesn’t make it a requirement for humans to be able to understand it on their own
ii. Code is embedded in the permanent computer memory ROM
1. Court affirms that ROM is an adequate means of “fixation”
iii. Apple’s OS program is a process/system

1. Apple contends the instructions themselves are what is copyrightable, they have patent on the other stuff
iv. Merger of idea/expression, no other way to write code to allow compatibility

1. Court remanded to determine whether there are other ways to express the ideas
b. Precedents set by this case:
i. Object code is protected  (non-human readable code; just as protectable as literature written by humans)

ii. ROM is an adequate means of fixation

2. Copying software end product by writing own code for user compatibility
Lotus Development Corp. v. Borland International (1st Cir 1995): Borland created its own spreadsheet program and copied how Lotus had their 1-2-3 menu tree. They didn’t copy any of Lotus’s underlying code, just the words and structure of the menus
a. While District Court said other words could have been used (Copy vs. Duplicate) and that Lotus’s choices were copyrightable expression, this court found the menu command hierarchy NOT copyrightable subject matter because it was a method of operation (no copyright based on §102(b))
b. Analogized to VCR players, and how the buttons (“play,” “pause”) are the method of operating the VCR
c. Note: other circuits also see menu commands as uncopyrightable but for different reasons

i. Method of operation
ii. Lack of originality

iii. Merger

iv. No protection in words/phrases

v. (Potentially copyrightable?) but fair use

3. Dodging software copying question by using fair use
Google v. Oracle (SCOTUS 2020): Google, in developing mobile Android, copied 11.5k lines of code from Oracle’s program written for desktops. SCOTUS assumed it was copyrightable and jumped to fair use analysis, finding Google’s use fair
a. Court didn’t care that there WAS a licensing negotiation, cared about what happened at the license negotiation. Google didn’t want to insist that all programs written for Android be interoperable. That was a requirement of Java
i. When addressing licensing question when doing fair use analysis: did it fail because D didn’t want to pay the price or another reasonable question?
b. Lawsuit: Google copied the declaring code that went along with method call, but wrote its own implementing code ( dispute over declaring code
i. In copying method call and declaring code, is google thereby copying structure, sequence, and organization of all of Java? Creates another copyright question
ii. Individual tasks ( methods ( classes ( packages
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Fair Use:

i. Purpose and character: literal copying. Is it transformative? Using it for same reason. But reimplementing the code had a transformative result of creating a new universe of software
1. Different purposes for Google and Java. Commerciality not as big a deal when there is transformative use

ii. Nature of the copyrighted work: software, principally functional
iii. Substantiality: only 0.4% of the entire API. Not taking something highly expressive/heart of the work. Just taking what’s necessary for Google’s purpose
iv. Market effect: Google’s new phone isn’t a market substitute for Java SE (primary market = desktop), and Java would benefit from the copying (more jobs for people who knew how to code with Java already)
Pictorial, Graphic, & Sculptural Works
Photographs
Protection of Photographs/Originality
1. Burrow-Giles Lithographic v. Sarony (SCOTUS 1884): Sarony (copyright owner) sues BG for using the photograph he took in an ad. D argues:

a. Congress doesn’t have constitutional right to protect photos by copyright
i. Engravings & etchings on the list of works that were copyrightable. Unless photos can be distinguished from maps/charts/engravings… it’s difficult to say Congress intended to treat it differently (plus, photos were not around in 1790 or 1802 & that is why they were not explicitly included)
b. A photograph is an exact depiction of reality and is not original
i. P exercised a lot of artistic judgement: selecting & arranging the costume, draperies, accessories; posing for Wilde; arranging lighting & shading
ii. Note: court here didn’t decide how much originality/creativity is required

2. Bleistein v. Donaldson Lithographing Co (SCOTUS 1903): lithographers sued circus for infringement, using pictures by lithographers for circus ad

a. Court says it’s obvious that P’s case is not affected by the fact that the pictures represent actual groups/people

b. Others are free to copy [capture] the original. They are not free to copy the copy

c. It is not the role of lawyers to serve as art critics.

Protectable Elements of Photographs

1. Mannion v. Coors Brewing Co (2005): Coors made a mock-up of an ad using the KG photo taken by Mannion. But later didn’t use Mannion’s photo for the billboard. Court found P’s photo of KG to be original. But the originality/protection does not extend to KG’s face, torso, and hands—can’t prevent others from creating portraits of KG
a. D tried to overgeneralize the idea—generalized idea and concept of a young African American man wearing a white T-shirt and a large amount of jewelry—and claimed what they were doing is an expression of that idea. Court doesn’t buy this, saying this doesn’t even cover the angle, pose, background, composition ( no issues with idea/expression aka merger
b. Factors that make a photo “original”:

i. Rendition: angle of the shot, light and shade, exposure, effects achieved by means of filters, developing technique, etc.
ii. Timing: capturing the photo right place at the right time
iii. Creation of the subject: photographer created the scene or subject to be photographed
c. Court denied D’s MSJ, was a question for jury whether copy was substantially similar
Doctrine of scenes à faire: elements of an image that flow naturally and necessarily from the choice of a given concept cannot be claimed as original
· Bill Diadato Photography v. Kate Space (2005): no copyright protection of a photograph of the bottom of a bathroom stall showing a woman’s feet while on the toilet
Useful Articles/Separability

1. Copyright Act of 1976 makes “pictorial, graphic, or sculptural features” of the “design of a useful article” eligible for copyright protection as artistic works if those features “can be identified separately from, and are capable of existing independently of, the utilitarian aspects of the article.”

a. Useful article: an article having an intrinsic utilitarian function that is not merely to portray the appearance of the article or to convey information. An article that is normally a part of a useful article is considered a “useful article”
i. Copyright doesn’t want to protect utility – that would be patents

ii. §113(a): PSG work can be reproduced in or on any kind of article, including useful
iii. §113(b): CR does not extend to the useful article itself but only protects the artwork/pictorial/sculpture elements connected with the useful article. Cannot use a copyright in the blueprint (of the chair) to leverage backwards to get more CR protection in the physical chair than you could get. Copyright in a pictorial, graphic, or sculptural work, portraying a useful article as such, does not extend to the manufacture of the useful article itself
you can’t give greater protection to your useful articles by creating a 2D representation of them. Don’t enhance rights that you have
1. Ex: Blueprints for the chairs are not useful articles. The blueprints have a full range of 106 rights. An owner of the blueprint may argue that the chair is a derivative work on the pictorial copyrighted blueprint
iv. If something has intrinsic utilitarian function ( go through useful article analysis [separability, physical and conceptual]

b. A work of art remains copyrightable even after it has been incorporated in the design of a useful article (ex: sculpture turned into lamp) [Mazer v. Stein]
2. Separability: copyright protects only those features of a useful article that can be identified separately from and are capable of existing independently of, the utilitarian aspects of the article

a. A test is to determine whether the initial manufacturer/creator included those artistic decisions in relation to the utilitarian function or independent of it

i. Ex: belt buckles with crazy designs on the buckle (copyrightable) vs. mannequins of bodies (uncopyrightable, because the design choices directly impact the function…displaying certain kinds of clothing)

3. Pivot Point International v. Charlene Prods. (7th Cir 2004): Pivot Point developed mannequin heads for hair design industry. D started selling heads that were basically identical.
a. Pivot Point’s head had copyright protection
i. It was a useful article, since it was used for hair and makeup practice

ii. But the sculptural features of the mannequin could be identified separately from, and were capable of existing independently of, its utilitarian aspects [conceptual separability]
1. Court analogized to the bike rack art piece, which was not separable
2. If design elements reflect a merger of aesthetic and functional considerations, the artistic aspects of a work cannot be said to be conceptually separable from the utilitarian elements

4. Star Athletica v. Varsity Brands (SCOTUS 2017): Varsity brands makes cheerleading uniforms and have over 200 CRs for their two-dimensional designs on the surface of their uniforms (chevrons, lines, stripes, etc.). Star Athletica also makes and markets cheerleading uniforms. Varsity sued Star for infringing on 5 designs.
a. Rule: a feature incorporated into the design of a useful article is eligible for copyright protection only if the feature 
i. (1) can be perceived as a 2D/3D work of art separate from the useful article [separability], and 
1. Generally easy test to satisfy

ii. (2) would qualify as a protectable pictorial, graphic, or sculptural work—either on its own OR fixed in some other tangible medium of expression—if it were imagined separately from the useful article into which it is incorporated [independent existence]
1. SCOTUS says the requirement is satisfied here: if you lift the designs from the uniform & mentally replicate it on another medium, you would not replicate the uniform. The fact that it would retain the outline of the uniform is not a bar (ex: paintings are made to correlate to canvas)
2. To qualify as pictorial, graphic, or sculptural work on its own, the feature cannot itself be a useful article or “an article that is normally part of a useful article.”

3. Varsity can only prohibit the reproduction of the surface designs in any tangible medium of expression—not the actual uniform itself
b. SCOTUS gets rid of distinction between physical and conceptual separability; doesn’t rule on whether designs themselves are actually copyrightable (sufficient creativity?)
c. Concurrence (Ginsburg): we don’t even have to go this far, no need to discuss separability – the design was a sketch before it was put on the garment, therefore a 2D piece of art (but this argument wasn’t raised in the lower courts)
d. Dissent (Breyer): designs are strictly on cheerleader uniforms, and cheerleader uniforms are useful articles
i. Majority response is that medium that the work is fixed on doesn’t matter

Architectural Works
Architectural work: the design of a building as embodied in any tangible medium of expression, including a building, architectural plans, or drawings. The work includes the overall form as well as the arrangement and composition of spaces and elements in the design, but does not include individual standard features
1. Pre-1990: copyright only protected blueprints of buildings—no infringement if a building was built based on someone else’s blueprint
a. Buildings originally seen as useful articles

2. 1990 Amendment to 1976 Copyright Act: added architectural works (buildings) as protectable subject matter
a. §120(a): pictorial representations permitted. Does not prevent showing pictorial representations of a building if the building is in an ordinarily visible public place

i. This addition gave protection to architectural works, but put a limitation to prevent lots of infringements

ii. Ex: don’t need permission from building owners when shooting a movie in a public place with building in the background—such permission doesn’t exist for other PSG works
b. §120(b): owners of a building can tear it down without consent of the copyright owner of the architectural work

Characters

Characters do not have independent CRs. They are only protected as protectible expression in CR work

1. Nichols v. Universal Pictures Corp (2nd Cir 1930): specificity test—the less developed the characters, the less they can be copyrighted. If the characters are well developed characters, sufficiently delineated characters, they can be protected
2. Warner Bros. Pictures v. Columbia Broadcasting System (9th Cir 1954): story being told test – if a character is not integral to the story being told (merely a “chessman”/vehicle for the story), they are not protected
3. Anderson v. Stallone (1989): Stallone told media his plans about Rocky 4, Anderson took initiative and wrote his own script and presented to MGM studios. Stallone wrote his own script and that was later released. Anderson requested compensation for the alleged use of his script in the movie
a. Anderson’s work was an unauthorized derivative work based on copyrightable characters

i. The Rocky characters are so highly delineated that they warrant copyright protection. They were so developed and central to the 3 movies made before Anderson’s script that they constituted the story being told
4. DC Comics v. Towle (9th Cir 2015): question whether Batmobile was copyrightable. 
Even if a character doesn’t have the same appearance over time, it can be protected if it has distinctive character traits & attributes ( the Batmobile has varied in appearance but has been known by one consistent name & consistently depicted as possessing bat like features, jet black, high-tech, & Batman’s “sidekick”

a. Establishes a 3-part test for determining whether a character in a comic book, TV program, or film is entitled to copyright protection:

i. Character must generally have physical as well as conceptual qualities; & 

ii. Character must be sufficiently delineated to be recognizable as the same character whenever it appears; & 

1. a character that appears in different productions must display consistent, identifiable character traits & attributes but it need not have a consistent appearance

iii. Character must be especially distinctive & contain some unique elements of expression

5. Gaiman v. McFarlane (7th Cir 2004): issue on the copyrightability of a comic book character
a. Although Gaiman’s verbal description of one of the characters may have been a stock character, once he was drawn and named and given speech, he became sufficiently distinctive to be copyrightable
6. Klinger v. Conan Doyle Estate (7th Cir 2014): only protected elements of Sherlock Holmes’s character were eligible for copyright, not the whole character itself
a. Author wrote books inspired by Sherlock Holmes. Majority of the original books were in public domain, but estate claimed because Sherlock was a complex character and not fully developed without those books still under copyright protection, the whole character would be protected ( only original elements added in later stories still protected, author here only wanted to use details from non-protected stories
Sound Recordings

Sound recordings: works that result from the fixation of a series of musical, spoken, or other sounds, but not including the sounds accompanying a motion picture or other audiovisual work, regardless of the nature of the material objects, such as disks, tapes, or other phonorecords, in which they are embodied.
· Sound recordings are fixed onto phonorecords (the physical medium; ex: CD, cassette)
· When listening to music, there are 2 copyrights: the sound recording and the musical composition (sheet music/composition)

· If you have license to use sound recording but not the musical work, would be infringing to play the song

1. Newton v. Diamond (2003): D got license for sound recording and sampled it for their own song. P sued for not having license to composition
a. Court filtered out everything extra from the sound recording and looked at just the composition itself to see if there was infringement
b. When comparing what was in D’s song vs. what was in composition, the taking was not substantial enough to merit infringement (3-note sequence; de minimis) 
Government Works

1. §105(a): no copyright protection in the works of the US Government
a. Work of the US Government: a work prepared by an officer or employee of the US Government as part of that person’s official duties

b. A government official or employee would not be prevented from securing copyright in a work written at that person’s own volition and outside his/her duties, even though the subject matter involves the government work or professional field of the official or employee

c. Typically doesn’t apply as strictly to state/local government works though

d. County of Suffolk, NY v. First American Real Estate Solutions: city made “tax maps” and a guy reproduced those maps. Court allowed the infringement suit to go through, not automatically ruling that the maps were public domain

2. Veeck v. Southern Building Code Congress International (5th Cir 2002): Veeck wanted to post on his website the local building codes of a couple cities in Texas. He bought the codes directly from SBCCI and posted them on his website and instead of crediting SBCCI, he just identified them as the codes for the cities – SBCCI is a non-profit org that compiles these codes then encourages the local government entities to enact its codes into law by reference
a. Veeck copied only “the law” which he obtained from SBCCI publication, and when he reprinted only "the law" of those municipalities, he did not infringe the SBCCI’s copyrights in its model building codes. 

b. Merger doctrine also applies. The codes were facts; unique, unalterable expressions of the “idea” that constitutes local law

c. Veeck placed those facts on his website in precisely the form in which they were adopted by the municipalities.

d. Note: can distinguish this with the Redbook case; the codes didn’t automatically become government property just because they were enacted into law. You have to consider author’s intent too, SBCCI here was making those codes with the intent to get them enacted into law
Ownership
§202: ownership of a copyright, or any exclusive right, is distinct from ownership of any material object the work is embodied

Initial Ownership

§201(a): copyright vests with the initial author(s)
· Authors of a joint work are co-owners of the copyright (kinda like tenancy in common in property)

1. Lindsay v. RMS Titanic (1999): Lindsay was a filmmaker, RMS salvor-in-possession of the Titanic. Lindsay and RMS talked about a documentary but never signed a K. Lindsay directed shots of the movie

a. RMS eventually licensed some of the footage to Discovery channel, Lindsay sued that that wasn’t theirs to sell, while RMS said it wasn’t Lindsay’s because he never personally shot the footage (boat crew did)
b. Court determined Lindsay was the author, because even though he didn’t operate the camera, he conceived of the footage, with his directing and ideas that provided the film crew the guidance
i. He was the creator of the work, high degree of control
Case highlights authorship based on conception (rather than execution)
Works Made for Hire

Work made for hire: 
· A work prepared by an employee within the scope of his employment; OR
· A work specially ordered/commissioned for use as a contribution to a larger project, if the parties expressly agree in a signed written instrument
· As a contribution to a collective work
· As part of a motion picture or other audiovisual work

· As a translation

· As a supplementary work

· As a compilation

· As an instructional text

· As a test

· As answer material for a test

· As an atlas
§201(b): in the case of a work made for hire, the employer or other person for whom the work was prepared is considered the author for purposes of this title, and, unless the parties have expressly agreed otherwise in a written instrument signed by them, owns all of the rights comprised in the copyright.
1. Community for Creative Non-Violence v. Reid (SCOTUS 1989): CCNV commissioned a sculpture from Reid, no written K. Parties filed individual copyright claims on the sculpture. SCOTUS used agency law to determine whether Reid was an employee or independent contractor. Factors:
a. the skill required; (more skill = independent)
b. the source of the instrumentalities and tools; 

c. the location of the work; 

d. the duration of the relationship between the parties; 

e. whether the hiring party has the right to assign additional projects to the hired party; 

f. the extent of the hired party’s discretion over when and how long to work; 

g. the method of payment; 

h. the hired party’s role in hiring and paying assistants; 

i. whether the work is part of the regular business of the hiring party; 

j. whether the hiring party is in business; 

k. the provision of employee benefits; and
l. the tax treatment of the hired party.

SCOTUS said Reid isn’t an employee, so this isn’t a work for hire (doesn’t fall into 2nd type since no written K). Remanded to determine if Reid and CCNV are joint authors
2. What is within the scope of employment? [common law agency]

a. The work was of the type which the individual was hired to perform; 

b. His creation of the work occurred substantially within the authorized time and space limits of the job; and 

c. The work was actuated, at least in part, by a purpose to serve the interests of the putative employer.

Joint Works

Joint work: a work prepared by 2 or more authors with the intention that their contributions be merged into inseparable or interdependent parts of a unitary whole
· No writing requirement, just mutual intent (1) for their independent contributions to be merged in the work and (2) for them to be co-authors
· Some courts follow the Childress test, where additionally, each co-author’s work must be independently copyrightable

Joint authorship entitles co-authors to equal undivided interests in the whole work. Each author can use/license the work as she wishes, subject only to the obligation to account to the other joint owner for any profits that are made.
· No right to independently block the work
1. Thomson v. Larson (2nd Cir 1998): Larson worked on a play until eventually Thomson was brought on to help/advise. Once Larson died, question of whether this was a joint work/Thomson was a co-author
a. Court determined Thomson was NOT a co-author
b. Applies the Childress test, which states that a P seeking co-authorship must show that each of the putative co-authors: (1) made independently copyrightable contributions to the work; and (2) fully intended to be co-authors.

i. (1) Court affirms finding that P made some non-de minimis contributions
ii. (2) Consider subjective and objective intent via the following factors:
1. Decision making authority: all Larson, Thomson was flattered when Larson asked her to contribute to actual language; Larson had approval rights
2. Billing/crediting: Larson credited as sole author
3. Written agreements w/3Ps: Larson entered into K with Theater Company as the author of the play with no mention of/input from Thomson
4. Additional evidence: Larson first rejected the idea of hiring a book writer because it was his project
2. Aalmuhammed v. Lee (9th Cir 2000): P was hired as a consultant in a movie about the life of Malcom X. Some of P’s suggestions were included in the script and he did some editing/directing. P sought credit as a co-writer and was rejected, so he sued—and lost. Court used 3-factor test:

a. Control: author is a person who superintended the whole work, the mastermind (for a motion picture, someone who is at the top of the screen credits and has artistic control);
b. Intent: putative coauthors make objective manifestations of shared intent to be coauthors;
c. Appeal: whether the work’s audience appeal turns on the contributions each putative coauthor and whether the share of each in that appeal cannot be appraised.
Order of analysis

Work for hire ( joint authorship ( individual analysis (implied license to work?)
Transfer of Copyright Ownership
Transfer of Copyright Ownership: a transfer of copyright ownership is an assignment, mortgage, exclusive license, or any other conveyance, alienation, or hypothecation of a copyright or any of the exclusive rights comprised in a copyright whether or not it is limited in time or place of effect, but not including a non-exclusive license
· §201(d): Bundle of rights you have in copyright can be broken up and transferred individually (ex: right to reproduce but not publicly perform) [divisibility]
· §204(a): transfer of copyright ownership not valid UNLESS in writing and signed by the owner of the rights conveyed
· Preempted all state K law–must be in writing and signed
1. Effects Associates v. Cohen (9th Cir 1990): Cohen commissioned Effects for special FX for his film. K didn’t mention who’d own the copyright of the footage. Cohen was unhappy with FX, paid half agreed price, and used footage anyway
a. Undisputed that Effects is still copyright owner—K didn’t address who’d own, and this isn’t a work for hire situation

b. Court concluded that Effects gave Cohen an implied nonexclusive license ( Effects can do whatever it wants with the footage and can pursue breach of K claim against Cohen to get full amount
Scope of Grant

1. Cohen v. Paramount Pictures Corp (9th Cir 1988): Cohen owned copyright to a musical composition and gave license to D to exhibit a film on TV. D turned the film into videocassettes and started selling them. The licensing agreement didn’t include videocassettes and it specifically reserved any rights not mentioned to Cohen—D in violation, not within scope of grant
2. Boosey & Hawkes Music Publishers v. Walt Disney Co (2nd Cir 1998): Disney wanted to use Stravinsky’s song for a movie around the world and executed an agreement it him (it was in public domain in the US, but needed to license for outside of US where Stravinsky still had copyright protection). Started showing the movie in the 40s. In the 90s, Disney started selling the movie. Objections that the original agreement in 1939 didn’t include the right to use the song in video format

a. Disney didn’t infringe because license had a provision “to record in any manner, medium, or form”
3. Random House Inc. v. Rosetta Books (2001) and HarperCollins Publishers LLC v. Open Road Integrated Media LLP (2014) both about licenses to publishing rights ( having rights to publishing paper copies but then issues coming up with e-books. Bottom line is defer to the K and see what language is in the agreement
4. NY Times Company v. Tasini (SCOTUS 2001): Freelance authors had written articles, which they had registered copyrights for, to periodicals published by print publishers. Publishers went on to allow electronic publishers to upload the articles into computer databases

a. SCOTUS said this was an infringement on the authors’ copyrights. The print publishers only had rights to the collective work (which only extends to the creative material contributed by NY Times). Authors have their own copyright for their contributions
b. The articles were originally part of a collective, which the print publishers only had the right to. Neither they, nor the electronic publishers, had rights to publish each author’s work individually
Exclusive Rights Under Copyright

§106: Exclusive rights in copyrighted works
· Owner of a copyright has exclusive rights to do/authorize: copying, recording, adaptation, and publishing
· To reproduce the copyrighted work in copies/phonorecords

· For a work to be reproduced, its fixation in tangible form must be sufficiently permanent or stable to permit it to be perceived, reproduced, or otherwise communicated for a period of more than transitory duration

· To prepare derivative works

· To distribute copies or phonorecords to the public by sale or other transfer of ownership (rental, lease, lending)
· For literary, musical, dramatic, and choreographic works, pantomimes, and motion pictures and other audiovisual works:
· To perform the work publicly

· To display the work publicly

· For sound recordings:
· To perform the work publicly

§106A: rights specifically for author of “visual art” (defined in §101)
· To claim authorship of that work,
· To disavow authorship of works he didn’t create,
· To prevent use of his name or modification of his work that may be prejudicial his reputation

Right to Reproduce/Fixation in Digital Media

1. Cartoon Network LP v. CSC Holdings (2nd Cir 2008): question whether CSC’s use of buffers sufficiently copied the licensed media, infringing CN’s right to reproduce under §106(1)
a. CSC’s DVR allowed customers to create playback versions of shows. To establish the playback copy, CSC had the data go through two buffer stages where the programming would go through till it got to the hard drive
i. Rule: A work is fixed in a tangible medium of expression when its embodiment is sufficiently permanent or stable to permit it to be reproduced (“embodiment requirement”) for a period of more than transitory duration (“duration requirement”)

ii. Wasn’t held in the buffers for more than 1.2 seconds at a time ( didn’t satisfy duration requirement—not fixed for a sufficient period of time ( no copy ( no infringement
iii. Distinguished from computer RAM which may store data until the computer is turned off
b. Question of liability/direct infringement: customer was the one ordering the copying, CSC provided the means
i. Rule: for direct infringement, there needs to be a volitional act

ii. Customer was committing the volition ( no direct infringement case against CSC (secondary liability? Issue was never presented)
1. No infringement liability for customer because there is fair use

Proving Infringement

To prove copyright infringement, there must be evidence of:

· Actual Copying

· Access

· Probative Similarity: isn’t something that’s mere coincidence
Can use circumstantial evidence if no evidence of access, but high level of similarity

Looking to establish that this isn’t something that happened by chance

· Actionable Copying [substantial similarity]

· Quality

· Quantity

· Who decides?

· Ordinary observer?

· Expert?

1. Arnstein v. Porter (2nd Cir 1946): created the 2-prong copyright infringement analysis

a. D copied from P’s copyrighted work [actual copying], and

i. Proven by defendant’s admission that he copied or of circumstantial evidence from which trier of fact can infer copying

b. The copying went so far as to constitute improper appropriation [actionable copying]
Actual Copying

1. Bright Tunes Music Corp v. Harrinsongs (1976): claim that George Harrison copied his 1970 song (My Sweet Lord) from a 1962 song (He’s So Fine). Songs shared a similar unique sequence of motifs

a. Prong 1: actual copying

i. Access: no direct evidence, so court used circumstantial evidence. The 1962 song was very popular, on the top of the charts, so it’s plausible that Harrison would have heard it

1. Easiest way to prove access would have been through direct evidence (ex: Harrison had a copy of the 1962 song)

2. Case-by-case factual analysis. Likely that he heard the song, considering the popularity, unlike a monk who has no access to music

ii. Similarity: songs sounded sufficiently similar to satisfy this prong

b. Court concludes Harrison subconsciously copied (doesn’t matter whether he intended to or not)

2. Price v. Fox Entertainment (2007): 2 very similar Dodgeball movies, question of whether D copied. Court denied D’s MSJ because a jury could find sufficient similarities

a. Access: P had given someone who associated with D a copy of screenplay a month prior

i. Reasonable juror might infer by nature of how agencies work, that if the associate received a copy, it’d be circulated around the agency to the P where he’d seen it

ii. D finished script a month after P finished (court was sketched out that script was done in “unusual speed”)

1. Not directly an access issue, but creates an issue of credibility

b. Probative Similarity: both movies had similar plots and characters (some characters had same name too). Degree of similarity would be an issue for trier of fact
Actionable Copying (Substantial Similarity)

Were the elements that were copied protected/copyrighted elements?

Or were they unprotected or in the public domain?

Quantitative Factors (De minimis)

1. Ringgold v. Black Entertainment Television (2nd Cir 1997): P authorized/licensed the creation of a poster with her quilt on it but didn’t authorize the use of that poster in a TV show. The poster appeared 9x, each appearance lasted between 1.86-4.16s long (total 26.75s), and the quilt is depicted in full on the poster. P sues for copyright infringement, D claims that the quilt appears for a short amount of time, so the taking is de minimis (poster was out of focus, appeared in the background, appeared for seconds at a time)
a. De minimis: defense that copying has occurred to such a trivial extent as to fall below the quantitative threshold of substantial similarity

b. Court said for the quantitative component for substantial similarity, look at the observability of the copied work for cases involving visual works (length of time copied work is observed, focus, lighting, camera angles)

c. Court rejected claim that use of poster was de minimis
2. Gottlieb Development v. Paramount Pictures (2008): reached the opposite conclusion of Ringgold and ruled de minimis the fleeting incorporation into the set of a movie of P’s pinball machine which had copyrighted designs on the sides. The pinball machine was always in the background, there was no qualitative connection between P’s work & the film, and average observer would not recognize the designs as anything other than generic pinball machine designs
Distinguishing Idea and Expression

1. Peter Pan Fabrics v. Martin Weiner (2nd Cir 1960): Judge Hand says for a substantial similarity analysis, it should be based on the ordinary observer test—whether the ordinary observer, unless he set out to detect the disparities, would be disposed to overlook them, and regard their aesthetic appeal as the same (not necessarily sufficient for modern copyright law)
2. Herbert Rosenthal Jewelry Corp v. Kalpakian (9th Cir 1971): P sued for D’s production of similar looking bee pins. Although access and probative similarity were clear, no actionable copying because what P was claiming copyrightable was unprotected

a. Merger between idea/expression of the bee pin. Can’t distinguish between the idea & expression of jeweled bee pins. To prove substantial similarity, protected elements must be copied

3. Nichols v. Universal Pictures Corp (2nd Cir 1930)
: did D’s movie infringe on P’s play? No. Original play was widely popular, and movie had a similar plot
a. Court says infringement isn’t limited to copying literal portions/word for word. For those non-literal elements, it’s a case-by-case analysis to see whether the copying is substantial enough ( levels of abstraction test (general idea > general idea about…> … > [literal word for word])

i. Where to draw the line between idea and expression is case-by-case

b. Here, stories were quite different. Theme of the play was too general to be copyrightable. Characters were based on prototypes that have existed for decades, and similar characteristics only a small part of their image as a whole

4. Sheldon v. Metro-Goldwyn Pictures (2nd Cir 1930): D’s movie infringed on P’s play, even though both were based on a true story. 

a. Access: D had seen the play and wanted to license, but decided to base the story on a book

i. D’s movie plot tracks P’s work while the book more closely tracks Smith’s real story
b. Substantial similarity: way too many similarities between the two to just call it generic ideas. Same city, social class, villain, death scene

c. D tried to argue even though there were similar elements, all the other stuff that wasn’t copied makes it not substantially similar

i. Court: no plagiarist can excuse his wrong by showing how much he didn’t pirate

ii. For copyright infringement, doesn’t matter how much you DIDN’T take, what matters is what you did take and if that’s substantially similar
Different Approaches to Substantial Similarity

· Ordinary Observer Test: questions on who is the ordinary observer?

· Made from the perspective of the audience that was intended by the author to constitute the commercial market (Dawson v. Himshaw, 4th Cir 1990)

· Intended audience of adult costumes was children and should be judged by them, not the adult customers (Lyons Partnership v. Morris Costumes, 4th Cir 2001)

· Concept and Feel/More Discerning Test: an original compilation of artistic elements may be protectable, so long as accompanied by a more discerning scrutiny of what is in the public domain—a holistic approach rather than filtering out the unprotectable elements

· Comparing the shapes, colors, patterns, and icons on two separate works that incorporated the public domain alphabet. Using a bit of common sense (Boisson v. Banian, 2nd Cir 2001)

· Abstraction, Filtration, Comparison Test (for computer programs):

· Abstraction: break down the allegedly infringed program into constituent structural parts

· Filtration: by examining each of these parts for such things as incorporated ideas, expression that is necessarily incidental to those ideas, and elements that are taken from the public domain, a court would be able to sift out all non-protectible material (looking at merger + external factors, scènes à faire doctrine)

· Comparison: compare this material with the structure of an allegedly infringing program

Computer Associates International Inc v. Altai (2nd Cir 1992): Altai poached a CA employee to come work for them. New employee brought with him the source code for a computer program CA had developed. Altai made a program, and new employee copied 30% of the old company’s code in new code.

1. Once lawsuit was initiated, Altai reworked the code to not be copy and shipped new products with just the new code

a. P contended that despite rewrite, structure of the new program remains substantially similar to P’s program

2. Court using “filtration” analysis in the context of computer-software protection, so as to separate out unprotectible elements before comparing P’s and D’s works (analysis has been extended to works of fictional literature)

a. After the rewrite of the code, there remained virtually no lines of code that were identical to CA’s code ( no similarity at all

Steinberg v. Columbia Pictures (1987): P alleged that D’s promotional poster for a movie infringed on his copyright of an illustration that he drew for a magazine. D’s art director admitted to referring to P’s poster, and that he purchased/hung it on his wall. Sufficient access and probative similarity

1. Court used an “average lay observer” test for substantial similarity—whether an average lay observer would recognize the alleged copy as an appropriation of the original (more rigorous than ordinary observer)

2. While not all the details were identical, many of them could’ve been mistaken for one another

a. The similarity between the buildings depicted in both works cannot be explained by the assertion that the artists happened to choose the same buildings to draw. The close similarity can be explained only by the D’s artist having copied the P’s work. D’s artist used a technique that is a hallmark of the P

b. Comprehensive non-literal similarity: striking stylistic relationship between the posters and style is one ingredient of expression, thus this relationship is significant
c. Fragmented literal similarity: the similarity between the buildings depicted in “Moscow” and D’s poster cannot be explained by an assertion that the artists happened to choose the same building to draw. The close similarity can only be explained by Ds having copied P’s work. Many details could be mistaken for one another

i. D used similar lettering too that the P was known for

Substantial Similarity in Sound Recordings

· Pre-1972: look to state law for protection of sound recordings

· §114 expressly limits the reproduction rights of copyright owners of a sound recording to protection against recordings that directly/indirectly recapture the actual sounds fixed in the protected recording, NOT a recording that consists entirely of an independent fixation of other sounds EVEN if they imitate those in the copyrighted sound recording

· This allows for sound alikes/covers–if a singer who sounds just like Adele records a cover of “Rolling in the Deep,” she is not infringing the reproduction rights in the sound recording (but technically would still be infringing on the underlying composition if unauthorized)

· Issues come up with sampling

· Bridgeport Music v. Dimension Films (6th Cir 2005) said de minimis or substantial similarity test don’t apply when it comes to sound recordings, proper test would be bright line test: get a license or do not sample [minority position]

· VMG Salsoul v. Ciccone (9th Cir 2016): a copying is de minimis and non-infringing if the average audience would not recognize the appropriation

· Copyright infringement requires the copying of a substantial portion of the copyrighted work

Skidmore v. Led Zeppelin (9th Cir 2020):

· Background:

· SOL: §507 limits SOL to 3 years after a claim accrues, but SOL can be based on any new infringement (ex: another concert, another time the song is played on radio)

· No doctrine of laches when it comes to copyright claims, SOL renews if there’s ongoing infringement

· Copyright: Taurus was born before the 1976 act (1967), so it falls into the 1909 Act

· Taurus was unpublished (the sheet music was registered with the copyright office, called deposit copy). When the 1976 act passed, all unpublished works became copyrighted

· Pre-1976, to be “published,” needed to affix copyright notice on the work

· Note: current day “publishing” means being performed. Once performed/put out into the world, would automatically be eligible for copyright

· Sound recordings became copyrightable in 1972

1. Led Zeppelin’s Stairway to Heaven sounded similar to older song, Taurus
a. “What’s the work”: court agrees that deposit copy of Taurus is what’s to be compared to Stairway to Heaven’s sound recording because the 1909 act didn’t protect sound recordings

i. If enforcing a copyright of a 1909 act musical composition, will compare to that deposit copy (not a sound recording of it)

ii. P tried arguing that Led Zeppelin didn’t have access to the deposit copy, but rather the actual sound recording ( to prove access, should allow jury to hear the sound recording of Taurus
1. Court says it’s too prejudicial to have jury hear a sound recording of the song JUST for access, then be limited to a guitarist playing the deposit copy for substantial similarity analysis

iii. Note: when it comes to deposit copies, can have lead sheet (bare bones version) vs. full scoring (full capture of all notations). Here, more of a lead sheet. The similarities lied in the components of Taurus that weren’t captured in the deposit copy

b. 9th circuit rejected the inverse ratio rule (higher level of access/lower proof of copying)

i. Access can still serve as circumstantial evidence for copying (but NOT for substantial similarities)

c. In 9th circuit, 2-part test for substantial similarity:

i. Extrinsic test: looking at the objective similarities of the specific expressive elements in the two works. Breaking the work down into specific musical elements and disregarding all elements that aren’t original ( whether original elements of Taurus are extrinsically substantially similar to Stairway to Heaven
1. Jury decides, having listened to testimony by expert musicologists

2. Experts can’t come to tell the jury about the law, but can explain about the nature of the work to see what is protected vs. what isn’t

3. Note: jury in district court found 2 works not extrinsically similar
ii. Intrinsic test: disregarding all elements that aren’t original ( whether ordinary reasonable person would find the 2 songs substantially similar

d. Selection & Arrangement: court hadn’t included a jury instruction about when unprotected elements are arranged and selected in an original manner, they would be eligible for copyright

i. P making argument that unprotected elements (descending chromatic scales, arpeggios, short sequences of 3 notes) could be arranged in an original manner ( not the essence of the case here so no error

ii. But that argument wouldn’t even apply to all types of copyrightable works, that only applies to compilations when making a phonebook for example

Right to Distribute Copies and Phonorecords
§106(3): owner of copyright has exclusive right to distribute copies or phonorecords of the copyrighted works to the public by sale or other transfer of ownership, or by rental, lease, or lending

· “Distribution” = involves one person parting with ownership or possession of a physical copy so that another might acquire it (not defined in §101, adopting from definition of publication)
§109(a): first sale doctrine
· The owner of a particular copy or phonorecord lawfully made under this title, or any person authorized by such owner, is entitled, without the authority of the copyright owner, to sell or otherwise dispose of the possession of that copy or phonorecord
· Copyright owner would have the right to control the first public distribution of an authorization copy or phonorecord of his work
· However, the copyright owner’s rights under §106(3) cease with respect to a particular copy or phonorecord once he has parted with ownership of it (exhausted)
1. Bobbs-Merrill Co. v. Straus (SCOTUS 1908): P was publisher, in published books put a copyright notice that the price of the book was $1 and would be an infringement to sell it for less. Wholesaler later sold it for 89 cents. SCOTUS said once there was a first sale, the copyright owner relinquished a right to determine price (looking at it in terms of K law, no privity)
2. Did a first sale/distribution ever take place (to allow for FSD defense) or just a licensing agreement?
Vernor v. Autodesk (9th Cir 2010): Autodesk licensed computer software to CTA. CTA sold software with access code to Vernor, who would sell on eBay
a. Software came with licensing agreement that stated AD retained title to all copies, customer had a nontransferable license, and other transfer/use restrictions, and required customers to destroy the copy before upgrading
b. FSD defense not available to Vernor because no sale has taken place, just a license
c. Factors to determine whether user is a licensee:

i. Copyright owner specifies that a user is granted a license
ii. Imposes significant transfer restrictions

iii. Imposes notable use restrictions

d. Allowing customer to possess their copies of the software indefinitely and not requiring recurring license payments is not dispositive

3. UMG Recordings v. Augusto (9th Cir 2011): UMG sent unsolicited CDs with copyrighted music to DJs to play. Augusto (not a DJ) managed to finesse a copy and auction them off. UMG sued, saying he infringed exclusive right to distribute; Augusto claimed first sale doctrine; UMG claimed there was no sale, just a license
a. Court found the mailing did effect a sale of the CDs to the recipients for the purposes of first sale doctrine

i. First sale doctrine not only applies when a copy is first sold, but when a copy is given away or title is otherwise transferred without the accouterments of a sale

ii. Mere labeling as license rather than a sale, although a factor to be considered, not dispositive

1. Parties UMG sent CDs to didn’t agree to make a license; CDs were not tracked; restriction on CDs not enough to create a license agreement

2. UMG has no assurance that recipient has assented or will assent to the creation of any license or accept its limitations (since it’s just blindly sending out CDs)
[K law issues]
b. Augusto selling was subject to first sale doctrine, therefore valid

4. Kirtsaeng v. John Wiley & Sons (SCOTUS 2013): question of whether first sale doctrine applies to works imported from outside the US ( yes
a. Wiley is a publisher that publishes books in the states and outside, has notices in the book that foreign versions should not be taken into the US without permission

b. P, living in the US, asked his family to buy textbooks for him in Thailand and ship to him, and he sold them in the US for a profit

i. No geographic restriction on the “first sale” doctrine 

ii. Lawful manufacture and sale of book in Thailand did constitute a first sale. Lawfully made “under this title” in §109(a) was interpreted as “as if it was made lawfully under US law”
iii. But if someone in Thailand made an unauthorized copy and sold, no FSD defense

c. Decision weakens copyright holders’ distribution rights a bit, because it gives the benefit of first sale to cheaper copies abroad (which can then be resold in America for cheaper than what copyright hold would sell it for)
Public Distribution through Digital Technologies

· A webpage operator or online service that originates infringing content may be held to have effected a distribution of copies in violation of §106(3)

· A digital entrepreneur who runs a website whose content it can supervise or control may also be distributing copies

· On the other hand, the more the digital service resembles a mere conduit for material originated or controlled by others, the less likely its simple, automatic, and indiscriminate relaying of content from one server to another is to be deemed a distribution of copies (ISPs not responsible)

1. London-Sire Records v. Does (MA District Court 2008): transmission of an electronic file constitutes a distribution within the meaning of 106(3) [digital download of an electronic file = violating reproduction/distribution]
a. While the statute requires that distribution be of “material objects,” there is no reason to limit “distribution” to processes in which a material object exists throughout the entire transaction—as opposed to a transaction in which a material object is created elsewhere at its finish

b. While the statute addresses ownership, it is the newly minted ownership rights held by the transferee that concern it, not whether the transferor gives up his own

2. Elektra Ent. Group v. Barker (NY District Court 2008): copyright act didn’t define “distribute,” but it did define one form of distribution, publication. The court equated the scope of distribution right with publication, to hold that the offering of a work to a group of persons for the purpose of further distribution, public performance, or public display constituted distribution under 106(3)

3. Capitol Records v. ReDigi (2nd Cir 2018): D tried to create a platform to electronically resell music that was lawfully purchased (and would work under the FSD)
a. User uploaded music file to ReDigi ( file transferred to ReDigi’s remote server piece by piece by deleting the file from the purchaser’s device (entire file never exists in 2 places at once) ( new customer can buy the song, either download file (delete from ReDigi) or keep it in ReDigi’s cloud and just stream it

b. Even though ReDigi monitors the hard drive to ensure no duplicate file, user can just store the duplicate music file on a hard drive/other computer

c. Resale through ReDigi was infringing because in the course of the transfer, the phonorecord has been reproduced in a manner that violates Capitol Records’ exclusive control of reproduction

d. Transfer to cloud, transfer to buyer’s computer ( at each step, digital file is fixed in a new material object for a period of more than a transitory duration ( creates a new phonorecord = reproduction

i. Doesn’t matter if old file is deleted, new phonorecord is nonetheless being created

ii. Here, computer = phonorecord
e. Court doesn’t even get to distribution question, resolves issue via reproduction
i. Court suggests it would be okay to put electronic file on thumb drive then sell that
f. Fair Use: no fair use

i. Criticism, comment, news reporting, teaching, scholarship, research ( didn’t fall in any category

ii. Amount and substantiality of the portion of the original used in relation to the copyrighted work as a whole ( identical copies (even though that’s not dispositive, strong evidence here)

iii. Effect of copying on the potential market for/value of copyrighted work ( ReDigi’s replicas were sold to the same consumers whose objective in purchasing was to acquire P’s music, and files would never deteriorate
Right of Public Performance
Owner of the copyright has the exclusive right to do and to authorize:
§106(4): in the case of literary, musical, dramatic, and choreographic works, pantomimes, and motion pictures and other audiovisual works, to perform the copyrighted work publicly; [§106(6) for sound recordings]
· To perform a work means to recite, render, play, dance, or act it, either directly or by means of any device or process or, in the case of a motion picture or other audiovisual work, to show its imagines in any sequence or to make the sounds accompanying it audible
· Covers not only initial rendition or showing but any further act by which that rendition or showing is transmitted or communicated to the public 

· Performance can be direct or indirect through device or process (ex: device to reproduce or amplify sounds)

· §101: To perform a work publicly means:

· (1) to perform or display it a place open to the public or any place where a substantial number of persons outside of a normal circle of a family & its social acquaintances is gathered; or 

· Includes semi-public places (clubs, lodges, factories, summer camps, schools)

· (2) to transmit or otherwise communicate a performance or display of the work to a place specified by clause (1) or to the public, by means of any device or process, whether the members of the public capable of receiving the performance or display receive it in the same place or in separate places & at the same time or at different times

· Transmit: to communicate a performance by any device or process whereby images or sounds are received beyond the place from which they are sent

· Performance is public even if recipients are not gathered at a single spot OR receiving the transmission at the same time

· Note: before 1976 act, copyright protected public performance for profit. 1976 Act removed the “for profit” requirement, protecting artists more ( anyone who performs publicly infringes 
1. US v. American Society of Composers, Authors, and Publishers (2nd Cir 2010): Issue whether song downloads from internet companies’ websites constituted performances for which a license was needed (requires separate and additional license)

a. Because the electronic download itself involves no recitation, rendering, or playing of the musical work encoded in the digital transmission, such a download is not a performance of that work under §101

b. The companies’ streaming transmissions themselves are public performances, but the download itself is not

i. Stream renders the musical work audible as it’s received by the client-computer’s memory. This transmission is a performance because there is a playing of the song that is perceived simultaneously with the transmission
ii. Vs. downloads that don’t immediately produce sound. Transmitted at one point in time and performed at another

iii. Transmittal without a performance doesn’t constitute a public performance

c. Court went through each action in “perform” and couldn’t fit download in any of them. Defined:
i. To recite: to repeat from memory or read aloud especially before an audience
ii. To render: to say over: recite, repeat

iii. To play: to perform on a musical instrument, sound in performance, reproduce sound of recorded material, or act on a stage or in some other dramatic medium

“All 3 actions entail contemporaneous perceptibility” (sight and sound)
2. Columbia Pictures Industries v. Aveco (3rd Cir 1986): video rental store offered private rooms for customers to watch their rented movies or their own videos from home; provided the equipment for customers themselves to operate and only allowed family members/acquaintances to join in the rooms
a. Aveco customers, not Aveco, is the one performing the work. So, the right at stake is the authorization of a public performance

i. Performance: displaying the movie
ii. Publicly: even though in a private room open to just family members, taking place in a “place open to the public” [expands the meaning of public to include businesses open to the public]
b. First Sale Doctrine: even though there was an authorized copy sold to the video store, the right at stake here isn’t distribution, it’s the right to perform
i. Copyright rights are divisible & transferring ownership doesn’t affect the exclusive right to do & authorize public performances

3. ABC v. Aereo (SCOTUS 2014): D operates a service that allows subscribers to access live/recorded broadcast television from their web browsers. The service connected a subscriber to their own small antenna (no two subscribers were simultaneously connected to the same antenna). P owned the copyright in some of the programs. D contended that it did not perform, but supplied the equipment, which allows the consumer to perform
a. Does Aereo perform (transmit a performance when subscriber watches a show)? Yes. Is it public? Yes
i. Performance: who is the performer? SCOTUS says they cannot distinguish Aereo’s actions from that of a cable provider. The technological differences do not make any difference in the outcome because they are not meaningful to the subscribers or the copyright owners. Aereo is transmitting, therefore performing

ii. Publicly: subscribers to whom Aereo transmits tv programs constitute the public because Aereo communicates the same contemporaneously perceptible images and sounds to a large number of people who are unrelated and unknown to each other. The Act suggests that the “public” consists of a large group of people outside of a family and friends. The public need not be situated together spatially or temporally. Aereo transmits a performance of P’s CR works to the public w/in the meaning of the transmit clause

1. Expanded the meaning of publicly performed to mean technology that would transmit where people wouldn’t experience at the same time/same place
Right of Public Display

§106(5): in the case of literary, musical, dramatic, and choreographic works, pantomimes, and pictorial, graphic, or sculptural works, including the individual images of a motion picture or other audiovisual work, to display the copyrighted work publicly
· To “display” a work means to show a copy of it, either directly or by means of a film, side television image, or any other device or process or in, the case of a motion picture or other audiovisual work, to show individual images non-sequentially [screenshot]
· §109(c) and (d) are limits:
· (c): FSD-esque exception—owner of a copy can display the copy without authorization from copyright owner
· (d): (c) doesn’t apply to those who got their copy by rental/lease—MUST be owned
1. Perfect 10, Inc v. Amazon (9th Cir 2007): Google images search creates both a thumbnail of pictures from websites (housed on Google’s servers), and when clicking on the thumbnail, a slightly larger image comes up with link to original website. Comes from the jpg stored on the original website, not Google
a. For the embedded link (in-line linking), court used server test: which server does the image reside on
i. No display violation because Google not hosting the image, not on Google’s server

ii. In-line linking is not displaying

2. Goldman v. Breitbart (SDNY 2018): court decided not to apply server test and determined that an embedded link to a tweet containing an unauthorized image was infringing
a. Websites used an embedded tweet in their articles, where the tweet had an unauthorized picture of Tom Brady – P posted the picture to his snapchat story, but never publicly released or licensed his picture, violation of his exclusive right to display the photo
b. Court says Copyright Act doesn’t suggest possession of the image is necessary to display it, just transmitting ( embedding the tweet = “process”
i. Distinguished Perfect 10’s use of server test, because that was a search engine, and users had to make an active choice to click on an image before it was displayed
c. Court denied MSJ because of questions on whether P effectively released the picture into public domain when he posted it on snapchat, fair use, and DMCA protection
Fair Use

§107: Not an infringement of copyright for use of copyrighted work, including reproduction in copies or phonorecords for purposes such as:

· Criticism

· Comment

· News reporting

· Teaching (including multiple copies for classroom use)

· Scholarship, or

· Research

To determine whether the use falls into fair use, looking at factors:

· Purpose and character of the use, including whether such use is of a commercial nature or is for nonprofit educational purposes;

· Note: something isn’t transformative if just repackaged in another medium

· Nature of the copyrighted work; (the OG, not the infringing work)
· Amount and substantiality of the portion used in relation to the copyrighted work as a whole; and

· Effect of the use upon the potential market for or value of the copyrighted work

The fact that a work is unpublished shall not itself bar a finding of fair use if such finding is made upon consideration of all the above factors
In copyright infringement case, copyright owner has burden of establishing copyright and infringement
· Fair use is an affirmative defense. Burden on the defendant to prove
· Fair use applies to each exclusive right (reproduction, display, etc.)

Fair use issue is a mixed question of law and fact. Jury decides factual components. Judge reviews conclusion of whether those facts equal fair use de novo
1. Harper & Row Publishers v. Nation Enterprises (SCOTUS 1985): Nation leaked an excerpt of an unpublished manuscript written by Gerald Ford after leaving the WH. Although the topic was newsworthy, publication was not a fair use
a. Purpose of use: news reporting, but the purpose of the publication was to scoop/commercial use. To supersede the copyright holder’s right of first publication
i. SCOTUS initially said all commercial use was presumptively unfair, but slowly chipped away at this

b. Nature of the work: an unpublished manuscript

i. Court initial gave more leeway to infringer if the original work was unpublished, but Congress addressed this in §107

c. Amount & substantiality: even though only 300 words, those 300 words were the “heart of the work.” Not just looking at quantity, but also quality

d. Effect on market: difficult to quantify how much of an impact there was on future sales of the book. But there were actual damages of $12.5k since Times didn’t pay for the story anymore
i. SCOTUS: “this factor is undoubtedly the single most important element of fair use”

Note: if Ford wrote this while still president, would be considered government work, therefore public domain
2. Campbell v. Acuff-Rose Music (SCOTUS 1994): 2 Live Crew wanted to make a rap parody of Orbison’s Pretty Woman. Initially, they asked P (copyright owner) for permission, but P denied and said they wouldn’t permit the use of a parody. 2 Live Crew made and released the parody anyway. Violation of §106 but for a finding of fair use
a. Purpose and character of use: no longer presumptively unfair just because commercial
i. Rule: question of whether the new work merely supersedes the objects of the original creation, or creates something that is transformative (add something new, with a further purpose or different character, altering the first with new expression, meaning, or message) [vs. direct quotation]
1. Being transformative not absolutely necessary for a finding of fair use, but the more transformative the new work, the less the significance of other factors, like commercialism, when weighing fair use
ii. Here, the new work was a parody, a form of criticism

1. There has to be an objective determination of whether something is parody. Parody requires use of original work to make fun of/make some point of it

a. Parody = about the original (using as a reproduction/derivative work). Infringes to express the commentary it has about the underlying work

b. Satire = not commenting on the underlying work, unrelated. Not a favored use if just taking advantage of someone else’s work (ex: Weird Al)
b. Nature of copyrighted work: creative expressive work
i. Generally, less protection for less creative works (ex: history books with facts)
c. Amount and substantiality: copying isn’t necessarily excessive, even if taking the original’s “heart”…that’s kinda necessary for purposes of parody. Question is what else the parodist did besides go to the heart of the original
i. Even though 2 Live Crew used the same opening riff + first line, the rest was different
d. Effect of use: question of what the market was for rap derivatives for P/Pretty Woman
i. Here, apparently no market for rap derivatives because 2 Live Crew asked for license for a parody and P refused (aka, P doesn’t want to get involved in that market)
3. Suntrust Bank v. Houghton Mifflin (11th Cir 2001): P owned copyright in GWTW. D wrote a parody/critique version (TWDG) which took 18 characters from GWTW. TWDG switches characteristics of white and black characters. The second half of TWDG features a story with plot elements not in GWTW. P sues for copyright infringement, D claims fair use. Fair use is valid

a. Commercial nature outweighed by highly transformative use–D couldn’t have criticized w/o using the copyrighted elements; there are a variety of literary transformations in attributions of the characters and the voice the story is told through; second half contains a new plot

b. GWTW is an expressive work, but targets of parody normally are

c. TWDG had substantial appropriation of GWTW, but parody has more leeway

d. P failed to show that TWDG would supplant demands for licensed alts (P had refused to license this type of parody a lot); no worry for substituting the market for the original

4. Mattel v. Walking Mountain Productions (9th Cir 2003): D took photos of barbies in kitchen appliances as his way of social commentary on beauty standards of women. P sued for copyright infringement (reproduction). Fair use is valid
a. Purpose and character: Mattel passed out surveys to get people’s take on whether they thought the pictures looked like a parody. Court said nah, there’s no caselaw in doing that. Parody is an objectively defined rhetorical device
i. D’s lighting, background, props, and camera angles all serve to create a context that transforms P’s work

ii. By developing and transforming associations with barbie, D created a sort of social criticism and parodic speech protected by the 1st Amendment and promoted by the Copyright Act

iii. Even though D had some commercial expectation for his art (vs. being non-profit), his work was extremely transformative and parodic, so the commercial qualities become less important

b. Amount and substantiality: even though D used the whole doll, it’s harder for him to sever parts of it (vs. if it were a song or written work). He was justified in using it because he wasn’t showing the full doll every time, just parts as blocked off with the props

c. Effect of use: highly unlikely that D’s work will substitute for products in Mattel’s markets or markets of Mattel’s licensees
5. Blanch v. Koons (2nd Cir 2006): D made a painting of 4 feet against a backdrop of food and Niagara Falls. One of the feet was from a photograph P took for a magazine. D manipulated the image a little for his painting; claimed it was his social commentary on commercial images in our consumer culture [appropriation art]. Infringement: reproduction by scanning the image, then created derivative work
a. Purpose & Character of use: P and D had different purposes of creating and using the image, respectively, confirming transformative nature of use

i. D’s purpose wasn’t just to repackage the image

ii. The copyrighted work was used as “raw material” in the furtherance of distinct creative or communicative objectives ( transformative

iii. Note: changing the medium of the image (going from photograph to painting) not sufficient to transform

b. D’s work isn’t necessarily a parody, but satire

i. Rule: parody needs to mimic an original to make its point, whereas satire can stand on its own two feet and so requires justification for the very act of borrowing

ii. D provided enough justification of why he had to use P’s particular work
6. Cariou v. Prince (2nd Cir 2013): P photographed Rastafarian individuals in Jamaica. D created a series by using 28 of those photos and drawing over some, collaging, enlarging, cropping, and/or tinting. Museum canceled a showing for P instead for D

a. D said he didn’t have a different purpose/message than P—court says that is not dispositive of finding transformative use

b. Rule: transformative use is determined by a reasonable observer, not simply what an artist may say about a work

c. Court finds that 25 of D’s works have a different character, give P’s photos a new expression, and employ new aesthetics with creative/communicative results distinct from P’s [court really minimizing what it means to be transformative]
d. Re: 4th factor. Court says the two are in different markets and weren’t in competition (A-list celebrity vs. “struggling” photojournalist)

7. Perfect 10 v. Amazon.com (9th Cir 2007): Google contends use of thumbnails is fair use. Valid 

a. Google’s use of thumbnails is highly transformative (despite commercial use)
i. A search engine provides social benefit by incorporating an original work into a new work—an electronic reference tool. May be more transformative than a parody because it provides an entirely new use for the original work

ii. Making an exact copy of a work may be transformative so long as the copy serves a different function than the original work

b. Nature of copyrighted work: weighs slightly in favor of Perfect 10 (creative in nature), but not so much since they have already published the work on the internet (no 1st publication right issues)

c. 3rd factor neutral to both. Need the full image for purposes of thumbnail

d. Thumbnails don’t hurt P’s market since they’re not a substitute for full-size image (P said they sell thumbnail sized photos and would harm, but court says this is too hypothetical, no evidence)
8. A&M Records v. Napster (9th Cir 2001): Napster users violated copyright holders’ right to reproduction and distribution. Napster contends users are engaged in fair use of the material ( no

a. Purpose and character of use is not non-commercial because a host user is sending a file to an anonymous requester (not personal use) and users get something for free that they’d normally have to buy

i. Rule: direct economic benefit is not required to demonstrate a commercial use. Rather, repeated and exploitative copying of copyrighted works, even if the copies are not offered for sale, may constitute a commercial use [expanded what is deemed commercial]
b. P’s works are creative in nature and cuts against a finding of fair use

c. Works were copied in their entirety (although this is sometimes ok, not in this case)

d. Using Napster reduced CD sales among college students and raised the barrier to Ps’ entry into the market for the digital downloading of music

e. Napster’s identified uses:

i. Sampling: still commercial. More music sampling users download, less CDs purchased, and hurts P’s entry to digital market

ii. Space-Shifting: listening to songs digitally that someone owns a CD of…BS, distribution still going on
BMG Music v. Gonzalez (7th Cir 2005): users who post or download music files are primary infringers
i. D downloaded 1,370 copyrighted sound recordings of songs and claimed she was checking which she wanted to buy first. Didn’t buy 30 but kept on her computer

ii. Even though P sought damages for 30 songs, all downloads violated copyright act. No fair use

iii. Unlike iTunes, because they are licensees and the preview is only 30sec, and users don’t retain copies on their computers are listening to preview
9. Authors Guild v. Google (2nd Cir 2016): Google made digital copies of a ton of books and established a publicly available search function for words/terms in books + snippet view of books to see small section. Fair use
a. Transformative purpose here: no new expression or meaning but this communicates something new and different from the original/expands its utility, contributing to public knowledge
i. Clearly transformative here–the purpose here is to make info on books available and snippet view adds to that purpose by adding context

ii. Profit motivation doesn’t overshadow the transformative use
b. Favors fair use not because P’s works are factual, but because the secondary use transformatively provides valuable information about the original, rather than replicating protected expression in a manner that provides a meaningful substitute for the original
c. Even though search function requires a whole unauthorized copy, it’s not revealed to the public and necessary to accomplish the purpose. For snippet, only 16% is uncovered
d. Snippet view might show the reader a fact which satisfies the need so there is no purchase, but the possibility of that happening isn’t big enough to weigh 4th factor against Google
e. Derivate work argument: Ps don’t have a derivative right in the application of search and snippet view functions of their works–copyright doesn’t include the exclusive right to furnish info to the public of the type at issue here
Well-settled law that searching/indexing doesn’t infringe on copyright rights

10. Sega Enterprises v. Accolade (9th Cir 1992): Sega licenses its copyrighted computer code and SEGA trademark to independent developers, who make games compatible with the Sega systems. Accolade was in licensing talks, but those fell through. So Accolade just reverse engineered Sega video game programs to figure out what it needs to do to be compatible. Fair use is valid

a. Rule: disassembly of copyrighted object code is a fair use of the copyrighted work if such disassembly provides the only means of access to those elements of the code that are not protected by copyright and the copier has a legitimate reason for seeking such access

b. Intermediate copying

i. Copyright Act does not distinguish between unauthorized copies based on what stage of the infringer’s work the copies represent ( intermediate copying is prohibited by the statute, and it may infringe the exclusive rights of a copyright owner whether or not the end product infringes

c. Fair Use
i. D only copied to discover the functional requirements for compatibility with Genesis; Accolade wrote its own procedures based on what it learned

1. D’s direct purpose was to study functional requirements for compatibility ( couldn’t achieve this any other way
ii. Computer programs are utilitarian articles in essence; P is correct that Accolade’s wholesale copying meant copying of protected aspects BUT that was required here

1. Because P’s video games contain unprotected aspects that cannot be examined w/o copying, they have lower degree of protection than more expressive works

iii. Weighs against D since there was disassembly of entire programs. But this factor is of very little weight since the ultimate use was limited

iv. Accolade didn’t try to “scoop” P’s release of any particular game or games but just wanted to be a legitimate competitor in the Genesis games market. Also, the game market is unique in that people will buy more than one game (from P and D)
In cases of interoperability, 2 ways to resolve: (1) fair use, (2) [lack of] originality (copying protected elements?)
Secondary Liability

Types of secondary liability:
· Vicarious liability
· Supervision/right and ability to control of the infringing activity; and

· Direct financial/material benefit
· Contributory liability

· Knowledge of the infringing activity; and

· Material contribution to the infringement (induce, encourage)

· Inducement liability/Grokster: 
· Materially contribute to the infringement; and

· Intent to induce infringement
Note: nothing in copyright act specifically talks about secondary liability, result of common law
No secondary infringement if no proof of primary/direct infringement
Dual-use equipment: something that can be used for legitimate purposes, but can also be used for infringing purposes (ex: copy machine)

1. Sony Corp of America v. Universal City Studios (SCOTUS 1984) [Betamax]:
a. Sony sells video tape recorders (Betamax) ( customers use to record some of Universal City Studios’ copyrighted broadcasts. Was Sony secondarily liable for infringement by selling copying equipment? No. Sony providing equipment that serves a legitimate purpose (private, non-commercial time-shifting)
i. All Sony is doing is supplying the equipment. Has no relationship with the customer after the sale, doesn’t provide them with the copyrighted material to copy, no evidence that any of the copies were influenced/encouraged by Sony’s ads (no actual knowledge, court didn’t want to impute constructive knowledge)
b. Court borrows from patent law: the sale of a staple article or commodity of commerce suitable for non-infringing use is not contributory infringement

c. Holding: in the case of a dual-use device, the sale of copying equipment does not constitute contributory infringement if the product is widely used for legitimate, unobjectionable purposes. Indeed, it need merely be capable of substantial non-infringing use
Peer-to-Peer Services: removes the need for a central server to facilitate copying and exchange of files. Company provides software to users to allow them to communicate with other users on the network, find copies of songs a user wants, and download it from the other user’s computer
2. A&M Records v. Napster (9th Cir 2001): Napster provided software to users to allow access to free copies of music. Indexed the songs available for easier searching
a. Contributory Liability
i. Napster had both actual and constructive knowledge
1. Actual: (1) exec mentioned the need to remain ignorant of users’ real names and IP addresses since they are exchanging pirated music; (2) RIAA informed Napster infringing files exist

2. Constructive: (1) Napster execs have record industry experience, have enforced IP rights other times; (2) execs downloaded copyrighted songs from the system and promoted the site with screenshots listing infringing files

ii. Napster materially contributes to the infringing activity by providing the site and facilities for infringement

b. Vicarious Liability
i. Napster had a direct financial interest in the infringing activity ( more users = more revenue (court doesn’t expand on how this translates to actual $)

ii. Supervision: Napster reserved the rights to terminate accounts for any reason, turning a blind eye is on them. Had the ability to locate infringing material because of the indexes Napster had (taking place on Napster’s “premises,” similar to dance hall)
If selling dual-use equipment, and have actual/constructive knowledge of infringement, wouldn’t be in the Sony defense anymore. Essential element in the Sony case was that there wasn’t knowledge (+ refusal to impute)
· Knowledge could possibly convert staple article of commerce to contributory liability

3. MGM Studios v. Grokster (SCOTUS 2005) [inducement]: 
a. Grokster, a peer-to-peer network, tried capitalizing on Napster shutting down. Differed from Napster by not keeping an index (trying to keep themselves out of the equation)
i. Relying on Sony, claimed they fell under staple article rule because capable of substantial non-infringing use (sharing non-infringing material) ( SCOTUS disagreed. Sony doesn’t defeat the intent element, just the knowledge element
b. Rule: one who distributes a device with the object of promoting its use to infringe copyright as shown by clear expression or other affirmative steps taken to foster infringement, is liable for the resulting acts of infringement by 3rd parties
i. Grokster distributed its product with intent to promote use to infringe
1. Tried capitalizing on Napster’s market
2. Made money through ads on the site (more users = more money)

3. Didn’t have filtering tools to be able to remove copyrighted material (something to compare uploaded material to database of copyrighted music to see if it was infringing)

a. No requirement to use filtering tools but court thought this contributes to their intent because filtering tools were available and Grokster actively chose not to use them
Internet Service Providers (ISPs)
4. Religious Technology Center v. Netcom (NDCA 1995): ex-scientologist posted secret documents online on a bulletin board. Scientologists sued for copyright infringement. Netcom provided internet access to bulletin board. Question on whether bulletin board + ISP were secondarily liable (for purposes of case, assume direct infringement)
a. Contributory:
i. Question of fact whether Netcom had actual/constructive knowledge of infringing posting after receiving a letter from scientologists about his posting (sent back)
ii. Netcom has a level of control/involvement more than a copy shop. If it had sufficient knowledge, it definitely had the means to take down posts and didn’t, thereby materially contributing to infringement
b. Vicarious:

i. Netcom reserved the right to control against users, could have banned users from the board or deleted certain posts
ii. However, no direct financial benefit. Netcom is a fixed fee service, content on the bulletin board has nothing to do with drawing customers to a particular site

1. “More eyeballs make more money” argument doesn’t work here”

Analysis:

(1) Like Sony? Just product distribution without actual knowledge/intent of infringement?
a. Knowledge won’t be imputed
(2) Clear expression/affirmative steps to push for infringement?

Digital Millennium Copyright Act (1998) [DMCA]: amendment to Copyright Act to place the burden on copyright owners to identify and notify service providers of infringements carried by or residing on the providers’ systems
· §512(a): online service providers immune from liability if they are just playing the role of “mere conduit” for the communication of others (infringing material posted by others, OSP just communicates the info through automatic processes, OSP doesn’t select the recipient of the info, info not stored on OSP servers longer than needed) [transmissions]

· §512(b): provides protection to OSP for “system caching”

· §512(c): deals with situations where OSP stores the infringing material on a network for a longer time, at the direction of the user of the material [user uploaded content]

· Liability for OSP limited if:

· OSP doesn’t have actual knowledge that material/activity is infringing
· in the absence of such actual knowledge, is not aware of facts or circumstances from which infringing activity is apparent (“red flag” knowledge); or

· upon obtaining such knowledge or awareness, acts expeditiously to remove, or disable access to, the material
· OSP doesn’t receive financial benefit directly attributable to infringing activity in a case in which the service provider has the right and ability to control such activity; and
· OSP responds expeditiously to remove infringing data if it receives take-down notice from copyright owner

· §512(d): deals with OSP linking users to an online location containing infringing material [links/information location tools]

To qualify for protection under any of the safe harbors:
· Party must be a service provider [§512(k)(1)(B)]
· Must satisfy conditions of eligibility, including adoption and reasonable implementation of a repeat infringer policy [§512(i)(1)(A)], and
· Must accommodate standard technical measures [§512(i)(1)(B), (i)(2)]
· Have a designated agent to receive notifications of claimed infringement [§512(c)(2)]
· §512(c)(3) outlines what a proper notification must have
Note: when a user uploads content online, the provider essentially creates a copy. Provider be liable for direct infringement for creating that copy ( §512 safe harbors protect from both primary and secondary liability
· Filtering not required for §512 purposes (to monitor for infringing uploads) [§512(m)]
5. Viacom International v. YouTube (2nd Cir 2012): Viacom sued YouTube for copyright infringement based on public performance, display, and reproduction of their audiovisual works uploaded by YouTube users
a. Actual knowledge: actual knowledge or awareness of facts or circumstances that indicate specific and identifiable instances of infringement will disqualify a service provider from the safe harbor
i. Court determined that it wasn’t enough to satisfy actual knowledge by just being aware that 80% of content was copyrighted (too general). Need specific identifiable instances (made safe harbor protection stronger)
ii. Management sent emails acknowledging infringing content ( remanded to determine if they were aware of the specific clips in question
iii. Willful blindness may be used to demonstrate knowledge or awareness of specific instances of infringement, whether D made a deliberate effort to avoid guilty knowledge
b. Control and benefit: no specific knowledge requirement for control and benefit provision
i. Requires something more than just the ability to remove or block access to materials posted ( inducement? Remanded to determine whether YouTube had right and ability to control the infringing activity and received a financial benefit directly attributable to that activity
c. “By Reason of” Storage [§512(c)(1)]:
i. Remanded for 3rd party syndication: YouTube transcoded videos to mobile version and syndicated them to Verizon. Wasn’t at the direction of the user. Not the kind of passive activity of YouTube performing its functions. None of those clips were alleged in the suit. Court now knows YouTube is engaged in this sort of activity and wants to know if YouTube was involved in this sort of activity for the Viacom clips
Duration, Renewal, and Termination of Transfers

§302: Duration of copyright for works created on/after 1/1/1978

· Copyright exists for 70 years after author’s death

· Joint works: 70 years after last surviving author’s death

· Works made for hire/anonymous works/pseudonymous works: 95 years from the year of first publication, or a term of 120 years from the year of its creation, whichever expires first

§203: Termination of transfers and licenses granted by the author

· In cases of any work other than work made for hire, the license subject to termination on conditions:

· If grant by author, may be terminated by the author

· If author is dead, depends on who owns the copyright interest

· Termination may be effected at any time during 5 year period beginning at the end of 35 years from the date of execution of grant

· Termination effected by serving an advance notice in writing, signed by owner(s)

1. Original Copyright Act Durations
a. 1790: 2 terms, original 14 years + renewal 14 years = 28 years

b. 1831: increased original term to 28 years + renewal 14 years = 42 years

c. 1906: original term 28 + increased renewal to 28 years = 56 years
Renewal Term wasn’t automatic, needed paperwork to be filed
If not renewed on time, copyright expired, and the work became public domain

2. 1976 Copyright Act: converts to death of author + 50 years

a. Congress gives copyright owner/estate termination rights

b. Copyright runs from moment of creation (no more published requirement)

c. 1998: Sonny Bono term extension act

i. Amended to 70 years after author’s death
3. Eldred v. Ashcroft (SCOTUS 2003): Ps had businesses built on using public domain works. With the 1998 extension for 20yrs, Ps argued Congress was just creating a perpetual copyright for existing works
a. Does the 1998 Copyright Term Extension Act’s extension of existing copyrights exceed Congress’s power under the Copyright Clause? No

i. Congress has extended terms in the past and is just doing its job

ii. Congress wanted to keep up with Berne Convention (because they weren’t admitting copyrights that didn’t extend to the 70-year term). To ensure same copyright protection for American authors as their European counterparts

b. Does the CTEA’s extension of existing and future copyrights violate the First Amendment? No

i. Copyright has 1st amendment protection built in: makes only expressions eligible for copyright, ideas are still free game

ii. Fair use allows public to use expression too

4. Automatic Renewal for Works Published Between 1964-1977
a. Renewal at the initiative of the copyright owner no longer required for pre-1978 works published in or after 1964

b. If renewal is secured by voluntary application and registration in the 28th year, then the renewal copyright vests in the person entitled to renew at the time of the application (to be enjoyed in the 29th year and thereafter)

i. Hypo: A assigns renewal term of copyright to B. Applies for renewal in the 28th year but dies before end of year

1. Because A applied for renewal, it vested in A. So at the end of the year, it will automatically pass on to B because the assignment will be valid

2. BUT if A never applied for the renewal, and it just renewed automatically, the rights to the renewal term vest in the person entitled to renew on the last day of the 28th year, and here, that would be A and in turn, his widower

	Date of Work
	When Protection Attaches
	First Term
	Renewal Term

	Created in 1978 or later
	Upon being fixed in a tangible medium
	Unitary term of life + 70 (or, if anonymous or pseudonymous work, or work for hire, 95 years from publication, or 120 years from creation, whichever is shorter)

	Published 1964-1977
	Upon publication with notice
	28 years
	67 years, second term began automatically, renewal registration optional

	Published 1923-1963
	Upon publication with notice
	28 years
	67 years, if renewal was sought (for works whose first term expired after 1977, renewal registration remained necessary); otherwise in public domain (unless the work is a foreign work in which copyright has been restored)

	Published before 1923
	The work is now in the public domain

	Created, but not published before 1978
	On 1/1/1978, when federal copyright displaced state copyright
	Unitary term of life + 70 (or, if anonymous or pseudonymous work, or work for hire, 95 years from publication, or 120 years from creation, whichever is shorter), but no expiration before 12/31/2002 (if work remained unpublished) or 12/31/2047 (if work was published by the end of 2002)

	Sound recordings fixed before 1972
	Governed by state common law or statute


5. Termination: effectively terminating the grant of copyright/license to use [similar to a reverter]
a. §203 lists guidelines for works under current act
b. §304 lists guidelines for works published and in their 1st or 2nd term as of 1/1/1978
c. Works made for hire cannot be terminated 

d. Effective date of termination, which must be stated in the advance notice, is required to fall within the 5 years following the end of the applicable 35- or 40-year period, but the advance notice itself must be served 2-10 years before the effective date stated in it
e. “Termination of the grant may be effected notwithstanding any agreement to the contrary, including an agreement to make a will or to make any future grant”

i. Marvel Characters v. Simon (2nd Cir 2002): work was created, then after the fact, parties signed a settlement agreement that Simon was an employee, and this was a work made for hire (aka no termination right). Court said Marvel shouldn’t get the MSJ grant, there is evidence that Simon was an independent contractor
ii. Milne v. Stephen Slesinger (9th Cir 2005): M ( Disney in 1930, licensing for initial and renewal period. Widow ( Disney in 1961 for film rights. Son renegotiated K with Disney in 1983, revoked the 1930 and 1961 agreements for a better deal (after agreeing not to terminate). Granddaughter tried terminating the 1930 agreement, could have (but didn’t have to because Disney settled) [withholding use of termination right to leverage for a better K]
iii. Classic Media v. Mewborn (9th Cir 2008): M signed agreement with media company in 1976 to assign her rights to film, TV, and radio. Then in 1978, signed another agreement to assign all other ancillary rights (merchandising, etc.). She retained the right to terminate and was valid to do so in 1996

iv. Penguin Group v. Steinbeck (2nd Cir 2008): Steinbeck croaked and left his interest to his wife (and not his 2 kids from a previous marriage). When wife died, her interests passed on to her own children. 2 kids from prior tried to come back and terminate their dad’s grants (even though wife had signed a new agreement that “superseded” the old one). Court found termination attempt invalid 
	§304(c)
	§203

	1. Grants Covered

	(a) Executed before 1/1/1978
(b) By author or other person designed by §304(a)(1)(C) and §304(c)(2)
(c) Of renewal right in statutory copyright; of 19 year extended renewal term (or, if owner of the termination right failed to exercise the right, of the 20-year second extension of the renewal term)
	(a) Executed on or after 1/1/1978
(b) By author

(c) Of any right under copyright

	2. Persons Who May Exercise

	Author or majority interest of his statutory beneficiaries (per stirpes) to the extent of that author’s share
Or

In case of grant by others, all surviving grantors
	Author or majority of granting authors or majority of their respective beneficiaries, voting as a unit for each author and per stirpes

	3. Beginning of 5-Year Termination Period

	End of 56 years of copyright or 1/1/1978, which is later; if owner of termination right failed to exercise the right at the end of 56 years, he has another opportunity at the end of 75 years of copyright
	End of 35 years from grant, or if covering publication right, either 35 years from publication or 40 years from grant, whichever is earlier

	4. Further Grants

	Generally tenants in common with right to deal separately, except where dead author’s rights are shared, then majority action (per stirpes) as to that author’s share
	Requires same number and proportion as required for termination 


Litigation
1. Exclusive Jurisdiction [28 USC §1338(a)]: the district courts shall have original jurisdiction of any civil action arising under any act of Congress relating to patents, plant variety protection, copyrights, and trademarks. Such jurisdiction shall be exclusive of the courts of the states in patent, plant variety protection and copyright cases.
a. Any copyright case filed in state court will be subject to dismissal for lack of subject matter jurisdiction

b. States USED to have common law copyright. 1976 act federalized copyright law to create a national system

2. Preemption [§301]: 
a. (a) copyright act preempts any other law as of 1/1/1978

b. (b) not preempted if not included in act regarding (1) stuff not fixed in tangible medium of expression; (2) took place before 1/1/1978; (3) not an exclusive right under 106; (4) architectural works that are state/local landmarks, historic preservation, zoning, or building codes

3. Copyright Registration: under 1909 Act, registration was necessary. In modern era, may register, but not necessary to do so to have copyright protection
a. §408(a): At any time during the subsistence of the first term of copyright in any published or unpublished work in which the copyright was secured before January 1, 1978, and during the subsistence of any copyright secured on or after that date, the owner of copyright or of any exclusive right in the work may obtain registration of the copyright claim by delivering to the Copyright Office the deposit specified by this section, together with the application and fee specified by sections 409 and 708. Such registration is not a condition of copyright protection
i. Materials needed outlined in (b)
b. §411: no civil action for infringement of the copyright in any US work shall be instituted until preregistration/registration of the copyright claim

i. Must register a copyright to bring an infringement action

ii. Can’t go into court without having registered

iii. Issue: what if you haven’t gotten copyright certificate yet but you have deposited the required documents, can you sue? SCOTUS (2019) said you need the registration certificate
c. §412: registration a prerequisite to get statutory damages or attorney’s fees
i. Unpublished: must be published before the infringement took place, or
ii. Published: must be registered within 3mo of 1st publication (if infringement took place after 1st publication)
4. Remedies
a. Injunctions [§502]: court may grant injunctions as it may deem reasonable to prevent/restrain infringement; injunction enforceable throughout US. 2 types of injunctions:
i. Court ordered, after winning trial

ii. Preliminary injunction for irreparable harm (needs to be proven)
b. Actual Damages + Profits OR Statutory Damages [§504]: copyright holder makes a choice of which they want at any time before final judgment is rendered
i. Actual Damages
 + Profits: copyright owner required to present proof of infringer’s gross revenue (burden then shifts to infringer to show deductible expenses)
ii. Statutory Damages: can get set amount for ALL infringements per work

1. Between $750 – $30,000

a. Depends whether infringers are individually liable or jointly and severally

2. For this, all parts of a compilation/derivative work constitute one work

3. If court finds infringement was done willfully, statutory damages may increase up to $150,000

4. If court finds infringer wasn’t aware/didn’t think it was infringement, damages may decrease no less than $200

c. Attorney’s Fees & Costs [§505]: court may award to the prevailing party
5. Davis v. Gap (2nd Cir 2001): photo reproduction of Davis’s artistic glasses in ad campaign. P registers copyright and brings suit for (1) actual damages in 2.5mil (claimed licensing fees we would have charged), (2) % of Gap’s profits, (3) 10mil in punitive damages, (4) attorney’s fees
a. Actual Damages: evidence the P accepted $50 for prior license

i. Rule: If sufficient evidence of market value, can use that as a basis for actual damages, even if there is no real license at play
ii. Should be based on objective fair market value, not what the P says they would’ve asked for license
b. Profits: P only submitted evidence that the corporate parent of Gap made $1.6bil. The ad only infringed to Gap label stores and eyewear ( should’ve presented evidence of gross revenues of the label stores, possibly limited to eyewear or accessories
i. “Gross revenue” = gross revenue reasonably related to the infringement, not unrelated revenues
c. No putative damages award in copyright

d. Not eligible for attorney’s fees since registered copyright after infringement (not eligible for statutory either)
6. Dash v. Mayweather (4th Cir 2013): P claimed D performed his song without authorization during D’s entrance in 2 WWE matches ( although copyright was infringed, no damages awarded

a. Actual damages can be calculated by:

i. Amount of revenue that the copyright holder lost as a result of infringement, or
ii. Fair market value of the licensing fee the owner was entitled to charge 

b. P wanted money for the licensing; D showed P never made any licensing money off the song; P never produced evidence to counter that
7. Crunchyroll v. Pledge (N.D. Cal 2015): P posted anime episodes on their website. Paid users would watch ad free, non-paid would watch with ads. D posted the episodes on YouTube (unauthorized); posted videos got 470mil views. P sued claiming those views would’ve been on their ad filled website, asking for 4mil in actual damages ( no damages awarded

a. No evidence that ALL of the people who watched on YouTube would’ve watched on P’s website

b. No evidence that there was a loss in viewership on P’s website during the time episodes were on YouTube

8. Gaylord v. US (Fed Cir 2012): P created sculptures. D got license from someone who took pictures of the sculptures and used the photo on stamps and other merch. P sued for 10% of revenue generated by Postal Service’s infringing use, arguing that he typically receives a 10% licensing fee (and that that was FMV). Postal Service said we’d only give you 5k if we were to license

a. Should look at evidence presented by both sides to determine the FMV of a license to which the parties would have agreed

b. Remanded because the trial court said P would only be allowed 5k, aka ignored P’s side

c. On remand, court approved 10% royalty rate (excluding sale of stamps)

9. Frank Music Corp v. MGM (9th Cir 1985): P owned copyright for a Broadway musical, gave license to D to create motion picture version. D then made a hotel show version, which license didn’t extend to

a. No actual damages: even though P has licensed for shows elsewhere and claims lost profits here, nothing stopping them from putting on their own show in Las Vegas. And the D only used 6mins of P’s show

b. Rule: for profits—indirect profits may be recovered if they are attributable to the infringement
i. Profits: the show drew people to MGM and gambling. Direct profits from show + indirect profits from hotel/gaming can be recoverable

ii. Apportioning the direct profits from the show: ended up 22k (from the overall 2.5mil) ( too low, remanded
c. Just because P’s show was eventually replaced and profits didn’t drop doesn’t mean P’s contribution was unimportant

Statutory Damages

10. Engel v. Wild Oats (SDNY 1986): D reproduced one of P’s photos on shirts. D made 2,500 shirts with the picture resulting in net profits of $1800. P wanted statutory damages since it may be more and would be difficult to ascertain actual damages. Court awarded 20k for statutory damages

11. Bryant v. Media Right Productions (2nd Cir 2010): regarding 504(c)’s “all the parts of a compilation or derivative work constitute one work”

a. P owned copyrights for 2 albums, 10 songs each. 2 Ds posted albums online to download for free

b. Each album considered as 1 work (total of 4 statutory awards), rather than 40 (based on number of songs). Album = compilation (collection of preexisting materials)
i. Would be different if P released each song separately. Here, the copyright holder issued their works as compilations by choosing to issue albums

Attorney’s Fees & Costs

12. Fogerty v. Fantasy (SCOTUS 1994): no automatic award to prevailing P, no need for D to prove suit was brought in good faith

a. Attorney’s fees are to be awarded to prevailing parties only as a matter of the court’s discretion (prevailing P or D won’t automatically get the award)

b. Based on factors of frivolousness, motivation, objective unreasonableness, need in certain cases to advance considerations of compensation and deterrence
13. Klinger v. Conan Doyle Estate (7th Cir 2014): If the prevailing party got good damages already, unlikely to hand out attorney’s fees. But if the lawsuit was frivolous and prevailing party didn’t get much, would be a good option

a. Court awarded P attorney’s fees. D was using predatory business practice, threatening lawsuit if people didn’t pay for licenses. P went through suit and exposed D’s bad practices, and court awarded P with costs and fees
�Judge Hand hated having expert witnesses. Thought that an ordinary observer should be the one determining whether two works are substantially similar





But the issue is that an ordinary observer wouldn’t know what is protected vs. what isnt


�Ex: Nation case, actual damages of 12.5k since Times pulled out of license


�no matter how many acts of infringement are involved in the action, and regardless of whether the acts were separate, isolated, or occurred in a related series
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