TRADEMARK OUTLINE
CHAPTER 1: CONCEPTS OF TRADEMARKS AND UNFAIR COMPETITION
· Trademarks are designed to inform potential buyers who makes the goods on sale (Kp Permanent Make-up)
· Purpose of Trademark: Source identify 
· How you will know who is selling you the goods and then you will able to understand and identify things about it 
· Ex: Mercedes Benz, Kia 
· You’ll know all these things about it 
· The marks themselves tell you more about the good than who actually made it 
· Rstd 3rd - Unfair Competition: It is okay to harm commercial relations of another unless the harm results from:
· Deceptive Marketing practice
· Infringement of TMs
· Appropriation of intangible trade value - trade secrets & right of publicity 
· How did Trademark Law Develop?
· TM Law came through the CL
· So there are some rights that come through the CL and the statutory framework
· TM law comes from the old school law of unfair competition
· INS v. AP
· Facts: INS copied AP’s news that was published on the east coast simultaneously/ahead of AP’s west coast counterparts. 
· There isn’t a concrete claim - so AP argues that it violates the CL right to unfair comp
· Holding: Court granted AP protection against its competitor during the period of initial dissemination of the info to AP’s members.
· Takeaway: “quasi-property” right in the dissemination of uncopyrightable info (news) 
· “The sweat of the brow” - it’s unfair to allow INS to take the info at the last minute that AP put the work to get 
· The right exists between competitors but not the public at large 
· Rule: Stands for a general CL property right against misappropriation of commercial value
· Cheney Bros v. Doris Silk Corp (Unfair Comp) 
· Facts: P makes silks w/ cool patterns - Only for a single season - thus would be impracticable to obtain design patents all of them/would not fulfill the originality” aspect necessary for obtaining the patent
· Thus easy to copy and P has no protection. D copied one of the designs and undercut the P’s prices 
· Rule: A man’s property is limited to the chattels which embody his invention. Others may imitate these at their pleasure
· Court/Analysis: P relies on INS - but court says: 
· “case was not supposed to lay down a general doctrine. To exclude others from the enjoyment of one’s chattel is one thing - but to prevent imitation of it and to set up a monopoly in the plan of its structure - gives the author a power which the Con allows only Congress to create” 
· Court: Does NOT extend the quasi-property right to the fabrics
· Fabric vs news (lol)
· The duration of time 
· A season could be months; vs
· News is hot for a short period of time
· Takeaway: Definite need of unfair comp/trademark to be protected expressly - From here, we can see that the Court is starting to realize the need for a statutory framework (leg protection) of certain aspects (unfair comp)
· Federal/State IP Scheme 
· Sears v. Stifle - DC held that Sears’ lamp was “a substantially exact copy” of Stiffel’s - and court thus held Sears liable for unfair comp. Court of appeals affirmed
· Rule: Federal patent and copyright laws enacted pursuant to Con authority are the supreme law of the land  - Cannot be denied by the states
· The grant of a patent is the grant of a statutory monopoly 
· When the patent expires the monopoly created by it expires too. 
· The right to make the item - including the right to make it in precisely the shape it carried when patented - passes to the public 
· Holding: The lamp sold by Stiffel did not have either a mechanical or a design patent (b/c expired). An unpatentable article, is in the public domain and may be made and sold by whoever chooses to do so. 
· Holding: Sears had every right to design and sell identical Stiffel lamps. 
· Compco Corp v. Day-Brite Lighting, Inc. - P’s product (lighting fixture) had received a design patent, which the court subsequently invalidated. 
· Here there is a patent that expired and the state tries to protect it
· Holding: State unfair Comp claim preempted
· Rule: State has the power to impose liability on those who, knowing that the public is relying upon an original manufacturer’s reputation for quality and integrity, deceive the public by palming off their copies as the original
· However, regardless of the copier’s motives, there is no basis for imposing liability for or prohibiting the actual acts of copying and selling of an unpatented article. 
· Stiffle & Compco Takeaway: We don’t want the states to be meddling with the rights given by the federal gov
· Balance between regulating unfair comp (generally done at the state level) and the federal gov’s use of regulating patents/property rights to provide incentives.
· CL is being subordinate to the federal scheme of IP
· Bonito Boats v. Thunder Craft Boats
· Facts: FL leg passed a law that basically said you couldn’t copy someone’s boat hull using a particular mold copying method. 
· Would be left with a mold that you could then use to copy the boat that was already made. 
· Trying to provide additional protection (on top of patent law) for boatmakers to protect their invention. 
· Issue: The state (FL) is giving additional right that the fed gov is not giving
· Prof: Case does not deal with unfair comp or trademark law
· But it helps us understand the structure of fed law
· Holding: The Florida law went too far and encroached on the federal scheme of protection. 
· Rule: State law cannot encroach on delicately crafted balance that the Fed statutory scheme created 
· Is INS Still Good Law? 
· NBA v. Motorola - P - NBA - attempted to prevent Motorola from divulging the scores of ongoing basketball games to users of Motorola’s paging device. 
· Court: Info at issue did not qualify as “hot news” and that any protection of the info beyond the limited “hot news” context would be preempted by fed copyright act.
· INS “hot news” doctrine limited to situations where:
· i) P generates/gathers info at a cost
· ii) info is time-senstive
· iii) D’s use of info constitutes free-riding on the P’s efforts
· iv) D is in direct competition with P
· v) Ability of others to free-ride of P would reduce incentive for P to produce
· Is NBA v. Motorola Still Good Law?
· Barclays Capital, Inc v. theflyonthewall.com - Says NBA was still good law, but concluded that Barclay’s claim for “hot news” fails by applying NBA and copyright preemption principles to the facts of this case - b/c fly was merely reporting what Ps was recommending 
· Holding: After applying NBA and copyright preemption principles, Firms’ claim for “hot news” misappropriation fails - preempted by copyright act
· Reasons 1 & 2 - falls within the copyright act: (pg 20-21) 
· 3) Firms’ claim is not an “INS-type Hot News” claim
· Fly is not “free-riding” under an NBA analysis
· Firms only seek to protect their Recommendations - something they created with experience - rather than similar to reporting
· Fly having obtained news of the recommendations is not selling the Recommendations as its own.
· Rule: Firm’s ability to make news -by issuing a Recommendation that might affect price of a security - does not give rise to a right control who breaks the news and how 
- Introduction to Intellectual Property 
· Big Picture: Intellectual Property Law
· Mixture of Statutes and CL
· 3 Main areas of IP are patents, Trademarks, and Copyright 
· IP rights are negative right - not a right to do something, but the right to stop someone else from doing something
· Copyright:
· Subject Matter: What can be copyright?
· Rule: Original works that are in a fixed medium…
· Ex: photos, paintings, songs, plays movies, software, sculptures, etc
· Duration: Author’s life + 70 years
· Authority: Comes from the US Con - IP Clause: Article I, Section 8, Clause 8
· “Congress shall have power...to promote the progress of science and useful arts, by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries”
· Delegation: 
· US Copyright Act, 17 USC 101-810, is Fed leg enacted by Congress to protect the writings of authors
· Fed agency charged w/ administering copyright is the Copyright Office of the Library of Congress
· Rights: What does it let the author do?
· Gives the author the exclusive right to reproduce, distribute, perform, display, or license his work
· The author receives the exclusive right to produce or license the production of derivatives of his work
· Limited exceptions = “fair use”
· Patents: Inducing inventors to invent, and then gives it to the public - Public benefits b/c we eventually get the invention, patent holders benefit bc they exclude others from making 
· Subject Matter: What is patentable?
· “Utility “ patents: issued for 4 general types of inventions/discoveries 
· Process, machine, manufacture, or composition of matter 
· Design Patents (ornamental, non-functional characteristics of an article of manufacture)
· Plant Patents
· Duration: 
· Older Patents - 17 years from the issue date
· Newer Patents - 20 years from filing date 
· Requirements:
· Utility Patent - invention must be novel, useful, and not of an obvious nature 
· Authority: US Con, Article I, Section 8, Clause 8
· “Congress shall have power...to promote the progress of science and useful arts, by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries.”
· Delegation: 
· Patent statutes 35 USC sections 101-103 have been enacted by Congress to protect inventor’s discoveries
· Fed Agency that administers patents is: USPTO 
· Appy to USPTO - must disclose how to make the invention. 
· The invention cannot have been in the public for more than 1 year before applying
· Sometimes people will decide to keep something a “trade secret” instead of patent it - b/c with patent would have to disclose
· Ex: coca-cola 
· Rights - what does it let the inventor do?
· Grants the right to exclude others from making, using, or selling the inventor’s discovery/invention.
· TRADEMARKS
· Subject matter: (Definition) 
· Any word, name, symbol, or device, or any combination thereof
· Used, or intended to be used, in commerce
· To distinguish the TM owner’s goods from those of another 
· Ex:
· Words: Laser Jet
· Name: Kodak
· Symbol: Nike Swoosh 
· Device: 
· Sound - NBC chime
· Color - Tiffany Bag
· Trademark vs service mark
· Trademark = used on a good
· Service Mark = used on a service
· Authority:
· US Con, Article 1, Section 8, Clause 3 - The Congress shall have power...TO regulate commerce w/ foreign nations, and among the several states, and w/ the Indian Tribes (COMMERCE CLAUSE)
· Con grant of authority is not express - it relies on the Commerce Clause “to regulate interstate and foreign commerce”
· That is why there is the “used in commerce” req
· Rule: TMs are not exclusively a Fed area
· States may also regulate trademarks - all states have a statute to do so
· This is where the big difference between TMs and patents/ copyrights 
· Delegation
· Congress enacted Lanham Act - 15 USC 1051-1127
· Protects both Registered vs. unregistered mark
· Prof: Lanham act numbering - Trademark lawyers exclusively use the Act’s numbering and not the US Code numbering
· Congress also created an Admin agency (USPTO) to administer the registration of TMs
· Also ppl can file an opposition when another party tries to file for a TM  - Filed with the Trademark Trial and Appeal Board
· Duration
· Trademarks can last forever so long as they are continuously used (TMs are like herpes) 
· Most common way to lose a TM is when a company stops using it - and it then “abandoned” 
· Rights - what does it let the trademark owner do?
· Prohibits others from using a similar mark in a manner that is likely to cause consumer confusion. 
· Has to be similar type of good 
· Ex: trying to make “ford” motorcycles 
· Statutory Definition:
· 15 USC 1127 - The term “service mark”( basically same for Trademark) includes any word, name, symbol, or device, or any combination thereof - 
· 1) used by a person, or 
· 2) which a person has a bona fide intention to use in commerce and applies to register on the principal register established by this chapter, to identify and distinguish the services of one person, including a unique service, form the services of others and to indicate the sources of the services, even is that source is unknown
· Different Types of Marks
· TMs - used in connection w/ goods; helps identify the source of the goods
· Service Marks - Used in connection with services; helps identify the source of the services
· Collective Marks - used in connection w/ a group w/ members; helps identify who is a member of the group 
· - SAG (screen actors guild) 
· Certification Marks - used in connection with a good or services by a certifier; helps identify that the good or service meets the certifier standards 
· UL - mark on your comp charger to see if its safe
· Michellin rating 
· Common Definition of Trademark
· Common Definition of TM = A designator used in commerce; to identify and distinguish the mark owner’s goods from the goods of another
· What Makes a TM Protectable? (we will go through all these sections)(kinda like elements)*
· 1) Designator
· Can include anything - any word, symbol or device, or combination thereof 
· Rule: Must just be capable of distinguishing the mark owner’s goods/services from the goods/services of another 
· Rule: Can’t be functional 
· Kellog v. Nabisco - The name of the good is shredded wheat. Kellog wants to sell the product and describe it as shredded wheat - Nabisco doesn't want them to b/c nabisco sees “shredded wheat” as their brand
· Court: Kellog wins b/c it is generic and can’t be TMed 
· Generic: The consuming public recognizes that name as being the name of the type of good
· 9th circuit Q for determining: Does the name describe:? 
· What are you = then it is generic 
· Who are you = then not generic 
· 2) Used in commerce
· Constitutional req - otherwise no authority over TMs
· What about state TMs? 
· If the designator is used in the state, than generally, that state will have the authority to regulate how it’s used
· States have the authority to regulate commerce within their states
· Each state thus has its own TM law
· 3) To distinguish the mark owner’s goods from the goods of another 
· Rule: Ability, as used or proposed use, to distinguish  owner’s goods from the goods of another 
· Trademarks aren't really trademarks if they fail to distinguish 
· Hanover Star Milling Co. v. Metcalf - Primary and proper function of a TM is to identify the origin of ownership of the article to which it is affixed 
· Relief - Champion Case
· It's still a champion spark plug, and here the defendant properly displayed that it was a refurbished one
· Champion doesn’t have the right to forever forbid the use of their mark to sell
· TM  won’t prohibit the truthful sale of the item
· Rule: TM owner doesn’t get the right to control that item forever. 
CHAPTER 2 - What is a Trademark? (What Makes a TM Protectable?) 
· Definition: TM is a designator (any word, symbol, device, or combination thereof), used in commerce, to identify and distinguish the mark owner’s goods/services from the goods/services of another. 
· 3 Reqs:
· 1) Has to be a designator
· 2) Used in commerce 
· 15 USC 1127 (Lanham Act 45): “Use in Commerce” means the (1) Bona fide use of a mark; (2) in the ordinary course of trade; and (3) not made merely to reserve the right in a mark
· 3) Has to distinguish mark owner’s goods/services from another 
· Has to be distinctive
· Types of Designators
· Can really include anything (Qualitex Case)
· Language of Lanham Act was intentionally broad
· Rule: Any word, name, symbol or device, or combination thereof 
· Rule: As long as designator, as used, is capable of distinguishing the mark owner’s goods/services form the good/services of another
· Rule: CAN’T be GENERIC words/phrases
· Kellogg v. National Biscuit Co. - wordmark for shredded wheat = generic.
· If designator = generic (the name of the thing), then it is NOT distinctive for those goods/services
· Not distinctive = the designator is incapable of distinguishing the source of the goods
· If designator is NOT distinctive then it is NOT a protectable mark (thus “Generic Mark” = oxymoron b/c a mark can’t be generic) 
· Ex: First Aid - for bandages/items which make up a first aid kit
· Rule: CAN’T be Functional 
· Usually, functional items are covered by patents - once that protection ends, patent owner can’t reclaim it via TM 
· Kellogg Co v. National Biscuit Co - 
· National biscuit did not have exclusive right to sell pillow-shaped shredded wheat after expiration of patent 
· The patent shows that this is pillow shape also had function 
· 1) Words as Designator
· Ex: Sprite, Chiefs, 
· Coachella is an example of a word mark that although is a geographic description it has come to mean the festival 
· Slogans
· Rule: Protected as long as they are distinctive
· Ex: “Just do it”, “Im lovin it” 
· Rule: If just a descriptive slogan - it will need to acquire Secondary Meaning. 
· See: Roux Labs v. Clairol; In re Boston Beer; “Once a Marine, Always a Marine”
· 2) Personal Names
· No per se legal right to use one’s legal name in one’s biz own biz. 
· Peaceable Planet v. Ty, Inc. - Both companies make a toy camel named “Niles. PP started selling first but only only a few 1000. Ty started selling the next year and they made millions (way bigger company)
· Court: Niles is not distinctive enough to serve as a designator. TY loses
· Court: Reasons for reluctance to allow personal names to be used as TMs
· 1) reluctance to forbid a person to use his own name in his own biz
· 2) Some names are so common - that consumers will not assume that 2 products having the same name therefore have the same source. 
· 3) Preventing a person from using his name to denote his biz may deprive consumers of useful info
· Court: Rationale for the personal-name rule doesn't apply in this case
· PPs use of the name Niles for camels is not preventing a random camel in the desert form using its name lol
· Making Ty use a different name for its camel would NOT deprive consumers of valuable info about Ty or its camel 
· 3) Symbols
· Ex: Nike swoosh, Apple, mcdonald’s arches 
· Mishawaka Rubber & Woolen Manufacturing Co v. S.S. Kresge Co
· Court: P’s symbol is a protectable TM - Protection of TMs is the law’s recognition of the psychological function of symbols 
· TM is a merchandising shortcut which induces a ruchaser to select what he wants, or what he has been lead to believe he wants 
· 4) Color (Trade Dress) (73-80) 
· Qualitex v. Jacobson Products Co. 
· Issue: Can color (alone) be a mark?
· Court: Yes, when it has acquired Secondary Meaning 
· Note: split among circuits 
· Note Interplay w/ Functionality - Color can’t just be merely functional - but when the color is not essential to product’s function and is being used to identify/distinguish source of good - competitors are not being disadvantaged functionally 
· Rule: The color has to make it so consumer distinguish the good/service based on the color - won't be a TM until then 
· Ex:  Red & yellow (mcdonalds), Fedex (white and purple)
· 5) Product Packaging (Trade Dress)
· Walmart v. Samara Bros  
· Rule: Packaging is often just functional - so going to be held to a higher burden and the packaging must have secondary meaning and distinctive enough
· Two Pesos, Inc v. Taco Cabana - trade dress (see later outline) 
· 6) Scents & Sounds 
· Rule: Scents can be if they are distinctive enough (Chanel No. 5) 
· DISTINCTIVENESS
· Rule: For a mark to be protectable it must be distinctive
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· Descriptive marks may become distinctive, and therefore maybe protectable. Descriptive marks describe the goods or services 
· Q: How does a mark that’s merely descriptive become protectable?
· A: It acquires secondary meaning 
· In re Quik Print 
· Rule: Mark is merely descriptive if it immediately conveys to one seeing/hearing it knowledge of the ingredients, qualities, or characteristics of the goods/service with which it is used. 
· Whereas a mark is suggestive if imagination, or perception is req to reach a conclusion on the nature of the good/service
· Court: “QUIK” describes the qualities/characteristics of biz’s services - B/c this quality/characteristic of the Ap’s service come immediately to mind, we are satisfied that the mark QUIK-PRINT is merely descriptive 
· Secondary Meaning
· Rule: Marks that are not inherently distinctive require proof of Secondary Meaning
· Acquired secondary meaning = essentially means acquired distinctiveness
· Factors: (Pebble Beach v. Tour 18 - and other cases)
· Length and Manner of use
· Volume of sales
· Amount and manner of advertising
· Nature and use in newspapers/mags
· Consumer survey evidence
· Direct consumer testimony 
· D’s Intent in copying trade dress
· Evidence of actual confusion 
· Other evidence
· American Waltham Watch co v. US Watch CO
· Rule: A geographic term may be protected as a trademark if it has acquired a secondary meaning and become associated with a specific user’s products.
· Here, the mark (Walthham) is descriptive
· Thus to be a mark it must have secondary meaning 
· Here, consumers now recognize the word Waltham on watches as meaning it comes from these guys
· Thus they have TM rights in the mark - due to their extensive (100+ years) long use 
· ALL SEE HANDOUT #1 - for Distinctiveness, etc
CHAPTER 3: OWNERSHIP & USE
- A. Trademark Use
· Thoroughbred Legends LLC v. Walt Disney Co. - In 2004, Thoroughbred Legends, LLC (P) applied for a service mark for “RUFFIAN” in connection with entertainment services, including movie production. Thoroughbred contacted TV channels, began collecting memorabilia associated with the horse, and contacted a number of people associated with the horse for interviews. 
· But never actually used the mark 
· Also in 2004, Walt Disney Company (D) began production on a movie about the same horse, called “Ruffian.” - In 2007 the movie aired
· Thoroughbred sued Disney for trademark infringement.
· B/c the mark and movie’s title are identical and that the film is deceptive b/c the consumers would believe jockey/trainer sponsored/endorsed it
· Holding: Disney Wins - Disney did not infringe “Ruffian” mark 
· Plaintiff failed to show that the alleged “Ruffian” mark was ever used to signify origin to customers and competitors - which is the primary function of TM law. 
· P did not use the mark to identify the source of any service, but merely described it and claimed rights to the mark 
· Rule: To maintain a suit for TM infringement, the P must demonstrate that it uses the mark to signify origin to customers and competitors.
· Rule: A trademark owner must use the trademark as a trademark in commerce. 
· A person cannot own a trademark without actually using it. 
· The mere assertion of ownership is not sufficient. 
· Types of Use: 
· Technical Use: Use which can be used to register the mark 
· Constructive Use: Created by filing Intent to Use
· Analogous Use: Use analogous to TM use, not adequate to use to establish “technical use” but can be used to establish priority rights against subsequent user
· Token Use: Merely made to create TM rights, NOT adequate to establish rights 
- B. Ownership (Concurrent Use) 
· Question: Who owns a mark?
· Answer: Who ever uses the mark, as a mark, in the ordinary course of biz, first in that territory 
· Rule: Ownership is established by priority of appropriation
· Priority established NOT by conception but by bona fide usage 
· Joint-Endeavors:
· Issue: Who owns the mark in the case of “joint endeavors/joint ventures” 
· Rule: Determining ownership in these cases:
· (1) identify the quality of characteristic for which the group is known by the public; then 
· (2) determine who controls that quality or characteristics
· Bell v. Streetwise: P’s (Bell) were members of group New Edition. D was the record producers/record label. P sued to enjoin D from further use of the service mark “New Edition”. Ds counterclaimed seeking to enjoin P’s from using the mark . 
· Holding: Ps own the mark
· The quality which the mark “New Edition” identified was the 5 Ps with their distinctive personalities and style as performers - thus the “goods” are entertainment services P’s provided. 
· No one controlled the quality of their personalities and style, thus P’s owned the mark “New Edition” 
· Crystal Entertainment & Filmworks v. Jurado - Predecessor in interest to Crystal Entertainment (P) formed “Exposé,” a girl dance band. Originally did not do well
· Jeanette Jurado, Ann Curless, and Gioia Bruno (current members) (Ds) replaced the original members of Exposé - first album went platinum/they became very successful 
· Ds paid licensing fees for use of the Expose name to P for several years, but later claimed they owned the Expose mark and the goodwill associated with it
· Crystal asserted limited control over the band 
· Crystal brought suit for trademark infringement
· Court: Found in favor of the band members
· Crystal did not sufficiently demonstrate that it appropriated the trademark prior to 1986
· B/c Crystal did not establish ownership prior to the current members joining the band - the true owner of the mark is the entity that controls the nature and quality of the services performed under the mark.
· The quality of the services performed under the mark Exposé is the singing and dancing ability of the current members. 
· The current members have been identified with the mark since 1986 - Ppl going to an Exposé concert today would expect to see the current members perform. All goodwill associated with the mark belongs to the current members. 
· Crystal has exercised limited or no control over the group and the name Exposé since 1986
- C. “Use in Commerce” (Use of TMs) 
· 15 USC 1127 (Lanham Act 45): “Use in Commerce” means the (1) Bona fide use of a mark; (2) in the ordinary course of trade; and (3) not made merely to reserve the right in a mark
· Used in a way sufficiently public to identify or distinguish the marked goods in an appropriate segment of the public mind as those of the adopted mark
· Use must be real, not sporadic, nominal or intended solely for TM maintenance
· Means the bona fide use of a mark in the ordinary course of trade
· Not a use if made merely to reserve a right in a mark’
· Not a use if its secret use or merely an internal use 
· The meaning of commerce in the registration context is the SAME as in the infringement context 
· Trademarks: 1127(1): A mark shall be deemed to be in use in commerce on goods when:
· (A) mark is placed in a manner on the goods or their containers or the displays associated therewith or on the tags or label affixed thereto, of if the nature of the goods makes such placement impracticable, then on docs associated w/ the goods or their sale; and 
· (B) the goods are sold or transported in commerce
· Service Marks: 1127(2): On services when it is used or displayed in the sale or advertising of services and the services are rendered in commerce, or the services are rendered in more than 1 State or in the US and a foriegn country and the person rendering the services is engaged in commerce in connection w/ the services 
· “Token Use” - Claimant would make essentially fictitious use of the selected marks in order to create a record sufficient to support an assertion to the USPTO that the mark had been used in interstate commerce and therefore, eligible for registration 
· Congress amended Lanham Act: “in the ordinary course of trade, and not merely to reserve a right in a mark” 
· Procter & Gamble v. Johnson & Johnson - P&G devised a “minor brands” program to attempt to maintain registrations of 100s of TMs for goods that P&G was not in fact selling 
· Court: Ultimately invalidates all these TMs b/c they weren’t being used in actual ordinary course of biz
· Couture v. Playdom - Couture tried to registered PLAYDOM mark for his entertainment services co - submitted screenshot of website under construction, contact info, but didn’t actual render any services until 1 year later
· In the meantime a different service adopted PLAYDOM mark for entertainment purposes and petitioned to cancel Couture’s registration b/c the mark was not used in commerce. 
· Court: Couture failed to use service mark in commerce at the time of his registration application.
· Rule: To qualify for registration - L Act requires that the mark be both used in the sale or advertising of services and that the services themselves have been rendered in interstate or foreign commerce
· Larry Harmon Pictures Corp v. William Restaurant Corp - P - Larry Harmon (aka Bozo the Clown) opposed registration of the mark “BOZO’S” for restaurant services
· Applicant was a single restaurant in Mason, TN
· Harmon argued that registration should be denied b/c operation of a single restaurant did NOT constitute “use in commerce” w/n meaning of the Lantham Act
· Issue: Whether the board correctly concluded that the “use in commerce” req set forth in Section 3 of the Lantham Act is satisfied by the service in a single-location restaurant of interstate customers. 
· Court: Affirmed the board - rejected Harmon’s argument - BOZO’s restaurant satisfies the “use in commerce” req
· In In re Gastown (7 years later) - the court held that the automobile service shops operated by appellant on fed highways, but only in the state of Ohio, established that service had a direct effect on interstate commerce and were sufficient to show that applicant’s mark was used in commerce within the meaning of Section 3 and 45 of the Lantham Act
· Rule: BOZO’S mark has been used in connection w/ services rendered to customers traveling across state boundaries
· It is not req that such services be rendered in more than 1 state to satisfy the use in commerce req
· Rule: Sales are NOT the only way, see “transported” language of 15 USC 1127 - Transportation + bona fide intent can be enough 
- D. Priority of Use 
· Blue Bell v. Farah Manufacturing Co. (CL) - Blue Bell and Farah were two prominent, nation-wide manufacturers of men’s clothing. They created identical TMs, “Time Out” for new lines of men’s slacks and shirts (substantially identical in appearance)
· July 1973 - Farah (D) sent out a pair of slacks featuring the mark to its regional sales managers (managers paid for the costs)
· 1st shipments to customers went out in September 1973.
· Blue Bell manufactured several hundred labels featuring its Time Out mark and attached them to existing pairs of its “Mr. Hicks” slacks
· Blue Bell began production of actual “Time Out” line in Aug and planned shipments of the new product for Oct
· Issue: Which party established prior use of the “Time Out” mark in trade? 
· Holding: D (Farah) had priority of use b/c it shipped its “Time Out” clothing to the public before P 
· Test to Establish Priority of Use: The question of use adequate to establish appropriation remains one to be decided on the facts of each case:
· (1) Was there adoption by the mark owner
· (2) Was there use in a way sufficiently public to identify or distinguish the marked goods in an appropriate segment of the public mind as those of the adopter of the mark
·  Although Farah shipped exs of its “Time Out” mark alongside specific goods to regional sales managers, those shipments did not constitute a bona fide use for purposes of establishing trademark rights
· Accordingly, Farah’s trademark rights did not vest until shipments of clothes were actually made available to consumers in Sept. 1973
· Blue Bell’s shipment of “Time Out” branded tags attached to “Mr. Hicks” slacks failed to establish trademark rights in its own Time Out mark. 
· Blue Bell’s rights in its “Time Out” mark were not established until the new clothing bearing the mark was shipped out to customers in Oct. 1973
· Rule: Trademark rights are established only after a bona fide use of the mark in commerce
· TM rights vest only after a mark has been associated with specific goods or services and actually used in the intended market. 
· Preliminary steps, even substantial ones, are not enough to establish trademark rights
· No need to affix the mark to the good - packaging, advertising, etc = ok.
· Rule: Token sale/use” doesn’t per se, invalidate an application for the mark - but the owner cannot rely on that earlier date, and an application to register the mark by relying on “token sale” could taint registration (considered bad faith) 
· Hana Financial v. Hana Bank (tacking) (Scotus case) 
· Tacking = A party can clothe a new mark with the priority position of an older mark. 
· Rule: Available when the original and revised marks are “legal equivalents” in that they create the same, continuing commercial impression. 
· Rationale: TM user ought to be permitted to make certain modifications to their marks over time w/o losing priority.
- E. Concurrent Use 
· What happens when 2 marks collide?
· Most often occurs: similar/identical goods, but geographically separate, but then expansion by one creates confusion. 
· United Drug Co v. Theodore Rectanus Co (1918) - Ellen Regis registered Rex as a TM in Massachusetts in 1898 and Rex was sold throughout New England 
· United Drug Company (United Drug) (P) bought both the business and the trademark rights in the Rex mark
· United Drug had four Rexall stores in Louisville, Kentucky and started selling Rex in Louisville in 1912
· Rectanus was a resident in Louisville, Kentucky and marketed “Rex”, a blood purifying drug, in the Louisville area through the Theodore Rectanus Company (Rectanus Company) (D)
· In the decades before United Drug’s expansion into the Louisville, Kentucky market in 1912, neither United Drug nor the Rectanus Company were aware of each other’s use of the Rex mark
· In 1912, United Drug sued the Rectanus Company for trademark infringement and unfair competition and sought an injunction to stop the Rectanus Company from using the Rex mark
· Holding: United Drug was not entitled to an injunction against the Rectanus Company
· Although Regis began using the Rex mark 6 years prior to the Rectanus Company, the Rectanus Company was the mark’s exclusive user in Louisville, Kentucky for nearly 2 decades
· Rectanus developed/marketed the Rex mark in good faith, having no knowledge that United Drug was selling a similarly named drug in New England. 
· It would be unfair for the Rectanus Company to be prohibited from using the Rex mark now just because United Drug entered the Louisville market later.
· Rule: A trademark owner does not have territorial rights for a mark in geographic areas where the owner does not yet do business
· Generally, priority of use determines who has ownership rights in a mark: the 1st one to use the mark gets the ownership rights. 
· However, if a similar mark has been used in good faith in different geographic areas, then the later-user of the mark may still assert ownership rights to the mark for use in his own geographic area
· Prof: When you fed register = constructive use(ntc) to all states 
· If someone was in a specific geographic location already using the mark - they won’t lose it (only in that state/area)
· Thrifty Rent-a-Car System v. Thrift Cars, Inc (Concurrent Use Today) 
· Thrifty Rent-a-Car System, Inc. (Thrifty) (P) commenced operations in 1958. 
· On July 26, 1964, Thrifty obtained Fed TM registration for the mark “Thrifty Rent-a-Car System.” 
· In 1967, Thrifty opened a branch in MA. 
· Thrifty eventually became the 5th-largest car rental agency in the world, with 23 MA locations.
· Thrift Cars, Inc. (Thrift) (D) commenced operations in East Taunton, MA in 1962. 
· Thrift was a local outfit, limited to business in Massachusetts. 
· As of July 26, 1964, Thrift’s business was limited to East Taunton, except for sporadic rentals to other areas of the Commonwealth.
· In 1970, Thrift began operations in Nantucket. Even after 1970, Thrift maintained an East Taunton address and phone #, and continued to advertise in East Taunton.
· Thrifty sued Thrift for trademark infringement. The parties stipulated that their names were confusingly similar
· Issue: Does a junior trademark user have a right to continued use of an otherwise infringing mark in a remote geographical location if the use was established prior to the senior user’s federal registration of the mark?
· Holding: Thrift’s limited area defense is valid within East Taunton but not outside. 
· Thrift (D) permitted to continue using the mark in East Taunton and enjoined from using elsewhere  
· Thrifty (P) prohibited from operating in East Taunton, MA or from advertising in any media principally intended to target that community. 
· Rules: 
· 15 USC 1065 (Lanham 15) - A party which has successfully registered & continued using a Fed service mark, has an incontestable right to use the mark throughout the US in connection w/ the goods or services with which it has been used. 
· 15 USC 1072: Fed registration puts all would-be users of the mark (or confusingly similar mark) on constructive notice of the mark 
· Limited Area Exception (15 USC 1115(b)(5)) (Lanham Act 33(b)) - Gives a Jr user the right to continued use of an otherwise infringing mark in a remote geographical area if that use was established prior to the other party’s Fed registration. 
· Jr user is permitted to maintain a proprietary interest in the mark even though it has no general Fed protection through registration. 
· Reqs:
· (1) Jr user must have used the mark continuously in that location before the fed registration of other mark, to trial 
· (2) Use must have been in good faith without initial Ntc of other mark 
· Jr user must also show the extent of the trade area on which the jr user used the mark prior to senior user’s fed registration. 
· Party challenging the fed registration/Jr User has the burden of showing continued and actual market presence in order to qualify for limited area exception. 
· Prof: Thrift came first in Taunton - But Thrifty came first everywhere else bc of their fed registration - Thus Thrift only has its rights in Taunton
· Concurrent Use on the Internet
· Dudley v. Healthsource Chiropractic Inc. - P opened his chiropractor biz in Rochester, NY in 2003, under name “Healthsource Chiropractic” and registered the domain name “healthsourcechiropractic.com”.
· D is an Ohio corp that franchises 325 chiropractic offices nationwide under the “Healthsource Chiropractic” mark
· D opened 1st office in 2006. In 2007, it opened a franchise in Rochester, but agreed w/ P to use the mark “HealthQuest” for that location to avoid confusion. 
· P sued, arguing he was senior user of the mark in the 5-county area around Rochester and on the Internet. 
· Holding: P does NOT have exclusive rights to use the mark on the Internet. 
· Rule: The internet is NOT a geographic territory and rights of concurrent users would be substantially harmed if 1 user were able to monopolize the internet. 
· Parties cannot claim exclusive rights on the internet. Use of the Internet cannot be manipulated to intrude on another’s territory in bad faith. 
· Domain name is registered in bad faith if done “with the intent of expanding its use of the shared mark beyond its geographically restricted area” 
· Prof: Court does not give an answer, it gives a problem
· Dawn Donut Co. v. Hart’s Food Stores, Inc (2nd Cir, not followed in all circuits) 
· Facts: P continuously used the mark “Dawn” on bags of donut mix, which is shipped and sold to bakers in various states from its Michigan warehouse. P registered the mark federally in 1927 and renewed July 6, 1947. 
· D imprints the name “Dawn” on donuts and sells them at the bakery inside its retail stores within 45-mile radius of Rochester, NY. 
· Holding: NO likelihood of confusion b/c of the distinct geographic areas - thus no injunction. 
· But if the registrant were to expand its biz, it could obtain one b/c of its federal registration 
CHAPTER 4 - Registration of Trademarks
- A. Counseling Clients to Adopt “Good Marks”
· Marks should be distinctive 
· Stronger marks are better than weaker marks 
· Classification of Marks - distinctive, suggestive, arbitrary, fanciful
· Proposed marks that are descriptive of the goods/services pose problems. Both in terms of establishing rights & permitting competitors to use the descriptive term. 
· Counsel clients to use mark consistently
· If not it’ll make it harder for consumers to associate the mark w/ their good/service
· Marks should be used as a mark (not a verb) 
· Marks should be carefully and thoughtfully selected - think about foreign languages
· Clearing a Mark w/ Search
· Preliminary Search - Google, USPTO database, trade papers, & trade shows
· Professional Search - Obtain search report and analysis by attorney
· File an Intent To Use Application - will be assessed by USPTO and then published
- B. Advantages of Federal Registration 
· Nationwide Protection from the date of application
· Prevents senior users in limited geography
· Incontestability 5 years after ® (and file affidavit USPTO) 
· Stop foreign infringing goods at the docks
· Mark is presumed valid during litigation
· Get to use ® symbol - provides constructive notice that the mark is registered 
· Need to use if registered to get damages 
· Companies are starting not to use it - and that's a bad thing to do! 
· If not federally registered - Don’t use ® 
· Contrast with ™ - “™ “ is used for unregistered trademarks (“SM” for unregistered service marks) 
- C. Registration of Marks - Things to Consider
· Consider filing State TM applications b/c it help with dilution claims
· Consider filing federal (US) applications 
· Consider filing foreign TM applications
· May use US filed applications as basis
· May also use foreign application as basis for filing in the US 
- D. Federal Registration of Marks Process 
· 1) Prepare and file application
· Filing basis (5 discussed below) 
· Drawing of mark (not same as specimen) 
· Drawing - submitted to USPTO w/ application to show what the mark IS
· Specimen (if filing basis is “Used-Based”) 
· Specimen - submitted to show USE of mark on or with the goods/services 
· 2) Application Examined 
· USPTO assesses whether the language used to describe the goods/services is acceptable? 
· Would the applied for mark cause a likelihood of confusion w/ any prior applications or use? 
· All other formalities of the application are in order?
· Signed?; Paid fees?
· If something is not acceptable - USPTO gives an “Office Action” - can either respond/correct 
· If all is OK - then the application is published for opposition (Official Gazette) 
· 3) After published, opposition period begins 
· Rule: 30 days for any party who believes it may be damaged by the registration can oppose
· Additional requests of time extensions up to 18 days 
· 4) Assuming no opposition is filed, applicant has 6 months to file a Statement of Use
· 6-month extensions of time available up to an additional 2.5 years
· 5) Once the Statement of Use is Filed -> The Mark is REGISTERED
· Rule: Priority date springs back to the filing date, not the first use date 
· Maintenance of Registration: 15 USC 1058 (Lanham Act section 8)
· Renewal of Registration: 15 USC 1059 (Lanham Act section 9) 
- E. Supplemental Register 
· Rule: Marks not registrable on the “Principal Register”may be registered on the Supp Register if they are “capable of distinguishing the applicant’s goods or services” 
· Just have to be “capable” of distinctiveness - need not distinguish applicant’s goods or services from those of others. 
· Thus descriptive terms, geographic, or surnames may find a home on the Supp Register 
· Rule: Intent-to-use regime applies only to the Principal Register
· However, an ITU app can be amended to the Supp Register upon filing of an amendment to the applying alleging use. 
· Apps based on foreign reg in the country of origin need not allege use in order to be eligible for supp registration. 
· Rule: Registrant is permitted to use the registration ntc and sue in fed court. 
- F. Filing Bases and Application Process
· 5 Bases for Registration in the US
· (1) Use In Commerce
· 1051(a) aka “1(a) Application” 
· (2) Bona Fide Intent to use the Mark in Commerce 
· “ITU Application”; permitted under 1051(b) aka “1(b) application”
· (3) Ownership of a Qualified Foreign Registration
· 44(e)
· (4) Ownership of a Qualified Foreign Application 
· 44(d) 
· (5) Ownership of an International Registration that has been extended to the US
· 66 Protocol Extension 
· (1) “USE in Commerce” Bases: 15 USC 1051(a) [Lanham Act 1(a)] 
· Reqs:
· 1) Must allege Use in commerce
· Use in the ordinary course of biz
· “Declaration of Use” filed w/ app
· 2) Set forth the 1st use dates anywhere & 1st use date of mark in commerce for each class of goods/services
· 3) Attach specimen showing actual use of the mark in commerce 
· Broadened definition of use permits broader specimens
· Rule: “use in commerce” = lawful use in commerce 
· Thus registration will be denied to a mark where it would be illegal under fed law to sell/distribute the good
· (2) INTENT to USE (ITU) Bases: 15 USC 1051(b) [Lanham Act 1(b)] 
· Practical Procedure:
· After an ITU app is approved by the USPTO, and either no oppositions are filed or, if filed, are overcome - a Notice of Allowance issues.
· In order to obtain registration, an ITU applicant must use the mark is commerce for the covered goods/services
· After a Notice of Allowance issues - the applicant has 6 months to file a Statement of Use for the goods/services in which the mark is being used, in which states the 1st use dates in commerce and anywhere, and provide specimens of use for each class of goods/services. 
· If ITU applicant cannot do so - they can apply for a 6 month extension of time up to a total of 5 times (Possible max of 3 years from the date of Notice of Allowance).
· If a Statement of Use is NOT filed w/n the allowable time, the application will be deemed abandoned. 
· Arose in the 1988 TM Revision Act
· Broadened definition of use
· Mark no longer need to be affixed to good 
· Removed so-called token use doctrine 
· “Bona fide use of a mark in the ordinary course of trade” and not made merely to reserve a right in a mark”
· Added ITU App
· Rule - 1051(b): Person who has a bona fide intention, under circumstances showing the good faith of such person, to use a TM  in commerce may apply to register the mark on the principal register 
· Prohibits Trafficking in TM Apps: Lanham Act section 10
· Rule: Trafficking in Marks Not allowed, but you can sell an ITU application in connection w/ the sale of all the biz assets and efforts related to the applied-for marks 
· Rule: Assigning of ITU prior to filing Statement of USE VOIDS the App - The “Clorox Rule” (Clorox v. Chemical Bank)
· Rule - Applicant must have a bona fide intent to use the mark w/ the recited goods/services in the application 
· MZ Berger v. Swatch AG - what does it mean to have a bona fide intent to use the mark?
· Facts: Berger filed an ITU app for the mark “iWatch” for 3 categories of goods: watches, clocks, and related accessories.
· Swatch AG (P) was a direct competitor to Berger &f iled an opposition to Berger’s “iWatch” application, alleging confusing similarity to its “Swatch” mark and that Berger lacked a bona fide intent to use the mark at the time of filing the application
· TTAB - Berger  lacked any genuine plans to use the mark in commerce
· Berger appealed 
· Issue: Did Berger have a bona-fide intent to use?
· Holding: No -  Berger failed to present sufficient objective evidence of a bona fide intent to use the “iWatch” mark in commerce. 
· Berger employees offered conflicting testimony and were unable to provide a consistent story of any potential goods that might carry the mark
· Rule: An intent-to-use TM application will only be granted if the applicant at the time of the application has a bona fide, firm intent to use the mark in commerce and such intent can be demonstrated through objective evidence
· Bona fide intent = applicant must demonstrate through a totality of the circumstances a firm intent, based on objective evidence, to use the mark in commerce and not merely retain the right to use the mark for some potential future use
· Question: What is the effect of Fraud in Procuring a TM Application (what if applicant lied)? 
· Answer: The application is void and any registration will be cancelled 
· Earlier: Even if the alleged fraud was a mistake, TTAB: “you should have know” Medinol v. Neuro Vasx
· Now: Overturning TTAB rule from Medinol - Must show “substantial evidence that the applicant intended to deceive the USPTO”. 
· Question: Can an ITU applicant be enjoined from making the necessary use to perfect its mark?
· Answer: NO - can’t enjoin application, they have a right to use so as to perfect their application (WarnerVision v. Empire of Carolina) 
· (3) Ownership of a Qualified Foreign Registration Bases: 15 USC 1026(e) [Lanham Act section 44(e)]
· “Home Country Registration”
· To secure US registration 
· Rule: Foreign applicant/registration must be from a country with US treaty
· Rule: Must claim bona fide intent to use in the US, but the application will register without further proof
· (4) Ownership of a Qualified Foreign Application Bases: 15 USC 1026(d) [Lanham Act section 44(d)]
· “Based on Convention/treaty priority” 
· Based on applicant’s foreign application/registration 
· Rule: Must be filed within 6 months of the date on which the app was first filed abroad (in a Paris convention party) 
· Rule: Must also claim a bona fide intent to use in the US
· Use to secure a priority filing date 
· Won’t register until after filing basis is established
· Rule: Applicant must commence use in the US w/n 3 years of issuance of the registration
· (5) International Registration that has been extended to the US - Madrid Protocol section 66 Extension 
· Permitted under 1141F - aka section 66
· Used to secure a US registration based on International Registration (WIPO) 
· Rule: Must also claim a bona fide intent to use, but the application will register w/o further proof
· Unique feature of Intl registration system = Central Attack
· Rule: If the basic app or registration upon which the IR is based is restricted, abandoned, or canceled w/ respect to some or all of the covered goods/services w/n 5 years = all the extension of the IR to various countries (including US) will be similarly restricted, abandoned or canceled. 
- G. Bars to Registration- 15 USC 1052
· Basic Rule Regarding Registerability (Registration Default) - 15 USC 1052: Trademarks registrable on Principal Register - NO TM by which the goods of the applicant may be distinguished from the goods of other shall be refused registration on the principal register on account of its nature, UNLESS it…:”
· (a) Deceptive (immoral, deceptive, or scandalous)
· (b) Flags, Coat of Arms, or Insignia
· (c) Names, portrait, or signature (of live people or dead president - while widow still lives)
· (d) Causes likelihood of Confusion w/ another Mark (Most Common) 
· (e) Cannot register a mark which:
· (1) when used on or in connection w/ the goods of the application is  merely descriptive or deceptively misdescriptive of them
· (2) when used on or in connection w/ the goods of the applicant is primarily geographically descriptive of them, except as indication of regional origin may be registrable under 15 USC 1054
· (3) When used on or in connection w/ the goods of the applicant is primarily geographically deceptively misdescriptive of them 
· (4) is primarily merely a surname
· (5) comprises any matter that, as a whole , is functional
· Prof: 15 USC 1052(f) - except for 1052(a), (b), (c), (d), (e)(3), and (e)(5) - all the other registration bars [(e)(1), (e)(2), (e)(4)] may be overcome by proving the mark has become distinctive (acquired secondary meaning) to the examiner
· 1052(a) - Deceptive (Immoral, Scandalous, Disparaging) Bar to Registration
· Immoral, Scandalous, Disparaging:
· Prof: in 25 years, I’ve only encountered something close to these maybe twice
· FUCT Case - this bar to registration doesn’t come up much, b/c of 1stA
· In re Tam (The SLANTS) - asian eyes for band names 
· TM office said the name was immoral/scandalous 
· SCOTUS: Said it was permitting commercial speech and Tam gets his registration 
· Modern Rule: Gov can no longer decide what is immoral/scandalous - and congress hasn’t got around to amending the statute (So these bars aren’t really a thing) 
· Deceptive
· Bayer Aktiengesellschaft v. Stamatios Mouratidis - Using the term “organic aspirin” was deceptive 
· Facts: Applicant was refused registration for the mark “ORGANIC ASPIRIN” for dietary supplements b/c Board found that the mark was deceptive under 1052(a) and deceptively misdescriptive under 1052(e)(1). Product did not contain Aspirin, nor is “organic aspirin” a real product b/c it’s impossible to produce organically.
· Rule: A deceptive trademark may NOT be registered.
· But a deceptively misdescriptive TM cannot be registered, unless that mark has achieved a secondary meaning
· Rule: 3-Part BUDGE Test: If the first 2 questions answered affirmatively = mark is deceptively misdescriptive under 1052(e)(1). If the 3rd question also answered affirmatively = mark is deceptive under 1052(a). If only affirmative as to the 1st Q, then the mark is arbitrary/suggestive since the belief in the misdescription is req to a finding of deceptiveness 
· (1) Is the term misdescriptive of the character, quality, function, composition or use of the goods?
· If no - no problem 
· (2) If so, are prospective purchasers likely to believe that the description actually describes the goods?
· If no - Then probably just an arbitrary/suggestive mark
· (3) If so, is the misdescription likely to affect a significant portion of the relevant consumers’ decision to purchase? 
· If yes = deceptive mark (absolute bar)
· Holding: Mark is both deceptively misdescriptive and deceptive. Accordingly, the mark is not registrable
· SEE case brief for application of factors
· The Difference Btw “Deceptive Terms” and “Deceptively Misdescriptive” Terms
· Section 2(a): Bars registration of any mark which “comprises deceptive matter
· Absolute bar & cannot be rescued by showing that the mark has become distinctive through secondary meaning
· Section 2(e)(1) - Barrs marks that are “merely deceptively misdescriptive of the goods and services” 
· These marks can still be registered if secondary meaning shown
· False Suggestion of Connection 
· Hornby v. TJX Companies, Inc. - Famous supermodel Twiggy (Hornby) filed suit for the cancellation of D’s mark TWIGGY in connection w/ children’s clothing, claiming that D’s mark gives a false suggestion of connection between the famous model and children’s clothing brand 
· Rule: To prove false suggestion of a connection, a P must show that the mark/trade name in question is unmistakably associated with the P’s persona or company
· Rule: P asserting a claim of a false suggestion of connection must demonstrate:(Buffet Test) 
· (1) the competitor’s mark is the same or very similar to the P’s persona or name, 
· (2) the mark is recognizable as associated with the plaintiff, 
· (3) the P is not connected with the competitor’s activities, &
· (4) a consumer would presume a connection between the competitor’s products and the plaintiff because of the P’s fame or reputation at the time of the mark’s use by the competitor
· Court: The use of the TWIGGY mark for children’s clothing may falsely suggest a connection w/ P - Hornby’s petition to cancel TJX’s registration of the mark “Twiggy” is granted
· Analysis: Twiggy is famous and still is, purchasers of children’s clothing would presume an association w/ her. 
· The mark is uniquely and unmistakably connected to her, use of the name Twiggy by model for 30 before mark was registered, and consumers would assume a connection between the model & clothes 
· Standing to Challenge a Registration
· Oppositions are filed w/ the TTAB - admin agency, so no “case or controversy req” 
· Judicially Created Test: Real Interest Test, reasonable basis for belief of damage 
· 1052(b) - Flags, Coat of Arms, Insignia, Etc. Bar to Registration
· Rule:  CAN’T consist/comprise of flags, coat of arms, or insignia of the US, State, or municipality, or any foreign nation, or any simulation thereof.
· 1052(c) - Names, Portrait, or Signatures of Live People or Dead Presidents (while widow still lives)
· Rule: CAN’T be a name, portrait, signature identifying a particular living individual except by his written consent - or the name, sig, or portrait of a deceased US Prez during the life of his widow (except by written consent of widow) 
· 1052(d) - Likelihood of Confusion
· Rule: Mark will be refused registration if mark is likely to cause confusion or mistake with existing mark registered w/ USPTO, or to deceive…
· TOOL: DuPont Factors (pg.246-7) - Used to determine if an applied for mark is likely to cause confusion w/ an existing mark (Note: used for mark registration purposes vs Sleekcraft factors used to determine infringement)
· (1) Similarity or dissimilarity of the marks in their entireties as to appearance, sound, connotation, and commercial impression 
· (2) Similarity or dissimilarity and nature of the goods or services as described in an application/registration or in connection with which a prior mark is in use.
· (3) Similarity or dissimilarity of established, likely-to-continue trade channels
· (4) the degree of care likely to be exercised by purchasers (i.e., impulse versus sophisticated purchasing)
· (5) the fame of the prior registered mark
· (6) the number and nature of similar marks in use on similar goods
· (7) evidence of actual confusion
· (8) Length of time in which there has been concurrent use w/o evidence of actual confusion
· SEE pg. 247 for test
· Prof: Basically, go through the DuPont Factors and argue the facts 
· Stone Lion Capital Partners (P) v. Lion Capital LP (D)
· Facts: Both were investment management companies. Lion Capital opposed the application of Stone Lion on the ground that the mark was likely to cause confusion with Lion Capital’s marks
· Board rejected Stone Lion’s application
· Stone Lion filed suit appealing the ruling
· Stone Lion argued that the scope of its investment services was not as broad as the board found, and that the board erred by considering the perception of unsophisticated clientele
· Holding: There IS a likelihood of confusion - Application was refused registration
· Rule: Determining if a TM is likely to cause confusion: the analyses of the scope of services to be provided and the consumers to whom such services will be provided are limited to what is contained in the existing registration and the new application.
· Thus - real-world factors, such as the applicant having more limited services or clientele in practice, are not relevant if such factors are not included in the application. 
· Application of DuPont Factors:
· Factor (1), the board properly found that the marks are similar. 
· The dominant portion of each mark is the word “LION.” The modifier “STONE” adds little to distinguish Stone Lion’s mark from Lion Capital’s. 
· Factor (2) - Both are providing financial services to consumers to 
· Factor (4) - Sophistication is not a prerequisite for investing. 
· The board properly considered all possible customers of the companies under this factor, including unsophisticated customers.
· Practical Prof: The TM is not registrable by the fed gov, per court 
· Stone Lion might “we don’t have it registered, but we can still use it”
· The other one will then likely sue them
· In infringement the standard is similar, and there’s a judgment saying there is a likelihood of confusion barring registration - so more likely than not - infringement would be found 
· So even though Stone Lion is not enjoined - this finding, practically, stops the case
· Coach Services v. Triumph Learning, LLC - Coach Handbags sued tutoring company who filed a TM application for the word mark COACH in connection w/ its tutoring and edu services. TM Board found NO likelihood of confusion 
· Coach Handbags appealed 
· Court: The Board was correct - NO likelihood of confusion (but remanded on question of whether merely descriptive w/o secondary meaning)
· Application of Factors:
· Coach was famous, but fame (factor 5) alone is insufficient  to support a finding of likelihood of confusion. 
· Despite their undisputed similarity, the marks have different meanings and create distinct commercial impressions 
· Applicant’s COACH = brings to mind someone who instructs students 
· Opposer’s COACH = traveling by carriage 
· Other Factors:
· Parties goods are unrelated (factor 2)
· Goods are not related and the channels of trade are distinct (factor 3) 
· Prof Hypo: NutraSweet v. NutraSalt
· Similarities of the mark - close enough where it could be a problem
· Similar goods? Kinda similar but also different cuz 1 is salt and 1 is sweet
· Channels of trade - kinda different cuz Nutrasweet you find on the table, and nutra salt you find in stores
· But ultimately both were sold in grocery stores
· Prof: Ultimately, don’t make NutraSalt
· Likelihood of Confusion during Registration vs. Infringement 
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· 1052(e)(1) - Merely descriptive or deceptively misdescriptive
· Rule: Secondary Meaning will allow registration of both 
· Vs Deceptive (1052(a)) - which is a complete bar
· Rule: Use Budge Test to Tell:
· 1) Is the term misdescriptive of the character, quality, function, composition or use of the good?
· If no - there is no problem 
· 2) If yes - are prospective purchasers likely to believe that the description actually describes the goods? 
· If no - then its prob an arbitrary mark (ex apple for computer) 
· 3) If yes - is the misdescription likely to affect the relevant consumer’s decision to buy? 
· If yes = “Deceptive mark” & has absolute bar 
· Budge test ex: “Cold tasting beer in the world”
· 1) Its weird cuz the descriptive element is to the taste of it being cold - but still yeah it does 
· 2) Consumer will prob believe it 
· So at least deceptively misdescriptive
· 3) Yes consumer are likely to buy it b/c of it 
· Thus, it is deceptive and is an absolute barr
· Budge Test Ex: “Krab” which you can buy in the supermarket (its imitation crab - and comes from a type of fish - salted pollock) 
· 1) It still is misdescriptive
· 2) Consumers will prob believe it 
· 3) That would affect the consumer’s decision to buy 
· So yes it is deceptive
· 1052(e)(2) & (3) - Geographic Terms
· 1052(e)(2) - Cannot register mark that is primarily geographically descriptive, except as indications of regional origin may be registerbale under section 1054
· Rule: Can be registerbale if acquires secondary meaning (1052(f)) 
· NewBridge Cutlery Co - 
· Geographically Descriptive 2-Prong Test:
· (1) Whether the primary significance of the term is geographic
· (2) Public is likely to associate the good with the place 
· “Whether Relevant American consumers immediately think of those goods as coming from that place” (prof: thrust of determination) 
· Court: In respect to cutlery and newbridge - there isn't a strong “good/place association”. 
· Newbridge isn’t commonly known in the US, newbridge has additional meanings 
· 1052(e)(3) - Cannot register when that is primarily geographically deceptively misdescriptive 
· Rule: Secondary meaning won’t help 
· NAFTA Test: “Geographically descriptive” or “geographically deceptively misdescriptive” (very similar to Budge Test) 
· (1) Whether the primary significance of the mark is a generally known location. 
· (2) Whether consuming public is likely to believe that the place identified by the mark indicates the origin of the goods/services that are coming from that place
· (3) Whether the misrepresentation = a material factor in the consumer’s purchasing decision 
· If Yes to all 3 = primarily geographically deceptive misdescription 
· Secondary meaning won’t help
· If 2 “yes’s” = deceptively misdescriptive
· Rule: Can register with secondary meaning  
· 1052(e)(4) - Surnames 
· Rule: Can’t register if the mark is primarily merely a surname
· Rule: Must acquire secondary meaning to be registerable
· Policy: if the primary significance is the surname, we don't want to keep people from using that name. 
· Test: Is the “primary significance of the mark to the purchasing public as that of a surname?” Factors:
· (i) The degree of surname rareness;
· (ii) Whether anyone connected w/ applicant has the surname;
· (iii) Whether the term has any recognized meaning than that of a surname; and
· (iv) The structure and pronunciation or “look around” of the surname
· In re quadrillion Publishing Ltd. - Applicant filed an ITU app to register the mark “Bramley” for a wide variety of books, mags, and stationary items. 
· Examiner refused registration under 1052(e)(4) - merely a surname.
· Court: The TM examiner did NOT err by refusing to register Quadrillion’s mark. “Bramley” is primarily merely a surname in the public’s perception
· Rule: The TM examiner bears the initial burden to establish a prima facie case that a proposed mark is primarily a surname.
· Application of 4 factor test:
· 1) Evidence from telephone directories and address books across country showing Bramley was NOT a rare surname/sufficintely common
· 2) No relevant, no connection found - but not determinative 
· 3) Recognized meanings of Bramley - town and word in British dictionary were obscure and not meanings recognized by significant # of consumers in the US
· 4) Weighs against registration (“ley” common last name ending) 
· 1052(e)(5) - Functionality 
· 1052(e)(5) Cannot register a mark which comprises any matter that, as a whole, is functional 
· Rule: Product feature is functional if it is essential to the use or purpose of the article or if it affects the cost or quality of the article (Qualitex) 
· Rule: Secondary meaning WON’T help 
· In re Beckton, Dickinson, & Co.
· Rule: In determining whether a proposed TM will be non-registrable due to functionality, the critical question is the degree of utility present in the overall design of the TM.
· Morton-Norwich Factors: (fed circuit test)
· (1) Disclosure of a feature in the claims of a utility patent constitutes strong evidence of functionality
· (2) Advertising by the applicant that touts the utilitarian advantages of the design 
· (3) Whether the design results from a comparatively simple or inexpensive method of manufacture
· (4) Availability of Alternate Designs
· If the first 2 factors support a finding of functionality - 3rd and 3th factors do NOT need to be considered. 
CHAPTER 5 - Loss of Trademark Rights
- A. Genericism 
· Rule: If the name claimed as the brand is (or becomes) the “generic” name of the goods or services, the name remain (or become) free for all purveyors to use
· Generic words are NOT marks
· A word is generic if - it widely known to the public as being that thing
· 9th Circuit Test: What are you? Vs Who are you? 
· If answers what are you - then generic
· Rule: A mark that becomes generic is NO longer entitled to TM protection Park’n Fly v. Dollar Park & Fly
· Rule: Registered marks, which become generic are subject to having the registration canceled, even if incontestable
· Ex: Kleenex, 
· Bayer Co v. United Drug Co. 
· Issue: Had aspirin became a commonly recognized name for the drug - and thus generic?
· Rule: A mark becomes generic if, in the consuming public’s perception, the mark becomes synonymous with the product as opposed to the manufacturer.
· Rule: The “relevant consumer” gets to “decide” what they will call a product; if a word is the name of the thing, or an identifier of source
· Holding: The general public knows “Aspirin” as the drug itself; the product. The public does not connect the term “Aspirin” with Bayer. 
· Consequently, the term is generic in the eyes of the public, and Bayer is not entitled to trademark protection with respect to the public.
· However, the court enjoins United from selling the product under the name Aspirin to manufacturing chemists, physicians, and retail pharmacies (b/c they know what the drug actually is) 
· Prof: Be careful how you brand/market the product when you are the 1st Co to bring the product to market. 
· Proving a Word is Generic (Or Not) 
· King-Seeley Co. v. Aladdin Ind.
· Facts: King owned TMs for the registration “Thermos”. Aladdin tried to sell its own vacuum-insulated containers as “thermox bottles” 
· King sought to enjoin Aladdin from using the term
· Aladdin counter saying “thermos” had become generic
· Court: King’s promotional campaigns made it generic and subsequent efforts to police it TM succeeded w/n the trade but not in the public perception. 
· Cites some stats
· Prof: Use survey evidence to prove the public association
· E.I. DuPont De Nemours v. Yoshida Int’l 
· Facts: Disputed mark, “Teflon”. D defended by saying “Teflon” was a generic mark
· Holding: D did not meet its burden by a showing of “clear & convincing evidence” 
· Analysis: Studies...after studies; court says focus on the TM significance 
· Ways to Protect Against Genericsm 
· TM owners must educate customers, competitors, media, and even its own employees 
· Placings ads directed towards the relevant public
· Refrain from using mark as a “verb” 
· TM owners should use the mark as a mark
· Ex: Follow the mark with generic term - BUDWEISER beer
· Ex: Use the ® symbol - BUDWEISER ® beer
· If the product is a “new product”, create a generic term for the product too
· Ex: Rollerblade / inline skate
· Elliot v. Google Inc
· Rule: Verb use of a TM is NOT fundamentally incapable of identifying a producer or denoting source. 
· Rule: A mark is not rendered generic merely b/c the mark serves “dual function” of identifying a particular service while at the same time indicating the genus of services to which the species applied. 
- B. Abandonment 
· 15 USC 1127 (Lanham Act 45) - Abandonment:
· A mark shall be deemed to be “abandoned” when either of the following occurs: 
· (1) When its use has been discontinued w/ intent not to resume such use. Intent not to resume may be inferred from circumstances. Nonuse for 3 consecutive years shall be prima facie evidence of abandonment. “USE” of marks means the bona fide use of that mark made in the ordinary course of trade, and not made merely to reserve a right in a mark.
· (2) the owners conduct causes the mark to becomes generic 
· 1) Nonuse
· Prof: Has been coming up more with COVID
· Silverman v. CBS
· Facts: After CBS denied Silverman’s attempt to obtain a license for use of the “Amos n Andy” characters for hsi development of a Broadway musical based on the characters in 1981, silverman filed suit claiming the characters had been abandoned and were in the public domain - free for him to use, including names, characters, and plot. (The last time the show had aired was 1966). 
· CBS argued that it had not been abandoned b/c they might air it again in the future, if/when the public finds it less offensive (“racism might not be cool now, but maybe it will be later and we want our rights to the show”) 
· Prof: Better argument would be they wanted to keep the rights b/c they don’t want this show to surface again 
· Prof: Lawyers screwed up by pursuing this so much
· Issue: Had CBS abandoned their rights in the characters due to non-use ?
· Rule: Abandonment is show by 
· (1) Non-use 
· (2) Intent NOT to Resume Use 
· Sub-issue: Whether it’s not to resume use forever or in a reasonable time frame? 
· Court/Rule: its within the reasonably foreseeable future 
· Rule: 3 years of non-use creates a rebuttable presumption of abandonment.
· Can rebut by showing reasonable grounds for the suspension and an intent to resume within the reasonably foreseeable future. 
· A bald assertion of possible future use is insufficient.
· Court: 21 years of non-use and a speculative blanket statement of “we might want to use in the future” is NOT enough. Marks in the show WERE abandoned 
- C. Assignment in Gross  
· Loss of TM rights - when TM owner takes actions inconsistent w/ TM law
· Assignment “in gross” = an assignment without the goodwill of the mark 
· Consuming public needs to make the association 
· Clark & Freeman Corp. v. Heartland Co. Ltd.
· Facts: P and D claim exclusive right to use the name “Heartland” in connection w/ their biz operations. 
· D (Heartland) began using the mark in July 1985 in connection w/ their sales of shirts, sweaters, trousers, and jackets.
· P (Clark & Freeman) began using the mark on April 26, 1986 in connection w/ sale of men’s shoes and boots. 
· July 3, 1986: When P filed a TM app for “Heartland”, it had to settle w/ Sears that Sears would assign the mark “Heartland” to the P, so P could register the mark w/o the threatened opposition from Sears (Sears had been using since 1983) 
· P decided to expand its biz to a clothing line using “Heartland” and sued D to establish priority of use
· P is attempting to use their assignment to “tack on” the use and then they would become the senior user
· Issue: Is an assignment of a TM valid if the assignee’s product is not substantially similar to the assignor’s product using the mark?
· Can P tack on Sear’s prior use? Was there a transfer of goodwill?
· Rule: Where a TM has been “assigned in gross” - meaning without the accompanying “goodwill” - then the assignment is INvalid.
· Rule: An assignment of a trademark is invalid if the assignee’s product is not substantially similar to the assignor’s product using the mark.
· Rule: If TM “assigned in gross” the assignee must instead rely upon his/her own use to establish priority, as opposed to tacking on the time from the previous mark holder.
· Prof: Can’t just pay for the assignment and then you get it all
· The goodwill isn't just immediately transferred  - Sometimes to transfer the goodwill you’ll need to bring across the manufacturing, key personnel, etc
· B/c what’s really be assigned is the goodwill and the TM paper doesn't actually transfer that 
· Court: The goodwill that Sears has built with its “Heartland” line of women’s shoes will not transfer to P’s “Heartland” of men’s workboots. The products are not substantially similar for purposes of this inquiry, and the assignment from Sears was invalid. 
· Accordingly, the P must rely on its own use of the mark in commerce for TM protection (use does not “tack”) 
· The P 1st used the mark in commerce in 1986, the year after the D began using the mark. 
· As a result, the P’s claim of priority over the D must fail
- D. Naked Licensing
· Loss of TM rights - when TM owner takes actions inconsistent w/ TM law 
· Naked Licensing - Agreements to allow use of the name without adequate supervision and quality control (licensing the mark, but the goodwill doesn’t come with it)
· Invalidates the TM - (“naked” of goodwill)
· Must keep the standards of what that TM stands for
· Need enough control to meet public’s expectation created by the mark 
· Eva’s Bridal Ltd. v. Halanick Enterprises
· Facts: P’s sold biz “Eva’s Bridal” to D’s corp w a licensing agreement that D would pay $75k a year for the right to use the “Eva’s Bridal” name and marks. But the license agreement expired and Ds continued to use the mark while operating its bridal store.
· P sued alleging D violated the LA by using “Eva’s Bridal” mark
· Ps had a continued pattern of licensing the mark to relatives to franchise the store in other places
· D argues the mark had been abandoned 
· Rule: Naked License - A grant of a license to use a TM, without exercising reasonable control over the nature and quality of the goods, services, or business on which the mark is used by the licensee = abandonment of the TM by assignor 
· “Decision making authority over quality remains w/ the owner of the mark” which results in assured consistent /predictable quality for the public consumers 
· Court: P admitted that they did not exercise any such control over any aspect of how D’s shop operated or how the mark was used. As a result, the license granted was a naked license and constitutes abandonment of the P’ rights to the trademark.
· Prof: How much control is necessary?
· Answer: Enough to meet expectation created by mark
· Ex - McDonalds: Mcdonalds gives a lot of standards franchisee’s have to follow
· Strict standards 
· Ex - some other franchise/brands will be more or less strict 
· Prof: Licensing agreements - should include quality control provisions in the agreement 
· Failure to Police the Mark
· If you allow inferior goods to come in, then the mark won't actually be signalling the quality/goodwill of your good you lose the right in the mark
· Can’t just bury your head in the sand and say you didn't know that was happening. 
· If they learn of a matter of infringement they have to shut it down - Send cease and desist letters, don't allow to be sold in stores, sue if you have to 
· Policy: If there are numerous products in the marketplace bearing the alleged mark, purchaser may learn to ignore the mark as a source indication...this causes the mark to lose its significance as a mark
Chapter. 6 - INFRINGEMENT 1114(1)
15 USC 1114(1) - Provides a COA for infringement of registered marks: Any person who shall, without the consent of the registrant:
· Use in commerce
· Any reproduction...or...imitation of a registered mark
· In connection with the sale, offering for sale of any goods or services
· With which such use is likely to cause confusion 
· Shall be liable in a civil action action the D
- Use in Commerce
· Naked Cowboy vs. CBS - CBS show had a character that was similar to the famous NYC Naked Cowboy, however the show never depicted the term “naked cowboy”. 
· CBS also put a clip of the show on Youtube and used “Naked Cowboy” in the title and as tags for search purposes.
· Issue: DId CBS use the “Naked Cowboy” mark in commerce?
· Holding: CBS did NOT use the term “naked cowboy” in commerce. And thus has not infringed on P’s trademark
· CBS did not place the name “naked cowboy” on any goods or services or seek to attach it to its own name as the source in the eyes of the public. (not in conjunction with a sale or service) 
· For the same reasons, although the clip was tagged with the words “naked” and “cowboy,” this does not constitute a use in commerce.
· CBS used the term “Naked Cowboy,” in the title of its Youtube clip (would normally be use in commerce) otherwise than as a mark, to describe its video in good faith.
· Rule: To constitute trademark infringement, the P must show that the D used the mark in commerce without the P’s consent and in connection with the sale or advertising of goods or services. 
· Born to Rock Design, Inc. v. CafePress.com - BTR owns 2 TM registrations for BORN TO ROCK - uses in connection w/ sale of electric guitars, picks, and t-shirts
· BTR sued Cafepress for TM infringement b/c they sold user-designed t-shirts and other merchandise w/ the phrase “born to rock” 
· Cafepress moved for SM - arguing BTR failed to show that Cafepress used BTR’s mark in commerce. 
· It does not use the words in commerce when it displays the words on its website
· Court: Cafepress imprints the designs on merchandise and ships that merchandise to customers = used in commerce 
· Lanham Act: “Used in commerce”
· (A) placed in any manner on the goods or their containers, displays associated therewith, etc
· (B) goods are sold or transported in commerce
· (C) on services when it is used or displayed in the sale of advertising of services and the services are rendered in commerce 
· 1-800 Contacts, Inc. v. Lens.com
· Facts: 1-800 Contacts filed suit against its competitor Lens.com alleging that Lens.com purchasing of “1800Contacts” on Google’s “AdWords” infringed 1-800’s TMs. D purchased various misspellings of “1800contacts” 
· Lens. com argued that purchasing an ad word was not actionable use in commerce. 
· Rule: Courts have concluded that use of another’s mark “to trigger internet ads for itself” is a use in commerce. 
· Prof: There is a circuit split on this issue
· Rescuecom Corp v. Google Inc
· Issue: If the customers of a keyword-based advertising service use third-party TMs in commerce when they purchase those marks as triggers for ads to sell their products, is the keyword-based advertising service itself using the mark in commerce? 
· Court: When google is recommending and selling to its advertisers Rescuecom’s TM , Google uses and sells Rescuecom’s mark “in the sale of google’s advertising service...rendered in commerce”
· Google argues it is not in connection with the sale 
- Likelihood of Confusion (bread & butter of Infringement) 
· Each Circuit (including the Fed circuit) had their own test
· 9th Cir. = Sleekcraft
· Fed Cir = Dupont Factors Test
· List of different circuits - pg. 385
· Rstd - pg. 383/386
· Polaroid v. Polarad Elects Corp (2nd Cir. Polaroid Factors Test)
· AMF v. Sleekcraft Boats (9th Circuit Test Infringement Test) 
· Facts: P (AMF) and D (Nescher - Sleekcraft) both manufacturer recreational boats. (AMF’s are more family- orientated vs. Nescher are more performance-related.) AMF uses the mark “Slickcraft” which was federally registered on April 1, 1969 and has been continuously used since then as a for TM for their board.
· Nescher uses the mark “Sleekcraft”, which he adopted in 1968 w/o knowledge of the Slickcraft mark. 
· Procedural “Fun Fact: AMF didn’t register until 1969, Nesher registered in 1968 - but Crt said Nescher had the burden to raise this issue/defense and he did not. (prob didn’t b/c AMF had actuall been selling boats in CA before 1968). 
· Standard of Review: (Question of fact or question of law?): 
· During this case: Its the dichotomous Test - combo of both 
· Now: Its more traditional in that likelihood of confusion is more of a Q of fact reserved for the trial court 
· Prof rule: Nugget from case pg. 3: Deals w/ the competitiveness of the goods
· Totally unrelated goods = NO likelihood of confusion (even if marks are  identical) 
· When goods are competitive w/ each other = infringement usually WILL be found if the marks are sufficiently similar that confusion can be expected. Factors:
· Strength of P’s marks (1)
· Similarity of marks (2)
· D’s intent in selecting the mark (3)
· When the goods are related, but not competitive - several other factors are added to the calculus (all the Sleekcraft factors) (Ex=this case-need to apply the factors )(stuff in the middle) 
· Proximity of the goods, evidence of actual confusion, marketing channel used, types of goods and degree of care likely exercised by the purchaser, & likelihood of expansion of the product lines
· Application of Factors:
· 1) Strength of Mark - Slickcraft is either descriptive or suggestive 
· Here the court determines it is suggestive 
· But still weaker than arbitrary of fanciful marks - so its weaker - will weigh against P
· 2) Proximity of the goods (highly contested btw P & D) 
· AMF Slickcraft - more for family recreational use
· Sleekcraft - more high speed/performance boats
· Crt: There are differences, BUT both are still extremely close in use and function 
· Both are still boats & it makes it more likely their is a likelihood of confusion (in favor of P)  
· 3) Similarity of Marks
· Sight, sound, and meaning
· Sight - only 2 letters different
· Sound - also very similar 
· Meaning - very similar 
· However, the logos and overall graphical presentation are very different
· Tips in favor of finding a likelihood of confusion
· 4) Evidence of Actual Confusion 
· Court: given that in the light of the numbers of sales and the extent of the parties advertising - the amount of confusion was negligible. 
· 5) Marketing Channels 
· Both were at a boat show (but in different sections) 
· But ultimately tips in favor of likelihood of confusion 
· 6) Types of goods and degree of care likely exercised by the purchaser
· The consumer of a boat is going to do an appropriate amount of due diligence, thus likelihood of confusion is low
· 7) Intent
· Court: There was no bad faith intent (purposely choosing something so close, so that you can benefit from the goodwill) 
· Prof: Doesn’t think Nescher was completely unaware - b/c this was Nescher’s 3rd time around making a boat company and AMF is huge company 
· Probably Nescher knew about AMF, but just didn't think it was a big deal.
· 8) Likelihood of Expansion of Product Lines
· It would NOT be unreasonable for Nescher (the jr user) to move into AMF’s product line (senior user) 
· Not unreasonable for him to move from making speed/performance boats and start making recreational/family boats
· Thus this contributes to finding a likelihood of confusion
· Court also notes that P, AMF, is also expanding - and the senior use is expected/can expand into the other areas b/c its naturally foreseeable they would expand their product lines
· Prof: Which Factors are the Most Important Factors in this Case: 
· 1) The marks themselves
· 2) Proximity of the goods
· 3) Marketing channel 
· Ultimate Conclusion: There IS a likelihood of confusion, but given the fact that both parties are honestly trying to avoid confusion - the court should not issue a strict injunction
· Basically just ensure that your ads, other materials, logo on truck include “Sleekcraft by Nescher” 
· Basically the injunction is just to maintain the status quo (AMF might’ve won legal battle but really gets nothing different)
· (Nescher ended up losing the battle, but also ended up losing his business - went out of biz)
· (lawyers are the winners) loll
· SleekCraft Factors:
· (1) Strength of P’s Mark
· Rule: Suggestive marks, although inherently distinctive, are weaker than arbitrary and fanciful marks and will thus hurt the P
· (2) Proximity of the goods
· (3) Similarity of marks
· Rule: Sight, sound, and meaning
· Prof Issue: In today commercial/internet driven enviro - we see these things on a list on google, not a print out like we would see the whole graphic like in Sleekcraft case
· (4) Evidence of Actual Confusion
· Rule: There has to be an appreciable amount of confusion
· (5) Marketing channels Used
· Rule: Convergent marketing channels increase the likelihood of confusion
· (6) Types of goods and degree of care likely exercised by the purchaser
· (7) D’s intent in selecting the mark
· (8) Likelihood of expansion of the product lines 
· Rule: Senior user has right to expand into zones of natural expansion 
- Likelihood of Confusion in Courts
· Brookfield West Coast Case
· Holding: Must consider all the factors but sometimes there will be no weight given to factor 
· 1) Must decide how much weight to apply to each factor (rank them) 
· 2) Then determine (given the respective weighting) if there’s a likelihood of confusion  
· Prof: Internet factors misnomer 
· Standard of Review for Likelihood of Confusion
· Standard of review for Appellate court = Circuit Split:
· Most consider it a Q of fact
· Fed Circuit considers it a Q of law
· 2nd and 6th consider it a mixed Q of law and fact
· 9th Circuit: Dichotomous (mixed) test, BUT now Q of fact 
· Sleekcraft Factors vs. Polaroid Factors:
· Same factors? - No 
· Same outcome? - Yes 
· Gallo vs Consorzio del Gallo Nero (9th Circuit - SleekCraft Factors)
· Issue: Is there a likelihood of confusion in Gallo Nero using Gallo’s mark? 
· Holding: Allowing Nero’s use of the word “Gallo” in connection with selling its wines in the US would lead to a likelihood of confusion among potential purchasers. 
· 1) Strength of P’s Mark
· Gallo is very strong
· 2) Similarity of the marks
· Court says just having “gallo” in it = enough for LOC
· 3) Similarities of the good
· Gallo: We sell wine, they sell wine
· Ds: P doesn’t sell a particular type of wine, and we do.
· Crt: You all sell wine - there is LOC
· 4) Marketing channels
· Both sell wine at wine shops
· 5) Evidence of Actual Confusion 
· Failure to bring evidence of actual confusion will not sink your case
· But if you do have evidence of actual confusion = very strong for Ps case
· Exception: “long standing use with no actual confusion = probative that consumer will not be confused by the marks
· Banfi Prod. v. Kendall-Jackson (2nd Cir. - Polaroid Factors) 
· Prof: Get your facts straight before moving forward - the D wrote a cease and desist letter saying there was a likelihood of confusion when in fact THEY were the Jr user. (Figure out who the Sr and Jr users are first) 
· Holding: In this case, there is no likelihood of confusion between the wines.
· Uses the polaroid factors (gives same result but kinda different named factors) 
· Look at strength of mark 
· Degree of similarity btw the 2 marks 
· Proximity of the products 
· Likelihood of party claiming infringement will get into same market 
· Actual confusion 
· Alleged infrigner’s good/bath faith (9th cir. == intent)
· The quality of the alleged infringers mark 
· Sophistication of the buyer
· Must all balance the factors together 
- Different Types of Likelihood of Confusion 
· A) Initial Interest Confusion
· Initial Interest Confusion: Occurs when the D uses the P’s TM in a manner calculated to capture initial consumer attention, even though no actual sale is finally completed as a result of the confusion. 
· Confusion that takes place before the sale (“confused in getting to the product”)
· Description of Initial-Interest Confusion: 
· Ex: A biz might use a mark that is similar to another business’s mark to attract a customer’s attention or to lure a customer to its website. 
· Although the real source of the products or services is clear once the customer is at the website, the customer may still proceed with a purchase from the non-owner of the mark.
· In this way, initial interest confusion reduces the number of sales the or
· Mobil Oil Corp v. Pegasus Petroleum Corp - Plaintiff (Mobil) had made extensive use of its well-known “flying horse” registered TM in connection with its petroleum biz since 1931. 
· D, Pegasus Petroleum, used the word mark “Pegasus” in connection w/ its oil trading biz, a sub-sect of the petroleum biz.  
· This would be considered “any reproduction or imitation of” in the 1114 language. 
· Issue: Can a likelihood of confusion be found?
· Holding: D loses, found a LOC - enjoined D from using the mark “Pegasus” in connection w/ the petroleum industry related biz
· Mobil should be able to stop another from using something similar to Mobil’s mark, in an effort that drives business to the other. 
· Rule: The probability that a potential purchaser would be misled into an initial interest in a product based on a TM’s similarity to a senior mark is sufficient to support a finding of likelihood of confusion.
· Blockbuster Entertainment Group v. Laylco Blockbuster challenged D’s use of the name Video Busters.
· Video Busters argued that its use of a name confusingly similar to “Blockbuster Video” was not actionable if customers were not likely to be confused at the time they actually rented video tapes in Video Buster’s stores
· Video Busters contends that while consumers might be confused initially by the similarity of the 2 stores’ names - they were not likely to be confused once they entered
· Court: Blockbuster wins - Lanham Act protection not limited to confusion at the “point of sale” 
· Rule: L Act protect against confusion among potential customers and protects the reputation among the general public of trademark holders
· Court: Here, Video Busters might attract some potential customers based on the similarity to the Blockbuster name. 
· Names are similar and products identical
· Initial Interest Exception and Internet Advertising
· Network Automation v. Advanced Systems Concepts - Network sells its software under the mark “Auto-mate”; Systems sells its software under registered mark “Active Batch”
· Network advertised its product by purchasing keywords such as “ActiveBranch”
· Issue: Whether the use of another’s TM as a search engine keyword to trigger one’s own product ad violates the Lanham Act? 
· Court: Must apply Sleekcraft Factors but these factors are (1) non-exhaustive; and (2) should be applied flexibly in context of Internet commerce 
· Court: District court improperly concluded that Internet users on the whole exercise a low degree of care 
· District court also did not consider the surrounding context of the sponsored links - they appear separately and say “sponsored” 
· Court: Here, the most relevant factors to the analysis of likelihood of confusion are 
· (1) Strength of the mark; (2) Evidence of Actual confusion; (3) Type of goods and degree of care likely to be exercised by the purchaser; (4) Labeling and appearance of ads and surrounding context on the screen displaying the page results 
· Multi Time Machine, Inc. v. Amazon.com - Amazon did not sell MTM watches. When you would search for MTM’s watches on Amazon, the resulting search page would show alternatives to it (clearly marked as the respective brands that they were) 
· Holding: (Very limited to these facts) - B/c amazon properly labeled the resulting search page in a manner so that no reasonable consumer could be confused - and there was no initial interest confusion (LOC) 
· “A merchant responding to a request for a particular brand it does not sell by offering other brands clearly identified as such is = NOT likely that there will be b uyer confusion”
· Prof: Thinks court is wrong - They are disregarding the “Initial” part of it. When people see the displaying of the watches, they might end up deciding to go with one of those/may be confused and think those are all MTM watches 
· Prof: Court and I have a dispute over whether it's a dispute of law or fact. If its a question of fact, it should be left ot the trier of fact
· Dissent: This is a question of fact that should be resolved by the trier of fact - a reasonable person could find a likelihood of confusion 
- Secondary Liability for TM Infringement
· Whether we can shift the blame of the liability to a 2nd party 
· Must first have the initial liability (actual liability)
· First figure out if there is someone liable 
· Generally 2 types: 
· Contributory Infringement
· Vicarious Liability 
· 1) Contributory Infringement
· Inwoods Labs. Inc, v. Ives Labs, Inc. (when is an “involved” party who isn’t directly involved...liable?) 
· Facts: Ives Laboratories, Inc. (Ives) (P) was a pharmaceutical company that held a patent for the drug cyclandelate. After Ives’s patent for cyclandelate had expired, Inwood Laboratories and other generic drug manufacturers (the generic manufacturers) (Ds) began selling cyclandelate in capsules that mimicked the same dosage and color scheme as the Cyclospasmol capsules
· Ives alleged that pharmacists were illegally dispensing generic capsules as Cyclospasmol capsules, and that the generic manufactures had induced this infringing activity by producing the generic capsules in the same color and dosage scheme as the Cyclospasmol capsules
· Issue: Whether a manufacturer of a generic drug, designed to duplicate the appearance of a similar drug marketed by a competitor under a registered TM , can be held vicariously liable for infringement of that TM by pharmacists who dispense the generic drug? 
· Holding: Yes it can - but Ives did NOT make the proper factual showing
· Rule: A manufacturer may be liable for a subsequent seller’s ™ infringement if the manufacturer:
· induces the seller to infringe the trademark; OR
· Continues to supply its products to a seller that it knows or has reason to know is infringing.
· Tiffany Co v. Ebay - When Ebay was told about these fraudulent Tiffany listings on their site, they would take it down. Tiffany sued basically saying - hey every product that comes up on here is fake, and you are contributorily responsible b/c you know/should know that any of our products that come up on here are fake.
· Court applies the Inwood rule 
· Holding: Accordingly, under Inwood’s 2nd prong (continues to supply its product to someone who it knows or has reason to know is using that product to infringe on a trademark), eBay has NOT contributorily infringed on Tiffany’s TMs.
· Rule: In order to be liable for contributory infringement, a service provider must have more than a general knowledge or reason to know that its service is being used to sell counterfeit goods
· A generalized suspicion that infringing activity is occurring is NOT enough to trigger an obligation that the service provider affirmatively act.  
· Practical/Real world: Prof: So now tiffany has a computer program that scours the ebay site 24/7 - so its automated to send Ebay a notice to take down the counterfeit goods. So ebay wrote a computer program to process the Tiffany notices and remove the listing
· But the the chinese guys making the fake postings, also made a computer program that detects when listing have been taken down and automatically makes a new one (This is all a big cycle)
· Hard Rock Cafe Licensing Corp v. Concession Services Inc. (swap-meet case) - Hard rock sues a swap-meet operator where vendors were selling counter fit Hard Rock T-shirts. The swap-meet operator had setup their establishment so that they were willfully blind
· Court: Found the Swapmeet liable 
· “Reason to know Test” - requires D understand what a reasonably prudent person would understand 
· Rule: No affirmative duty to take precautions against the sale of counterfeits 
· Rule: But D cannot be “willfully blind” 
· To be willfully blind, a person must suspect wrongdoing and deliberately fail to investigate
· What if you're not a manufacturer/distributor but instead provide a service (like a domain name) 
· Lockheed Martin Corp v. Network Solutions
· Rule: Direct control and monitoring of the instrumentality used by a 3rd party to infringe is required. 
· Most of these domain name registrars don't have this, and it's a high threshold to meet. 
· 2) Vicarious Liability (almost never happens in the TM context) 
· Rule: A principal is NOT generally liable for physical torts committed by its independent contractor-agent, BUT
· Rule: P will be held liable for the independent contractor-agent’s misrepresentations 
· “Upon matters which the P might reasonably expect would be the subject of representations 
· Provided the other party has no notice that the representations are unauthorized. 
- Prof: Practical Example of TM Infringement (15 USC 1114(1):
· Prof representing Neiman Marcus. D = Meiman Barcus (dog apparel) 
· Sends cease and desist 
· Ask them to stop 
· D’s lawyers on CNN
· Prof files complaint 
· And then when they dont respond - they file for preliminary injunction 
· Granted and court made it very clear they were going to win’
· Little mini trial
· Prof wins - gets compensatory damages for infrignent and attorneys fees
· Ultimately, Barcus goes out of biz
· Lost everything loll (cucked) 
CH. 6 - FALSE DESIGNATION OF ORIGIN & PROTECTION OF UNREGISTERED MARKS 1125(a)
· Very similar to TM Infringement but still its own COA
· 15 USC 1125(a) [Lanham Act 43(a)]
· (1) Any person who, on or in connection w/ any goods or services, or any container for goods, uses in commerce any word, term, name, symbol, or device, or any combination thereof, or any false designation of origin, false misleading description of fact, or false misleading representation of fact, which - 
· (A) is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection, or association of such person with another person, or as to the origin, sponsorship , or approval of his/her goods, services, or commercial activities by another person 
· Shall be liable in a civil action by a person who believes he/she is or is likely to be damaged by such act. 
· Prof: 1125(a) Provides different COAS
· COA for TM Infringement 
· CL TMs (use of a word name symbol or device which is likely to cause confusion); (this is the difference from 1114 infringement); &
· Registered marks 
· COA for “False Designation of Origin”
· COA for “False or misleading description of fact”
· COA for “False or misleading representation of fact”
· COA for “causing mistake or deceiving as the affiliation, connection, or association”  
· Prof: Comparing 1114(1) & 1125(a)    (TM owner will typically bring both claims) 
	§1114(1): Infringement of Registered Marks
	§1125(a): Protection of Unregistered Marks

	Any person who shall, without consent of the registrant
	Any person who in connection with any goods or services

	Use in commerce
	Use in commerce

	Any reproduction… or… imitation of a registered mark
	Any word, term, name, symbol, or device, or combination thereof

	In connection with the sale, offering for sale… of any goods or services
	Or any false designation of origin or misleading description of face, or false or misleading representation of fact

	With which use is likely to cause confusion
	Which is likely to cause confusion… or cause mistake or to deceive as to the affiliation, connection, or association… or as to the origin, sponsorship, or approval of his or her goods

	Shall be liable in a civil action brought by the registrant
	Shall be liable in a civil action by any person who is harmed 


· Highlighted language makes 1125(a) much more broad and can protect things that aren’t exactly TMs
Prof: Protection of Unregistered Marks
· 1) Does the P have protectable TM rights? 
· Is it inherently distinctive, or if it’s merely descriptive - has it acquire 2nd meaning?
· It is functional?
· Has P lost their rights?
· Become generic for the goods
· Abandoned mark 
· Fraud, etc
· Does the P’s rights extend to D geography?
· 2) Then, assuming P has a protectable mark, will D’s use cause a likelihood of confusion (apply Sleekcraft or Polaroid Factors)
· DC Comics v. Powers - P (DC) sued D for use of the unregistered mark DAILY PLANET as the title of D’s news publication. (The Daily Planet was originally a fictitious newspaper woven into the Superman comic story.
· While D registered the mark, his conduct showed an intent to abandon the mark 
· P is suing under 1125(a) for the cause of action that consumers will believe that  D’s offering of the newspaper has DC’s approval/is licensed by DC
· Holding: Yes. Under section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a), a common-law trademark is entitled to the same protection as a registered trademark
· Here, consumers are likely to deceived/confused that there is a connection between Power’s Daily Planet and DC (not actually that DC has a TM in the Daily Planet).
· Prof: Doesn't necessarily have to be a mark, just a term that is being used that will create mistake as to the affiliation. 
· 1125(a) = Isn’t Just for Unregistered Mark
· Rule: Also can be used to protect any mark 
· So a P could bring suits under 1125(a) & 1114(1) claim to protect/enforce a registered mark? 
· Prof: Should absolutely file under both 
· Why would you: 1125 provides wider protection & if you have a registered mark the D could go on the offensive and counter by cancelling the registration (misfiling, no 2nd meaning, etc) 
· If that registration ultimately, falls - the 1114(a) claim will go away
· That’s why you want to bring both 1114 and 1125, even if its straightforward TM infringement. 
· (Same logic applies for also filing a state-law COA. D may counter that it wasn’t actually used in interstate commerce, so you want the state law backup) 
· Prof: 1125(a) does protect something different, BUT it also provides a straightforward COA for TM infringement (both registered or unregistered) 
· Two Pesos v. Taco Cabana (Trade Dress) 
· “Trade Dress” = the total image of the business. Taco Cabana’s trade dress may include the shape and general appearance of the exterior of the restaurant, the identifying sign, the interior kitchen floor plan, the decor, the menu, equipment used to serve the food, the servers’ uniforms and other features reflecting on the total image of the restaurant. 
· Facts: Taco Cabana sued Two Pesos for trade dress infringement in 1987, after Taco Cabana entered markets where Two Pesos was already doing biz. Both restaurants have a trade dress very similar to each other, but TAco Cabana opened first. 
· Issue: Whether the trade dress of a restaurant may be protected under 1125(a) based on a finding of inherent distinctiveness, without proof that the trade dress has 2nd meaning? 
· Holding: Trade dess is protectable if inherently distinctive and secondary meaning is not req to be shown 
· Taco Cabana’s trade dress is entitled to protection under the Lanham Act even though Taco Cabana has not proven that the trade dress has achieved secondary meaning in the market - it doesn’t need to
· Rule: Proof of secondary meaning is not required to prevail on a trade-dress-infringement claim if the trade dress at issue is inherently distinctive (suggestive, arbitrary, or fanciful) 
· If it's not inherently distinctive, it will need secondary meaning 
· CAN’T be functional - effects cost/quality of article, or gives a competitive advantage? 
· Prof: What if P came to court w/ a TM registration for the trade dress?
· Then it will be presumed valid/enforceable 
· If it was descriptive than it would also be presumed that it has 2nd meaning
· Having the registration really helps the P, and then getting the registration of incontestability will help even more 
· This is a powerful tool b/c restaurants trade dress is often attacked for lack of 2nd meaning 
· Prof: Registrability of Trade Dress
· 1052(e)(5) - functionality: is the possible barrier to registration
· BUT here there is no reason why the trade dress would’ve been functional
· Prof Takeaway: Trade dress, just like every other mark, serves as a valid/enforceable mark. Unless it's descriptive, where then it needs 2nd meaning. 
· Not a second class citizen of TMs, it is a designator of source just like words, symbols, etc. 
· Prof: Why is this case under the 1125(a) section?
· Two Pesos did not have a registration - so they couldn’t bring an 1114 claim
· So there only COA was under 1125(a) 
· Does this mean that Trade Dress cannot be registered?
· NO it Does NOT
- False Endorsement 
· False Endorsement: Similar to as if there was a federal right of publicity (there’s not - only state). Under 1125(a), it is a claim involving use in commercial advertising of aspects of a celebrity’s identity, such as name, likeness or voice, that is likely to cause deception or confusion as to the celebrity’s endorsement or approval of the advertised goods/services. 
· 1125(a) - Mark used in commerce likely to cause confusion or cause mistake or to deceive as to the approval of…
· Allen v. National Video, Inc - National video created an ad campaign around woody allen look-alike (also a D) who was depicted as a member. Creating a false endorsement that Woody Allen endorses the video store.
· Does it violate state-law, right of publicity? - Court did not grant SM
· Issue: Does it violate the federal Lanham Act? - Does the D’s advertisement create the likelihood of consumer confusion over whether P (woody) endorsed or was otherwise involved w/ National Video’s goods/services? 
· Holding: Unauthorized use of a person’s name or likeness in a manner that creates the false impression that the person has endorsed a product or service violates the Lanham Act
· Court enjoins National Video from continuing to publish the advertisements with Boroff (look-a-like) and enjoins Boroff from being in any advertising that creates a likelihood of confusion as to Allen’s association with the product.
· The look-alike looks very, very similar. The fast/little disclaimer at the end is not effective (the disclaimer didn’t matter b/c it was totally ineffective)
· Prof: 99% of consumers will believe that b/c there was a disclaimer - it is not actionable
· The disclaimer could in and of itself show there there is a likelihood of confusion 
· Rule: Unauthorized use of a person’s name or likeness in a manner that creates the false impression that the person has endorsed a product or service violates the Lanham Act. (1125(a)) 
· Rule: A TM is NOT actually required to demonstrate a violation. 
· Rather, in the case of a false-endorsement claim, the key inquiry is whether the D’s use of the likeness creates a likelihood of consumer confusion over whether the person actually endorsed the product.
· Rule: Apply the likelihood of confusion factors:
· (1) strength of mark (how famous), (2) similarity of the marks (how similar is the look-alike); (3) similarity of the products; (4) actual confusion; (5) sophistication of purchasers; (6) good or bad faith
· Prof: Getting a TM in one’s likeness is difficult but can be done - the likeness must be simplified down to a basic charciature  
- False Designation of Origin
· America Online (AOL) v. LCGM, Inc. - AOL sued a porn website for sending spam messages on the AOL servers w/ “aol.com” in the subject line of the spam messages. 
· AOL used for false designation under the Lanham Act
· Rule: The Lanham Act (1125(a)) prohibits falsely designating the origin of goods or services.
· Rule: A P can demonstrate false designation of origin by showing: 
· (1) that the defendant used a designation; 
· (2) in interstate commerce; 
· (3) in connection with goods and services; 
· (4) that the designation is likely to cause confusion as to the origin of the defendant’s product, and 
· (5) that the plaintiff has been or is likely to be damaged as a result.
· Holding: The Lanham Act prohibits falsely designating the origin of goods or services -  AOL wins
· D used “aol.com” designation in the email headers; involved in interstate commerce b/c the emails were routed from Michigan to VA; use of “aol.com” was in connection of the porn sites; an email recipient would likely be confused that AOL was sponsoring porn if the “aol.com” designation was in the subject line of the spam; damaged AOL’s good will and technical capacity 
CH. 8 - DEFENSES TO INFRINGEMENT & FALSE DESIGNATION OF ORIGIN
- Attacking Validity of P’s Mark (P has no TM rights) (Statutory Rights & Incontestability) 
· Often will also ask court to cancel the registration 
· When you sue for infringement, you always run the risk that the D will attack the validity of your TM and try and get the court to say you don’t have TM  rights 
· Prof: If you own a descriptive TM - you should file get the mark deemed incontestable (section 15 (15 usc 1065))
· Incontestability:  
· 15 USC 1065 (LA section 15): After 5 years of consecutive use, mark is incontestable so long as:
· (1) No court decision to the contrary
· (2) No proceeding involving the rights pending
· (3) An affidavit is filed w/n 1 year after the 5 years (in btw 5th-6th year of consecutive use) 
· (4) Not generic name for the goods or services 
· Rule: ® is prima facie evidence of the registrant’s exclusive right to use the mark (w/ some exceptions) 
· Mark can be deemed inconstestbale by USPTO, but Incontestability is NOT a defense, rather it further strengthens the registration 
· Park ‘N Fly v. Dollar Park & Fly
· Issue: Can D raise a defense that P’s mark is merely descriptive w/o acquiring 2nd meaning  
· Court: No - Not if mark is deemed “incontestable” 
· Takeaway/Rule: A TM that is registered and incontestable cannot be challenge just b/c its merely descriptive
· The registration comes to court with a presumption of validity and if its incontestable you cannot attack it as just being descriptive
· D is not allowed to defend on the grounds that the mark is merely descriptive and hasn’t got 2nd meaning 
· But you still consider the fact that it's a descriptive mark b/c you got to figure out how strong the mark is - part of the factors in LOC
· Exceptions to an Incontestable TM mark
· (1) Fraudulent acquisition of the mark
· Tough burden/no room for speculation 
· (2) Abandonment of the mark 
· (3) use of the mark to misrepresent source
· (4) fair use defenses
· (5) Limited Territory defense 
· (6) Prior registration by D w/o abandonment 
· (7) Use of mark to violate antitrust laws 
· (8) functionality 
· (9) equitable principles (laches, estoppel, etc) 
· Fraud on the TM Office
· Robi v. Five Platters
· Rule: Making intentionally false statement in the incontestability declaration was held to BE fraud
· Court: Registration unenforceable - They lied to the TM office
· Medinol v. Neuro Vasx - They made a material misstatement w/o personally verifying the facts
· Claimed use for both stents and catheters, but only used for catheter and not for stents
· Court: Held they had a duty to investigate the facts 
· Intent to deceive = obj (not subj) (very hard standard)
· Registration unenforceable 
· In re Bose Corp (current rule) 
· Rule: A trademark is obtained fraudulently under the L Act if the applicant/registrant knowingly makes a false, material representation with the intent to deceive the USPTO
· Applicant’s false representation must be willful
· Intent is not subjective but is determined by the party’s objective manifestations of intent
· It is not sufficient that the party should have known of the statement’s falseness; the party must have actually known.
· Holding/Analysis: Sullivan did NOT make this misrepresentation with an intent to deceive the USPTO
· Sullivan believed that Bose’s repair and return of the audiotape recorders and players to customers constituted use in commerce.
· Although incorrect, there is no evidence that Sullivan made the statement intentionally seeking to deceive the PTO
· Prof: Sullivan wasn’t that wrong b/c when Bose gets these “repairs” they actually just throw it away and instead provide a new one & call it repaired. 
- Defense: “Classic” Fair Use
· 15 USC 1115 (L Act Section 33(b)(4) - Permits use of descriptive mark to describe good/service:
· “Other than as a mark”
· ….so, used as a descriptive term, but not as a mark 
· Rule: A user of a descriptive word may acquire the exclusive right to use that descriptive word as an identifier of the product or source (the TM owner)
· However, this does NOT justify barring other from using the words in good faith for descriptive purposes pertinent to their products 
· United States Shoe Corp v. Brown Group, Inc.(2nd cir) 
· Facts: P advertises its women’s dress pumps under the slogan, “Looks like a pump, feel like a sneaker” (slogan as a TM ). 
· Typical slogans are descriptive in nature, BUT US Shoe’s (P) mark’s is a descriptive mark but has 2nd meaning. 
· Prof: A descriptive slogan will need secondary meaning (but not all do - ex. Nike) 
· D launched an advertising campaign that compares its pump to a sneaker and asserts “it feels like a sneaker” 
· P sued
· Holding: D’s used of the words “feels like a sneaker” falls w/n the “fair use” defense codified in 15 USC 1115 (Section 33(b)(4)) 
· Although they used the major portion of the mark (marks are similar), they are competitive goods, intent was there - and yet did not infringe b/c the D used this fair use defense
· “Feels like a sneaker” is used by D in a descriptive sense, claiming a virtue of the product and it is not using the phrase as an identifier. 
· Rule: Under the fair-use doctrine in the L Act, a party’s use of a word or phrase is NOT trademark infringement if it’s use is otherwise than as a trademark, which is descriptive of and used in good faith only to describe the party’s goods to consumers.
· A trademark will not be construed to prohibit the trademark owner’s competitors from fairly describing their products. 
· Prof: Really looking at how the D’s used the words and the intent
· Close case, but thinks the D went too far 
· Car Freshner Corp v. SC Johnson & Son Inc (2nd cir) 
· SC Johnson made the famous pine tree air freshener. Car Freshner Corp started making air freshener and of course also used the pine tree shape.
· Court: NOT infringement - use of the pine tree shape was a descriptive use of the smell of the air freshener. NOT a “source identifier” 
· Even if it is associated with the P. 
· KP Permanent Make-Up v. Lasting Impression - In 1990, KP Permanent Make-Up, Inc.(P) began using the term “microcolor” in its sale of permanent makeup. Lasting Impression I, Inc. (Lasting) (D) registered the mark “microcolor” with the USPTO in 1993 (also in conjunction w/ permanent makeup). Lasting’s registration achieved incontestable status in 1999
· KP brought suit against Lasting seeking a declaratory judgment that its use of the mark was not infringement
· Lasting brought a TM infringement counterclaim, which KP defended on the grounds of fair use
· Issue: Does a party raising the defense of fair use to a claim of TM infringement, have a burden to negate any likelihood of confusion for consumers about the origin of the goods or services affected?
· 9th Cir: LOC precludes a fair use defense
· Holding/SCOTUS: Reverses 9 th Cir - KP NOT required to show that its use of the mark did not cause a likelihood of confusion when asserting a fair use defense
· Rule: A D does NOT need to disprove likelihood of confusion in order to rely on a fair use defense. 
· Put another way, fair use can still exist even if there is some degree of consumer confusion
· Prof: If you choose to use a descriptive term as TM (assuming it gets 2nd meaning), you will have to then allow competitors to use the term descriptively/otherwise than as a source identifier. 
- Nominative Fair-Use Doctrine (9th Cir.) 
· Use of P’s mark to refer to P’s product 
· Rationale: How would the speaker refer to the mark-owner if not by the mark? 
· Used when a D uses the P’s mark to describe the P’s product (vs. classical fair use, where the D is using P’s mark to refer to D’s product) 
· Ex: Sales or servicing of TM-bearing products:
· We specialize in Volkswagen repairs” on a auto shop’s sign
· For sale: 1965 Ford-Shelby Mustang GT-350
· Only applies in the 9th circuit -6th circuit and 2nd circuit have rejected - but other circuit integrated nominative fair use factors into Polaroid Factors/likelihood of confusion  
· New Kids on the Block v. New America Publishing - New Kids sued D for using the New Kid TM in identifying the band as the subject of public opinion polls. New Kids utilized a 800-number as a revenue source and marketing tool. 
· D used 800 number to poll reader about the New Kids. 
· New Kids sued for TM infringement 
· Holding: New Kids loses - D had a Nominative Fair Use defense 
· Rule/Test: Nominative use of a mark is where the only word reasonably available to describe a particular thing is a TM and use is a reference to it. A commercial use is entitled to a nominal defense if 3 reqs are met (Nominative Fair Use Test)
· (1) Product or services in question must be one not readily identifiable without use of the TM;
· (2) Only so much of the mark or marks may be used as is reasonably necessary to identify the product or service; and
· (3) The user must do nothing that would, in conjunction with the mark, suggest sponsorship or endorsement by the TM holder 
· Rule: Doesn’t matter if the TM is descriptive or not 
- Comparative Advertising 
· Ex: “If you like P, you’ll love us(D)” 
· “The L Act does NOT prohibit a commercial rival’s truthfully denominating his goods as a copy of a design in the public domain, though he uses the name of the designer to do so. Indeed it is difficult to see any other means that might be employed to inform the consuming public of the true origin of the design.” 
· Smith v. Chanel, Inc. 
· Facts: Smith makes a perfume just like Chanel #5’s. (There is no law/reason keeping the other party from making a perfume that smells like Chanel). Smith sells the perfume called “Second Chance” as a duplicate of Chanel No. 5 at a fraction of the price. 
· The “Second Chance” ads were a Blind Fold Smell Test, trade journal ads and order forms. 
· Issue: Whether one who has copied an unpatented product sold under a TM may use the TM in his advertising to identify the product he has copied? 
· Holding: Holding: Yes - Smith has the right to use Chanel’s trademark in its advertising in order to label a comparative fragrance and so long as it is not misleading.
· Rule:  A manufacturer who has copied an unpatented but trademarked product can use that trademark in advertising to identify the product that has been copied.
· So long as the advertising does not misrepresent the products or make it likely that a consumer would confuse the two products, a manufacturer may use the trademark in this manner
· Prof: There could be a nominative fair use defense here as well
- Sovereign Immunity 
· College Savings Bank v. Florida Prepaid Postsecondary Edu Expense Board
· Rule: States can NOT be held liable for TM infringement unless they expressly waive their sovereign immunity (agree to be sued)
· Is the TRCA (Trademark Remedy Clarification Act - it allowed TM owners to sue states) a permissible abrogation of state sovereign immunity? NO
· States are sovereign
· The decision to waive (sovereign) immunity “is altogether voluntary on the part of the sovereign” 
· States waived immunity in 2 cases
· (1) 14thA and (2) by consenting to suit
· Prof: When a sovereign (like an indian nation) applies for a TM - they have then consented to Fed JX/waived their immunity
· But Nike can’t sue them on their land for selling counterfeits 
- Expressive Use of Trademarks 
· Rogers v. Grimaldi (One of the more frequently applied tests) 
· Facts: Rogers claims that the title “Ginger and Fred” is false advertising and claims that there is a likelihood of confusion that (1) Rogers produced, endorsed, sponsored, the film; and (2) the film is about Rogers and Astaire. 
· Rogers had been in the film with Ginger and Fred in it 
· Prof: Balancing a performers right of publicity w/ the public’s right vis-a-vis artistic expression
· Rule: The L Act should only be construed to apply to artistic works only where the public interest in avoiding consumer confusion outweighs the public interest in free expression
· Rogers Test: When public interest in avoid consumer confusion > free expression
· (1) The TM use has “no artistic relevance to the underlying work”; OR 
· As long as there is any reason you need the mark to tell your artistic story - you’ll have the defense 
· (2) “Explicitly mislead as to the source” of the work 
· Holding: Rogers loses - The risk that the title will mislead some consumers is outweighed by the danger that suppressing an artistically relevant (though ambiguous title) will unduly restrict expression
· ESS Ent. 2000 v. Rock Star Videos - E.S.S. Entertainment 2000, Inc. (ESS) (P) operated a strip club called the Play Pen Gentlemen’s Club.Rock Star had included a strip club called the Pig Pen in its GTA game. Rock Star also used photos from other parts of LA to influence the imagery of the Pig Pen.
· SS brought suit and claimed that Rock Star had committed TM infringement by using Play Pen’s logo and trade dress w/o ESS’s permission. 
· ESS claimed that this would cause consumer confusion as to whether the strip club in the video game
· Issue: Is the inclusion of a potentially confusing mark and trade dress w/n a video game protectable speech under the 1stA?
· Court: ESS loses - Rock Star’s use of the trade dress has some artistic relevance and is not explicitly misleading. The work is protected by the First Amendment
· Basically applied the Rogers Test - public interest of avoiding consumer confusion vs the public interest of free expression
· Rule: Mere use of the TM in the name or title of a work is not enough to assume that consumers would be confused as to the source of the work
- Parody Defense 
· Dr. Seuss Enterprises LP v. Penguin Books USA - Penguin Books, USA, Inc. (D) published a book called The Cat NOT in the Hat! A Parody by Dr. Juice. 
· The book was a satire of the O.J. murder trial, parodying the book The Cat in the Hat, which was written by Dr. Seuss
· Prof: Dr. Seuss Enterprises LP v. Penguin Books USA - book was not actually a true parody. 
· One reason there wasn’t a parody is b/c they aren’t poking fun at the “Cat in the Hat” (is not the target of the parody) - it is merely the vehicle for the story.
· Crt/Rule: So since there is no parody - the court basically looks as to whether there is a likelihood of confusion - so basically applies Sleekcraft:
· 9th Cir view: Parody/TM line can be unclear 
· Will be split by circuit 
· Quimbee Rule: A claim that a work is a parody is NOT a separate defense but is merely a claim that consumers are NOT likely to be confused as to the source of the work.
· Accordingly, in analyzing whether a parody infringes on a trademark, courts apply the likelihood-of-confusion factors (Sleekcraft)
· Prof: If you had got to the conclusion that it actually was a “true parody” = basically you would’ve dispelled any likelihood of confusion (9th Cir.)
- TM as Speech 
· Mattel Inc. v. Universal Music International - 
· Basically not even a TM issue. The song is pointing out societal issues of the Barbie line; 1stA protected.  
· If applied the Rogers Test = NOT infringement b/c the song title is crealt relevant to the underlying work and song does not explicitly miseald to the source of the work 
CH. 9 - DILUTION 
· Different COA from infringement, but related. 
· Not about consumer confusion (like infringement), more about bad characters using the goodwill of other famous brands 
· The 1964 Model State TM Act
· Included COA for dilution
· Most states’ dilution laws are modeled after the ‘64 Model State TM Act
· Eventually in the 80s, the Fed passed a dilution statute b/c there were so many different state-law dilution statutes. 
· Dilution by Blurring = Gradual lessening of the value of the mark by using it as a adjective to describe. (“The Rolls Royce of ball point pens”) 
· Dilution by Tarnishment = P’s mark will suffer negative associations through D’s use. 
· Usually: being associated with goods of shoddy quality (knock off goods), OR unwholesome/unsavory content (porn) 
- State Law Dilution 
· Not likelihood of confusion, likelihood of dilution 
· Blurring = The gradual whittling away the value of a makr - causing it to lose its distinctiveness - reducing inherent power to identify mark holder as source of goods 
· Mead Data v. Toyota (concurrence) - NY State Dilution claim. P (Lexis) used for computer assisted legal research, filed to enjoin Toyota from using LEXUS in connection w/ its car line. Toyota sued under the NY Biz Law 368 (NY Dilution law) 
· Majority held that LEXIS is NOT a famous mark b/c it is only used by lawyers and accountants. 
· Concurrence disagreed b/c the statute only reqs that the mark be famous to the “consuming” public. 
· Concurrence: what P must prove for dilution:
· 1) Extremely strong mark 
· Must’ve acquired secondary meaning in the public or very distinctive 
· But to who? 
· 2) Likelihood of dilution 
· Analysis: 
· 1) Extremely strong mark
· Here the relevant consumers are lawyers - to them Lexis is famous
· To the general public - Lexis is not famous at all
· Under the NY State law - Only needs to be famous to niche - but majortiy countries as famous nationwide (majority)
· Concurring - it only needs to be famous for the consuming/niche market
· 2) Likelihood of dilution
· The Sweet Factors for blurring:
· 1) Similarity of the marks
· They are relatively similar, but not similar enough, need to be more exact
· 2) Similarity of the products covered by the marks
· 3) Sophistication of consumers 
· Of Lexus - More sophisticated simply due to the type of purchase & also higher end car
· 4) Predatory intent 
· Lexus relied on a lawyer who told them it would be ok, they weren't trying to trade on the good wil, etc - no bad faith/no predatory intent
· 5) Renown of the Sr mark
· If its renown in the niche - then Lexis would have a lot of renown 
· If its renown in the general public - then they have no renown
· 6) Renown of the Jr mark
· Not much - new car company 
· Crt: Lexus won
· Rule: Sweet Factors will get codified in the Fed Law.
· Lays out the discussion for whether it should be niche fame or nationwide fame
· Rule: In NY, for a dilution claim the mark must be essentially famous nationwide. 
· Prof Takeaway: All the states are different - no holding us to knowing. 
· Hormel v. Henson (dilution by tarnishment) - The company, Hormel, brings dilution claim against Henson (creator of Muppets movie). In the movie there was a gross/boar-like character whose name of “Spam” 
· P brings a dilution by tarnishment claim 
- Federal Law Dilution 
· 15 USC 1125(c): Dilution by Blurring; Dilution by Tarnishment - 
· (1) Injunctive relief - Subject to the principles of equity, the owner of a famous mark that is distinctive, inherently or through acquired distinctiveness, shall be entitled to an injunction against another person who, at any time after the owner’s mark has become famous, commences use of a mark or trade name in commerce that is likely to cause dilution by blurring or dilution by tarnishment of the famous mark, regardless of the presence or absence of actual or likely confusion of competition, or of actual economic injury. 
· Rule: Do NOT need a registered TM 
· Likelihood of Dilution Factors (Blurring) (Basically Sweet Factors)
· (1) Degree of similarity between the mark or trade name and the famous mark
· (2) Degree of inherent or acquired distinctiveness of the famous mark
· (3) Extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark
· (4) Degree of recognition of the famous mark
· (5) Whether the user of the mark intended to create an association with the famous mark
· (6) Any actual association between mark and famous mark
· Famous” Marks
· Rule: Reqs nationwide fame (thus scope is smaller) Lobster Case
· Must be famous before the actual dilution took place
· 75-80% of the public 
· “Grandmother and son need to know”
· Blurring and Tarnishment Defined 
· Dilution by Blurring = Association arising from the similarity btw a mark or trade name and a famous mark that impairs the distinctness of the famous mark 
· Dilution by Tarnishment = Association arising from the similarity btw a mark or trade name and a famous mark that harms the reputation of the famous mark
· Blurring: Starbucks Corp v. Wolfe's Borough Coffee
· Test: Likelihood of dilution: 
· Similarity of the marks 
· Similarity of the products covered by the marks 
· Sophistication of consumers
· Predatory intent 
· Renown of Sr mark
· Renown of Jr mark
· Court: Starbucks loses - No dilution by blurring 
· Tarnishment - no fed factors/elements
· So you would look to state cases
· Starbucks Corp v. Wolfe's Borough Coffee (Tarnishment) 
· Crt: A mere association btw “Charbucks” & “Starbucks”, coupled w/ a negative impression of the name “Charbucks” is insufficient to establish a likelihood of dilution by tarnishment. 
CH. 10 - FALSE ADVERTISING 
· 15 USC 1125(a)(1)(B) [Lanham Act 43(a)(1)(B)] 
· Any person who, on or in connection w/ any goods or services, or any container for goods, uses in commerce any word, term, name, symbol, or device, or any combination thereof, or any false designation of origin, false or misleading description of fact, or false or misleading representation of fact, which 
· (A)...(false designation of origin) 
· (B) in commercial advertising or promotion, misrepresents the nature, characteristics, qualities, or geographic origin of his/her or another person’s goods, services, or commercial activities 
· Shall be liable in a civil action by any person who believes that he/she is or is likely to be damaged by such act 
- Commercial Advertising or Promotion
· What is/is not commercial advertising/promotion w/n the meaning of 1125(a)(1)(B): Ask if it is:
· (1) Commercial speech? 
· (2) By directly competitive defendant
· Standing req for claim of false advertising 
· Court is trying to specifically exclude consumers 
· If consumers could file false advertising claims = courts overwhelmed 
· (3) For the purpose of influencing consumer 
· Designed to influence the relevant purchasing public. 
· (4) Disseminated sufficiently to the relevant purchasing public so as to constitute advertising or promotion w/n that industry
· Gordon and Breach Science Publishers (G&B) v. American Institute of Physics (AIP) (applies above test) 
· Court: AIP publication of the articles & its press release and letter to the editor constituted protected speech - complaint dismissed.
· But did NOT reject the complaint in respect to AIP’s dissemination of preprint and alleged campaign of sending emails and meeting w/ librarians. 
· Neuros Case: 
· Issue: How to define who the relevant consumer is?
· Test: Who is going to make the buying decision? (the de facto customer)
· Who are you trying to motivate to buy/not buy a product  
- A. Literal Falsehood 
· Coca-Cola v. Tropicana Prods., Inc. - Coke (maker of Minute Maid OJ) sued Tropicana under the Lanham Act for false representation after Tropicana aired a 30-sec commercial w/ Bruce Jenner saying “It’s pure, pasteurized juice as it comes from the orange”, and the audio stating “It’s the only leading brand not made w/ concentrate and water” 
· Coke claimed commercial is false b/c it incorrectly claims that Tropicana’s OJ contains unprocessed, fresh-squeezed juice when in fact the juice is pasteurized 
· Holding: Preliminary injunction is granted for Coca Cola
· Rule: A false-advertising P is entitled to a preliminary injunction if the P demonstrates irreparable harm in connection with the alleged wrong, as well as a likelihood of success on the merits (viewed in the light most favorable to the non-moving party) 
· An advertisement stating incorrect factual information is likely to cause consumers to switch to a different brand.
· Therefore, a company is likely to suffer irreparable harm by a competitor’s false advertising when the 2 companies are head-to-head competitors
· Rule: An explicitly false advertisement violates the Lanham Act without reference to the advertisement’s effect on consumers
· An advertisement can be either Explicitly or Implicitly false. 
· Explicitly/(Literal) False Statement = Violates the Lanham Act regardless of the statement’s effect on the buying public. 
· Implicitly/Impliedly False Statement = Violates the Lanham Act ONLY if the statement tends to mislead, confuse, or deceive consumers
· Clorox Co, Puerto Rico v. Proctor & Gamble Commercial Co
· Facts: The tagline suggests that their cleaning material will whiten better than bleach (clorox). Leaves the consumer to draw the inference (so it is implied - leads to impliedly false) 
· Is it false - yes, they do a test and there is no difference 
· So it is IMPLIEDLY FALSE
· So since its Impliedly False Statement - court must determine whether or not the impliedly false statement induces/impacts the consumers decision as to which product to buy. 
· Prof: Yes - it was designed to sell more for D to the detriment of P
- B. Misleading Representation
· Pom Wonderful LLC v. Coca Cola Co. - A Pomegranate is shown as bigger or equal to the other fruits in the juice on Coke’s Minute Maid juice. 
· Pomegranate is a desired fruit due to health benefits.
· In reality, there was an extremely little amount of pomegranate in the juice   
· What is false here: Minute Maid (coke) depicted a pomegranate image on the packaging of the juice when it really wasn’t made of mainly pomegranate. 
· The carton incorrectly describes the goods b/c there is a minuscule amount of pomegranate actually in it 
· Defense argument: It’s not false b/c we are just telling you what fruits are in the blend and we are just depicting them with their normal/actual size 
· Rule: P has the burden to show misleading or confusing the public 
· If FDA didn’t exist - would this violate 1125(a)
· Prof - thinks so
· Takeaway: FDA has space in this area b/c they have authority over food and drug area. There will be deference to FDA.
· SCOTUS: Let FDA decide 
- Irreparable Harm Presumption 
· TM Modernization Act of 2020 - Sect. 226. Rebuttable Presumption of Irreparable Harm
· Amendment section 34(a) - P seeking an injunction shall be entitled to a rebuttable presumption of irreparable harm. 
· NO req that the mark be registered 
- Standing to Assert False Advertising (1125(a)(1)(B)) Claim 
· Lexmark International v. Static Control Components 
· Rule: A P has standing to sue for false advertising under the Lanham Act if (1) the P’s zone of interests is within those protected by the Lanham Act and; (2) the P’s injuries are proximately caused by the D’s violation of the statute
· A P is within the Lanham Act’s zone of interests if the P is engaged in commerce and suffers damages in the form of lost sales or harmed reputation. 
· Prof: Who has standing?: Only competitors (mostly) 
· No consumer standing - they can just use the FTC
- Prof: False Advertisement Analysis 
· 1) Advertisement or promotion under 1125(a)(1)(B)
· 4-step test 
· 2) If yes - is it false?
· 3) If yes -is it Literally false, OR Impliedly false?
· If Literally False - Court can enjoin 
· Impliedly false - Court must determine if the implied falsity is going to have an impact on the buying public 
· If yes - court can enjoin 
CH. 11 - Internet Domain Names
- The Internet
· History:
· Back in the day only US gov used; Used phone lines and modems 
· Important way it developed - it got really really big - and then you have to figure out how to get your data from point “a” to point “b”
· Naming/domain names: labeling for us (humans) to make it more intuitive for us when our computers are communicating with each other 
· Domain names begin to sound/seem a lot like TMs
· Treating/Curing Problems w/ Dilution 
· When the internet problems came up, there wasn’t a COA for these people registering domain names, so companies were using dilution theory to go after individuals who were registering domain name and linking it to something else 
· Dilution was bent to remedy this arising problem 
· Cybersquatting statute eventually written by Congress
· JX Issues 
· A lot of cybersquatting out of overseas entities - so how do you get PJX over these Ds?
· Also a lot of times the info put in for the owner of the domain names is fake 
· Even if you win, they will just go back and make another domain name with a slight variation (issue w/ industrial cyber squatters)
- Cybersquatting 
· Fed COA = ACPA (15 USC 1125(d)(1))
· State Law COA:
· Cal Bus & Prof. Code 17525(a) - protects personal name of a living person; (focuses more on cybersquatting of celebrity’s name)
· It is unlawful for a person, w/ a bad faith intent to register, traffic in, or use a domain name, that is identical or confusingly similar to the personal name of another living person or deceased personality, without regard to the goods or services of the parties   
· Here, this incorporates the fed law (ACPA statute) but also protects celebrities that have a famous name but NO TM in their name. (Under the fed law they wouldn’t have a COA)
· Prof: As long as a state law does not interfere with the fed law, states are free to regulate in the area of TM law. 
- Anticybersquatting Consumer Protection Act (ACPA) 
· Found in 15 USC 1125(d) 
· 1125(d)(1)(A) - Cyberpiracy: Elements:
· (1) Register, traffics in, or uses;
· (2) Domain Name that is identical or confusingly similar to any mark protected under Lanham Act (registered or unregistered) 
· Identical or confusingly similar to distinctive mark 
· Identical or confusingly similar to a famous mark
· Dilutive of a famous mark 
· (3) With bad faith intent to profit from mark 
· Fagnelli Plumbing v. Gillece Plumbing - P and D are competitors in the plumbing and heating services in Western Penn. D registered www.fagnelli.com from GoDaddy. 
· Fagnelli has a TM that is protected under the Lanham Act -therefore is protected by the ACPA (Fagnelli is descriptive b/c it is a surname, but he’s used it for more than 5 years - thus presumed that its distinctive) 
· After one of P’s long time customers was misdirected to D’s site, P sued alleging cybersquatting as a violation of the ACPA
· Court: Fagnelli wins - all the elements are met 
· 1) D registered, trafficked, or used the fagnelli domain name 
· 2) Not identical to P’s TM (fagnelli vs fagnelliplumbing), but it is definitely confusingly similar 
· Also Fagnelli has a TM 
· 3) Bad faith intent to profit? - yes 
· See factors on 4/12 reading notes
· 1125(d)(1)(B) - Determining “a bad faith intent to profit”: Consider factors (non-exhaustive)
· Prof: Splits up into “defensive” & “offensive” 
· Defensive Factors:
· Registrants rights in the domain name 
· Legal name or commonly known by name
· Bona fide (lawful/legit) offering of any goods or services 
· Noncommercial or fair use of the mark 
· Offensive Factors
· Registrant’s intent to divert consumers to its site for commercial gain or to tarnish or disparage the mark
· Registrant’s offer to sell domain name 
· Registrant’s use of fake contact info when registering
· Nowadays it's really hard to get the contact info of domain name/registrant - need to file complaint w/ UDRP 
· Registrant’s registration of multiple domain names that are TMs
· Fame of mark w/n the meaning of subsection (c)(1) of section 43
· Sporty’s Farm v. Sportsman Market - Sportsman’s Market (P) = Catalog company that sells aviation supplies. Used TM “Sporty’s”. Omega: (D) mail order company selling lab/research equipment. Omega owner registered “sportys.com” so that he could start his own aviation supplies catalog company before Sportys got to the internet.
· The Fed Law (ACPA) hadn’t been enacted yet
· Omega files a declaratory suit that their website “sporty’s” did not violate any law. Sportsman’s counters for dilution, infringement, and to have Omega transfer the domain name (ACPA hasn’t been passed yet) 
· Trial Court: Omega won on infringement and dilution claims but ordered Omega to surrender domain name
· Both parties appeal  
· 2nd Cir Appeal Court: just decides to apply the new cybersquatting law (ACPA)
· Crt: Court just realizes that it's all a sham and wrecks them on it. Sporty’s Farm (Omega) acted w/ a “bad faith intent to profit” from the domain name sportys.com  under the ACPA
· Analysis: 
· 1) Registered, trafficked, or used?: Wasn’t discussed - but was definitely registered, used, or trafficked in
· 2) Identical or confusingly similar?: Yes
· 3) Bad faith intent? - Omega registered sportys.com for the primary purpose of keeping Sportsman from using it after it was fully aware that SPORTYS was a strong mark for consumers of aviation products
· ACPA Gripe Sites - Lucas Nursery and Landscaping v. Grosse - Grosse registered the domain name lucasnursery.com and created a website for the sole purpose of relaying her story and her dissatisfaction.
· Lucas did not have a website or a registered trademark for “Lucas Nursery
· Analysis: Grosse’s motivation in this case is to tell the public her story about her experience with Lucas. 
· Grosse has NO intent to profit off of the domain name 
· Rule: The 9 factors for determining the question of whether a bad-faith intent to profit exists under the Anti-Cybersquatting Consumer Protection Act are meant to serve as a guide, not a replacement for direct application of the underlying question - The key is what is motivating the D’s conduct.
· Remedies for Cybersquatting 
· 15 USC 1125(d)(1)(D) - Court may order the forfeiture or cancellation of the domain name or the transfer of the domain name to the owner of the mark.
· 15 USC 1117(d) 
· Statutory damages $1000 - $100,000 per domain name violation of 1125(d)(1)
· Creates a large deterrent effect
· Having statutory damages it what makes it different than a normal infringement claim 
· The P may elect, at any time before final judgment is rendered by the trial court, to recover statutory damages, instead of actual damages and profits
· Or as the court considers is just 
· Prof: Practical application - remedy should NEVER be to cancel the domain name. 
· They can just remake it and get into your other accounts 
· You want to take the domain name away/transfer to yourself and hold it for a couple of years 
· Prof: Only other TM claim that you can get statutory damages for = TM counterfeiting (we DIDN’T cover) 
· Infringement (1114) = actual damages (+attorneys fee if conduct willful)
· False designation of origin and all of its COAs (1125(a)) = actual damages   (+attorneys fee  only if exceptional case) 
· Dilution (1125(c) = damages only available if its willful dilution and even then its only actual damages 
- ACPA In Rem Actions  
· “In rem” = exercising authority over a thing vs over a party 
· Prof: 1125(d)(2) - allows suing the domain name for being registered to the wrong party (case is against the domain name)
· Makes it so cybersquatting problems can be remedied w/o concern for PJX over the actual registrant. 
· 15 USC 1125(d)(2) [Lanham Act 43(d)(2)] 
· Provides for “in rem” civil action to obtain forfeiture or cancellation of an infringing domain name. 
· Rule: May file an in rem civil action if:
· (ii) domain name violates any right of the owner of a mark registered in the USPTO
· (ii) court finds that owner:
· (I) is NOT able to obtain PJX over a person who would have been a D in a civil action 
· (II) through due diligence was not able to find a person who would have been a D in the civil action 
· Remedies: Court order for the forfeiture/cancellation of the domain name, or the transfer of the domain name to the owner of the mark 
· Caesars World v. Caesar’s Palace.com - Upheld “in rem” provision against a due process challenge. 
· Lucent Technologies v. Lucentsucks.com - P could invoke the “in rem” action only after a reasonable, good faith effort to locate and obtain PJX over the registrant of the disputed domain name
· Court dismissed P’s claim b/c P had failed to wait a reasonable time for the registrant to respond to its ntc before filing an “in rem” action, and had proceeded with its “in rem” suit after it became aware of the registrant’s current address
· Prof: 2 Issues w/ In Rem Actions:
· (1) Only remedies available = transfer/canceling of the domain name (injunctive) 
· Vs. In personam claims - can get statutory or actual damages, attorney fees and costs & also the injunctive relief to transfer the domain name  
· (2) This legal fiction only works when the domain name is based in the US (And a lot of bad actor domain names are registered in different countries) 
· Prof sidenote: Good issue in domain names for SCOTUS: Whether or not, domain names are property? 
· In Rem Actions in Non-ACPA Cases?
· If the domain name (the D) infringes or dilutes a mark
· Q: Can a P sue the domain name in rem?
· A: Circuit split 
· 4th Cir: Yes - citing to 1125(d)(2)(A): “in rem action is available if (i) the d.n. Violates any right of the owner (Harrods Limited v. 60 Internet Domain Names
· Prof: But has never really materizled 
- Immunity for Registrars and Registries (Still dealing w/ ACPA) 
· 15 USC 1114(2)(D)(iii) a domain name registrar, a domain name registry, or other domain name registration authority:
· Shall NOT be liable for damages under this section
· For the registration or maintenance of a domain name for another 
· Absent a showing of bad faith intent to profit from such registration or maintenance of the domain name
· Ex: GoDaddy follows all the precautions for setting up a domain name registry, and bad actors end up cybersquatting w/ Go Daddy’s platform - then they will NOT be liable 
· Ex: Instead, GoDaddy allows its platform to become a hive of bad activity so that they are basically contributing to it = will be liable 
· Similar to contributory infringement 
· Prof: 9th circuit ruled there can be NO contributory cybersquatting 
· Prof: But registrars are NOT immune if they have bad faith intent to profit 
- ICANN & UDRP (Uniform Trademark Domain Name Dispute Resolution Policy) 
· ICANN 
· Pre-ICANN Internet History - Was under a defense agency 
· Formation of ICANN
· Internet becomes very commercialized
· Basically gov realizes this isn’t just a little sandbox for new ideas and decides that it should not be in charge of the internet 
· 1994/5 - So they start trying to figure out how to transfer the internet from gov-run, to something else 
· Calls for creation of an entity that the internet industry should figure it out 
· IP owners have a strong interest in what is going on with the internet 
· Ultimately, forms ICANN - the TM lobby would only get behind approval of ICANN if it adopted an effective dispute policy addressing cybersquatting (didn’t want to go to fed crt and sue every time) 
· At the time a Co called Network and solutions was the only registrar (so just getting sued constantly)  
· Thus, ICANN enacts UDRP 
· As a policy to quickly resolve TM disputes 
· UDRP 
· Designed to much more quickly remedy domain-name disputes 
· Allows relatively cheap adjudication of TM /domain name disputes w/n about 30-40 days 
· Application of policy by contract - Everybody who registers a domain name essentially enters into a legal K when registering and agreeing to the terms of the UDRP policy (includes JX) 
· UDRP is NOT arbitration - b/c if you don’t like the UDRP decision you CANT appeal to federal court 
· Procedural Issues:
· Dispute Providers: 
· WIPO - 1st one 
· National Arbitration Forum 
· CPR Institute for Dispute Resolution 
· # of Panel Member: can choose 1 or 3 members
· More panel members = more expensive 
· Payment of Fees
· WIPO -$1500; NAF $1,330
· Language of proceedings - based on the language of where agreement entered into
· UDRP Deadlines 
· Complainant gets 5 days to correct deficiencies in its complaint 
· Respondent only gets 20 calendar days to respond to complaint
· Find lawyer, gather evidence, prepare reply
· Prof: Ex of how it can be gamed to favor the TM owner (b/c can file like right before holidays)
· Prof: UDRP is criticized for being highly TM friendly 
· Panel decision w/n 14 days to reach decision (all decisions published, but not the actual complaints
· UDRP Shortcomings
· Complainant (TM owner) picks dispute provider 
· Complainant pays dispute provider (who pays panel member)
· About 90% of cases are determined in favor of the complaining co 
· Page limit = 10 (it's not a trial, no disc, examinations)
· Shortened deadlines 
· Prof: ALL of these ^ make it very hard to defend 
· TM/domain name disputes are very fact-intensive, need to look at/balance all the facts in TM disputes - and the UDRP has no discovery, short deadlines
· UDRP NOT a good framework for TM-related disputes 
· Thus UDRP designed to fix very non-fact driven problems/clear cut cases where you need a quick remedy b/c there is not going to be a lot fo dispute (clearly abusive domain name problems) 
· Prof: “The kind of case that you can write in finger paint and still win”
· Thus, this takes out the worry of the criticisms (criticisms mostly come from people using it for the wrong claims/overreaching) 
· UDRP - Prima Facie Elements: Complainant has burden to prove all of the following 3 elements: 
· (1) D.N. is identical or confusingly similar to Complainant’s mark;
· Same language as ACPA; NOT a likelihood of confusion test
· Ignore TLD string (.com/.net) 
· 2) Respondent has no rights or legit interest in the D.N.; &
· 3 Expressly enumerated defenses for Respondent (more available)(based on the “defensive factors” in ACP) 
· 1) Before ntc of dispute, use or preparation to use in connection w/ a bona fide offering of goods or services
· 2) Respondent Commonly known by the domain name 
· 3) Legit non commercial or fair use of domain name without intent to misleading/divert consumer sor tarnish mark
· Prof: 4th defensive factor from ACPA would also apply
· 3) Respondent registered and is using the D.N. in bad faith 
· 4 Expressly enumerated circumstances of bad faith (more available)(basically “offensive factors” from ACPA) 
· 1) Acquired primarily to sell to Complainant/mark owner for $$
· 2) To prevent makr owner form using it - must also show pattern
· 3) Primarily for the purpose of dspuring the biz of a competitor
· 4) Intentionally attempted to attract, for commercial gain, Internet users to your website by creatin a likelihood of confusion w/ the Complainant’s mark  
· Prof: Must register and use in bad faith 
· Implementing UDRP Decisions 
· If you win UDRP complaint = domain name will be transferred from registrant/Respondent to the TM owner, 10 biz day after the decision 
· The registrant has those 10 days to file a suit in the Mutual Jx
· Mutual JX: Complainant picks when they file
· a) Where the domain name owner lists their address in the ownership record
· b) Where the registrar is based 
· If the lawsuit is filed, and then gives a copy of the suit to the registar:
· The registrar will sit tight before transferring and see what the court does 
· Only remedy is the transferring of the Domain name
· Appeals of URDP
· Rule: NO appeals of a UDRP (b/c its not arbitration)
· So you file separate COA under Fed Court ^
· STM Outline has a comparison of UDRP vs ACPA
CH. 13 - REMEDIES
· Prof: 2 flavors: 
· (1) Injunctive (equity)
· Disclaimers; Preliminary Injunctions; Permanent injunctions Recalls and destruction; Corrective advertising
· (2) Monetary (at law)
· Lost profits; D’s profits; Statutory damages; Pay for corrective advertising; Attorneys’ fees & costs
· Injunctive Relief
· Positive & negative injunctions
· Positive = to do something 
· Negative = not to do something 
· Can be preliminary injunction - before the trial 
· Permanent injunction - after case is finished 
- A. Injunctive Relief (15 USC 1116) 
· 1) Preliminary Injunctions
· Herb Reed Case: (out for the exam) 
· Rule: Prelim Injunction Standard in 9th Cir.
· P must demonstrate:
· Likely to succeed on the merits
· Likely to suffer irreparable harm 
· The balance of equities tips in P’s favor
· An injunction is in the public interest 
· Modern Rule: Irreparable Harm Presumption (Not Herb Reed standard) 
· TM Modernization Act of 2020 - Rebuttable Presumption of Irreparable Harm
· Rule: If P shows that it is likely to succeed on the merits (showing that it is likely consumers will be confused) than it will be presumed that there is irreparable injury 
· Prof: So now to get a preliminary injunction it seems like - if you show a likelihood of confusion (and thus a likelihood to succeed on the merits) then you are likely to get an injunction 
· Likely to succeed on the merits = prelim injunction 
· What happens after prelim injunction given?: 
· Previous infringers typically only make small changes 
· Safe Distance Rule: For determining whether a D is liable for contempt of a previously issued injunction against infringing conduct
· Rule: The modified mark/trade dress may violate the injunction if the modifications do NOT preserve a “safe distance” from the P’s mark
· Safe distance = more than in the original suit - even if the change in use would have been ok in the 1st instance 
· Clear demarcation from the P’s mark
· Rule: Must move further away form the mark than they would have otherwise been allowed to 
· Prof: “Once you infringe you got to really stop infringing” 
· 2) Disclaimers 
·  Home Box Office v. Showtime - HBO sued Showtime for slogans (“Showtime & HBO. It’s Not Either/Or Anymore”). Showtime featured on a # of materials displayed or distributed at or near the National Cable TV Association Convention. 
· HBO - the slogan is confusing b/c it suggests that HBO & Showtime have merged or are engaged in a cooperative promo campaign 
· Showtime, as a defense, argues that some of materials contained disclaimers stating that HBO & Showtime were unrelated services
· Court: Showtime’s use of disclaimer insufficient to correct public perception and Showtime did NOT meet the heavy burden to use HBO’s mark.
· Generally disclaimers aren’t effective. 
· Rule: A disclaimer that clarifies the source of a product may safeguard the user of a mark from a TM infringement claim if the disclaimer significantly reduces the likelihood of consumer confusion.
· The user/infringer bears the burden of showing that the disclaimer is actually effective at reducing confusion
· Generally, to be effective, any such disclaimer must be in close proximity to the infringement use
· Prof: Most disclaimers are ineffective crap
· 3) Recalls & Destructions 
· Perfect Fit Indus v. Acme Quilting Co - P sues claiming CL TM infringement in its J-Board (mattress stuff) trade dress. Court finds it does infringe and it was willful. Court issues a recall of the item (product and the packaging)
· Also requires the D to write a letter to customers saying that they infringed and asking them to mail back the mattress covers
· Prof: Court might be going a little extra to punish D
· Crt: Court order was affirmed 
· Rule: Courts have broad powers to fashion equitable relief 
· As long as a court isn’t abusing its discretion, these remedies are enforceable. 
· Rule: In a TM action, a district court has the discretion to order a recall & destruction of the infringing product.
· In crafting such a remedy, courts should take into account the (1) burden on the D and the (2) expense of a recall
· 15 USC 1118 - provides for destruction of infringing goods
· Prof: Recalls & destructions are rare
- B. Monetary Damages (15 USC 1117(a)) 
· For violations of:
· 1114(1) 
· 1125(a)
· 1125(c), if willful
· 1125(d) (not in rem) 
- Types of Monetary Damages: 
· Defendant’s Profits (1117(a)) 
· Recovery of damages sustained by P (1117(a)) 
· Hypo: Rolex - the swap meet rolex copier is making 5 bucks per watch vs Rolex makes 1000s - and the person buying a fake rolex isnt the same person buying a real rolex
· So rolex hasn’t really lost a customer/sale - This is why P can go after recovery of D’s profits or recovery of their damages - so there are multiple different ways to get made whole 
· Cost of the Action; AND
· Photocopying, court services, depos, transcripts, etc 
· Attorney’s Fees
· Treble Damages
· Cannot be Punitive 
· Multiply up to 3x
· Rule: For infringement/dilution claims court may award treble damages 
· Note: Not for a penalty but to make P whole again
· Rule: counterfeit mark - the court shall award treble damages unless the court finds extnetuaitn curucmsnts 
· Rule: Court can do treble damages whenever (does not REQ “willful”)  
· If D’s conduct is willful, P likely suffered more damages so multiplying by 3 is more likely to make P whole
· Statutory Damages (15 USC 1117(d)) 
· Statutory damages $1000 - 100,000 per domain name for violation of 1125(d)(1)
· P chooses, at any time before final judgment, whether they want to recover statutory damages instead of actual damages (profits etc)
· So if actual harm was little - P will elect statutory damages 
· Amount will be based on as the court considers just - will look at bad conduct of the D (really looking for large industrial cyber squatters) 
· As the court considers just
· Hypo: If it a lady who made a gripe site, but she ended up losing: If the P elected for statutory damages - the court will issue the minimum  ($1000) 
· Vs - a big/industrial cybersquatting outfit/repeat offenders
· Prof: Statutory damages are meant to target these industrial cybersquatters and clamp down on this conduct 
· Corrective Advertising
· “How much should D have to pay to “correct” its mistake? 
· Rule: Corrective advertising does NOT req a dollar-for-dollar expenditure 
· Big O Tire Dealers v. Goodyear Tire & Rubber Co - 
· Rule/Crt: Took 28% (% of states Big-O was in) of the $9,690,029 (amount Goodyear spent on the infringing campaign) and then reduced that figure by 75% in accordance w/ the FTC
· Rule: FTC has a rule that spending 25% of the original advertising budget on corrective advertising is appropriate compensatory damages
· Attorneys’ Fees
· Rule: Only in an “exceptional case” 
· When equitable consideration justify such award 
· Not just b/c you win 
· NOT limited only to the infringing acts 
· Possible stuff that happened in the litigation 
· Not budging when there's no merits 
· Willfulness is NOT req, but very helpful, to prove an exceptional case 
· Culpable conduct on the losing parties side: bad faith, fraud, malice, or knowing infringement 
