Concepts of Trademarks and Unfair Competition
Intellectual Property

· IP rights are negative rights, not a right to do something but the right to stop/prevent someone else from doing something

· 3 main areas

· Patents

· Copyrights

· Trademarks

· Patents

· What is patentable?

· Requirements

· Must be novel, useful and non-obvious in nature

· Utility Patents – issued for 4 general types of inventions

· Process

· Machines

· Manufacture

· Composition of matter

· Design Patents – ornamental, non-functional characteristics of an article of manufacture

· Plant patents

· Origin of Authority to regulate patents (and copyright) flows form the Constitution

· Congress shall have power to promote the progress of science and the useful arts, by securing for a limited time to authors and inventors the exclusive right to their respective writings and discoveries. 

· Delegation

· Patent statutes 35 USC 101-103 have been enacted by Congress to protect patents
· Federal agency charged with administering patents is US Patent and Trademark Office. 

· When applying for a patent must disclose how to market the invention. 
· Invention cannot have been in the public for more than a year before applying. 

· If don’t apply for patent becomes a trade secret and can keep it secret forever. 

· Rights

· Grants exclusive right to exclude others form making or using or selling inventor’s discovery or invention. 

· Duration

· Older patents – 17 years from issues date

· Newer patents – 20 years from filing date

· Copyrights

· What is copyrightable?

· Original works fixed in a concrete medium of expression. 

· Origin of Authority to regulate copyrights flows form the Constitution

· IP Clause. US Constitution, Article I, Section 8, Clause 8

· Delegation

· US Copyright Act 17 USC sections 101-810 – federal legislation enacted by Congress to protect writings of authors

· Congress delegated right/obligation to Office of the Library of Congress. 

· Rights – Author has exclusive right to:

· Reproduce

· Distribute

· Perform

· Display

· License

· Fair use exception

· Duration – lasts from creation until 70 years after death of author

· Allow copyright holder/descendants/assignees to be able to exploit before it falls in the public domain. 

· Trademarks

· What is trademarkable?

· Any word, name, symbol or device or combination thereof

· Word – e.g. laser jet

· Name – e.g. Kodak

· Symbol – e.g. McDonald’s arch

· Device – e.g. UPS/FedEx colors designating source of service/NBC tone

· Combination – e.g. McDonald’s arch along w/ name McDonalds

· Used, or intended to be used, in commerce

· To distinguish the trademark owner’s goods from those of another

· Origin of Authority to regulate copyrights comes from the Constitution

· Commerce Clause - US Constitution Article 1, Section 8, Clause 3

· Congress shall have power to regulate commerce with foreign nations, and among the several states, and with the Indian tribes

· Not an express grant of authority to Congress, relies on Congress’ powers under the Commerce Clause. 
· More limited in scope

· Not exclusive federal jurisdiction, states may regulate trademarks (almost all have some TM statute)

· Only applies to marks used in interstate commerce. 

· Can regulate intrastate if commerce will have a significant impact on interstate commerce. 

· Delegation

· Congress enacted Lanham Act 15 USC sections 1051 – 1127

· Protects both registered vs. unregistered marks

· Administered by US Patent and Trademark Office

· Trademark Trial and Appeals Board

· Rights – right to prohibit others form using a similar mark in a manner that is likely to cause consumer confusion 

· Duration – trademarks can last forever so long as they are continuously used 

· TM – Trademark – have right as soon as used in the normal course of business and not just for purposes of preserving the mark.
· SM – Servicemark – designates a service mark

· No substantive legal distincting between how TM and SM treated

· ® - any registered mark – after mark is registered 

Unfair Competition 

· Developed through the common law

· Restatement Law 3rd, Unfair competition

· It is ok to harm the commercial relations of another, unless the harm results form:

· Deceptive marketing practices

· Infringement of trademarks

· Appropriation of intangible trade value

· Cases:

· INS v. AP (pg 10)

· AP installed cable network under Atlantic Ocean to get information to distribute around network and print in local newspapers. INS took the news and distributed to its own network sometimes publishing it earlier. 

· “Defendant is appropriate it and selling it as its own is endeavoring to reap where it has not sown”

· Court holds narrowly and creates quasi property right – only over information toward competitors while disseminating across network, not toward the general public because it is news.

· INS has come to stand for a general common law property right against “misappropriation” of commercial value.

· Cheney Bros. v. Doris Silk Corp (pg 11) 

· Cheney Bros. produce a bunch of different patterns, not knowing which will be popular/trendy that season. Doris Silk then just print one that has proven popular, undercuts the price. 

· “Defendant, in appropriating it and selling it as its own is endeavoring to reap where it has not sown”

· Court recognizing need for statutory/more rigid interpretation of what is and is not protected, but said it is up to Congress and State legislatures. 

· Court distinguish from INS – information in the public interest, time frame as news is very timely. 

· Court refuses to extend rights in INS. 

· Sears v. Stiffel

· Stiffel manufactures and sells extremely popular pole lamps, which Sear copies and sells for cheaper. 

· Patent had expired, design in the public domain, Public owns he right o produce. 

· States can’t extend patent protection beyond expiration of patent through statute. 

· Compco Corp v. Day-Brite Lighting Inc.

· Day Brite made light fixture lens that went over lens to diffuse light more evenly, as well as acting like a cover. Compco copied and sold it.

· Patent had expired. 

· Fed. Government grants patent for specific period of time. Congress carefully considered how long things should be protected. 

· “﻿the patent system is one in which uniform federal standards are carefully used to promote invention while at the same time preserving free competition. Obviously a State could not, consistently with the Supremacy Clause of the Constitution, ﻿extend the life of a patent beyond its expiration date or give a patent on an article which lacked the level of invention required for federal patents. To do either would run counter to the policy of Congress of granting patents only to true inventions, and then only for a limited time.”

· States can govern unfair competition but have to balance with uniform federal rights. 

· Bonito Boat v. Thunder Craft Boats (pg 15) 

· Bonito copied design of Thunder Craft boat? Used plug mold to reverse enginer the design and sell the same one. FL passed laws to protect makers of fiberglass boats. 

· FL law encroached upon federal schema of patent protection. 

· Preemption Doctrine - patent law, federal government only one can regulate patent and copyright. Rights flow from the constitution, gives power to Congress. States preempted from regulating in area of patents and copyrights.

· NBA v. Motorola (pg. 19)

· Motorola sent scores of NBA games to people signed up to its pager service. 

· Hot news doctrine applicable when:

(i) a plaintiff generates or gathers information at a cost;

(ii) the information is time-sensitive; 

(iii) (iii) a defendant's use of the information constitutes free-riding on the plaintiff's efforts; 

(iv) the defendant is in direct competition with a product or service offered by the plaintiffs; and 

(v) the ability of other parties to free-ride on the efforts of the plaintiff or others would so reduce the incentive to produce the product or service that its existence or quality would be substantially threatened.

· Information at issue not “hot new” and any protection beyond the limited hot news context would be preempted by federal copyright act. 
· Barclays Capital v. theflyonthewall.com

· Fly on the wall compiles information on broker recommendations and disseminates it to subscribers

· NBA hot news doctrine still good law, but applying NBA and copyright preemption principles to the facts in the case

· Claim for hot news misappropriation fails

· Flyonthewall merely reporting what plaintiff recommending.

· Tiffany v. Costco

· Costco selling using Tiffany name to sell rings. Costco said was selling in Tiffany style setting. 

· Supreme Court said ok, customer not confused. 

· Statutory Definition - 15 USC § 1127 (last paragraph in Lanham Act)

· Trademarks are designed to inform potential buyers who makes the goods on sale. ﻿KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 543 U.S. 111 (2004)

· Purpose of trademark to source identify. 

· Consumer understands who is offering the good.

· Mark conveys more information than just who makes the good.

· Will also understand certain things (values, properties, etc.) about the good. 

· Protectable Trademark
· A trademark is a designator [word symbol, device, etc.] used in commerce, to identify and distinguish the mark owner’s goods/services from the goods of another
· A designator;

· Can be anything

· Any word, name, symbol or device, or combination thereof

· As long as the designator, as used, is capable of distinguishing the mark owner’s goods/services from the goods/services of another

· Used in Commerce; and

· To distinguish the mark owner’s goods/services from the goods/services of another

· Bedrock Principle: Consumer perception dictates what functions as a trademark. 

· Different types of Marks

· Trademark – used in connection with goods; helps identify the source of the goods

· Service Marks – used in connection with services; helps identify the source of the services

· Collective Marks – used in connection with a group with members; helps identify who is a member of the group (SAG, RNC, NBA)
· Certification Marks – used in connection with a good or services by a certifier; helps identify that the good or service meets the certifier’s standards (Underwriter’s Laboratories, Michelin Rating)
Types of Marks/Designators
· Designator can be anything

· Any word, name, symbol or device or combination thereof

· So long as the designator, as used, is capable of distinguishing the mark owner’s goods/services from the goods/services of another 

· Word
· Broader protection to apply for word itself, not a particular font, style or flourish to it.

· Generic words and phrases are not capable of distinguishing therefore generic words cannot be trademarks
· BUT, if a designator is generic (the name of the thing), then it is not distinctive for those goods/services

· Not distinctive – meaning the designator is incapable of distinguishing the source of the goods

· If a designator is not distinctive for the good/service then it’s not a protectable mark for the good/service

· Examples: First Aid for bandages, The Pill for contraceptives

· Case: Kellogg Co. v. National Biscuit Co.

· National Biscuit Co. had patent on machine to make wheat and shred into strip and form pillow shapes of the shredded wheat. 

· Pillow shape was designed to optimize for breakfast cereal, i.e. functional.

· During term of patent shredded wheat was associated with Nabisco

· But shredded wheat the name of the thing being sold. A generic description.

· Consuming public recognizes shredded wheat as the name of the good, would be unfair not to let Kellogg call the product by the name consumers use to refer to it.

· Ninth Circuit Test: Does the name at issue answer the question what are you? Or who are you?

· Case: Champion 

· Mark owner must diligently control the use of its mark to control the “good will” associated with the mark

· Champion made spark plugs that other company refurbished with same performance specs as the original.

· Public has a right to know what they are buying, goods were stamped with word renewed.

· Just because Champion owned the trademark it doesn’t have the right to control how the mark is used in the future. 

· Consuming public entitled to full information. 

· TM law does prohibit selling refurbished items and passing them off as new. 

· TM law is not an absolute right in perpetuity, it is not an anti-competitive device. The purpose is to indicate source and let consumers know what they are purchasing. 

· Function

· Functional Designators are not marks

· Legal protection of functional items is covered by patents

· Patents last 20 years, once a patent expires, patent owner cannot reclaim it via TM law

· Case: Coca-cola Co v. Koke Co. of America

· Koke claimed the name Coca-cola was descriptive coming from coca for cocaine and cola for the beverage. 

· Name took on a secondary meaning, people came to associate Coca-Cola as the beverage rather than a compound of particular substances. 

· Slogan
· Protected as long as they are distinctive

· Descriptive slogans must acquire a secondary meaning through use

· Examples: Just Do It, I’m Lovin’ It

· Personal Names
· No per se legal right to use one’s legal name in one’s own business

· Case: Peaceable Planet vs. Ty

· Ty had camel toy named Niles, wanted to stop others from using it

· Court says you can’t monopolize a person’s name in this context

· Name not distinctive enough to act as a desingator

· Symbols
· Symbols are powerful because they usually have only the one meaning

· Examples: Nike Swoosh, Apple logo, McDonald’s Golden Arches 

· Case: Mishawka Rubber v. S.S. Kresge Co.

· Rubber soles for shoes with a distinctive plug of a red color, copied by a competitor. 

· ﻿District Court found that there was a “reasonable likelihood” that some purchases might have been induced by the purchaser's belief that he was obtaining the petitioner's product.

· ﻿“The ordinary purchaser, having become familiar with the plaintiff's trade-mark, would naturally be led to believe that the heels marketed by the defendant were the product of the plaintiff company.”

· Colors

· A color can be a mark when it has acquired secondary meaning.

· But not all colors are trademarks

· A color is capable of distinguishing, but not actually a TM  until consumers actually do distinguish.

· Consumers have to make the association, then color is doing the work of a mark because it is distinguishing for consumers. 

· Color cannot be a functional feature of the product

· Case: Qualitex Co. v. Jacobson Prod.

· Defendant argues color can’t be a trademark:

· Uncertainty – hard to determine if color is same as someone else using (what is too close) – TM law all about distinguishing

· Limited number of colors – enough not likely to be a problem

· Under old law - Not one of the delineated types of TM items – Lanham act liberalizes TM law, meant to provide broader swath of protection

· Color alone not necessary, can include in combination with another TM element (word, symbol, etc.)

· Product Packaging

· Because product packaging intended for reason other than source identification has a higher bar. Assumption for protecting and displaying the good. TM proponent  will have to overcome burden that packaging serves as source identifier.

· Have to show packaging has acquired a secondary meaning. 

· Case: Wal-Mart Stores, Inc. v. Samara Brothers

· Samara Brothers made onesie for kids and packaged in a particular way. 

· Packaging meant to display as well as protect the product, thus purpose of the packaging is functional and TM doesn’t protect functional things. 

· Trade Dress

· Overall look and feel of the business

· Is a protectable service mark. 

· Case: Two Pesos, Inc. v. Taco Cabana

· Domain Name

· Case: Pat. & T.M. Office v. Booking.com B.V. 

· Booking.com won because evidence on the record showed that consumers made association that domain name booking.com signified that company. 

· Ginsburg – consuming public decides what is and is not TM, what is and is not distinguishable. 

· Scents and Sounds

Distinctiveness

· For a mark to be protectable it must be distinctive

· Very subjective and difficult to fashion a legal test

· Some marks are more capable than others of distinguishing the mark owner’s goods from the goods of another. 

· Distinctiveness Scale: 

not distinctive < maybe distinctive < inherently distinctive

generic or functional < descriptive < suggestive/arbitrary/fanciful
· Non-distinctive

· Term is incapable of distinguishing the mark owner’s goods from the goods of another 

· Generic or functional

· May be distinctive

· Not inherently distinctive but can acquire distinctiveness over time and with use

· Mark acquires the ability to distinguish the goods of the mark owner

· a.k.a. acquires secondary meaning

· over time and with use has acquired a second meaning in the minds of consumers that is to identify the goods of the mark owner

· Descriptive

· Maybe distinctive – maybe protectable 

· Mark that describes goods or services: i.e. PM for night-time sleep aid, 5-minute glue that curse in 5 minutes
· A mark is merely descriptive if it immediately conveys to one seeing or hearing it knowledge of the ingredients, qualities or characteristics of the good/service with which it is used;
· Descriptive can relate to either:

· Quality or nature of the product 

· Geographical source

· Surname of the person or corporation

· Secondary Meaning (a.k.a. acquired distinctiveness)
· Denotes an association in the mind of the consumer between the mark and particular producer

· “Secondary meaning” is acquired when, in the minds of the public, the primary significance of a product feature … is to identify the source of the product rather than the product itself

· Case: Board of Supervisors for LSU v. Smack Apparel (color or color scheme)

· A color scheme can be protected as a trademark when it has acquired secondary meaning and is non-functional. 

· Considers not just the color scheme but their use in context with other indicia referring to the Universities. 

· Colors and indicia viewed in the context of apparel also serves as an indication the Universities as the sources or sponsors of the apparel.  

· Case: Chrysler Group v. Moda Group (geographically descriptive terms)

· Factors to show acquisition of Secondary meaning (mostly from Pebble Beach v. Tour 18):

· Length and manner of use 
· Volume of sales (more sold more likely consumers make the association)
· Amount and manner of advertising

· Nature and use of in newspapers magazines

· Consumer survey evidence

· Direct consumer testimony

· Defendant’s intent in copying trade dress

· Suggest bad faith, were copying because of its value/notability with consumers

· Defendant’s intentional copying gives rise to a presumption of trademark infringement

· Evidence of actual confusion

· Other evidence

· ﻿These factors in combination may show that consumers consider a mark to be an indicator of source even if each factor alone would not prove secondary meaning.

· Case: QuikPrint 

· A mark is merely descriptive if it immediately conveys to one seeing or hearing it knowledge of the ingredients, qualities or characteristics of the g/s with which it is used; whereas a mark is suggestive if imagination, thought, or perception is required to reach a conclusion on the nature of the goods or services. 

· Case: American Waltham Watch Co. v. United States Watch Co.

· Watchmaker based in Waltham, MA
· Name geographically descriptive but had used the name for a long time and had acquired secondary meaning through use. 

· Inherently distinctive

· Term is capable of distinguishing the mark owner’s goods from the goods of another

· Inherent – involved in the essential character of something; intrinsic

· Suggestive

· Distinctive and protectable

· Mark that suggests what goods/services are: i.e. Playboy, Citibank

· A mark is suggestive if imagination, thought, or perception is required to reach a conclusion on the nature of the goods or services.
· Doesn’t immediately convey good or service, requires multistep logic or reasoning to get from mark to the good or service. Mark merely suggests the service, not immediately obvious. Have to think about for a second.

· Arbitrary

· Distinctive and protectable 

· No connection between mark and goods or services: i.e. Apple for computers. Camel for cigarettes
· Fanciful

· Distinctive and protectable

· Marks that are made up terms, symbols/logos – make no sense until used to identify goods or services: i.e. Kodak, Xerox
Ownership & Use

Trademark Use

· "[I]n order to be protected as a valid trademark, a designation must create a separate and distinct commercial impression, which ... performs the trademark function of identifying the source of the merchandise to the customers”
· One may not own a mark unless one uses the mark as a designation of origin on or in connection with the goods or services made or furnished by or under ones control.
· Case: Thoroughbred Legends v. Walt Disney 

· Ruffian, famous racehorse, TM owned by Thoroughbred, ESPN/ABC wanted to make a movie about Ruffian

· Jockey and trainer approached about using their name, image or likeness but declined.

· Without permission far more difficult to use a name, image or likeness of an individual

· Exceptions for thinks like news, but difficult when trying to capitalize on a person’s name, image or likeness

· Thoroughbred approaches Disney about licensing Ruffian to make the movie

· In order to be protected as a valid trademark, a designation must create a separate and distinct commercial impression, which …. Performs the trademark function of identifying the source of the merchandise of to the customers”

· One may not own a mark unless one uses the mark as a designation of origin on or in connection with the goods or services made or furnished by or under ones control. 

· Thoroughbred never used the mark as a mark so don’t own a mark. 

· Trying to set up a movie, including attempt to license to ESPN not actual use. 

· Merchandise available in some shops, but no use in connection with movies.  

· Because there was no use of the mark, there is no TM, so no rights to be infringed. 

Ownership (concurrent use)

· Whoever uses the mark, as a mark, in the ordinary course of business, first in that territory owns the mark. 

· Classic Trademark Use

· First person to use the mark, on the item, in the territory

· General Rule: Ownership established by priority of appropriation

· Established by bona fide use, not by conception

· Joint Endeavors/Joint Venturers

· When mark is appropriated by two or more people/companies who/that are working together, 

· To identify who owns the mark:

(1) identify the quality or characteristic for which the group is known by the public; 
(2) then determine who controls that quality or characteristic
· Often becomes an issue with bands

· Case: Crystal Entertainment & Filmworks, Inc. v. Jurado

· Concept band Expose, hired performers to fit the concept, wrote songs, etc. 

· First attempt not successful, members changed and second album found commercial success.

· New members had more input on putting tours together. 

· Members had paid a licensing fee to use the band name, then stopped paying.

· Things public associates with band is the members, performing their music. 

· Identify the quality and characteristic for which the group is known by the public;

· Then determine who controls the quality or characteristic

· Band members were responsible for control of quality or characteristic, fans going to see the band expect the members not the management company. 

“Use in Commerce”

· Congress’s power to regulate TMs comes from the commerce clause so there must be use in commerce. 

· “means the bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in a mark.” 15 USC §1127

· used in a way sufficiently public to identify or distinguish the marked goods in an appropriate segment of the public mind as those of the adopter of the mark
· use must be real, not sporadic, nominal or intended solely for trademark creation or maintenance
· Johnson & Johnson Minor Brands Program

· means the bona fide use of a mark in the ordinary course of trade
· how many you have to sell depends on what is ordinary in the course of trade (rocketships vs. ballpoint pens)

· Courts don’t get to decide what is the ordinary course of trade, but have to do more than what would just be a sham sale. 

· Can’t just be sales to internal sales people; token sale

· not a use if made merely to reserve a right in a mark
· 15 U.S.C. §1127 “means the bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in a mark.” 
· Case: Larry Harmon Pictures Co. v. Williams Rest. Corp

· Bozo the Clown was upset a restaurant using Bozo in its name, opposed TM registration.  

· Says it is a single location in one state, not enough to be interstate commerce

· But service rendered to interstate travelers so it falls under the Commerce Clause powers so registration valid. 

· not a use if its secret use or merely an internal use
· [T]he right to a particular mark grows out of its use, not its mere adoption .... United Drug Co. v. Theodore Rectanus Co.
· Use of mark when mark placed in any manner on the goods or displays associate therewith. – In Re Dell Inc. (T.T.A.B.)
· Transportation (coupled with bona fide intent) can be enough based on language of 15 USC §1127.

· “Use in Commerce” the same in the infringement context as it is in the registration context.

· “We see no basis for the meaning of commerce in the registration context to be different from the meaning in the infringement context, particularly since the meanings both derive from the same definition in 15 U.S.C. §1127.”
Priority Use

· All about who used the mark first

· Timeline of events often necessary to make the determination

· Use of the mark must allow consumers to associate the mark with the source, in the ordinary course of business
· “the question of use adequate to establish appropriation remains one to be decided on the facts of each case”

· First, was there adoption by the mark owner

· Second, was their use in a way sufficiently public to identify or distinguish the marked goods in an appropriate segment of the public mind as those of the adopter of the mark
· No need to affix the mark to the good

· Packaging, advertising, website, etc. will work (microchips too small to be meaningful)

· Case: Blue Bell, Inv. V. Farah Mfg.

· Note that the prior “token sale” doesn’t, per se, invalidate an application for the mark – but the owner cannot rely on that earlier date, and in my opinion an application to register the mark by relying on the “token sale” could taint the registration  

Concurrent Use

· Figure out who used the mark first, in the territory

· Prior user keeps their geography (can’t expand)

· Federal registered mark expands nationwide except for prior user’s geography

· 15 USC 1115(b)(5) provides a so-called “limited area” defense

· Use prior to registration and without knowledge of other user (ie. “good faith”)

· local area market as of date of registration

· continuous use in pre-registration area

· “frozen rights” – once TM registered by someone else can no longer expand beyond the local area market operating in as of date of registration
· Case: United Drug Co. v. Theodor Rectanus Co.

· Regis sold drugs under Rex brand in MA

· Rectanus sold pills in KY

· Regis sold to UDC, who obtained federal TM

· After registration, is as if the TM is used throughout the US from the day registered.

· Person with rights in territory is whoever used it first in the territory. 

· Case: Thrifty Rent-A-Car System v. Thrift Cars, Inc.

· Thrift rented cars in Taunton in 1962, expanded to Nantucket.

· Thrifty started in TX, expanded and applied for TM in 1964.

· Constructive use nationwide as of registration date in 1964. 

· Thrifty registration prevents senior user in a limited geographic territory from expanding to new areas. 

· Concurrent Use in the Internet Age

· Internet is not a geographic territory

· Rights of concurrent users would be substantially harmed if one user were able to monopolize the Internet

· Case: Dudly v. HealthSource Chropractice 

· Case: Dawn Donut Co. v. Hart’s Food Stores

· No likelihood of confusion because of the distinct geographic areas; therefore no injunction

· But if the registrant were to expand it could then obtain one

· Not followed by all circuits 

Types of Use
· Technical Use – use which can be used to register the mark

· Real/actual use, used in the ordinary course of business, not sporadic, adequate enough that consumers will associate the mark with the supplier of the brand

· Can register when have technical use

· Common law right

· Constructive Use – use created by filing Intent To Use (ITU)
· Legal use, adequate as a matter of law to create TM rights even though not an actual technical use of the TM

· After granted TM registration have constructive use in the area even if no technical use. Legally recognize use even though no actual use. 

· Analogous Use – use analogous to trademark use

· Not adequate to establish technical use

· Often fails to satisfy requirement of being open to the public

· Can be used to establish priority rights against subsequent users

· Token Use – use merely made to create TM rights, but not adequate to establish rights

· 1988 revision wiped these out for the most part, made them moot though they still exist.

Registration of Trademarks
Rule: Trademark ownership is established by priority of appropriation

Appropriation

· Use in commerce in the ordinary course

· Post 1988

· File Intent To Use application; and then

· Perfect the ITU

· Brought US in line with rest of the world, most of the world is first to file (even without use)

Good Marks

· Distinctive

· Stronger marks better than weaker ones

· Classification of marks, distinctive, suggestive, arbitrary, fanciful

· Descriptive marks pose problems both in establishing rights and permitting competitors to use the descriptive term
· Used consistently

· Used as a mark (not as a verb)

· Should be carefully and thoroughly selected

Clearing A Mark

· Preliminary search with google, USPTO website, trade papers, trade shows, etc.

· Professional search (obtain search report and analysis by an attorney)

· File an Intent to Use (ITU) application (it will be searched by the USPTO and then published)
· Gives a constructive use date/priority date from date of filing (so long as the mark actually registers)

Advantages of Registration

· Nationwide protection from date of the application

· Prevents senior users in limited geography from expanding their territory

· Incontestability 5 years after registration (and paperwork filed with USPTO)

· Stop infringing goods at the dock (counterfeits)

· Mark is presumed valid during litigation

· Rebuttable presumption

· TM registration is prima face evidence the mark is valid

· Must use the ® symbol to recover damages

· “ a registrant of a mark registered in the Patent and Trademark Office, may give notice that his mark is registered by displaying ®

· Provides constructive notice the mark is registered

· Once a mark registered and in any suit for infringement under this Act by such a registrant failing to give such notice of registration, no profits and no damages shall be recovered under the [the act] unless the defendant had actual notice of the registration.”
· Don’t use ® if not registered, better to use it when registered

Affidavit of Incontestability

· 15 USC §1065

· 1 year window in which can file an affidavit, 1 year window opens 5 years after registration and every 5 years after that

Types of Registration

· State TM Application – helps with dilution claims

· US Federal Application 

· Foreign TM Applications

· May use US filed application as basis

· May use foreign application as basis for filing in the US

Application Process - Federal Registration of Marks

· Prepare and file the application

· Filing basis

· Drawing of mark (not the same as specimen)

· Specimen if filing basis is use-based

· Application examined

· Language used to describe goods/services acceptable?

· Would applied for mark cause likelihood of confusion with any prior applications or use?

· Other formalities: signature, fees paid

· If application has error, office action then a response/correction

· If no errors then published for opposition

· Opposition Period

· Begins after publication, last for 30 days for any party who believes they may be damaged by the registration to oppose

· Can request additional extensions up to 180 days

· Oppositions are filed with the Trademark Trail Appeal Board (TTAB)

· Administrative Agency so no case or controversy requirement

· Judicially created test:

· Real Interest Test

· Reasonable basis for belief of damage

· Statement of Use

· If no opposition, applicant has 6 months to file a Statement of Use

· 6-month extensions available up to an additional 2.5 years

· Once Statement of Use filed mark is registered

· Priority date springs back to filing date, not first use date
Principle Register

Supplemental Register 

· register of marks that are capable of being marks but not yet distinctive (descriptive but have yet to establish the requisite level of secondary meaning).

· Marks in use for 5 years are considered to have the necessary distinctiveness

File a §15 Affidavit of Incontestability – makes a merely descriptive TM valid and enforceable because the mark can’t be contested
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	66 Protocol Extension

	Application
	Application includes first use date & specimens
	Application states bona fide ITU mark in commerce
	Application states bona fide ITU & includes a copy of foreign registration
	Application states bona fide ITU & includes copy of foreign application
	WIPO sends request for extension of international registration to US which states bona fide ITU

	Examination
	Office Action or approval for Publication
	Office Action or approval for Publication
	Office Action or approval for Publication
	Office Action or approval for Publication then suspended pending foreign registration
	Office Action or approval for Publication – 18 month deadline to notify WIPO of refusal

	Publication
	Official Gazette
	Official Gazette
	Official Gazette
	Official Gazette
	Official Gazette

	Opposition
	Either opposed successfully or registration issues
	Either opposed successfully or Notice of Allowance issues
	Either opposed successfully or registration issues
	Either opposed successfully or registration issues if foreign registration issues and is filed
	Either opposed successfully or Certificate of Examination of Protection Issues

	Post Publication
	
	Statement of Use and specimens within 3 years after Notice of Allowance then Office Action or registration issues
	
	
	

	Post Registration
	§8 use affirmed 5-6 years after registration (or within 6 month grace period)
	§8 use affirmed 5-6 years after registration (or within 6 month grace period)
	§8 use affirmed 5-6 years after registration (or within 6 month grace period)
	§8 use affirmed 5-6 years after registration (or within 6 month grace period)
	§71 use affirmed 5-6 years after Certificate of Extension of Protection (or within 6 month grace period)

	Renewal
	§8 use affirmed & renewal 9-10 years (or 6 month grace period) & then every 10 years 
	§8 use affirmed & renewal 9-10 years (or 6 month grace period) & then every 10 years
	§8 use affirmed & renewal 9-10 years (or 6 month grace period) & then every 10 years
	§8 use affirmed & renewal 9-10 years (or 6 month grace period) & then every 10 years
	§71 use affirmed 9-10 years after Certificate of Extension (or 6 month grace period) & then every 10 years


· Filing Basis

· When filing with the TM Office have to state what filing basis

· 1(a) – actual use in commerce

· 1(b) – Intent to Use

· 44(e) – Foreign registration – can file within 6 months of when filed abroad and can get based on your foreign application being accepted

· 44(d) – Foreign application

· 66 – Protocol Extension

· Based on actual use in commerce

· Permitted under §1051(a) a/k/a “1(a)” application

· Based on applicant’s bona fide Intent To Use in commerce

· a/k/a an ITU application

· Permitted under §1051(b) a/k/a “1(b)” application
· 1988 Trademark Revision Act

· Broadened definition of use

· Mark no longer needed to be affixed to goods

· “[mark] is placed in any manner on the goods or their containers or the displays associated therewith or on the tags or labels affixed thereto, or if the nature of the goods makes such placement impracticable, then on documents associated with the goods or their sale…”
· Removed so-called token use doctrine

· Redefines use in commerce to mean (codified case law): “the bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in a mark.“
· Added Intent to Use application

· 15 USC § 1051(b), Lanham Act §1(b) - A person who has a bona fide intention, under circumstances showing the good faith of such person, to use a trademark in commerce may apply to register the mark on the principal register
· Prohibits Trafficking in TM Applications

· 15 USC § 1060; Lanham Act §10 - A registered mark or a mark for which application to register has been filed shall be assignable with the goodwill of the business in which the mark is used, or with that part of the goodwill of the business connected with the use of and symbolized by the mark. However, no application to register a mark under section 1(b) shall be assignable prior to the filing of the verified statement of use under section 1(d), except to a successor to the business of the applicant, or portion thereof, to which the mark pertains, if that business is ongoing and existing…
· Only if selling the entire portion of the business that had intent to use the mark

· Clorox Rule – assigning of ITU prior to filing Statement of Use voids the application

· However, can sell and ITU application in connection with the sale of all of the business assets and efforts related to the applied for mark. 

· Case: MZ Berger v. Swatch

· Berger manufactured watches, file ITU for mark iWatch

· CEO testified that mark would be used for watches and not clocks or other personal items.

· Assistant told to check off all categories to cover all their bases.

· Held: If applicant lacks bona fide intent to use the application is void ab ignicio. 

· Fraud in the TM Application process voids the application and the registration will be cancelled

· Case: Medinol Ltd. V. Neuro Vasx – even if alleged fraud was a mistake “you should have known”. Said the mark used for both stents and catheters but only used for catheters. Held: intent to deceive (objectively not subjectively). Held: registration was unenforceable, cancelled entire registration including part for catheters that would have been otherwise valid (but overturned).
· Have a duty to investigate and be correct, signing that you know all facts in the application are correct under penalty of perjury.

· Case: In Re Bose – Overturned Medinol – now must show substantial evidence that the applicant intended to deceive the USPTO. 
· Bose not actually selling items, just repairing, and not acutally repairing just throwing out and providing with a new item. 

· Case: Robi v. Five Platters

· Making intentionally false statement in the incontestability declaration was held to be fraud. Registration unenforceable. 

· ITU application cannot be enjoined, they have a right to use so as to perfect their application. 

· Case: WarnerVision Ent. V. Empire of Carolina 
· When applying an ITU for a mark, have no rights that derive from use, only rights that derive from the ITU
· Someone may start using the mark in the interim, applicant always retains the right to use and perfect he mark

· Once makes use, the legal date of the application predates the person who began using in the interim

· Other party can use the mark until the party filing files a Statement of Use, afterward can no longer use the mark anymore. 

· ITU applications show up on the USPTO site the day after they are filed. 

· Based on convention/treaty priority – §44(d)

· Permitted under §1026(d) a/k/a “44(d)” application

· Based on applicant’s foreign application/registration

· filed within last 6 months, in a Paris Convention country

· Must also claim a bona fide intent to use in the US

· Use to secure a priority filing date

· Won’t register until another filing basis is established
· Based on Home Country registration - §44(e)

· To secure a US registration

· Foreign application/registration must be from a country with US treaty

· Permitted under §1026(e) a/k/a “44(e)” application

· Must also claim a bona fide intent to use in the US, but the application will register without further proof

· International Registration - §66

· To secure a US registration based on International Registration (WIPO)

· Permitted under §1141F a/k/a the Madrid Protocol a/k/a “§ 66”

· Must also claim a bona fide intent to use in the US, but the application will register without further proof
· Use

· Use in the ordinary course of business

· Declaration of Use filed with application

· Specimen submitted showing actual use

· Broadened definition to use permits broader specimens 
Constructive Use as of Filing Date

Basic Rule – 15 USC §1052 – No mark shall be refused registration unless:

· “No trademark by which the goods of the applicant may be distinguished from the goods of others shall be refused registration on the principal register on account of its nature unless it—”
Bars to Registration
· Immoral, Scandalous, Disparaging 15 USC §1052(a)

· Redskins – team name challenged many times to have registration revoked but has failed. 

· Case: In Re Tam: The Slants – Supreme court said the banned name was commercial speech and was protected
· Case: Iancu v. Brunetti (the FUCT case) – court followed same analysis as Slants case and reached the same conclusion
· Effect is that the government can no longer decide what is immoral or scandalous in rejecting TM applications. Leaves only Deceptive under §1052(a).

· Deceptive Matter 15 USC §1052(a)
· Case: Bayer Aktiengesellschaft v. Stamatios – organic aspirin

· Was deceptive barred under 1052(a) or

· Was deceptively misdescriptive, barred under 1052(e)(1) unless can show secondary meaning 

· Budge Test:

· 1. Is the term misdescriptive of the character, quality, function, composition or use of the goods? 

· 2. If so, are prospective purchasers likely to believe that the description actually describes the goods? 

· 3. If so, is the misdescription likely to affect a significant portion of the relevant consumers' decision to purchase?

· False Suggestion of Connection 15 USC §1052(a)
· Case: Horby v. TJX Companies – Twiggy v. TJMax
· TJ Maxx applied for TWIGGY mark for clothing
· Court applied 4 part test from Buffet v. Chi-Chi’s
· As a former fashion model people thought she was associated with the brand based on its name. 
· Buffett vs. Chi-Chi’s Test - a plaintiff asserting a claim of a false suggestion of a connection demonstrate:

· 1) that the defendant's mark is the same or a close approximation of plaintiff's previously used name or identity; 

· 2) that the mark would be recognized as such; 

· 3) that the plaintiff is not connected with the activities performed by the defendant under the mark; and 

· 4) that the plaintiff's name or identity is of sufficient fame or reputation that when the defendant's mark is used on its goods or services, a connection with the plaintiff would be presumed....

· Flags, coats of arms, insignia 15 USC §1052(b) 
· Of the US, any State or municipality, or any foreign nation, or any simulation thereof

· Names, portrait or signatures (live people or dead presidents while the widow still lives) 15 USC §1052 (c)

· Likelihood of Confusion with Another Mark 15 USC §1052(d)

· Reason for most refusal from the USPTO

· No mark refused registration unless … It so resembles a mark (registered or not) that the applied for mark would likely cause confusion with, as used or as intended to be used, another mark

· In re E.I. du Pont Factors used to determine “likely to cause confusion”
· The similarity or dissimilarity of the marks in their entireties as to appearance, sound, connotation and commercial impression

· The similarity or dissimilarity and nature of the goods or services as described in an application or registration or in connection with which a prior mark is in use

· The similarity or dissimilarity of established, likely-to-continue trade channels

· The conditions under which, and buyers to whom, sales are made, i.e. “impulse” vs. careful, sophisticated purchasing

· The fame of the prior mark (sales, advertising, length of use)

· The number and nature of similar marks in use on similar goods; 

· The nature and extent of any actual confusion

· The length of time during, and conditions under which, there has been concurrent use without evidence of actual confusion.
· Case: Stone Lion v. Lion Capital

· Lion Capital (Senior user) owned TM for Lion and Lion Capital for investment management services and financial investment planning and research. 

· Stone Lion filed ITU in same categories. 

· Lion opposed use based on likelihood of confusion. 

· Heard by Federal Circuit Court has jurisdiction over almost all appeals from the TM Trial and Appeal court (administrative court at the TM Office that oversees appeals from examination)

· Held: registration refused. Decision not binding on whether or not can use the mark, but if use it will be sued for infringement. Test for likelihood of confusion for infringement is the same as for registration. 

· Case: Nutrasweet Co. v. K&S Foods, Inc. 

· NurtraSweet v. NutraSalt

· Court looks to similarity based on site, sound and meaning.

· Determines Nutra is probably the dominant part of the trademark, comes at the beginning which is often more important. 

· Both start with nutra, have distinctive S, both are food flavoring additive, though one a sweetener and one a salt both are similar products if not directly competitive. 

· Overlap in channels of trade. 

· Geographically Deceptively Misdescriptive Terms 15 USC §1052(e)(3)

· 3) when used on or in connection with the goods of the applicant is primarily geographically deceptively misdescriptive of them
· Secondary meaning doesn’t help

· Functionality 15 USC §1052(e)(5)

· (5) comprises any matter that, as a whole, is functional.
· A product feature is functional if it is essential to the use or purpose of the article or if it affects the cost or quality of the article.

· Secondary meaning won’t help.
May be Overcome by Establishing Secondary Meaning

· Descriptive – 15 USC §1052 (e)(1)

· (1) when used on or in connection with the goods of the applicant is merely descriptive or deceptively misdescriptive of them
· Must acquire secondary meaning to be protectable 15 USC §1052(f)

· Distinguish from deceptive terms with the Budge Test. 

· (1) Is the term misdescriptive of the character, quality, function, composition or use of the goods?

· (2) If so, are prospective purchasers to believe that the description actually describes the goods?

· (3) If so, is the misdescription likely to affect a significant portion of the relevant consumers’ decision to purchase?

· Case: Lovee Lamb – applies Budget Test

· (1) Not made from actual lamb so misdescriptive. 

· (2) Consumers likely to believe they are made from lamb as they are wooly seat covers. 

· (3) Will impact purchasing decision if people buy because they believe the misdescription. 

· Case: Coors 

· Slogan: Coldest Tasting Beer in the World

· (1) arguable descriptive, but questionable if cold is a taste
· (2) consumers are likely to believe it tastes colder than other beers

· (3) consumers are likely to buy because they believe it will be the coldest tasting beer
· So it is deceptive so completely barred. 

· Primarily Geographically Descriptive – 15 USC §1052 (e)(2)

· 2) when used on or in connection with the goods of the applicant is primarily geographically descriptive of them, except as indications of regional origin may be registerable under section 4 [15 USC §1054]
· Two prong test:

· (1) the mark sought to be registered is the name of a place known generally to the public”

· (2) “the public would make a goods/place association; i.e., believe that the goods for which the mark is sought to be registered originate in that place. 

· Goods place association – come form the place or thought of coming from that place.

· Whether US consumer would immediately think the goods are coming from the place. 

· Case: In Re Newbridge Cutlery 

· Newbridge Cutlery makes housewares and kitchen wares under name Newbridge Home. HQ in Newbridge, Ireland. 

· Newbridge, Ireland doesn’t immediately come to mind for US customers when thinking of cutlery.

· Distinguished from Geographically Deceptively Misdescriptive by the NAFTA Test:

· (1) Whether primary significance of the mark is a generally known location?

· (2) Is the consuming public likely to believe the place identified by the mark is likely to identify the origin of the goods

· (3) Is the misrepresentation a material factor in the consumers purchasing decision?

· If Yes to all three then primarily geographically descriptive

· If just 2 of the 3 then just deceptively misdescriptive and can register with secondary meaning

· Essentially the Budge Test modified for geographic location. 
· added when US entered NAFTA, US now required to respect geographic regions and reject TM applications that are primarily geographically deceptively misdescriptive
· Primarily Merely a Surname – 15 USC §1052 (e)(4)

· (4) is primarily merely a surname
· Rule: Is the “primary significance of the mark to the purchasing public” as that of a surname? Factors:

· (i) Degree of the surname rareness;

· (ii) Whether anyone connected with applicant has the surname;

· (iii) whether the term has any recognized meaning other than a surname; and

· (iv) the structure and pronunciation or “look and sound” of the surname

· Must acquire secondary meaning to be protectable 

· Case: In Re Quadrillion Publishing Ltd.

· Filed ITU for mark BRAMLEY for use in books, magazines and stationary items.

· TM examiner refused registration as mark primarily a surname.

· Court applies 4 part test 

· Don’t want to bar other people from using surname if it is their own name.

· If acquired secondary meaning (McDonald’s) then can overcome. 

· Doesn’t bar someone named McDonald form opening a burger restaurant so long as it is done in a way that is lawful

· First names lack the necessary distinctiveness to be a mark, surnames have potential to acquire secondary meaning with public in a geographic location
Loss of Trademark Rights
Genericism
· Generic words are NOT marks, they are just words, symbols, etc. 

· Word is generic if: if known to the public by the name then it is generic, or is the name of the good. 
· Does the mark answer the question who are you? Or what are you?
· Mark that becomes generic is no longer entitled to protection.

· Case: Park ‘n Fly, Inc. v. Dollar Park and Fly

· Registered marks which become generic are subject to having registration cancelled even if incontestable. TM rights eviscerated, no longer protectable.
· Examples: escalator, dry ice, First Aid, the Pill. 

· Purpose of the genericism doctrine is to permit competitor to call their competing goods by their commonly-known name.
· 9th Circuit Test: Does the mark answer the question Who makes this or What is this?

· The “relevant consumer” gets to “decide” what they will call a product; if a word is the name of the thing, or an identifier of source.
· Case: Bayer Co. v. United Drug Company

· Bayer marketed acetylsalicylic acid under the name Aspirin.

· Had become commonly recognized name for the drug.

· Bayer marketing to pharmacists in bulk. Selling to them and the known chemical name. 

· Pharmacists would repackage and label under own packaging materials. Label as aspirin. 

· Consumers knew it as aspirin. To consuming public it is the name of the thing, generic. 
· Court said would be unfair to consumers to allow Bayer to have the TM as purpose of TM law is to help consumers avoid confusion, societal benefits like lower transaction costs. Purpose of TM not to help TM owners. 
· The “relevant consumer” gets to “decide” what they will call a product; if a word is the name of the thing, or an identifier of source. 

· Proving Genericism 

· Efforts to police the mark

· Use of survey evidence

· Preventing Genericism

· TM owners must educate customers, competitors, media and even its own employees.

· TM owner should use the mark as a mark.

· Follow the mark with the generic term – BUDWEISER Ber

· Use the ® symbol

· If the product is new, create a generic term for the product too. 
Abandonment
· 15 USC §1127 A mark shall be deemed to be "abandoned" when either of the following occurs:

· (1)When its use has been discontinued with intent not to resume such use. Intent not to resume may be inferred from circumstances. Nonuse for three consecutive years shall be prima facie evidence of abandonment. "Use" of a mark means the bona fide use of that mark made in the ordinary course of trade, and not made merely to reserve a right in a mark.
· (2) [the owner’s conduct causes the mark to become generic]
· Non-use for 3 years creates a rebuttable presumption of abandonment, but it can be overcome with fact 

· Case: Silverman v. CBS – Amos and Andy

· CBS broadcast Amos and Andy first as a radio show in the 1920s and then as a TV show last airing in 1966.

· Silverman wrote a Broadway musical about Amos and Andy, sought a license but was refused. 

· Silverman sued for declaration Amos and Any in the public domain and therefor free to make use of content of the programs including the characters and the plots

· CBS claims might air again in the future. 

· Standard is intent to resume.

· In the reasonably foreseeable future. 

· Considered abandoned when no intent to use in the foreseeable future. 

· Can’t just be speculative future use. 

· Have to have concrete facts for actions showing intent to resume. 

· TM lasts forever so long as it is used. 

· Standard for Proving Abandonment
· Intent to resume use in the foreseeable future, based on concrete facts or actions showing an intent to resume, not just mere speculative future use. 
TM Owner Takes Actions inconsistent with TM Law:

· By owner’s actions, or inactions

· Intent of the owner is not directly relevant 
· Assignment in Gross
· Assignment in Gross is an assignment without the goodwill of the mark

· Invalidates the Mark

· Case: Clark & Freeman v. Heartland

· Heartland used mark for shirts, sweaters, trousers, etc. 

· Clark used for men’s work boots, planned expansion into women’s shoes and boots.

· Sear has previously used in connection with women’s boots and opposed Clark’s TM application. 

· Clark bought the TM via assignment from Sears to get the priority date that predates Heartland’s use. 

· Doctrine of Tacking – can tack later use onto prior use and get the benefit. 

· Court looks if it was an assignment of just the TM or an assignment along with the associated good will

· Goodwill – all info invested into mark by owner for benefit of the consuming public. Know about the product by perception of the mark and trademark owner.

· These intangible values and views the public holds come along with it. TM is a manifestation of goodwill in the mark. 

· Transfer of goodwill needs to be a slow process, have to get the association in the consumer’s mind.

· If the goods are so different consumers won’t assume the new goods bearing the older mark came from the same sources.

· If a similarity of goods, and transfer of goodwill then consumer expectations can follow. 

· May have to buy the factory and key personnel along with the good will if that is what the consuming public expects.

· Assignment is not just documentation, it is the good will consumer use to make the association. 
· Naked Licensing
· Naked licensing is agreement(s) to allow use of the name without adequate supervision and quality control (licensing the mark, but the goodwill does not come with it)

· Invalidates the trademark

· Level of control required = Enough to meet expectations created by the mark

· Case: Eva’s Bridal v. Halanick Enterprises, Inc. 

· Allowed family member to set up Eva’s Bridal shops then family members licensed to Halanick.

· Halanick operated without any input from TM owner, no quality control.

· Not about offering a high quality product, is about consistency and predictability. 

· License is naked of the good will, mark is invalidated. 

· In order for the mark to remain valid have to have adequate controls in the license agreement, and enforce those  controls.

· Purpose of TM law to help consumers to get what they want by identifying the source of the good, failure to ensure the consuming public expectation is consistently met. 

· Failure to Police the Mark

· Policy for requiring mark owners to police their mark – if there are numerous products in the marketplace bearing the alleged mark, purchasers may learn to ignore the mark as a source indication… [this] causes the mark to lose its significance as a mark
· Invalidates the mark

· Policing the mark is the act of enforcing infringement. 

· If find out about infringement are required to shut it down. Have to send cease and desist letters. 

· Obligation on the mark holder to stop, if allow use then the goodwill of the mark will be meaningless/destroyed. 

· Failure to protect the mark results in loss of trademark rights. 

· Burden placed on TM owners, so marks function correctly as marks so the consuming public can rely on the mark and the goodwill it stands for. 
Infringement
15 USC §1114 (1) Any person who shall, without the consent of the registrant - 

(a) uses in commerce 
any reproduction, counterfeit, copy, or colorable imitation of a registered mark
in connection with the sale, offering for sale, distribution, or advertising of any goods or services 
on or in connection with which such use is likely to cause confusion, or to cause mistake, or to deceive; . . .

shall be liable in a civil action by the registrant
· For infringement mark also has to be used in commerce. Likely to cause confusion. 

· Courts split on use purporting to be infringing if it is not being used in commerce. 

· Trademark infringement not protected by the First Amendment. 

· Elements to Prove:

· Without consent of the registrant

· Use in commerce

· Any reproduction or imitation of a registered mark (doesn’t need to be identical)

· In connection with sale, offering of any good or service

· Likely to cause confusion 
Use in Commerce
· Case: Naked Cowboy v. CBS

· Naked Cowboy had been preforming in Time Square since 1997, registered mark in 2002 and renewed in 2010. Had numerous corporate sponsorships and sold licensed merchandise. 

· CBS featured a similar character in an episode of soap opera Bold and Beautiful, but never said Naked Cowboy. Clip posted on YouTube with words Naked and Cowboy in hashtags. 

· Court says CBS not using in the sale or offering of goods or services. Not selling the YouTube video, advertisement for the show. 

· Court says no infringement because Naked Cowboy not used in the show, tags were separate words and were fair descriptions of the content of the video. 

· If CBS rendering service, posting for money, would make it use in commerce to establish a §1142 claim. Naked Cowboy could say ad for TV show likely to cause confusion and the ad is a commercial use. 

· Case: 1800 Contacts v. Lens.com

· Lens.com bought Google adword keywords for 1-800 contacts and other misspellings.

· Question over whether this is use in commerce to buy keywords similar or identical to a TM? If use in commerce does it cause a likelihood of confusion?

· 2nd Circuit says not use in commerce because not displaying it to the consumer so not a problem.

· 9th Circuit says advertisers are buying the adwords because they are TM or close to it so is use in commerce.

· No Supreme Court case as Google settles to avoid losing valuable ad revenues. 
Likelihood of Confusion
· Each circuit has its own test, though factors are slightly different outcome is the same:
· First Circuit: Pignons Factors

· Second Circuit: Polaroid Factors

· (1) Strength of Plaintiff’s Mark

· (2) Similarity of Marks

· (3) Proximity of the goods

· (4) Likelihood that Plaintiff will Bridge the Gap

· (5) Evidence of Actual Confusion

· (6) Defendant’s Good Faith in selecting the mark

· (7) Quality of Defendant’s Products or Services

· (8) Sophistication of the Buyers

· Case: Banfi Prod. V. Kendall-Jackson

· Third Circuit: Lapp Factors 

· Fourth Circuit: Pizzeria Uno Factors

· Fifth Circuit: digits of confusion

· Sixth Circuit: Frisch’s factors

· Seventh Circuit: AutoZone Factors

· Eighth Circuit: SquirtCo Factors

· Ninth Circuit: Sleekcraft factors

· (1) Strength of the Plaintiff’s Mark

· (2) Proximity of the goods

· (3) Similarity of the Marks

· Sight, sound & meaning

· (4) Evidence of Actual Confusion 

· Very persuasive but hard to prove

· Failure to provide instances of actual confusion is not dispositive (is an exception), but if have actual confusion then is very probative consumers likely to be confused.

· (5) Marketing Channels Used 

· (6) Type of goods and degree of care likely exercised by the purchaser

· (7) Defendant’s intent in selecting the mark

· (8) Likelihood of expansion of the product lines
· Tenth Circuit: Sally Beauty Co Factors

· Eleventh Circuit: Likelihood of Confusion Factors

· Federal Circuit: DuPont Factors

· Restatement of the Law (Third), Unfair Competition: ﻿In making that determination the following market factors, among others, may be important: 

· (a) the degree of similarity between the respective designations, including a comparison of 

· (i) the overall impression created by the designations as they are used in marketing the respective goods or services or in identifying the respective businesses; 

· (ii) the pronunciation of the designations; 

· (iii) the translation of any foreign words contained in the designations; (iv) the verbal translation of any pictures, illustrations, or designs contained in the designations; 

· (v) the suggestions, connotations, or meanings of the designations; 

· (b) the degree of similarity in the marketing methods and channels of distribution used for the respective goods or services; 

· (c) the characteristics of the prospective purchasers of the goods or services and the degree of care they are likely to exercise in making purchasing decisions;

· ﻿(d) the degree of distinctiveness of the other's designation; 

· (e) when the goods, services, or business of the actor differ in kind from those of the other, the likelihood that the actor's prospective purchasers would expect a person in the position of the other to expand its marketing or sponsorship into the product, service, or business market of the actor; 

· (f) when the actor and the other sell their goods or services or carry on their businesses in different geographic markets, the extent to which the other's designation is identified with the other in the geographic market of the actor.
· Which Factors to Consider (Brookfield West Coast)

· Consider all the factors

· Decide how much weight to apply to each (rank them)

· Then determine (given their respective weighting) if there’s a likelihood of confusion 

· Case: AMF v. Sleekcraft Boats
· AMF owned Slickcraft mark when acquired from predecessor in interest, actual use as of 1954, registration as of 1969

· Nescher had Sleekcraft trademark, started using in 1968

· “When the goods produced by the alleged infringer compete for sales with those of the trademark owner, infringement usually will be found if the marks are sufficiently similar that confusion can be expected.
· When the goods are related, but not competitive, several other factors are added to the calculus. 
· If the goods are totally unrelated, there can be no infringement because confusion is unlikely.”
· Court comes up with Sleekcraft factors

· (1) Strength of Mark – slickcraft not direct description but suggestive, so not as protectable as stronger marks, tips away from finding likelihood of confusion

· (2) Proximity of the Goods- both are boats but Slickcraft for families and leisure, Sleekcraft for highspeed off-shore racing. Court says is overlap so tilts in favor of finding likelihood of confusion. 

· (3) Similarity of the Mark – court looks at site, sound and meaning. Sounds similar, only 2 letters different from being identical. Meaning is close. Design of the logo is very different. 

· (4) Evidence of Actual Confusion – given extent of parties’ advertising amount of confusion was negligible. Require more than just some evidence of actual confusion, must be an appreciable amount. 

· (5) Marketing Channels used – both present at boat shows, but the shows are very big and they feature in different sections. Court concludes tips in favor of confusion.

· (6) Type of good and degree of care – boats are not an impulse purchase, expensive, lots of thought goes into the purchase. 

· (7) Intent – Nesher no bad faith intent. Not trying to trade on slickcarft goodwill, was unaware of the slickcraft mark when he adopted it. 

· (8) Likelihood of expansion – of junior user to move into senior user space, possible as both companies make boats. Tips in favor of likelihood of confusion. Senior user has right to fill up expected product offering, of anything naturally foreseeable. 

· Court says Similarity of the marks, proximity of goods and marketing channels are most important in this case.

· Court finds likelihood of confusion, Nesher must use the logo showing Sleekcraft by Nesher whenever possible. Injunction basically just kept the status quo. 

· Unrelated Goods – no likelihood of confusion, even if the marks are identical

· Competitive Goods – may be likelihood of confusion, if the marks are similar:

· Strength of Plaintiff’s mark

· Similarity of the marks

· Defendant’s intent in selecting the mark

· Non-competitive Goods, may be likelihood of confusion if:

· Marks are similar; and/or

· Other facts surrounding the goods are similar

· Look to all the factors. 

· Sleekcraft Factors used in Ninth Circuit (see above)

· Plaintiff and Defendant’s Goods can be:

· Unrelated – no likelihood of confusion even if marks are identical

· Competitive – may be likelihood of confusion if marks are similar

· Strength of Plaintiff’s Mark

· Similarity of Marks

· Defendant’s intent in selecting the mark

· Related but Not Competitive – may be likelihood of confusion if marks are similar and/or other factors surrounding goods are similar 

· Marks are similar; and/or

· Proximity of the goods

· Evidence of Actual Confusion

· Marketing Channels Used

· Type of goods and degree of care likely exercised by the purchaser

· Likelihood of expansion of the product lines

Likelihood of Confusion in Courts
· Standard of review by Appellate Court

· Depends on if it is considered a question of fact or law?

· Dichotomous test - Whether determining likelihood of confusion a question of fact or question of law.

· If question of fact then allow trial court determination to stand, because don’t see facts presented first hand at appellate level. 

· If question of law then appellate court in as good or better position to make determination.

· 9th circuit moved away from, now likelihood of confusion is considered question of fact (MTM v. Amazon)
· Split in Circuits

· Most find it a question of fact

· Federal Circuit considers it a question of law

· Second and Sixth consider it a mixed question of law and fact

· If the parties agree to the facts then it is a matter of law. If there is a disagreement over the facts then it is a matter of fact. 

· Consensus view is it is a question of fact that should not be overturned. Trending that way unless Supreme court steps in to say otherwise. 

· Case: Gallo vs. Consorzio de Gallo Nero 
· Gallo largest wine producer in the US, had acquired secondary meaning with Gallo becoming synonymous with wine. Made all kids of wine except Chianti. 

· Gall Nero makes Chianti wine. 

· Gall Nero TM rejected in UK and Canada on likelihood of confusion. 

· Courts went through 7 factors and found would cause confusion and infringe on Gallo’s mark. 

· Case: Banfi v. Kendall Jackson

· Banfi sold wine COL-DI-SASSO

· Rober Pepi sold ROBERT PEPI COLLINE DI SASSI

· Court applies Second Circuit Polaroid Factors

Different Types of Likelihood of Confusion

· Confusion usually at point of sale, but not always. 

· Initial Interest Confusion

· Case: Mobil Oil v. Pegasus Petroleum Corp.

· Mobil large oil company, Pegasus started in oil trading business.

· Mobil had registration for horse with wings symbol. 

· It is enough that gives rise to consumers making the association, hear Pegasus, think of flying horse, think of Mobil. 

· Likelihood of confusion not that they would do business with Pegasus thinking they were dealing with Mobil, but that Pegasus gained credibility in the initiation of the deal, more likely to take a cold call, give more attention than otherwise might have. 

· Mobil worried about potential reputational risk, dilution of the brand. 

· Court say it is actionable to stop someone from using a similar mark to drive people to their business, gain initial credibility off the goodwill of another. 

· Case: Brookfield Communication v. West Coast Ent. Corp. 

· TM used on metadata of website to direct traffic to the website. 

· Court says when use someone else’s TM to lure customers to a website some percentage of them are going to stay, have achieved a sale wouldn’t have otherwise gotten, if there isn’t a cost much and can scale and become considerable volume. 

· Ninth Circuit adopts Second Circuit’s ruling in Mobil about initial interest confusion. 

· Case: Multi Time Machine (MTM) v. Amazon

· MTM made high end military style watches.

· Amazon didn’t carry them but if searched for would show other similar watches. 

· Court says there is no actual confusion at point of sale as products clearly labelled and can see they are not MTM. 

· MTM search result page clearly labelled with manufacturer and product name, no reasonably prudent consumer used to shopping online would be confused about the source of the product. 

· Holding very limited to the facts. Because properly labelled it wouldn’t cause confusion. 

· Merchant responding to a request for a brand they don’t sell by saying they don’t sell the brand and offering other similar brands is not likely to cause confusion. 

· Dissent says is an issue of fact, jury could infer that users were confused by the search results, might think MTM was acquired by or affiliated with one of the other manufacturers. Question of fact that should be resolved by trial court. Trial court ruled there was no likelihood of confusion at the summary judgment phase. No reasonable finder of fact could have found the other way. Majority says it is a question of fact, but not always. 

Secondary Liability for Trademark Infringement

· Two types:

· Contributory Infringement

· Vicarious Liability

· Contributory TM Infringement
· Liability for trademark infringement can extend beyond those who actually mislabel goods with the mark of another. Even if the manufacturer does not directly control others in the chain of distribution, it can be held responsible for their infringing activities under certain circumstances.

· Supreme Court says can sue party if intentionally induces another to infringe a mark; or continues to supply its product to one whom it knows, or has reason to know, is engaging in TM infringement.

· Still have to prove direct infringement AND have to prove contributory infringement.

· Technically don’t have to sue direct infringer. Sometimes can’t get jurisdiction over infringer (especially in internet context). Still have to show there was an actual direct infringement. 

· Case: Inwood Labs., Inc. v. Ives Labs., Inc.

· Ives make anti-muscle spasm pills, have different capsule colors for dosage amounts.

· Inwood makes a generic that imitate the look of Ives’ original. 

· Pharmacists started substituting generic for Ives. Pharmacists are TM infringers and copiers. 

· Ives doesn’t want to alienate pharmacists so sues competitor making generics. 

· Ives not mislabeling the product, didn’t sell directly to consumers. No direct infringement on their part

· Can be liable for contributory infringement if: 

· If a manufacturer or distributor intentionally induces another to infringe a mark; or

· It continues to supply its production to one whom it knows, or has reason to know is engaging in trademark infringement, the manufactory or distributor is contributorily responsible for any harm done as a result of the deceit. 

· Case: Tiffany vs. Ebay

· People selling fake Tiffany products on ebay. No authentic items on the site at all.

· Tiffany sent ebay takedown notices and ebay would comply. 

· Tiffany wanted ebay to actively take them down claiming knew or had reason to know of specific instances of actual infringement.”

· Court say: Not good enough to have general knowledge of infringement.  Ebay needs knowledge of specific instances of infringement. If got notice selling counterfeit goods ebay takes down the listing and if get more than once ebay cancels account of seller. Had reasonable mechanism in place to handle TM infringement/counterfeiting claims. 
· Case: Hard Rock Café Licensing v. Concession Services, Inc. 

· Concession Services ran swap meets where counterfeit Hard Rock merchandise sold.

· Concession aware but turned a blind eye (willful blindness), said just renting the space in exchange for money. 

· The “reason to know test” requires D understand what a reasonably prudent person would understand

· No affirmative duty to take precautions against the sale of counterfeits

· But defendant cannot be “willfully blind”

· To be willfully blind, a person must suspect wrongdoing and deliberately fail to investigate.

· Apply what reasonably prudent business owner would have known what was going on. 

· If not a manufacturer or distributor (service)

· Domain Name Registrar

· Case: Lockheed Martin Corp v. Network Solutions 

· Rule: direct control and monitoring of the instrumentality used by a third party to infringe is required. 

· If service is essential, do they have ability to monitor and control use of that service. 

· If don’t have that ability not contributorily liable. 

· Court looked at them like a utility, no ability to monitor or control content of website, just checking out domain name and handing over to infringer, so not same level of contribution in Hardrock or Inwood.

· Vicarious Liability

· Comes from Tort Law

· Very limited applications in the trademark context

· A principal is not generally liable for physical torts committed by its independent contractor-agent, but 

· a principal will be held liable for the independent contractor-agent’s misrepresentations

· “upon matters which the principal might reasonably expect would be the subject of representations

· provided the other party has no notice that the representations are unauthorized.” Sanders v. Rowan 

· Generally not employees as employees are doing it on behalf of the company at the behest of the principals. 
False Designation of Origin
- 15 USC §1125(a) [Lanham §43(a)] (1) Any person who, on or in connection with any goods or services, or any container for goods, uses in commerce any word, term, name, symbol, or device, or any combination thereof, or any false designation of origin, false or misleading description of fact, or false or misleading representation of fact, which –
(A) is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection, or association of such person with another person, or as to the origin, sponsorship, or approval of his or her goods, services, or commercial activities by another person, 

... 

Shall be liable in a civil action by a person who believes he or she is or is likely to be damaged by such act.
· Has multiple causes of action (overlaps with §1114(1))

· §1114 only protects registered marks

· §1125(a) broader, also provides for any false designation or origin 

· Protects both registered and unregistered trademarks

· Provides a Cause of Action for trademark infringement of:

· Common law trademarks (use of a word, name, symbol or device which is likely to cause confusion)

· Registered trademarks

· Provides a cause of action for “false designation of Origin”

· Provides a cause of action for “false or misleading description of fact”

· Provides a cause of action for “false or misleading representation of fact”

· Provides a cause of action for “causing mistake or deceiving as to the affiliation, connection or association”

Protection of Unregistered Marks
· Used to protect any mark, registered or unregistered

· Case: DC Comics v. Powers

· DC owned Superman comics, created in 1938 included newspaper Daily Planet. Offered a line of licensed products but didn’t publish a newspaper.

· Power started newspaper call Daily Planet, used images and language from Superman. 

· DC no registered TM for Daily Planet. 

· Consumers believe Powers offering of newspaper are connect to affiliated or have approval from DC Comics. Consumers likely to be confused or deceived that are affiliated and 

· 1125(a) case because no TM registration and not consumers believe newspaper is printed by DC but that believe newspaper approved by DC Comics or is some affiliation like licensee. 

· Court says continued use of Daily Planet likely to find affiliation, injure DC’s business, reputation, good will and its common law TM.
· Protect Trade Dress

· Case: Two Pesos v. Taco Cabana

· Taco Cabana chain of Mexican restaurants in Texas, started in San Antonio but expanded, had specific trade dress.

· Two Pesos also a chain of Mexican restaurants in Texas, started in Houston and Austin.

· Two Pesos argues its trade dress is distinctive to them, people will associate it with their restaurant. Include lots of descriptive elements of its trade dress. 
· Court said trade dress distinctive but had not acquired secondary meaning. Needs to acquire secondary meaning to be protectable as a TM.

· Court concludes trial court gave case to jury and jury answered trade dress inherently distinctive and not acquired secondary meaning. Since inherently distinctive TM protectable. 

· Registrability of trade dress – no fault refused registration unless fits one of buckets, no real reason why color scheme, awnings, etc. would be viewed as functional, qualify for TM registration no problem. 

· If have registration and 5 years old and file for incontestability, even if descriptive it is incontestable. Important tool for restaurants, often trade dress attacked for lacking secondary meaning. Rare that trade dress would be descriptive.
False Endorsement
· Case: Allen v. National Video, Inc. 

· Woody Allen filed suit for National Video’s use of a celebrity look alike in an advertising campaign. 

· Brough 1125(a) claim for false depiction, created a false impression he approved or endorsed

· Ad had disclaimer it was not actually Woody Allen, 

· whenever party using disclaimer to say not causing actual confusion, using disclaimer to overcoming confusion has burden to prove disclaimer effective in dispelling confusion.

· Most celebrities have federal TM in their names. More difficult to TM likeness though not impossible.
False Designation of Origin

Defenses to Infringement & False Designation of Origin
Numerous Defenses Exist:

· Plaintiff has no trademark rights (must have a valid enforceable mark)
· Not expressly enumerated defense but the biggest one

· offensive strategy, challenge validity of P’s mark, one step further request court cancel registration

· Plaintiff’s TM rights weren’t infringed

· Plaintiff fraudulently obtained the mark
· Plaintiff’s mark is functional

· Plaintiff used mark to misrepresent source

· Plaintiff used mark to violate anti-trust

· Equitable principles (laches, estoppel, unclean hands, etc.)

· Defendant didn’t use TM in commerce

· Defendant’s use doesn’t cause likelihood of confusion

· Defendant’s use was a Fair Use

· Defendant’s use was a nominative fair use

· Defendant has Sovereign Immunity

· Defendant has a limited territory defense

· Defendant is prior user without abandonment
Statutory Defenses, Incontestability

· Plaintiff must have protectable TM rights

· Is it inherently distinctive? Descriptive with acquired secondary meaning?

· Is the mark functional?

· Has the plaintiff lost their rights?

· Genericism

· Abandonment

· Fraud, etc.

· Does plaintiff’s right extend to Defendant’s geography (limited geographic user)

· A ® is prima facie evidence of the registrant’s exclusive right to use mark (with some exceptions)

· Marks deemed incontestable by USPTO

· Incontestability – 15 USC §1065 [Lanham Act §15]

· After 5 years of consecutive use, incontestable so long as:

· No court decision to the contrary

· No proceeding involving the rights pending

· An affidavit filed within 1 year after the 5 years

· Not generic name for the goods or services

· Incontestability isn’t a defense, it’s a further strengthening of a registration

· Case: Park n’ Fly v. Dollar Park and Fly

· Airport parking.

· Name descriptive of nature, quality or attribute of the service is a descriptive mark, not inherently distinctive. 

· But had registered the TM and filed §15 for incontestability

· Was prima facie evidence that valid and enforceable registration

· Incontestable, so can’t contest the validity of the registration

· Incontestability

· Incontestability bars Defendant from making a claim the mark is merely descriptive without secondary meaning. 

· A TM that is registered and incontestable cannot be challenged because it is merely descriptive. Registration arrives in court with presumption of validity, and if incontestable can’t attack mark (raise defense) because it is merely descriptive. 

· Mark is incontestable, but can still be contested for a number of reasons:

· Fraudulent acquisition of the mark

· Abandonment of the mark

· Use of the mark to misrepresent source

· Fair use defenses

· Limited territory defense

· Prior registration by defendant without abandonment

· Use of mark to violate anti-trust laws

· Functionality

· Equitable principles (laches, estoppel, etc.)

· Even though it is incontestable can contest if it becomes generic

· Case: In RE Bose Corp.

· Bose registered TM for WAVE used in audio equipment

· Started action against HEXAWAVE for likelihood of confusion.

· HEXAWVE counter claimed to cancel the mark on account of fraud.

· Bose had stopped selling the tape recorders, was only repairing them, and actual wasn’t repairing them just send new ones because it was cheaper.

· Counsel claimed he thought shipping them in the course of business to consumers was use in commerce. 

· Federal Circuit overturns duty to investigate, replace with must have known (not should have known)

· Case: Robi v. Five Platters

· Making an intentionally false statement in the incontestability declaration was held to be fraud. 

· Had lied to the TM office in trying to keep the TM alive.

· Held registration was unenforceable. 

· Case: Medinol v. Neuro Vasx

· Making stents and catheters 

· Making a material misstatement (without personally verifying the facts)

· Facts: claimed for both stents and catheters, but only actually used for catheter and not for stents

· Person signing had duty to investigate usage and failed to do so, TM canceled due to fraud

· HELD: intent to deceive (objectively – not subjectively)

· HELD: registration unenforceable (but overturned)

Types of Referential Use

Referential use – the use refers to the goods  

· “Classic” fair-use defense (codified in statute)

· Used as descriptive term and not as a mark

· Most often this is use of the descriptive term (which also happens to be Plaintiff’s descriptive mark) to refer to Defendant’s product. 

· Nominative fair-use doctrine (9th Cir.)

· Use of Plaintiff’s mark to refer to the Plaintiff’s product

· How does the speaker refer to the mark-owner if not by the mark?

· Contrast with Classical Fair-use doctrine

Classic Fair Use

· Use of a descriptive term to describe the Defendant’s product

· 15 U.S.C. §1115 [Lanham Section 33(b)(4)] - Permits use of descriptive mark to describe good/service 
· “other than as a mark”
· … so, used as a descriptive term, but not as a mark
· “A user of a descriptive word may acquire the exclusive right to use that descriptive word as an identifier of the product or source”
· This, however does not justify barring others from using the words in good faith for descriptive purposes pertinent to their products.
· Used as a descriptive term and not as a mark

· Most often this is use of the descriptive term (which also happens to be Plaintiff’s descriptive mark) to refer to Defendant’s product
· Case: United States Shoe Corp. v. Brown Group Inc.

· Easy Spirit TM for walking shoes, started making Women’s pumps used slogan “looks like a pump, feels like a sneaker”. 

· Slogans usually descriptive so often require secondary meaning

· Lots of advertising can develop secondary meaning, consumers closely associate the slogan with the shoe. 

· Ad agency hired by Brown came up with similar slogan. Aware of the slogan the opted for something else but still said feels like a sneaker.

· Brown raised fair use defense under §1115(b)(4) using as a description and in good faith to describe to uses about the goods and services. 

· Test is whether the thing being used is being used as:

· a “source identifier” or “trademark” (no defense), or;

· a description or in a descriptive manner (defense)

· Facts like size of print, use in a full sentence, and other factors may matter

· Case: Car-Freshener Corp. v. S.C. Johnson & Son Inc

· Held that creation of pine tree shaped pine scented Christmas air fresheners that have to plug into an outlet was “descriptive” use of the shape, not a “source identifier”

· Case: KP Permanent Make-up v. Lasting Impression

· Ninth Circuit holds likelihood of confusion precludes a fair use defense. Supreme Court reversed. Held: A Defendant does not need to disprove a likelihood of confusion in order to rely on a fair use defense.  

· If you pick a TM which is a descriptive mark you have to understand and appreciate the fact that competitors will still have the right to use the term in its descriptive capacity, even if it causes a likelihood of confusion. 

Nominative Fair Use

· Use of Plaintiff’s mark to refer to the Plaintiff’s product

· Test:

· 1) The product or services in question must be one not readily identifiable without the use of the trademark;

· 2) only so much of the mark or marks may be used as is reasonably necessary to identify the product or service; and

· 3) the user must do nothing that would, in conjunction with the mark, suggest sponsorship or endorsement by the trademark holder. 

· Case: New Kids on the Block

· USA Today had polls conducted through 1-900 number about their favorite member of NKOB.

· NKOB sued to TM infringement because they used band name/mark in advertising for the poll. 

· TM was valid and likely incontestable. 

· Used in conjunction with goods or services directly competitive to the band who had their own 1-900 poll. 

· Court applies the nominative fair use test:

· No other way to easily describe band without using its name.

· Used least restrictive means as just used name and not logo. 

· Weren’t trying to make people think they were affiliated with the band.

· Case: Church’s Automotive (Ninth Circuit)

· Car repair shop used VW logo as it specialized in VW repairs

· Applying the nominative fair use test:

· No other way to identify VW without use of mark

· Only used VW

· VW argued used more than necessary, could just say specialized in foreign autos

· VW said used VW not Volkswagon, with is a TM of the company and not its name. 

Comparative Advertising
· Allowed to use TM of competitor if fair, truthful and not likely to cause confusion.

· Blurry line, lots of gray area.

· Generic company or up and comer will try to get as close to the line as possible without getting a lawsuit

· Creates a lot of litigation

· Case: Smith v. Chanel

· Smith markets fragrance it advertises as smelling like Chanel #5. 

· Court applies nominative fair use test: 

· Without TM couldn’t easily describe. 

· Only using as much as necessary, saying to compare.

· Not showing any sponsorship

· “The Lanham Act does not prohibit a commercial rival’s truthfully denominating his goods as a copy of a design in the public domain, though he uses the name of the designer to do so. Indeed it is difficult to see any other means that might be employed to inform the consuming public of the true origin of the design.”

· “the only legally relevant function of a trademark is to impart information as to the source or sponsorship of the product.”
Sovereign Immunity

· Trademark Remedy Clarification Act (TRCA) is NOT a permissible abrogation of state sovereign immunity. 

· States are immune from suit. They are quasi-sovereign

· The decision to waive sovereign immunity “is altogether voluntary on the part of the sovereign”

· States waive immunity in two cases:

· 14th Amendment

· By consenting to a suit, voluntary waiver of immunity
· Case: Florida Prepaid

· States can’t be held liable for trademark infringement unless they expressly waive their sovereign immunity

· State expressly allowed to be sued, and waived sovereignty with respect to the subject. 

· Native American tribes generally quasi-sovereign. Over land/reservation tribe laws apply.

· Generally can’t be sued.

· But are ways can be able to be sued:

· Import goods to tribal land. Sell off of tribal land. 

· If tribe applies for Nike TM, can sue? 

· 
Filing with PTO. 

· Waiving sovereign immunity for limited purposes of registration. Consenting to jurisdiction in this context. 

· Can’t stop them from selling on sovereign tribal land.

· But if they are posting signs and advertising off land then are waiving immunity. 

· Abrogation of sovereign immunity must be clear and unambiguous. 

· Sovereign still has to waive right to be sued within their own jurisdiction (sue FL in FL state court)

Expressive Use of Trademarks

· Case: Rogers v. Grimaldi

· Ginger Rogers and Fred Astaire

· Movie with title Fred and Ginger, not about them, about Italian dancers

· Claim under Lanham Act §43(a) for false association (publicity right)

· Balances a performer’s right of publicity with the public’s right vis-à-vis artistic expression

· Rogers Test:

· (1) does the trademark use have “no artistic relevance to the underlying work” or

· (2) “explicitly mislead as to the source” of the work 

· Any amount of relevance to the work is acceptable

· Explicitly mislead – just because title has the name doesn’t mean person endorsed.

· Used much more broadly for when mark used artistically. 

· Case: E.S.S Ent. 2000 v. Rock Star Videos (Grand Theft Auto)

· East LA strip club has TM for Pig Pen.

· GTA had virtual strip club Play Pen.

· Court applied Rogers Balancing Test

· Nominative Fair Use

· Parody?

Parody

· Case: Dr. Seuss Enterprises, L.P. v. Penguin Books USA, Inc.

· Penguin published book: Cat Not in the Hat: A Parody by Dr. Juice

· Suess said book misappropriated
· Only use as much as necessary to conjure up the original

· Parody requires ability to convey 2 simultaneous messages

· Need enough of underlying subject of parody, 

· While simultaneously poking fun at the target

· Not making fun of cat and hat, using it as a vehicle to sell their book 

· Ninth Circuit uses Sleekcraft factors to find a likelihood of confusion

· Also found copyright infringement and that the book was not a fair use parody under copyright 

· 9th Circuit View – Parody for TM, line between TM and parody much harder. 

· Split on Circuits – some more friendly to parody, some to TM

Trademarks as Speech

· Case: Mattel, Inc. v. Universal Music International (I’m a Barbie Girl)

· Song skewering Barbie and whole culture/mindset

· “What Aqua has done in Barbie Girl is not to make Barbie info a "sex object" as Mattel claims, but to point out, with a punning light touch and a catchy tone, that she has been one all along.”
· Court says not TM problem, clearly an artistic statement commenting on Barbie, society, etc.
Dilution
Concept of Dilution
· Different cause of action (similar in concept to infringement)

· Protects only famous marks

· Schecter – have to protect marks from harm to truly unique marks, no consumer confusion but brands don’t want others to use fame of mark to their own benefit

· Many states adopted theory of dilution. 
State Law Dilution

· 1964 Model State Trademark Act

· Includes causes of action for dilution

· Most state’s dilution statutes are modeled after the 1964 Model Trademark Act

· State laws developed first, are more helpful to understand dilution (not a lot of federal cases as it is new to federal law)

· Most states have a “likely to cause dilution standard”

Federal Dilution

· Federal Dilution Statute 15 USC §1125(c) Dilution by Blurring; Dilution by Tarnishment
· (1)Injunctive relief.—Subject to the principles of equity, the owner of a famous mark that is distinctive, inherently or through acquired distinctiveness, shall be entitled to an injunction against another person who, at any time after the owner’s mark has become famous, commences use of a mark or trade name in commerce that is likely to cause dilution by blurring or dilution by tarnishment of the famous mark, regardless of the presence or absence of actual or likely confusion of competition, or of actual economic injury.
· Standard is likelihood of dilution after the Trademark Dilution Revision Act of 2006

· Fame
· A mark must be truly famous in order to find dilution.

· In determining whether a mark possesses the requisite degree of recognition, the court may consider all relevant factors, including the following:

· The duration, extent, and geographic reach of advertising and publicity of the mark, whether advertised or publicized by the owner or third parties.

· The amount, volume, and geographic extent of sales of goods or services offered under the mark.

· The extent of actual recognition of the mark.

· Whether the mark was registered under the Act of March 3, 1881, or the Act of February 20, 1905, or on the principal register.

· Case: Mead Data v. Toyota

· Mead owns Lexis legal research software. Toyota launching Lexus brand cars.

· Toyota picked as an artificial name (fanciful) - District court held did so without any predatory intent 
· Appeals court found district court erred in finding of bad faith. 

· Toyota had TM firm do research, would be no problem with Lexis software

· Defendant had no intent, was not trying to cause problems, trade on good will of TM, opinion letter evidence of this fact

· To prove cause of action for dilution need to show:

· Extremely strong mark because of distinctive quality or secondary meaning

· Likelihood of dilution 

· Generally, dilution does not require confusion as to source in order to find dilution

· Sweet Factors for “Blurring” – not likelihood of confusion, likelihood of dilution
· Similarity of the marks

· Similarity of the products covered by the marks

· Sophistication of consumers

· Predatory intent

· Renown of the Senior mark

· Renown of the Junior mark

Federal Causes of Action

· 2 ways to have TM dilution

· Blurring

· Tarnishment

· Elements

· Famous mark

· Famous when the other party starts use

· Split over whether fame must be nationwide or can be in a niche

· Generally, must be nationwide fame

· Need 75% - 80% or more of the public to recognize the mark in a survey for it to be famous

· Use has to be likely to cause dilution by blurring or by tarnishment. 

· Case: Lobster vs. Pork

· Other White Meat copied as Other Red Meat for lobster.

· Shows need to have nationwide fame. 

· Dilution by Blurring

· 15 USC 1125 (c) Dilution by Blurring; In determining whether a mark or trade name is likely to cause dilution by blurring, the court may consider all relevant factors, including the following:

· The degree of similarity between the mark or trade name and the famous mark

· The degree of inherent or acquired distinctiveness of the famous mark.

· The extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark.

· The degree of recognition of the famous mark.

· Whether the user of the mark or trade name intended to create an association with the famous mark.
· Any actual association between the mark or trade name and the famous mark
· Not likelihood of confusion, likelihood of dilution

· Blurring is the whittling away the value of a mark – causing it to lose its distinctiveness – reducing inherent power to identify mark holder as source of goods
· Death by 1000 cuts

· By associating mark with something other than what intended for will diminish (Rolls Royce of water bottle)

· ‘dilution by blurring’ is association arising from the similarity between a mark or trade name and a famous mark that impairs the distinctiveness of the famous mark.
· Dilution by Tarnishment

· ‘dilution by tarnishment’ is association arising from the similarity between a mark or trade name and a famous mark that harms the reputation of the famous mark.
· The famous mark will suffer negative associations though dilutive use. 

· Typically:

· Shoddy quality (e.g. knock-off goods)

· Unwholesome or unsavory context (e.g. porn)

· Associating with something of a differing value or quality

· TM owner right to choose how it is being perceived by public is what is being protected. Choose associations. 

· No Federal Tarnishment Elements

· Congress didn’t collect any factors. Look to factors in jurisdiction (State) and federal courts in district have held.

· Usually cases are pretty straight forward, know it when you see it. Doesn’t really require test balancing elements.
· Case: Hormel v. Henson

· Henson movie had Sp’am character depicted as a grotesque pig who does gross things. 

· Implication is that Spam is gross. 

· Bring a claim of dilution to try and enjoin the movie

· The goods are not competing and although this isn’t part of the dilution elements, it helps figure out what is going on

· It’s a parody, Henson doesn’t seek to ridicule SPAM in order to sell more of its competitive products; rather, the parody is part of the product itself

· Case: Starbucks

· Black Bear Micro Roastery – makes Charbucks blend, making fun of fact Starbucks overroasts their beans

· Starbucks sues in NY, goes to 2nd Circuit on appeal

· Filed claim for infringement, dilution, unfair competition under federal and state.

· (Sweet factors) codified into the law in the federal statute

· District court concludes Starbucks not entitled to relief for dilution for blurring

· DC put undue influence on similarity factor. Gave guidance and sent back.

· DC then reached same conclusion again, but for reasons laid out in appellate decision
· DC rejected Starbucks tarnishment claim, both producing high quality coffee
· Altering a mark in comparative ads consider “the degree to which the mark is altered and the nature of the alteration:
· Ok as long as not altering mark

· Ok to spoof mark for noncompetitive products

· Ok if a satirist is only engaged in parody and not selling a product

· Parody 
False Advertising
False Representation

15 USC §1125(a)(1)(B) [Lanham Act 43(a)(1)(B) - Any person who, on or in connection with any goods or services, or any container for goods, uses in commerce any word, term, name, symbol, or device, or any combination thereof, or any false designation of origin, false or misleading description of fact, or false or misleading representation of fact, which

· (A) . . . 

· (B) in commercial advertising or promotion, misrepresents the nature, characteristics, qualities, or geographic origin of his or her or another person's goods, services, or commercial activities,

shall be liable in a civil action by any person who believes that he or she is or is likely to be damaged by such act.
· Can be brought to enjoin false representations.

· Can get damages and even attorney’s fees.

· Creates some incentive to bring an action if you can get a competitor to pay attorney’s fees

Commercial Advertising or Promotion

· Must be commercial advertising or promotion within the meaning of 1125(a)(1)(B):

· Commercial speech

· (scope of what it is in constitutional law context, what congress has power to regulate under commerce clause powers)

· By directly competitive Defendant

· (viewed as a standing requirement for who can bring a suit for false advertising) 

· By limiting it to direct competitors court is intentionally trying to exclude consumers, because (per se party – representing self) 

· For the purpose of influencing the consumer; and

· (relevant consumers, those likely to buy the product)

· Disseminated sufficiently to the relevant public so as to constitute advertising or promotion within that industry 

· (whether or not telling someone using them as a megaphone or was it unintentional, generally courts are very skeptical if tell someone with large following don’t expect to be passed on)

· Case: Gordon and Breach Science Pub. V. Am. Inst.

· What is “in commercial advertising or promotion” within the meaning of §1125(a)(1)(b)?

· Defendant ranked scientific journal publishers in terms of effectiveness, etc. Plaintiff last, defendant first.
· Case: Neuros Co. v. Kturbo

· Kturbo created powerpoint sent to engineering firms, that advised municipal water companies, on blowers to buy. 

· Defacto customer is the engineer, doesn’t work for company but makes recommendations on which blowers to buy.

· PowerPoint sent to engineers who were likely to recommend blowers. 

· Don’t be so literal when thinking about what customer is. 

· How is business done in that particular industry?

· Designed to influence relevant purchasing public?

· If speech disseminate to relevant purchasing public then can be commercial speech.

False Representation

· Literal or explicitly false (Literal Falsehood)

· Court may grant relief without reference to the advertisement’s impact on the buying public 

· Elements:

· False representation in advertising

· Plaintiff is likely to suffer irreparable harm

· Where a defendant’s advertising of products is literally false, a Lanham Act plaintiff need not “provide evidence of actual consumer confusion by resort to witness testimony, consumer surveys, or other such evidence in order to establish entitlement to damages under the Lanham Act.”

· Case: Coca-Cola v. Tropicana Prods.

· Tropicana ran ad, Bruce Jenner squeezing juice into container. Said “only leading brand not made with concentrate and water.”

· Orange juice as pasteurized (heated to kill germs) 

· Consumers likely to be misled? If so then did Coca-Cola suffer injury?

· Lost portion of juice market if calculable then are monetary damages.

· Irreparable harm no way of knowing the amount of harm in total, can’t quantify therefore irreparable. 

· Seeking preliminary injunction on account of irreparable harm. 

· District Court denied thinking there was no likelihood of success on merits.

· 2nd Circuit looks over findings District court made. 

· To determine likelihood of success have to determine if there is false misrepresentation, either literally false or impliedly false. 

· Court says it is false on its face, literally false, pasteurized juice so it can’t be fresh squeezed. 
· Case: Clorox Puerto Rico v. Proctor & Gamble

· Puerto Rico, 1st Circuit has appellate authority

· P&G selling Ace with whitener, tag line “whitener is not possible”

· Series of ads taking challenge of using Ace vs. usual process of detergent and chlorine bleach (Clorox is one brand) 

· Never a direct comparison that Ace is better than bleach, leave viewer to draw the inference, every reasonably prudent viewer will draw conclusion Ace will whiten better

· But statement whiter is not possible is false, have scientific evidence that using chlorine bleach gets it whiter 

· Put two pieces together implied and falsity

· Must determine if impliedly false statement influences consumers decision to buy or not to buy 

· Impact of ad on consumer has to directly tie back to false statement

· Because ad implied false, designed to purchase over other detergent plus bleach, 

· Seeking preliminary injunction but still have lots of info from surveys, expert statements, etc.
· Impliedly false (Misleading Representation)

· Court must consider the advertisement’s impact on the buying public

· Representation must cause consumer confusion

· Use market surveys to show consumer confusion

· Plaintiff has the burden to show misleading or confuse the public

· Must tie impliedly false statement to the impact on the buying 

· Case: Pom Wonderful LLC v. Coca Cola Co.

· Minute maid juice mostly apple and cheaper juices but selling as pomegranate juice

· Has large pomegranate on the label, Pomegranate in all caps, first listed on front 

· Pomegranate has health connotations

· Pom claims label indirectly describes the good, miniscule amount of pomegranate in the blend. 

· FDA has legal authority from Congress to regulate food and drugs including way are labeled

· Congress also passed Lanham Act. When passed FDA act also knew Lanham Act there govern TMs.

· Chevron deference – when gov has experts in an area their opinions take priority and get deference from courts.

· FDA said this labeling ok under its rules. 

· Product labeling regulation within scope of FDA as they have jurisdiction over food and drugs

· Irreparable Harm Presumption

· Trademark Modernization Act of 2020 - (a) AMENDMENT.—Section 34(a) of the Trademark Act of 1946 (15 U.S.C. 1116(a)) is amended by inserting after the first sentence the following:

· ‘A plaintiff seeking any such injunction shall be entitled to a rebuttable presumption of irreparable harm upon a finding of a violation identified in this subsection in the case of a motion for a permanent injunction or upon a finding of likelihood of success on the merits for a violation identified in this subsection in the case of a motion for a preliminary injunction or temporary restraining order.
· For irreparable harm also has to be harm aside from money damages, no way of knowing amount of harm in total, can’t quantify, so can’t repair or replace so therefor irreparable. 

· If will be irreparable harm court can step in and enjoin the false advertising. 

· Preliminary injunction – asking court to decide to stop false advertising. Don’t want to have to wait for trial to play out. 

· To grant court must determine there is irreparable harm and likelihood of success on the merits. 

· Give all benefit-of-the-doubt to the non-moving party (light most favorable to) if still think P will succeed then will enjoin. 
Standing to Assert False Advertising Claim

· Only competitors (mostly)

· No consumer standing

· Consumers can use the FTC 

· Case: Lexmark International, Inc. v. Static Control Components

· Static made components (chips) that sold to manufacturers of generic ink cartridge replacement. 

· Not a direct competitor, but look to the zone of interest, see if exists commercial in the zone. 

· ﻿the real question ... was “whether Static Control has a cause of action under the statute.”

· ﻿“a statutory cause of action is limited to plaintiffs whose injuries are proximately caused by violations of the statute.”

· The injury must have a “sufficiently close connection to the conduct the statute prohibits.”

· ﻿In the §43(a) context, this means “show[ing] economic or reputational injury flowing directly from the deception wrought by the defendant's advertising; and that that occurs when deception of consumers causes them to withhold trade from the plaintiff.”

· Court found ﻿that Static Control comes within the class of plaintiffs whom Congress authorized to sue under §1125(a). To begin, Static Control's alleged injuries—lost sales and damage to its business reputation—are injuries to precisely the sorts of commercial interests the Act protects.
Internet Domain Names

Internet Basics
· Developed by US government to see if computers could talk to one another using phoneline and modem. First call between UCLA and Stanford.
· Originally only had IP addresses, then used domain names to refer to specific IP addresses.

· Developed out of dilution, if register a TM’d domain name it could dilute/harm the trademarked brand. Could harm either blurring or tarnishment or both (if put up a porn site at the URL)

· Cause of action didn’t exist so judges would bend dilution to fit the problem in favor to TM holders. 

· But dilution required fame to be protected, so needed a way around for other trademarks but was only a temporary fix. 

Domain Name Registration & Cybersquatting
· Registration requires to put in a name and address but there is no verification process.

· Cybersquatters are often overseas entities. 

· Issues of scale, very cheap to register so can buy thousands, and a lawsuit could cost tens of thousands of dollars. 

· Wind up with industrial cybersquatters that register hundreds of thousands of domain names, they become ICANN registrar themselves and can register at wholesale prices. 

· Whois – shows the registrant behind the domain name. 

· Now under GDPR can’t publish the data of real people, but under ICANN supposed to have registration data publicly accessible.

· As a result all registrars are no longer publishing the data. Now hard to know who owns what name or how to reach them.   

· VA – 4th Circuit – Umbro Case – considers domain name a purely executory contract

· 9th Circuit – Sex.com Case – says a domain name is property

AntiCybersquatting Consumer Protection Act (ACPA) (Federal Cybersquatting)
· Passed through omni-bus spending bill

· 15 USC 1125(d)

· Elements:

· Register, traffics in, or uses

· Not just registering domain names but trafficking in them.

· Can have multiple parties liable for cybersquatting, one registers and one traffics and one using. 

· A Domain Name that is identical or confusingly similar to any mark protected under the Lanham Act

· Identical or confusingly similar to a distinctive mark

· Identical or confusingly similar to a famous mark

· Dilutive of a famous mark

· With bad faith intent to profit from the Mark

· Determining “a bad faith intent to profit” consider factors (15 USC 1125(d)(1)(B):

· Defensive Factors

· Registrant’s rights in the domain name

· Legal name or commonly known by name

· Bona fide offering of any goods or services

· Noncommercial or fair use of the mark 

· Offensive actors

· Registrant’s intent to divert consumers to its site for commercial gain or to tarnish or disparage the mark

· Registrant’s offer to sell the domain name

· Registrant uses fake contact info when registering

· Registrant’s registration of multiple domain names that are trademarks 

· Fame of the mark within the meaning of subsection (c)(1) of section 43. 

· Not an exhaustive list

· Courts do a balancing test, weighing different factors, no one thing is determinative. 

· If registered before mark can be no bad faith intent to profit. But can later be bad faith intent to profit

· Case: True Religion Jeans

· Man registered the website to promote his book on Islam, which predated True Religion jeans.

· Increased traffic to his site caused expenses to go up so then created site to redirect to Amazon for sale of blue jeans, so then hand bad faith intent to profit. 

· Any kind of activity gets it done, so can get around people registering off-shore.

· Commercial parking page can be viewed as being unlawful, redirecting, putting up porn.

· Not a likelihood of confusion, don’t have to be selling any product, doesn’t have to be related or overlap with mark holder’s business.

· Case: Fagnelli Plumbing Company v. Gillece Plumbing and Heating, Inc.
· Fagnelli registered fagnelliplumbing.com in 2000

· Gillece registered fagnelli.com in 2007, redirected to their website

· Mark is their last name but had been used for over 5 years (since the 1960s) so is a presumption of secondary meaning, so can make an infringement claim under §1125(a)

· Name confusingly similar, just absence of plumbing, which is merely descriptive of the services

· Bad faith intent to profit, purchased to have it redirect to their page to get business

· Case: Sporty’s Farm L.L.C. v Sportsman’s Market, Inc. 

· Sportman’s Market used Sporty’s mark since 1960s and registered in 1985

· Sold aviation supplies, target market pilots

· Defendant Omega, mail order company selling scientific equipment, decided to sell aviation equipment under Pilot Depot, later sold christmas tress named business Sporty’s Farm and registered sportys.com domain name. 

· Omega files declaratory judgment action, that what it did was lawful. 

· Sporty’s counterclaims for trademark infringement. dilution, state law unfair competition. No ACPA at the time.

· Trial court judgment for Omega on infringement but for Sportsman on dilution and said had to surrender domain name. 

· Sporty’s appeals under federal TM dilution act, and CT unfair competition claim. 

· Congress passed ACPA while case pending at Second Circuit. Was critically important for Second Circuit to go first and set up how to rule. 
· Ralph Michael, running Omega. After sued created Sporty’s farm for Christmas trees. Then transferred domain name in sham sale. Michael said to be responsible for running Christmas tree farm. Under deposition he said named the farm after his dog whose name was spotty. Were just making things up, obviously lying. 

· Omega lawyer at fault, going to be questioned about background, intent, etc. by opposing lawyer. Omega lawyers have to defend deposition. Omega lawyer have to prepare the witness. 

· Case: Lucas Nursery

· Woman had bad experience with their landscaping work. Bought domain name lucasnursery.com and wrote about her bad experience on the site. 

· Site was not competitive, woman exercising her First Amendment right to complain. No bad faith intent to profit. 
· Case: Toyota

· Web address to sell a used car deemed nominative fair 

· 15 USC 1125(d)(1)(A)

· Provides a civil action by the owner of a mark

· Any mark protected under the Lanham Act

· Without regard to the goods or services of the parties, that person

· Some parts in 15 USC 1114

· Remedies for Cybersquatting – In Personam Claims
· Statutory or actual damages, attorney’s fees and costs, injunction to have all domain names transferred or deleted.
· 15 USC §1125(d)(1)(D) 

· a court may order the forfeiture or cancellation of the domain name or the transfer of the domain name to the owner of the mark.
· When mark forfeited – bad operator will register after registration lapses and redirect to have go to them. May have used associated email address for FB, Amazon, etc. and will gather all the personal information about the person. 
· Remedy should never be to cancel domain name, always want to have transferred and then sit on it for at least a few years.

· Cybersquatting plaintiff can seek actual damages (For harm, or profits person made). 
· 15 USC §1117(d)

· statutory damages $1,000 - $100,000 per domain name for violation of 1125(d)(1)

· the plaintiff may elect, at any time before final judgment is rendered by the trial court, to recover, instead of actual damages and profits, 

· as the court considers just
· Gives court ton of discretion to create damages warranted for the case. 

· Has large deterrent effect. 

· Can elect either actual or statutory right up to time of trial. 

State Cause of Action for Cybersquatting

· Cal similar but slightly different from federal law

· Important because protects name of a person or likeness, CA lots of celebrities who were being targeted with cybersquatting

· So long as doesn’t interfere with federal law states can regulated TM law

· Cal Bus & Prof Code §17525(a) It is unlawful for a person, with a bad faith intent to register, traffic in, or use a domain name, that is identical or confusingly similar to the personal name of another living person or deceased personality, without regard to the goods or services of the parties.
ACPA gripe sites

ACPA in Rem Jurisdiction
· Court needs personal jurisdiction over the defendant to proceed.

· Issues over determining who owned the site or where the person was. 

· Allows for suing the domain name if jurisdiction cannot be obtained over the registrant

· Case proceeding in rem proceeding against the thing (res). 

· Case is against the domain name. 

· Domain names can be viewed as being where the registrar is located.

· Courts treating as a chattel. Whether or not treated as property is determined by state law. 

· 15 U.S.C. 1125(d)(2)(A) The owner of a mark may file an in rem civil action against a domain name in the judicial district in which the domain name registrar, domain name registry, or other domain name authority that registered or assigned the domain name is located if—
· (i) the domain name violates any right of the owner of a mark registered in the Patent and Trademark Office, or protected under subsection (a) or (c); and

· (ii) the court finds that the owner—
· (I) is not able to obtain in personam jurisdiction over a person who would have been a defendant in a civil action under paragraph (1); or

· (II) through due diligence was not able to find a person who would have been a defendant in a civil action under paragraph (1) by—
· (aa)sending a notice of the alleged violation and intent to proceed under this paragraph to the registrant of the domain name at the postal and e-mail address provided by the registrant to the registrar; and

· (bb) publishing notice of the action as the court may direct promptly after filing the action.
· Two problems with In Rem Action:
· Can’t get money from a domain name. Only remedy available is injunction for transfer or cancel of domain name. 
· Fiction only works because domain name is viewed as being where registrar or top level domain name are based. ICANN added 1500 new top level domain names, many not based in the US. How can court get jurisdiction over top level registry in Cayman Islands, and Uzbekistan for registrar.  
· Remedy for In Rem Action is injunction Only
· (D)(i) The remedies in an in rem action under this paragraph shall be limited to a court order for the forfeiture or cancellation of the domain name or the transfer of the domain to the owner of the mark

· In Rem actions in Non-ACPA cases

· In cases of infringement or dilution of a mark:

· Split in circuits:

· Fourth Circuit says “in rem action is available if (i) the domain name violates any right of the owner…”

· Statute not written so as to only allow against domain name, language of statute broader, allows in rem action for any violation of rights of TM 

· Theoretically can do for counterfeit goods and sue the counterfeit goods

Immunity for Registrars and Registries
· 15 U.S.C. 1114(2)(D)(iii) A domain name registrar, a domain name registry, or other domain name registration authority 
· shall not be liable for damages under this section 

· for the registration or maintenance of a domain name for another 

· absent a showing of bad faith intent to profit from such registration or maintenance of the domain name.

ICANN

· One of the key functions of ICANN is to create and administrate disputes over domain names

· One of the “stake-holders” at the negotiating table was the TM lobby

· the TM lobby pressured US Gov. (the deal was, the TM lobby will get behind the US Gov. approval of ICANN, if ICANN adopts an effective dispute policy addressing cybersquatting
· ICANN adopted policy to require register to go through official registrar, enter into legal contract for the registration, through the contract can force people to agree to terms of the policy (including jurisdiction, required consent in the contract)
· ICANN enacts the Uniform Domain Name Dispute Resolution Policy (UDRP)
UDRP
· Lots of similarities with federal law

· Designed to be a quick remedy to domain name disputes versus filing federal lawsuit

· Similar to arbitration but not arbitration, if not happy with the decision can’t appeal to federal court. 

· Dispute covered by contract between registrant and registrar. 

· Contracts contain clauses for third party trademark owners

· Policy made applicable by contract

· ICANN requires it of the Registry and Registrar who in turn requires it from the Registrant
· Registrar Accreditation Agreement

· RAA § 3.7.7 - Registrar SHALL include in all contracts with all registered domain name holders to include. . .

· RAA § 3.7.7.1 - Require registrant to provide accurate and reliable contact details/info and to update promptly & if registrant gives wrong info – registrar may cancel

· RAA §3.7.7.10 - Require registrant to submit to JDX in courts where domiciled or at registrar’s location

· RAA §3.7.7.11 - Require registrants to submit to and be bound by the UDRP
· Procedural Issues

· Dispute Providers

· World Intellectual Property Organization (WIPO)

· National Arbitration Forum

· CPR Institute for Dispute Resolution

· 1 or 3 panel members

· If complainant picks to have a single member but respondent (registrant) can add more members. 

· Payment of fees – relatively inexpensive dispute resolution
· WIPO - $1500

· NAF - $1330

· Language or proceedings is the same as the language of the registration agreement

· Time deadline

· Complainant gets 5 days to correct deficiencies in its complaint

· Respondent gets only 20 calendar days to respond to claim


· Find a lawyer

· Gather evidence

· Prepare reply

· Can game the system by picking when you file complaint, around holiday time.

· Panel decision issued within 14 days 

· Very TM friendly as was written by TM attorneys

· Shortcomings

· Complainant picks dispute provider

· Complainant pays dispute provider who pays panel members

· Limit of 10 pages (or word count)

· No direct or cross examination

· No discovery, witnesses or cross examination

· Shortened Deadlines

· No opportunity to be heard!

· Limitations can make it difficult for people to defend themselves effectively 

· About 90% found in favor of complainant

· Not a good tool for getting to the meat of a TM issue

· TM cases factual in nature, not designed for fact intensive analysis
· Lots of balancing test

· Designed as a quick remedy for clear cases of infringement, unambiguous cybersquatting

· No appeal but can still file independent lawsuit for cybersquatting or to get a declaratory judgment it is not cybersquatting

· UDPP – Prima Facie Elements

· Prima facie elements for UDRP very similar to the ACPA

· Complainant has burden to prove all of the following 3 elements:

· The domain name is identical or confusingly similar to Complainant’s mark;

· Same language as ACPA

· NOT likelihood of confusion test

· Ignores the Top Level Domain (TLD) string

· Respondent has no rights or legitimate interest in the domain name

· 3 expressly enumerate defenses, but more available

· Before notice of dispute, use or preparation to use in connection with a bona fide offering of goods or services

· Commonly known by the domain name

· Legitimate noncommercial or fair use of domain name without intent to mislead or diver consumers or tarnish the mark

· Respondent registered and is using the domain name in bad faith 

· Not really registered and used 

· (don’t look to point headings for substance, clear policy requires both registration and use in bad faith)
· 4 expressly enumerated circumstances of bad faith, more available

· Acquired primarily to sell to Complainant/mark owner for money

· To prevent the mark owner from using it – must also show pattern 

· Primarily for the purpose of disrupting the business of a competitor

· Intentionally attempted to attract, for commercial gain, Internet users to your website by creating a likelihood of confusion with the complainant’s mark

· UDRP Timeline

· 10 business days for registrant to file suit

· Suit should be filed in selected mutual jurisdiction

· Where domain name owner lists address in registrar record 

· Where the registry is located

· After 10 days, complainant sends registrar whois details

· Registrar implements decision

· Appeals of UDRP

· Not arbitration so not appealable 

· Have to file separate action in court
Net TLDs

UDRP in US Courts

Remedies
Injunctive (positive and negative)
· Disclaimers

· Preliminary Injunctions

· Permanent Injunctions
· Recalls and Destruction

· Corrective Advertising
Court  broad authority to grant injunctive relief both in the TM Act and generally
Monetary

· Lost profits
· Can be multiplied up to 3 times to make the Plaintiff whole
· Defendant’s profits

· Statutory damages

· Treble damages

· Pay for Corrective Advertising

· Attorney’s Fees and Costs 

Injunctive Relief
· Injunctions
· Preliminary Injunction (9th Circuit)
· A plaintiff must demonstrate:

· Likely to succeed on the merits

· Likely to suffer irreparable harm

· Balance of equities tips in the Plaintiff’s favor

· An injunction is in the public interest

· Winter v. Natural Res. Defense Council, Inc. 

· In Church of Scientology (Second Circuit)

· Moving Party demonstrates:

· Irreparable harm; and

· Either:

· Probability of success on the merits; or

· Sufficiently serious questions going to the merits to make them fair grounds for litigation and a balance of hardships tipping decidedly in the moving party’s favor 

· Sliding Scale (Ninth Circuit)

· “the elements of the preliminary injunction test are balanced, so that a stronger showing of one element may offset a weaker showing of another.”
· Not erased by Winter

· Whether or not was irreparable harm? 
· For P to get injunction would have to show court it would be harm, harm would be irreparable, and not just speculative but concrete proof of irreparable injury. 

· Looked at irreparable harm and balanced against other elements

· Irreparable Harm Presumption 

· Trademark Modernization Act of 2020 – Rebuttable Presumption of Irreparable Harm

· (a) AMENDMENT.—Section 34(a) of the Trademark Act of 1946 (15 U.S.C. 1116(a)) is amended by inserting after the first sentence the following:

· ‘A plaintiff seeking any such injunction shall be entitled to a rebuttable presumption of irreparable harm upon a finding of a violation identified in this subsection in the case of a motion for a permanent injunction or upon a finding of likelihood of success on the merits for a violation identified in this subsection in the case of a motion for a preliminary injunction or temporary restraining order.
· Now if Plaintiff can show likely to succeed on the merits (infringement) that is enough to get a preliminary injunction

· If can show likelihood of confusion then likely to get an injunction

· Safe Distance Rule

· Applies to previous infringers

· Typically makes small changes

· Must keep a safe distance away

· Even if the change in use would have been ok without previous infringement.

· Once party enjoined from previous activity must move further from mark than previously would have been allowed to

· Need clear demarcation between P and D TM or trade dress.  

· Requires them to make larger, more wholesale changes than they might have otherwise been required in order to keep a “safe distance” away, even if the change in use would have been okay in the first instance
· Disclaimers

· Can be used to avoid the problem of objectionable infringement by significantly reducing or eliminating consumer confusion by making clear the source of a product.

· Disclaimer should be in close proximity to the infringing statement

· The infringer bears the burden to demonstrate the effectiveness of the proposed disclaimer
· Case: HBO v. Showtime

· HBO came with Cinemax, Showtime with the Movie Channel

· Showtime ran ads with slogan:

· Movie Channel and HBO

· Why Showtime and HBO are the perfect combo.

· False association, 

· Ad not literally false, but impliedly false, that are working together or merged

· Ad has to influence consumer to make the buy, consumer confused as to 

· Some of printed material (collateral) had disclaimers

· But was buried inside of threefold 

· Court says generally disclaimers are not really effective 

· To be effective has to be close in proximity to confusing statement, and has to be substantive 

· As matter of law generally disclaimers not effective, don’t fix the problems

· Then why put it? When consumer complains misled can point to disclaimer and most consumers will not know its ineffective 

· Possible disclaimer could fix or remedy confusion, practically speaking need to be in close proximity to the statement and prominent

· Burden on party using the disclaimer to demonstrate the effectiveness. 
· Recall and Destruction
· Courts have broad powers to fashion equitable relief as long as a court isn’t abusing its discretion, these remedies are enforceable 

· 15 USC 1118 provides for destruction of infringing goods

· In any action arising under this Act, in which a violation of any right of the registrant of a mark registered in the Patent and Trademark Office, a violation under section 43(a), or a willful violation under section 43(c), shall have been established, the court may order  . . . [the infringement]  shall be delivered up and destroyed.
· Case: Perfect Fit v. Acme Quilting

· Perfect Fit has j-board product packaging

· Sued for violation of TM in j-board trade dress.

· Court found infringement was willful.

· Court ordered a recall not just of the j-board trade dress but of the mattress cover itself and one step further included a letter in the recall notice about its infringement and the reason for the recall. 
Monetary Relief
· Profits and/or Damages
· Recover of Defendant’s profits and damages under 15 USC 1117(a)

· Recovery of defendant’s profits

· Recovery of damages sustained by the Plaintiff

· Can go after either or both, but can’t be double dipping, hard time calculating how much harm really suffered, so made number of different avenues to be made whole. 

· Costs of the action; and 

· Attorney’s fees

· For violations of:

· 1114(a)

· 1125(a)

· 1125(c), if willful

· 1125(d)

· Adjustments to awards under 1117(a)

· Award of defendant’s profits – increase or decrease by any amount if the court finds the profit recovery is “either inadequate or excessive.”

· Award of damages sustained by plaintiff – adjusted upward to x 3 (i.e., treble damages)

· Courts must treat both adjustments separately

· Usually courts grant in cases of bad faith/willfulness
· Treble Damages
· 15 USC 1117(b) for action under 1114(1)(a) involving use of a counterfeit mark - the court shall award treble damages, unless the court finds extenuating circumstances

· But not as a penalty

· Willfulness is an important equitable factor, but not a prerequisite to such an award

· Court can adjust damages upward up to 3 times amount to make the plaintiff whole

· Willfulness is an important equitable factor, but not a prerequisite to such an award 

· Willful acts tend to be more harmful/detrimental, hard to figure out how to assess the harm, courts tend to apply multiplier  

· Statutory Damages 

· 15 USC 1117(d)

· statutory damages $1,000 - $100,000 per domain name for violation of 1125(d)(1)

· the plaintiff may elect, at any time before final judgment is rendered by the trial court, to recover, instead of actual damages and profits, 

· as the court considers just
· Corrective Advertising
· General Compensatory Damages

· To make the Plaintiff whole by unwinding harmful advertising campaign through corrective advertising

· Case: Big O Tire Dealer v. Good Year Tire & Rubber

· Goodyear used Bigfoot in ad campaign for tires which Big O had a trademark for

· Goodyear ran $10 million nationwide ad campaign. 

· Big O only operated in 28% of states so wanted $2.8 million dollar award.

· Also aid rule for corrective advertising is 25%, which is similar dollar figure

· Court said should apply the 25% rule after seeing they were only in 28% of states so award should be around $700k for corrective advertising. 
· Attorney’s fees
· Only in exceptional cases (each circuit has its own standard)
· When equitable considerations would justify such an award

· Generally willfulness or brazen conduct related to the lawsuit

· Willfulness is not required, but very helpful to prove an exceptional case

· Exceptional is not limited only to the infringing acts

· Culpable conduct on the losing party’s side such as:

· Bad faith

· Bad faith use of court system in litigation.

· Fraud

· Malice

· Knowing Infringement

· Court applies lodestar to determine court fees. Attorney’s fees have to be reasonable. Courts usually lower the amount. 
