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· Trademarks are designed to inform potential buyers who make the goods on sale
· Rst. (3rd) Unfair Competition: It is okay to harm the commercial relations of another, UNLESS the harm results from:
· Deceptive marketing practices
· Infringement of trademarks
· Appropriation of intangible trade value
· INS v. AP
· D is appropriating it and selling it as its own is endeavoring to reap where is has not sown. 
· Holding: No unfair competition because no attempt to “palm off” D’s goods as those of complainant
· Cheney Bros v. Doris Silk Corp
· D, in appropriating it and selling it as its own, is endeavoring to reap where is has not sown
· Bonito Boats v. Thunder Craft Boats
· Topic: Federal law v. State law; Preemption Doctrine
· NBA v. Motorola
· The protection of “hot news” like the INS v. AP case is limited to cases where:
· (1) A P generates or gathers information at a cost
· (2) The information is time-sensitive
· (3) A D’s use of the information constitutes “free-riding” on the P’s efforts
· (4) The D is in direct competition with a product or service offered by P
· (5) The ability of other parties to free-ride on the efforts of P or others would so reduce the incentive to produce the product or service that its existence or quality would be substantially threatened
· Barclays Cap Inc. v. Theflyonthewall.com, Inc. 
· 2nd Cir. says although NBA was still good law but concluded that “applying NBA and copyright preemption principles to the facts of THIS case the claim for “hot news” misappropriation fails b/c Fly was merely reporting what P was recommending
· Trademark Law 101
· Subject Matter: 
· Any word, name, symbol, or device, or any combination thereof
· Words: laser jet
· Name: Kodak
· Symbol: Covered Wagon
· Device: Sound—NBC chime; Color—Tiffany Blue
· Use, or intended to be used, in commerce
· To distinguish the TM owner’s goods from those of another
· Authority: Commerce Clause
· TM are not exclusively a Federal area
· States may also regulate TM—all have a statute on point
· Delegation: Lanham Act: 15 USC §§1051-1127
· Protects both Registered v. Unregistered marks
· USPTO: administrative agency Congress created to administer the registration of TM 
· Trademark Trial and Appeal Board
· Duration: TM can last forever so long as they are continuously used in commerce
· History: developed from Trade (commerce); unfair trade (unfair competiton)
· Basic Tenet: PROTECT THE CONSUMER
· Rights: TM owners can prohibit others from using a similar mark in a manner that is likely to cause consumer confusion
· Trademark v. Service Mark
· Trademark (TM) used for goods | Service Mark (SM) used for services | ® Any Registered Mark 
· 15 USC §1127: “Service Mark” includes any word, name, symbol, or device, or any combination thereof
· (1) Used by a person, or 
· (2) Which a person has a bona fide intention to use in commerce and applies to register on the principal register established by this chapter, to identify and distinguish from the services of one person, including a unique service, from the services of other and to indicate the source of the services, even if that service is unknown
· Trademark: (common definition): a designator used in commerce; to identify and distinguish the mark owner’s goods from the goods of another
· Collective Marks: uses in connection with a group with members; helps identify who is a member of the group
· Certification Marks: used in connection with a good or service by a certifier; helps identify that the good or service meets the certifier’s standards
· What Makes a TM Protectable?
· (1) A DESGINATOR
· (2) USED IN COMMERCE—Constitutional requirement b/c Authority is the Commerce Clause
· (3) TO DISTINUISH THE MARK OWNER’S GOODS FROM THE FOODS OF ANOTHER—Distinctiveness 
· TM must have the ability, as used or proposed use, to DISTINGUISH owner’s goods from the goods of another
· Consumers, upon distinguishing the origin of the goods, ascribe a degree of quality, or other traits to the goods
· Mark Owner’s Responsibility: mark owner must diligently control the use of its mark to control the “good will” associated with its mark
· Hanover Star Milling Co. v. Metcalf
· The primary and proper function of a TM is to identify the origin or ownership of the article to which it is affixed
· “A man is not to sell his own the pretense that they are goods of another man”
· “Stamping a lion on his goods”
· TM’s must be NON-FUNCTIONAL: In order to be distinguishing… TM can NOT be functional
· Kellogg Co. v. National Biscuit Co. 
· Facts: Exclusive right to sell pillow-shaped Shredded wheat; the pillow-shape had a function under patent law
· Generic Words & Phrases
· Generic words and phrases are not capable of distinguishing
· Kellogg Co. v. National Biscuit Co. 
· Facts: Word mark for “Shredded Wheat”
· Holding: Generic, must obtain secondary meaning, but if generic, cannot be overcome by secondary meaning
· Rule: If I point to a store shelf full of hammers and say “give me the hammer”—would you know which hammer I meant?
· Reasoning: If a word is generic, it is not a mark!
· Slogans: protected as long as they are distinctive
· Special issue with descriptive slogan b/c if merely distinctive, it must acquire secondary meaning through use
· Coca-Cola Co. v. Koke Co. of America
· Facts: Coca (short for cocaine); Cola (drink)
· Holding: Coca-Cola has acquired a secondary meaning in which perhaps the product is more emphasized than the producer but to which the producer is entitled
· Trade Dress
· Qualitex Co. v. Jacobson Prod.
· Issue: Can color (alone) be a mark?
· Holding: Yes, when it has acquired secondary meaning
· Circuit split
· Language of Statute: p. 71
· Another issue: interplay with functionality; when is a product feature functional?
· Exam Sample Question #1: Which of the following are required to establish rights in a trademark?
· A: The trademark must be used in commerce and be distinctive
· Exam Sample Question #2: The Restatement (Third) of Unfair Competition states the position that likelihood of confusion:
· A: Is a question of FACT subject to the clearly erroneous rule
· Exam Sample Question #3: For a trademark to be protected under the ACPA it must be?
· A: The trademark must be used in commerce and be distinctive
· Exam Sample Question #4: Under a cause of action for trademark dilution, which remedies are available if willfulness is shown:
· A: Actual Damages & Court Costs
· No Attorney’s Fees
· Exam Sample Question #5: Which causes of action may be brought to remedy use of the famous but unregistered ACME mark, which is used to operate a pornographic book store?
· A: False Designation or Origin under §1125(a) & Dilution under §1125(c)

DISTINCTIVENESS


	Not Distinctive
· The term is incapable of distinguishing the mark owner’s goods from the goods of another for the term’s particular field
	Maybe Distinctive
· Not inherently distinctive but CAN acquire distinctiveness over time and with use
· SECONDARY MEANING: mark was first used as a word that had a particular meaning; over time and with use acquired a second meaning in the minds of consumers—that is to identify the goods of the mark owner
	Inherently Distinctive
· The term is capable of distinguishing the mark owner’s goods from the goods of another
· Inherent: involved in the essential character of something; intrinsic

	1. Generic Marks: not distinctive—not protectable for their particular field
Ex: First Aid; The Pill
	1. Descriptive: Mark DESCRIBES the goods or services; can relate either to the quality or nature of the product, its geographical source, or to the surname of the person or corporation that makes or sells the goods
Ex: PM for night-time sleep aid; 5-minute for glue that cures in 5 minutes

MAYBE PROTECTABLE IF SECONDARY MEANING
	1. Suggestive: mark SUGGESTS what goods/services are
Ex: Playboy- mag for adults; Citibank-for urban bank

2. Arbitrary: no connection between mark and goods/services
Ex: Apple for computers

3. Fanciful: marks that are made up terms—make no sense until used to identify goods or services
Ex: Kodak; Xerox



· SECONDARY MEANING: marks that are not inherently distinctive require proof of secondary meaning
· FACTORS: [Pebble Beach v. Tour 18—and some other cases]
· Length and manner of use
· Volume of sales
· Amount and manner of advertising
· Nature and Use of in Newspapers and Magazines
· Consumer Survey Evidence
· Direct Consumer Testimony
· Defendant’s Intent in copying trade dress
· Evidence of actual confusion
· Other evidence
· Secondary Meaning—acquired distinctiveness—denotes an association in the mind of the consumer between the mark and a particular producer; acquired when “in the minds of the public, the primary significance of a product feature… is to identify the source of the product rather than the product itself”
· Board of Supervisors for LSU v. Smack Apparel [color or color scheme]
· Chrysler Group v. Moda Group [geographically descriptive terms]

OWNERSHIP & USE

· Who Owns a Mark?—Whoever uses the mark, as a mark, in the ordinary course of business, first in that area 
· Trademark Use
· Ownership is established by priority of appropriation
· Whoever uses the mark, as a mark, in the ordinary course of business, first in that area owns the mark
· Thoroughbred Legends v. Walt Disney
· Facts: Disney decided to make a movie about the legendary race horse Ruffian, the trainer and jockey declined to be part of the film on May 12, 2004. Beforehand, on May 10, 2004, Plaintiff applied to USPTO to register “Ruffian” as a service mark. The application submitted was for a mark in “entertainment services, namely, production of theatrical plays, motion pictures films, television shows, and documentaries. On October 31, 2006, Plaintiff offered to license the “Ruffian” mark to Disney, but Disney declined. Disney made a movie entitled “Ruffian” about the famous horse. 
· Claim: Plaintiff allege Disney infringed their TM “Ruffian” because the mark and movie’s title are identical and that the film is deceptive because consumers would believe the trainer and jockey participated in it or sponsored it
· Holding: Motion for summary judgment dismissed, Disney did not infringe “Ruffian” mark
· Reasoning: Plaintiff’s failed to show that the alleged “Ruffian” mark was ever in fact used to signify origin to customers and competitors, which is the primary function of trademark law. Plaintiff did not use the “Ruffian” mark to identify the source of any service, but merely described it and claimed rights to the mark. The evidence offered by Plaintiffs did not create a genuine issue of material fact to beat MSJ. 
· Rule: One cannot acquire rights in a trademark by asserting he owns it. To acquire ownership of a TM it is not enough to have invented the mark first or even to have registered it first; the party claiming ownership must have been the first to actually use the mark in the sale of goods or services. 
· The critical question is which party first used the mark in the sale of goods or services
· American Express v. Goetz
· Facts: Defendant created the slogan “My Life, My Card” while working for an ad agency, pitched it to major credit card companies, but no one picked it up. Months later, AMEX incorporated the slogan “My Life, My Card” into ads. Defendant sent a cease and desist letter to AMEX. In response, AMEX sought a declaration that Defendant had no TM rights in the slogan because he had not used the slogan as a TM. 
· Holding: 2nd Circuit agreed with AMEX
· Reasoning: Slogans cannot be registered as marks by the advertising agency, even if they would be subject to registration by the end users of the marks. A slogan is part of a creative work, but it may become a source identifier when used by a client. 
· Types of Use
· Technical Use: use which can be used to register the mark
· Constructive Use: created by filing Intent to Use
· Analogous Use: use analogous to trademark use, not adequate to use to establish “technical use” but can be used to establish priority rights against subsequent user
· Token Use: merely made to create TM rights, not adequate to establish rights
Ownership | Concurrent Use
· Bell v. Streetwise Records
· Facts: Plaintiffs were members of the singing group New Edition, Defendants were the record producers who initially recorded and the record label that distributed plaintiff’s performances. Plaintiff sued to enjoin Defendant’s from further use of the service mark “New Edition,” defendants counterclaimed seeking to enjoin plaintiffs from using the mark. Defendant argued “New Edition” was a concept he created and the contracts, which Plaintiffs disaffirmed, granted Defendant the exclusive right to use the mark. Both parties concede “New Edition” is a distinctive mark, protectable under state and federal law and that use of the mark by both parties will lead to public confusion. Plaintiffs commenced this suit after Defendant revealed plans to issue New Edition records featuring different singers and after Defendants sought federal registration of the “New Edition” mark.
· Relevant Market: entertainment market
· First Use in Commerce: release of “Candy Girl” in February 1983, where plaintiffs called themselves New Edition and had publicly performed in the local entertainment market in Massachusetts at least 20 times
· Issue: Who Owns the mark “New Edition” when two parties claim to own the mark?
· Rule: Ownership of a mark is established by priority of appropriation, where priority is established by bona fide usage (not by conception). The claimant “must demonstrate that his use of a mark has been deliberate and continuous, not sporadic, casual or transitory. The marks usage must be consistent with a “present plan of commercial exploitation”
· Holding: Plaintiffs acquired legal rights to the mark “New Edition” through their prior use in intrastate commerce. 
· Reasoning: A “present plan of commercial exploitation” is found by New Editions local performances, promotion efforts by manager, regular rehearsals, attempt to win a record deal, and working with Starr in studio. Even if Defendant’s use had been the first in interstate commerce, Plaintiff’s used the name simultaneously in MA where plaintiffs had already appropriated it. 
· Joint Endeavors: Where prior ownership by one cannot be established, the legal task is to determine which party “controls” or determines the nature and quality of the goods, which have been marketed under the mark in question. 
· Public association is crucial in establishing what the mark has come to identify (what the “goods” are)
· Joint Endeavors Test: In order to determine ownership in a case of this kind…
· (1) A court must identify the quality or characteristic for which the group is known by the public
· (2) Determine who controls the quality or characteristic
· Ex: Bell v. Streetwise: The quality which the mark New Edition identified was the five plaintiffs with their distinctive personalities and style as performers, thus, the “goods” are entertainment services plaintiff’s provided. No one controlled the quality of their personalities and style, thus Plaintiff’s owned the mark “New Edition”
· Ex: Crystal Entertainment & Filmworks, Inc. v. Jurado: Plaintiff created and named a girl dance band “Expose.” The band members, Jurado, Curless, and Bruno, paid licensing fees for the use of the Expose name to Plaintiff for several years, but later claimed they owned the mark. The 11th Circuit found in their favor holding the band members owned the Expose mark at common law because Jurado, Cureless, and Bruno “are the product that is denoted by the mark Expose,” and they owned the goodwill associated with the mark; and a member of the public who purchased a ticket to an Expose concert would clearly expect to see Jurado, Cureless, and Bruno. Moreover, Plaintiff failed to show it exercised control over the band members. 
· Lunatrex, LLC v. Cafasso
· Facts: The mark at issue in this case is “LUNATREX,” which was the name of a team competing in the Google Lunar X Prize competition. Both parties were members of the team, and when the team had a falling out, both sides sought a preliminary injunction under federal TM law against another claiming it had exclusive rights to the Lunatrex mark. 
· Issue: Who owns a trademark (as an asset of a de facto partnership) when a joint venture (de facto partnership) ends and there is no contractual agreement governing the legal control of the assets?
· Holding: Court granted both parties motion for preliminary injunction to prevent the other side from using the mark without the moving side’s consent. The Lunatrex mark belongs to all members of the team.
· Reasoning: Irrespective of the fact Plaintiff (Bitar) paid the majority of the capital, all members of the team put time and talent into the project that contributed to the creation of the mark’s value and protected status. To prevent confusion to the public, the best solution under the law is to prevent all parties from using the mark without the consent of all other parties who are entitled to share control of its use. 
· Rule: When a partnership breaks up, the assets are distributed among the partners, but a trademark is not divisible. If the mark was shared among the different partners, the resulting confusion would destroy the value that each partner worked to create. 
“Use in Commerce” [Same for Registration & Infringement]
· 15 U.S.C. §1127 (Lanham Act §45): “Use in Commerce” means the…(1) Bona fide use of a mark; (2) in the ordinary course of trade; and (3) not made merely to reserve the right in a mark. 
· Used in a way sufficiently public to identify or distinguish the marked goods in an appropriate segment of the public mind as those of the adopted of the mark
· Use must be real, not sporadic, nominal or intended solely for TM maintenance
· Means the bona fide use of a mark in the ordinary course of trade
· Not a use if made merely to reserve a right in a mark
· Not a use if its secret use or merely an internal use
· The meaning of commerce in the registration context is the SAME as in the infringement context
· Trademarks: §1127(1): A mark shall be deemed to be in use in commerce on goods when…
· (A) The mark is place in a manner on the goods or their containers or the displays associated therewith or on the tags or labels affixed thereto, or if the nature of the goods makes such placement impracticable, then on documents associated with the goods or their sale, and 
· (B) The goods are sold or transported in commerce
· Service Mark: §1127(2): on services when it is used or displayed in the sale or advertising of services and the services are rendered in commerce, or the services are rendered in more than one State or in the United States and a foreign country and the person rendering the services is engaged in commerce in connection with the services
· “Token Use”: trademark claimant would make essentially fictitious use of the selected marks in order to create a record sufficient to support an assertion to the PTO that the mark had been used in interstate commerce and therefore, eligible for registration
· Congress sought to end this practice by amending the Lanham Act’s definition of “use in commerce” by specifying that the use be made “in the ordinary course of trade, and not merely to reserve a right in a mark” because token use of trademarks resulted in anti-competition abuses
· However, in amending the Act, Congress did seek to achieve another objective of “token use” by allowing claimants to apply for registration before making actual use of the marks, which recognizes R&D is costly and timely and it avoids the issue of a third party making product first
· Ex: Procter & Gamble v. Johnson & Johnson: P&G’s created a “minor brand” program to attempt to maintain registrations of hundreds of TM for goods P&G was not actually selling in order to enable the company to have registered TM at the ready when it developed a new product. The Second Circuit held that the Minor Brand program failed to establish any trademark rights in the selected brands. The court reasoned that maintenance of hundreds of minor brands registrations had the incidental/intended effect of warning competitors away from adopting those marks for their relevant goods. 
· A prior “token sale” does not, per se, invalidate an application for a mark, but the owner cannot rely on the earlier date, and in professor’s opinion, an application to register the mark by relying on the “token sale” could taint the registration (Blue Bell v. Farah Mfg.)
· In re Dell Inc. [T.T.A.B.]
· Facts: Dell sought to register “QUIETCASE” as a trademark for computer workstation software. In order to show use in commerce, dell submitted a printout of the page taken from its website showing an image of a product with bullet point “QuietCase” describing the computer. The bullet point said, “Quiet Case acoustic environment, provides east access to system interior and supports tool-less upgrades and maintenance of key internal components.” Initially, the TM examiner refused registration concluding Dell failed to show actual trademark use. 
· Issue: Whether a website page constitutes a “display associated with the goods” in order for a trademark to be deemed to be in “use in commerce”?
· Holding: Dell’s use of “QuietCase” is use in commerce. 
· Rule: A website page which displays a product, and provides a means of ordering the product, constitutes a “display associated with the goods,” as long as the mark appears on the webpage in a manner in which the mark is associated with the goods. Use of a mark when mark is placed in any manner on the goods or displays associate therewith
· Reasoning: The court analogized a brick and mortar store with online shopping, concluding that a website is an electronic retail store, and the webpage is a shelf-talker or banner which encourages the consumer to buy the product. Thus, a single webpage is a point of sale display by which the actual display is made. 
· Larry Harmon Pictures Corp. v. Williams Restaurant Corp. 
· Facts: The case revolves around the mark “BOZO’S.” The plaintiff was Harmon, who was “Bozo the Clown,” and as such, Plaintiff opposed registration of the mark “Bozo’s” for restaurant services. The Defendant owned a BBQ place in Mason, Tennessee named “Bozo’s,” which gained popularity throughout TN, mainly Memphis since opening in 1932 and had been mentioned in numerous nation wide magazines. Plaintiff asserted that registration should be denied because operation of a single restaurant did not constitute “use in commerce.”
· Issue: Whether the “use in commerce” requirement can be satisfied by the service of a sing-location restaurant of interstate commerce?
· Holding: Defendant’s mark “Bozo’s” satisfies the “use in commerce” requirement
· Reasoning: The Lanham Act by its terms extends to all commerce, which Congress may regulate and Congress has broad powers under the Constitution and as held by the Supreme Court to legislate and regulate commerce. The court further analogized that other federal courts in the infringement context have treated the terms “use in commerce” and “commerce” interchangeably, holding “commerce” includes intrastate transactions that affect interstate or foreign commerce. Because the meaning of “use in commerce” derives from the same definition in 15 USC §1127, the court found no basis for a different meaning in the registration context. 
· Sales are NOT the only way, see “transported” language of 15 USC §1127—Transportation + bona fide intent can be enough
Priority of Use
· Blue Bell v. Farah Manufacturing Co. (common law)
· Facts: Two prominent, nation-wide manufacturers of men’s clothing created identical trademarks “Time Out” for new lines of men’s slack and shirts, which were substantially identical in appearance. After discovering the similarity of the marks, Plaintiff sues Defendant for common law TM infringement and unfair competition. However, the Defendant adopted the mark before plaintiff and shipped the tagged slacks to regional managers before Plaintiff. District court held Defendant’s shipment on July 3rd was a valid us in trade, while Plaintiff’s July 5 shipment was a “token use”
· Procedural Posture: The district court granted Defendant’s motion for summary judgment and a permanent injunction was granted in favor of Defendant, but Plaintiff was allowed to fill all orders for garments bearing the “Time Out” label received by it as the close of the business. 
· Issue: Which party established prior use of the mark “Time Out” in trade?
· Holding: Defendant had priority of use because it shipped its Time Out clothing to the public before Plaintiff, affirmed on different grounds. 
· Rule: The exclusive right to a mark belongs to the one who first uses it in connection with specified goods. Such use need not have gained wide public recognition and even a single use in trade may sustain trademark rights if followed by continuous commercial utilization. 
· Trademark claims based upon shipments from a producer’s plant to its sales office, and vice versa, have been disallowed to constitute “use”
· Reasoning: First, the appellate court agreed with Plaintiff that Farah’s sale on July 3rd was an internal transaction, which is insufficiently public to support a finding that the shipment was a “bona fide use.” Plaintiff’s shipment on July 5th was also not a “bona fide use” because the tag affixed to the slacks were “Mr. Hicks” and Plaintiff merely had the “intent to use” Time Out mark. In light of this, the court held that Defendant’s sale/first order of Time Out clothing in September established priority of use because it was the first time the public had a chance to associate Time Out with Defendant and Defendant’s shipment preceded Plaintiff’s, who did not mail its Time Out clothing until October. 
· Test to Establish “Use” in Determining Ownership (First Circuit): The question of use adequate to establish appropriation remains one to be decided on the facts of each case, and that evidence showing
· (1) Adoption of mark
· (2) Use in a way sufficiently public to identify and distinguish the marked goods in an appropriate segment of the public mind as those of the adopter of the mark
Concurrent Use
· The issue often arises when there are two similar/identical good(s) separated geographically… then expansion by one party creates consumer confusion.
· United Drug Co. v. Theodore Rectanus Co. (1918)
· Facts: Petitioner purchased a business that sold a medicine that utilized the mark “Rex” based in Massachusetts, where the mark was registered under MA state trademark law and in 1900, registered procured in the US Patent Office under the Act of March 3, 1881.  Petitioner carried on the purchased business in connection with other medicinal preparations, and distributed and sold retail drugs in “Rexall stores” in different states in the Union, four of which being in Louisville, Kentucky. Meanwhile, in 1883, Defendant used the mark “Rex” on a blood-purifier in Louisville, Kentucky. 
· Holding: Petitioner is estopped to set up their continued use of the mark “Rex” in the Louisville, Kentucky territory 
· Reasoning: The Supreme Court differentiated the test for priority use and concurrent use, highlighting policy weighs in favor of not following the same test because it would allow the first user to unfairly benefit from the second users good will it established in the territory contemporaneously when the second user in good faith did not know of the use of the first users mark elsewhere. The court reasoned Petitioner confining their use of the “Rex” mark to a limited territory wholly remote from Kentucky assumed the risk that some innocent party might in the meantime be using the same mark for similar goods. 
· Thrifty Rent-a-Car System v. Thrift Cars, Inc. 
· Facts: Defendant operated a car/truck rental business outside of Taunton, Massachusetts called “Thrift Cars.” Plaintiff, Thrifty Rent-a-Car, sued to enjoin Defendant from using the mark.  
· Plaintiff, founded on March 3, 1958, is the fifth largest rental car company (1987) and obtained registration for its service mark “Thrifty Rent-a-Car System” in July 1964 after applying on July 30, 1962. Plaintiff operated 23 locations in MA. 
· Defendant incorporated its rental business in MA in October 1962 as Thrift Cars, Inc. out of the owner’s home in East Taunton, MA, where it operated as a “tertiary market,” aimed at individuals needing replacement cards to bridge the short term car rental and the longer automobile lease. Prior to Plaintiff registering its mark, Defendant operated in East Taunton, Boston’s Logan Airport, and various cities in Cape Code/ Nantucket. Defendant’s post-1970 Nantucket operation, which operated as a traditional car rental service, came into direct clash with Plaintiff, which was also operating a car rental facility directed to the resort market in the Cape Cod area. 
· Issue: 
· (1) Whether Defendant had established a market presence in any locality, the extent of that presence, and whether that presence had been continuous within the limited-area exception?
· (2) Whether Defendant had established and maintained a continuous market presence in East Taunton so as to sustain an injunction against Plaintiff in that region?
· Holding: 
· Defendant enjoined from using “Thrift Cars” name outside of Taunton, MA and limited Defendant’s advertising to those media which it had used prior to July 26, 1964, the date Plaintiff obtained federal registration of its mark; 
· Plaintiff prohibited from operating any establishment in East Taunton, MA or from advertising in any media principally intended to target that community.
· Rules: 
· 15 USC §1065 [Lanham Act §15]: A party which has successfully registered and continued using a federal service mark, has an incontestable right to use the mark throughout the United States in connection with the goods or services with which it has been used
· 15 USC §1072: Registration puts all would-be users of the mark (or a confusingly similar mark) on constructive notice of the mark 
· LIMITED AREA EXCEPTION: 15 USC 1115(b)(5) [Lanham Act §33(b)]: Confers upon a junior user the right to continued use of an otherwise infringing mark in a remote geographical area if that use was established prior to the other party’s federal registration. 
· The junior use is permitted to maintain a proprietary interest in the mark even though it has no general federal protection through registration. 
· Exception based on reasoning and policy in Supreme Court cases (1) Hanover Star Milling Co. v. Metcalf & (2) United Drug Co v. Theodore Rectanus Co. 
· In order to invoke the limited area exception, the junior user must have used the mark continuously in that location and initially in good faith without notice of an infringing mark
· Reasoning: 
· No Continuous Presence Outside of East Taunton: Defendant’s use of the “Thrift Cars” mark had been continuous in East Taunton, but no where else. Because the scope of the limited-area exception is limited, a pre-existing good faith user’s rights are frozen to the geographical location where the user has established a market penetration as of the date of registration; such users are unable thereafter to acquire additional protection superior to that obtained by the federal registrant (Plaintiff), thus Defendant’s expansion into new market areas after 1964 is not protected under the Lanham Act §1115(b)(5). The court further reasoned Defendant’s limited advertising and sporadic rentals in other parts of MA were inadequate. 
· Activities in East Taunton Fall into Limited Area Defense: The court reasoned Defendant had a significant enough market share/presence up until trial, pointing to advertisements in media directed specifically at East Taunton and showing a general reputation in the area throughout the period involved by maintaining its address and a local telephone number
· Limited Area Exception §1115(b)(5)
· To sustain a “limited area” defense, the junior user is required to demonstrate:
· (1) It adopted its mark before the senior user’s federal registration under the Lanham Act and without knowledge of the senior user’s prior use
· (2) The extent of the trade area in which the junior used the mark prior to senior user’s federal registration
· (3) It continuously used the mark in the pre-registration trade area
· The party challenging the federal registrant has the burden of showing a continued and actual market presence in order to qualify for the “limited area” exception
· A junior user must show that it made continuous use of the mark prior to the issuance of the senior user’s registration and must further prove continued use up until trial; otherwise, the defense “dries up” and the junior user cannot assert rights in the limited trade area
· Dudley v. HealthSource Chiropractic Inc. [Concurrent Use on the Internet]
· Facts: Plaintiff opened his chiropractor business in Rochester, NY in 2003 under the name “HEALTHSOURCE CHIROPRACTIC” and registered the domain name healthsourcechiropractic.com. Defendant is an Ohio corporation that franchises 325 chiropractic offices nationwide under the “HEALTHSOURCE CHIROPRACTIC” mark; Defendant opened its first office in 2006 and in 2007, it opened a franchise in Rochester, but agreed with Plaintiff to use the mark “HealthQuest” for that location to avoid confusion. Plaintiff sued, arguing he was the senior user of the mark in the five-county area around Rochester and on the Internet. 
· Holding: Plaintiff does not have exclusive rights to use the mark on the Internet
· Rule: Parties cannot claim exclusive rights on the Internet. Use of the Internet cannot be manipulated to intrude on another’s territory in bad faith. A domain name is registered in bad faith if done “with the intent of expanding its use of the shared mark beyond is geographically restricted area”
· Reasoning: The Internet is not a geographic territory and the rights of concurrent users would be substantially harmed if one user were able to monopolize the Internet
· Dawn Donut Co. v. Hart’s Food Stores, Inc. (2nd Circuit, not followed in all Circuits)
· Facts: Plaintiff continuously used the mark “Dawn” on bags of donut mix, which is shipped and sold to bakers in various states from its Michigan warehouse. Plaintiff registered the mark federally in 1927 and renewed on July 5, 1947. Defendant imprints the name “Dawn” on donuts and sells them at the bakery inside its retail stores within the 45-mile radius of Rochester, NY. 
· Holding: No likelihood of confusion because of the distinct geographic areas, thus no injunction. But if the registrant were to expand its business, it could obtain one because of its federal registration

REGISTRATION OF TRADEMARKS

· Counseling Clients to Adopt “Good Marks”
· Marks should be distinctive
· Stronger marks better than weaker marks
· Classification: distinctive, suggestive, arbitrary, fanciful
· Proposed marks that are descriptive of the goods or services pose problem in establishing rights and permitting competitors to use the descriptive term
· Marks should be used consistently
· Marks should be used as a mark, not a verb
· Marks should be carefully and thoroughly selected: think foreign languages, etc. 
· Clearing a Mark with search
· Preliminary Search—Google, USPTO website, trade papers, trade shows
· Professional Search—obtain search report and analysis by attorney
· File an intent to use application—will be searched by USPTO and then published
· Advantages of Registration:
· Nationwide protection from the date of the application
· Prevents senior users in limited geography from expanding their territory
· Incontestability 5 years after ® (and paperwork filed with USPTO)
· Stops infringing goods at the dock
· Mark is presumed valid during litigation
· Use of ® symbol: 
· 15 USC §1111 “… a registrant of a mark registered in the USPTO, may give notice that his mark is registered by displaying with the mark the words “Registered in the U.S. Patent and Trademark Office” or “Reg. U.S. Pat. & TM. Off.” or the letter R enclosed within a circle, this ®
· Provides constructive notice the mark is registered
· BUT, Once a mark is registered… “and in any suit for infringement under this Act by such a registrant failing to give such notice of registration, no profits and no damages shall be recovered unless the defendant had actual notice of the registration”
· So do NOT use ® if not registered, and BETTER use ® if it is registered
· ® v. ™: The ™ symbol is used for unregistered trademarks
· Things to Consider
· Filing state TM applications because it helps with dilution claims
· Filing federal US application
· Filing foreign TM application, where you can use US filed applications as basis; also can use foreign application as basis for filing in the US
· Federal Registration of Marks Process
· (1) Prepare and file application
· Filing basis (5 discussed below)
· Drawing of mark (not same as specimen)
· Specimen if filing basis is use-based under Lanham Act §1(a)
· Drawing: submitted to TM office with application to show what the mark IS
· Specimen: submitted to show USE of mark on or with the goods or services
· (2) Application Examined
· Language used to describe the goods/services acceptable?
· Would the applied for mark cause a likelihood of confusion with any prior applications or use?
· All other formalities of the application are in order
· Signed?
· Fees?
· If not okay, then office action—response/ correct
· If okay, then application is published for opposition
· (3) After Published, Opposition period begins
· 30 days for any party who believes it may be damaged by the registration to oppose
· Additional requests of time extensions up to 180 days
· (4) Assuming no opposition is filed, application has 6 months to file a Statement of Use
· 6-month extensions of time available up to additional 2.5 years
· (5) Once the Statement of Use if filed… THE MARK IS REGISTERED
· Meaning the priority date springs back to the filing date, not the first use date
· Maintenance of Registration: 15 USC §1058 [Lanham Act §8]
· Renewal of Registration: 15 USC §1059 [Lanham Act §9]
Filing Bases and Application Process
· There are 5 bases of registration in the U.S:
· (1) Use in Commerce
· (2) Bona fide intent to use the mark in commerce
· (3) Ownership of a qualified foreign registration
· (4) Ownership of a qualified foreign application
· (5) Ownership of an International Registration that has been extended to the U.S. 
· USE IN COMMERCE: 15 USC §1051(a) [Lanham Act 1(a)]
· A use-based application must allege use in commerce, must set forth the first use dates anywhere and the first use date of the mark in commerce for each class of goods or services, and must attach specimens showing use of the mark in commerce in connection with each class of goods or services
· INTENT TO USE: 15 USC §1051(b) [Lanham Act 1(b)]
· After an ITU application is approved by the Trademark Office, and either no oppositions are filed or, if filed, are overcome, a Notice of Allowance issues. 
· In order to obtain registration, an ITU applicant must use the mark in commerce for the covered goods/services. 
· After a Notice of Allowance issues, the applicant has 6 months to file a Statement of Use for the goods or services in which the mark is being used in which is states the first use dates in commerce and anywhere and provides specimens of use for each class of goods or services. 
· If it cannot do so, the ITU applicant can apply for 6 month extensions of time up to a total of 5 times, for a possible maximum of 3 years form the date of the Notice of Allowance.
· If a Statement of Use is not filed within the allowable time, the application will be deemed abandoned
· CONVENTION/TREATY PRIORITY: 15 USC §1026(d) [Lanham Act §44(d)]
· Based on applicant’s foreign application/registration
· Filed within last 6 months, in a Paris Convention country
· Must claim a bona fide intent to use in the US
· Use to secure a priority filing date
· Won’t register until another filing basis is established
· HOME COUNTRY REGISTRATION: 15 USC §1026(e) [Lanham Act §44(e)]
· To secure a US registration
· Foreign application/registration must be from a country with US treaty
· Must claim bona fide intent to use in the US, but the application will register without further proof
· INTERNATIONAL REGISTRATION: 15 USC §1141F [Lanham Act §66]
· To secure a US registration based on International Registration [WIPO]
· Must claim bona fide intent to use in the US, but the application will register without further proof
Intent to Use Applications
· 1988 Trademark Revision Act: 
· (1) Broadened definition of use: a mark no longer needed to be affixed to goods
· “Mark is placed in any manner on the goods or their containers or the displays associated therewith or on the tags or labels affixed thereto, or if the nature of the goods make such placement impracticable, then on documents associated with the goods or their sale…”
· (2) Removed so-called token use doctrine by redefining “use in commerce” to mean:
· “…the bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in a mark”
· (3) Added Intent to Use Application: Lanham Act §1(b)
· “A person who has a bona fide intention, under circumstances showing the good faith of such person, to use a trademark in commerce may apply to register the mark on the principal register”
· (4) Prohibits Trafficking in TM Applications: Lanham Act §10
· “A registered mark or mark for which application to register has been filed shall be assignable with the goodwill of the business in which the mark is used, or with that part of the goodwill of the business connected with the use of and symbolized by the mark”
· However, no application to register a mark under §1(b) shall be assignable prior to the filing of the verified statement of use under §1(d), except to a successor to the business of the applicant, or portion thereof, to which the mark pertains, if that business is ongoing and existing… 
· Trafficking in Marks
· Not allowed, but you call sell an ITU application in connection with the sale of all of the business assets and efforts related to the applied-for mark
· Assigning of ITU prior to filing Statement of Use VOIDS the Application
· The “Clorox” Rule (Clorox Co. v. Chemical Bank)
· What is he effect of Fraud in procuring a TM application?
· The application is void and any registration will be canceled
· Before: Even if the alleged fraud was a mistake because “you should have known”
· Now: Must show substantial evidence that the applicant intended to deceive the USPTO
· Can an Opposer attack an ITU based on the opposer’s use subsequent to the ITU’s filing?
· Zirco Corp v. American Tel. & Telegraph
· Can ITU Applicant be enjoined from making the necessary use to perfect its mark?
· No, cannot enjoin the application, they have a right to use so as to perfect their application
Constructive Use as of Filing Date
· Lanham Act §7(c) 

BARS TO REGISTRATION | 15 USC §1052

· Registration Default: 15 USC §1052: Trademarks registerable on principal register—“No trademark by which the goods of the applicant may be distinguished from the goods of others shall be refused registration on the principal register on account of its nature unless it—“
· (a) it is immoral, deceptive, or scandalous
· (b) flags, coat or arms or insignia.. or any simulation
· (c) Names, portrait or signatures (live people or dead president—while widow still lives)
· (d) causes likelihood of confusion with another mark [MOST COMMON]
· (e) Cannot register a mark which
· (1) when used on or in connection with the goods of the applicant is merely descriptive or deceptively misdescriptive of them
· (2) when used on or in connection with the goods of the applicant is primarily geographically descriptive of them, except as indications of regional origin may be registerable under 15 USC 1054
· (3) when used on or in connection with the goods of the applicant is primarily geographically misdescriptive of them
· (4) is primarily merely a surname, or
· (5) comprises any matter that, as a whole, is functional
· 15 USC §1052(f)—except for §1052(a), (b), (c), (d), (e)(3) and (e)(5)… all of the other rejections may be overcome by proving the mark has become distinctive (secondary meaning) to the examiner
· Does not apply to marks that are (1) immoral, deceptive or scandalous; (2) flags, coat of arms, etc.; (3) names, portrait or signatures of live people/dead presidents w/dead widow; (4) causes likelihood of confusion; (5) primarily geographically misdescriptive; (6) functional
· Can overcome with secondary meaning: (e)(1) merely descriptive or deceptively misdescriptive; (e)(2) primarily geographically descriptive; and (e)(4) primarily a surname 
Immoral, Scandalous, Disparaging §1052(a)
· Section 2(a) of the Lanham Act prohibits registration of a mark that…
· (a) Consists of or comprises immoral, deceptive, or scandalous matter, or matter which may disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs, or national symbols, or bring them into contempt, or disrepute…
· Proof of distinctiveness cannot avail an applicant who is refused registration under Section 2(a)
· Four Distinct Prongs
· (1) Immoral or Scandalous—Examiners know it when they see it
· Ex: In Re Bad Frog Brewery—Frog drinking beer with middle finger with text “He just don’t care”
· (2) Disparaging
· (3) Deceptive 
· (4) False Suggestion of a Connection
· Ex: Redskins Mark for football team
Deceptive Matter §1052(a)
· Bayer Aktiengesellschaft v. Stamatios Mouratidis
· Facts: Applicant refused registration for the mark ORGANIC ASPRIN for dietary supplements for human consumption because the Board found that the mark was deceptive under Section 2(a) and deceptively misdescriptive under Section 2(e)(1). The applicants product did not contain Asprin, nor is organic Asprin a real product because it is impossible to produce asprin organically
· Rule: Three-Part Budge Test; if first two questions answered affirmatively, the mark is deceptively misdescriptive under Section 2(e)(1); the third question determines if marks are deceptive under Section 2(a); if only affirmative to the first question, then the mark may be arbitrary or suggestive since the belief in the misdescription is required to a finding of deceptiveness
· (1) Is the term misdescriptive of the character, quality, function, composition or use of the goods?
· For a term to misdescribe goods, the term must be merely descriptive of a significant aspect of the goods which the goods could plausible possess but in fact do not
· (2) If so, are prospective purchasers likely to believe that the description actually describes the goods?
· (3) If so, is the misdescription likely to affect a significant portion of the relevant consumers’ decision to purchase?
· Analysis: In applying the three question test, the mark ORGANIC ASPRIN is misdescriptive because the applicant’s product does not contain asprin and there is no such thing as organically grown asprin by looking at the definitions and trade practices and a significant number of consumers would buy the supplement with the belief it was better for you than normal asprin
· Holding: ORGANIC ASPRIN is both deceptively misdescriptive and deceptive, not registerable
· Difference Between Deceptive Terms and Deceptively Misdescriptive Terms
· “Deceptive” marks are absolutely barred from registration and cannot be rescued under Section 2(f), but “merely deceptively misdescriptive” marks are registerable if secondary meaning is found 2(f)
False Suggestion of Connection §1052(a)
· Hornby v. TJX Companies, Inc. 
· Facts: Famous supermodel Twiggy filed suit for the cancellation of defendant’s mark TWIGGY in connection with children’s clothing under Section 2(a), that defendant’s mark gives a false suggestion of connection between the famous model and the children’s clothing brand. False suggestion of connection embraces the concepts of right of privacy and right of publicity. Factors 1-3 of the Buffet test are undisputed, as the evidence clearly shows that petitioner is known professionally and personally as “Twiggy,” respondent’s mark TWIGGY is identical to petitioner’s name, and petitioner is not connected to respondent, nor gave permission to use her name as a trademark for goods
· Rule: Plaintiff must demonstrate that the name or equivalent thereof claimed to be appropriated by another must be unmistakably associated with a particular personality or “persona” and must point uniquely to the plaintiff (second factor)
· Buffet Test: A plaintiff asserting a claim for false suggestion of a connection must demonstrate:
· (1) The defendant’s mark is the same or a close approximation of plaintiff’s previously used name or identity
· (2) Mark would be recognized as such
· (3) Plaintiff is not connected with the activities performed by the defendant under the mark
· (4) Plaintiff’s name or identity is of sufficient fame or reputation that when the defendant’s mark is used on its goods or services, a connection with the plaintiff would be presumed
· Fame or reputation is determined as of the time of defendant’s registration for mark and burden on plaintiff to show sufficient fame and or reputation as of that date
· Analysis: Twiggy is famous and still is, purchasers of children’s clothing would, upon seeing the mark TWIGGY on such goods, presume an association with the famous model; and the mark Twiggy points uniquely and unmistakably to the model, considering the use of the name Twiggy by the model for 30 years before the mark was registered and that consumers would assume a connection between a model and clothes
· Holding: The use of the TWIGGY mark for children’s clothing may falsely suggest a connection with petitioner
· Standing to Challenge a Registration
· Oppositions are filed with the TTAB—Administrative Agency so no “case or controversy” requirement
· Judicially Created Test: Real Interest Test; reasonable basis for belief of damage
Flags, Coat of Arms, Insignia, Etc. §1052(b) & (c) 
· Section 2(b) and 2(c) of the Lanham Act provide a mark should not be barred registration unless…
· (b) Consists of or comprises the flag or coat of arms or other insignia of the United States, or of any State or municipality, or of any foreign nation, or any simulation thereof
· (c) Consists of or comprises a name, portrait, or signature identifying a particular living individual except by his written consent, or the name, signature, or portrait of a deceased President of the United States during the life of his widow, if any, except by the written consent of the widow
· Refusals Under §2(b) 
· Constitutes an absolute bar, no requirement to show additional element of disparagement or false association, and it is not necessary that the mark consist exclusively of a governmental flag, coat of arms or other insignia if the mark includes such an element
· In re Richard M. Hoefflin
· Facts: Applicant filed an application for a pajama line with the marks OBAMA BAHAMA PAJAMAS and OBAMA PAJAMA. Application denied under Section 2(c)
· Rule: In determining whether a particular living person bearing the “name” would be associated with the mark as being used on the goods, courts must consider (1) if the person is so well known that the public would reasonably assume the connection, or (2) if the individual is publicly connected with the business in which the mark is being used
· Holding: Registration refusal affirmed because Obama was the President of the United States at the time, the application was filed shortly after his swearing in, there was a trend of “Obamafication” at the time in America
· Example: USA Roadside w/ actual American flag within USA letters is barred; BUT American Airlines use of American flag on plane is fine
· Example: Obama Llama= barred, but John Hancock is fine
Likelihood of Confusion §1052(d)
· Section 2(d) of the Lanham Act provides, that a mark shall be refused registration if it: 
· (d) Consists of or comprises a mark which so resembles a mark registered in the PTO, or a mark or trade name previously used in the U.S. by another and not abandoned, as to be likely, when used on or in connection with the goods of the applicant, to cause confusion, or to cause mistake, or to deceive… 
· In re E.I. du Pont de Nemours & Co: The “Du Pont” Factors—used by USPTO to determine if an applied for mark is likely to cause confusion with an existing mark
· Coach Services Inc. v. Triumph Learning LLC
· Facts: Coach Handbags sued a tutoring company who filed a trademark application for the word mark COACH in connection with its tutoring and educational services. The PTO Board found no likelihood of confusion after weighing the DuPont factors. Coach Handbags appealed. 
· Holding: The Board was correct in finding no likelihood of confusion. 
· Rule: The DuPont Factors are used to determine likelihood of confusion for registration purposes, while the Sleekcraft factors are used to determine infringement. 
· (1) Similarity or Dissimilarity of the Marks in their entireties as to appearance, sound, connotation and commercial impression
· If the parties’ goods are closely related, a lesser degree of similarity between the marks may be sufficient to give rise to a likelihood of confusion
· Differences in connotation can outweigh visual and phonetic similarity 
· (2) The similarity and nature of the goods or services as described in an application or registration or in connection with which a prior mark is in use
· If the respective products are related in some manner and/or if the circumstances surrounding their marketing are such that they could give rise to the mistaken belief that they emanate from the same source, likelihood of confusion can be found
·  (3) Similarity of established, likely-to-continue trade channels
· (4) The conditions under which and buyers to whom sales are made, i.e., “impulse” v. careful, sophisticated purchasing
· (5) The fame of the prior mark, including sales, advertising, length of use
· (6) The number and nature of similar marks in use on similar goods
· (7) The nature and extent of actual confusion 
· (8) The length of time during and conditions under which there has been concurrent use without evidence of actual confusion
· (9) The variety of goods on which a mark is or is not used, i.e., house mark, “family mark,” or product mark
· (10) The market interface between applicant and the owner of a prior mark
· (11) The extent to which applicant has a right to exclude others from use of its mark on its goods 
· (12) The extent of potential confusion, i.e. whether de minimis or substantial
· (13) Any other established fact probative of the effect of use
· Analysis/Application: Coach Handbags mark COACH was held to be famous, but fame alone is insufficient to support a finding of likelihood of confusion; while the two marks COACH are identical in sound, meaning and appearance, the distinct commercial impressions and connotation outweigh the similarity in sound and appearance; the parties’ goods are not related and the defendant did not include in its application the mark COACH to be used in handbags; the goods are not related and the channels of trade are distinct, educational professionals are likely to exercise a high level of care in making purchasing decisions, which minimize likelihood of confusion; the unrelated nature of the goods and their different channels of trade weigh heavily in favor of defendant, despite plaintiff’s mark being famous 
· Additional Rule: Famous marks enjoy a wide latitude of legal protection; famous marks are proven by looking at various factors, including sales, advertising, length of use of the mark, market share, brand awareness, licensing activities, and variety of goods bearing the mark
· Differences in Likely Confusion Analysis for Registration and for Infringement Purposes

	Registration
	Infringement

	Covers a mark in the formats and for the goods/services APPLIED for
	Infringement focuses on HOW the parties are ACTUALLY USING their marks in the marketplace for particular goods/services in specific trade channels

	DuPont Factor Analysis
	Sleekcraft Factor Analysis in 9th Circuit; varies by Circuit

	Similarity of goods and channel of trade based on how the goods were described in the pertinent applications and registrations and channels of trade in which such goods would normally travel. If no limitation, the Board considers the channels of trade in which such goods could be EXPECTED to move because an unrestricted registration could theoretically cover such channels
	Courts look at the actual goods/services on which the parties use their respective marks and at the actual channels of trade employed

	When an application or registration covers a mark in standard character form without any stylization or design features, the Board will look at a variety of formats in which a mark might appear
	The court asses how the parties marks actually appear in the marketplace because infringement must determine likelihood of confusion IN FACT, not theory



· In Re Viterra Inc. 
· Issue: Whether the “reasonable manners” test should be applied when determining if a standard character mark as compared with a design and/or mark results in a likelihood of confusion?
· Facts: The applicant filed a trademark application for the mark XCEED in connection with agricultural seeds; another agricultural seed company X-Seed filed opposition to the application under 2(d) because it would cause a likelihood of confusion. The applicant applied to register the XCEED mark in standard character form, thus, “without claim to any particular font, style, size, or color.” The applicant nevertheless argued that the distinctive color and design elements of the X-Seed mark rendered it visually different from the standard character XCEED mark. The Board disagreed with the applicants reasoning, and agreed with opponent X-Seed and denied the mark. The applicant appealed. 
· Rule: The Board should use the DuPont factors to determine the likelihood of confusion between depictions of standard character marks that vary in font, size and color and the other mark; a broader range of marks is to be considered in the analysis when a standard character mark is at issue, which also applies when compared with a design mark; the similarity of any two marks is assessed on a case-by-case basis and that assessment takes into account whether one or both marks is in standard character form or contains a design feature
· Holding: The Federal Circuit rejected the reasonable manners test. 
· NutraSweet Co. v. K&S Foods, Inc. 
· Facts: Applicant filed an application for the mark NUTRA SALT as a trademark for sale with trace materials; NutraSweet Company opposed the mark citing approval of applicant’s mark would cause a likelihood of confusion with its registered mark NUTRA-SWEET which is used as a trademark for its artificial sweetener. NutraSweet further contends that approval of applicants mark would cause confusion that NUTRA SALT was a product of the NutraSweet Company. NUTRA-SWEET, in all of its uses, is a famous mark.
· Holding: The artificial sweetener and salt products are products closely related, complementary products and the use of the same or of a similar mark in connection with these products would likely result in confusion as to source of sponsorship. 
· Analysis: While the two are different products, it is likely they would be sold in the same sections of markets and appear side by side in restaurants/kitchen tabletops of ordinary consumers; the products are low-cost impulse type items where the purchasing decision is not likely to be as careful as it would be with a higher-priced product; the identical prefix NUTRA is a strong element of the mark and the suffixes SWEET and SALT are generic designations void of any source indicating capacity; consumers are likely to believe that NUTRA SALT is a new product line put out by the same producer as the NUTRASWEET producer or that the sale product was somehow associated with ot sponsored by that producer
· To establish a 2(d) claim, a threshold issue is that another has prior rights in a mark before a determination of likelihood of confusion is made. Consider the principles of territoriality and the priority of a good faith remote junior user…
· Person’s Co v. Christman
· Facts: Defendant traveled to Japan and discovered the plaintiff’s PERSON’S trademark used in connection with clothing; defendant came back to the U.S. and hired an attorney to register the PERSON’s mark to sell clothing in the U.S. The attorney found that the mark was available in the U.S. Unbeknownst to Christman, the Japanese company was planning to expand into the U.S. market, but had not registered the mark with the U.S. PTO. The Japanese company filed opposition alleging defendant was the junior user and applied for the mark in bad faith. The Federal Circuit disagreed and found that the Japanese company was the junior user because the company relied on its use in Japan to establish priority in the U.S. 
· Rule: Foreign use of a trademark has no effect on U.S. commerce and cannot form the basis of a holding that a foreign company has priority in the U.S. The concept of territoriality in trademark law is established according to the country’s statutory scheme. 
· Analysis: Christman was the senior user because he was the first to apply for the PERSON’S mark in the U.S. and that he did not have bad faith because the concept of bad faith applies to remote junior users seeking concurrent use registrations, where the likelihood of consumer confusion in the remote area may be presumed from proof of the junior user’s knowledge. However, Christman was the senior user, thus the concept of bad faith did not apply to him
· Holding: The Japanese company cannot asset superior rights in the U.S. and an inference of bad faith requires something more than mere knowledge of prior use of a similar mark in a foreign country
· First Niagara Ins. v. First Niagara Financial
· Facts: A Canadian corporation, First Niagara Insurance, filed opposition to a U.S. company’s intent-to-use registration of First Niagara for financial services. The Board dismissed the opposition on the ground that Opposer did not use its mark “in a type of commerce regulable by Congress.” The Federal Circuit reversed. 
· Holding: FN-Canada’s use of its mark in the U.S. satisfies the “use” requirement of §2(d)
· Analysis: While FN-Canada did not have a registered trademark in the U.S. and is not licensed to act as an insurance broker in the U.S., FN-Canada’s business does have connections to the U.S. because it sells insurance policies to American citizens and to American companies, its advertising “spills over” into the U.S., and correspondence with Americans satisfied Section 2(d)’s plain language that the mark be “used in the United States by another.” That privilege attaches to all opposers whether foreign or domestic.
· Dilution v. Likelihood of Confusion for Registration Purposes
· Dilution is not a bar to registration, but Section 13 and 14 of the Lanham Act were amended to permit oppositions and cancellations to be brought on the ground of dilution set forth in Section 43(c)
· While an Examiner cannot rely on dilution as a ground to refuse registration, interested third parties can institute a cancellation or opposition on this basis
· But state dilution is not a ground for opposition
Geographic Terms §1052(e)(2) & (3)
· Section 2(e) of the Lanham Act bars registration of a mark which, consists of a mark which… 
· (2) When used on or in connection with the goods of the application is primarily geographically descriptive of them, except as indications of regional origin may be registerable under section 1054 
· (3) when used on or in connection with the goods of the applicant is primarily geographically mis-descriptive of them…
· While 2(e)(2) may be overcome by a showing pursuant to 2(f) of secondary meaning, a showing of distinctiveness will no longer overcome a rejection under 2(e)(3)
· §2(f): Except as expressly excluded in paragraphs (a), (b), (c), (d), (e)(3) and (e)(5) of this section, nothing in this chapter shall prevent the registration of a mark used by the applicant which has become distinctive of the applicant’s goods in commerce.
· In Re Joint-Stock Company “Baik” 
· Facts: A Russian vodka company filed a bona fide intent to use application to register BAIKALSKAYA in standard character form to be used in connection with vodka; the examining attorney refused registration because the applicant’s mark is primarily geographically descriptive of the applicant’s vodka. Translated from Russian to English, the term BAIKALSKAYA means “from Baikal” and Baikal is the name of a lake in Russia
· Rule: The test for determining whether a term is primarily geographically descriptive is whether…
· (1) The term in the mark sought to be registered is the name of a place known generally to the public, and 
· (2) The public would make a “goods/place association” meaning that the goods or services for which the mark is sought to be registered originate in place. 
· If the goods do in fact emanate from the place named in the mark, the “goods/place association” is presumed
· EXCEPTION to presumption: If there exists a genuine issue raised that the place named in the mark is so obscure or remote that purchasers would fail to recognize the term as indicating the geographical source of the goods
· EXCEPTION OVERCOME if the examining attorney submits sufficient evidence to establish a public association in that place
· The determination is made in connection with the goods/services with which the mark is used and from the perspective of the relevant public for those goods or services. 
· Adjectival forms of geographic terms are also considered primarily geographically misdescriptive
· Analysis: (1) The relevant public are consumers of vodka and the evidence supports a finding that a significant portion of consumers would conclude that the vodka was made from Lake Baikal, the evidence cited includes publications in the US, Russian speakers in the US and the general popularity of the lake; the prominence of the lake and the evidence produced by the examining attorney fails to meet the obscureness requirement in the exception; (2) the goods/place association was presumed because applicant is located in Irkutsk, a city near Lake Baikal, and its vodka is manufactured and bottled with water piped directly from Lake Baikal; also, the fact the applicant owned the same mark prior is not relevant, the applicant’s previous mark was cancelled under Section 8 due to failure to file a statement of continued use in view of its cessation of sales in the U.S. 
· Holding: The proposed mark BAIKALSKAYA for use in connection with applicant’s vodka is primarily geographically descriptive
· Geographically “Suggestive” Marks
· Place names that convey general qualities that a trademark proprietor might wish her goods or services to back (i.e. “California” or “Hollywood”), these marks are considered geographically suggestive because they do not describe the goods’ origin, but do conjure up desirable associations with the place whose name of the goods or services bear
· Split in “Geographically Suggestive” Cases
· Some courts address the commercial advantage a TM claimant may reap by linking itself to the desirable qualities associated with particular locales, even where there is no precise “goods-place association” while other courts do not
· Ex: Court declined to protect “plaintiff’s unique Scandinavian marketing theme” when an infringement claim was brought by Haagen-Daza against an ice cream competitor who adopted a name with “Scandanavian flair.” 
· Ex: ALASKA used in connection for ice cream, despite the strong attraction of the suggestive power for ice cream; the court held that geographic designation was susceptible to private appropriation
· Primarily Geographically Descriptive v. Primarily Geographically Deceptively Misdescriptive
· NAFTA Test
Surnames §1052(e)(4)
· Section 2(e)(4) of the Lanham Act provides no trademark by which the goods of the applicant may be distinguished from the goods of others shall be refused registration on the principal register on account of its nature UNLESS it consists of a mark which…
· (4) Is primarily merely a surname
· The question of whether a mark is primarily merely a surname depends on the mark’s primary significance to the purchasing public 
· In Re Quadrillion Publishing Ltd. 
· Facts: Applicant filed an intent-to-use application to register the mark BRAMLEY for a wide variety of books, magazines and stationary items; the Examining Attorney refused registration under Section 2(e)(4) on the ground that the applicant’s mark is merely a surname.
· Rule: The test for determining whether a mark is primarily merely a surname is the primary significance of the mark to the purchasing public. The initial burden is on the Examining Attorney to establish a prima facie case that the mark is primarily merely a surname and then the burden shifts to the applicant to rebut the presumption.
· Benthin Factors: 
· (1) the degree of surname rareness; 
· Even uncommon surnamed may not be registerable
· Rareness was proven when 6-100 surnames were found
· (2) whether anyone connected with applicant has the surname; 
· (3) whether the term has any recognized meaning other than that of a surname; 
· (4) the structure and pronunciation or “look and sound” of the surname”
· Analysis: 
· Factor 1:The Examiner used PHONEDISC evidence from telephone directories and address books across the country to show Bramely is not a rare surname and has had measurable public exposure finding 433 Bramley surnames in the U.S.
· Factor 2: Not relevant, no connection found
· Factor 3: The recognized meanings of Bramley (town and word in British dictionary) were obscure and not meanings that would be “recognized” by a significant number of consumers in the UNITED STATES
· Factor 4: weighs against registration
· Holding: The refusal to register the mark BRAMLEY is affirmed
· In re Joint-Stock Company “Baik”
· “Look and Feel” factor should be interpreted to not refuse registration of marks simply because they are similar to recognized surnames. 
Functionality §1052(e)(5)
· Section 2(e)(5) of the Lanham Act provides “No trademark by which the goods of the applicant may be distinguished from the goods of another shall be refused registration on the principal register on account of its nature unless it…
· (e) Consists of a mark which…
· (5) Comprises any matter that, as a whole, is functional
· This amendment codified the longstanding practice of the PTO and the courts of holding functional features ineligible for trademark protection even if such features developed secondary meaning
· In Re Becton, Dickinson and Co. 
· Facts: Applicant BD applied for registration of a closure cap for medical collection tubes; the Board refused registration because it found the closure cap mark was as a whole functional. BD appealed. 
· Rule: The critical question is the “degree of utility” present in the overall design of the mark and the distinction between de facto and de jure functionality gives shape to a court’s inquiry into a marks “degree of utility.” De facto functionality means a design has a function and is irrelevant to the question of whether a mark as a whole is functional as to be ineligible for trademark protection. De jure functionality “means that the product is in its particular shape because it works better in this shape.” When a mark is composed of functional and non-functional features, whether “an overall design is functional should be based on the superiority of the design as a whole, rather than whether each design feature is ‘useful’ or ‘serves a utilitarian purpose’” [i.e. Coca-Cola bottle function of the lip of bottle is not sufficient for it to lose trademark protection, but a mark possessed of significant functional features should not qualify for trademark protection where insignificant elements of the design are non-functional]
· Morton-Norwich Factors: decided as a matter of fact [FEDERAL CIRCUIT TEST]
· (1) Disclosure of a feature in the claims of a utility patent constitutes strong evidence of functionality
· (2) Advertising by the applicant that touts the utilitarian advantages of the design
· (3) Whether the design results from a comparatively simple or inexpensive method of manufacture
· (4) Availability of Alternative Designs
· Design Patents offer some evidence of non-functionality, but the fact that a device is or was the subject of a design patent does not, without more, bestow upon said advice the aura of distinctiveness or recognition as a trademark. The existence of a design patent for the VERY design for which trademark protection is sought “presumptively… indicated that the design is not de jure functional,” but “similar” design patents do not fall under that presumption
· Analysis: (1) BD’s utility patent shows the utilitarian nature of two prominent features of the mark, being the two concentric circles at the top of the closure cap, which allows a needle to be inserted and the ribs, which serve as a gripping surface, BD’s design patent was not enough to overcome this factor weighing against registration b/c the design patent did not reflect the specific design for which trademark protection was sought; (2) BD’s advertising weighs against registration b/c it touts the utilitarian advantages of the prominent features of the mark, such as a more secure grip, handling features, keeps blood safely contained, encourages safer opening, reduces possibility of glove catching between stopper, BD’s “look for” advertising argument failed; (3) BD claims the features did not lower the cost to manufacture, but this factor had little presented evidence so it was not given weight ;(4) because factor one and two weighed against BD, there is “no need to consider the availability of alternative designs b/c the feature cannot be given trade dress protection merely b/c alternative designs are available; BD’s competitors in closure cap industry have similar features in their products, which failed to establish meaningful alternatives and underscores the competitive need to copy the functional features of BD’s proposed mark
· Holding: Board made no legal error because BD’s mark is functional, and thus barred from registration
· In Re Vertex Group LLC. 
· Facts: Applicant filed a registration for the sound that emanates from a personal security alarm in the nature of a child’s bracelet; the Board refused trademark registration because the sound is functional
· Rule: A product feature is “functional” if it is ESSENTIAL to the use or purpose of the article or it affects the cost or quality of the article, that is, if exclusive use of the feature would put competitors at a significant non-reputation-related disadvantage. There are three dominant tests for functionality. 
· First, if the product feature is ESSENTIAL to the use of purpose of the article, it may be found functional under the Inwood formulation; when a product feature is found to be essential, there is no need to proceed to consider if there is a competitive necessity for the feature
· Second, if the product features affect the cost or quality of the article, so that exclusive right to use it would put a competitor at a disadvantage supports a finding that the product feature is functional
· Morton-Norwich Factors [see above case]
· Analysis: Under the first test, the loud sound is an essential use of an alarm and the silence plus the change in frequency is a more effective way to use sound as an alarm, thus the loudness of the sound is an essential feature of the product; Vertex description of the sound in the application is not limited to a particular volume, thus the court considered it to encompass all reasonable degrees of loudness for an alarm sound; In applying the four factors, (1) the utility patent describes a “loud alarm” specifying a decibel range for the audible alarm, despite the patent being for the product and not the sound, (2) advertising clearly extols the loudness of the alarm, (3) weighs in favor of functionality b/c the registration between a certain decibel would deprive competitors of the many options between the frequencies, (4) the sound does not alter the cost or ease of manufacturing of the alarms
· Holding: The sound is functional and unregisterable


LOSS OF TRADEMARK RIGHTS

Genericism
· Generic words are NOT marks, not distinctive= not protectable ; A mark that becomes generic is no longer entitled protection [SCOTUS: Park ‘n Fly v. Dollar Park and Fly]; Registered marks, which become generic are subject to having registration cancelled, even if incontestable 
· Genericism doctrine is to permit a competitor to call their competing foods by their commonly-known name
· 9th Circuit Genericism Test: Does the mark answer the question: Who makes this or What is this?
· Bayer Co. v. United Drug Co. 
· Issue: Whether the word “Asprin” meant this kind of drug, or whether is meant that and that is came from the same single source from which they had got it before?
· Rule: The “relevant consumer” gets to “decide” what they will call a product; if a word is the name of the thing, or an identifier of source
· Holding: The word Asprin is in the public domain and is generic. Bayer lost its trademark. 
· Ways to Protect Trademarks Against Genericism
· TM owners must educate customers, competitors, media, and even its own employees
· Use the TM as a TM—i.e. follow the mark with the generic term Budweiser Beer or Use the ® symbol—Budweiser ® beer
· Post trademark notice on trademark owner’s website
· Trademark awareness advertisements 
· Usage Rules
· Use trademark only as an adjective, never as a noun or verb, and never in the plural or possessive form
· Use a generic term following the trademark
· Create brochures to educate about a mark
· If product is NEW, create a generic term for the product too (i.e. rollerblade/ inline skate)
· King-Seelet Thermos Co. v. Aladdin Industries, Inc. 
· Facts: Plaintiff owned eight trademarks for THERMOS, Defendant tried to sell its own vacuum-insulated containers as “thermos bottles” alleging Plaintiff’s THERMOS mark is a “generic descriptive word in the English language as a synonym for vacuum insulated container”
· Holding: Thermos is a generic term
· Analysis: Plaintiff’s promotional campaign had the effect of making “thermos” a generic term, evident by using “Thermos” as a noun in catalogues. Defendant’s survey showed that a majority of the public was not aware “thermos” had any trademark significance. Efforts to police mark succeeded within the trade, but failed with the public. Use survey evidence to prove the public association
· E.I. DuPont De Nemours & Co. v. Yoshida International, Inc. 
· Facts: Plaintiff owned mark TEFLON and sued Defendant for infringement for its mark EFLON on easy-glide zipper. Defendant defense was TEFLON was a generic term. Both parties introduced surveys purporting to show that the public did or did not perceive TEFLON to be the common noun for non-stick cookware coatings.
· Holding: Defendant did not meet its burden by a showing of “clear and convincing” evidence
· Analysis: Studies… after studies; court says focus on trademark significance 
Abandonment
· 15 U.S.C. §1127 [Lanham Act §45]: A mark shall be deemed to be “abandoned” when either of the following occurs…
· (1) When its use has been discontinued with intent not to resume such use. Intent not to resume may be inferred from circumstances. Nonuse for three consecutive years shall be prima facie evidence of abandonment. “Use” of a mark means the bona fide use of that mark is made in the ordinary course of trade, and not made merely to reserve a right in a mark.
· (2) When any course of conduct of the owner, including acts or omission as well as commission, causes the mark to become the generic name for the goods or services on or in connection with which it is used or otherwise to lose its significance as a mark. Purchaser motivation shall not be a test for determining abandonment under this paragraph. [the owners conduct causes the mark to become generic]
· Silverman v. CBS [Non-Use]
· Issue: Whether CBS non-use of the “Amos n Andy” marks constituted abandonement?
· Facts: After CBS denied Silverman’s attempt to obtain a license for use of the “Amos n Andy” characters for his development of a Broadway musical based on the characters in 1981, Silverman filed suit claiming the characters and in the public domain and thus, free for Silverman to use the content of the programs, including the characters, their names, and plots. CBS has not aired or licensed for airing any of the radio of TV programs since 1966. The trial court held CBS had not abandoned the marks. 
· Rule: Abandonment is shown by (1) non-use and (2) intent not to resume use
· Holding: CBS abandoned the marks after 21 years of non-use
· Standard for Proving Abandonment
· 9th Circuit Concurrence: utilizes a “clear and convincing” standard for abandonment
· Other 9th Circuit Concurrence: “preponderance of the evidence” standard applicable in most civil matters, Federal Circuit applies this standard
Assignment in Gross
· Loss of TM Rights: When TM owner takes actions inconsistent with TM law (1) by owner’s actions or inactions-- Intent of the owner is not directly relevant
· Assignment “in gross” is an assignment without the goodwill of the mark
· Clark & Freeman Corp. v. Heartland Co. Ltd. 
· Facts: Plaintiff and defendant claim exclusive right to use the name “Heartland” in connection with their business operations. Defendant began using the mark in July 1985 in connection with their sales of shirts, sweaters, trousers, and jackets. Plaintiff began using the mark on April 26, 1986 in connection with sale of men’s shoes and boots. When plaintiff filed a trademark application for the mark “Heartland” on July 3, 1986, it had to settle with Sears that Sears would assign the mark “Heartland” to plaintiff, so plaintiff could register the mark without the threatened opposition from Sears. Plaintiff successfully registered the mark on July 28, 1987. 
· Rule: Where a trademark has been “assigned in gross,” meaning without accompanying goodwill, then the assignment is invalid, and the “assignee” must instead rely upon his or her own use to establish priority, as opposed to tacking on the time from the previous mark holder. 
· Assignments are upheld if courts find that the assignee is producing a product or performing a service substantially similar to that of the assignor and that the customers would not be deceived or harmed
· Analysis: Plaintiff sold men’s shoes and boots, unlike Sears that sold women’s boots under the “Heartland” mark; markets for the goods were substantially distinct; plaintiff’s using Heartland mark before the assignment shows plaintiff sought only to gain the ability to use the name Heartland through the assignment as opposed to the goodwill associated with it; plaintiff did not attempt to obtain the assignment from Sears until after Sears threatened to bring opposition to plaintiff’s trademark registration
· Holding: A finding of assignment of gross is supported by the facts of this case.
Naked Licensing
· Naked Licensing: agreements to allow use of the name without adequate supervision and quality control, which invalidates the trademark—occurs through TM owners inactions inconsistent with TM law
· Need enough control to meet expectation created by mark
· Eva’s Bridal Ltd. v. Halanick Enterprises, Inc. 
· Facts: Plaintiff’s sold business “Eva’s Bridal” to defendant’s corporation with a licensing agreement that defendant would pay $75,000 a year for the right to use the “Eva’s Bridal” name and marks, but the license agreement expired and defendant’s continued to use the mark while operating its bridal store. Plaintiff sued under the Lanham Act alleging defendant violated the Act by using the “Eva’s Bridal” mark without payment or a current licensing agreement. Plaintiffs had a continued pattern of licensing the mark to relatives to franchise the bridal store in other places in Chicago
· Rule: Naked licensing results in the abandonment of a mark by allowing others to use the mark without exercising “reasonable control over the nature and quality of the goods, services, or business on which the mark is used by the licensee
· Analysis: Plaintiff did not exercise any control nor did plaintiff ever try to exercise control over any aspect of how defendant’s shop operated or how the mark was used; the court reasoned that trademark law requires that “decision making authority over quality remains with the owner of the mark,” which results in a consistent and predictable quality that is assured through the owner’s control over the use of the designation; the licensor’s self-interest largely determines how much control must be exercised, but in this case, plaintiff exercised none. Consistent quality control is what keeps In-n-Out predictable resulting in consumer satisfaction; how much authority is enough is dependent on the nature of the business and customer’s expectations
· Holding: Plaintiff’s abandoned their mark via naked licensing
· Failure to Police the Mark: Policy for requiring mark owners to police their mark—if there are numerous products in the marketplace bearing the alleged mark, purchasers may learn to ignore the mark as a source indication… this causes the mark to lose its significance as a mark

TRADEMARK INFRINGEMENT

· 15 USC §1114 [Lanham Act §31(1)]: Any person who shall, without consent of the registrant—
· Use in commerce 
· any reproduction, counterfeit, copy or colorable imitation for a registered mark 
· in connection with the sale, offering for sale, distribution, or advertising of any good or services 
· with which is likely to cause confusion, or to cause mistake, or to deceive… 
· shall be liable in a civil action by registrant
USE IN COMMERCE
· Naked Cowboy v. CBS
· Facts: A show on CBS had a character that was similar to the service of the famous NYC Naked Cowboy, however, the show never depicted the term “naked cowboy.” CBS also put a clip of the show on YouTube and used the mark “Naked Cowboy” in the title and as tags for search purposes. The court held that the only actionable use was using the mark “Naked Cowboy” in the title of the YouTube video because it failed the used in commerce part of the test for actionable TM infringement.
· Rule: To prevail on TM infringement claim, P must establish that:
· (1) P has a valid registered mark
· (2) D used the mark
· (3) In commerce
· (4) In connection with the sale or advertising of goods or services
· (5) Without P’s consent
· (6) P must allege facts sufficient to establish D’s use of the registered mark “is likely to cause confusion… as to the affiliation, connection, or association of D w/ P, or as to the origin, sponsorship, or approval of D’s goods, services, or commercial activities by P
· Rule: A mark is used in commerce for trademark infringement purposes when (1) “it is placed in any manner on the goods… or the displays associated therewith or on the tags or labels affixed thereto, or if the nature of the goods makes such placement impracticable, then on documents associated with the goods of their sale;” and (2) “the goods are sold or transported in commerce.”
· Holding: Not actionable, no infringement of the Naked Cowboy mark
· Karl Storz Endoscopy-America, Inc. v. Surgical Technologies, Inc. 
· Facts: Plaintiff argued that Defendant infringed its TM when it repaired endoscopes and merely affixed Plaintiff’s logo back onto the repaired endoscope. The court reasoned that an owner’s repair for personal use must be contrasted with a complete rebuild where the original manufacturer’s trademark is so altered as to be a different product from that of the original manufacturer, the repair transaction involves a “use in commerce”
· Rule: The “or transported” language in the Lanham Act make it clear that a “use in commerce” is not limited to sales. A “use in commerce” appears to contemplate a trading upon the goodwill of or association with the trademark holder. 
· Factors To Determine Whether the Company Has Made a Different Product
· (1) Nature and extent of alterations
· (2) Nature of the device and how it is designed (whether some components have a shorter useful life than the whole)
· (3) Whether a market has developed for service and spare parts
· (4) Whether end users of the product are likely to be misled as to the party responsible form the composition of the product
· 1-800 Contacts, Inc. v. Lens.com, Inc. 
· Facts: Plaintiff sued Defendant alleging D’s purchase of “1800Contacts” as an ad-generating keyword infringed on Plaintiff’s mark
· Split Circuit on Use of Mark as a Keyword
· Some courts allege b/c a keyword is invisible to potential consumes and merely operates as a “pure machine-linking function” it is not a use on commerce
· Other courts allege that keywords is a use in commerce b/c that use of another’s mark is to “trigger internet advertisements for itself”
· Language of Lanham Act: “used OR displayed in the sale or advertising”
· Holding: P’s service mark as a keyword was a use in commerce
LIKELIHOOD OF CONFUSION
· Restatement (Third), Unfair Competition §20: One is subject to liability for infringement of another’s trademark, trade name, collective mark, or certification mark if the other’s use has priority under the rules stated in §19 and in identifying the actor’s business or in marketing the actor’s goods or services the actor uses a designation that causes a likelihood of confusion:
· (a) that the actor’s business is the business of the other or is associated or otherwise connected with the other; or
· (b) that the goods or services marketed by the actor are produced, sponsored, certified, or approved by the other; or
· (c) that the goods or services marketed by the other are produced, sponsored, certified, or approved by the actor
· Polaroid Corp. v. Polarad Elects. Corp (2nd Circuit)
· Facts: Plaintiff sued the Defendant over its use of the mark POLORAD for television equipment and microwave devices
· Holding: Plaintiff’s mark was strong and the two marks are very similar, but the evidence of actual confusion was weak. Television equipment and cameras were related products that would have entitled Plaintiff to injunctive relief but for the finding of laches
AMF v. Sleekcraft Boats (9th Circuit)
· Facts: Plaintiff [AMF] and Defendant [Nescher] both manufacture recreational boats. AMF uses the mark Slickcraft, which was federally registered on April 1, 1969 and has been continuously used since then as a TM for this line of boats; Nescher uses the mark Sleekcraft, which he adoped in 1968 without knowledge of Sleekcraft mark. 
· Procedural Posture: District court held AMF had a valid trademark, but confusion was unlikely. 
· Issue: Whether concurrent use of the two marks is likely to cause consumer confusion?
· Holding: 
· (1) The court held that despite the market overlap, the boats were no competitive and were merely related goods
· Sleekcraft boats are racing boats, while Slickcraft boats are for family fun
· (2) The two marks are likely to cause consumer confusion and Nescher has infringed on AMF’s mark
· Rule: Initial Determination on “Which Factors to Consider?”
· When the goods produced by the alleged infringer compete for sales with those of the trademark owner, infringement usually will be found if the marks are sufficiently similar that confusion can be expected.
· Factors: (1) Strength of Plaintiff’s mark; (2) Similarity of marks; (3) Defendant’s intent in selecting the mark
· When the goods are related but not competitive, several other factors (all 8 Sleekcraft factors) are added to the calculus
· Related goods are those “producers which would be reasonably thought by the buying public to come from the same source if sold under the same mark
· If the goods are totally unrelated, there can be no infringement because confusion is unlikely
· Factors/Reasoning:
· (1) Strength of the Mark (use distinctiveness scale) 
· Rule: Determine whether the plaintiff’s mark is descriptive, suggestive or distinctive
· Here: Slickcraft is a suggestive mark when applied to boats, which is protectable and may be strengthened by advertising. However, suggestive marks are weaker and only if the defendant’s mark is quite similar, and the goods are closely related, will infringement be found
· (2) Proximity of the Goods
· Rule: The more likely the public is to make an association between plaintiff and defendant, the less similarity in the marks is required to support a finding of likelihood of confusion. Less similarity between the marks will suffice when the goods are 1) complementary; 2) products sold to the same class of purchasers; or 3) goods are similar in use and function
· Here: The boat lines are extremely close in use and function and closely related that a diminished standard of similarity must be applied when comparing the two marks
· (3) Similarity of the Marks
· Rule: Similarity of marks is tested on three levels: sight, sound, and meaning; each must be considered as they are encountered in the marketplace and similarities weigh more heavily than differences
· Here: (1) Sight: Sleekcraft and Slickcraft are the same except for two inconspicuous letters in the middle of the first syllable; (2) Sound: the difference is sound is only a small part of one syllable, otherwise they are identical; (3) Meaning: the words are virtual synonyms. Court holds that the marks are quite similar on all three levels.
· (4) Evidence of Actual Confusion
· Rule: This factor, although difficult to prove, is weighed heavily only when there is evidence of past confusion or when the particular circumstances indicate such evidence should have been available
· Here: No evidence of actual confusion, but failure to prove instances is not dispotivie because it is so difficult to prove
· (5) Marketing Channels Used
· Rule: Convergent marketing channels increase the likelihood of confusion
· Here: The products overlap and weigh in plaintiff’s favor because same sales method/price ranges/advertised in same trades/boat shows/etc. 
· (6) Type of Goods and the Degree of Care Likely to be Exercised by the Purchaser
· Rule: The standard used is the typical buyer exercising ordinary caution, including the ignorant and credulous. When the buyer has expertise in the field, a higher standard is proper thought is will not preclude a finding that confusion is likely. When the goods are expensive, the buyer can be expected to exercise greater care in his purchases, though confusion may still be likely. 
· Here: Purchasers of boats are likely to exercise a higher degree of care and is not the type of purchase made only on “general impressions.” 
· (7) Defendant’s Intent in Selecting the Mark 
· Rule: When the alleged infringer knowingly adopts a mark similar to another, reviewing courts presume that the defendant is trying to deceive the public
· Here: Defendant was unaware of plaintiff’s use of the Slickcraft mark when he adopted the Sleekcraft name and his good faith cannot be questioned.
· (8) Likelihood of Expansion of the Product Lines
· Rule: A strong possibility that either party may expand his business to compete with the other will weigh in favor of finding that the present use is infringing. When goods are closely related, any expansion is likely to result in direct competition. 
· Here: Weighs strongly in plaintiff’s favor because related goods and proof that the parties are diversifying their model lines
· Plaintiff & Defendant’s Goods Can Be:
· (1) Unrelated—no likelihood of confusion, even if marks are identical 
· (i.e. Delta Airlines & Delta Faucets)
· (2) Competitive—may be likelihood of confusion if marks are similar
· Factors: Strength of Plaintiff’s Mark; Similarity of Marks; Defendant’s intent in selecting the mark
· (3) Related but not competitive—may be likelihood of confusion if…
· Marks are similar; and/or
· Other facts surrounding goods are similar 
· Proximity of the goods
· Evidence of actual confusion
· Marketing channels used
· Type of goods and degree of care likely to be exercised by the purchaser
· Likelihood of expansion of the product lines
· Standard of Review for Likelihood of Confusion: Three Way Circuit Split
· (1) Question of Fact: An appellate court must adopt the conclusion of the trial court unless it determines the underlying facts to be “clearly erroneous” [meaning unless the appellate court is left with a definite and firm conviction that a mistake was committed, it must accept the trial court’s finding]
· Majority: First, Fourth, Fifth, Seventh, Eighth, Ninth, Tenth, and Eleventh
· (2) Question of Law: Appellate courts review issues of law de novo; if an appellate court deems likelihood of confusion a question of law, it may independently review the facts and will not be bound by the lower court’s conclusions
· Federal Circuit
· (3) Mixed Question of Law and Fact: Two-step hybrid approach where an appellate court separates the determination as to whether each LOC factor favors the plaintiff or defendant from the ultimate conclusion about whether the balance of all the factors together indicated a LOC. First, the appellate court reviews the lower court’s conclusion about each factor, reversing if only “clearly erroneous.” Second, the appellate court balances the factors de novo to determine whether LOC exists. 
· Minority: Second, Sixth
· Brookfield West Coast (adopted 2nd Circuit Mobil’s initial consumer confusion (see below) and expands its reach for use on Internet)
· (1) Consider all factors
· (2) Decide how much weight to apply to each factor (rank them)
· (3) Then determine (given the respective weighting) if there is a likelihood of confusion
· Strength of the Mark: Look at Distinctiveness Scale (see above)
· Similarity of Marks: Look at Sight, Sound & Meaning
· Evidence of Actual Confusion: Very Persuasive, but hard to prove

INITIAL INTEREST CONFUSION

· Initial Interest Confusion occurs when the defendant uses the plaintiff’s trademark in a manner calculated to capture initial consumer attention, even though no actual sale is finally completed as a result of the confusion.
· Mobil Oil Corp v. Pegasus Petroleum Corp. 
· Facts: Plaintiff Mobil has made extensive use of its well-known “flying horse” registered trademark in connection with its petroleum business since 1931. Defendant, Pegasus Petroleum, used the word mark “Pegasus” in connection with its oil trading business, a sub-sect of the petroleum business. 
· Holding: Affirmed district court and enjoined defendant from using the mark “Pegasus” in connection with the petroleum industry of related businesses
· Reasoning: In applying the Polaroid factors from the 2nd Circuit, the court held that Mobil’s flying horse mark was an arbitrary mark, thus a strong mark entitled to broadest protection; that the pictorial representation and the word mark are synonyms; the competitive proximity is in Mobil’s favor because both used in petroleum industry; Defendant had an implied bad faith intent in adopting the Pegasus word mark, giving rise to a presumption of likelihood of confusion; there was some evidence of actual confusion; a senior user may sue to protect his reputation even where the infringer’s goods are of top quality; the sophistication of purchasers did not rebut the finding of likelihood of confusion. 
· Rule: Initial confusion works a sufficient trademark injury where the courts focus on the probability that potential purchasers would be misled into an initial interest into the alleged infringer’s product because of the likelihood of confusion with the senior user’s mark.
· Blockbuster Entertainment Group v. Laylco, Inc. 
· Facts: Blockbuster challenged defendant’s use of the name “Video Busters.” Defendant argued that consumers would not be confused at the point of sale. 
· Rule: Lanham Act’s protection is not limited to confusion at point of sale. The issue is the degree of likelihood that the allegedly infringing name would attract potential customers based on the reputation earned by the owner of the original mark. 
· Holding: Defendant infringed Blockbuster’s mark.
· Reasoning: Defendant would attract customers based on the similarity to the Blockbuster name and the products sold are identical; thus, some unwitting customers might enter a Video Busters store thinking it is somehow connected to Blockbuster. 
· Network Automation v. Advanced Systems Concepts (9th Circuit adopts Mobil and expands its reach for use on Internet)
· Facts: Both parties are in the business of selling job scheduling and management software and both advertise on the Internet. Plaintiff sells its software under the mark “Auto-Mate;” Defendant sells its software under the registered trademark “Active Batch.” Plaintiff purchased the keyword “Active Batch” to populate its website in search engines, which gave rise to this trademark infringement suit. District court found a likelihood of initial interest confusion by applying the 8 Sleekcraft factors, reasoning that the three most important factors in cases involving the Internet are (1) similarity of marks, (2) relatedness of the goods and (3) marketing channel used and issued a preliminary injunction against Plaintiffs use of the mark Active Batch. 
· Issue: Whether the use of another’s trademark as a search engine keyword to trigger one’s own product advertisements violates the Lanham Act?
· Rule: No three factors are most important when analyzing cases related to the Internet and the Sleekcraft Factors should be applied flexibly in the context of Internet commerce. The owner of the mark must demonstrate likely confusion, not mere diversion. Each Sleekcraft factor must be analyzed and assigned appropriate weight in accordance with its relevance to the factual circumstances
· Reasoning: Applying the Sleekcraft Factors
· (1) Strength of Mark: A consumer searching for a generic term is more likely to be searching for a product category; while a user searching for a distinctive term is more likely to be looking for a particular product and thus, could be more susceptible to confusion when sponsored links appear that advertise a similar product from a different source. The sophistication of the consumer should be considered. 
· Here: The mark Active Batch is the products name and a suggestive federally registered trademark. Thus, consumers searching for the term are presumably looking for its specific product and not a category of goods. 
· (2) Proximity of the Goods: Related goods are more likely to confuse the public as to the producers of the goods, measured by whether the products are complementary, sold to the same class of purchasers, and similar in use and function. 
· Here: Products are virtually interchangeable, must be considered in conjunction with the labeling and appearance of the ads and the degree of care exercised by the consumers of Active Batch software
· (3) Similarity of the Marks: Not possible in this case 
· (4) Evidence of Actual Confusion: This factor accorded no weight because neither party presented evidence and given procedural posture of a preliminary injunction, the importance of this factor is diminished
· (5) Marketing Channels: this factor becomes less importance when the marketing channel is less obscure. A majority of companies use the Internet as a marketing channel and the shared use of this marketing channel does not shed much light on likelihood of confusion. This factor merits little weight and the lower court’s determination that it weighed in favor of Defendant was incorrect
· (6) Type of Goods and Degree of Care: The nature if the goods and the type of consumer is highly relevant to determining LOC in the keyword advertising context. Must consider the nature and cost of the goods and whether the products being sold are marketed primarily to expert buyers. 
· Here: District court erred in weighing this favor to support Defendant in reasoning that Internet users as a whole exercise a low degree of care. 
· (7) Defendant’s Intent: For Internet purposes, this factor is relevant only insofar as it bolsters a finding that the use of the trademark serves to mislead consumers rather than truthfully inform them of their choice of product (comparative advertising). 
· Here: District court incorrectly considered this factor in isolation and in finding it weighed in Defendant’s favor without first determining that Plaintiff intended to deceive consumers rather than compare its product to Active Batch.
· (8) Likelihood of Expansion of Product Lines: Where two companies are direct competitors, this factor is unimportant. 
· Other: In keyword advertising, LOC will ultimately turn on what the consumer saw on the screen and reasonably believed, given the context. Clear labeling “might eliminate the likelihood of initial interest confusion” that exist when consumers see banner ads that are confusingly labeled or not labeled at all. Court should examine the text of the infringer’s links to determine if the ads identify their source
· Here: The appearance of ads and their surrounding context are important. Google and Bing have partitioned their search results pages so the ads appear in separately labeled sections for “sponsored” links.
· Holding: In this case, the most relevant factors were (1) strength of mark; (2) evidence of actual confusion; (3) type of goods and degree of care likely exercised by purchaser; and (4) labeling and appearance of the advertisements and the surrounding context of the screen displaying the results page. Reversed the district court’s order granting System’s motion for a preliminary injunction. 


SECONDARY LIABILITY FOR TRADEMARK INFRINGEMENT

Contributory Liability
· Restatement §27: Liable for contributory infringement when “… (a) the actor intentionally induces the third person to engage in the infringing conduct; or (b) the actor fails to take reasonable precautions against the occurrence of the third person’s infringing conduct in circumstances in which the infringing conduct can be reasonably anticipated.”
· Inwood Labs v. Ives Labs
· Issue: Whether a manufacturer of a generic drug, designed to duplicate the appearance of a similar drug marketed by a competitor under a registered trademark, can be held vicariously liable for infringement of that trademark by pharmacists who dispense the generic drug?
· Facts: Ives Labs had a patent for a drug called cyclandelate, which is marketed under the mark CYCLOSPASMOL. The patent expired and other drug manufacturers began making generic versions of the drug. The generic drug manufacturers used similar colors as CYCLOSPASMOL, which resulted in pharmacists mislabeling the prescriptions given to final consumer. Ives argues that the colors or the capsules were not functional and they developed a secondary meaning for the consumers and infringement is proven by promoting the generic products are equivalent to CYCLOSPASMOL 
· Rule: If a manufacturer or distributor INTENTIONALLY INDUCES another to infringe a trademark, or if it CONTINUES TO SUPPLY its product to one whom it knows or has reason to know is engaging in trademark infringement, the manufacturer or distributor is contributorially responsible for any harm done as a result of the deceit
· Holding: Yes it can, but Ives did not make a factual showing. 
· Tiffany & Co v. EBAY
· Issue: Whether eBay is liable under the Inwood test on the basis of the services it provided to those who used its website to sell counterfeit Tiffany products?
· Facts: Tiffany sued eBay for contributory trademark infringement because eBay was the service provider that furnished counterfeit sellers with the online marketplace to sell the infringing products to consumers
· Rule: Plaintiff must show that Defendant “knew or had reason to know of specific instances of actual infringement” beyond those that Defendant addressed upon learning of them. 
· General knowledge of infringement is insufficient 
· Tiffany would have to show that eBay “knew or had reason to know of specific instances of actual infringement” – Tiffany did not identify particular sellers Tiffany thought were then offering or would offer infringing goods
· Holding: Tiffany failed to make a showing that eBay had more than insufficient generalized knowledge of the counterfeit goods. 
· Analysis: Tiffany in its demand letters did not specify particular sellers of counterfeit goods; Although the NOCI and buyer complaints gave eBay reason to know that certain sellers had been selling counterfeits, those sellers listings were removed and repeat offenders were suspended from the eBay site. Thus, Tiffany failed to demonstrate that eBay was supplying its services to individuals who it know or had reason to know were selling counterfeit Tiffany goods. 
· Rosetta Stone Ltd. v. Google, Inc. 
· Facts: Rosetta Stone sued Google alleging Google should be contributory and vicariously liable for trademark infringement arising from third party advertisers using the Rosetta Stone mark in the text and titles of “sponsored link” advertisements that appear on Google’s search engine
· Holding: Google was contributorily, not  vicariously, liable for trademark infringement
· Rule: Liability for vicarious trademark infringement requires “a finding that the defendant and the infringer have an apparent or actual partnership, have authority to bind one another in transactions with third parties or exercise joint ownership or control over the infringing product.”
· Hard Rock Café Licensing Corp v. Concession Services Inc. 
· The “reason to know” test requires Defendant to understand what a reasonably prudent person would understand
· No affirmative duty to take precautions against the sale of counterfeits, but Defendant cannot be “willfully blind”
· To be willfully blind, a person must suspect wrongdoing and deliberately fail to investigate
· Lockheed Martin Corp. v. Network Solutions Inc. 
· What if it is a service that is being provided instead of a good? 
· There must be direct control and monitoring of the instrumentality used by a third party to constitute contributory infringement. 
· PowerPoint Notes: Inwood Labs Inc. v. Ives Labs, Inc. [SCOTUS]: Question: When is an ‘involved’ party who is not directly involved… liable? “… liability for TM infringement can extend beyond those who actually mislabel goods with the mark of another. Even if a manufacturer does not directly control other in the chain of distribution, it can be held responsible for their infringing activities under certain circumstances” 
· (1) If a mfg. or distributer INTENTIONALLY INDUCES ANOTHER TO INFRINGE A MARK; or
· (2) It CONTINUES TO SUPPLY its product to one who it KNOWS, OR HAS REASON TO KNOW IS engaging in trademark INFRINGEMENT, the mfg. or distributor is contributorily responsible for any harm done as a result of the deceit
Vicarious Liability
· Vicarious liability turns on the defendant’s deriving a financial benefit from the infringement, and especially on its ability to control the conduct of the direct infringer.
· A principal is not generally liable for physical torts committed by its independent contractor-agent, BUT a principal WILL be liable for the independent contractor-agent’s misrepresentations 
· “Upon matters which the principal might reasonably expect would be subject of representations
·  Provided that the other party has no notice that the representations are unauthorized.” [Sanders v. Rowan quoting Rest. (Second) of Agency §258]


FALSE DESIGNATION OF ORIGIN: PROTECTION OF UNREGISTERED MARKS

· 15 USC §1125(a)(1)(A) [Lanham Act §43(a)(1)(A)]
· Any person who, on or in connection with any goods or services, or any container for goods, uses in commerce any word, term, name, symbol, or device, or any combination thereof, or any false designation of origin, false of misleading description of fact, or false or misleading representation of fact, which--- (A)… shall be liable in a civil action by a person who believes he or she is likely to be damaged by such act
· (A) is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection, or association of such person with another person, or as to the origin, sponsorship, or approval of his or her goods, services, or commercial activities by another person… 
· 15 USC §1125(a): provides a cause of action for trademark infringement of common law trademarks (a/k/a unregistered marks)—use of a word, name, symbol or device which is likely to cause confusion
· Provides a cause of action for “false designation or ORIGIN”: use of mark in commerce which is likely to cause confusion or cause mistake or to deceive as to the origin
· Provides a cause of action for “false of misleading DESCRIPTION OF FACT”
· Provides a cause of action for “false of misleading REPRESENTATION OF FACT”
· Provides a cause of action for “causing MISTAKE or DECEIVING as to the affiliation, connection, or association”
Protection of Unregistered Marks
· (1) Does the Plaintiff have protectable TM rights?
· Is it inherently distinctive, or if it’s merely descriptive—has it acquired secondary meaning?
· Is it functional?
· Has P lost their rights?
· Become generic for the goods?
· Abandoned Mark?
· Fraud, etc…
· Does P’s rights extend to Defendant’s geography?
· (2) Assuming Plaintiff has a protectable mark, will D’s mark cause a likelihood of confusion? (Sleekcraft Factors for 9th Circuit, Polaroid Factors for 2nd Circuit)


· Comparing §1114(1) & §1125(d)
	§1114(1): Infringement of Registered Marks
	§1125(a): Protection of Unregistered Marks

	Any person who shall, without consent of the registrant
	Any person who in connection with any goods or services

	Use in commerce
	Use in commerce

	Any reproduction… or… imitation of a registered mark
	Any word, term, name, symbol, or device, or combination thereof

	In connection with the sale, offering for sale… of any goods or services
	Or any false designation of origin or misleading description of face, or false or misleading representation of fact

	With which use is likely to cause confusion
	Which is likely to cause confusion… or cause mistake or to deceive as to the affiliation, connection, or association… or as to the origin, sponsorship, or approval of his or her goods

	Shall be liable in a civil action brought by the registrant
	Shall be liable in a civil action by any person who is harmed



· Trade Dress Infringement [Lanham Act §43(a)(3)]
· In a civil action for trade dress infringement… for trade dress not registered on the principal register, the person who asserts trade dress protection has the burden of proving that the matter sought to be protected is not functional. 
· DC Comics v. Powers
· Facts: Plaintiff sued defendant for use of the unregistered mark DAILY PLANET as the title of defendant’s news publication; The Daily Planet mark is a fictitious newspaper woven into the Superman comic story; while defendant registered the mark, his conduct showed an intent to abandon the mark
· Rule: The person alleging to own the mark under common law must demonstrate an association of duration and consistency of use 
· Holding: Plaintiff is the owner of the Daily Planet mark under common law 
· Reasoning: Plaintiffs repeated use of the Daily Planet in the Superman story and in connection with a myriad of consumer products superseded defendant’s use of the mark for his newspaper, which never took off; there is a likelihood of confusion, the court points to defendant’s intent to cash in on the Superman story and its notoriety, citing numerous references to Superman in defendant’s newspaper
· Two Pesos, Inc. v. Taco Cabana, Inc. [SCOTUS]
· Issue: Whether the trade dress of a restaurant may be protected under §43(a) of the Lanham Act based on a finding of inherent distinctiveness, without proof that the trade dress has secondary meaning?
· The crucial question in a case involving secondary meaning is always whether the public is moved in any degree to buy an article because of its source? It is required when a mark is NOT inherently distinctive, but could acquire distinctiveness
· SCOTUS 2nd Meaning Definition [adopted from Inwood Labs]: “In the minds of the public, the primary significance of a mark is to identify the source of the product rather than the product itself”
· Holding: Trade dress is protectable if inherently distinctive and secondary meaning is not required to be shown
· Facts: Taco Cabana sued Taco Pesos for trade dress infringement in 1987, after Taco Cabana entered markets where Taco Pesos was already doing business. Both restaurants have a trade dress very similar to each other, but Taco Cabana opened first. 
· Rule: Only non-functional distinctive trade dress is protected under §43(a); a design is legally functional, and thus not protectable, if it is one of a limited number of equally efficient options available to competitors and free competition would be unduly hindered by according the deisng trademark protection
False Endorsement 
· Claim of false endorsement, acts like a federal right of publicity, under 43(a) involving use in commercial advertising of aspects of a celebrity’s identity, such as name, likeness or voice, that is likely to cause deception or confusion as to the celebrity’s endorsement or approval of the advertised goods or services
· Allen v. National Video Inc. 
· Facts: A video store chain hired a Woody Allen look-a-like to pose in a national advertisement, creating a false endorsement that Woody Allen endorses the video store. 
· Issue: Whether defendant’s advertisement creates the likelihood of consumer confusion over whether plaintiff Woody Allen endorsed or was otherwise involved with National Video’s goods and services?
· Holding: Defendant’s use of the look-a-like in their advertisement created a likelihood of confusion over plaintiff’s endorsement or involvement
· Rule: For false endorsement, apply the likelihood of confusion factors
· Strength of mark—basically, how famous is the celebrity
· Similarity of the marks—how similar does the look-a-like look to celebrity
· Proximity of the Products
· Actual Confusion
· Sophistication of the Relevant Consuming Public
· Good or Bad Faith of Defendants
· Analysis: While plaintiff’s claim would not be actionable under the right to privacy because of the narrow interpretation of “portrait or picture”; it is actionable under the broader Lanham Act 
· False Endorsement §1125(a): Mark used in commerce likely to cause confusion or cause mistake or to deceive as to the approval of…
False Designation of Origin
· America Online v. LCGM, Inc. 
· Facts: AOL sued a porn website for sending spam messages on the AOL servers with “aol.com” in the subject line of the spam messages. AOL sued for false designation under the Lanham Act.
· Rule: To establish a false designation violation…
· (1) Defendant uses a designation
· (2) In interstate commerce
· (3) In connection with goods and services
· (4) Which designation is likely to cause confusion, mistake or deception as to origin, sponsorship, or approval of defendant’s goods or services; and
· (5) Plaintiff has been or is likely to be damaged by these acts
· Holding: Defendants liable for a false designation violation 
· Analysis: Defendant used “aol.com” designation in the email headers; involved in interstate commerce because the e-mailed were routed from Michigan to Virginia; use of “aol.com” was in connection of the porn websites; an email recipient would likely be confused that AOL was sponsoring porn if the “aol.com” designation was in the subject line of the spam; damaged AOL’s good will and technical capacity 
· 43(a) interpretations have been used to meet the standards of the U.S. joining the Berne Convention


DEFENSES TO INFRINGEMENT & FALSE DESIGNATION OF ORIGIN

Incontestability
· 15 U.S.C. §1065 [Lanham Act §15]
· After 5 years of consecutive use, incontestable so long as:
· (1) No Court decision to the contrary
· (2) No proceeding involving the rights pending
· (3) An affidavit is filed within 1 year after the 5 years (in between 5th-6th year of consecutive use)
· (4) Not generic name for the goods or services
· A ® is prima facie evidence of the registrant’s exclusive right to use mark (with some exceptions)
· Marks can be deemed incontestable by USPTO, but Incontestability is NOT a defense, rather it is a further strengthen of a registration
· Park ‘N Fly, Inc. v. Dollar Park And Fly, Inc. 
· Issue: Whether an action to enjoin the infringement of an incontestable mark may be defended on the grounds that the mark is merely descriptive? [Can defendant raise a defense that plaintiff’s mark is merely descriptive without secondary meaning?]
· Holding: Such an action may not be defended on the grounds that the mark is merely descriptive. [Not if mark is deemed “incontestable”]
Section §33(b) Defenses
· Statute
Fraud on the Trademark Office
· In Re Bose Corp. [Federal Circuit]
· Facts: Bose initiated an opposition against HEXAWAVE alleging likelihood of confusion with its prior registered mark WAVE. Hexawave counterclaimed for cancellation of Bose’s WAVE mark, asserting Bose committed fraud in its registration renewal when it claimed use on all goods in registration while knowing that it had stopped manufacturing and selling certain goods. 
· Rule: Fraud in procuring a trademark registration or renewal occurs when an applicant knowingly makes false, material misrepresentations of fact in connection with his application. Party seeking cancellation has heavy burden of proof, as finding of fraud has no room for speculation. 
· Intent to Deceive: must be willful to constitute fraud
· Holding: Bose did not commit fraud because its material misrepresentation on the renewal was an honest misunderstanding or inadvertence, which did not show a willful intent to deceive. 
· Robi v. Five Platters
· Facts: Making intentionally false statement in the incontestability declaration was held to be fraud
· Holding: Registration unenforceable
· Medinol v. Neuro Vasx
· Facts: Making a material misstatement without personally verifying the facts; claimed use for both stents and catheters… but only used for catheter and not for stents
· Holding: Intent to deceive (objectively—not subjectively) & registration unenforceable (but was overturned)
Fair Use §33(b)(4)
· United States Shoe Corp. v. Brown Group Inc. 
· Facts: Plaintiff advertises its women’s dress pumps under the slogan “Looks Like a Pump, Feels Like a Sneaker;” Defendant launched an advertising campaign that compares its pump to a sneaker and asserts “it feels like a sneaker.” Plaintiff sued.
· Holding: Defendant’s use of the words “feels like a sneaker” falls within the “fair use” defense codified in §33(b)(4).
· Rule: Fair Use defense against infringement when “the use of the name, term or device charged to be an infringement is a use, otherwise a mark… of a term which is descriptive of and used fairly and in good faith only to describe to users the goods or services of such party or geographic origin
· Analysis: “Feels like a Sneaker” is used by Defendant in a descriptive sense claiming a virtue of the product and it not using the phrase as an identifier, evident from the small print in the ad and Plaintiff has not demonstrated a likelihood of confusion. 
· KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc. 
· Issue: Whether a party raising the statutory fair use defense to a claim of TM infringement has a burden to negate any likelihood that the practice complained of will confuse consumers about the origin of the goods affected? [Does a LOC preclude a fair use defense?]
· Circuit Split: 9th Circuit held any LOC preclude a fair use defense—Reversed by SCOTUS
· Facts: Plaintiff and Defendant sell permanent make-up and each use some version of the term “micro color” in marketing and selling its product; Defendant registered Micro Colors in 1992, and became incontestable in 1999. 
· Holding: Defendant has no independent burden to negate the likelihood of any confusion in raising fair use defense (that a term is used descriptively, not as a mark, fairly, and in good faith)—Defendant does not need to disprove LOC in order to rely on a fair use defense
· On Remand: 9th Circuit laid out factors to determining fairness of the use:
· (1) Degree of likely confusion
· (2) Strength of mark
· (3) Descriptive nature of the term
· (4) Availability of alternate descriptive terms
· (5) Extent of use of the term prior to registration
· (6) Any differences among the times and contexts in which the term is used 
· PowerPoint Notes: 
· 15 USC §1115 [Lanham Act §33(b)(4)]: Permits use of descriptive mark to DESCRIBE good/service
· “other than as a mark”
· “… so, used as a descriptive term, not as a mark”
· “A user of a descriptive word may acquire the exclusive right to use that descriptive word as an IDENTIFIED of the product or source” but this does not justify barring others from using the words in good faith FOR DESCRIPTIVE PURPOSES pertinent to their products
· Classic Fair Use Doctrine (codified in statute)—used as a descriptive term, not as a mark
· Most often this is use of the descriptive term—which also happens to be Plaintiff’s descriptive mark—to refer to Defendant’s product
Nominative Fair Use
· Judge made defense, not statutory, applicable also to dilution 
· Normative Fair-Use Doctrine (9th Circuit)
· Use of Plaintiff’s mark to REFER to the Plaintiff’s product
· Q: How does the speaker refer to the mark-owner if not be the mark?
· Used when a Defendant uses the Plaintiff’s mark to describe the PLAINTIFF’s product (v. classic fair use, where Defendant is using Plaintiff’s mark to refer to DEFENDANT’s product)
· Examples: Sales or Servicing of Trademark-Bearing Products
· We specialize in “Volkswagen Repairs” on an auto shop’s sign OR 
· For Sale: 1965 Ford-Shelby Mustang GT-350
· New Kids on the Block v. News America Publishing
· Facts: New Kids sued Defendant for using the New Kid trademark in identifying the band as the subjects of public opinion polls. New Kids utilized a 900-number as a revenue source and marketing tool. Defendant used 900 number to poll readers about the New Kids. 
· Rule: Nominative use of a mark is where the only word reasonable available to describe a particular thing is a trademark and the use is a reference. A commercial user is entitled to a nominative fair use defense if three requirements are met: [NORMATIVE FAIR USE TEST]
· (1) Product or service in question must not be one readily identifiable without use of the trademark
· (2) Only so much of the mark may be used as is reasonably necessary to identify the product or service
· (3) User must do nothing that would, in conjunction with the mark, suggest sponsorship or endorsement by the trademark holder
· Holding: Nominative fair use found, no infringement. 
Comparative Advertising
· “The Lanham Act does not prohibit a commercial rival’s truthfully denominating his goods as a copy of a design in the public domain, though he uses the name of the designer to do so. Indeed it is difficult to see any other means that might be employed to inform the consuming public of the true origin of the design” – “The only legally relevant function of a trademark is to impart information as to the source of sponsorship of the product”
· “If you like Plaintiff, You’ll Love Defendant”
· Example Biore Strips v. CVS Brand pore strips
· Smith v. Chanel, Inc. 
· Facts: Smith sells a perfume called “Second Chance” as a duplicate of “Chanel No. 5” at a fraction of the price. The “Second Chance” advertisements were a Blind Fold test, trade journal ads and order forms, which listed Chanel #5 under Second Chance with a disclaimer. 
· Issue: Whether one who has copied an unpatented product sold under a trademark may use the trademark in his advertising to identify the product he has copied?
· Holding: Yes, so long as it does not contain misrepresentations or create a reasonable likelihood that purchasers will be confused as to the source, identity, or sponsorship of the advertiser’s product. 
· Rule: When a product is unpatented, a competitor has a right to tell the public what they are doing and to get whatever share the competitor can in popularity by advertising that the competitor is trying to make the same article. Only trying to get the good will of the PRODUCT, not the good will of the NAME. 
· First Sale Doctrine
· The right of a producer to control distribution of its trademark product does not extend beyond the first sale of the product
· Based on likelihood of post-purchase confusion
· When Costco repackaged plates, it had to place disclaimer on the package that disclosed Costco repackaged the trademarked plates
Sovereign Immunity
· College Savings Bank v. Florida Prepaid [SCOTUS]
· Holding: States can not be held liable for TM infringement unless they expressly waive their sovereign immunity
· Q: Is the TRCA a permissible abrogation of state sovereign immunity? 
· Answer= NO!
· States are sovereign
· The decision to waive sovereign immunity “is altogether voluntary on the part of the soverign” 
· States waived immunity in two cases: (1) 14th Amendment & (2) By Consenting to Suit
Parody
· Dr. Seuss Enterprises v. Penguin Books USA, Inc. 
· Facts: Dr. Seuss estate sued Defendant for copyright and trademark infringement of The Cat in the Hat after becoming aware of Defendant’s plan to publish a book The Cat NOT in the Hat satirizing the O.J. Simpson trial. Defendant countered suit, claiming it was a parody. The Defendant’s book portrayed OJ similar to the Cat and used very similar illustrations and rhyming scheme. 
· Rule: A true parody is so obvious that a clear distinction is preserved between the source of the target and the source of the parody. The claim of parody is no defense where the purpose of the similarity is to capitalize on a famous mark’s popularity for the defendant’s own commercial use.
· Analysis: 9th Circuit used Sleekcraft Factors to find a Likelihood of Confusion—so infringement, and then looked to see if the parody was “commenting” on the original Cat in the Hat. Court reasoned defendant’s use did not, it rather copied the format, characters and other protectable elements of the famous children’s book. Court also found copyright infringement and the book was not a fair use parody under copyright either
· Holding: Defendant’s copying was not a fair use parody. 
Trademarks as Speech
· Mattel, Inc. v. Universal Music International
· Facts: Mattel sued UMG for Aqua’s “Barbie Girl” song alleging trademark infringement. UMG asserted a parody and normative fair use defense. The district court granted UMG’s motion for summary judgment. 
· Rule: When unauthorized use of another’s mark is part of a communicative message and not a source identifier, the First Amendment is implicated in opposition to the trademark right. The trademark owner does not have the right to control public discourse whenever the public imbues his mark with a meaning beyond its source-identifying function. 
· Rogers v. Grimaldi: Literary titles do not violate the Lanham Act “unless the title has no artistic relevance to the underlying work whatsoever, or, if it has some artistic relevance, unless the title explicitly misleads as to the source or the content of the work
· Analysis: The title of the song described the underlying work, it did not identify the producer; the use of the mark in the song was a parody, unlike Cat Not in the Hat, which used the mark to get attention rather than mock; also, in applying the Rogers v. Grimaldi Test, the court held that UMG’s use of Barbie is not an infringement because the song title is clearly relevant to the underlying work and the song does not explicitly mislead to the source of the work
· “What Aqua has done in Barbie Girl is not make Barbie into a “sex object” as Mattel claims, but to point out, with a punning light tough and a catchy tone, that she has been one all along”
· Barbie was inspired by a German doll “Lilli” who was a gold digger, exhibitionist, and floozy
· Holding: Barbie Girl song is not infringing on Mattel’s Barbie trademark.
PowerPoint Notes
· Numerous Defenses to Infringement	
· P’s has no trademark rights
· P’s TM rights not infringed
· P’s fraudulent obtained mark
· P abandoned the mark
· P’s mark is functional
· P used mark to misrepresent source
· P uses mark to violate anti-trust
· Equitable principles—laches, estoppel, unclean hands
· D did not use TM in commerce
· D’s use does not cause LOC
· D’s use was a Fair Use
· D’s use was a normative fair use
· D has Sovereign Immunity
· D has limited territory defense
· D is prior use w/o abandonment


TRADEMARK DILUTION

· TY Inc. v. Perryman
· Facts: Beanie Babies manufacturer brought trademark suit for anti dilution against Defendant for selling second-hand beanbag stuffed animals, primarily but not exclusively, Plaintiff’s Beanie Babies over the Internet using the domain name bargainbeanies.com. This case went on to explain the different kinds of dilution. 
· Rule: Generally, at least three “possibilities” [harms caused from dilution]
· (1) Blurring
· (2) Tarnishment
· (3) Appropriation of Brand’s Aura “free riding”
· Holding: Defendant not liable. 
· Blurring: takes place when a single term activates multiple, non-confusing associations in a consumer’s mind; an unrelated, non-confusing mark similar to a famous mark adds new associations to a preexisting network, which slows processing time, especially if the junior mark has a very different meaning than the senior mark
· Tarnishment: negative meanings attach to the senior mark directly, rather than being mediated through a second, unrelated product
· Free Riding: not included in federal statute but may be viable under state law; focuses on the mental processes of the junior user’s customers, not the senior user’s, but is otherwise quite similar to the definition of blurring 
State Law Dilution
· The 1964 Model State Trademark Act: included causes of action for dilution; most states’ dilution statutes are modeled after the ’64 Model State Trademark Act
· State Causes of Action (developed before federal): state cases are helpful to better understand dilution because there are not a lot of federal cases and the federal law on point is new (and then revised)
· More than 20 states circa 1989, most states now
· Likely to cause dilution standard for MOST states
· Mead Data v. Toyota (Concurrence)
· Facts: NY State Dilution Claim. Plaintiff, the owner of the mark LEXIS used for computer assisted legal research, filed suit to enjoin Toyota from using LEXUS in connection with the luxury car; Majority held LEXIS is not a famous mark because it only is used by lawyers and accountants. Concurrence disagreed because the statute only requires that the mark be famous in the “consuming” public, otherwise only nationally known marks would be able to file dilution claims; concurrence also disagreed with how the majority defined the likelihood of confusion concept. 
· Standard of Review [2nd Circuit]: Findings on Factors are findings of fact to which the “clearly erroneous” standard applies, but the Balancing of the factors is a legal conclusion subject to de novo appellate review
· Rule: NY General Business Law §368-d requires two elements: (1) an extremely strong mark—either because of mark’s distinctiveness itself or acquired secondary meaning and; (2) likelihood of dilution
· Likelihood of Dilution Factors:
· (1) Similarity of the marks
· The more similar, the higher the likelihood of dilution
· Differences in context and physical appearance reduce similarity 
· (2) Similarity of the products covered by the marks
· Similarity increases the likelihood of blurring b/c dilution protects selling power, so relief is available particularly in an area of normal expansion of the trademark owner’s business
· (3) Sophistication of consumers
· Sophisticated consumers reduces likelihood that junior mark will blur senior mark’s
· (4) Predatory Intent
· Increases likelihood of blurring; predatory intent requires a showing that the junior user adopted its mark hoping to benefit commercially from association with the senior mark
· (5) Renown of the Senior mark
· (6) Renown of the Junior mark
· Analysis: First, the concurring judge found LEXIS is a strong mark capable of dilution because it is a suggestive or arbitrary mark, it had a strong selling power to the consuming public (lawyers & accountants) and has spent considerable time and money in promoting the mark. Second, the concurrence held that while the pronunciation of the marks are the same, the context and physical appearance undercut similarity, the two parties products are dissimilar, the consumers are sophisticated, Toyota did not act with predatory intent, LEXIS is a famous mark among its primary consumers but not the general public, and LEXUS is more famous nationally than plaintiff’s mark. 
· Holding: No dilution by blurring found. 
Federal Dilution Statute
· 15 U.S.C. §1125(c) [Lanham Act 43(c)] Dilution by Blurring; Dilution by Tarnishment
· Injunctive Relief. Subject to the principles of equity, the owner of a famous mark that is distinctive, inherently or through acquired distinctiveness, shall be entitled to an injunction against another person who, at any time after the owner’s mark has become famous, commences use of a mark or trade name in commerce that is likely to cause dilution by blurring/tarnishment of the famous mark, regardless of the presence or absence of actual or likely confusion, of competition, or of actual economic injury. 
· A mark is FAMOUS if it is widely recognized by the general consuming public of the United States as a designation of source of the goods or services of the mark’s owner. Relevant factors include:
· (1) Duration, extent, and geographic reach of advertising and publicity of the mark, whether advertised or publicized by the owner or third parties
· (2) Amount, volume, and geographic extent of sales or goods or services offered under the mark
· (3) Extent of actual recognition of the mark
· (4) Whether the mark was registered under the Act of March 3, 1881, or the Act of February 20, 1905, or on the principal register
· Dilution by BLURRING: an association arising from the similarity between a mark or trade name and a famous mark that impairs the distinctiveness of the famous mark. Relevant factors include:
· (1) Degree of similarity between the mark or trade name and the famous mark
· (2) Degree of inherent or acquired distinctiveness of the famous mark
· (3) Extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark
· (4) Degree of recognition of the famous mark
· (5) Whether the user of the mark intended to create an association with the famous mark
· (6) Any actual association between mark and famous mark
· Dilution by TARNISHMENT: an association arising from the similarity between a mark and a famous mark that harms the reputation of the famous mark
· History of Federal Dilution
· 1988 Revision to Lanham Act to include dilution
· Mosely v. V Secret Catalog (US 2003): standard= ACTUAL dilution must be shown
· Trademark Dilution Revision Act… 2006: new standard: LIKELIHOOD of dilution [reversed actual dilution standard]
Dilution by Blurring
· Test: Likelihood of DILUTION, not likelihood of confusion…
· Definition: Blurring – the whittling away the value of a mark—causing it to lose its distinctiveness—reducing inherent power to identify mark holder as source of goods
· Mead Data v. Toyota [see above]: NY state law dilution by blurring case
· Elements: (1) Extremely strong mark; (2) Likelihood of Dilution
· Factors to Determine “Blurring”: The Sweet Factors
· (1) Similarity of the Marks
· (2) Similarity of the Products Covered by the Marks
· (3) Sophistication of Consumers
· (4) Predatory Intent
· (5) Renown of the Senior Mark
· (6) Renown of the Junior Mark
· National Pork Board v. Supreme Lobster & Seafood Company
· Facts: Plaintiff owns the mark THE OTHER WHITE MEAT and opposed the Defendant salmon company for THE OTHER RED MEAT. Plaintiff’s mark was held to be famous. 
· Holding: Opposition sustained because the famous mark had an awareness and recognition at such a high level of public perception to clearly support a finding of fame in the rare cases where the Board has found likelihood of dilution by blurring.  
Dilution by Tarnishment
· Hormel v. Henson
· Rule: Tarnishment exists where the Plaintiff’s mark will suffer negative associations through defendant’s use
· Typically: Shoddy Quality (i.e. knock-off goods) or Unwholesome/ Unsavory Context (i.e. porn)
· PowerPoint Notes: The goods are NOT competing [not part of dilution elements, but it helps figure out what is going on in case of potential dilution] 
· The use was a Parody—Henson (Defendant) does not seek to ridicule SPAM in order to sell more of its competitive products; rather, the parody is part of the product itself
· Dilution v. Comparative Ads: Altering mark in comparative ads… consider “the degree to which the mark is altered and the nature of the alteration”
· OK as long as not altering mark
· OK to spoof mark for noncompetitive products
· OK if a satirist is only engaged in parody and not selling a product
· V Secret Catalogue, Inc. v. Moseley
· Facts: Victoria Secret filed a suit against Defendant for using “Victor’s Little Secret” as the trade name of a sex shop. This case interpreted the newly enacted 43(c) dilution by tarnishment statute. 
· Rule: Statute should be interpreted to create a rebuttable presumption, or a very strong inference, that a new mark used to sell sex-related products is likely to tarnish a famous mark if there is a clear semantic association between the two, placing the burden on the owner of the new mark to come forward with evidence that there is no likelihood or probability of tarnishment. Evidence can be in form of expert testimony or surveys or polls or customer testimony
· Holding: Victoria Secret won. 
· Analysis: Case law is clear that the creation of an “association” between famous mark and lewd or bawdy sexual activity disparages and defiles the famous mark and reduces the commercial value of its selling power. Defendant did not rebut the presumption.
· Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC. 
· Facts: LV sued Defendant for creating a line of dog toys that parodies luxury brands, specifically Defendant’s “Chewy Vuitton” toy that resembled LV’s trademarks. LV is clearly a famous mark. 
· Holding: Defendant’s use was a parody and did not cause dilution by blurring or tarnishment. 


FALSE ADVERTISING 

· 15 USC §1125(a)(1)(B) [Lanham Act §43(a)(1)(B)]
· Any person who, on or in connection with any goods or services, or any container for goods, uses in commerce any word, term, name, symbol, or device, or any combination thereof, or any false designation of origin, false or misleading description of fact, or false or misleading representation of fact, which… (B)… shall be liable in a civil action who believes that he or she is likely to be damaged by such act
· (A) is likely to cause confusion or cause mistake or to deceive as to the affiliation, connection or association… or as to the origin, sponsorship, or approval of his or her goods (false designation of origin)
· (B) in commercial advertising or promotion, misrepresents the nature, characteristics, qualities, or geographic origin of his or her or another person’s goods, services, or commercial activities
· Two Types of False Representations
· (1) Literally or Explicitly False [“Literal Falsehood”]
· Court may grant relief without reference to the advertisement’s impact on the buying public
· Plaintiff must show: False representation in advertising & Plaintiff is likely to suffer irreparable harm
· (2) Impliedly False
· Must consider the advertisement’s impact on the buying public
· Representation must cause consumer confusion—Use market surveys to show consumer confusion
· Plaintiff has the burden to show misleading or confuse the public
Commercial Advertising or Promotion
· What is commercial advertising or promotion within the meaning of §1125(a)(1)(B)?
· Ask is it…
· (1) Commercial Speech
· (2) By directly competitive defendant
· (3) For the purpose of influencing consumer
· (4) Disseminated sufficiently to the relevant purchasing public so as to constitutes advertising or promotion within that industry
· Gordon and Breach Science Publishers v. American Institute of Physics
· Fashion Boutique v. Fendi
Literal Falsehood
· Coca-Cola Co. v. Tropicana Prods Inc. 
· Facts: Coke, the maker of Minute Maid OJ, sued Tropicana under the Lanham Act for false advertising after Tropicana aired a 30-second commercial with Bruce Jenner saying “It’s pure, pasteurized juice as it comes from the orange” and the audio stating “It’s the only leading brand not made with concentrate and water.” Coke claimed commercial is false because it incorrectly claims that Tropicana’s OJ contains unprocessed, fresh-squeezed juice when in fact the juice is pasteurized. 
· Holding: Coke entitled to preliminary injunction to enjoin the Jenner commercial to be broadcasted
· Rule: Plaintiff must prove defendant has used a false description of representation in defendant’s advertising or promotion.
· First: Irreparable harm is proven when the court finds that sales of the plaintiff’s products would probably be harmed if the competing products’ advertising tended to mislead consumers in the manner alleged.
· Second: When a merchandising statement or representation is literally or explicitly false, the court may grant relief without reference to the advertisement’s impact on the buying public. When the challenged advertisement is implicitly false, its tendency to violate the Lanham Act by misleading, confusing, or deceiving should be tested by public reaction. 
· Reasoning: Tropicana’s statements in the Jenner commercial were facially false and was clearly a misrepresentation as to the OJ’s inherent quality or characteristic
· United Industries Corp v. Clorox Co. 
· Facts: Two roach bait competitors sued over Maxattrax commercial where the commercial showed a generic roach bait product that looks similar to Clorox’s Combat brand. 
· Holding: Maxattrax commercial was not explicitly or implicitly false. Clorox lost. 
· Schick Manufacturing Inc. v. The Gillette Company
· Facts: Schick sued Gillette for false advertising based on Gillette’s commercial for its M3 Power Razor System, which was made up of an animation that showed hair extension and angle changing and a voice over stating “… Micro-pulses raise the hair, so you can shave closer in one power stroke.” Schick asserts the commercial is false in three ways: (1) asserts the razor changes the angle of beard hairs; (2) portrays a false amount of hair extension; (3) asserts that the razor raises or extends the beard hair.
· Holding: Any claims with respect to changes in angle and the animated portion of Gillette’s ad are literally false. 
· Rule: A defendant cannot argue that a TV ad is “approximately” correct or, alternatively, simply a representation in order to excuse a TV ad or segment thereof that is literally false. A party may not distort an inherent quality of its product in either graphics or animation. Only an unambiguous message can be literally false. 
· Clorox Co Puerto Rico v. Proctor & Gamble Commercial Co. 
· Facts: Clorox sued P&G after P&G did not cease to run ads for it’s “Ace with Whitener” liquid laundry detergent. Clorox sought to permanently enjoin P&G from “making any claims that Act gets clothes ‘the whitest possible,’ without the use of Clorox.” Clorox alleged three claims: literal falsity, misleading advertisement and puffery. 
· Rule: A plaintiff can succeed on a false advertising claim by proving either that the ad is false on its face or that the ad is literally true or ambiguous but likely to mislead and confuse consumers. If literally false, the court may grant relief without considering evidence of consumer reaction. If misleading, the plaintiff must show how consumers have actually reacted to the challenged ad rather than merely demonstrating how they could have reacted. 
· Literal Falsity: First, a fact finder must determine the claim conveyed by the ad. Second, the fact finder must evaluate whether that claim is false, which can be determined by explicit claims and any claims the ad conveys by necessary implications, which is when considering the ad in its entirety, the audience would recognize the claim as readily as if it had been explicitly stated
· Misleading Advertising: The plaintiff has the burden of proving that a substantial portion of the audience for that advertisement was actually misled. Most often proven by consumer survey data
· Puffing: exaggerated advertising, blustering, and boasting upon which no reasonable buyer would rely; but a specific and measurable ad claim of product superiority is not puffery; puffery are vague or subjective statements
· Holding: Vacated 12(b)(6) dismissal because Clorox did state a claim for literal falsity for the name Ace with whitener and literal falsity & misleading with respect to the past and modified television commercials and the promotional brochure. 
Misleading Representation
· Coors Brewing Co v. Anheuser-Busch Co. 
· Facts: Natural Light created an advertising campaign to attack Coors Light, which consisted of a TV commercial, point-of-sale promotions and radio ads. Coors sued claiming misleading advertising, citing three falsehoods in the Natural Light advertisements: (1) that Natural Light is not also made by a process of “high gravity” brewing; (2) that all of the Coors Light sold in the Northeast has been “blended” with Virginia water; and (3) that there is a difference between Colorado Coors and Virginia Coors. 
· Holding: Coors failed to prove the challenged commercial is likely to mislead consumers. 
· Reasoning: Coors survey data it collected used a leading question, which their attorney heavily relied on. The court reasoned the leading question did not produce accurate results, thus the plaintiff’s statistical evidence to support a misleading advertising claim failed. 
Standing to Assert False Advertising Claim
· Who has standing? ONLY COMPETITORS
· Serbin v. Ziebart International Corp 
· Consumers may not sue under section 43(a); when authorizing federal courts to deal with claims of false advertising, the federal courts do not entertain claims brought by consumers
· No consumer standing no matter how pissed off the consumer might be—Consumers can use the FTC 
· Ortho Pharmaceutical Corp v. Cosprophar Inc. 
· While a plaintiff must show more than a “subjective belief” that it will be damaged, it need not demonstrate that is in direct competition with the defendant or that it has definitely lost sales because of the defendant’s advertisements 
· The likelihood of injury and causation will not be presumed, but must be demonstrated in some manner
· A more substantial showing is required where the plaintiff’s products are not obviously in competition with the defendant’s products, or the defendant’s advertisements do not draw direct comparisons between the two 
· Famous Horse v. 5th Avenue Photo
· “Reasonable Interest” Approach: In order to establish standing under the Lanham Act, a plaintiff must demonstrate (1) a reasonable interest to be protected against the alleged false advertising and (2) a reasonable basis for believing that the interest is likely to be damaged by the alleged false advertising.
· Competition is a factor that strongly favors standing, but not an absolute requirement for standing 

INTERNET DOMAIN NAMES

Anti-Cybersquatting Consumer Protection Act
· 15 USC §1125(d)(1) [Lanham Act §43(d)(1)]
· Cyberpiracy: (1)(A): A person shall be liable in a civil action by the owner of a mark [any mark PROTECTED under Lanham Act], including a personal name which is protected as a mark under this section, if, without regard to the goods or services of the parties, that person—
· (i) Has a BAD FAITH intent to profit from the mark… and 
· (ii) Registers, traffics in, or uses a domain name that—
· (I) In the case of a mark that is distinctive at the time of registration of the domain name, is identical or confusingly similar to that mark
· (II) In the case of a famous mark that is famous at the time of registration of the domain name, is identical or confusingly similar to or dilutive of that mark
· (III) Is a trademark, word, or name protected by reason of section 706 of title 18 or section 220506 of title 36, United States Code
· (B): In determining whether a person has a bad faith intent, a court may consider factors such as, but not limited to—
· (I) The trademark or other IP rights of the person, if any, in the domain name
· (II) The extent to which the domain name consists of the legal name of the person or a name that is otherwise commonly used to identify that person
· (III) The person’s prior use, if any, of the domain name in connection with the bona fide offering of any goods or services
· (IV) The person’s bona fide noncommercial or fair use of the mark in a site accessible under the domain name
· (V) The person’s intent to divert consumers from the mark owner’s online location to a site accessible under the domain name that could harm the goodwill represented by the mark, either for commercial gain or with the intent to tarnish or disparage the mark, by creating a likelihood of confusion as to the source, sponsorship, affiliation, or endorsement of the site
· (VI) The person’s offer to transfer, sell, or otherwise assign the domain name to the mark owner or any third party for financial gain without having used, or having an intent to use, the domain name in the bona fide offering of any goods or services, of the person’s prior conduct indicating a pattern of such conduct
· (VII) The person’s provision of material and misleading false contact information when applying for the registration of the domain name, the person’s intentional failure to maintain accurate contact information, of the person’s prior conduct indicating a pattern of such conduct
· (VIII) The person’s registration or acquisition of multiple domain names which the person knows are identical or confusingly similar to marks of others that are distinctive at the time of registration of such domain names, or dilutive of famous marks of others that are famous at the time or registration of such domain names, without regard to the goods or services of the parties
· (IX) The extent to which the mark incorporated in the person’s domain name registration is or is not distinctive and famous within the meaning of §43(c)(1)
· Bad faith intent described under (A) shall NOT be found in any case in which the court determines that the person believed and had reasonable grounds to believe that the use of the domain name was a fair use or otherwise lawful
· (C) In any civil action involving the registration, trafficking, or use of a domain name, a court may order the forfeiture or cancellation of the domain name or the transfer of the domain name to the owner of the mark
· Fagnelli Plumbing Company v. Gillece Plumbing and Heating, Inc. 
· Facts: Plaintiff and Defendant are competitors in the plumbing and heating services in Western Pennsylvania; Defendant registered www.fagnelli.com from GoDaddy. After one of Plaintiff’s long time customers was misdirected to Defendant’s site when looking for Plaintiff and the cease and desist letter was ignored, Plaintiff filed suit alleging cybersquatting as a violation of the ACPA.
· Rule: Plaintiff has the burden of establishing that: (1) the mark is a distinctive mark entitled to protection; (2) Defendant’s registration of the domain name incorporating the mark is identical or confusingly similar to Plaintiff’s mark; and (3) Defendant registered the domain name with the bad faith intent to profit from it. 
· Distinctiveness Proven (3rd Circuit Test): (1) degree of inherent or acquired distinctiveness of the mark; (2) the duration and extent of use of the mark in connection with the goods or services with which the mark is used; (3) the duration and extent of advertising and publicity of the mark; (4) the geographical extent of the trading area in which the mark is used; (5) the channels of trade for the goods and services with which the mark is used; (6) the degree of recognition of the mark in the trading areas and channels of trade used by the marks’ owner and the person against whom the injunction is sought; (7) the nature and extent of use of the same or similar mark by third parties
· Reasoning: After finding Plaintiff’s mark “Fagnelli” is distinctive and confusion was established by potential and actual evidence of confusion, the Court applied the bad faith intent factors which it held cut in Plaintiff’s favor because Defendant had no IP rights in the fagnelli.com domain name, the domain name was not consistent with Defendant’s name, the Defendant had not legitimately used the domain name in connection with offering its services, Defendant’s use is not fair use or a noncommercial use of the domain name, Defendant registered a domain name which was a variation of a direct competitors official website, Defendant had a pattern of behavior established by aditting it registered close to 100 other comain names containing in whole or in part the names of other competitors in Western Pennsylvania, the “Fagnelli” mark is distinctive in the Western District of Pennsylvania, Defendant had no bona fide reason other than to limit competition
· Holding: Defendant’s had a bad faith intent to profit from Plaintiff’s goodwill, either for their own commercial gain or to deprive Plaintiff of potential customers. 
· Sport’s Farm LLC v. Sportsman’s Market, Inc. 
· Facts: Sportsman’s Market was a well-known mail-order company for aviation accessories and adopted the mark SPORTYS in the 1960s and registered in in 1985. Omega registered the domain name sportys.com and launched a side business selling Christmas Trees called “Sporty’s Farm” after Omega decided to launch a company that would be in direct competition with Sportsman’s Market. Omega sued for declaratory judgment that it could continue to use the sportys.com domain name and Sportsman countersued. This was the first case decided under the newly enacted ACPA and was decided by the 2nd Circuit. 
· Holding: Sporty’s Farm acted with a “bad faith intent to profit” from the domain name sportys.com under the ACPA
· Reasoning: In applying the bad faith factors, Sportsman’s mark was distinctive and sportys.com was confusingly similar to the mark; Omega had no IP rights in the mark, made no use of the domain name until after litigation began, no proof of fair or noncommercial use of the mark; and looking beyond the factors, the court found relevant that Omega registered sportys.com for the primary purpose of keeping Sportsman from using it after it was fully aware that SPORTYS was a strong mark for consumers of aviation products and after Omega decided to enter into direct competition for those consumers
· Southern Company v. Dauben Inc. 
· Facts: Plaintiff owned federal and state trademarks for SOUTHERN COMPANY and the domain name southerncompany.com. Plaintiff filed a motion for a preliminary injunction against Defendant under the ACPA for the domain names sotherncompany.com and southerncopany.com, which were linked to websites that provided pay-per-click advertising for real estate and employment companies in the southern United States. The district court granted Plaintiff’s preliminary injunction. 
· Holding: Reversed by 5th Circuit, vacated the district court’s order granting the preliminary injunction. 
· Analysis: For a preliminary injunction to be granted, a court must consider a plaintiff’s likelihood of success on the merits as well as any irreparable injury that plaintiff could face. First, the 5th Circuit agreed with Defendant that the ACPA’s fair use provision applies when discussing the likelihood on the merits, which the district court failed to take into account. Second, the likelihood of confusion test is different/ more comprehensive than the test for “confusingly similar” under the ACPA. Third, the district court did not find any irreparable harm to Plaintiff because it did not describe how the CONTENT of the defendant’s site threatens injury to plaintiff, the court made no finding on HOW the navigational miscue in this case might injure Southern. 
· Land’s End, Inc. v. Remy
· Facts: Plaintiff operates a business selling clothes under the URL www.landsend.com. Plaintiff had an affiliate program, where affiliates would earn 5% commission on the purchase if a consumer was linked to the plaintiff’s site from an affiliate. Defendants were affiliates and simultaneously had a “typo-squatting” scheme with derivatives of plaintiff’s mark. Plaintiff sued under the ACPA, although not classic cybersquatting, plaintiff alleged that defendant’s nevertheless profited from ownership of a domain name based on plaintiff’s distinctive mark. 
· Holding: The ACPA applies to this “typo-squatting” case because bad faith can be inferred; Defendant’s were using the typo-squatting domain names to obtain 5% commission on sales for which plaintiff would otherwise have received 100% profit. 
· Gopets Ltd. v. Hise
· Facts: Defendants registered the domain name www.gopets.com in 1999. Plaintiff began using the mark GoPets in 2004 and filed an application to register the mark on September 30, 2004, which was registered in November 2006, with the first use of the term in commerce occurred on August 20, 2004. Plaintiff’s tried numerous times to purchase the domain name from Defendant, but to no avail. Plaintiff’s filed a UDRP claim with WIPO, but the arbitrator ruled for Defendant because the domain name was not initially registered in bad faith. Negotiations ensued, with Plaintiff’s offering $40,000, and Defendant countering with $5 million and threatening suit. Meanwhile, Defendant registered additional domain names similar to GoPets mark. 
· Holding: “Registration” refers only to the initial registration; the registering of additional domain names that were confusingly similar the time GoPet’s became distinctive showed bad faith intent to profit and violated the ACPA; while registration of a domain name without more does not constitute trademark infringement, thus registering the additional domain names did not violate the Lanham Act, but putting text on the gopets.com site indicating it was “GoPets.com the official online website” did violate the Lanham Act
· Verizon California Inc. v. Navigation Catalyst Systems Inc. 
· Facts: Plaintiff filed suit against Defendant for registering confusingly similar domain names. Defendant registered the domain names from Basic Fusion, which included a five-day “Add Grace Period” to determine the amount of traffic a domain name generates; Defendant argued that this was “reserving” a name and thus did not meet the statutory requirement of “registration,” which the court disagreed because either would entitle Defendant to the exclusive control and use of the names at issue for at least some period of time. Defendant had done this practice with at least 126 confusingly similar marks. 
· Holding: A bad faith intent to profit was shown, thus the court granted Plaintiff’s preliminary injunction.  
ACPA in rem Jurisdiction
· 15 USC §1125(d)(2) [Lanham Act §43(d)(2)] 
· The owner of a mark may file an in rem civil action against a domain name in the judicial district in which the domain name registrar, domain name registry, or the domain name authority that registered or assigned the domain name is located if—
· (i) The domain name violates any right of the owner of a mark registered in the PTO, or protected under (a) or (c); and
· (ii) The court finds that the owner—
· (I) Is not able to obtain in personam jurisdiction over a person who would have been a defendant in a civil action under paragraph (1); or
· (II) Through due diligence was not able to find a person who would have been a defendant in a civil action under paragraph (1)
· Remedies: The remedies in an in rem action shall be limited to a court order for the forfeiture or cancellation of the domain name or the transfer of the domain name to the owner of the mark
· The in rem jurisdiction shall be in addition to any other jurisdiction that otherwise esists, whether in rem or in personam
· Immunity for Registrars and Registries: 15 USC §1125(d)(2)(D): The domain name registrar or registry or other domain name authority shall not be liable for injunctive or monetary relief under this paragraph except in the case of bad faith or reckless disregard, which includes a willful failure to comply with any such court order
· Where the identity and address of the registrant is known and in personam jurisdiction is possible, a §43(d)(2) in rem cause of action is not available
· Harrods Limited v. Sixty Internet Domain Names
· Of Note: The in rem provision of §1125(d)(2) covers bad faith claims under §1125(d)(1), infringement under §1114 and §1125(a), and dilution claims under §1125(c)
· Cable News Network L.P. v. CNNEWS.com
· Facts: CNN sued Defendant for use of the domain name cnnews.com. Defendant was a Chinese news outlet and alleged that CN was an abbreviation for China. CNN filed an in rem claim because no American court has in personam jurisdiction over the Chinese Defendants. CNN prevailed on likelihood of confusion but failed to show dilution. An in rem ACPA claim requires a showing of bad faith intent to profit.
· Rule: To prevail in ACPA in rem suit, plaintiff must establish:
· (1) The suit was brought in the jdx where the registrar, registry, or registrar certificate for the infringing domain name is located
· (2) In personam jdx over a person or entity who would have been a defendant in an in personam civil action does not exist or that such a person is unable to be found through due diligence
· (3) Each of the elements of the underlying claim are established in the factual record as a matter of law
· (4) Whether Defendants acted with bad faith in registering or using the domain name
· Holding: CNN won.
· Because the in rem proceeding concerns a res (the registration) localized in the U.S., the nationality or residence of the parties should not matter
· In-Rem Actions in non-ACPA cases? If a domain name (the defendant) infringes or dilutes a mark, can a plaintiff sue the domain name in rem?
· A: Split in circuits, the 4th Circuit says yes citing to §1125(d)(2)(A): “in rem action is available if (i) the domain name violates ANY right of the owner…
Uniform Dispute Resolution Policy (“UDRP”)
· UDRP Prima Facie Elements: Complainant has burden to prove all of the following three elements:
· (1) D.N. is identical or confusingly similar to Complainant’s Mark
· Same language as ACPA, NOT likelihood of confusion test, ignore Top-Level-Domain string
· (2) Respondent has no rights or legitimate interest in the D.N. 
· Three expressly enumerated defenses, but more available
· (1) Before notice of dispute, use or preparation to use in connection with a bona fide offering of goods or services—unlawful is not bona fide
· (2) Commonly known by the domain name
· (3) Legitimate noncommercial or fair use of domain name without intent to misleading divert consumers or tarnish mark
· (3) Respondent registered and is using D.N. in bad faith
· Four expressly enumerated circumstances of bad faith, but more available
· (1) Acquired primarily to sell to Complainant/ mark owner for CASH MONEY
· (2) To prevent mark owner from using it—must also show pattern
· (3) Primarily for the purpose of disrupting the business of a competitor
· (4) Intentionally attempted to attract, for commercial gain, Internet users to your web site by creating a likelihood of confusion with the complainant’s mark
· Implementing UDRP Decisions
· Timeline: 10 business days for registrant to file suit—suit should be filed in selected mutual jdx, but if not see `5 USC §1114(d)(2)(D)(i)(II)
	
	UDRP
	ACPA

	Jurisdiction
	Complainant selects the dispute resolution provider from a list of ICANN accredited providers. All registrants consent to UDRP resolution by any of ICANN’s accredited providers when they register their domain names.
	TM owner suing under ACPA selects the forum (subject to personal jdx). ACPA also provides for in rem proceedings…

	Elements of Claim
	Bad faith registration and use of a domain name identical or confusingly similar to mark in which complainant had rights and registrant had neither rights nor legitimate interests.
	Bad faith intent to profit from the mark; Registration, use or trafficking in a domain name identical or confusingly similar to the mark, or dilutive of a famous mark that was famous at the time of registration of the domain name

	Bad Faith
	Non-exclusive list or bad faith and legitimate interests factors
	Non-exclusive list of factors

	Adjudicator
	ICANN-accredited arbitration organizations, which are private attorneys or law professors typically experts in trademark law
	Tried before generalist federal district judges not specialized in trademark law

	Cost & Timing
	Quick and inexpensive compared to ACPA. UDRP proceedings, which include only a complaint and answer with no additional discovery or motion practice, are much less expensive than filing a federal lawsuit. A domain name case filed with the WIPO Center normally concludes within two months, involving one round of limited pleadings and using mostly online procedures. Default judgments are common.
	Amount of time that a federal suit will take depends on whether the registrant appears and contests the complaint. If no appearance, then default judgment entered

	Remedies
	UDRP is binding, but does not preclude subsequent resort to courts: parties involved can commence litigation under ACPA either before or after the proceeding. The only remedy is the cancellation or transfer of the domain name
	Injunctive relief, election or actual or statutory damages, the possibility of attorney’s feeds, and forfeiture, cancellation, or transfer of the domain name 



· ICANN: one of the key functions of ICANN is to create and administrate disputes over domain names; one of the factions at the negotiating table was the Trademark Lobby, who pressured US Gov’t, who pressured ICANN, thus ICANN enacts UDRP
· UDRP Procedural Issues
· Dispute Providers: WIPO, National Arbitration Forum, CPR Institute for Dispute Resolution
· # of Panel Member: one or three members
· Payment of Fees: WIPO-- $1,500; NAF-- $1,300 
· Language of Proceeding—same language of registration agreement
· Time deadline
· UDRP Deadlines
· Complainant gets 5 days to correct deficiencies in its complaint
· Respondent only gets 20 calendar days to respond to complaint: find lawyer, gather evidence, prepare reply
· Panel Decision within 14 days to reach decision 
· UDRP Shortcomings: NO Opportunity to be Heard
· Complainant picks dispute provider
· Complainant pays dispute provider (who pays panel member)
· Page Limit 10 pp. (or word count)
· No direct or cross examination
· No discovery, witnesses or cross exam
· Shortened deadlines
· UDRP for TM-related cases?
· This is a very fact intensive inquiry… UDRP is NOT a good framework for TM-related disputes
· Dial-A-Mattress Operating Corp. v. Christopher E. Moakely
· Facts: The domain name at issue is 1-800mattress.com, where Complainant owns the service mark for 1-800-Mattress and has used the trade mark since 1994. Respondent, a former employee, registered the domain name on February 7, 2000.  Complainant seeks to transfer the domain name and filed UDRP claim.
· Rule: To obtain a decision that a domain name should be either cancelled or transferred, three elements must be proven:
· (1) The domain name registered by Respondent is identical or confusingly similar to a trademark in which the Complainant has rights
· (2) The Respondent has no rights or legitimate interests with respect to the domain name (burden is shifted to Respondent to prove after prima facie case is shown that it has legitimate interests or rights)
· Before any notice to it of the dispute, the respondent’s use of, or demonstrable preparation to use, the domain name or a name corresponding to the domain name in connection with a bona fide offering of goods or services
· Respondent has been commonly known by the domain name
· Respondent is making a legitimate noncommercial or fair use of the domain name, without intent for commercial gain
· (3) The domain name has been registered and is being used in bad faith
· Circumstances indicating that the Respondent registered or acquired the domain name primarily for the purpose or selling, renting, or otherwise transferring the domain name to Complainant or competitors
· Registered domain name in order to prevent the owner of the trademark from reflecting the mark in a corresponding domain name, Respondent had engaged in a pattern of conduct
· Registered primarily for the purpose of disrupting the business of a competitor
· Respondent intentionally is using the domain name in an attempt to attract, for commercial gain, Internet users to its website or other on-line location, by creating a likelihood of confusion with Complainant’s mark as to the source, sponsorship, affiliation, or endorsement of the Respondent’s website or location or of a product or service on its website or location 
· Holding: Domain name transferred to Complainant.
CA Cybersquatting Statute  
· Cal Bus & Prof. Code §17525(a)
· It is unlawful for a person, with a bad faith intent to register, traffic in, or use a domain name, that is identical or confusingly similar to the personal name of another living person or deceased personality, without regard to the goods or services of the parties

REMEDIES

Injunctive Relief: Injunctions
· Nova Wines v. Adler Fels Winery
· Facts: Plaintiff has an exclusive right to use, on wine, the registered trademark “Marilyn Monroe.” Defendant created a wine that had a picture of Marilyn Monroe on the bottle. Plaintiff filed suit for trademark infringement. 
· Rule: A preliminary injunction is a provisional remedy, the purpose of which is to preserve status quo and to prevent irreparable loss of rights prior to the final disposition of the litigation. 
· A plaintiff seeking a preliminary injunction must demonstrate either… 
· (1) A likelihood of success on the merits and the possibility of irreparable injury; OR 
· In trademark case, plaintiff must establish likelihood of confusion for infringement
· Once plaintiff has demonstrated a likelihood of confusion, it is ordinarily presumed that the plaintiff will suffer irreparable harm is injunctive relief is not granted
· (2) That serious questions going to the merits have been raised and the balance of hardships tips sharply in the plaintiff’s favor
· The components of the two tests together with the added consideration of the public interest, operate on a sliding scale
· The less the court is likelihood of cusses on the merits, the more the plaintiff’s must convince the court that the public interest and balance of hardships tip in their favor
· Analysis: The court applied the Sleekcraft factors and found they all weighed in favor of Plaintiff. The court also analyzed the 9th Circuits “balance of hardships” finding Plaintiff may suffer irreparable damage to the reputation and goodwill, while Defendant was not able to demonstrate any hardship given the large number of images Defendant could use and that it hasn’t released its wine into the market yet; also undue delay was not found
· Holding: Court grants plaintiff’s motion for a preliminary injunction
· PowerPoint: A plaintiff must demonstrate
· Likely to succeed on the merits
· Likely to suffer irreparable harm in the absence of preliminary relief—no presumption of irreparable harm
· The balance of equities tip in plaintiff’s favor
· An injunction is in the public interest
Injunctive Relief: Disclaimers
· HBO v. Showtime
· Facts: HBO sued Showtime for slogans [Showtime & HBO. It’s Not Either/Or Anymore] Showtime featured on a number of materials displayed or distributed at or near the National Cable Television Association Convention. HBO asserts the slogan is confusing because it suggests that HBO and Showtime have merged or are engaged in a cooperative promotional campaign. Showtime, as a defense, points to the fact that some of the materials contained disclaimers stating that HBO and Showtime were unrelated services. 
· Rule: A disclaimer can avoid the problem of objectionable infringement by significantly reducing or eliminating consumer confusion by making clear the source of the product. The infringing user is required to demonstrate the effectiveness of the proposed disclaimers. 
· Holding: Showtime’s use of disclaimer insufficient to correct public perception and Showtime did not meet heavy burden to use HBO’s mark
· Soltex Polymer Corp. v. Fortex Industries, Inc. 
· Facts: After a finding of likelihood of confusion between Plaintiff’s FORTIFLEX mark for raw materials sold to manufacturers that make plastic products and Defendant’s FORTIFLEX mark on various containers, the court refused to enjoin use of the mark and instead ordered defendant’s to use a disclaimer on certain containers. 
· Rule: Relief granted should be no broader than necessary to cure the effects of the harm caused and the district court has a wide range of discretion in equitable relief. 
· Disclaimers can be used to avoid the problem of objectionable infringement by significantly reducing or eliminating consumer confusion by making clear the source of a product
· Disclaimer should be in close proximity to the infringing statement
· The infringer bears the burden to demonstrate the effectiveness of the proposed disclaimer
Injunctive Relief: Recalls & Destructions
· Perfect Fit Indus. v. Acme Quilting Co. 
· Of Note: Imposition of a recall requirement is well within the district court’s broad powers as a court of equity. State law does not govern the scope of the equity powers of the federal court. An argument of a recall being unduly burdensome is typically unpersuasive. 
· Courts have broad powers to fashion equitable relief—as long as a court is not abusing its discretion, these remedies are enforceable
· 15 USC §1118: “In any action arising under this Act, in which a violation of any right of the registrant of a mark registered in the PTO, a violation under 43(a), or a willful violation under 43(c), shall have been established, the court may order… [the infringement] shall be delivered up and destroyed
Monetary Relief: Profit and/or Damages
· Taco Cabana v. Two Pesos
· Facts: [Trade Dress Case, court held a distinctive trade dress does not require a showing of secondary meaning to be actionable. Taco Pesos intentionally and deliberately infringed Taco Cabana’s trade dress]
· Rule: Enhanced damages may be based on a finding of willful infringement, but cannot be punitive
· Recovery of Defendants Profits and Damages under 15 USC §1117(a)
· Recovery of Defendant’s profits
· Recovery of damages sustained sustained by plaintiff
· Costs of the action; AND
· Attorney’s Fees
· For violations of…
· 1114(1)
· 1125(a)
· 1125(c)
· 1125(d)
· 15 USC §1117(a): Award of defendant’s profits—increase or decrease by any amount if the court finds the profit recovery is “either inadequate or excessive”
· Award of damages sustained by plaintiff—adjusted upward to 3x (treble damages)
· Courts must treat both adjustments separately
· Treble Damages: 15 USC §1117(b): For action under §1114(1)(a) involving use of a counterfeit mark—the court shall award treble damages, unless the court finds extenuating circumstances
· BUT NOT as a penalty
· Statutory Damages: 15 USC §1117(d): Statutory Damages $1,000-$100,000 per domain name for violation of §1125(d)(1), the Plaintiff may elect, at any time before final judgment is rendered by the trial court, to recover, instead of actual damages and profits, as the court considers just
· Applies to ACPA
Monetary Relief: Corrective Advertising
· Big O Tire Dealers Inc. v. Goodyear Tire & Rubber Co. 
· Issue: How much should the infringer have to pay to “correct” its mistake in order to dispel the false impression?
· Rule: The court took 28% (percentage of states Big-O was in) of the $9,690,029 (amount Goodyear spent on its “Bigfoot” campaign) and then reduced that figure by 75% in accordance with the FTC rule. [The FTC has a 25% rule in corrective advertising cases] Corrective advertising does not require a dollar-for-dollar expenditure. 
· Holding: The maximum amount which a jury could reasonably find necessary to place Big-O in the position it was before Goodyear’s campaign is $678,302.
Monetary Relief: Attorney Fees 
· Nightingale Home Healthcare Inc. v. Anodyne Therapy, LLC. 
· Facts: Defendant successfully defended against Plaintiff’s suit and was granted an award of attorney’s fees in the amount of $72,747 based on 15 USC §1117(a), which allows attorneys’ fees to be awarded to prevailing parties in Lanham Act suits, but only in “exceptional” cases. Plaintiff contends no award of attorney’s fees is justified because the case is not “exceptional”
· Rule [9th Circuit]: Exceptional means that “the defendant acted maliciously, fraudulently, deliberately, or willfully” or the plaintiff’s case was “groundless, unreasonable, vexatious, or pursued in bad faith”
· Attorney’s Fees: only in an EXCEPTIONAL case
· When equitable considerations justify such award, not just because you won
· Willfulness is not required, but very helpful to prove an exceptional case
· Exceptional is not limited only to the infringing acts, Culpable Conduct on the losing side also applies
· Factors: Bad faith, fraud, malice, or knowing infringement 
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