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· Exam: 17 MCQs (25%); Essay (75%) prompt similar structure to provided sample essay exam, 5 questions 
· DO NOT NEED TO KNOW ANYTHING ABOUT THE AMERICA INVENTS ACT
[bookmark: _Toc374285261]Structure of a Patent
· INID (Internationally agreed Numbers for the Identification of bibliographic Data)
· International set of codes for identifying information contained on the first page of a patent
· Codes correspond to authority issuing the patent, patent number and date on which the patent was publicly issued
· US Patent Number: visible in top right hand corner of the first page
· Issue Date: directly below the patent number
· Patent term commences on the date that the patent issues 
· Prior to June 8, 1995, US patent rights terminated 17 years after the date at issue
· On or after June 8, 1995, patent term is 20 years after the filing date with extensions allowed for certain bureaucratic delays
· For patents either pending before or in force on June 8, 1995: patent term is the longer of (1) 17 years from the date of issue or (2) 20 years from the date of filing
· Title of the Invention
· Must be sufficiently descriptive of the invention claimed, but should not go into the substance of the invention, examiner can make change herself 
· Examiners power to amend any part of the patent application is strictly limited to minor matters not affecting the substance of the patent (i.e. typos and grammar)
· Inventor & Assignee Information
· Inventor identified immediately under the title of the invention
· Applicant for the patent must be the inventor or group of inventors actually responsible for the innovation
· Only individuals invent, not corporations
· If an assignment exists, the Patent Act authorizes the PRO to issue to patent to the assignee and the assignee is listed directly below the inventor
· Application Information: serial number and filing date
· Where an application claims priority from an earlier application, information concerning the earlier application is also set forth immediately under the filing date
· The filing date of the earlier application is also given and, if that application was filed in the United States, the patent will usually expire 20 years after that filing date
· Domestic and International Classification: helps public research and examiners processing of future applications
· Fields of Search, References Cited and Other Information on Prosecution
· “Prosecution” is the examiner’s search of the existing technology and the comparison of the prior art to the applicant’s claimed invention
· Abstract: brief summary of the technical disclosure in the patent
· Requirement imposed by PTO
· Considered part of the disclosure or specification – may be used to interpret patents claims
· Drawings
· Applicant must submit one or more drawings “where necessary for the understanding of the subject matter sought to be patented
· Most patents do include drawings, even if it is merely a schematic drawing
· BUT “models of inventions” are almost never submitted
· Applicants need not have constructed their inventions or even models of their inventions in order to obtain a patent 
· Specification: Rest of the patent, is written entirely by the INVENTOR and her agents and is 100% required
· Within the specification, the inventor must provide “a written description of the invention, and of the manner and process of making and using it,” and must disclose the “best mode” known to the inventor of carrying out the invention §112
· Disclosure requirements must be satisfied AT THE TIME OF FILING
· After, the specification cannot be amended to add any “new matter” that would be necessary to fulfill the statutorily required disclosure [§132 “new matter” bar]
· Prevents applicants from filing before they have completed their inventions and then updating their applications as they finish their research 
· If disclosure of invention defective at time of filing, application will be rejected and inventor must file a new application
· Claims: conclusion of patent [@ conclusion of the specification] most important part 
· Claims are the essence of the legal right granted by a patent a/k/a the “portion of the patent document that defines the patentee’s rights”
· Analogy to “metes and bounds” of a real property deed
· Unlike descriptive portions of spec, claims are often modified extensively during prosecution of the application
· Reasoning for Allowing Amendments to Claims: Claims should not add any further description of the invention
· Function: to define the precise SCOPE of the IP right that are warranted by the disclosure made earlier in the specification
· Everything in a claim must be supported in the specification, claims introducing new featured not described in the original spec are invalid
[bookmark: _Toc374285262]PATENT CLAIM DRAFTING
· Goal: make the claims as broad as the PTO will allow
· Two constraints on the breadth of claims—An inventor cannot claim
· (1) Anything within the mass of publicly available information “prior art”
· (2) Anything beyond the actual discoveries of the inventor
· Ex: Inventor of telegraph could not claim “all forms of communicating at a distance using electromagnetic energy” because claim would cover prior art (light waves, electromagnetic radiation had been used for communication prior) and because inventor only discovered ONE form of the electromagnetic communication (i.e. the telegraph) 
· Unfair for inventor to claim electromagnetic communication, such as radio, TV, fiber optics, that inventor did not discover
· Invention v. Physical Embodiments 
· Invention: concept or principle that is articulated in the patent claim only
· Though claimed concept must be capable of expression in the physical world, the many particular physical embodiments of the claimed concept do not define or limit the patent right, only the claim does
· Three Parts of a Claim
· (1) Preamble: introduces and identifies the basic nature of the invention
· Function: identify what KIND of invention is being claimed
· Should be as broad as possible, shouldn’t limit the invention to a specific type of the general thing claimed; if it does, it may be used to narrow the scope of the claim 
· (2) Transition: formal part of the claim that defines the claim breadth
· (1) Open Claims: “Comprising”: claim covers any embodiment of the invention having elements A, B, and C and any additional elements 
· Ex: If someone begins selling product with elements A, B, C and (new) D, they infringe the claim b/c the product is comprised of A B C
· Preferred Transition because it provides the broadest patent rights 
· (2) Closed Claims: “Consisting Of”: narrower claims, often used where the invention is in a field jammed with many earlier inventions and prior art
· Ex: Someone selling variant incorporating D element would not infringe 
· (3) “Consisting Essentially Of”: Variants having basic and fundamental additions would fall outside the scope of the claim, while those with less significant additions would fall within
· Ex: Would cover variant on the invention having element D ONLY if element D did not make the variant essentially different from the claimed invention 
· (3) Body: must perform two functions: (1) list all of the elements of the invention (i.e. parts and features of the invention) and (2) describe how they interact
· Elements affect breadth of claim, drafter must decide which elements are considered essential enough to list, how each element will be described and how the elements’ interaction will be presented 
· Specialized Words: describe elements and interaction in most succinct and yet most general manner and have withstood “trial by fire” 
· Three Formal Requirements for Claim Drafting 
· (1) Entire claim must be stated in the form of a single sentence
· (2) Claim must set forth how each element interacts with at least one other element; cannot just be a list of elements; must describe what they do when they act together
· (3) Any internal references must be clear
· Ex: A windmill according to claim 1, wherein the force-changing machinery is a set of gears the first of which is attached to the end of the shaft and the second of which contacts the gear
· PTO: rejected because the phrase “the gear” has no antecedent basis
· Fix by clarifying the initial phrase “set of gears” by specifying how many, then enumerating them as: “A windmill according to claim 1, wherein the force-changing machinery is a set of two or more gears wherein a first gear is attached to the end of the shaft of claim 1 and a second gear contacts said first gear
· Independent v. Dependent Claims		
· Independent claim: does not refer to any other claim or claims
· Dependent claims: preamble identifies them as dependent claims, specifies some feature of the general invention claimed in the independent claim to which the dependent claim refers 
· Dependency means the claim is narrower than the first in at least one way
· Draft dependent claims to avoid prior art 
· Some inventors purposefully draft narrower dependent claims even where PRO is willing to grant a broader independent claim as a form of insurance—protect a patentee against the invalidation of the patent’s broader claims because narrower claims more likely to be found valid
· Successful infringement suit requires at least one valid claim to cover the accused infringer’s product or process
· Claims start with broadest claims which is then “qualified” in a series of dependent claims, followed by narrower independent claims, again qualified by a series of dependent claims
· Means-Plus-Function Elements §112(f)
· Means for doing “X” where “doing X” is the function
· Ex: Means for fastening together A and B” – claim element could cover nails, screws, rivets, tape, glue and any other “means for” attaching one thing to another; the function is fastening, and the “means for fastening” element of the claim can cover many means for doing this task
· Can cover many different means, but not necessarily ALL means
· Can give broad or narrow coverage, depending on the structure disclosed in the specification and the current state of the law
· Can be used only in “combination” with at least one other element—so a so-called “single-means” claim (one having only a single element expressed in a means-plus-function format—is improper
· Jepson Claims: specially designed for claiming improvements
· Preamble is generally long b/c it sets forth all of the elements of a known device or product;
· Transition = “wherein the improvement comprises” and then specifies the inventor’s improvement
· Improvements can also be drafted in standard format—Jepson claim drafting not required
· Negative Limitations: “element X, except for specific instance Y”
· Inventor must lay proper foundation—specification describes reason to exclude the relevant limitation
[bookmark: _Toc374285263]OVERVIEW OF THE PATENT SYSTEM
· §154(a)(1): “the right to exclude others from making, using, offering for sale, or selling the invention throughout the U.S. or importing the invention into the U.S.” 
· Three Types of Patents: (1) Utility patents; (2) design patents; (3) plant patents 
· Patent Prosecution: Applications processed by PTO
· Average time from filing to issuance is 2-3 years, but time varies from case-to-case
· Length prosecutions common when two or more inventors are seeking to patent the same invention
· PTO must declare an INTERFERENCE between the competing applications and determine which inventor has PRIORIT to the patent right based on “first to invent” policy in US 
· Publication of many, but not all, applications after they have been pending for 18 months, before applications were secret until they were issued as patents
· If claims rejected, the applicant might narrow claims or submit arguments to persuade examiner that the rejection was improper, applicant is entitled to have each application considered at least 2 times before examiner imposes a “final rejection” of the application
· If finally rejected, applicant can: (1) do nothing and abandon the application; (2) appeal examiner’s second rejection to Board of Patent Appeals and Interferences; or (3) continue prosecution through continuation practice
· If examiner believes application contains more than one invention, subject to a restriction requirement where applicant must elect which of its multiple inventions to pursue in the original application, and non-elected claims then must be filed in separate application in a divisional application
· All decisions subject to BPAI (reviews all substantive issues of patent law (i.e. all decisions concerning the validity of claims)—if BPAI affirms rejection, applicant can seek judicial review by filing petition for review with Federal Circuit or commencing a civil action against Director of the PTO in district court (rarely happens)—district court decision can be appealed to Federal Circuit and may be appealed to Supreme Court 
· PTO decisions are reviewed for “clear and convincing” error 
· Continuation: an applicant whose claims were finally rejected but who wanted to continue the prosecution process was required to file a new application, which was treated as a continuation of the original application
· Where application made changes only to the claims, continuation was treated “as though filed on the date of the prior application”
· Where applicant changed disclosure, new application was a “continuation-in-part” which preserves filing date of original application only if the changes did not add any “new matter” 
· PTO gets cash money$$$ from this process—filing fee for continuation = original filing fee
· Reissue: patentee who comes to believe that her patent claims are either too broad or too narrow can seek a reissue of the patent, so long as the deficiency in the original patent occurred without deceptive intent during the original prosecution
· But patentees cannot broaden their claims in reissue proceedings
· Reexamination: anyone can seek reexamination of a patent in certain circumstances
· Enforcement Actions: Once patent issued, patentee can bring infringement action or a potential infringer can file a declaratory judgment action against the patentee
· Accused infringer can challenge patent as invalid
· Issued patents enjoy a “presumption of validity” §282, and the party challenging validity bears burden and courts should afford some measure of deference to PRO’s decision
[bookmark: _Toc374285264]Patent Term
· Patents run from the date of issue to a date 20 years after the FILING date
· Term can be extended for (1) FDA Delays and (2) PTO Delays
· Provisional Applications: can establish right of priority for a regular application filed within 1 year of the provisional and time during which a provisional application is pending does not count toward the 20 year term (basically 21 years)

[bookmark: _Toc374285265]Intellectual Property Clause U.S. Const. Art. I, §8, cl. 8
· “To promote the progress of science and useful arts, by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries” 
· Only protects patents in the UNITED STATES 
· If the answer says anything about a foreign country, then the answer is incorrect

[bookmark: _Toc374285266]PATENTABLE SUBJECT MATTER 

· 35 U.S.C. § 101 Inventions Patentable
· Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a parent therefor, subject to the conditions and requirements of this title. 
· Invention: invention or discovery
· Process: process, art of method, and includes a new use of a known process, machine, manufacture, composition of matter, or material… 
· §101 Patent Eligibility Test 
· (1) Whether the invention qualifies as a process, machine, manufacture, or composition of matter?
· (2) Whether the claimed invention satisfies “the conditions and requirements of this title” (i.e. that the claimed invention be novel (§102); nonobvious (§103); and fully and particularly described (§112)
· (3) Whether the claimed invention falls into three exceptions: “laws of nature, physical phenomena, and abstract ideas”?
· Diamond v. Chakrabarty 
· Issue: Whether a live, human-made micro-organism is patentable subject matter under 35 USC 101? Specifically, whether Respondent’s micro-organism constitutes a “manufacture” or “composition of matter” within the meaning of § 101?
· Facts: Respondent invented a human-made genetically engineered bacterium capable of breaking down multiple components of crude oil, which is possessed by no naturally occurring bacteria, and is believed to have significant value for the treatment of oil spills. Respondent’s patent claims were of three types: (1) process claims for the method of producing the bacteria; (2) claims for an inoculum comprised of a carrier material floating on water; (3) claims for the bacteria themselves. The patent examiner allowed the first two claims, but rejected the claims for the bacteria because (1) the micro organisms are “products of nature,” and (2) that as living things they are not patentable subject matter under 35 USC § 101 
· Rules: Laws of nature, physical phenomena, and abstract ideas are not patentable 
· Manufacture in §101 means “the production of articles for use from raw or prepared materials by giving these materials new forms, qualities, properties, or combinations, whether by hand-labor or by machinery”
· Composition of Matter in §101 means “all composition of two or more substances and … all composite articles, whether they be the results of a chemical union, or of mechanical mixture, or whether they be gases, fluids, powders or solids”  
· Holding: Respondent’s produced a new bacterium with markedly different characteristics from any found in nature and one having the potential for significant utility. His discovery is not nature’s handiwork, but his own; accordingly, it is patentable subject matter under § 101. 
· Reasoning: The majority contends that Congress’s broad terms in §101, specifically “any new and useful… composition of matter”, suggests a presumption in favor of broad/ liberal statutory construction  
· J.E.M. Ag Supply, Inc. v. Pioneer Hi-Bred Int’l (2001)
· Holding: Reaffirmed Chakrabarty; held that newly developed plant breeds may be protected under the general plant statute; held § 101 to be an “extremely broad” and “dynamic” provision that can extend to subject matter Congress itself may have once “believed … not patentable” 
· Bilski v. Kappos (2010)
· Issue: Whether a patent can be issued for a claimed invention designed for the business world?
· Facts: The patent application claims a procedure for instructing buyers and sellers how to protect against the risk of price fluctuations in the energy market commodities, which inventor argues is a “process” within the meaning of §101. The patent examiner rejected the patent application, explaining that it “is not implemented on a specific apparatus and merely manipulates [an] abstract idea and solves a purely mathematical problem without any limitation to a practical application, therefore, the invention is not directed to the technological arts.” The Federal Circuit agreed en banc, where the Fed. Circuit held that the “machine-or-transformation test” is the sole test governing 101 analyses.” 
· Machine-or-Transformation Test: “a claimed process is surely patent-eligible under §101 if: (1) it is tied to a particular machine or apparatus; or (2) it transforms a particular article into a different state or thing” 
· Holding: The patent applications falls outside of §101 because it claims an abstract idea
· The machine-or-transformation test is not the sole test for deciding whether an invention is a patent-eligible “process”; rather, it is a useful and important clue, an investigative tool, for determining whether some claimed inventions are processes under §101. 
· Moreover, the term “process” does not categorically exclude business methods from patent eligibility. 
· Reasoning: The inventor seeks to patent both the concept of hedging risk and the application of that concept to energy markets. The Court resolved the case narrowly on the basis of SCOTUS precedent in Benson, Flook, and Diehr, which show that petitioner’s claims are not patentable processes because they are attempts to patent abstract ideas
[bookmark: _Toc374285267]ABSTRACT IDEAS
· Diamond v Chakrabarty (1980): Bacteria was created by combining two existing material.  Subject matter includes “anything under the sun that is made by man”. Opened up Fed Circuit for larger breadth of allowable subject matter.
· Parker v Flook (1978): Procedure for monitoring conditions during catalytic conversion process in oil refining not a patentable process b/c only “invention was reliance on a mathematical algorithm”
· Diamond v Diehr (1981): Method for molding rubber using math formula held patentable b/c: “Application of a law of nature, or mathematical formula to a known structure or process may well be deserving of patent protection.” Software case (monitoring/control) similar to Chakrabarty. (Difference between Diehr and Flook? Better claim drafting here.)
· State Street Bank v Signature Financial Group (Fed Cir 1998): Business method for calculation of assets in a mutual fund. Subject matter extended to anything that produces a “useful, concrete, and tangible” result. Changed the type of businesses who were interested in obtaining a patent.
· Bilski v Kappos (2010): Patent on process for hedging investments on commodities in energy market. Unanimously unpatentable, thin majority says b/c it’s an abstract idea (Concurrence says business methods not patentable). Machine or Transformation Test: A process is patent eligible under 101 if: 1) it is tied to a particular machine or apparatus, or 2) it transforms a particular article into a different state or thing. We have to go with ordinary meaning; relies on Diehr & Flook to show that **MoT test is too limiting, though it remains a useful too – not the sole test.**  Can’t patent an abstract idea [but “abstract idea” isn’t defined: Not applied? Too general? Not concrete? Too conceptual?] 
· CLS Bank v Alice Corp (Fed Cir 2013): Cautions against overly formalistic approaches to subject-matter eligibility. Use claim-by-claim approach that avoids rigid line-drawing.
[bookmark: _Toc374285268]LAWS OF NATURE & NATURAL PHENOMENA
· 3 Common Themes: 
· 1) Is there useful end? 
· 2) Ambiguity of “principle” 
· 3) Different turns less on metaphysical distinctions and more on the fit between inventor’s claims and the inventive contribution
· If Nature has already done most of the inventing, and there isn’t much on top, recent SCOTUS opinions teach that you haven’t done enough to get a patent (Mayo)
· Used to deal with software cases sometimes (Flook, Diehr)
· O’Reilly v Morse (1854): Morse’s patent on telegraph claim 8 is rejected: “I do not propose to limit myself to the specific machinery . . . the essence of my invention being the use of the motive power of the electric or galvanic current . . . For marking or printing intelligible character” SCOTUS says this is too “abstract” from a too general/too broad perspective (today, it’s probably a disclosure issue under 112)
· The Telephone Cases (1888): Bell’s claim upheld for “method of transmitting sounds telegraphically . . . by causing electrical undulations” Bell’s language is restricted to the specifications.
· Mayo v Prometheus (2012): Unanimous decision reversing Fed Cir. Process for administering drugs, monitoring metabolite levels, and then adjusting drug levels is un-patentable as an abstract idea. Putting together a bunch of non-patentable subject matter is not patentable. Passed M or T test, but still not patentable. Also a very general & broad patent, so the CT doesn’t like it. “If process recites a law of nature, the additional process must be more than a drafting effort designed to monopolize the law of nature itself.” “Administering” and “determining” steps seem concrete, but are necessary to the practical use of a natural law and therefore not really limitations.
· Funk Bros v Kalo Inoculant (1948): mixture of assembled bacteria where are naturally found is a natural product. “Qualities of these bacteria are part of the storehouse of knowledge of all men.” Added too little inventiveness, like adding sun. [CT maybe just didn’t like it]
· Parke-Davis v Mulford (2d Cir 1912) Learned Hand: Purified adrenaline: L. Hand thinks purified adrenaline not naturally occurring, and so patentable. Need functionality of the isolated product (makes it useful for methods it wasn’t useful for in non-purified form), PTO has followed this policy. (Probably not good law after Myriad)
· Association for Molecular Pathology v Myriad Genetics (2013): cDNA is patentable because the “lab technician unquestionably creates something new when cDNA is made” and so is not a product of nature. Isolated DNA is not patentable because it is found in nature and for the DNA, “Myriad did not create anything. To be sure, it found an important and useful gene, but separating that gene from its surrounding genetic material is not an act of invention.” 
· CLS Bank v Alice (Fed Cir 2013): Computer readable medium, data processing system, data storage claims are too abstract to be patentable subject matter. An inventive concept (substantive claim limitations beyond the recitation of a fundamental concept) in the 101 context “refers to a genuine human contribution to the claimed subject matter”. In addition, “that human contribution must represent more than a trivial appendix to the underlying abstract idea.” Takeaway: Fed Cir is NOT in agreement; SCOTUS guidance isn’t clear.
· Gottschalk v Benson (1972): Converting BCD to pure binary not patentable subject matter: it’s just math.








[bookmark: _Toc374285269]ENABLEMENT AND WRITTEN DESCRIPTION

· 35 USC § 112 Specification
· “The specification shall contain a written description of the invention, and the manner and process of making and using it, in such full, clear, concise and exact terms as to enable any person skilled in the art to which it pertains, or with this it is most nearly connected, to make and use the same, and shall set forth the best mode contemplated by the inventor or joint inventor of carrying out his invention”
· (b) Conclusion—The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention
· (c) Form—A claim may be written in independent or, if the nature of the claim admits, in dependent of multiple dependent forms
· (d) Reference in dependent forms—Subject to 112(e), a claim in dependent form shall contain a reference to a claim previously set form and then specify a further limitation of the subject matter claimed. A claim in dependent form shall be construed to incorporate by reference all the limitations of the claim to which it refers.
· (e) Reference in multiple dependent forms—A claim in multiple dependent form shall contain a reference, in the alternative only, to more than one claim previously set forth and the specify a further limitation of the subject matter claimed. A multiple dependent claim shall not serve as a basis for any other multiple dependent claim. A multiple dependent claim shall be construed to incorporate by reference all the limitations of the particular claim in relation to which it is being considered
· (f) Element in claim for a combination—An element in a claim for a combination may be expressed as a means or step for performing a specified function without the recital of structure, material, or acts in support thereof, and such claim shall be construed to cover the corresponding structure, material, or acts described in the specification and equivalents thereof
· Enablement: Most important element of adequate disclosure under §112; requires the inventor describe her invention clearly enough so that one skilled in her art can understand it well enough to make and use it; description must be good enough to prevent the skilled artisan from having to undertake a great deal of experimentation to reproduce the claimed invention; limits HOW broadly patent claims may reach and regulates what degree of speculation is tolerable
· Two issues: (1) Inventors typically try to claim broadly even though they often know of only a small number of specific working examples; (2) Inventors frequently file patent applications before they have proven all aspects of their technology, where they rely on prediction in asserting that their invention does work
· Written Description: The inventor must describe what she claims; under Federal Circuit precedent, the issue arises in distinct circumstances: (1) where inventors amend their claims after filing to add distinctions and claim elements not described in the original patent application; and (2) where inventors claim too broadly
· Claim Definiteness: Inventor must claim it in such a way that others can easily discern the boundaries of her legal right; must demarcate clearly what she claims and what is left free to the public to use; demands clarity
[bookmark: _Toc374285270]ENABLEMENT REQUIREMENT
· The Incandescent Lamp Patent
· Facts: The assignee of the Sawyer & Man patent sued the assignee of the Edison patent for incandescent lamps, alleging Edison infringed the Sawyer & Man patent when he made use of a fibrous or textile material. The Sawyer & Man patent claims referenced “carbonized fibrous or textile material” but did not specify which material specifically it used, claim was broad, especially in light of the fact that an examination of ofver 6,000 vegetable growths showed that none of them possessed the peculiar qualities that fitted them for that purpose. Edison argued the patent was defective upon its face, in attempting to monopolize the use of ALL fibrous materials for the purpose of electric illumination. While Edison did use fibrous material in his lamp, it was only after countless experiments did he discover a specific type of bamboo that could be used 
· Holding: The Sawyer & Man patent was invalid because it was too indefinite and Edison lamp did not infringe the patent, rather is in a sense improved the patent and provided society with the lamp it needed for domestic purposes
· Rule: If the description is so vague and uncertain that no one can tell, except by independent experiments, how to construct the patented device, the patent is void
· Reasoning: If there was some general quality, running through the whole fibrous kingdom, which distinguished it from every other, and gave it a peculiar fitness for the particular purpose, the man who discovered such QUAILTY may be entitled to a patent. Enablement issue arises because many embodiments would not function successfully, with a “success” defined as meeting the stated objective of the invention
· Close relationship between the disclosure and permissible scope of the claims. Here, the specification does not reveal such a common quality and instead persons must conduct “independent experiments” to find working embodiments of the invention
· Wood v. Underhill: When the specification of a new composition of matter gives only the names of the substances, which are to be mixed together, without stating any relative proportion, undoubtedly it would be the duty of the court to declare it void. Same where it was apparent that the proportions were stated ambiguously and vaguely. For in such cases, it would be evident, on the face of the specification, that no one could use the invention without first ascertaining, by experiment, the exact proportion and if it is not susceptible to exact description, inventor not entitled to patent 
· Elements of a Patent Specification
· (1) Written Description
· (2) Enabling Disclosure
· (3) Disclosure of the best mode for practicing the invention
· (4) Definite Claims
· Policy: Court is concerned that an excessively broad claim might “shut out any further efforts to discover a better specimen of that class than the patentee had employed” 
· Janssen Pharmaceutica v. Teva Pharms. USA (Fed. Cir. 2009)
· Facts: Invention claimed a “method of treating Alzheimer’s disease and related dementias, which comprises administering to a patient suffering from such disease a ‘therapeutically effective amount’ of galanthamine or a pharmaceutically-acceptable acid addition salt thereof”. Specification was just over one page long, provided almost no basis for its stated conclusion and provided six short summaries of scientific papers in which galantamine had been administered to humans or animals. The patent issued in May 1987, but the inventor had not learned of the results of the experiment until July 1987 after the patent issued. Inventor licensed patent to Janseen, who in turn sued each manufacturer who filed generic drug applications for infringing the patent. District court found the patent invalid for lack of enablement because: (1) the specification did not demonstrate utility and (2) did not teach POSITA how to use the claimed method because the application “only surmised how the claim method COULD be used without providing sufficient halantamine dosage information.”
· Rule: Inventor cannot preserve the rights to enable the experiment after, must be done at the time the application for patent is filed 
· Enablement is a question of law and the factual issues underlying enablement on appeal is reviewed for clear error. 
· Holding: Results of testing were not provided to PTO and were not available at time of application, so the testing results could not be used to establish enablement. Moreover, the specification did no more than state a hypothesis and propose testing to determine the accuracy of the hypothesis, which is not sufficient to establish utility
· RARE EXAMPLE where patent invalidated for lack of utility
· Constructive Reduction to Practice & Prophetic Examples: Inventor can file patent application prior to any ACTUAL RTP of the invention and can include so-called “prophetic examples” in the specification of the patent application
· Prophetic Examples: examples that describe how the invention would work in particular circumstances, usually describe actual laboratory or prototype testing results 
· An adequate description of purely CONCEPTUAL inventive work can meet the requirements of §112
· In re Strahilevitz: Patent was found to meet enablement requirement despite no actual data or real experiments to test whether the alleged examples enunciated in the application actually worked
· Of Note: Evidence that helps establish utility or enablement can also hurt a finding of non-obviousness
· Prophesy MUST Be Disclosed: Including prophesies in a patent application can be dangerous if the prophesies could be construed to imply that the inventor has confirming data
· Purdue Pharma v. Endo Pharms:  Invention was a new form of oxycodone known as Oxycotin®; at the time of filing, drug had actually been reduced to practice and several experiments had been undertaken to test its effectiveness; All of the “examples” themselves conformed to the PTO’s rule forbidding the use of past tense to describe prophetic examples, but the patentee stated in the specification “it has not been surprisingly discovered that the presently claimed Oxycotin acceptably control pain over 4-fold dosage range in approx.. 90% of patients”; parties agreed that the dosage range was merely a prediction when the spec was filed and the prediction turned out to be true
· Holding: Despite the accuracy of the prediction, Fed. Cir. affirmed a finding that by failing to tell the PTO that it did not yet have clinical proof of its prophesy, Purdue had failed to disclose material information to the PTO, creating a false impression that the assertions about dosage range were backed by actual clinical data
· Burden of Proof: Inventor usually will NEVER bear the burden of proving enablement  
· (1) During prosecution, PTO bears the initial burden of setting forth a “reasonable explanation as to why it believes that the scope of protection provided by that claim is not adequately enabled by the specification
· (2) If the PRO makes that initial showing, the burden shifts to the applicant to prove enablement
· (3) In an INFRINGEMENT action where non-enablement is raised as a defense, the burden is on the one challenging validity to show by CLEAR & CONVINCING evidence that the prophetic examples together with other parts of the specification are not enabling 
[bookmark: _Toc374285271]Scope of Enablement
· The scope of enablement must be at least roughly commensurate with the scope of the claims
· Rule from In re Fisher: The scope of the claims must be less than or equal to the scope of the enablement. The scope of the enablement, in turn, is that whish is disclosed in the specification plus the scope of what would be known to one of ordinary skill in the art without undue experimentation 
· Holding: Claim to a hormone preparation containing “at least 1.0 International Unit of ACTH per milligram” was open-ended (i.e. had a lower bound but no upper limit) in light of the disclosure, which disclosed potencies only between 1.11 and 2.30 International Units per milligram. 
· Specification must provide sufficient teaching so POSITA could make and use the full scope of the invention without undue experimentation. 
· Key word is “UNDUE”, not experimentation: the specification need only teach those aspects of the invention that POSITA could not figure out without undue experimentation
[bookmark: _Toc374285272]Undue Experimentation: The Wands Factors
· In re Wands Factors for Determining Whether a Given Specification Requires Undue Experimentation to Produce a Representative Number of Claimed Embodiments
· (1) Quantity of Experimentation Necessary
· (2) Amount of Direction or Guidance Presented
· (3) Presence of absence of Working Examples
· (4) Nature of the Invention
· (5) State of the Prior Art
· (6) Relative Skill of Those in the Art
· If high level of skill required, more likely enabled b/c those POSITA with high level of skill are not required to experiment as much 
· (7) Predictability of Unpredictability of the Art
· Relevant especially in chemistry inventions
· The more predictable a field, the less disclosure is necessary to enable a broad claim
· If invention pertains to an art where the results are predictable, … a broad claim can be enabled by disclosure of a single embodiment
· (8) Breadth of the Claims
· In re Wands
· Issue: Whether an inventor must enable STARTING MATERIALS required for production of the claimed invention, as well as enabling the invention itself?
· Facts: Invention was an immunoassay that used monoclonal antibodies, and the specific antibodies in question were not widely available
· Holding: Court required inventors to prove either that they had enabled the antibodies through the specification or through deposit of complying biological materials with authorized deposit agencies or that POSITA could produce the antibodies  
· Inoperable Species: Atlas Powder Co v. E.I. Du Pont
· Facts: Patent for explosive compounds listed in its specification numerous salts, fuels and emulsifiers that could form thousands of emulsions, but gave no commensurate teaching as to which combinations WOULD work. Du Pont argued that its tests showed a 40% failure rate in the claimed embodiments, but the Court rejected the “inoperable specifies” argument
· Rule: If the number of inoperable combinations becomes significant, and in effect forces POSITA to experiment unduly in order to practice the claimed invention, the claims might be invalid. 
· Holding: Patent met enablement requirement. A POSITA would know how to modify slightly many of the experimental failures to form a better emulsion 
[bookmark: _Toc374285273]Enablement and the Temporal Paradox
· Enablement requirement critical date = TIME OF APPLICATION FILING
· Inventors are required to establish enablement for their claims as of the date that the application is filed. An inventor can properly claim broad subject matter so long as her research enables POSITA to make and use her claimed invention as that invention was understood at the filing date
· Concept of Blocking Patents: situation where one pioneer patent covers a broad field of technology and a subsequent patent covers an improvement in that field
· Such overlapping patents give each patentee the right to exclude all others, including the other inventor, from the area of the overlapping rights
· See Phillips Petr. Co. v. United States Steel Corp.: Inventor who claims “CP” and provides an enabling disclosure to make the substance which, as of the application filing date, POSITA would agree was CP [term is understood as of the filing date]. After filing date, another researcher invents an improved version of CP. First patent claim valid b/c it enabled the practice of CP on the filing date and covers all versions of CP, even a later-developed commercially useful form of the CP. Later inventor could not challenge enablement b/c the previous patent enabled it to make the improvement, thus, it related to infringement not patentability 
· Fuzzball Example: Inventor first to create fuzzballs; inventor recites in spec only examples of fuzzballs made from wood and cotton, but these examples do not limit her claim b/c as of the filing date, these are the only known fuzzballs; has not enabled fuzzballs from these materials, but enabled fuzzballs generally
· Later, inventor makes fuzzballs from synthetic fibers; natural defense for inventor #2 is the first inventor’s “all fuzzballs” claim is not enabled by her specification; Q: how could the synthetic fuzzballs be nonobvious over the basic fuzzball invention and an infringement of the patent at the same time?
· Answer: TIMING! For enablement, “all fuzzballs” measured at time of filing date, For infringement, phrase interpreted as of a later date.
· (1) If improvement is “fuzzball” as the term was understood at that later date, it infringes. Definition of the term changes over time, but the enablement does not
· (2) Later developed fuzzball nonobvious so it merits an independent “subservient” improvement patent; claims of earlier patent can extend to cover the later invention; “interim case” and the two inventors must then bargain towards a license
· (3) Where “improvement” is beyond the scope of the original invention altogether, improvement not describable in terms used in the original patent' [exception: reverse doctrine of equivalents—where the improvement literally falls within the terms of the claim, but is in fact a very significant step forward from the invention claimed]
· Complete Domination: Matter fully enabled by a patent cannot be the subject of a later patent to another party, and parties practicing that invention will infringe the patent
· Post-filing developments in the art are IRRELEVANT to the enablement inquiry 
· But for purposes of infringement, the coverage of the claim is determined at the time of the alleged infringement
· Meaning of the claims for enablement is fixed, temporal aspect, defined by things in the world on the date the meaning is fixed 
[bookmark: _Toc374285274]WRITTEN DESCRIPTION REQUIREMENT
· Written Description Doctrine arises in TWO situations
· (1) Where patent applicants amend their specifications
· Often to add new distinctions that narrow their claims
· (2) Where applicants claim too broadly 
[bookmark: _Toc374285275]Limitations on Amendments 
· §120/§132: Statutes allow a patent applicant to continue prosecuting the claims in an application provided that the claims are supported by the written description in the application AS IT WAS ORIGINALLY filed
· §132: An applicant who continues to prosecute an application CANNOT add any “new matter” to the disclosure (i.e. the written description of the invention) (Amendments typically made to claims)
· §120: Allows an applicant to file a “continuation application” and to have the new application maintain the original filing date as the “effective filing date” of the new application, PROVIDED that the claims in the new application are supported by the written description in the original application 
· Under §132 and §120, applicants who want to SUPPLEMENT their disclosures must file NEW applications that will have NEW/LATER effective filing dates
· Applicants claiming entitlement to a particular filing date for priority purposes must have satisfied all the disclosure requirements of §112 by the original filing date
· Patent lawyers like to file their claims as BROADLY as possible
· Broadest claims usually rejected on novelty and obviousness grounds—lawyer and examiner then fight it out over many more narrowly drafter claims
· While negotiating and amending, lawyers keep eye on inventor’s follow up research and market into which the invention is used b/c as events unfold in these corners, lawyer will tailor the more narrowly drafted claims to cover the embodiments subsequently found to be promising by either the inventor of the inventor’s competitors = “misappropriation by amendment” (i.e. adding a claim to embrace the variant sold by a competitor—if applicant properly narrows the claims, the competitor’s product will infringe the patent if and when it issues and the claim may be sufficient narrow to avoid all the prior art) 
· The Gentry Gallery Inc v. The Berkline Corp. (1998) (Sectional Sofa Case)
· Facts: Gentry patented a sectional sofa, where the disclosure limited the invention to sofas in which the recliner control is located “on the console.” Gentry filed suit alleging Berkline infringed the patent by manufacturing and selling sectional sofas having two recliners facing in the same direction (purpose of Gentry’s patent); however, the recliners on Berkline’s sofa were separated by a seat, not a console (i.e. Frydman’s couch); Berkline argued b/c the patent only describes sofas having controls on the console (purpose of invention also mentioned console) the claimed sofas did not meet written description requirement. Gentry countered saying the disclosure represents only the “preferred embodiment, in which the controls are on the console, and therefore supports claims directed to a sofa in which the controls may be located elsewhere”
· Rule: To fulfill the WD req, patent spec “must clearly allow POSITA to recognize that inventor invented what is claimed” and applicant complies “by describing the INVENTION, with all its claimed limitations. Claims may be NO BROADER than the supporting disclosure, and therefore a narrow disclosure will limit claim breadth 
· Holding: Gentry’s claims unambiguously limited the location of the controls to the console, thus, Berkline did not infringe because other locations were not in the written description; Gentry narrowed its claims TOO much
· Reasoning: Original disclosure clearly identifies the console as the only possible location for the controls and provides only the most minor variation in location of the controls, no similar variation was suggested and location anywhere is outside the stated purpose of the invention which explicitly mentioned console and inventor admitted at trial he did not consider placing the controls elsewhere
· In re Rasmussen: “Claim may be broader than a specific embodiment; an applicant is entitled to claims as broad as the prior art and HIS DISCLOSURE allow. Here, claims were limited to the generic step of adheringly applying one layer to an adjacent layer, which satisfied written description req b/c POSITA who read spec would understand it is unimportant HOW layers adhered, so long as they are adhered
· Here, POSITA would clearly understand not only important, but essential to invention for controls to be on console
· Ethicon: “An applicant is generally allowed claims, when the art permits, which cover more than the specific embodiment shown” BUT the applicant “was free to draft claims broadly (within the limits imposed by the prior art) to exclude the lockout precise location as a limitation of the claimed invention” only because “he did not consider the precise location of the lockout to be an element of his invention
· Here, inventor considered the location of the controls on the console to be an essential element of his invention and original disclosure limits the permissible breadth of his later-drafter claims
· Ariad Pharmaceuticals, Inc. v. Eli Lilly & Co (Fed. Cir. 2010 en banc)
· Issue: Whether §112 contains a written description requirement separate from the enablement requirement?
· Holding: Written description requirement IS separate from enablement, patent claims invalid for failure to meet the statutory written description requirement 
· Every patent must describe an invention—quid pro quo of a patent (written description requirement) AND the specification must describe how to make and use the invention (enablement requirement) 
· Facts: Patent is for method for regulating cellular responses to external stimuli by reducing NF-kB activity in a cell for the purpose of reducing harmful symptoms of certain diseases; claims were “genus” claims, encompassing the use of all substances that achieve the desired result of reducing the binding of NF-kB to NR-kB recognition sites, uses language that corresponds to language present in the priority application and spec hypothesizes three types of molecules with the potential to reduce NF-kB activity in cells
· Rule for Meeting Written Description Requirement: Description must “clearly allow POSITA to recognize that the inventor invented what is claimed. Test for sufficiency is: Whether the disclosure of the application relied upon reasonably conveys to POSITA that the inventor had possession of the claimed subject matter as of the filing date. 
· Precise definition, such as structure, formula, chemical name, physical properties, or other properties of species falling within the genus sufficient to distinguish the genus from other materials (specific rule for genus claims)
· Sufficent Disclosure of Genus: (1) Requires disclosure of either a representative number of species falling within the scope of the genus OR structural features common to the members of the genus so that POSITA can “visualize or recognize” the members of the genus
· Here, claims recite methods encompassing a genus of materials but specification did not disclose a variety of species that accomplish the result of reducing NF-kB binding to recognition sites
· Rules from Ariad Case (cont.)
· (1) Requires objective inquiry into four corners of the specification from the perspective of POSITA and based on that inquiry spec must describe the invention understandable to that skilled artisan and show that the inventor actually invented the invention claimed
· Question of FACT even though enablement is a question of LAW 
· (2) Level of detail required depends on the nature and scope of the claims and on the complexity and predictability of the relevant technology
· (3) Actual “possession” or RTP outside the specification is not enough, it is the spec itself that must demonstrate possession
· (4) Difference between teaching about an invention and describing it

[bookmark: _Toc374285276]DEFINITENESS AND FUNCTIONAL CLAIMING

[bookmark: _Toc374285277]DEFINITE CLAIMS
· §112(2): The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention
· Policy of Definiteness: To inform the public during the life of the patent of the limits of the monopoly asserted, so that is may be known which features may be safely used or manufactured without a license and which may not 
· Absent a meaningful definiteness check, patent applicants face powerful incentives to inject ambiguity into their claims to broaden the scope of their limited monopoly 
· Orthokinetics, Inc. v. Safety Travel Chairs, Inc. (Fed. Cir. 1986) (Nautilus Inc. (below) is good law)
· Facts: Plaintiff’s patent discloses a collapsible pediatric wheelchair, which facilitates the placing of a wheelchair bound persons in and out of an automobile. Claim #1, from which the rest of the claims depends, contains the limitation: “wherein said front leg portion is “so dimensional” as to be insertable through the through the space between the doorframe of the automobile and one of the seats thereof”. The district court, applying the “full, clear, concise and exact terms” test in 112(1) held as a JMOV that the patent was invalid b/c the term “so dimensional” was not definite. 
· Issue: Whether the limitation “so dimensional” is definite enough for a patent to be valid?
· Rule: Where a claim is invalid under §112(2)(definiteness) requires a determination of whether those skilled in the art would understand what is claimed when the claim is read in light of the specification
· Holding: Yes, the phrase “so dimensioned” is as accurate as the subject matter permits, automobiles being of various sizes. As long as those of ordinary skill in the art realized that the dimensions could easily obtained, §112(2) requires nothing more. District court reversed as a matter of law (definiteness is generally a question of law)
· Reasoning: District court erred for two reasons: (1) it required that claim 1 “describe: the invention, which is the role of the disclosure of the specification, not the role of the claims; and (2) it applied the “full, clear, concise, and exact” requirement of the first paragraph of §112 to the claim, when that paragraph applies only to the disclosure portion of the specification, not the claims. District court did not review the claim for indefiniteness correctly under the second paragraph of §112
· Definiteness is Defined by Field!
· Standard to use in drafting is to ask: whether an expert witness could convincingly testify that the allegedly vague language in the claims means something definite to people in the field
· If a vague sounding phrase—such as “substantially equal to” or “closely proximate to” – translates into a workable distinction for artisans in this field, it is likely definite 
· Basically, the same language might be indefinite in a claim pertaining to one technology, but definite in a claim arising from a different field
· Courts will make use of the specification in determining the definiteness of the claims 
· Indefiniteness in Software Claims: The claim element “aesthetically pleasing” user interface was held indefinite because it included a subjective element completely depending on a person’s subjective opinion
· Dual Purpose Claims (IPXL Holdings Inc. v. Amazon.com)
· Facts: Plaintiff’s patent was an electronic transaction system, plaintiff asserted infringement action against Amazon alleging its “one-click” ordering system infringed on several claims of plaintiff’s patent
· Holding: Fed. Cir. invalidated claim because the invention was claimed as both a product (“system”) and process 
· Reasoning: B/c claim 25 recites both a system and a method for using that system, it did not apprise a person of ordinary skill in the art of its scope and was invalid under §112(2) 
· Standard Oil Co. v. American Cynamid Co.
· Facts: Patent disclosed a catalytic process for manufacturing acrylamide. The term “partially soluble” in the claim was at issue here because it was not defined in the patent, nor was a standard definition of that term offered by the patentee; however, the term “slightly soluble” did have an established meaning at the relevant time and the patentee used that term elsewhere in the patent; also had no text book definitions; if patentee defined the term in the patent, it would have been binding on the court but she did not
· Holding: Patent is invalid because the term “partially soluble” presented an inherent ambiguity where no person skilled in the art could utilize the process as claimed in the patent
· Reasoning: While the patentee had “the right, and the skill and background, to have defined the term” she chose not to, thus the term was too vague to particularly point out and distinctly claim the subject matter which the patentee claims as its invention
· Ambiguous Language: happens when a claim element is too unclear to adequately define the bounds of the patentee’s claims 
· The PRO strictly enforces its rule that all phrases used in the claims “must find clear support or antecedent basis in the description so that the meaning of the claims may be ascertainable by reference to the description 
· “Insolubly Ambiguous” Standard (Exxon Research v. United States)
· Courts have not insisted claims be plain on their face to be definite and a claim that lacks an explicit antecedent basis does not necessarily render a claim indefinite 
· Energizer v. ITC: Despite absence of antecedent basis, if the scope of the claim would be reasonably ascertainable by those skilled in the art, then the claim is not indefinite b/c it is “amenable to construction” even without the antecedent basis
· Claims must be amenable to construction, even with difficulty 
· Because a claim is presumed valid, a claim is indefinite only if the “claim is insolubly ambiguous, and no narrowing construction can properly be adopted”
[bookmark: _Toc374285278]Current Standard: Overrules Fed. Circuit’s “Insolubly Ambiguous Standard” 
· Nautilus, Inc. v. Biosig Instruments, Inc. (SCOTUS 2014) 
· Rule: A patent is invalid for indefiniteness if its claims, read in light of the specification delineating the patent, and the prosecution history, fail to inform, with reasonable certainty, those skilled in the art about the scope of the invention [at the time the patent was filed]
· In applying this standard, a claim element “can be” was held indefinite, but it might not have been under the Fed. Cir. test 
· Terms of approximation can be definite if a person skilled in the art would have no difficulty in determining what is approximated b/c knowledge of the field may often supply implicit parameters in areas where the layperson would be quite uncertain about claim scope
· Holding: The Federal Circuit’s “Insolubly Ambiguous” Standard is not good law. Remanded to apply the rule of law to the facts of the case 
· Reasoning: Because the definiteness inquiry trains on the understanding of a skilled artisan at the tme of the patent application, it cannot be sufficient that a court can ascribe some meaning to a patent’s claims post hoc
· Reasonable Certainty Standard: reasonable certainty of an expert in the field 
· Presumption of validity does not alter the degree of clarity that §112[2] demands from patent applicants, rather, it incorporates that definiteness requirement by reference 

[bookmark: _Toc374285279]Means-Plus-Function Claims
· §112(f): An element in a claim for a combination may be expressed as a means or step for performing a specified function without the recital of structure, material, or acts in support thereof, and such claim shall be construed to cover the corresponding structure, material, or acts described in the specification and equivalents thereof 
· Must find adequate support in the written description portion of the specification; inadequate descriptions of supporting structure may cause claims to be indefinite 
· Test for Means-Plus-Function Claims (Atmel Corp. v. Information Storage Devices, Inc.)
· (1) Claim definiteness is to be determined from the perspective of one skilled in the art
· Material in the written description may thus be supplemented by general knowledge in the field for purposes of determining whether a means-plus-function is definite
· (2) Information in a reference cited in the written description could not be incorporated by reference to establish definiteness
· In Atmel, however, the Fed. Cir. held that the mere TITLE of the reference as cited in the written description was enough to recite adequate structure sufficient to establish definiteness 
[bookmark: _Toc374285280]Williamson v. Citrix (Framework, Presumptions, Nonce Words) 
· Williamson v. Citrix
· Facts: Patent at issue described methods and systems for “distributed learning” that utilize industry standard computer hardware and software linked y a network to provide a “virtual classroom” environment. There were three disputed terms: (1) “graphical display representative of a classroom”; (2) “distributed learning control module”; and (3) “first graphical display comprising… a classroom region”. Below, the district court held that the “graphical display” limitations required a “pictorial map illustrating an at least partial virtual space in which participants interact and that identifies the presented and audience members by locations on the map” and that “distributed learning control module” was a means-plus-function term under §112(f) and that it failed to disclose the necessary algorithms for performing all of the claimed functions 
· “Graphical Display Limitations” Holding: District court erred in construing the terms as requiring a pictorial map because (1) the claim language itself contains no such pictorial map limitation reasoning, it is the CLAIMS, not the written description which define the scope of the patent right and nowhere does the specification limit the graphical display to the examples and embodiments in the application
· Court has cautioned against limiting the claimed invention to preferred embodiments or specific examples in the specification 
· Claims must not be read restrictively unless the patentee has demonstrated a clear intention to limit the claim scope using words or expressions of manifest exclusion or restriction 
· “Distributed Learning Control Module” Holding: Affirmed, district court properly found that the patent failed to disclose any structure corresponding to the “coordinating” function of the “distributed learning control module” and the claims were invalid for indefiniteness 
· Analysis of Means-Plus-Function Claims
· (1) Presumption: The use of the word “means” in a claim element creates a rebuttable presumption that §112(f) applies
· Also, the failure to use the word “means” creates a rebuttable presumption that §112(f) does NOT apply
· The essential inquiry is not merely the presence or absence of the word “means” but whether the words of the claim are understood by POSIA to have a sufficiently definite meaning as the name for structure
· (2) If the claim term lacks the word “means” the presumption can be overcome and §112(f) will apply if the challenger demonstrates that the claim term fails to “recite sufficiently definite structure” or else recites “function without reciting sufficient structure for performing that function” 
· To recite “sufficiently definite structure” the claim must describe HOW the element interacts with the other components in a way that informs/imparts the structural character of the limitation in question
· Construing Means-Plus-Function Term [2-Step Process]
· (1) Court must identify the claimed function
· (2) Court must determine what structure, if any, disclosed in the specification corresponds to the claimed function
· Structure disclosed in the specification qualifies as “corresponding structure” if the INTRINSIC evidence clearly links of associates that structure to the function recited in the claim: If a POSIA would be unable to recognize the structure in the specification and associate it with the corresponding function in the claim, a means-plus-function clause is INDEFINITE 
· If multiple functions, patentee must disclose adequate corresponding functions to perform ALL of the claimed functions
· Testimony of POSIA cannot supplant the total absence of structure from the specification
· If patentee fails to disclose adequate corresponding structure, the claim is INDEFINITE 
· Nonce Words: May invoke §112(f) because reflect nothing more than verbal constructs in a manner that is tantamount to using the word “means” because they “typically do not connote sufficiently definite structure” 
· Examples: module, step for, mechanism, element, device
· Presence of modifiers can change meanings of nonce words 
[bookmark: _Toc374285281]Computer Software & Means-Plus-Function Claims
· Specification must disclose an algorithm for performing the claimed function
· Algorithm may be expressed as a math formula, in prose, or as a flow chart or any other manner that provides sufficient structure
· Representative display does not provide sufficient structure 
· The fact POSIA could program a computer to perform the recited functions cannot create structure where none otherwise is disclose
· If special purpose computer, structure disclose must be more than simply general purpose computer of microprocessor 
· Aristocrats v. International Game Technology (2008)
· Rule: For a means-plus-function limitation in a computer-implemented invention, patent applicants are required, under 35 U.S.C. § 112 paragraph 6, to disclose the algorithm that transforms the general purpose computer to a special purpose computer programmed to perform the claimed function
[bookmark: _Toc374285282]Claim Construction: Equivalents and Means-Plus-Function Claims
· §112(f) requires claims containing means-plus-function elements to be construed to cover “the corresponding structure, material, or acts described in the specification and equivalents thereof”
· Claim language is tied very tightly to the specification and an equivalents analysis is needed if the patentee wants to interpret the claim as covering something not disclosed in the specification
· Wright Co v. Paulhan (1910) (Wright Brother’s Plane Case) (Broadens claim in direct conflict with Fed. Cir.)
· Issue: Whether a human pilot could be viewed as equivalent to a rope?
· Facts: Wright Brother’s used means-plus-function language: “means whereby said rudder is caused to present to the wind that side of the aircraft having less drag” for the aspect of their invention where the necessary rudder correction occurred automatically whenever the wings were warped. Later aircraft builders discovered that a direct connection between the warping roped and the rudder was unnecessary as long as the pilot had control of both ropes b/c the pilot could make the necessary correction manually
· Holding: Fair equivalent of human serving the same function as ropes and pulleys
· Reasoning: Based on fairness 

[bookmark: _Toc374285283]NOVELTY

· Novelty Under the 1952 Patent Act & the Leahy-Smith America Invents Act of 2011
· 1952 Patent Act 35 USC §102: Novelty is defined from the date of first invention, where something is “new” or “novel” if it was invented before any piece of proven prior art
· The old “first to file” rule applies to all patents filed BEFORE March 16, 2013 
· Leahy-Smith America Invents Act of 2011: Novelty is measured as of the date a patent for an invention is first filed or applied for; brings US patent law in conformity with the rest of the world and rids disputes over priority on who invented first; under AIA, the only relevant question is who FILED first, and the first to file wins the patent, end of story
· Applies to patents applied for on or after March 16, 2013
· Policy for Novelty: Society’s contract with the inventor is binding because the inventor has given something of value (due to its newness) in exchange for the patent
· 35 USC §102: A person shall be entitled to a patent unless—
· NOVELTY (a) the invention was known or used by others in the country, or patented or described in a printed publication in this or a foreign country, before the invention thereof by the applicant for patent, OR
· (b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this country, more than one year prior to the date of the application for patent in the United States, OR
· STATUTORY BAR
· (c) he has abandoned the invention, OR
· STATUTORY BAR
· (d) the invention was first patented or caused to be patented, or was the subject of an inventor’s certificate, by the applicant or his legal representatives or assigns in a foreign country prior to the date of the application for patent in this country on an application for patent or inventor’s certificate filed more than twelve months before filing the application in the United States, OR
· STATUTORY BAR
· NOVELTY (e) the invention was described in (1) an application for patent, published under §122(b), by another filed in the United states before the invention by the applicant for patent or (2) a patent granted on an application for patent by another filed in the United States before the invention by the applicant for patent, except that an international application filed under the treaty defined in §351(a) shall have the effects for the purposes of this subsection of an application filed in the United States only if the international application designated the United States and was published under Article 21(2) of such treaty in the English language, OR
· (f) he did not himself invent the subject matter sought to be patented, OR
· DERIVIATION: the requirement that the applicant have actually invented the subject matter of the patent, not derived it or stolen it from someone else
· NOVELTY 35 USC 102(g) 
· (1) during the course of an interference conducted under §135 or §291, another inventor involved therein established, to the extent permitted under §104, that before such person’s invention thereof the invention was made by such other inventor and not abandoned, suppressed, or concealed, OR
· (2) before such person’s invention thereof, the invention was made in this country by another inventor who had not abandoned, suppressed or concealed it. 
· In determining priority of invention under 102(g), there shall be considered not only the respective dates of conception and reduction to practice of the invention, but also the reasonable diligence of one who was first to conceive and last to reduce to practice, from a time prior to the conception by the other 
· Novelty v. Statutory Bar Provisions:
· Novelty: directed ONLY to events that occur BEFORE the time of invention
· Statutory Bar (loss of right to patent): may be triggered by events that happen after invention
· Example: §102(b) prohibits the issuance of a patent if the invention was described in a printed publication more than one year prior to the filing of the patent. If the applicant invented more than one year prior to the FILING of the patent application, 102(b) may be triggered by applications occurring AFTER THE TIME OF INVENTION.
· Similarly, abandonment and foreign filing my the applicant mat occur after the applicant’s invention
· Summary of 102: If, at the time of the invention, the inventor could pass the novelty requirements in subsections (a), (e) and (g), then the law considers her invention to be new and COULD obtain a patent on it, provided that the invention meets other statutory requirements. The inventor’s right to the patent will, however, be lost if subsequent events trigger one of the statutory bars found in subsections (b), (c) or (d)
[bookmark: _Toc374285284]THREE-PART NOVELTY ANALYSIS
· (1) Determine whether some item can qualify as a “reference” under one or more relevant subsections of §102
· i.e. §102(a), a letter printed in the magazine Science qualifies as a “printed publication,” but a letter mailed to a single person and then filed in a desk drawer does not
· i.e. §102(b), an item placed on sale in the US counts as a reference, but the same item sold overseas does not
· (2) Determine the relevant timing of the applicant’s invention and the reference. 
· The “effective date of the reference” is the time when the reference is considered to have become part of the art (i.e. the effective date of an article published in a scientific journal is the publication date of the journal as it was made available to the public)
· This must be compared to the “critical date” which for purposes of novelty under the 1952 Act refers to the date of the applicant’s invention (more difficult to establish)
· Compare to “critical date” for Statutory Bars, which refers to the date one year prior to the application filing date, not the date of invention
· Under AIA, the “critical date” is generally the filing date of the patent application
· Any reference having an effective date BEFORE the critical date is considered part of the “prior art” and may be used against the applicant
· (3) Whether the information disclosed in a pre-critical date reference is sufficient to render the applicant’s invention non-novel. If the disclosure is sufficient, the reference is said to “anticipate” the applicant’s invention
· Key Q: Whether the reference disclosed sufficient information so that it may fairly be said to contain the applicant’s invention?
[bookmark: _Toc374285285]AMERICA INVENTS ACT OF 2011
· Three Basic Issues/ Changes
· (1) Critical date for most purposes is now the date that a patent application is first filed
· (2) Prior Art relevant to a given patent claim now consists of all references available under the statute prior to the filing date
· (3) Priority contests between rival claimants to an invention will not be determined almost exclusively by looking to when each of the rivals filed their patent application 
· (4) No geographic limitation attached to any prior art categories 
· AIA § 102
· Novelty; Prior Art § 102(a) – A person shall be entitled to a patent unless—
· (1) the claimed invention was patented, described in a printed publication, or in public use, on sale, or otherwise available to the public before the effective filing date of the claimed invention; or
· AIA 3(a)(2)(i): “Effective filing date” refers to the filing of a patent application that established priority under U.S. law; includes an application filed only in the US, or at least first in the US, and also certain applications filed first in foreign patent systems that are, by virtue of compliance with international treaties and US law, granted the benefit of a US filing date though initially filed elsewhere 
· Otherwise made available to the public requires for grater degrees of publicness than 1952 Act
· (2) the claimed invention was described in a patent issued [to another] … or in [another’s] application for patent [that is] published … [and that] was effectively filed before the effective filing date of the claimed invention
· EXCEPTIONS § 102(b) (“Grace Period Provisions” has effect of removing the otherwise problematic prior art, so long as the art meets the requirements of the section and the inventor follows through by filing within a year of the date the prior art appears)
· (1) A disclosure made ONE year or less before the effective filing date of a claimed invention shall not be prior art to the claimed invention under §102(a)(1) if—
· (A) the disclosure was made by the inventor or joint inventor or by another who obtained the subject matter disclosed directly or indirectly from the inventor or a joint inventor; or 
· (B) the subject matter disclosed had, before such disclosure, been publicly disclosed by the inventor or a joint inventor or another who obtained the subject matter disclosed directly or indirectly from the inventor or a joint inventor
· (2) A disclosure shall not be prior art to a claimed invention under §102(a)(2) if—
· (A) the subject matter disclosed was obtained directly or indirectly from the inventor of a joint inventor;
· (B) the subject matter disclosed had, before such subject matter was effectively filed under (a)(2), been publicly disclosed by the inventor or a joint inventor or another who obtained the subject matter disclosed directly or indirectly from the inventor or a joint inventor; OR
· Basically, an inventor is entitled to a one-year grace period if the inventor disclosed his idea first and then files within a year afterwards 
· (C) the subject matter disclosed and the claimed invention, not later than the effective filing date of the claimed invention, were owned b the same person or subject to an obligation of assignment to the same person
· AIA 102(c): “Common Ownership under Joint Research Agreements” deems subject matter disclosed and claimed by members of a joint research team to be “owned by the same person” under the subsection above
· Novelty v. Priority
· Priority= Inventor v. Inventor! Q is WHO, as between two rival inventors, will obtain a patent for an identical invention; whichever of the two is first to file wins the patent
· Under AIA, one exception is where the first filer learned of or outright stole the invention from another person, when that other person filed a rival application, the PTO can undertake a “derivation proceeding” to sort out the rightful owner of the invention
· Novelty= Inventor v. Prior Art! W is WHEHTER, as between an inventor and a piece of prior art, the inventor acts before or after the prior art enters the field; if an inventor can show that she did whatever is required before a reference enters the prior art, the inventor gets a patent
[bookmark: _Toc374285286]STANDARD FOR ANTICIPATION
· Identity Requirement
· The defense for lack of novelty (i.e. anticipation) can only be established by a single prior art reference, which discloses each and every element of the claimed invention.
· An invention is NOT anticipated UNLESS a single piece of prior art discloses the IDENTICAL invention 
· Anticipation requires all of the relevant information be disclosed in a SINGLE REFERNCE
· Once the analysis has started to discuss more than one reference (with some elements of the invention disclosed in one, and the rest in another), then that analysis is no longer about anticipation/novelty, but about obviousness, which is the proper doctrine for considering various combinations of prior art references
· “Every Element” Test requires the PTO and courts to transcend mere semantics in determining whether the reference really does disclose the elements of the claimed invention because the description in the reference may seem quite difference from the elements of the patent in question
· Analysis: 
· (1) Create a “comparison chart” with the list of elements in the chart drawn from the claim in the application at issue and the prior art 
· Courts consider all the information disclosed in the prior art patent, including all statements in the specification; analysis is NOT limited to the claims in the patent because under 102(e), anything “described in” a granted US patent is part of the prior art that future inventors must overcome
· (2) Compare the claim elements to the information contained in the prior art reference (patent, journal article, or even a physical product) 
· In re Robertson (Fed. Cir. 1999) 
· Facts: Claim 76 of the Robertson Invention was compared to the prior art Wilson Diaper, where both patents involved fastening and disposal systems for diapers. Claim 76 provided for two mechanical fastening means to attach the diaper to the wearer and a third such means for securing the diaper for disposal. The prior art Wilson patent did not disclose the third fastening means. Nevertheless, the PTO denied the Robertson patent on the grounds that claim 76 was anticipated by Wilson under the principles of inherency. 
· Holding: The Federal Circuit reversed. The Court reasoned that because the Wilson patent did not include a third fastening means for disposal of the diaper, as claim 76 requires, that means is separate from and in addition to the other mechanical fastening means and performs a different function. The Wilson patent merely suggests the third-fastening means. 
· Rule: Anticipation under 35 USC §102(e) requires that “each and every element as set forth in the claim is found, either expressly or inherently described, in a single prior art reference”
· If the prior art reference does not EXPRESSLY set forth a particular element of the claim, that reference still may anticipate if that element is “inherent” in its disclosure
· To establish inherency, the extrinsic evidence “must make clear that the missing descriptive matter is “necessarily” present in the thing described in the reference, and that it would be recognized by persons of ordinary skill
· Inherency, however, may NOT be established by probabilities or possibilities. The mere fact that a certain thing may result from a given set of circumstances is NOT sufficient. 
· Anticipation-Infringement Symmetry: Similar analysis, only difference is that anticipation compares the claims to what came BEFORE the inventor’s work, while infringement compares claims to what came AFTER
· “That which would LITERALLY infringe is later in time anticipates if earlier than the date of invention”
· Limitation to “literal” infringement (as opposed to the so-called “doctrine of equivalents”) is intented to make clear that the modern anticipation analysis does NOT consider issues of equivalency, it requires strict identity! 
· In re Schriber (Fed. Cir. 1997) (Compare to In re Robertson) 
· Facts: The patent applicant invented a new conical dispensing top for popcorn containers, where the larger end was designed to fit over a popcorn container of the sort normally sold in theatres and the smaller opening was sized to dispense “only a few kernels at a shake of the package.” The patent was rejected by the PTO and the Court affirmed based on anticipation by a Swiss patent on a conical dispensing top which the Swiss patent described as useful for purposes “such as” dispensing oil from a can. 
· Issue: Whether the Swiss patent inherently contained the functional limitation found in the inventor’s claims (i.e. the ability to dispense a few popped kernels of popcorn with a shake of the package)?
· Holding: Nothing in the Swiss patent suggested that the invention was limited in any way to the limited use of dispensing oil. The Court held the Swiss patent prior art defeated the inventor’s novelty in the patent because it was anticipated.
· Despite this decision, the inventor obtained the patent. All he had to do was to limit the top opening of his funnel to be “of a diameter greater than one inch”
[bookmark: _Toc374285287]INHERENCY
· Schering Corporation v. Geneva Pharmaceuticals, Inc. (Fed. Cir. 2003)
· Facts: The ‘761 patent at issue covers a metabolite of loratadine called DCL. The prior art ‘233 patent covers the antihistamine loratadine (aka Claratin), which does not cause drowsiness. Similarly, the metabolite DCL is also a non-drowsy antihistamine. Because the ‘233 patent issued over one year before the earliest priority date of the ‘716 patent, the ‘233 patent was prior art to the ‘716 patent. The ‘233 patent discloses a class of compounds including loratadine, but does not expressly disclose DCL and does not refer to metabolites of loratadine. The Defendants here sought to market generic versions or loratadine once the ‘233 patent expired. Plaintiff filed infringement actions on these Defendants alleging that marketing generic forms of loratadine would infringe claims 1 and 3 of the ‘716 patent, which cover different forms of DCL. The district court found that DCL was “necessarily formed as a metabolite by carrying out the process disclosed in the ‘233 patent.” Thus, the district court concluded that the ‘233 patent anticipated claims 1 and 3 of the ‘716 patent under 35 USC §102(b). 
· Basically, plaintiff was attempting to seek to use the new patent to assert rights over pre-existing practices
· Rule: A prior art reference may anticipate without expressly disclosing a feature of the claimed invention if that missing characteristic is necessarily present, or “inherent”, in the single anticipating reference
· Recognition by a person of ordinary skill in the art before the critical date of the ‘716 patent is NOT required to show anticipation by inherency, thus later recognition is permissible
· A limitation or the entire invention is inherent and in the public domain if it is the “natural result flowing from” the explicit disclosure of the prior art
· Inherency operates to anticipate entire inventions as well as single limitations within an invention
· Anticipation requires only an enabling disclosure
· Holding: Affirmed because (1) DCL forms in readily detectable amounts as shown by the extensive record of testing done on humans to verify the formation of DCL upon ingestion of loratadine; (2) the inherent result of administering loratadine to a patient if the formation of DCL, thus ‘233 patent provides an enabling disclosure for making DCL; and (3) the broad compound claims are inherently anticipated by a prior art disclosure of a drug that metabolizes into the claimed compound
· Note on Claim Construction: With proper claim construction, patent protection is available for metabolites of known drugs; but those metabolites may not receive protection via compound claims. A skilled patent drafter can fashion a claim to cover a metabolite in a way that avoids anticipation by claiming it in its pure and isolated form; or as a pharmaceutical composition; or claim a method for administering the metabolite or the corresponding pharmaceutical composition. 
· Anti-backsliding Principle: Parties cannot obtain patent rights encompassing practices that already exist in the public domain or that would enter the public domain prior to the expiration of the patent at issue
[bookmark: _Toc374285288]Enablement Standard for Anticipation aka Level of Disclosure
· A prior art reference cannot anticipate an invention unless the reference is enabling
· Seymour v. Osbourne (SCOTUS 1870)
· Holding: Patented inventions are not anticipated unless “the description and drawings of the reference contain and exhibit a substantial representation of the patented improvement in such full, clear and exact terms as to enable any person skilled in the art or science to which it appertains to make, construct and practice the invention to the same practical extent as they would be enabled to do if the information was derived from a prior patent. 
· Mere vague and general representations will not support such a [novelty] defense
· In re Hafner (1969)
· Holding: A disclosure lacking a teaching of how to use a fully disclosed compound for a specific, substantial utility or of how to use for such purpose a compound produced by a full disclosed process is adequate to anticipate a claim to either the product or the process and, at the same time, entirely inadequate to support the allowance of such a claim. 
· Thus, the enablement standard for anticipation and the enablement requirement in §112 is not the same. §102 is more specific statute. 
[bookmark: _Toc374285289]35 USC §102(a)
· Novelty §102(a) Elements
· (1) No patent if, before date of invention, the invention was— (Directed to knowledge and use in this country_
· [A] Known or
· [B] Used
· [C] By others
· [D] In this Country or
· (2) If, before date of invention, the invention was— (Directed to all patents and printed publications)
· [A] Patented or
· [B] Described in a printed publication
· [C] Anywhere
[bookmark: _Toc374285290]Domestic Inquiry under the 1952 Act: “Known or Used By Others” 
· Inquiry is domestic only, it does not cover foreign knowledge or uses AND the prior art covered is not necessarily embodied in documentary evidence
· “Known … by others” National Tractor Pullers Ass’n v. Watkins
· Facts: Plaintiff sought to invalidate Defendant’s tractor pulling patent, arguing Defendant’s device had been “known or used” prior to its invention by defendant. As evidence, plaintiff introduced affidavits of other tractor enthusiasts that drawings of defendant’s patented device were previously invented on a tablecloth in a mother’s kitchen, which was no longer available, nor was the device ever built.
· Holding: Because prior art existence is established by clear and convincing evidence, plaintiff failed to meet its burden because the table cloth drawings were never made available to the public, it remained in the kitchen and was never printed or otherwise published before being destroyer and the device was never constructed or reduced to practive
· Rule: In order to qualify as prior art under §102, the art must be art which was known before the invention by the patentee. Prior knowledge must be prior public knowledge, that is knowledge which is reasonable accessible to the public
· Involves some type of public disclosure and is not satisfied by knowledge of a single person or a few persons working together (good for evidentiary purposes because people lie for money)
· Corroboration Rule: Corroboration is required of any witness whose testimony alone is asserted to invalidate a patent, regardless of the witness’s level of interest in the lawsuit. But, there is no per se rule against relying on such evidence to find invalidity
· Lost Art Doctrine: SCOTUS held in Gayler v. Wilder (1850), that a prior art device built by one inventor, which had been lost and whose details of construction had been forgotten by all concerned, did not anticipate the patented invention at issue in that case
· “Used by others” 
· Rosaire v. Baroid Sales Division (5th Cir. 1955)
· Holding: An invention that was known or used by others in this country before the patentee’s invention is not patentable. The lack of publication of Teplitz’s work did not keep the alleged infringer from claiming prior use as a defense. The work was done openly and in the ordinary course of activities of the employer, a large producing company in the oil industry, and therefore no further affirmative act was required to bring the work’s public attention at large 
· Basically, the non-secret use in the ordinary source of business does not destroy novelty under §102(a)
· Professor: Turned out the way it did b/c drilling was done publicly and no protective measures taken
· Picard v. United Aircraft Corp (2nd Cir. 1942, J. Learned Hand)
· Rule: Prior experiments can constitute prior art if it was “perfected and thereafter became publicly known.” Whether the experiment does become prior art depends upon how far it becomes a part of the stock knowledge of the art in question
· Holding: The engine at issue was prior art, not an “abandoned experiment” because it had been perfected, withstood a severer test than was necessary in use, had been sold, remained permanently accessible to the art, a contribution to the sum of knowledge so far as it went
· Corona Cord Tire Co v. Dovan Chem Corp (SCOTUS 1928)
· Holding: Commercial sales were not necessary for a completed experiment to constitute a “public use” under the Patent Act because it is not an abandoned experiment because an inventor confines his use of the product thus produced to his laboratory or lecture room
[bookmark: _Toc374285291]Non- Geographically Restricted Inquiry under the 1952 Act: “Patented and Printed Publications” 
· Printed Publications In Re Klopfenstein (Fed. Cir. 2004)
· Facts: The patent at issue disclosed a method of preparing foots comprising SCF, which was already known to people of ordinary skill in the art that worked with SCF to reduce cholesterol levels. What was not known at the time was that double extrusion increases this effect and yielded stronger results. Appellant Liu presented these findings in a 14 slide presentation to the American Association of Cereal Chemists and was pasted on poster boards, displayed for two and a half days. Additionally, it was put on display for less than a day at Kansas State University. The PTO denied the patent on the ground that the invention described was not novel under 102(b) because it had already been described in a printed publication more than one year before the date of the patent application. 
· Rule: Public accessibility is the criterion by which a prior art reference will be judged for purposes of 102(a) and 102(b)
· “Printed Publication” has been interpreted to mean that before the critical date the reference must have been sufficiently accessible to the public interested in the art; dissemination and public accessibility are factors to the legal determination whether a prior art reference was “published”
· Ex: Public billboard, a paper distributed to 500 POSIA, and a microfilm accessible at the Australian patent office and a single copy of a book in a library properly indexed by subject matter were held to be publicly accessible
· However, a students indexed these made available only to a handful of professors was not; also, an entirely oral presentation that includes neither slides nor copies is not a “printed publication”, not is a presentation that includes a transient display of slides
· The mere presentation of slides accompanying an oral presentation at a professional conference is not a per se “printed publication” for purposes of 102(a) or (b)
· In re Cronyn: If copies of student thesese are not indexed “in a meaningful way” or otherwise made accessible to the public, then the theses do not count as publications even though they are publicly available in a college library
· FACTORS TO DETERMINE IF A REFERENCE IS SUFFICIENTLY PUBLICLY ACCESSIBLE IN ORDER TO BE CONSIDERED A “PRINTED PUBLICATION”:
· (1) Length of time the display was exhibited
· The longer the reference is displayed, the more likely it is considered a “printed publication”
· (2) Expertise of the audience
· “However ephemeral its existence, it may be a printed publication if it “goes direct to those whose interests make them likely to observe and remember whatever it may contain that is new and useful” (J. Learned Hand)
· (3) Existence of reasonable expectations that the material displayed would not be copied
· Less likely to be a “printed publication” if protective measures are taken, such as license agreements, anti-copying software or a disclaimer informing members of the viewing public that no copying of the information is allowed 
· (4) Simplicity of ease with which the material could be copied
· More complex a display, the more difficult it will be for members of public to effectively capture the information, thus less likely to be a “printed publication”
· Holding: The presentations were sufficiently publicly accessible to count as a “printed publication” for purposes of 102(b) because it was shown for an extended period of time to members of the public having ordinary skill in the art of the invention behind the patent, and those members were not precluded from taking notes of even photos of the reference, and the reference  itself was presented in such a way that copying of the information if contained would have been a relatively simple undertaking for those to whom it was exposed—particularly given the amount of time they had to copy the information and lack of any restrictions on their copying. The Court rejected Liu’s argument that in order for a reference to constitute a “printed publication” that is must have been disseminated by distribution of reproductions or copies and/or indexed in a library or data base
· Jockmus v. Leviton (2d Cir. 1928)
· Holding: Printed publications are not limited to formal publications such as widely circulated magazines and newspapers
· A prior art publication must enable the making of an invention to count as anticipatory prior art under the 1952 Act
· Aluminum Co. of America v. Reynolds Metal Co
· Holding: Despite a letter being distributed to 33 people by the Navy, the Court held it was not a “printed publication” because the letter was implicitly confidential, as evidence showed that “within defense industry circles, the practice was to keep such letters under wraps” 
· In re Bayer
· Holding: A master thesis was not a “printed publication” because it could only be located in the university library if the person was informed of its existence by the faculty committee, and not be means of the customary search aids available
· Northern Telecom, Inc. v. DataPoint
· Holding: Defendant failed to prove by clear and convincing evidence that four reports housed in a private corporate library were “printed publications”
· Constant v. Advanced Mirco-Devices
· Holding: Accessibility of a document is judged by “Whether interested members of the relevant public could obtain the information if they wanted to. If accessibility is proved, there is no requirement to show that particular members of the public actually received the information”
· TIME OF PUBLICATION: A publication becomes “public” when it becomes available to at least one member of the “general public” 
· Magazine: effective at date of publication when someone first receives it; “the mere placing of a manuscript in the hands of a publisher does not necessarily make it available within the meaning” of 102(a) or (b); availability to subscribers is required
· Invention Registration and Defective Publications
· Statutory Invention Registration under §157 gives the applicant all of the defensive rights associated with patents (i.e. the same prior art status as a patent, the right to participate in an interference between the SIR and another pending patent application, etc.) but no offensive rights (i.e. right to sue for infringement
· Keeps others from using a development of a patent for themselves
· Becomes prior art as of the date it is filed at the PTO  §157(c) 
· Ordinary Defensive Publications: Firm seeking for foreclose patenting can simply publish information, there are services offered online, which could be a cost effective way to make sure others cant patent information
· Becomes prior art only at the publication date
Patented
· Utility patents qualify as printed publications; every US patent qualifies and patents in other countries if properly indexed and classified with the respective foreign patent office
[bookmark: _Toc374285292]35 USC §102(e)
· Alexander Milburn Co. v. Davis-Bournonville Co (SCOTUS 1926)
· Facts: Davis-Bournonville Co. (plaintiff) sued Alexander Milburn Co. (defendant) for patent infringement. Whitford invented the improvement claimed in the patent at issue, the application having been filed in March 1911 and issued as a patent in June 1912. As a defense, Alexander Milburn alleged that another inventor, Clifford, had previously invented the improvement claimed in the Whitford patent. Clifford filed a patent application in January 1911, which issued in February 1912, and disclosed, but did not claim, a particular invention. That invention, however, was claimed in the later-filed Whitford patent. The district court and court of appeals both decreed that because Clifford did not claim the invention that was later claimed in the Whitford patent, Clifford was not a prior inventor.
· Issue: Where a first patent application discloses but does not claim an invention, and a second later-filed patent application claims the previously unclaimed invention, can the inventor in the second patent application still have patent protection for that invention?
· Holding: No. In some conflicting prior case law, abandoned, non-public patent applications did not prevent a different applicant from later claiming something that was fully disclosed in the abandoned application. A publication containing the subject matter in a later-filed patent application claim bars protection for that claim. A patent applicant cannot be considered an inventor to an invention that was disclosed but not claimed in a prior patent application, regardless of whether the prior application was ever published as an issued patent. Someone is not a true inventor if someone else has previously made the thing for which patent protection is being sought, even if the prior inventor sought to protect the prior invention. Whitford cannot rightly be considered the inventor of the same improvement because Clifford showed he was the true first inventor in his patent application, even though he did not claim the invention.
· Professor Explanation: What you say to the PTO is secret, and then after 18-months, that secrecy ends and the patent is published and 
· 2 Separate Documents: (1) Patent publication which is issued 18-months after it is filed and the (2) Patent Issue Certificate
· Date that matters is filing date, for the first 18-months, it was not “public” and it becomes prior art as of the filing date even though no one knew about it for 18-months, but you still use the filing date 
· Compared to 102(a) and (b), which cannot be secret: date that matters is when the patent is actually issued 
[bookmark: _Toc374285293]35 USC §102(f)
· §102(f): “A person shall be entitled to a patent unless… he did not himself invent the subject matter sought to be protected”
· Campbell v. Spectrum Automation Co (6th Cir. 1975)
· Facts: Campbell brought a patent infringement action against Spectrum alleging the product “Maxi-Flex” violated Campbell’s “Open Flex” patent. Spectrum counterclaimed that the patent was invalid because Campbell was not the inventor of the patent in suit. The Open Flex patent discloses an article that is used in material handling as a flexible feed track. The president of Spectrum, Richard Zimmerman, was a former employee of Campbell. While he was working for Campbell, Zimmerman was tasked with preparing the manufacturing information for the feeders and releasing the designs to the production ship. The lack of working space in the plant where the feeders were to be installed required a new style of feed track, which Open Flex was designed to meet. The district court upon hearing testimony from both parties sided with Zimmerman and held he was the first inventor. Zimmerman testified the idea of a spirally wound, rectangular-shaped feed track came from his father’s belt buckle. Zimmerman’s story was corroborated by another employee who worked at Campbell at the time of the invention. 
· Holding: Affirmed. Zimmerman was the first inventor based on the “clear and convincing” evidence shown by the trial court’s finding of fact and determinations of credibility, coupled with the corroboration and introducing the belt buckle into evidence. Patent invalid because Campbell was not the true inventor, thus no infringement. 
· Derivation under §102(f): No one is entitled to a patent if the invention was derived from someone else’s work. The other person’s work may be public or private, written or oral, domestic or foreign. 
· Overseas actions may be used to establish derivation without regard to the limitation of §104, which prohibits evidence of activities in certain countries to establish a date of invention 
· Corroboration of witness testimony is required in order to invalidate a patent for derivation 
· An issued patent is protected by the presumption of validity in §282, and clear and convincing evidence is required to overcome that presumption 
· However, when a patent has NOT YET ISSUED (i.e. interference between co-pending applications, where one party is alleged to have derived the invention from the other party), the presumption in §282 does NOT apply. Rather than clear and convincing evidence, the standard is preponderance of the evidence. 
· Nonetheless, a charge of derivation requires proof of prior conception by another, and allegations of conception require corroboration even in proceedings governed by the preponderance of the evidence standard
· In determining whether corroborating evidence is sufficient, the Fed. Cir. follows a “rule of reason” approach?
[bookmark: _Toc374285294]35 USC §102(g)
· The date of invention can NEVER be later than the application filing date OR earlier than the date of conception
· §102(g) Priority Elements: An inventor shall be entitled to a patent unless—
· (g)(1) during the course of an interference conducted under §135 or §291, another inventor involved therein establishes, to the extent permitted in §104, that…
· (a) before such person’s invention thereof the invention was
· (b) made by such other inventor and
· (c) not abandoned, suppressed, or concealed
· In sum, 102(g)(1) requires INVENTORS IN INTERFERENCES to overcome ALL non-suppressed inventions made in WTO countries by other inventors involved in the interference [an interference proceeding is a priority contest]
· An interference “count” represents a quasi-claim defining an invention the priority of which is under review in an interference; claim shared in common by the parties to the interference (i.e. a claim that each party asserts should issue in a patent to them) and the count defines the boundaries of the interference
· (g)(2) [applies generally]
· (a) before such person’s invention thereof, the invention was
· (b) made in this country by another inventor who
· (c) had not abandoned, suppressed, or concealed it
· In sum, 102(g)(2) requires all INVENTORS (whether involved in an interference or not) to overcome all non-suppressed inventions made IN THE UNITED STATES BY ANY OTHER INVENTOR
· (g)(3) In determining priority of invention, there shall be considered not only
· (a) the respective dates of conception and reduction to practice of the invention, but also
· “Reduction of practice of the invention” means either actually building a working version of the invention OR filing a patent application with the disclosure required by §112 (constructive reduction to practice)
· (b) the reasonable diligence of one who was first to conceive and last to reduce to practice, from a time prior to conception by the other 
· In sum, if the second to reduce to practice was the first to think up the invention, she will be recognized as the first inventor if she exercised diligence from a time prior to the other inventor’s conception through to her own reduction to practice
· Four Simple Rules for Priority of Invention
· (1) The first to reduce the invention to practice usually has priority 
· (2) Filing a valid application constitutes a constructive reduction to practice
· (3) The first to conceive may prevail over the first to reduce to practice if the first to conceive was diligent from a time prior to the other inventor’s conception through her own reduction to practice (either actual or constructive)
· (4) Any reduction to practice that has been “abandoned, suppressed, or concealed” is disregarded 
· Brown v. Barbacid (Fed. Cir. 2002)
· Facts: The case involves an interference between Brown application and Barbacid patent, which both claim an assay for identifying new anti-cancer compounds that inhibit FT, an enzyme involved in the control of cell growth. The sole count in the interference covers an assay for identifying compounds that inhibit ras activity comprising the use of  FT and a test or candidate substrate that inhibits FT and therefore also inhibits ras protein activity. The Barbacid patent application was filed on May 8, 1990, and issued on February 9, 1993; while the Brown application was filed on December 22, 1992, but was accorded the benefit of an earlier related application filed on April 18, 1990. Brown was the senior party, and Barbacid, as the junior party, had the burden to prove priority by a PREPONDERANCE OF THE EVIDENCE! 
· Ruling that Dr. Riess’ September 20, 1989 FT experiment did not satisfy every limitation of the count because it did not include a test or candidate substance in the assay and discounted a September 25, 1989 experience because Dr. Riess could not authenticate his lab notebooks and autodiographs; the PTO awarded priority to Barbacid. Brown appealed the PTO’s finding that it did not show reduction to practice of the count before March 6, 1990. 
· Holding: Priority vacated because the PTO did not consider the September 25, 1989 experiment or Dr. Casey’s corroborating testimony with regard to conception by Brown, or any evidence of reasonable diligence by Brown. Case is remanded. PTO abused its discretion in excluding evidence within the understanding of skilled artisans when considering authentication requirements. However, the PTO was correct that the September 20th experiment did not show conception or reduction to practice because it did not encompass every element of the count
· Reasoning: The September 25th experiment explanation in notebook pages and the audoradiographs informs a POSIA that Dr. Riess conducted an FT experiment on September 20th and then conducted another FT assay using a peptide inhibitor on September 25th. The Board must weigh the evidence from the vantage point of one of skill in the art.
· Rules:
· (1) “Rule of Reason” Analysis: court must examine “all pertinent evidence” to determine the credibility of the “inventor’s story”; the inventive facts must not rest alone on testimonial evidence from the inventor himself, must be corroborated
· Physical evidence does not require corroboration to demonstrate the content of the physical evidence itself, but it cannot usually single handedly corroborate inventor’s testimony
· (2) “Conception” is the formation in the mind of the inventor of a definite and permanent idea of the complete and operative invention, as it is thereafter to be applied in practice
· MUST encompass ALL limitations of the claimed invention, and is complete ONLY when the idea is so clearly defined in the inventor’s mind that only ordinary skill would be necessary to reduce the invention to practice, without extensive research of experimentation 
· Burdens of Proof
· PTO Rule: ANY party (not just the junior party like in Brown) attempting to prove a priority date earlier than its filing date bears the burden of proving the alleged priority date; burden of proof is preponderance of the evidence
· EXCEPTION: Junior party must prove its priority date by “CLEAR & CONVINCING” evidence if its filing date was later than the date on which the senior party’s application was issued as a patent or was published under the 18-month publication rule in §122
· Because most patent applications are published 18-months after they are filed, a junior party must file fairly quickly after the senior party or face a very difficult burden
· The Corroboration Requirement: Some evidence other than the inventor’s testimony is necessary to establish each of the key inventive facts
· Where the invention is more intricate, more detailed corroboration is required than in cases involving comparatively simple inventions
· An inventor’s notebook records, witness by someone else in the research department, are often determinative
· Reduction to Practice
· Requires the inventor: (1) to have practiced an embodiment of the invention encompassing all elements of the interference count, and (2) to have appreciated that the invention worked for its intended purpose 
· Also, an inventor must understand what she has invented to claim conception or reduction to practice! 
· In addition to preparing a composition, an inventor must establish that he “knew it would work” to reduce the invention to practice. This suggests that a reduction to practice does not occur until an inventor or his agent KNOWS that the invention will work for its INTENDED purpose
· NO requirement that a prior invention be commercialized in order for it to be reduced to practice 
· Conception’s Rigorous Standard
· Must be a “definite” and “permanent” idea of the “complete” and “operative” invention
· Does not occur UNTIL the inventive idea is “crystallized in all of its essential attributes and becomes so clearly defined in the mind of an inventor or by one skilled in the art
· COMPLETENESS of the invention is required, as it is tested under an “all elements” rule, with only two forgiving features:
· (1) Though the inventor must know all elements, she does NOT have to have a complete blueprint in her mind
· The final size and shape of every part and location of every nut, screw, and bolt need not be exactly foreseen before the conception of an apparatus can be said to be complete. 
· It is sufficient if the inventor discloses enough to enable a person of ordinary skill in art to construct the apparatus without extensive research of experimentation
· (2) An inventor does not demand a “reasonable expectation that the invention will work for its intended purpose”; he only needs to show that he had the idea, the discovery that an invention actually works Is part of its REDUCTION TO PRACTICE 
· Rules Regarding Diligence 
· (1) Relevant only when one party to the interference claims an earlier conception date, but a later reduction to practice date. 
· When one party is both the first to conceive and first to reduce to practice, that party has priority—end of story. 
· After the reduction to practice, however, the first inventor must not wait too long to file a patent because raises issues of abandonment, suppression and concealment
· Even if there is a very long and unexplained delay between the first inventor’s conception and reduction to practice, no viable priority issue under 102(g) as long as the inventor was first on both
· (2) Diligence relevant only for the inventor who is FIRST TO CONCEIVE but LAST TO REDUCE to practice
· Behavior of the second to conceive but first to reduce is NOT relevant
· (3) Where an inventor can establish only a reduction to practice, but not a date of conception, the conception date is assumed to be the date of reduction to practice (actual or constructive) 
· Patent lawyers often state that the diligence period begins just prior to the first-reducer’s “entry into the field”
· (4) Critical Period ALWAYS begins “just prior” to the conception of the second conceiver and “ends” with the first conceiver’s reduction to practice; no amount of diligence commencing AFTER the second conceiver’s conception is relevant 
· (5) Excuses for Inactivity: There must be “substantial continuing activity” of diligence throughout the critical period
· Where more substantial gaps exist (i.e. weeks or months), the inventor will have to find an excuse for the period of inactivity
· Potential Valid Excuses: poverty and illness; regular employment; scheduled vacations
· But see Christie v. Seybold (holding although poverty can be a “circumstance” that will be considered in judging diligence, it is NOT a blanket excuse
· Invalid Excuses: attempts to commercialize the invention; doubts about value or feasibility; work on other inventions; seeking grants to fund a reduction to practice where the entity had sufficient funds to pay itself for a reduction to practice
· Constructive Reduction to Practice: filing a patent that meets the requirements of §112
· Policy: Rewards early filers for their willingness to give their inventions to the public sooner
· If a patent application is abandoned, it can no longer be used to establish a constructive RTP, although it can be used as evidence of conception if the applicant later re-files
· But that also could be an issue of prior art under 102(c)
· Abandoned application relevant only where the applicant was the first to reduce the invention to practice, otherwise the applicant would have to prove diligence, and abandonment is inconsistent with the diligence
· If two patents are filed on the same day, making priority a “tie” the first to conceive wins, without regard to diligence
[bookmark: _Toc374285295]“Abandoned, Suppressed or Concealed” Inventions
· Diligence v. A/S/C
· Diligence is only relevant prior to reduction to practice
· A/S/C can occur only AFTER reduction to practice
· Peeler v. Miller (1976)
· Facts: This case involves an appeal of the PTO’s interference decision in favor of Miller. Defendant Miller successfully proved by a preponderance of the evidence that he actually reduced the invention to practice in March 1966 through various means of evidence. However, the patent application was not filed until April 27, 1970, while Plaintiff Peeler filed its application on January 4, 1968 for an identical fluid and Peeler was issued its patent on July 6, 1971. Miller’s patent application was deemed “ready to file” on April 18, 1966, but the application was filed four years later as a result of the company’s patent department inefficiencies 
· Holding: Miller suppressed the invention under 102(g) through the behavior of his assignee; however, the court also held that Miller’s March 1966 probe test was not an “abandoned” experiment and Miller was the first inventor
· Reasoning: As to abandonment, the Court reasoned Miller did not abandon the invention, but simply was done working on it once he filed his disclosures with his superiors, thus, the lack of activity was understandable in light of the realities of corporate research. Subsequent corporate inactivity does not raise the inference that Miller later thought his work incomplete or unsuccessful. However, the four year delay caused by the company raised an inference of intent to suppress, which goes against the policy that a party who experditiously starts his invention on the path to public disclosure through issuance of patents by filing a patent application should be rewarded. The company, not Miller, suppressed the patent, but Miller as an agent/employee/assignor cannot overcome the company’s essential negligence in filing the patent
· Rules: 
· “Abandonment”: A long period between RTP and filing raises an inference that the purported RTP was an abandoned experiment. This inference arises only where there is doubt that the activities relied on constitute a reduction to practice
· Not required to prove suppression: spurring into filing application by knowledge of another patent or proof of specific intent where the time between actual RTP and filing is unreasonable
· Unreasonable delay may raise an inference of intent to suppress; however, a mere delay, without more, is not sufficient to establish suppression or concealment
· Time Scale in Abandonment v. Diligence
· Once an inventor actually reduces an invention to practice, the inventor is merely required to progress toward filing a patent without extreme period of delay, time frame for A/S/C is much more forgiving than diligence
· For Diligence, a break in activity for even a couple of weeks has required an explanation and a break of a few months has been held fatal 
· Diligence means “steady” and “industrious” efforts
· Intent & Delay
· Generally, suppression or concealment must be deliberate or intentional
· However, a lengthy delay between the making of the invention and filing for a patent can give rise to an inference of concealment
· The inference of delay can be overcome with evidence that the reason for the delay was to perfect the invention
· However, when the delay is caused by working on refinements and improvements which are not reflected in the final patent application, the delay will not be excused; also, when activities which cause delay go to commercialization of the invention, the delay is also not excused
· This may cause an incentive for inventors to argue for a later reduction to practice because the later date will shorten the apparent delay in filing the patent and decrease the chance the inventor will be found to have suppressed or concealed the invention 
· Resumed Efforts After Long Delay: Paulik Case (deeply divided Fed. Cir.) held “where a lengthy delay bars the first inventor from relying on an early RTP, the inventor will nonetheless not be barred from relaying on later, resumed activity antedating an opponent’s entry into the field 
· Resumed activity is considered as evidence of priority of invention; no authority that would estop the inventor from relying on his resumed activities in order to pre-date the other inventor’s earliest date 
· If Paulik demonstrates that he renewed activity on the invention and that he proceeded diligently to filing his patent application, starting BEFORE THE EARLIEST DATE to which the other inventor is entitled, all in accordance with established principles of interference practice, the Fed. Circuit held that Paulik is not prejudiced 
· “Priority should be based on equitable principles and public policy as applied to the facts of each case” 
· Secret Prior Art Under 102(e) & 102(g)
· Under both statutes, material does not qualify as prior art if it is destined to remain PERMANENTLY secret
· 102(g): By excluding A/S/C material, it demands that the prior art be on a trajectory for public disclosure
· 102(e): disclosures in an application do not constitute prior art unless the application is ultimately made public through publication of the application or issuance of the disclosure in a patent
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[bookmark: _Toc374285297]35 USC §102(b)
· 102(b): A person shall be entitled to a patent unless—
· “the invention was patented or described in a printed publication in this or a foreign country or
· In public use [in this country] or
· On sale [in this country]
· More than one year prior to the date of the application for patent in the United States “grace period”
· Elements of 102(b)
· (1) No patent if, more than one year prior to application, invention
· [A] patented or 
· [B] described in printed publication
· [C] anywhere, or
· (2) Invention
· [A] in public use or
· [B] on sale
· [C] in this country
· 102(a) v. 102(b)
· Different Definitions of “Invention”: 102(a) requires a strict identity between the prior art and the invention; 102(b) might fall under “substantial identity” test 
· Inventor’s Activities Covered: 102(a)(1) is explicitly limited to the activities of “others” and 102(a)(2) is implicitly limited to activities of others; under 102(b) an applicant’s OWN activities can raise a statutory bar
· Different Critical Dates: 102(a)’s critical date is the DATE OF INVENTION, where only prior art with reference dates earlier than the date of invention is relevant; 102(b)’s critical date is the date one year prior to filing the inventor’s patent application 
· Ex: Applicant invented on 1/1/2000 and filed on 2/1/2001, all references dated prior to 1/1/2000 would be considered under 102(a); referenced dated prior to 2/1/2000 would be relevant under 102(b) 
· Inventor must overcome an additional month’s worth of prior art references under 102(b) because the filing occurred more than one year after the date of invention 
· But, if the critical date and the reference date are the SAME, the reference does NOT qualify under 102(b) because it refers to events “MORE THAN ONE YEAR” before filing
· An inventor who publishes an article about an invention on 2/1/2000 knows that she has ONE YEAR to file an application in the United States; if she exceeds that grace period, she will lose her right to patent 
· §119 precludes use of foreign filings to avoid a § 102(b) bar
· Domestic and Global Inquiries: Same for both: The global inquiry concerns publicly available documents (patents and printed publications) while the domestic inquiry extends to sales and public uses 
· Unlike 102(a) that refers only to patents and publications authored by OTHERS; 102(b) prior patents and publications of the inventor himself count as prior art, thus, an inventor can create a statutory bar with her own work if it is patented/published before the critical date 
· ONE YEAR GRACE PERIOD: An inventor can undertake any activity—including publishing or selling the invention—and not have that activity raise any problems under 102(v) 
[bookmark: _Toc374285298]102(b) Public Use
· Egbert v. Lippmann (SCOTUS 1881) (Corset Case)
· Issue: Whether the patented invention (corset springs) had, with the consent of the inventor, been publicly used for more than 2 years prior to his application for the original letters?
· Rule: To be a public use, it is not necessary that more than one of the patented articles are publicly use, a one-well defined case of such is just as effectual to annul the patent as many cases of uses
· “If the inventor of a mower, printing press, or a railway-car makes and sells only ONE of the articled invented by him, and allows the vendee to use it for 2 years, without restriction or limitation, the use is just as public as if he had sold and allowed the used of a great number
· Such a use is public even if the use and knowledge of the use is confined to one person 
· If an inventor sells a machine of which his invention forms a part (hidden perhaps), and allows it to be used without restriction of any kind, the use is a public one
· But, a use necessarily open to public view, if made in good faith solely to test the qualities of the invention and for the purpose of experiment, it is NOT a public use
· Holding: The wife wearing the corset spring steel invention was a public use under the statute
· Reasoning: The corset was given to her to use, inventor imposed no obligation of secrecy, not any condition or restriction whatever, not presented for the purpose of experiment, nor to test their qualities, invention was complete and no evidence showed that it was afterwards changed or improved, the woman used them for years for the purpose and in the manner designed by the inventor, not capable of any other use; she could have displayed the steels to any person, or made other steels of the same kind, and used or sold them without violating any condition or restriction imposed on her by the inventor; inventor waited 11 years to file a patent, which Court presumes he did so only after learning of its commercial use 
· Hall v. MacNeal
· Issue: Whether the use of certain earlier-model safes before the critical date was public enough under 102(b)?
· Holding: Yes, the construction, arrangement, purpose and mode of operation and use of the hidden feature in the safes were necessarily known to the workmen who put them in
· Modern 102(b) is triggered by ANY public use, without regard to whether the inventor consented to the use as compared to the consent requirements in Egbert
· Implicit confidentiality for employees = way to avoid a finding of public use; “when number of employees is limited to as few as are necessary to practice the invention, when customers and the public generally are excluded until at least [one] year before the application is made, a formal pledge of secrecy is not necessary b/c it is implicit 
· Moleculon Research Corp v. CBS, Inc. (Rubix Cube Case)
· Facts: CBS argues that the subject matter of the Rubix Cube was in “public use” and “on sale” by Nichols, the inventor, prior to the March 3, 1969 date (i.e. one year prior to filing application on March 3, 1970), thus making the patent invalid under 102(b). CBS argues that the inventor’s use of the cube in the presence of his employer made it public ; CBS had the burden of proving public use with facts supported by clear and convincing evidence; CBS also argues that the claimed convention was “on sale” b/c inventor agreed prior to the critical date to assign all his rights in the puzzle invention
· Rule: Look at the totality of the circumstances; Sale of patent rights does not constitute a “sale” under 102(b), but 102(b) is triggered if the inventor practices the invention in exchange for consideration
· Holding: Claims were not invalid under 102(b) and Moleculon’s patent was infringed by 2x2x2 rubics cubes because not public use and not on sale
· Reasoning: No indication that the parties contemplated the sale or transfer to Moleculon “of the single physical embodiment of the puzzle then in existence” and the puzzle was used for the inventor’s own pleasure; inventor at all times retained control over the use of the device as well as over the distribution of information concerning it
· Beachcombers Intl Inc v. WildeWood Creative Products (compare to Rubics Cube Case)
· Holding: Inventor did not retain control over the use of the device and the future dissemination of information about it, the purpose of demonstrating the device at her party in front of 25-40 people was to garner feedback, never imposed any confidentiality/secrecy obligations
· Public Use is a bar ONLY IN THE UNITED STATES
· Metallizing Engineering Co v. Kenyon Bearing & Auto Parts Co (2nd Cir. 1946)
· Issue: Where the inventor has sold a product manufactured by a secret process for more than one year, may the inventor seek patent protection to that process?
· Holding: No. Meduna filed his patent application in August 1942, and it was issued May 1943. The facts showed that Meduna actually commercially used his process prior to August 1941, though the use was allegedly kept secret. Under Pennock v. Dialogue, 27 U.S. 1 (1829), an inventor who sells an invention for several years prior to filing is not entitled to patent protection, even though he kept the nature of his invention secret. The reasoning in Pennock was based on the statutory requirement that an invention not be known or used publicly more than one year prior to the patent application filing date. Similarly, in Macbeth-Evans, 246 F.695 (1917), a glassmaker for ten years sold glass made by a secret process, which barred the glassmaker from seeking patent protection on the process after those sales. Thus even where an inventor keeps his process secret for years, once the product becomes public the inventor may not extend his patent rights by delaying the filing of a patent application. As a result, the court reversed the decision of the district court, thereby ruling for the defendant.
[bookmark: _Toc374285299]102(b) On Sale
· Praff v. Wells Electronics, Inc (SCOTUS 1998)
· Facts: Plaintiff filed patent for computer chip socket on April 19, 1982, thus the critical date for 102(b) purposes was April 19, 1981. Began working on invention in November 1980 and sent the prepared engineering drawings that described the design, the dimensions, and the materials to be used in making the socket to the manufacturer in February/March of 1981. Plaintiff showed sketch of concept to Texas Instruments prior to March 17, 2981, then on April 8, 1981, Texas Instruments provided Plaintiff with a written confirmation of a previously placed oral purchase of 30,100 of his new sockets for $90,000, Plaintiff did not make and test a prototype of the new device before offering to sell it in commercial quantities; Plaintiff did not reduce the invention to practice until July 1981; the invention achieved commercial success before the patent was issued to plaintiff on January 1, 1985
· Issue: Whether the commercial marketing of a newly invented product may mark the beginning of the 1-year grace period under 102(b) even though the invention has not yet been reduced to practice?
· Rules: “On-Sale” bar applies when two conditions are satisfied before the critical date: (1) the products must be the subject of a commercial offer for sale AND (2) the invention must be ready for patenting, satisfied by either proof of reduction to practice before the critical date or by proof that prior to the critical date the inventor had prepared drawings or other descriptions of the invention that were sufficiently specific to enable POSIA to practice the invention 
· (1) Reduction to practice is not required under 102(b); “invention” means a concept that is complete [rejects “substantially completed” Fed. Cir. test] 
· Holding: Plaintiff’s patent is invalid because the invention had been on sale for more than one year in this country before filing the patent application (critical date April 19, 1981 and the invention was on sale at least before April 8, 1981)
· Reasoning Plaintiff’s acceptance of the purchase order prior to April 8, 1981 makes clear sale offer was made that was commercial rather than experimental in question and Plaintiff sent the drawings to the manufacturer before the critical date that fully disclosed the invention. When plaintiff accepted the purchase order the invention was ready for patenting and the fact the manufacturer used the drawings to produce the socket is evidence of that and the sockets contained all the elements of the invention claimed in the patent
· On Sale v. Public Use: Public use can occur before the invention is placed on sale (Egbert) or the invention could be placed on sale before any public use (Plaff); 102(b) is triggered by either, so the earlier of the 2 events commences the 1-7 time period within which the inventor must file an application
[bookmark: _Toc374285300]Experimental Use Exception
· City of Elizabeth v. American Nicholson Pavement Co (SCOTUS 1877)
· Facts: Inventor laid down a wooden pavement in the city of Boston to be used by the public for experimentation on the durability of the wood for its intended purpose; defendants argued it was an public use because it was used for 6 years, however, evidence indicated the inventor went almost everyday to look at the wooden pavement for experimental purposes
· Rule: Not a public use so long as the inventor is engaged, in good faith, in testing its operation. He may see cause to alter or improve it and the experiments reveal facts on whether that is necessary. If durability is one of the qualities to be attained, a long period may be necessary to enable the inventor to discover whether his purpose is accomplished and changes are not necessary to fall under this exception
· So long as he does not voluntarily allow other to make it and use it and not on sale for general use, he keeps the invention under his own control and does not lose his title to a patent
· Holding: No public use because the inventor’s 6-year continued experiment fell under the experimental use exception
· If used under the surveillance of the inventor, and for the purpose of enabling him to test the machine, and to ascertain whether it will answer the purpose intended, and make such alterations and improvements as experience demonstrates to be necessary, it will be a mere experimental use, and not a public use (even if the experiment is done in public, which is almost always necessary)
· HOWEVER, had Boston, or other parties, used the invention by laying down the invention in other streets and places with the inventor’s consent and allowance, it would be a public use 
[bookmark: _Toc374285301]Secret Third-Party Uses
· W.L. Gore & Associates, Inc. v. Garlock, Inc. (Fed. Cir. 1983)
· Facts: Plaintiff had a patent for a process for rapidly stretching Teflon, which is used for a variety of purposes; plaintiff filed his patent application on May 21, 1970, making the critical date under 102(b) May 21, 1969; Defendants argue that the patent was invalid under 102(b) because of the activities of John Cropper, a third party who developed a similar process in New Zealand. Although Cropper sent a letter, nothing came from that and there was no evidence that Cropper’s invention ever became known or used in the U.S. In 1968, Cropper sold his machine to Budd to produce special tape. Per agreement, Budd required all employees to sign a confidentiality agreement about the machine, but the machine was viewable to the public. However, there was no evidence that a viewer of the machine or the tape could thereby learn anything of which process, among all possible processes, the machine is being used to practice
· Holding: Budd and Cropper’s secret commercialization of a process could be held to bar Plaintiff Gore from getting a patent on that process
· An inventor’s OWN prior commercial use, even if kept secret, may constitute a public use or sale under 102(b) barring him from obtaining a patent, BUT, when an asserted prior art use is NOT THAT OF THE APPLICANT, 102(b) is not a bar when that prior use or knowledge is not available to the public 




[bookmark: _Toc374285302]NONOBVIOUSNESS 

[bookmark: _Toc374285303]35 USC §103
· §103: A patent may not be obtained though the invention is not identically disclosed or described as set forth in §102, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been OBVIOUS at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negative by the manner in which the invention was made
· Generally, the combination of familiar elements according to known methods is likely to be obvious when it does no more than yield predictable results 
· Want to tell a compelling story of invention for analyzing obviousness in litigation 
· Hotchkiss v. Greenwood (SCOTUS 1851: concept of “invention” as a precursor to obviousness)
· Facts: Patent involved substitution of materials (i.e. porcelain/clay for wood/metal) in doorknobs
· Holding: Not patentable because a patentable invention must evidence more ingenuity and skill than that possessed by an ordinary mechanic acquainted with the business
· Test for “Invention”: Comparison between the subject matter of the patent/ patent application and the background skill of the calling [“functional approach”] 
[bookmark: _Toc374285304]The Graham Inquiry
· Rule Statement: Under Graham, courts must identify (1) the scope and content of the prior art, (2) the differences between the prior art and the claimed invention, and (3) the level of ordinary skill in the fact. With that background, courts then (4) determine whether the subject matter of the claimed invention is obvious. 
· Broad inquiry/ expansive and flexible approach to obviousness 
· Graham v. John Deere Co. 
· Under §103, the factual inquiries involve the 
· (1) Scope and content of the prior art
· If the prior art is from the same field of endeavor and if not within the same field, if it is still reasonably pertinent to the particular problem with which the inventor is involved, the patent will be obvious over prior art
· (2) Differences between the prior art and the claims at issue are to be ascertained and the 
· (3) Level of ordinary skill in the pertinent art resolves it
· Identify the level of a POSITA based on: (1) education level of the inventor; (2) education level of a typical worker in the field; (3) types of problems encountered in this technology and previous solutions to such problems; (4) how quickly new innovation occurs in the technology; and (5) sophistication of the technology
· A person arguing for obviousness would want a higher level of ordinary skill in the art to say that it was obvious while patentee would want a low level person to say the invention is not obvious to POSITA 
· (4) Secondary Considerations
· Secondary considerations like commercial success, long felt but unresolved needs, failure of others, etc. might be utilized to give light to the circumstances surrounding the origin of the subject matter sought to be patented
[bookmark: _Toc374285305]Subtests for Nonobviousness
· Standard: Clear & Convincing Evidence needed to reverse the presumption of validity under §103 grounds 
· Obviousness is a “legal determination” for which summary judgment may be appropriate and it should be made by a judge!
· A holding of obviousness is rarely reversed on appeal by the Federal Circuit (In re Sullivan)
· TSM Test: Federal Circuit’s test for obviousness, “teaching, suggestion or motivation” test (TSM test), under which a patent claim is proved obvious if “some motivation or suggestion to combine the prior art teachings” can be found in the prior art, the nature of the problem, or the knowledge of a person having ordinary skill in the art 
· Teachings of [prior art] references can be combined to prove obviousness ONLY if there is some suggestion or incentive to do so
· District court could not hold a patent invalid for obviousness unless it “elucidated factual teachings, suggestions or incentives from the prior art that show the propriety of the patented combination
· Used “hindsight bias” as a core justification for its TSM test 
· Demise of TSM test led to increased emphasis on objective considerations of obviousness 
· KSR International Co v. Tefelex Inc. (SCOTUS 2007)
· Issue: Whether the Federal Circuit has erred in holding that a claimed invention cannot be held obvious, and thus unpatentable under §103, in the absence of some proven “teaching, suggestion, or motivation” that would have led a person of ordinary skill in the art to combine the relevant prior art teachings in the manner claimed?
· Facts: Claim 4 of the Engelau patent (exclusive license owned by Teflex)describes a mechanism for combining an electronic sensor with an adjustable pedal so the pedal’s position can be transmitted to a computer that controls the throttle in the vehicle’s engine. Before issuing the patent, the PTO rejected one of the patent claims similar to, but broader than, claim 4, but was later allowed because it included the limitation of a fixed pivot point. In 1999, KSR filed for patent ‘976 for an adjustable mechanical pedal for Ford. In 2000, KSR took the design from the ‘976 patent and added an electronic sensor attached to the pedal. The district court, applying the TSM test, held that prior art patent taught everything claimed in claim 4 except the use of a sensor to detect the pedal’s position and transmit it to the computer controlling the throttle, but that aspect was revealed in other prior art patent and sensors used by Chevrolet. 
· Holding: SCOTUS rejects the rigid Federal Circuit TSM test, the Graham analysis should be used. Utilizing the test, the patent was obvious
· Rules: A court must ask whether the improvement is more than the predictable use of prior art elements according to their established functions
· Necessary for a court to look to: (1) the interrelated teachings of multiple patents; (2) the effects of demands known to the design community or present in the marketplace; (3) the background knowledge possessed by a POSITA to determine whether there was an apparent reason to combine the known elements in the fashion claimed by the patent at issue 
· Analysis should be made EXPLICIT; cannot be sustained by mere conclusory statements, must be some articulated reasoning with some rational underpinning to support the legal conclusion of obviousness
· Analysis need NOT seek out precise teachings directed to the specific subject matter of the challenged claims, for a court can take account of the inferences and creative steps that a POSITA would employ 
· Analysis should employ common sense and a factfinder should be aware of the distortion caused by hindsight bias and must be cautious of arguments reliant upon ex post reasoning 
· Analysis should be made “AS OF THE TIME” the patentee was designing the subject matter of the patent
· The combination of familiar elements according to known methods is likely to be obvious when it does no more than yield predictable results. When the question is whether a patent claiming the combination of elements of prior art is obvious….
· When a work is available in one field of endeavor, design incentives and other market forces can prompt variations of it, either in the same field or a different one. If a POSITA can implement a predictable variation, §103 likely bars its patentability. 
· If a technique has been used to improve one device, and a POSITA would recognize that it would improve similar devices in the same way, using that technique is OBVIOUS unless its actual application is beyond his or her skill 
· Combination Patents: Predictability is KEY! 
· Chemistry and pharmaceutical research = highly unpredictable, so KSR would have less application
· Mechanics, electronics, computer program = effect of modifying or combining features may be more predictable = KSR expected to have broader application 
· Obvious to Try Doctrine revitalized
· However, lower courts held combination to be patentable if, although they were obvious to try or even suggested by prior art, they were discovered to have unexpected properties when they were tried 
· “Objective Reach” of the Claim: Obviousness is judged in light of the full breadth of “objective reach” of the patent claim at issue 
· Analysis does NOT turn on subjective considerations such the problem the patentee was trying to solve; inventor’s method in reaching the claimed subject matter should be irrelevant
· KSR: requirement of objectivity can be applied against inventors who seek overly broad patent rights; broad claim in the patent is invalid if, objectively, it covers obvious updates of the prior art 
· In KSR, the Engelgau patent would not have been obvious, and thus held invalid, if the invention was able to be claimed narrowly 
· POSITA would be deemed a person of ordinary creativity, NOT AN AUTOMATION
· Courts should give credit to POSITA and assume that they can “connect the dots” even when there may be some gaps to fill in 
· “Whether POSITA, facing the wide range of needs created by developments in the field of endeavor, would have seen a benefit? Also look at design incentives and market forces
· Exogenous “Technological Developments”
· Exogenous developments not attributable to the work of the alleged inventor have created new needs and new possibilities. The theory of obviousness suggest that, in those precise circumstances, society may see the arrival of many valuable but nonetheless obvious innovations that fufill those new needs or capitalize on those new possibilities 
· KSR: “become standard” “created strong incentive” and “generated new needs in the field of endeavor”
· Common responses to new technologies are likely to be held obvious! 
· Apple v. Samsung
· Test: Under §103, the scope and content of the prior art are to be determined; differences between the prior art and the claims at issue are to be ascertained; and the level of ordinary skill in the pertinent art resolved. Against this background, the obviousness of the subject is determined. Such secondary considerations as commercial success, long felt but unresolved needs, failure of others, might be utilized to give light to the circumstances surrounding the origin of the subject matter sought to be patented. (Graham Factors)
· Secondary Factors: industry praise, copying, commercial success and longfelt-need
[bookmark: _Toc374285306]Secondary Considerations
· Arkie Lures Inc. v. Gene Larew Tackle Inc (Fed. Cir. 1997)
· Facts: Mr. Larew set out to make a plastic fishing lure that would have a salty taste for a prolonged period in the water. Numerous POSITA in the fishing lure industry said it could not be done. However, Mr. Larew eventually produced the fist commercial salt-impregnated plastic lure and it was a commercial success. District court held the patent was invalid b/c the invention was not sufficiently different from the prior art to render it nonobvious. 
· Holding: Conclusion of obviousness was in error, Fed. Cir. reversed
· Reasoning: In applying the Graham four-factor test, the Federal Circuit found that (1) while there was extensive literature on fishing lure, there was no prior art reference which “showed or suggested” the combination claimed in the patent, (2) no real dispute that none of the prior art references showed a plastic salty lure. Thus, no way to compare the differences between the prior art and the claimed invention from a POSITA perspective. The court relied heavily on secondary considerations. The Court held that “the beliefs of those in the field at the time, including beliefs that the plastic lure would lose its surface qualities, texture and strength, as well as the manufacturing uncertainties, are the position from which the decision maker must view the invention. Facts relevant to finding nonobviousness: years of use of salty bait and of plastic lures, without combining their properties; evidence the combination was not viewed as technically feasible, for conventional wisdom that a combination should not be made is evidence of unobviousness; and Mr. Larew’s eventual demonstration that the desired product could indeed be successfully made did not render it obvious, nor did the ready appreciation of its value/strong commercial recognition 
· Rule: On the correct standard, courts look to the state of the relevant knowledge at the time of the inventor’s activities, including concern for the quality of the product, the warnings, and the perceived manufacturing difficulties, all manifested in the widespread skepticism that the inventor encounters among those of skill in the field
· While suggestions of success in the prior art count against nonobiousness, prior art predications of FAILURE or “teaching away from the invention” count in favor
· US v. Adams, SCOTUS held contrary teachings in the prior art as a major factor in finding the batter nonobvious 
· Q in Obviousness Cases: If the subject matter had been so obvious, why was it not developed earlier?
· Courts will look to see whether something other than the efforts of the patentee explains the new development
· The party CHALLENGING the patent will be MORE LIKELY to prevail is some exogeneous change explains the development 
· Example of Regulatory Change: Richardson-Vicks Inc. v. Upjohn Co. involved combining ibuprofen and pseudoephedrine as a cold medicine, other medicines already combined pseudoephedrine with other analgesics; the court held that this patent was “an obvious step once the FDA had approved over-the-counter sales of ibuprofen” 
· Compare to WMS Gaming Inc., where the absence of licensing requests to the state gambling board was proof that the virtual wheel slot machine was not obvious b/c no other person had filed an application for an invention similar to that one
· Nearly simultaneous developments may indicate obviousness
· Hybritech Inc. v. Monoclonal Antibodies Inc. (Fed. Cir. 1986)
· Facts: Patent at issue claims a “sandwich” assay, district court invalidated under §103, Fed. Cir. reversed 
· Rule: Fourth Graham factor “secondary considerations” based on objective evidence such as commercial success, failure of other, long-felt need and unexpected results must be considered before a conclusion on obviousness and not to be considered to be “merely icing on the cake”
· Holding: After analyzing the differences in prior art, which the Federal Circuit found to not show obviousness, the plaintiff was able to provide enough evidence to prove that it captured a substantial market share with its invention and expert testimony on unexpected advantages established that the patent “unexpectedly solved longstanding problems.” Thus, the patent was nonobvious and valid. 
[bookmark: _Toc374285307]Person Skilled in the Art
· Environmental Designs Limited v. Union Oil Co. Factors for POSITA used to implicitly adjust the standard for nonobviousness [standard for scope and content of prior art cannot be adjusted
· (1) Educational level of the inventor
· (2) Type of problems encountered in the art
· (3) Prior art solutions to the problems
· (4) Rapidity with which innovations are made
· (5) Sophistication of the technology
· (6) Educational Level of active workers in the field 
· Under §103, the skilled artisan is expected to know everything that is within the prior art
[bookmark: _Toc374285308]Scope and Content of the Prior Art 
· Two-Step Approach
· (1) Court must determine whether a reference may be considered “prior art” for purposes of §103
· (2) If the reference is prior art, the court must determine whether the reference is part of the “pertinent prior art” a/k/a whether “it is part of the art to which the invention pertains”
· In re Winslow (1966): POSITA is presumed to know ALL PERTINENT prior art 
· Rule: Section 103 requires the court to presume full knowledge by the inventor of the prior art in the field of his endeavor. If the patent seems to be selection and application of prior art, then it is invalid
· Two Caveats
· (1) Law does NOT presume knowledge of ALL prior art, only knowledge of PERTINENT prior art (i.e. prior art in the field of the invention
· (2) Presumption is not really about the knowledge of the inventor, but about the knowledge of the hypothetical POSITA (objective standard, not subjective inquiry into the inventor’s knowledge or lack of)
· Analysis: The image of an inventor at work in her workshop, prior art spread around the walls
[bookmark: _Toc374285309]The Non-Analogous Arts Limitation
· In determining anticipation under §102, references are never excluded from consideration on the theory that they are too far removed from the relevant field of the art. Rather, the claimed invention is tested against ALL qualifying references. NOT TRUE FOR OBVIOUSNESS
· References properly qualifying as prior art under §102 are NOT considered if the reference pertains to “non analogous” art
· So, under first Graham factor, courts must determine whether the art is analogous or not (i.e. whether the art is “too remote to be treated as prior art”
· Question of fact
· In re Clay (Fed. Cir. 1992) 
· Two-Part Test for Determining Whether Prior Art is Analogous 
· (1) Whether the art is from the same field of endeavor, regardless of the problem addressed
· (2) If the reference is not within the field of the inventor’s endeavor, whether the reference still is “reasonably pertinent to the particular problem with which the inventor is involved” 
· A reference is reasonably pertinent if it is one which, because of the matter with which it deals, logically would have commended itself to an inventor’s attention in considering his problem
· Thus, the PURPOSE of both the invention and the prior art are important in determining whether the reference is reasonably pertinent to the problem the invention attempts to solve
· If a reference disclosure has the same purpose as the claimed invention, the reference relates to the same problem, and that fact supports use of that reference in an obviousness rejection
· If it is directed to a different purpose, the inventor would accordingly have had less motivation or occasion to consider it and it is not analogous
· For analysis, similarities in structure and function of the invention are factors to consider
· Application: First, the field of endeavor for the patentee is the storage of refined liquid hydrocarbons, and the field of endeavor of the reference is the extraction of crude oil, so just because they both relate to the petroleum industry, does not presuppose a finding that they are in the same field of endeavor. Second, the problem patentee focused on was preventing loss of stored product to tank dead volume while preventing contamination of such product, while the reference was faced with the problem of recovering oil from rock, as well as the patentee’s process is not structurally similar to, does not operate under the same temperature and pressure as, and does not function like the reference. Thus, a POSITA would not reasonably have expected to solve the problem of dead volume tanks for storing refined petroleum by considering a reference of dealing with plugging underground formation anomalies. Since the reference was non-analogous art, it was not “pertinent” prior art under §103

[bookmark: _Toc374285310]CLAIM CONSTRUCTION

[bookmark: _Toc374285311]Basic Doctrine Under Phillips
· Phillips v. AWH Corporation (Fed. Cir. 2005 en banc) 
· Issue: What the correct construction of the structural term “baffles” is as used in the ‘798 patent? 
· Holding: A POSITA would not interpret the disclosure and the claims of the patent to mean that a structure extending inward from one of the wall faces is a baffle if it is at an acute or obtuse angle, but is not a baffle if it is disposed at a right angle 
· General Rule: Determining the ordinary and customary meaning of the claim requires examination of terms that have a particular meaning in a field of art. When a meaning of a claim as understood by POSITA is not apparent, court looks to sources available to the public that show what a POSITA would have understood disputed claim language to mean.
· Sources: (1) words of the claims themselves; (2) the remainder of the specification; (3) prosecution history [collectively, “intrinsic evidence”] and (4) extrinsic evidence concerning relevant scientific principles, meaning of technical terms and the state of the art
· FIRST: Analysis of Claims Themselves: (1) look to the context in which a term is used in the asserted claim; (2) usage of a term in one claim can illuminate the meaning of the same term in other claims; (3) differences among claims (i.e. presence of a dependent claim that adds a particular limitation gives rise to a presumption that the limitation in question is not present in the independent claim)/ doctrine of claim differentiation—requires different claims to be given different scope—can be used 
· Here, the critical language of claim 1 of the ‘798 patent is “further means disposed inside the shell for increasing its load bearing capacity comprising internal steel baffles extending inwardly from the steel shell walls” imposes three requirements with respect to the baffles: (1) must be made of steel; (2) must be part of the load-bearing means for the wall section; (3) must be pointed inward from the walls
· Other claims of patent specify particular functions to be served by the baffles: (1) dependent claim 2 limited the term baffles, inclusion of limitation makes it likely that the patentee did not contemplate the term baffles already contained the limitation; (2) independent claim 17 limitation would be unnecessary if POSITA understood that the baffles inherently served the function described; (3) dependent claim 6 provided additional requirement that the baffles be placed at specific angles, if the baffles recited in claim 1 were inherently placed at specific angles or interlocked to form an intermediate barrier, claim 6 would be redundant
· SECOND: Analysis of Specification: Claims “must be read in view of the specification of which they are a part”; highly relevant, usually dispositive, single best guide to the meaning of a disputed term; specification may reveal a special definition given to a claim term by the patentee that differs from the meaning it would otherwise possess, in such cases, the inventor’s lexicography governs; specification may reveal an intentional disclaimer, or disavowal, of claim scope by the inventor, and when they do, the inventor has dictated the correct claim scope, and the inventor’s intention as expressed in the specification is dispositive; specification “acts as a dictionary when it expressly defines terms used in the claims or when it defines terms by implication” 
· Here, specification discusses several purposes served by the baffles: (1) provide structural support; (2) produce an intermediate barrier wall between the opposite wall faces, which creates small compartments that can be filled with sound and thermal insulation or rock and gravel to stop projectiles; (3) custom tailoring function.
· The fact that the written description sets forth multiple objectives to be served by the baffles recited in the claims confirms that the term baffles should not be read restrictively to requires that the baffles in each case serve all of the recited functions
· THIRD: Analysis of Prosecution History: consists of the complete record of the proceedings before the PTO and includes prior art cited during the examination of the patent
· FOURTH: Analysis of Extrinsic Evidence: expert and inventor testimony, dictionaries and learned treatises; technical dictionaries are favored b/c it provides court with better understanding of the way POSITA would use the claim terms; Of note, extrinsic evidence is “less significant than intrinsic record in determining the legally operative meaning of claim language” 
· Here, parties stipulated to the dictionary definition of the word “baffles”: refers to objects that check, impede, or obstruct the flow of something. The key dispute was deciding what types of flows the patent contemplated that the baffles would impede
· If the ordinary meaning of claim language as understood by POSITA is readily apparent even to lay judges, and claim construction in such cases involves little more than the application of the widely accepted meaning of commonly understood words, general purpose dictionaries are helpful
· Maxim: “Claims should be so constructed to preserve their validity” is applied in LIMITED situations in which the court concludes, after applying all the available tools of claim construction, that the claim is still ambiguous
· If term is still ambiguous, Q is “whether it is reasonable to infer that the PTO would not have issued an invalid patent, and that the ambiguity in the claim language should therefore be resolved in a manner that would preserve the patent’s validity” 
· Defendant in Phillips wanted the term “baffles” to be given a restrictive meaning 
· Cardinal Sin of Patent Law: “Reading In Limitations from the Specification into Claims”
· Difficult to avoid, must be avoided when using the specification in claim constructions, Fed. Cir. asserts this is done with reasonably certainty and predictability if the courts focus remains on understanding how a POSITA would understand the claim terms
· Claim language governs and may exceed the scope of the specification’s preferred embodiments
· In Philips, the court gave the broad claim term “baffle” a meaning beyond the narrower bullet-deflecting embodiments in the specification 
[bookmark: _Toc374285312]Canons of Claim Construction
· Narrow Construction to Save Validity: When two interpretations are plausible, choose the one that preserves the validity, which is the narrower interpretations
· Last resort principle; limited to cases in which the court concludes the claim, after analysis, is still ambiguous 
· Ordinary v. Contextual Meaning: The ordinary and customary meaning of a claim term is the meaning that the term would have to a POSITA at the time of invention (as to the effective filing date of the patent application)
· Ordinary meaning refers to a POITA, which in turn refers to contextual meaning
· Claims are skeletal, employing as few words as possible
· The fewer the words, the broader the claims, and all claim drafters seek to obtain the broadest possible valid claim 
· Lexicographer Rule: Patentees can define claim terms in any way they wish, these definitions are typically set forth in the specification, but even if the term is define, the definition itself may be ambiguous
· Jack Guttman, Inc. v. Kopykake Enterprises: [rare case b/c it involved an explicit definition] patent involved a system for printing an image onto an edible sheet to be placed on cakes, the issue was whether the term “photocopy machine” could encompass the accused infringer’s combination of a scanner with an ink jet printer; photocopy machine defined broadly in the specification: “Where the scanning and image reproduction aspects are separate (or within or without the same housing), but cooperate to produce the effect of a plain paper photocopy machine, the two aspects are deemed to define a photocopy machine as that term is used herein; infringer argued the definition was not supposed to cover any combination of scanning and printing capabilities, Federal Circuit disagreed, reasoning the phrase “cooperate to produce the effect” indicates the term includes an apparatus that is not a conventional plain paper photocopy machine but that nonetheless possesses scanning and reproduction features that work together to produce the effect of such a photocopy machine
· Lexicography rule generally cited to demonstrate the patentee may place an unusual construction on claim language, though that construction is typically implicit rather than explicit 
· Essence of rule is a succinct and precise definition
· General discussion of an invention in a specification cannot provide a “definition” for a claim unless the discussion can be tied to a specific word or words in a claim; patentee wishing to use statements in the written description to confine or otherwise affect a patent’s scope must point to a term or terms in the claim with which to draw those statements
· Disclaimer of Subject Matter [“Disclaimer Doctrine”]: 
· Rule: Patentee’s statements in the specification or in the prosecution history may limit or disclaim apparently broad claim language
· Ex: A claim that “specifically refers to water-soluble polydextrose” prepared by… in the presence of … citric acid” disclosed only citric acid, which narrowed its broad claim to only processes involving citric acid while other processes involving different types of acid were not covered
· Claim Differentiation: Contextual Meaning from Other Claims [Anti-Redundancy Canon]
· Rule: When different words or phrases are using in separate claims, a difference in meaning is presumed
· Rebutted if: different terms or phrases in separate claims may be construed to cover the same subject matter where the written description and prosecution history indicate that such a reading of the terms or phrases is proper 
· Used as a helpful tool in claim construction, not an ironclad rule!
· Purpose or Goal of the Invention
· In claim construction, it is proper to use the specification to determine what the inventor meant by terms and phrases in the claims as to the purpose of the invention and the problem it is trying to fix
· Analysis: Compare the problems in prior art and purposes of prior art patents to the patent at issue 
· Claims must be supported by the written description, and thus relying heavily on the specification in claim interpretation may save some claims that, if interpreted too broadly, would be invalid because they lack support in the written description
[bookmark: _Toc374285313]PROCEDURAL ASPECTS OF CLAIM CONSTRUCTION
· Claim Interpretation is ALWAYS a matter of LAW decided by a COURT
· Markman v. Westview Instruments, Inc. (SCOTUS 1996)
· Issue: Whether the interpretation of a patent claim is a matter of law reserved entirely for the Court or subject to a Seventh Amendment guarantee that a jury will determine the meaning of any disputed term of art about which expert testimony is offered? 
· Holding: Construction of a patent, including terms of art within its claim, is exclusively within the province of the court even where the construction of a term of art has evidentiary underpinnings
· But infringement actions are a question for the jury 
· Sometimes judges will have to make credibility judgments about witnesses and resolve subsidiary factual disputes
· Markman Hearings: a hearing held by a trial judge to decide the meaning of any disputed matter of claim interpretation
· Typically occur before trial because the trial court’s view on the meaning of the claims is needed for determining what evidence to introduce at trial and how to best show infringement
· NOT required by the SCOTUS decision itself:  In Markman, the Court did not impose any particular procedure for engaging in interpretation 
· Issue: tend to isolate claim interpretation from other important issues at trial 
· Teva Pharmaceuticals USA v. Sandoz Inc (SCOTUS 2015)
· Issue: Whether, under FRCP 52(a)(6) [court of appeals must not set aside a district court’s findings of fact unless they are clearly erroneous], the appellate court must apply the “clear error” or “de novo” standard on appeal?
· Holding: In cases where subsidiary facts are in dispute, courts will need to make subsidiary factual findings about the extrinsic evidence and these “evidentiary underpinnings” of claim constriction must be reviewed for clear error on appeal. However, when a district court reviews only evidence intrinsic to the patent, the court of appeal will review the district court judge’s construction de novo. Also, the appellate court can review the district court’s ultimate constriction of the claim de novo.
· In sum, trial court decisions on claim construction will be entitled deference to the extent that the trial judge (1) relief on “extrinsic evidence” and (2) made explicit findings of fact based on that extrinsic evidence (reviewed under clear error standard). In other circumstances, trial courts will still have their claim construction review de novo even if the trial judge bases a claim construction on intrinsic evidence only. 
· Deference to PTO Interpretations
· Federal Circuit’s prior rule where all administrative claim interpretations were reviewed de novo is no longer good law at least in those circumstances where a party before the agency introduces extrinsic evidence and the agency relies on that evidence 
[bookmark: _Toc374285314]POWERPOINT SLIDES
· The nature of language makes it impossible to capture the essence of a thing in a patent application (Festo)
· Competitors are entitled to review the public record, apply the established rules of claim construction, ascertain the scope of the patentee’s claimed invention and, thus, design around the claimed invention
· Ordinary Meaning v. Special Meaning: The words of a claim are generally given their ordinary and customary meaning, with TWO exceptions:
· (1) When a patentee sets out a definition and acts as his own lexicographer
· (2) When a patentee disavows the full scope of a claim term either in the specification or during prosecution
· Disavowal requires “expressions of manifest exclusion or restriction, representing a clear disavowal of claim scope
· Ordinary Meaning v. Specification
· Specification may reveal special definition that differs from the meaning it would otherwise possess 
· Courts do not read limitations from the specification into claims; nor do courts redefine words. Only the patentee can do that
· To constitute disclaimer, there must be a clear and unmistakable disclaimer
· It is not enough for a patentee to simply disclose a single embodiment or use a word in the same manner in all embodiments, the patentee must clearly express an intent to redefine the term 
· Specification may reveal “special definition” given by patentee or “intentional disclaimer” of claim scope
· Even without “special definition,” the “ordinary meaning” is determined “in the context of the written description”
· Strive to capture the scope of the actual invention, rather than alow the claim language to become divorced from what the specification conveys is the invention
· Specification = single best guide to meaning of a disputed term
· Cardinal sin of patent law is reading limitation of specification into claims 
· Fine line between construing the claims in light of the specification and improperly importing a limitation from the specification into the claims
· Characterization of claim terms as part of “the PRESENT INVENTION” is STRONG EVIDENCE that the claims should NOT be read to encompass the opposite structure 
· Claim terms are normally used consistently throughout the patent 
· Different claim terms presumed to have different meanings
· Present evidence to rebut this presumption
· Claim Differentiation: The presence of a dependent claim that adds a particular limitation gives rise to a presumption that the limitation in question is not present in the independent claim 
· Example: Claim 1: A guarantee; Claim 2: The guarantee of claim 1, covering a single specific auction
· “Guarantee” is broader than single auction 
· Prosecution History: evidence of how patentee and PTO understood the patent
· Often lacks the clarity of specification and is less useful 
· It is inappropriate to limit a broad definition of a claim term based on prosecution history that is itself ambiguous
· Must use “words or expressions of manifest exclusion or restriction”
· Extrinsic Evidence: District courts may rely on extrinsic evidence
· LESS SIGNIFICANT than intrinsic record
· Dictionaries and treatises can be useful
· Technical dictionaries may illuminate how POSITA would use claim
· Dictionary “focuses the inquiry on the abstract meaning of words rather than on the meaning of claim terms within the context of the patent”
· Expert Testimony can be useful 
· But unsupported assertions by experts as to the definition of a claim term are not useful to a court
· Inventor Testimony: “The subjective intent of the inventor when he used a particular term is of little of no probative weight in determining the scope of a claim
· Preamble is not a limitation… unless necessary to give life, meaning and vitality to the claim
· Example: The preamble phrase “which provides improved playing and handling characteristics” in a claim drawn to a head for a lacrosse stick was not a claim limitation 
· Example: In a method of treating anemia by administering a vitamin preparation to “a human in need thereof,” the preamble was not merely a statement of effect, but rather of the purpose for which the method must be performed [i.e. preamble necessary to give life, meaning and vitality to the claim”
· Construction that excludes preferred embodiments is rarely, if ever, correct
· Courts are not permitted to redraft claims even if it produces a nonsensical result 
· Ex: No Rewriting Claims: Preferred embodiment described “light, flaky” dough; claim requires heating dough to 400 F (not heating the oven)
· Patentee meant heating oven to 400 F – dough at 400 F becomes a charcoal briquette
· Court held: tough luck, court cannot redraft the claims 
· Claims may be construed narrowly to preserve validity but only when the claim is otherwise ambiguous 
· Examples of Special Terms
· (1) Comprising: presumed open-ended
· Example: A dining chair (preamble—determine if a limitation) “comprising” (transitional phrase) a back (claim body, element/limitation) a sear (claim body, element/limitation) and a plurality of legs (claim body, element/limitation)
· (2) Having: may be open-ended
· (3) Consisting of: closed
· (4) “A”: one or more, absent evidence to the contrary
· (5) Plurality: two or more 
· Special Terms: “Means for…”
· §112(f), means plus function elements are interpreted to read on corresponding structure disclosed in the specification “and equivalents thereof”
· Ex: “Means for fastening”
· Spec discloses zipper, Q: equivalent to button?; JUDGE decides what “fastening” means and what the corresponding structure is; equivalents goes to JURY
· Corresponding Structure
· Patentee: Less corresponding structure = more claim scope
· Accused infringer: More corresponding structure = narrower claim
· Claim Construction Hierarchy
· (1) Ordinary Meaning: Special term? Readily Apparent?
· (2) Claims: differentiation? consistent use?
· (3) Specification: explicit definition? “the invention” BEST GUIDE
· (4) Prosecution History: express disclaimer? context?
· (5) Dictionaries
· (6) Expert testimony
· (7) Inventor testimony 
· A patentee may not proffer an interpretation for the purposes of litigation that would alter the indisputable public record consisting of the claim, the specification, and the prosecution history, and treat the claims as a nose of wax
· Claim Construction & Litigation Strategies
· Defendants: early claim construction; construe many terms (some courts limit to 10); non-infringement idea for each term being construed; occasionally go broad for invalidity 
· Plaintiffs: late claim construction; few terms—plain meaning; narrow only when necessary for validity; match language of accused product 
· For WINNING: Know the Judge, shorter and simpler is better, use words from the specification, don’t rewrite the claim, remember hierarchy and cite evidence accordingly 
· The meaning of a claim term “can only be determined and confirmed with a full understanding of what the inventors actually invented and intended to envelop with the claim” 


[bookmark: _Toc374285315]DOCTRINE OF EQUIVALENTS & PROSECUTION ESTOPPEL

· Doctrine of Equivalents: exception to the general rule that infringement is determined by the claim language
· Policy: language does not capture every nuance of the invention or describe with complete precision the range of its novelty, so equivalents are used to fill in the gaps where language fell short
[bookmark: _Toc374285316]Triple Identity Test/ Insubstantial Differences Test
· Test: Where the machines [patents] are substantially the same, operate in the same manner, to produce the same result, they must in principle be the same
· Substantial: excludes mere colorable differences or slight improvements 
· Same kind of result: may differ in extent 
· Winans v. Denmead (SCOTUS 1854)
· Holding: Case was a precursor to modern DOE law, held that an octagon was equivalent to a circle, which substantially embodied the mode of the circle invention and attained the same result 
· Reasoning: The exclusive right to the thing patented is not secured if the public are at liberty to make substantial copies of it, varying its form or proportions
· Graver Tank & Mfg. Co. v. Linde Air Productions Co (SCOTUS 1950)
· Holding: Patent claims must protect the inventor not only from those who produce devices falling within the literal claims of the patent but also from copyists who “make unimportant and insubstantial changes and substitutions in the patent which, though adding nothing, would be enough to take the copied matter outside the claim, and hence outside the reach of law
· Prior Art as a Limit: Equivalents analysis cannot expand patent rights to cover the prior art or obvious extensions of the prior art
[bookmark: _Toc374285317]Prosecution History Estoppel
· Festo Corp. v. Shoketsu (SCOTUS 2002)
· Reaffirmed Warner-Jenkinson Co. v. Hilton Davis Chemical Co, that a patent protects its holder against efforts of copyists to evade liability for infringement by making only insubstantial changes to a patented invention
· Competitors may rely on prosecution history to determine the range of equivalents. When a patentee responds to the rejection of an earlier patent application, b/c it didn’t meet statutory requirements, by narrowing his claims, this prosecution history estops him from later arguing that the subject matter covered by the original, broader claim was nothing more than an equivalent
· Prosecution History Estoppel: Requires that claims of a patent be interpreted in light of the prosecution history 
· Rule of patent construction that ensures the claims are interpreted by reference to those that have been cancelled or rejected
· When a patentee originally claimed the subject matter alleged to infringe but then narrows its claim in response to a rejection, he may not argue that the surrendered territory comprised unforeseen subject matter that should be deemed equivalent to the literal claims of the issued patent
· By the amendment the patentee recognized and emphasized the differenced between the two phrases and the differences which the patentee disclaimed are material
· Decision to forgo an appeal and submit an amended claim is taken as a concession that the invention as patented does not reach as far as the original claim
· Applies to amendments such as “to avoid the prior art, or otherwise address a specific concern that would have rendered the claimed subject matter unpatentable”; applies to amendments made for a “substantial reason related to patentability” (almost every amendment does) and even if the amendment’s purpose were unrelated to patentability the court might consider whether it was the kind of reason that nonetheless might require resort to the estoppel doctrine
· Patentee bears the burden of proving that an amendment was not made for a reason that would give rise to estoppel and that the amendment does not surrender the particular equivalent in question
· Test: Patentee must show that at the time of the amendment one POSITA could not reasonably be expected to have drafted a claim that would have literally encompassed the alleged equivalent 
· PRESUMPTION: A patentee’s decision to narrow his claims through amendment is presumed to be a general disclaimer of the territory between the original claim and the amended claim
· Territory surrendered is NOT an equivalent 
· REBUT THE PREUSUMPTION: Exceptions Where Amendment Cannot Reasonably be Viewed as Surrendering a Particular Equivalent
· (1) Equivalent may have been unforeseeable at the time of the application
· (2) Rationale underlying the amendment may bear no more than a “tangential” relationship to the equivalent in question
· Tangential: Amendment will not be considered tangential unless the reason for the amendment had almost no connection with the equivalence issue being litigated
· In Biagro, the Federal Circuit held the amendment made to avoid prior art with a lower concentration was not tangential because both the amendment and the equivalent [trying to use DOE to assert rights against a product with a higher level of concentration] dealt with concentration levels and the patentee was essentially trying to “eviscerate” the upper limit placed in the claim
· In Primos v. Hunters, the patentee was trying to use DOE to extend a “plate” to cover domes; the Federal Circuit held the amendment limitation “differentially spaced” was tangential to the dome because the dome in the accused product was also differentially space, so the amendment did not change the equivalents analysis that would have been applied even under the original claim language 
· (3) Some other reason suggesting that the patentee could not reasonably be expected to have described the insubstantial substitute in question
· EVERYTHING ULTIMATELY DEPENDS ON WHETHER AT THE TIME OF THE AMENDMENT ONE SKILLED IN THE ART COULD NOT REASONABLY BE EXPECTED TO HAVE DRAFTED A CLAIM THAT WOULD HAVE LITERALLY ENCOMPASSED THE ALLEGED EQUIVALENT 
· Based on an OBJECTIVE standard and the intent of infringer or inventor is irrelevant
· Doctrine of Equivalents requires a comparison between the accused product the patentee’s CLAIMS [not the patentee’s commercial products”
· All-Elements Rule: equivalence must be established between each element in the claim and some structure in the accused device
· Element: used in the sense of a limitation of a claim
· Presumption in Favor of Prosecution History Estoppel: Where no explanation for an amendment to a claim is established, the court should presume that the PTO had a substantial reason related to patentability for including the limiting element added by the amendment. 
· In these cases, the PHE would bar the application of the DOE as to that element

[bookmark: _Toc374285318]PATENT INFRINGEMENT

[bookmark: _Toc374285319]DIRECT INFRINGEMENT 
· Occurs in cases where the defendant made, used or sold something said to be covered by the patentee’s property right
· §271(a): Whoever, without authority makes, uses, offers to sell, or sells any patented invention, within the United States or imports into the United States any patented invention during the term of the patent therefor, infringed the patent 
· Infringer’s mental state is irrelevant, direct infringement is a strict-liability offense 
· Seemingly innocent consumers can become infringers merely because a manufacturer failed to license the technology used in a product; protection from liability would be a contractual claim for breach of warranty, if manufacturer bankrupt, consumer will bear the liability 
· The sale of a patented article by the patentee or under his authority carries an “implied license to use”
· An unauthorized use, without more, constitutes infringement
· Where use infringes, so does repair because it perpetrates the infringing use
· Ex: Replacement of worn-out fabric components with fabrics sold by Aro constitute “repair” rather than “reconstruction” and was a direct infringement of General Motor’s patent
[bookmark: _Toc374285320]INDIRECT INFRINGEMENT: INDUCEMENT
· §271(b): Whoever actively induces infringement of a patent shall be liable as an infringer
· Global-Tech Appliances v. SEB (SCOTUS 2011)
· Facts: Plaintiff invented a patented deep fryer. Sunbeam asked Pentalpha to supply deep fryers for Sunbeam to sell, to make the deep fryer, Pentalpha bought Plaintiff’s deep fryer and copied all but the cosmetic features, then sold the fryers to Sunbeam, which in turn sold them to customers. Plaintiff sued Pentalpha for induced infringement, arguing Pentalpha had induced Sunbeam and other to sell the infringing deep fryers. In defense, Pentalpha argued it did not know the deep fryer it copied was patented and therefore could not be liable for inducing anyone to infringe plaintiff’s patent 
· Issue: Whether a party who actively induces infringement of a patent must know that the acts constitute patent infringement?
· Holding: Inducement infringement requires knowledge that the induced acts constitute patent infringement. 
· Two Knowledge Requirements: In an action for induced infringement, it is necessary for the plaintiff to show that the alleged inducer (1) knew of the patent in question and (2) knew the induced acts were infringing 
· Overruled Federal Circuit’s test for inducement infringement that the alleged infringer knew “or should have known” that the actions would induce actual infringements, must have ACTUAL knowledge, “should have known” does not apply
· Reasoning: Liable for inducement infringement: Knowledge of the existence of plaintiff’s patent and the fact that Pentalpha copied “all but the cosmetic features” of plaintiff’s deep fryer demonstrated that Pentalpha knew it would be causing customer’s to infringe on plaintiff’s patent
· Commil USA v. Cisco Systems (SCOTUS 2015)
· Facts: Commil, patent holder for a method of implementing short-range wireless networks, sued Cicso Systems, which makes and sells wireless networking equipment. Commil alleged that Cisco had infringed Commil’s parent by making and using networking equipment and that Cisco had induced other to infringe the patent by selling the infringing equipment for them to use, in contravention of Commil’s exclusive patent rights
· Issue: Whether a good-faith belief that a patent is invalid is a defense to inducement infringement?
· Holding: Belief regarding the validity of a patent, which is a separate issue under the Patent Act, cannot negate the scienter [knowledge] requirement under §271(b)
· Rule: Liability for inducing infringement attaches only if the defendant knew of the patent and that the “induced acts constitute patent infringement”
· Reasoning: Non-infringement and invalidity are alternative grounds for dismissing a patent suit and are to separate defenses to liability and would undermine the presumption that a patent is presumed valid
· Defendants must rebut the validity presumption by clear and convincing evidence
· Accused inducers who believe a patent is invalid can: (1) file a declaratory judgment action asking a federal court to declare the patent invalid; (2) seek inter parties review at PTO and receive a decision re: validity within 12-18 months; (3) seek ex parte reexamination of the patent by the PTO; and (4) raise the affirmative defense of invalidity §282(b)(2). If successful, defendant is immune from liability
· Induced infringement requires proof that the defendant the induced acts constituted infringement (or was willfully blind to that possibility), but it requires no proof concerning the defendant’s awareness of patent validity
· Must have direct infringement then determine if inducement infringement
· Defense: Good Faith Belief in Non-Infringement protects a defendant from liability 
· CR Bard, Inc. v. Advanced Cardiovascular Systems (Fed. Cir. 1990)
· Holding: On the record, a reasonable jury could find that, pursuant to the procedure described in the first of the fact patters (non-infringing procedure) there are substantial non-infringing uses for the ACS catheter, so summary judgment as to contributory infringement is not appropriate
· However, even if the catheter had substantial non-infringing uses to not be liable for contributory infringement, the company could nevertheless be liable for inducement infringement 
· Inducement Examples: supplying plans; sale of puzzle infringed puzzle solution patent; licensing, design, advertising of an infringing product
· But NO liability for indirect infringement for failing to take action to stop a corporate affiliate from engaging in infringing acts 
· Inducement must be “active” a/k/a purposeful, intentional, not accidental or inadvertent 
· Term is broad: look for conduct that causes, urges, encourages, aids, etc. 
· Where no patent has issued at the time of the inducement, no violation of inducement infringement
· Also, the building of a machine after the term ends could still be liable for inducement given amount of testing, sale/delivery druing term
[bookmark: _Toc374285321]Doctrine of Willful Blindness 
· Global-Tech Test
· Two-Part Test
· (1) Defendant must subjectively believe that there is a high probability that a fact exists
· (2) Defendant must take deliberate actions to avoid learning that fact
· Willful blindness > negligence/recklessness
· In Global Tech, Pentalpha was liable for inducement infringement under the willful blindness doctrine
· Right to Use Opinions: “clearance” or freedom-to-operate; direct companies to the available whitespace between patent thickets
· (1) Result in abandonment of a company’s own patent applications or product lines
· (2) Companies could initiate licensing agreements with the patentee
· (3) Companies create something new or “design around” innovation  
[bookmark: _Toc374285322]CONTRIBUTORY INFRINGEMENT
· §271(c): Whoever offers to sell or sells within the United states or imports into the United States a component of a patented machine, manufacture, combination or composition, or a material or apparatus for use in practicing a patented process, consisting a material part of the invention, knowing the same made or especially adapted for use in an infringement of a patent, and not a staple article or commodity of commerce suitable for substantial noninfringing use, shall be liable as a contributor infringer 
· Scienter Requirement: Alleged infringer knew that the comination for which his component was especially designed was both patented and infringing 
· Aro Manufacturing Co v. Convertible Top Co (Aro II) (SCOTUS 1964)
· Issue: Whether Aro is liable for contributory infringement with respect to its manufacture and sale of replacement fabrics for the Ford cars?
· Holding: To be liable for contributory infringement, a defendant must know the acts were infringing 
· Rule: First, there must be direct infringement; second, determine contributory infringement by determining whether the alleged infringer knew that the combination for which his component was especially designed was BOTH (1) patented and (2) infringing 
· Reasoning: As to direct infringement, Ford infringed by making and selling cars embodying the patented top-structures without any authority from the patentee, if it had authority, its purchasers would not have directly infringed the patent by using the cars, thus, direct infringement is met by the car owners. As to contributory infringement, Aro had knowledge because the letter sent on January 2, 1954 to Aro informed that AB held the patent, that it had granted a license to GM and no one else, and that it that the fabrics would be infringing. All sales made AFTER the date of the letter would be infringing b/c that is when the knowledge attached 
· Contributory Infringement often occurs where a supplier of replacement parts specially designed for use in the repair of infringing articles 
· Where the use of the patent itself is not authorized, there is no implied license to use
· No defense for patent misuse  
· Where one makes and sells one element of a combination covered by a patent with the intention and for the purpose of bring about its use in such a combination, he is guilty of contributor infringement and is equally liable to the patentee with him who in fact organizes the complete combination [the direct infringer] 
· Repair/Reconstruction Doctrine
· Law presumes that when patentees sell patented articles to customers, they are also selling the right to use the article
· Question of Law
· Based on a presumption about the likely intentions of the parties to the sale
· Parties to a sale of a patented article expect that the purchaser could repair the article if it breaks or is worn out
· Wilson v. Simpson: purchaser of a patented planning machine had right to replace machine’s blade which wear out periodically
· Also, the purchaser who undertakes repairs in violation of an explicit provision against repair can be sued for infringement 
· But the parties do NOT have the right to reconstruct the article if it has been substantially destroyed
· Sandvick Aktiebolag v. E.J.Co: although purchasers of a drill could resharpen the tip, they could not “retip” it through a process that required cutting off the spent drill tip
· Exhaustion Doctrine a/k/a First Sale Doctrine
· Sale is generally considered to terminate or exhaust the patentee’s rights in the article, thus, the purchaser of the patented article can both use and re-sell the patented article 
[bookmark: _Toc374285323]WILLFUL INFRINGEMENT
· Halo Electronics v. Pulse Electronics (SCOTUS 2015)
· Holding: Court has discretion to award treble damages under §284 in cases of egregious misconduct beyond typical infringement, meaning conduct that is wanton and malicious (wanton/malicious pirate) 

[bookmark: _Toc374285324]REMEDIES 

· 15 USC §1125(a)(1)(B) [Lanham Act §43(a)(1)(B)]





[bookmark: _Toc374285325]FINAL EXAM REVIEW  

· If some issue with specification, significant disclosure not included, then you would have to file a new application: the date of priority is shifted when new information is added
· If trying to fix application more than one year after, 102(b) bar because the old application would be prior art to the new application
· Continuation in parts: part is new and part is old, and get two filing dates
· Want to avoid filing a new application 
· Constitution, Art. I, A: Patents expire, awarded only to inventors, purpose is to progress the science and arts
· 101: Patentable Subject Matter: broadly understood 
· 3 Exceptions: natural phenomena, abstract ideas, law of nature
· Alice Framework: Two-Step Approach
· (1) Based on claims, is it directed to an exception? 
· Consider claims in respect to other patents that SCOTUS has said are not patentable subject matter
· Take long claim and distill it down to an idea, and determine that is the abstract idea
· (2) If it falls under an exception, are there meaningful limitations that limit it to a specific application to make the patent valid
· Rubber press Diamond case, mathematical equation but other claims were particular to the machine, SCOTUS held it was a particularized application of a math equation that was patent eligible
· §112: Specification “quid pro quo” of patent system, what the patent owner gives to public in exchange for the exclusive rights, patent system intended to be motivator to get inventions into the public domain eventually
· Three Main Requirements:
· (1) Enablement: Whether or not the specification sufficiently teaches? 
· Whether a POSIA could make the invention from the specification without undue experimentation?
· In re Juans Factors for Undue Experimentation 
· If it would take undue experimentation, then it does not enable, and would not get patent
· (2) Written Description: Required to sufficiently describe the invention; purpose is for notice to public
· Specification must reasonable convey to POSIA that the inventor actually invented the invention (objective test)
· Sofa case, no written description bc a person reading patent application would only understand that the button belonged on the center counsel 
· What matters is what someone ELSE would think of the specification, NOT THE INVENTOR 
· (3) Definiteness: Notice type requirement, claims define full scope of invention
· Someone acting in good faith would avoid patent infringement
· Test: Whether POSIA would have reasonable certainty as to the scope of the claimed invention? 
· Orthoponedics Case: wheelchair defined by shape, claim term was that it had to be “so dimensioned” to fit in a car opening; the issue was what “so dimensioned” meant; court said definiteness does not require absolute precision, just need to be defined enough that a POSIA would know what that mean; here, a POSIA was the person building a car and that person would know what the dimensions of car openings would be, so the claim was definite
· §112(f): Functional Claims: not requirement of specification, patent owner can use functional language/claim the function of the invention if… 
· Applies when there is a FUNCTIONAL element: 
· Determine the function, and 
· Then go to the specification to determine where there is something that performs that function
· (1) Presumptions at issue: Using the word “Means” provides a presumption on whether 112(f) applies, if you do not use “means” there is a presumption that 112(f) does not apply
· Rebut: Whether POSIA would understand the claims to definite as to significant definite structure?
· “module, device, process”: one POSIA would not understand the claims to recite a significant definite structure
· If it does NOT recite significant definite structure, then 112(f) requirements must be met: go back to specification [claim needs to be sufficiently “structural”]
· The claim you drafted will be construed to cover only the claimed device 
· Straight forward in mechanical arts, but issue with computer arts b/c “module for displaying graphics/adding two numbers” 
· Functional language comes up in software claims: go back to specification and look at the algorithm (description how the software arrives)
· If you don’t disclose algorithm, it is invalid 
· So don’t write claims in 112(f) way or disclose enough so it does not get invalidated 
· “step for” functions are almost always invalidated 
· Detector means or x-ray means: more specific, POSIA would argue it is specific as to a certain structure
· You get exactly what you disclose and nothing more, claims construed separate from 112(f) tend to be much broader, limits the inventor’s patent rights
· Method Patent & 112(f): method patent is a series of steps for using a specific thing; limited to structure used to get to end result; 
· Claim Differentiation Doctrine: independent claim defines a completed invention, dependent claims are more particularized features to a broader claim 
· Ex: Independent Claim: chair with legs/ Dependent Claim: claiming chair with 3 legs
· Claim #2 is narrower than claim #1, thus claim #1 must cover more than claim #2: important b/c of canons of claim construction
· Doctrine helps make broader arguments
· Novelty §102: Prior Art sections (changed by AIA Act: do not need to know AIA statutes!)
· Novelty Test: “Anticipation”: whether a SINGLE reference that independently qualifies as prior art under 102 and within single reference, must have express or inherent disclosure of the COMPLETE invention
· Analysis: Compare claims, make chart, and determine whether each elements of the claims is found somewhere in the prior art reference 
· Inherency: If not expressly found, it may be inherently found; inherent disclosure occurs when it is “necessarily present” or “naturally flowing” from the reference
· Ex: swimming in pool, no disclosure of what the pool is filled with, inherent disclosure is that the pool is filled with water b/c it is “necessarily present”
· BIG ISSUE: Whether a reference qualifies as prior art at all? DATES ARE MOST IMPORTANT AKA THE “CRITICAL DATE”
· 102(a)/(e): date of invention is relevant, reference qualifies it if meets statutory requirements BEFORE THE DATE OF INVENTION 
· Anything that happened after the date of invention is irrelevant
· 102(b): statutory bar provision: FILING DATE and 1 year prior to that 
· When you invented it does not matter
· 102(a)/(b): Public disclosure, what matters is the date is actually went into public domain
· Date= date it was published/ patent date is the date it is issued
· Printed Publication: reasonable accessible to POSIA that would have interest in finding that information [factors] 
· Oral communications are NEVER “printed” publications 
· Non-printed prior art: public use and public knowledge
· Issue: Level of use of that information used out in the public domain before the patent application is filed; how wide-spread was this use? 
· Policy: Don’t want stuff in public domain so the public relies on that information being available and then a patent applicant tries to take that use from the public
· Edward v. Lipton: Corsette Spring Case: use of invention in public qualified as public use even if it was concealed, 102(b) bar 
· “On-Sale Bar” Under 102(b): sale of an invention 1 year before filing is prior art that can raise a statutory bar: Actual commercial offer for sale and invention ready for patenting at the time the sale is made 
· §102(e): The reference must meet date requirement, must be patent/printed patent application; date is the filing date of the patent/printed patent reference 
· Priority Dates & Conception §102(g)
· Inventive Acts (Conception [act of invention] & Reduction to Practice [actual or constructive]): File patent application, presumption that all of the inventive acts have already happened
· Constructive: filing a patent application that meets §112 requirements
· Dates: date of conception, date of reduction of practice, date of filing
· Diligence: Taking steps to diligently go from conception to reduction of practice that is UNINTERUPTED 
· Only matters in ONE situation: First to conceive, but last to reduce to practice
· First to reduce to practice = wins the patent
· Analysis requires: (1) when party reduced to practice and (2) whether that party was diligent 
· Proof of Conception: court looks for documentary evidence and it must be corroborated by someone other than the inventor (can be self-authenticating); oral testimony must be corroborated by non-interested witness 
· Corroboration needed for all Inventive Evidence
· RTP: using reasonable skill implementing the invention in some concrete way, exercise in reasonable skill without additional research or experimentation
· Never going to be a diligent contest as in “A was more diligent than B” so A gets the patent
[bookmark: _Toc374285326]Obviousness §103
· Need to have 1+ references required to show all of the elements of the claimed invention (compare to anticipation) and allows POSIA to arrive at the invention
· KSR Case: obviousness law was “opened up” wider by SCOTUS (rejected “teaching and motivation test” from Fed. Cir.)
· Test: Parties can rely on common sense of POSIA, so even if references don’t disclose, it is so common place that POSIA would add it in; POSIA has “ordinary creativity”
· In combining references, they must qualify as references/prior art under 102(a)/(b)/(e), if it doesn’t qualify, then you cannot use it
· Ex: Can’t use public use outside of the U.S., something that doesn’t meet qualifications of printed publication, something that happens after the critical date; magazine that was never distributed 
· Graham Factors for Determining Obviousness
· (1) Determine scope and content of the prior art
· (2) Consider level of skill in the art: who is the POSIA? 
· (3) Determine differences in the prior art and the claimed invention
· (4) Consider “objective” evidence
· Ex: commercial success, industry praise, skepticism of people in industry, copying of the claim (indicate it is not obvious)
· Question: Is the invention obvious? 
· Claim Construction [POWERPOINT]
· Test: Phillips: How would POSIA understand the claims in view of all of the evidence?
· Claims understood in light of ALL of the evidence
· Canon of Claims Construction: Specification can almost never be used to limit the claims, don’t import limitations of the spec into the claims
· Claims construed to cover all of the examples that are covered in the specification
· Lexicogrophy: If particular embodiment enclosed in spec, that should not be used to limit the claims UNLESS (1) express definition and (2) express disavowal of claim scope (“this claim shall not be construed to cover “X”)
· Extrinsic Evidence: Most persuasive is a technical dictionary
· Analysis:
· (1) Look at the claims, determine what you think they should mean
· (2) Use the intrinsic evidence to support what you think the claims mean
· (3) Use extrinsic evidence to support the intrinsic evidence
· Patent Owner: wants claims construed broadly b/c would cover the most amount of infringers
· Accused Infringer: want claims construed narrowly
· Infringement: Occurs after claim construction
· (1) Direct Infringement: Do the claims as construed cover the accused product? 
· No mental state required, strict liability offense
· Only things that matters if whether the features of the accused product cover the claims as they are construed
· Can be literal or based on doctrine of equivalents
· (2) Doctrine of Equivalents
· Test: Insubstantial Differences Test: Whether of not the particular claim element is insubstantially different from the feature of the accused product?
· Performing substantially same function, in same way, to reach same result = insubstantially different
· Claim element by claim element basis, do the test for the elements of the claim that are missing from a direct infringement 
· Applied as of the time of the direct infringement
· Happens when you cannot make out a literal infringement
· Limits: Doctrine of Prosecution History Estoppel
· 2-Part Test: (1) Applies when amendment made in prosecution to limit the scope of the claims for purposes of patentability; once that occurs, presumption not entitled to use doctrine of equivalents as to that claim element
· Rebutted in 3 cases: [Difficult to meet the exceptions, strictly applied]
· (1) if alleged equivalent was unforeseeable; 
· (2) if alleged equivalent bears only a tangential purpose to the claimed event (difficult to meet b/c need to analyze purpose of claim amendment from the application, which is difficult for objective test purposes); 
· (3) some other reason 
· Basically all claim amendments are made for purposes of patentability, which makes the presumption difficult to overcome
·  (3) Indirect Infringement
· Need Direct Infringement for there to be indirect infringement
· (1) Contributory Infringement: Provide a substantial component of a patented invention and a third-party combines everything to make an infringing product
· Defense: If the component has a substantial non-infringing use, then it may not be contributory infringement; 
· whether any non-infringing uses are substantial or actually non-infringing
· (2) Induced Infringement: Affirmatively inducing another to infringe a patent, with specific intent to cause them to commit patent infringement
· Mental State Requirement: strict as of recent, in order to be liable, need to know of the patent and know that what you are telling the third party to do will result in patent infringement (same as contributory infringement)
· “Know” of a patent: actual or constructive knowledge
· Constructive: willful blindness, go out of your way to avoid learning a specific fact (Global Tech case)
· Defenses: 
· (1) Good Faith belied that whatever you are doing is not an infringement – defense of the mental state requirement—example, asking an attorney for advice and he gives very well informed opinion 
· NOT Defense: Good faith belief of invalidity

[bookmark: _Toc374285327]Remedies
· 2 damages:
· Reasonable Royalty: the infringer chose not to infringe, but entered into arms-length licensing agreement, what type of royalty would you have agreed to at that time?
· Los Profit: intended to compensate patent owner for profits it would have made if infringer were not in the market place
· Not disgorgement of what the infringer had made 
· Higher than reasonable royalty, usually lower than disgorgement
· PanDuit Facts
· Trebel Damages: Willful infringement, then you can get treble damages (all of the damages multiplied by 3) dependent on the judge’s discretion
· Injunctions
· used to be granted much more frequently as a matter of right
· eBay case made it harder
· 4 Equitable Factors
· Inequitable Conduct: not on the test

· Abandonment, Suppress, Concealment
· Can be used as prior art against yourself under 102(c) 
· Also, comes up in priority issues under 102(g)
· After RTD, period of time before filing application, can lose right to patent if abandon, suppress, conceal the invention, basically denying yourself the right to the patent
· Legal Question of Obviousness under §103 is a more substantive than anticipation under §102
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