TM Outline 
I. Introduction to TM

A. Quality Inn v. McDonalds (D. Md. 1988)
1. ALWAYS know what category of products/services the mark is FOR [McSleep is a mark FOR Economy lodging]
2. Family of marks ( any mark that the corp owns.
3. McDonald’s claim that its FOR is broader than just fast food
B. Origins and sources of TM Protection; The Basics
1. Early marks about ownership; then transition to source (but also about ownership); and today, we have source but also encompasses positive good will associated with the product & monopoly in the name (ownership of the mark itself)
2. Expansion of Fed TM Law
a. Used to be that TM law was limited to direct competitors( expanded to related products and services (Aunt Gemima) ( expanded to natural expansion ( expanding now to “you are so well known that NO ONE ELSE gets to use your mark thus market irrelevant if famous/strong enough” (look below)
b. Use to be that only confusion that mattered was at the time of purchase ( expanded to all pre-sale and post-sale confusion
c. Now not just confusion to origin but also endorse, affil, assoc…etc (listed below)
d. Some expansion as to COA 
3. Current Basics in court need to prove ( 1) have a valid/protectable mark AND 2) LOC [big element]
a. TM Law ( gives owner of mark right to preclude use by a junior owner of a mark that causes LOC, cause mistake, or deceive an appreciable number of typical consumers into believing that some sponsorship, association, affiliation, connection, or endorsement exists btwn owner of senior mark and the owner of junior mark.
i. LOC used to be just as to confusion of origin but now includes the list above
b. Courts will look at:
i. How strong the mark is 
· The stronger the mark then the more space it is given 
· BUT can also be SO STORNG that people know EXACTLY what the comp sells and there is no confusion if see it on good that people KNOW the comp would never deal with.
ii. Similarity of marks 

· Think of how mark looks, sounds, where customers will see/hear it (like on highway sign which will not say as part of family comp.)

iii. Market/Competition 

· Used to be that only applied to direct competitions but not anymore

· If not direct then is it an area where might have natural area of expansion (Snr user was planning on going in that market)

· OR is it a related product – Aunt Jemima Doctrine: If you have pancakes then you need syrup (you need place to stay then also might need food)
iv. Intent

· Cts treat this diff – Some say need to have intent to confuse customers; others say that don’t need to have this.

· If intent to have an association, but not to confuse then might be diff.

v. Actual Confusion
· Only know this if the bus had actually launched and sold in US.

· If no evid of actual confusion, then go to surveys: Battle of the Surveys (NOTE: Still surveys are not evid of actual confusion though)
4. If something is not used in public then no TM infr problems.
5. State registration of TM and protection and there is also fed registration and protection (LA)
6. Institutional framework ( PTO register TM, if reg denied or opposed then can appeal to TTAB, TTAB also hears cancellation proceedings, can then appeal either to district court if want to do more discovery or to a federal circuit.
7. Valid TM could last forever as long as continues to be used and distinctive
8. Valid TM grants you a scope of protection so as to prohibit others from registering or using it.
9. INS v. AP – newspaper stole info from newspaper and reworked it into their newspaper.
a. INS “reap where it has not sown” and that would not be fair competition
i. Could argue that the D newspapers did some work on their own by rewriting article 
ii. However said this was over the line. Unfair competition.
b. Passing off ( taking your shoddy product and slapping a better brand on it
c. But here it was reverse passing off ( take someone else’s better product and slapping YOUR mark on it. (false designation of origin)
d. This is narrowly applied to hot news (breaking news) situation b/c strange case since there was no LOC in it. Just said can’t reap where did not sew. Doesn’t happen much when this is in play unless obliterate the market b/c INS took all West Coast Subscribers. 
i. Reminder: this “reap where has not sown” is a throw in argu of policy not really a COA! Goes to broader notion of unfair competition and help sway a balanced test in finding the D as a bad actor etc.
e. However diff if an alternate company does a bunch of work, creates a new side bus and then cuts into the market share but does not destroy the market share as INS did here. Ex) Fed ex created overnight service and DHL started doing it too ( cut into the market share.
f. Ex) Bleachers outside stadium for baseball game. Could argue that people who could not afford to go are the ones buying it therefore not destroying the market but expanding the market b/c wouldn’t go to the game in the first place otherwise.
C. What is TM?
1. Indicator of source of origin (Hanover)
2. Symbol with psychological value (Mishawaka)
3. Something that protects goodwill [positive association consumers have w/ product] (Hanover)
4. LA Sec. 45 (a TM “includes any word, name, symbol or device, or any combination thereof –
(1) used by a person, or

(2) which a person has a bona fide intention to use in commerce and applies to register …
to identify and distinguish his or her goods, including a unique product from those manufactured or sold by others and to indicate the source of the goods, even if that source is unknown.”
D. Goals of TM Law and Justification expanded
1. Consumers and TM Holders are the primary beneficiaries of TM Law. Senate Report Main Goals:
a. Two Main Goals [via leg history]:
i. Consumer Focus: Focuses on source-identifying value of TMs so that consumers know and can get what they want quick and easy, AND protect them from being deceived or confused. Also incentivizes TM holders to make good products which helps consumers (quality)
ii. TM Holders Focus: unfair competition/unjust enrichment idea that we want to reward people for their labors by protecting them from cheaters (protect investment and good will) AND it helps prevent others from reaping where they have not sown (passing off/piracy)
iii. Usually these two go hand in hand b/c when allow unfair competition then consumers will be confused and business will suffer. However, there can be tension.
b. Third Goal [via leg history]:
i. To encourage free & fair competition: Protect public from deceit and foster fair companies
· We would want businesses to compete
· To allow consumers lots of choices at re price
· Discourage monopolies 
· We just don’t want unfair competition
c. Tension between TM law helping consumers and helping TM holders
i. Stahly  (defective razor case) – Consumer Protection Focus(The Court cared more about the public interest and therefore the company CANNOT waive its TM rights (to sue) via K b/c TM rights here were attached to the public interest. Court said that D’s should have labeled P’s razors they bought as defective (even though would be the equivalent to them not being able to sell them). 
· “[T]rade mark laws and the law of unfair competition are concerned not alone with the protection of a property right existing in an individual, but also with the protection of the public from fraud and deceit . . . .”
· Held that Ds should pay for the disclaimer. BIG win for P ( collateral and don’t have to pay for labeling.

· More concerned w/ public. Seems to protect both producer and consumer.
ii. Dunhill (wet cigarettes) – TM Holder Protection Focus ( Declared that P’s waived TM right (to sue) when sold the packs without relabeling them as defective. Held that CAN waive right in regards to the public.

· “…Congress’ purpose in enacting §43(a) was to create a special and limited unfair competition remedy, virtually without regard for the interests of consumers generally and almost certainly without any consideration of consumer rights of action in particular. The Act’s purpose as defined in § 45, is exclusively to protect the interests of a purely commercial class against unscrupulous commercial conduct.”

· Not concerned here with consumer deception b/c believe purpose of LA Sec 43(a) was not in regards to consumer interest but to protect commercial class.

· Pro of decision (of TM law)(B/c Dunhill (P) loses ( They now have an incentive to protect their rep with consumers (pay for big ads to convey the issue or do labels etc)

· Puts the cost of relabeling on Dunhill

iii. Reason for diff is the diff way of interpreting the LA and its purpose

· Still in dispute today (but going more towards TM holder focus

· Can try to reconcile cases by saying well defective razors are more dangerous but these are super diff contentions that can’t be reconciled: “never waive right to public” v. “nothing to do with public”
iv. Cts have held that consumers cannot bring claims under LA (bus and TM holders can)
d. Cases deciding TM Law’s focus
i. Stork Club – Although claim is saying that the two names (NY and SF) will likely cause LOC b/c NY one is famous but really this is just cloaked in consumer protective language. NY is worried about diluting its rep and goodwill when consumers get two associations in mind when see name (makes brand less valuable) ( this is more TM holder friendly

ii. Champion Spark Plug – Ct said that D’s refurbished Champion plugs can keep the Champion label b/c more consumer focused since we want a secondary market for cheaper options and it gives them more information. As long as says “refurbished” on it too then okay. Allow some confusion here.
· Also, this is not passing off b/c actually is a champion plug!

· To have a used market, have to label them accordingly

· Also D is doing some labor, fixing it!

· Same answer even if Champion wanted to get into used sparks bus

iii. Kellogg – Here the court again stepped in so as to protect the public interest
· Held that Shredded Wheat had become generic so that you think of the product and NOT the company
· Patent on shredded wheat and patent does not use any diff words to describe the product other than “shredded wheat” ( This further genericized the product b/c public had no alt words to use!
· When patent expired, public could make it AND use the word; the patent gave the public no other word to use!
· True that for a time people recognized source b/c Nat Biscuit was the only one producing it (de facto 2nd meaning) for a while, BUT even if people see the source it is STILL in law generic b/c public has no other alternative term to use
· Same thing for pillow shape, patent didn’t give alternate shapes AND it is functional b/c more expensive in diff shapes.
· Obl on Kellogg ( not to ensure every purchaser will know it to be the maker but to use every re means to prevent confusion
· Looks like Kellogg is reaping where has not sewn BUT seems fair competition b/c Nat Biscuit made bargain with patent sys and Kellogg is not trying to deceive, and Kellogg did in fact do some work.
· Patent law says when expires then others should use it; TM does not want to butt up against that law.
e. Scholars’ takes on justification 
i. Brown – All about consumer protection.

· Informative ads are valuable but persuasive ads are not (so should not give them much space in TM law – narrow protection). Just cares that the consumers are getting the info they deserve.
· Doesn’t care at all about TM holders except to the extent they help consumers

· Would agree with Stahly and disagree with Duhhill
ii. Landes & Posner

· Holds that consumers benefit in TM law b/c:

· Reduces search costs
· Incentivizes bus to maintain high quality and go into bus

· Linguistic efficiency – easer to say “Sinka” than describing the coffee

· Although, TM take words from our lexicon so cant use them to describe, don’t think will be a huge deal

· Comps should get all the value; give them broad protection(more space).

· Help consumers choose certain brands (short cut) b/c maybe they have confidence in Tylenol over advil 

· Brown would say actually they are being persuaded to think that…really think better b/c actually better or b/c of ads?]

· However, L&P argue that there is value in just how you feel( maybe Tylenol not “better” but make you feel better.

· Would have held for Dunhill, and against majority in Stahly

iii. Sheff

· Not clear on what TM law should do in the ad space with informative and persuasive ads.

iv. Litman

· Disagree with Brown b/c persuasive DOES have value (ask a kid who wants to eat breakfast with batman)

· Disagree with L&P b/c don’t think the companies should get all that value; don’t give company broad rights if there is no confusion! So saying give them more narrow protection than what L&P argue

· Shouldn’t give broad protection to Polo just b/c they are SO great; but only narrow protection if confusion b/c another using mark in their space.
f. The Main question is based on all these justifications ( how narrowly or broadly of space should we give TM law?
i. Coca Cola is a mark more for a feeling than for a beverage company; it’s a mark for a mark (like Nike( where it is more so selling its TM than its products). Therefore, if we broaden out what Coca Cola mark is FOR then might give him more space. As in, allow them to stop the cocaine shirts (t-shirts which are a diff market than beverages).
· L&P would say this is good, b/c people are still getting value for that feeling

· Litman would find this problematic

ii. This type of issue does not turn on consumer confusion but more on dilution 
E. Break down of Consumer/TM Holder Perks

1. From Consumer Perspective
a. Protects against confusion
b. Assures consistency & quality products (incentive to produce and maintain, and ability to identify sought out goods/services)
c. Reduces search costs
d. Linguistic efficiency
2. From TM perspective
a. Incentive to go into Business
b. Protect profits
c. Protect from free-rider (labor-reward & unjust enrichment)
d. Protect goodwill
3. AND leaves room for fair competition

II. Types of Marks

A. Trademark – Def Above ( Broad: Word Marks and Design Marks and Sound Marks
1. Word Marks
a. Coca cola – Word marks must be inherently distinctive or if not then have obtained 2nd meaning. Held yes, descriptive b/c describing ingredients but public associates this with Coca Cola company so has gained 2nd meaning. Koke infringes (LOC sound same)
i. What about enjoy cocain shirts?
· Defense ( free speech b/c just commentary; just b/c reference doesn’t mean lia
· Or no, TM law should allow Coke to stop this b/c TM law is meant to protect dumb people too [confusion would hurt coke rep]
· Litman ( would say that Coke cant stop public from doing this
2. Slogans/Phrases
a. Slogans Cannot be inherently distinctive; must ALWAYS acquire secondary meaning.
b. “You’re Fired” – can Trump stop a “you’re fired” pottery studio?
i. Likely not, this is a common phrase likely wont give it that much TM protection space which will effect case here b/c this is in 2 separate markets. AND likely not an association that will dilute (wont be two assoc in one market ( dilutin) b/c consumers have a diff assoc with “you’re fired” and pottery studio ( use fire to make pottery.
ii. Also could be a situation like if someone wants to put it on t-shirts ( that’s a free speech deal b/c its common phrase
c. Used to be (BEFORE LA) that you could NOT register TM slogans b/c when first hear it, you don’t immed know it is identifying a comp (could be a saying, etc); NOW (AFTER LA) you can if it acquires 2nd meaning.
d. Slogans will typically get less protection though; ESPECIALLY if it’s a common phrase
e. Advertising gets less speech protection (but not none at all) [“only your jeweler will know for sure” ( joke/commentary on well known slogan; worry here not about confusion but of dilution]

f. Brown would argue that should not protect this at all b/c it does not tell us about the quality of the products; not informative. Not what TM Law should be protecting.
3. Logos/Designs;
a. Unlike slogans, they can immed identify a source so no need for secondary meaning (like nike swoosh etc)
b. Can get a design mark in the word mark (font, etc)
c. G in Gucci is a logo and design
4. Trade Dress (including colors) – When doing TD make sure ACTULLY describing TD in specificity
a. Used to be distinctive from TM and now it is together.
b. 3 meanings over time
i. First, it was all product packaging and containers
ii. Then, expanded to totality of visual appearance
iii. Then, expanded to include shape and design
5. Scents
a. Can’t register for products that whole underlying purpose is the scent (perfumes); not serving as source identifying function

b. However scented yarn? Go for it.

c. Cleaning supply smell?

i. Likely functional ( if scent was like lemon

ii. If weird smell and marketed it under that  ( maybe could argue but likely still functional
6. Sound

a. Have to register it with the exact notes
B. Service mark
1. TM that is used in connection with services.
2. Lanham Act 45 ( Service Mark “means any word, name, symbol or device, or any combination thereof 
(1) used by a person, or
(2) which a person has a bona fide intention to use in commerce and applies to register …
to identify and distinguish the services of one person from the services of others and to indicate the source of the services, even if that source is unknown.  Titles, character names, and other distinctive features of radio or television programs may be registered as service marks . . “

3. Can be both a TM and SM
C. Certification mark
1. Certify regional or other qualities of the goods. This is not source identifying
2. Ex) Kosher or Organic
3. Can become generic ( Swiss cheese is no longer JUST from Switzerland.
D. Collective mark
1. Indicates members of a collective – trade associations like the national cheerleaders association
III. Acquisition of TM Rights – What you need to get a protectable Trade Mark
-TM ( (1) Distinctiveness (2) Use in Commerce (3) Priority Use (First to Use) (4) Ownership
-Trade Dress ( (1a) Distinctiveness (1b) Not de jure functional (2) Use in Commerce (3) Priority Use (First to Use) (4) Ownership

however if registered then all is presumed valid.
IV. Acquisition of TM (Word Marks) ( (1) Distinctiveness
A. Distinctive Definitions

1. -Inherently distinctive marks – A mark is source identifying w/o need to acquire secondary meaning. These are immediately protectable. If not inherently distinctive then…. (
-Acquisition of Secondary Meaning – Req that a mark, not inherently distinctive, attain consumer association btwn mark (or product or trade dress) and the source/producer over time; acquired distinctiveness. TM protection does not attach UNTIL secondary meaning has been acquired.

1. There is a presumption that after 5 years of use and registration, the mark has acquired Secondary meaning – Incontestability (explained below)
B. Categorization of Word marks (Abercrombie & Fitch classifications [Some circuits use this to decide category of TD (like Rock Fame Museum did but some just use seabrook) ]
[Category tells ct how distinctive therefore how much space to give mark’s use]

1. Fanciful – Term that is coined/made up (Clorox; exxon); most distinctive
a. Protection ( Gets immediate protection
2. Arbitrary – Existing word, but applied in an unfamiliar way; nothing to do with product (Ivory for soap, not elephant; apple for computer when nothing to do with the fruit)
a. Protection ( Gets immediate protection
3. Suggestive – Term requires imagination, thought, and perception to reach a conclusion as to the nature of the goods (beanie babies suggestive as a toy; Goldfish for crackers suggests what it might look like)
a. Protection ( Gets immediate protection 
4. Descriptive – Conveys an immediate idea of the ingredients, qualities or characteristics of the goods (Frosted flakes, Quik-print, buffrin)
a. Patents.com
b. Internat Kennel Club (IKC) – Ct said descriptive but likely has a secondary meaning
c. Deep bowl spoon
d. Surnames & Geo– think of as descriptive (needs 2nd meaning)
e. Protection ( NOT IMED Protection, BUT ONLY if it acquires secondary meaning
5. Generic (least distinctive) – “A generic term is the one that refers, or has come to be understood as referring, to the genus of which the particular product is a species.” (A&F)
a. Once we no longer know who owns the source of the product, it loses indication feature and becomes generic
b. Ex) Yo-Yo, escalator, thermos (all completely stopped indicating source)
c. A lot are things that used to be brand names but when patent expired, had nothing else to call it so became generic (shredded wheat)
d. If you think only PART of your mark is generic then can disclaim that part when registering mark with PTO. And so when analyzing distinctiveness of the mark WONT LOOK AT THE DISCLAIMED part
i. Ex) Pacific Alarm Systems – “Alarm Sys” part is generic so we will look at not “alarm sys” part but only the “Pacific” part.
ii. Pacific is likely arbitrary 
iii. Ex) McGregory Plumbing – don’t look at plumbing but just at the name 

· Only ignore if it is generic term that is disclaimed in the registration

e. Protection ( NEVER
[Weakest to Strongest Protection (gets the least to most space) ( generic, descriptive, descriptive with secondary meaning, suggestive, arbitrary, fanciful]
C. Distinction between Suggestive and Descriptive

1. IMP distinction b/c decides if protection immed or not
2. 9th cir uses diff test ( Do competitors need to use those claimed terms to compete in the market place?
a. If they do ( Descriptive
b. If they do not ( Suggestive
3. Either way this is a hard distinction; hard to predict what court will hold
4. Declared Quick Print Descriptive w/o Secondary meaning b/c BUNCH of others were using it at that time so will never get secondary meaning when consumers have multiple associations (danger of using descriptive name); So if do descriptive mark then want to get 2nd meaning as quick as can! Market, Market, Market!
a. This level of advertisement to procure 2nd meaning is expensive, reason why small comps might what something more than descriptive so don’t have to ensure this cost.
5. Ct declared Brown in a bag suggestive b/c bag did more than just brown; however could def argue descriptive b/c don’t really need imagination to know that this browns meat. Hard for competitors to come up with something else that would adequately describe product.
6. Law remains the same with Internet and domain names; doesn’t matter about the .com part (patent.com is descriptive; Amazon.com is arbitrary)
7. Make sure to look at how used in context ( tennis.net for brook and mortar store req lil bit of imagination b/c not on internet and play on words so likely suggestive
D. Secondary Meaning

1. 2nd meaning denotes an association in the mind of the consumer btwn the TD or TM of a product and a particular producer.
2. How to Prove 2nd meaning (IKC)
a. Use direct evid showing consumer assoc
i. Consumer Testimony
ii. Consumer Survey
· Large comps will more likely get surveys b/c expensive!
b. Circumstantial evid
i. Amount and manner of advertising 
ii. Volume of sales
iii. Length and manner of use
3. International Kennel Club (IKC)
a. It matters WHICH consumers we refer to ( here the relevant consumers was all consumers everywhere, not just Chicago where the dog show took place.
b. Held that there was 2nd meaning ( b/c consumer testimony: letters and calls from confused consumers (LOC); no surveys; BUT bunch of ads nationally (if just local then could not sue); bunch of sales; long term use.
c. Dissent ( 
i. Worried about protecting descriptive marks at all (used to be not protected at all); therefore, should be MORE and LARGER evid of 2nd meaning
· Held that IKC’s 60,000 in ads is not “enough” ( that conclusion is bad for small businesses
ii. Argued that should look at the average consumer, not dog enthusiasts
· Restatement ( to prove 2nd meaning need to prove significant number of prospective purchasers.
· Ct held no, need to look at (as the rest says) prospective purchasers. And here those prospective purchasers are people who go to dog shows.
4. Waltham Watches ( Sr. used geo descriptive mark on watches sought to enjoin use of Jr. user use of the mark on watches
a. Jr argued that mark isn’t protectable b/c its geo descriptive; Sr argued that it obtained 2nd meaning, just trying to use Sr’s good will and that there will be LOC.
b. To reach balance ct said that can use “Waltham” on watch package/brochure but not on its face like P does.
c. To prove 2nd meaning here ( Sr’s been around a long time, widely known, success in bus, longstanding ads, reputation
i. So held 2nd meaning b/c cir evid BUT we want people to be able to use geo that good made it so compromised with saying it just not on the face of watch.
E. Hypo Aeron
1. P: Word is fanciful
2. D: No descriptive ( like sitting on air
3. P: If not, then at least suggestive b/c takes some imagination
4. D: No, takes little imagination
a. ALSO could argue 9th cir standard ( we will not be able to compete in the market place without these terms [not a great defense but will give less space so good try)
5. P: even if not inher dist its acquired 2nd meaning so who cares
a. D’s own ad references us so as to sell
b. Reviews, ads
c. Been around for 20 years
d. We have made millions selling this chair
V. Acquisition of TM (Trade Dress/Design) ( (1a) Distinctiveness/ (1b) Not de jure Functional
[Note – when deciding category etc DO SOME research. (ex) Nike is not arbitrary b/c Greek God name]
[Note 2 – If you are P then lay out ALL CLAIMS – label, stylized word, word, trade dress, etc b/c don’t’ know which will stick.]
A. Definition of Trade Dress
1. Trade Dress – Refers to the distinctive features of a product’s packaging or the distinctive features of the product configuration itself; it is “the total image of a product and may include features such as size, shape, color, or color combination, texture, graphics, or even particular sales techniques. Trade dress is the total image of the bus…including general appearance of the exterior of the restaurant, identifying sign…menu…uniform…Other features identifying total image of the restaurant” (Two Pesos pg. 482)
a. 3 Meanings of TD over time: 1) Product Packaging or container 2) Totality of Visual Appearance 3) Expanded to include Shape & design (packaging and product design)
2. TD and Word Marks can be separated however TD can also include the positioning of word mark/logo on its configuration.
3. Different kinds of TD; make sure to distinguish between:
a. TD that is the overall configuration of the product.
b. Logo
i. Although filed as a design mark, NOT design and NOT product design.
· But might be product design if G in Gucci all over bag. On bag, product design and the bag is the product so not in a container (packaging)
ii. CAPABLE of being inher distinctive, but not frequently inher distinctive.
iii. Although treat this a bit diff, but still under TD area so go thru Seabrook Test.
c. A stylized form of the word mark.
B. Categorization [Category tells ct how distinctive therefore how much space to give mark’s use; TD is rarely inher distinctive]
1. Product packaging - TD of a product that is severable from the product itself
a. can be inherently distinctive
b. Packaging (what product is in) does not have to reflect what consumers want (what appeals to them) so can be indicative of source (goldfish container)
c. Klondike bar wrapping.
d. Could be hard when the packaging and the product are indistinguishable
i. “O” Vodka narrow protection ( so b/c it’s the TOTAL visual then can’t copy it as whole: words, print, pic, bottle. HOWEVER, can use just the orange peel b/c its descriptive or aesthetically functional
ii. Yankee Candle; coke bottle; windex (see below)
2. Tertium Quid – 
a. Can also be inherently distinctive
b. Two Pesos- Restaurant Décor
i. Rothman thinks it takes at least 2 restaurants to know that décor identifies the restaurant but incredibly hard for restaurants to be inherently distinctive

c. Usually when dealing with rendering services (maybe Chippendales b/c Ent services)
d. Virgin Airlines
3. Product Design – The design of a product that 
a. Cannot be inher distinctive b/c design does not signal origin to a consumer, but they usually find a unique design so as to make the product more useful or more appealing.
b. Needs 2nd meaning
c. Pple are more likely to think product design is something that makes the product more appealing, but doesn’t identify source which is why cannot be inherently distinctive.
i. “In the case of product design, as in the case of color, we think consumer predisposition to equate the feature with the source does not exist.  Consumers are aware of the reality that, almost invariably, even the most unusual of product designs – such as a cocktail shaker shaped like a penguin – is intended not to identify the source, but to render the product itself more useful or more appealing.” Samara  (US 2005) ( Walmart allegedly copied designs of kids clothing (product design) and Samar (original designer) sued but ct held that must prove 2nd meaning for there to be a 43(a) TD Inf claim regarding product design. 
d. Aeron Chair hypo
4. Color ( Qualitex- 
a. Color can never be protected as a TM immed b/c colors don’t immed identify that color as assoc with a source; must always attain 2nd meaning (As interpreted in Samara)
i. Policy: not inher distinctive, but seems analogous to descriptive word marks and should similarly be entitled to protection if it acquires secondary meaning

b. Argue 1 v. this is Color Depletion ( ct in Qualitex said if only 2 colors would work for dry cleaning pads then maybe; but not the case here.
c. Argue 2 is shade confusion makes it too hard for courts ( Here, says cts make hard decisions all the time
5. Building Design( Rock n Roll Hall of Fame (P claimed fanciful TM in design of its building and alleged D inf mark by taking photos of it and selling it)
a. Ct said not source identifying b/c although building as a distinctive appearance and is recognizable doesn’t mean that you look at it as indicating a specific source.
b. Ex) look at pic of Elvis and recognize him but don’t think “official pic of Elvis’s Estate”
c. However, if ct had held yes source identifying and req people to ask permission before take pic then maybe consumers might begin to think that any pic of the building is allowed or sponsored by Hall of Fame.
d. Dissent described the building as packaging, which can be inherently distinctive, BUT court said buildings are not really inher distinctive; would need 2nd meaning.
i. Therefore, Hall of Fame Building could get 2nd meaning after some time
e. The question is should Hall of Fame get all the value (L&P) or should other pple be able to use it simply to reference (Litman)?
C. Difference between These Categories – Gray Areas
1. So the basic rules are above on what these are BUT gray areas where not totally sure
2. Coke Bottle? 
a. If think of the product as soda then this is packaging so can be inher dist
b. If think of it as a collector item then think of it as the product itself; thus, product design so req 2nd meaning
3. Yankee Candle – ct held that the product and packaging are indistinguishable b/c product is the candle in that jar.
a. However, held that the label as product packaging
b. But the candle and the shape of the jar is product design
4. Bottle of cleaner
a. If product is a spray bottle – product design
b. If product is windex now the bottle is packaging
5. If unsure if TQ, package, product design ( then air on putting it as Product Design so as to req 2nd meaning.
D. When TQ or packaging, when can it be inherently distinctive? 

1. Seabrook Test [NOTE: Rothman thinks this test sucks and that you should conceptualize it by askin “would you immed know design is unique to the source?”]
1) Whether it was a “common” basic shape or design
2) Whether it was non-unique or unusual in the particular field
3) Whether it was “a mere refinement of a commonly-adopted and well-known form of ornamentation for a particular class of goods viewed by the public as dress or ornamentation for the goods”
4)  Whether it was capable of creating a commercial impression distinct from the accompanying words.
2. If Yes to any of 1-3 then NOT inherently distinctive; if yes to 4 then Inherently distinctive (these are factors and not elements)
a. If not inherently distinctive or (product design) then must find 2nd meaning.
i. However, when answering this “Fame” doesn’t do much; not askin if mermaid logo for Starbucks is famous but REALLY do pple associate that symbol with Starbucks; will people recognize the TD.
3. Chippendales – Said that tie and cuffs was (3) mere refinement of play boy bunny before them
a. Dissent said that this is ent services for women (super diff) so diff market (stadium) who WOULD find it source identifying (held that product Packaging w/ product being ent services; however could argue TQ b/c “service”)
b. But seems like playboy was using before and more famous marks get more land sometimes but maybe SO famous that get less b/c pple know how to distinguish

c. Can argue that Chippendales is referencing playboy so should allow comment (nominative fair use defense)
d. This is an outlier case bc actually did care if inherently distinctive. So as to grant them more protection (inher distinctive gets more protection than 2nd meaning) from others. Other cases (goldfish) – who cares! We know it has 2nd meaning.
E.  (1b) Not De Jure Functional For TD (remember: if registered then presumed not functional and only need to prove (1a) not (1b)) ( (also, separate analysis from distinctiveness)
1. Functional – Qualitex - A product features is functional and cannot serve as a TM if it is:
a. Essential to the use or purpose of the article 
b. Affects the cost or quality of the article
c. If exclusive use of the feature would put competitors at a sig non-rep related disadv.
i. Non-reputational ( means not related to the good will of the comp
ii. Usually Aesthetic Functionality ( may not be essential to the function or affect cost/quality BUT will affect consumers’ choice unrelated to the reputation
· Ex) Consumers like window washing fluid to be blue
· Ex) the law wont allow Scope to forbid other mouthwash comps from making green mouthwash b/c will not allow one to monopolize something that will put others at a sig non-reputation related disadv.
· Just having an association doesn’t make it aesthetically functional though!
· Ex) Color orange for orange juice
2. Qualitex( it is de facto functional b/c a dry cleaning must have A color; but it is NOT de jure functional b/c that pad does not HAVE to be green-gold.
a. Only discuss functionality when its used to attack a mark’s protectability in Sec. 32 claim. BUT if unregistered, then P has the burden of proving their TD is NOT functional under Sec. 43.
3. Features in RX and related products are more likely functional 

a. RX pills – More space is given to competitors copying the color of pills b/c color of pills is functional to ensure consumers distinguish their pills and avoid taking wrong ones; assist in consumers health.
b. Splenda & Sucralose – With respect to chemical compounds and common condiments (like sucralose), Cts more likely to find that color of TD as functional since we want consumers to know what they are getting (less confusion) especially regarding health. 
F. Loubitan Example
1. Can color become source identifying in fashion?
2. Ct said that can only register the color in regards to the two toned shoe; well what if YSL now wants to sell two tone shoes?
a. B/c registered ( only have to prove source identifying; don’t have to go into functional
3. Source identifying( 

a. Lou argues that b/c unique and famous then should get more space b/c LOC since consumers have an association
i. YSL argues that their shoe less expensive (to a diff market) therefore sophisticated Lou’s market will not be confused with shoes at a lower cost

ii. Lou argues back that we are not worried about pre-sale confusion but post sale confusion 

b. YSL can try to argue generic (standard in industry to have red sole) ( however likely not b/c other shoes without diff color (especially red) and those are successful.

c. YSL’s affirmative defense ( functionality

i. Essential purpose ( YSL can argue it is to do accent color/match
ii. Aesthetic functionality ( would disadv competitor in a sig non-rep way

· Lou himself said something about subtle sole and red that is the key; there is no equal
· Cant compete in market place when cant choose colors, especially in fashion! Also could argue – Color depletion
G. Hypo ( Aeron
1. FIRST, P must specifically define what TD they’re claiming (ex) mesh, black border, body v shape, 5 legs
a. Make sure NOT to overreach (ex) the flat arms and the levers ( thats not unique 
2. The chair is OBVIOUSLY product design; therefore, needs 2nd meaning (ads, conti use, people know us etc, ad says look and feel)
a. D will argue that now it is generic due to the patent expiration
i. Although weird, a TD can be generic b/c can find it not source identifying, look at it and say…yup that’s a chair…not OH that’s an aeronymic char.
3. THEN need to show that its not de jure functional
a. D will argue that b/c patent expired, its now functional ( 5 legs and single connection is less expensive and easier to maneuver 
b. P argue that not trying to stop you from using lever or lumbar support, just want you to not do it how we are designing it (black; configuration; etc)
c. D will then argue aesthetic functionality b/c people want black chairs and the shape is how humans look and what they want.
VI. Acquisition of TM Rights – (2) Use in Commerce
A. Basics

1. TM Law was based on Congress’s power under the Commerce Clause so have to make sure there is an issue in commerce with TM in Fed court.
2. CL and LA require that a mark be used in commerce before can be either protectable or registerable (remember that can have a protectable mark that is not registered or a registered mark that is not protectable.)
3. Art. I Sec. 8 – “The Congress shall have Power…[t]o regulate Commerce with foreign Nations, and among the several States, and with the Indian Tribes[.]”
4. 15 U.S.C. Sec. 1227 [Sec. 45 of LA] – 
a. Commerce: “The word commerce means all commerce which may lawfully be regulated by Congress.”
b. Trademark: “The term trademark includes any word…or symbol..
(1) used by a person, or

(2) which a person has a bona fide intention to use in commerce and applies to register… [ITU]
c. Use In Commerce: “…The bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in a mark…[A] mark shall be deemed to be use in commerce – 
(1) on goods when – 
(A) it is placed in any manner on the goods or their containers or the displays  associated therewith or on the tags or labels affixed thereto, or if the nature of the goods makes such placement impracticable, then on documents associated with the goods or their sale AND

(B) the goods are sold or transported in commerce…
(2) on services when it is used or displayed  in the sale or advertising of services and the services are rendered in more than one State or the US and a foreign country and the person rendering the services is engaged in commerce in connection with the services.
5. Interpretation on language is STILL in flux BUT know cant just use in order to “save” (must be bona fide use) and services/goods are diff.
6. Break Down:
a. In Commerce
i. Consti req under Fed Law
ii. Interstate use for LA
iii. Intrastate Ok for State use (state protection)
b. Used – rather than simply adopted or reserved
i. Analogous use sometimes OK
ii. ITU
· File for ITU to get it
· Dates back your priority to time of this ITU registration
iii. Famous Foreign Use
iv. Constructive Use
c. Used as TM – A “TM Use” (Different for Ds – no need to use as TM b/c association, sponsorship etc.)
d. Commercial Use 
i. Circuit split on whether it must be commercial use (can argue either side)
B. Interstate Commerce

1. Congress = All Commerce which may lawfully be regulated by Congress
2. Rule ( In order to get protection via LA needs to either be used in IC OR the use substantially affects IC
a. Bozo – Bozo Clown opposed registration of Bozos BBQ place in Mason, TN near different major cities from diff States (TN, AK, MI, MO)
i. Can a single restaurant in a single state meet IC req for fed registration?
· Yes, b/c travelers from multiple states can get there easily and they do in fact go there; nationwide ads.
· Imp, b/c if place was considered merely local then the nationally known Bozo Clown would win.
b. Fairly easy to meet this std BUT remember the Commerce Cl has narrowed since.
c. Just b/c buy food from other states for restaurant does not make it IC in THIS sense UNLESS can prove that used its mark to buy food from other states to sell.
3. Can be intrastate use for protection under state law
C. Use – Basic ( Hereafter, diff kinds of Uses!
1. Sec. 45 – “Use” means the bona fide use of a mark in ordinary course of trade and not made merely to reserve a right in a mark
2. Needs to be used as a TM; as a Source Identifier
a. Mark must be on goods/packaging to indicate source when transported/rendered interstate
b. Mark must be used as a TM to identify source
3. Needs to be an actual bona fide use 
a. “The right to protect the TM grows out of its use, not its mere adoption.” “Usage which is sporadic, nominal, and intended solely for TM maintenance is insufficient to establish and maintain TM rights. “(P&G) 
4. P&G - Although P&G would have priority (due to timeline) as to the name “Sure” it failed to use mark as a TM and as an actual bona fide use.
a. P&G used tampons and mouthwash names as a minor brand where would send out maybe some samples interstate and say that was use. However, there weren’t even a product of tampons/mouthwash ready to be released 
b. Ct held that minor brands merely used to reserve some marks for future use will NEVER be lawful UNLESS it is in connection with an actual launch where have a product ready to launch. Must be an actual bona fide use.
i. Also, side note – J&J had att do background check to look for name. Having att do bkgd search is good for protesting willful infringement later down road.
c. Can’t just merely adopt name. For TM rights you must ACTUALLY use it as a mark
d. P&G’s use was not sporadic but it was nominal (status existing in name only).
e. Also, held that P&G’s actually used and marketed deodorant “Sure” did not pose a barrier for J&J to use name as tampons b/c likely that P&G wont come out w/ tampons with that same name as their mens deodorant – would dilute their own product
i. Product distinction and market distinction means less space for P&G
f. Also, thinks “Sure” should get narrow space b/c worried that it is a word that is part of few words that have same meaning so we want to give others more latitude to use it
i. Although could argue it is suggestive as a name; here, Leval discusses it as if it is a descriptive mark. In his opinion you should not protect descriptive marks b/c just characteristics of products, which takes too much away from consumers and competitors.
g.  Token Sales (just a few small sales) are de funct now! Won’t cut it.
i. How is this diff from minor brands? ( W/ minor bands there is no product at all. Token sales there is a product you just aren’t ready to nationally launch and immed after token sales you launch it and follow up with actual sales.
ii. Now would call it an - ITU
D. Commercial Use - Some try to say that has to be commercially used so as to fall under LA,
1. Disarray with courts on whether it is limited to this.
2. Could potentially come up for you if in a non-commercial case
3. BUT Rothman thinks not true b/c even like non-profits are still services so would not make sense with policies. [talked about more below]
E. Analogous use  - neither ITU or Actual Use System
1. Can est analogous use by promoting and advertising enough to credit use in commerce if:  (1) there is consumer association between them mark and the goods or services; AND (2) they occur w/I a re time prior to actual rendition of service/goods
1. Analogous use HAS to be when consumer association STARTS
2. Maryland Stadium (D. Mi. 1992) – D is sued for selling Camden yards t-shirts outside stadium before stadium opened officially.
a. First, have to look at WHEN and IF name became a TM (make and look at timeline)
i. Ct holds that “Camden yards had come to mean baseball” before D’s sales
ii. Camden Yards is a PLACE so needs 2nd meaning to be inherently distinctive. So ct held that it acquired 2nd meaning (assoc w/ consumers) before D sell.
iii. Here, cts finding that it means baseball is a sketchy conclusion b/c that doesn’t mean that it is a TM! Ct made this decision BEFORE the stadium was even named. Just did it based on the location.
b. Analogous Use via Advertising
i. Minor brands (P&G) doesn’t meet this b/c nothing to market; must have product ready
ii. Heavy advertising before the launch – analogous mark
· However, most just file an ITU instead (but remember to have an ITU must have filed an ITU application with PTO)
· Analogous use is still good law but smart to also file an ITU also likely could satisfy in commerce by national advertisement etc.
c. Ct said D’s cant use b/c LOC based on analogous use (and on use in commerce area you look at advertisements etc)
i. However, not likely consumers will be confused b/c its just a street vendor; like cheap concert t-shirts outside concert.
ii. Likely would not be confused by source or sponsor – so consumers would not be harmed
iii. Would ML Stadium be harmed? – Could divert sales but concessions were not open at time b/c stadium wasn’t open at time…
d. Therefore, main argue to protect use is that D is reaping where he has not sown; he didn’t build the stadium, buy ads, put on games. (reminder argument but not COA)
e. Used to be that sports corps were losing these cases b/c argu that people should be able to show their allegiance and the official teams should not get all the money when consumers are NOT confused. (Litman) BUT now sports corps are winning more of these cases...
i. Policy for sports corps – takes time and $ to build a stadium and if you have a name in mind then might discourage investment in bus, might be unfair
· However, likely wont affect here b/c only one stadium can be at Camden Yards and likely would want to call it that. 
ii. Policy for consumer protection – If doing ads but just haven’t released yet and public used to those ads then should be able to protect that
iii. However, remember that consumer interest and TM holder interest can deviate – guy will duffle bag selling t-shirts here.
F. Foreign Use – Our focus is on whether can get TM rights in the US by Foreign Use [big mess, all circuits split on this basically]
1. Territoriality Principle – TM geographically limited where the mark is used
a. If you have TM in one place then doesn’t mean you have TM rights in all places in country or world (unless reg TM and then do have TM rights nationwide)
b. BUT need not render goods/services in EVERY area, if you have consumer association in an area, you can have protection (Bozo)
2. Extraterritorial Use  - General Rule: Foreign mark seeking to attain protection under US law, mere advertisement is not enough. Need to actually render the product/service in USA. (2nd Cir view; however, there is a different rule in 4th Cir. [see below]
3. Buti (2nd Cir 1998) – D opened “Fashion Café” in Milan. No other locations, but did one time go to NY and sold many tshirts and stuff to advertise it with vouchers for models (for Milan place).  Buti (P) opened Fasion Café in Miami Beach. Did TM search for name, found nothing in US. Then Buti opened another in NY.
a. Ct applied extraterritorial reach of LA factors and ended up using the substantial effects test ( Does this substantially effect commerce?
· During the promo give away by D in NY, there was no restaurant in US

· What if selling t-shits? ( No, not enough b/c the mark must be used for the services; therefore, maybe protection in clothing space but not restaurant service space.
· Also the fact of selling v. give away does not matter as much; just matters if what is given is source identifying
b. Ct said that the small bit of promo was not enough to give D a TM protectable in the US.
c. Also, no analogous use argument b/c no plans by D to launch in NY (no aff step). Unlike ML stadium, which had a stadium, built. So could have analogous use with Foreign comps.
4. According to 2nd Circuit – Mother’s Restaurant Case [in Buti] – 2 rest with same name; one in US, one in Canada. Canadian restaurant said that they should be protected b/c their ads REACHED US and that US people could be confused b/c hear ads from Canada and see Am restaurant; might think affiliation.
a. Ct held that – you can promote ALL YOU WANT in US but if you are not selling anything IN THE US or ABOUT TO SELL IN US then you cant est use in commerce for protection
i. So must market to US AND use it as a TM (source identifying of good or service–in Buti shirts not identifyin the service (food)) in the US by selling it
ii. Buti case – 
· Had D in Buti served in NY fashion show – now use in commerce
· What if tourists go to Italy to the place? Like Bozo? Now use in commerce? ( 2nd circuit says this is NOT ENOUGH b/c need sales IN US
· What if D sells merch over Internet? – Sure maybe can demonstrate have customers from another country/state but that would only protect mark on merchandise and arguably not restaurant services.
5. According to 4th Circuit [objects 2nd circuit’s take on territoriality principle] – International Bancorp (4th Cir 2003) – Monte Carlo is in Monaco and mark registered there and only there. Have NY office and spend bunch of money to promote its gambling service to US so as to get people to go. There is also an Online website called Monte Carlo in US where gamble on line. The Internet Service held that other lacked protectable TM in US b/c lack of use there.
a. Just ads/promo in US, no services (same deal as Buti)
b. Ct here took an expansive reading of the CC, and statutory interpretation by saying that ads and use are separate in statute thus do not have to have BOTH be in US
c. Targeting ads in US is not enough, BUT coupled with US people traveling to Monaco for services ( NOW it is considered use in commerce
d. Court rejected sub effects test b/c said had to do with federalism which is not applicable to foreign trade; and foreign trade is something Congress can regulate
e. Cts resoning that differed with Buti – argued that there was no people going to Milan café (don’t know that though); they did formal adv while Buti did just one; Also more LOC b/c people know Monte Carlo and they associate it so if there is a major ad campaign and lots of people going then could see people being confused when see website with same name.
f. However ALSO, ct here makes a distinction between goods and services. Held that goods must be used in US (unlike Services).
6. Therefore, there is a SPLIT about what territoriality principle means and if both ads and use must be done in US.
a. Policy v. 4th Cir holding – 
i. Judge there knew a lot a bout consti law and nothing about TM law
ii. Will cause inefficiency and difficulties in searching available names (onerous and maybe impossible) b/c could be taken by stuff done abroad.
iii. Now foreigners can assert rights anytime can show US citizen went overseas – Foreign Influenza
b. Argu for policy of 4th cir’s holding
i. If have an ad campaign IN US, GEARED to US pple to go overseas, and they DO go overseas – this is unusual and not broad
ii. No issue with notice b/c will see HUGE ad campaign in US
iii. Also not EVERY time someone abroad goes to a foreign service b/c must ALSO have ad campaign in US as well
c. Therefore, from a consumer confusion perspective – makes sense b/c people will see huge ads and associate that name with that place, even if in diff country
d. From a TM holder perspective – if you really want protection in US just register it
i. 4th Cir argues this argue is pointless b/c you can have TM rights w/o using it in US BUT PTO said we wont register your mark if you are not using it in the US…thus, you can extend your rights but it will end if you aren’t actually doing stuff in US
e. However, note that no other ct other than 4th circuit has adopted their analysis. Still good law but no other cir has used it…
7. Grupo Gigante [9th cir (2004) case which does not reject nor approve of 4th cir view] – Grupo Gigante is a big grocery store in MEX est a while back , BUT Dallo was 1st to use name as grocery store in US called Gigante Market.
a. Foreign Equivalence – can make the translation. Gigante obv means giant so “giant” will be treated as equivalents
i. With Foreign words, have to translate it and think of what consumers might think, could a sig amount of consumers know the translation?
b. Options:
i. If apply territoriality principle? ( Dallo Wins 
ii. If apply International Bancorp Std ( Dallo also Wins b/c no ad campaign in US by MEX Gigante
iii. Another option is the Famous Mark Exception ( If something is SO FAMOUS that going to protect it in US even if not actually used in US
· This did not apply in Buti b/c café not famous enough
· And no used in International Bancorp b/c 4th cir doesn’t like the famous mark exception (prob woulda won under this).
c. Famous Mark Exception Test
i. 1) Must achieve 2nd meaning AND 2) substantial percentage (majority) of consumers in relevant US market familiar with the foreign mark
· Yes need surveys to show but must draw from larger market of grocery shoppers; not just Spanish speaking ones.
· Also, need to look at the fame at the time of the FIRST use by Dallo b/c mark needs to be famous enough to get the perks at the time Dallo first opened store in the US.
d. Different Jurisdictions:
i. 9th cir upheld famous mark exception rule to grant wider protection b/c:
· Worried of consumer confusion and if famous enough then LOC
· Also, seems unfair to allow someone to reap where has not sown and also unfair to foreign companies.
ii. 2nd Cir held that there was no famous mark exception under federal law but that there was under state law 
iii. 4th Cir says there is no famous mark exception at all
8. Paris Convention – “The Countries of the Union understate…To prohibit the use of a TM which constitutes a reproduction, an imitation, or a translation, liable to create confusion, or a mark considered…To be well known in that country [when used on] identical or similar gds
a. This was codified in LA (44(h)) so as to do something to protect famous foreign marks
b. Even if don’t have TM rights in a country, might can still sue under unfair competition including LA
c. This is how 9th Cir can say there is a famous mark exception in LA

9. LA 44(h) – Protection of Foreign Nationals Against Unfair Competition – “Any person [foreign national in treaty country] shall be entitled to effective protection against unfair competition…”
a. Thus, we don’t know if there is a famous mark exception
10. Sec. 44(d) [15 U.S.C. 1126 (d)] Right of Priority – Foreign comps in countries with which are treaty obligations can file application to register in US under 44(d) and date back constructive use to application date in foreign country if: the applicant in the US is filed within 6 months of foreign filing
11. Also the Madrid Protocol [see below]

G. Constructive Use and Priority

1. Sec. 7(c) [15 USC Section 1057(c)] – Contingent on the registration of a mark on the principle register [,] the filing of the application…shall constitute constructive use of the mark, conferring a right of priority nationwide in effect…Against any other person except for a person whose mark has not been abandoned and who, prior to such filing

(1) Has used the mark
(2) Has filed an application register [or has been registered]

(3) Has filed a foreign application to register the mark on the basis of which he or she has acquired a right of priority, and timely files an application under section 44(d) which is pending or has resulted in the registration of the mark 

· Req for a protectable mark also includes Priority and priority in that geographical

                                                           area OR by stat get your rights extended via registration.
2. Under LA Sec 7(c) the filing of a registration of a mark is considered constructive use of the mark, conferring nationwide priority UNLESS someone else has priority by using mark before, ITU, or foreign application.
a. Priority use can trump registrant’s constructive use
H. ITU 
1. ITU LA Sec. 1(b)(1) – “A person who has bona fide intention, under cir showing the good faith of such person, to use a TM in commerce may request registration of its TM on the principal register…”
a. Sec. 1a – you actually used in commerce and now want to file
b. Sec 1b – you have yet to use but intend to so you now want to file
i. This section sets requirements for ITU application. Including:
· Bona Fide Intent to Use TM in Commerce (can’t just reserve a mark)
· Info about gds or services (if design then give drawing)
· List applicant
· Statement on why you get to use and what your intentions are; Why no one else should be able to use it.
ii. Must file within 6 months a statement of use (when actually put in commerce) but can get extension of another 6 months and further extensions (5 others) thereafter you can ask for. (3 years basically)
iii. If you do not in fact ever end up actually using it then it is de funct.
2. Sec 7(c) [15 USC Section 1057(c)] – Application to register mark considered constructive use – See above in G. Constructive Use and Priority to get the statute.
a. ITU allows applicants to later use the mark in commerce, obtain principle registration, and thereby secure priority retroactive to the ITU filing date.
b. One can file an ITU before use has started so long have a bona fide intention to use (Sec. 1(b)(1)). Then once use your mark in commerce, you can backdate priority to date of filing ITU date.
3. Advantages of ITU process –
a. Get benefit of constructive notice
b. Get your constructive priority date set back on the date of filing the ITU application (even if finally used 3 years after that)
i. However, that date is written in “pencil” until finally use it.
c. Good for business
4. Reason for allowing ITUs (Policy)
a. To conform with foreign systems that allow this; we signed a treaty saying we would
i. Unfair adv to foreign countries that could backdate dates while US could not.
b. Protect your investment in market research and ads in advance of launch
c. Got rid of problematic Token Use System (b/c arguable the “sales” were not bona fide)
5. Warner Vision (2nd Cir 1996) – Warner has actually used the mark, while Empire has filed an ITU application for same mark prior
a. Ct held that that if another has filed an ITU and has yet to use in commerce (though their opportunity has not expired) then another cannot prevent that ITU filer from being able to use the mark. Filer needs the opportunity to use the mark.
i. Policy: to hold otherwise would undermine the entire point of the ITU application and allow people to scour TESS for ITU’s, rush in and make a few sales, then sue companies with the hopes of winning a giant settlement

b. Can Empire sue warner for TM inf?
i. NO! B/c there is no protectable TM here YET. Empire merely has a pending ITU application. Until they actually use the mark to set the priority date in pen, then there is no mark.
ii. After use the mark though, then they will have priority date and can oppose others using similar marks b/c now have a right to that mark.
c. What if Warner started an ad campaign using the mark prior to ITU application, but launched product with the mark after ITU application?
i. Analogous Use Argument – Argue that the date was prior to ITU application. Therefore, Warner has priority.
ii. Analogous Use def with services (ML Stadium Case); but products? Flag that some circuits give more latitude for analogous use with services; however, just that. Doesn’t seem like convincing distinction.
d. However, ct says you can challenge ITU if it is not registerable for other reasons
i. Merely descriptive; immoral mark; merely geographical mark, etc.
e. Note: If someone has filed an ITU that you think might enter into your space then can challenge that ITU as invalid or that another used mark before filed ITU. However, note that this will draw attention to yourself so if you have a reason to worry they will see you then not great idea…(Cesar 2009 Test)
i. Here neither were present, valid and P used mark after ITU – so cannot enjoin them from making the use necessary in this case. Allow them to fulfill ITU.
6. Kodak
a. Ct CAN reject ITU app on the basis that mark is merely descriptive (w/o 2nd meaning)
i. “Psychological Methods” was deemed descriptive on its face for a magazine on that topic
b. 2nd meaning and ITU ( a mark must be inherently distinctive to be registrable. If an ITU purports a mark that is merely descriptive on its face, there is a question as to when 2nd meaning must be shown. 
i. At time of filing ITU? At time of filing statement of use? 
ii. Regardless, it needs to show 2nd meaning before it can go on the principal registry.
c. Ct decided to air on side that it is not descriptive for now and when it is subjected to commerce and then it proves descriptive and no 2nd meaning then ct will reject priority date to go back to ITU filing.
d. Presumption to allow ITU marks to go through even if they seem descriptive (b/c need to see if acquire 2nd meaning in commerce)
i. Some criticism against this b/c easier to acquire 2nd meaning later and can’t oppose/cancel etc.
VII. Acquisition of TM Rights – (3) Priority Use – 1st to use, or in some instances file, including ITU filing
A. Priority
1. Cts credit bona fide use (and not token use/adoption) for purpose of priority analysis. Whoever has the first sales, huge ad campaign creating consumer assoc, or any other way of creating consumer assoc, has priority
2. Analogous use CAN est priority (ML Stadium)
3. Priority from use; Priority from Foreign Registration; Priority from ITU; Priority from Analogous Use; Priority from Constructive Use via filing with the Principle Registrar
B. Concurrent Use

1. Sec. 2d – Concurrent use proceedings may be instituted where an applicant seeks to register a mark that resembles another mark already registered, but the PTO determines that confusion, mistake, or deception will not arise from concurrent registrations if appropriate conditions and limitations are imposed on the use of each mark. However, concurrent registrations are only permitted so long as:
a. Both users became entitled to use their respective marks in GF
b. The prior user in a limited geo area has priority here
2. LA Sec. 33(b) Defenses to Incontestability – concurrent and priority use dates – 
a. Sec. 33(b)(5) – “[Defense that] mark…was adopted without knowledge of the registrant’s prior use and has been conti used by such a party…from a date prior to (A) [Filing Date] [constructive use date under Sec. 7c], (b) [registration pre-TLRA of 1988]. [The defense only applies] for the area in which such continuous prior use is proved…”
3. Policy: in the remote area, where no one is likely to know of the earlier user, it is unlikely that consumers would be confused by the second user's use of the mark

4. Blue Bell
5.  – Two diff comps put out jeans called “Time Out” 
a. First, map out a timeline to find out who was FIRST to use the TM in Commerce
b. Ct said that a sale just to internal comp employees; thus, NOT to the public does not count as a Use in Commerce
i. Makes sense with TM policy b/c a TM is to let public associate mark with the producer, but here not going to the public.
ii. However, not a huge deal in this case b/c “Time Out” is arbitrary; therefore, it is an inherently distinctive mark. B/c already inherently distinctive, we don’t care too much about consumer association b/c presume distinctiveness.
c. Ct also said that another “sale” did not count as use in commerce b/c the tag that said “Time Out” was on Mr. Hicks jeans, there was not yet a Time Out product
i. Care a lot about this. Like P&G putting mark on backburner just to reserve.
d. Note – Here this was a TX Ct which required actual sales BUT Federal law allows ads first and sales later also serve as priority (analogous use)
6. Rectanus (US 1918) – P is the first person to use “Rex” and did so in MA, and she registered it with the PTO, BUT D is the first person to use “Rex” in Louisville without any knowledge of P AND used it BEFORE P registered it with PTO. ( Before registration P only got rights to where she used mark, but after fed registration she gets rights nationwide.
a. Designation:
i. P is the senior user in the US, but the junior user in Louisville
ii. D is the junior user in the US, but the senior user in Louisville
b. Why care about getting national rights (federally registering) v. only rights in area you use? [Territoriality principle]
i. Business wants to plan properly.
ii. Don’t want consumers confused when travel from state to state
iii. Also with fed registration you can easily search it on database. So people are definitely on notice.
c. T-Rose-Rectanus Doctrine – a junior user can get limited area when used before senior use registers it federally.
i. B/c D used mark in Louisville before P’s fed registration then D can continue to use it in that area but NO WHERE ELSE; he is frozen there.
d. However, what IF D had seen P’s mark and decided to use it after seeing P’s use?
i. CL ( Maybe still okay b/c can have knowledge and still be in GF meaning didn’t want to try to confuse people (BF)
ii. LA ( D would get no protection b/c under this statute the other user cannot have ANY knowledge.
· 33b5 above – “mark…was adopted without knowledge of the registrant’s prior use”
e. Fed registration gives nationwide protection even if not used nationwide BUT still must be used in IC.
7. Thrifty (1st Cir 1987) – Thrift and Thrifty both rent out cars.
a. Thrift started selling in Taunton before Thrifty filed for fed registration, but began to expand to other markets after Thrifty reg. (after fed registration and conti use for 5 years it becomes incontestable)
b. Had Thrift not used until after thrifty filed for registration then would be precluded from using in AT ALL
c. Also as to LA 33(b)(5) – Thrift must not have had any knowledge and ct allowed Thrift to continue to use it in his little bubble of Taunton ONLY.
i. Thrift had no knowledge at time of adoption BUT at time of expansion he likely was on constructive notice, another reason why only gets Taunton
d. Ct allowed Thrift to conti to advertise in Nantucket b/c cant stop those from wanting to go venture out to Taunton for service. And was doing ads there anyways.
i. Ct concedes this will cause some confusion between the two but hey its fine.
8. Dudley (WDNY 2012) – Senior user of TM (Healthsource chriproactice) tried to claim TM inf b/c D has “healthsource” on the Internet and P claims that HE est the mark on the internet
a. ct dismissed case b/c Internet IS NOT a geo territory and no one can monopolize it; even a senior user cannot claim exclusive use on the Internet. (Neither party can)
9. Dawn Donuts (2nd Cir 1959) - P and D both sell donuts as “Dawn” and there markets are within 15 miles. D adopted the name AFTER P filed for fed registration
a. Ct said P can’t stop D b/c P’s products are not yet in D’s market (there is no harm done yet); You don’t have the auth to enf the mark if you aren’t using it in the area b/c you don’t have area and don’t have an entry.
b. This is iffy b/c is 15 mile buffer REALLY that diff of markets?
c. Could D use the Tea-Rose Rectanus Doctrine? – No, there is no limited area here b/c D adopted AFTER fed registration
d. However, if P later expands into D’s area THEN can prevent D from using it. However, case likely today will harm even if not in that market b/c sell online etc.
e. Internet with Geo area ( if your site is accessible everywhere, that DOES NOT mean you auto get nation wide priority.
10. Incontestable Marks (after 5 years of reg) can be Opposed based on Priority – Thrifty
a. Lanham Act § 33(b) Defenses to Incontestability-- concurrent and priority use dates

i. § 33(b) (5) [Defense that] mark . . . was adopted without knowledge of the registrant’s prior use and has been continuously used by such party . . . from a date prior to (A) [Filing date] [constructive use date under § 7(c)], (B) [registration pre-TLRA of 1988], or (C) [publication for marks registered under 1881 or 1905 Act].  [The defense only applies] for the area in which such continuous prior use is proved. . . .

b. Here, Thrifty filed in 1964, which was before 1988 therefore look at the date of registration (after 1988 look at the filing date and before 1881 or 1905 look at publishing date). So take the registration date and see if prior use of other before that.
11. Rationale
a. Fairness – when you have two GF users of a mark, its fair to let them both use their marks subject to limits
b. Competition – encourage competition
c. Consumer confusion – it Louisville user was able to shut down Rex, the nationwide mark, that would be incredibly confusing for consumers
C. Murkey Hypo
1. Murkey claims priority via April date which was first ACTUAL use in Commerce and argues that D’s use in March 1 (only black and white sm version of mags) is not a bona fide use so should not count.
2. However, D argue that the use was sufficient b/c was an actual mag on the newsstand, real effort, real sale, just lacked some bells and whistles – claimed that this is diff than Bell Jeans case b/c actually had a product; didn’t just slap name on another mag. So D claims March should count and thus they should get priority.
a. Murkey can then argue that is not the finished product thus this is a diff product than what would want to release.
b. D can then argue that not sub diff from final and want room for change in it.
3. Murkey then argues that even if “use in commerce” we have analogous use even before your March date. Did this by generating awareness of mag in Jan and then later we actually put out the product. Also, can argue plus our use in commerce is actually back at February b/c we sold subscription to this mag then.
a. D argued that this is NOT public awareness at time of Feb b/c just to their subscribers – so small sample size of the public
b. Also, D can then argue that they actually acquired analogous use was in Feb. b/c wall street journal (BIG journal) announced it.
i. However, Murkey can then argue that wallstreet journal has limited to consumers so not big enough for analogous use.
ii. Also, Murkey had ads in other periodicals that has mill of magazine readers 
4.  The end – 
a. This is a close call, but if D’s march version had been a full mag then they likely would have won, but here seemed like the March was attempt just to reserve name. (P&G).
b. Best thing for each to have done? – an ITU; would automatically win.
c. Remember that Bluebell was a TX case that required actual sales (did not recognize analogous use) but fed law is more accepting of like “pre-sales” etc (analogous)
d. Remember that Analogous use has to be when consumer association starts – these are where policy argu come in when talking about when consumers ACTUALLY would be confused; day 1 of adv on super bowl – likely; reg ad at midnight maybe later.
VIII. Acquisition of TM Rights – (4) Ownership
A. Basics
1. Dispute over ownership most often arise when competing parties who once collectively owned the mark are now fighting amongst themselves. Like bands, bus, creative pursuits.
a. However, this rarely comes up; usually just say “owner of the mark”
2. Bell v. Streetwise Records (D. Mass 1986) – band named new-edition gets signed and works with a producer that does ALL the work but at same time they were performing on own under name w/o producer. Band wants to leave and producer says fine but we keep your name and replace you with 5 others. Who owns the mark for “new edition?”
a. Is mark distinctive?
i.  This is likely a suggestive name b/c reference to Jackson 5 (req imagination)…maybe could be arbitrary. Either way, inherently distinctive.
b. What were the goods or services?
i. Band argued Ent services; Producer argued goods
ii. Matters b/c it changes what public likely thinks as the “owner” of the mark
· If it’s a good, like a record – then we think producer
· If its services, like performing – then we think band
iii. Importance of public association – what the PUBLIC thinks the goods/services are and who is responsible for them. 
· This is a bit of consumer focused policy b/c asking what consumers would think.
iv. Here, said the concern here was with the ent service (b/c seems what public found was the product and more so this is being done here (perf, touring, etc). – NOW how do we figure out who owns it?
· 1st Test – When is it first used in commerce ? Who has the priority use?
· Here, band used in commerce 1st. And remember that this is diff than asking “who has the priority mark in commerce,” this is about who OWNS the mark so DOES NOT have to be IC. [note: b/c band only performed in state, likely wont pass use in commerce but that is not at issu here!! Just a note]
· Intrastate is enough to decide ownership. Still need to use as a mark but does not have to be used in IC.
· HAD the members signed a valid assignment of the ownership to the producer then they would have lost however they were minors without guardian signatures so the K was invalid.
· If this DID NOT WORK then go to 2nd test (
· 2nd Test (The Joint Endeavor Std) – (1) ID quality or chracteristics the public associates (here ent services). (2) Who controls or determines the quality or chracteristic
· Again, importance of public association – who consumers think is controlling is sometimes that counts here
· So more about consumer assoc really than the owner of the TM
· B/c REALLY the producer did everything so he likely ACTUALLY controlled BUT with the band most people associate the name with the members.
· Reason ct focused on consumers? – b/c if producer had won then they can just plug in 5 new guys and THEN there will be consumer confusion.
3. Menundo – band in Puerto Rico where kids rotate out after reach 16, but still under same name. Why is this okay?
a. Policy argu – consumers are not confused b/c conditioned on being aware that switch out (ads, etc)
b. But then who owns legally? 
i. Joint endeavor – this is not being driven by the members of the band. CLEAR that the members are not controlling b/c prime consumers that they know who is controlling the services (producers rather than the members)
ii. So diff from New Edition.
4. Crystal (11th Cir 2011) – New group paid licensing fees to use the Expose name for few years and then decided to stop because decided THEY owned the name
a. Ct held that members created the goodwill associated with the mark so yes they own it – they control the qualities and characteristics public associates
5. Roby v. Reid – Also, members of band fight for ownership (not just members v. producers)
a. Here, member who came in for part of the deal (not there since beginning) died and his widow sued for rights to use name. Defended by a member of band from beginning.
b. Founding member won.
6. Lunatrex (SD Ind 2009) – sometimes happens in business
a. Have an invention that have bus for, started fighting and split.
i. Think of consumer assoc in such instances. If consumers don’t associate certain name with certain person then maybe none of the members get to use it b/c they own collectively
· However, if Steven Tyler from Aero Smith left…well maybe consumers do associate that band name with just that member and thus if he leaves then they will be confused. However, prolly will end up like Lunatrex.
ii. Just b/c pay more money in venture (P Here) does not mean you have any more right than the others.
iii. If can’t agree who gets to use it when split then own it collectively and no one can use it.
iv. Sometimes someone can lose the use of own name.
IX. Registration

A. Some Basics
1. Imp point ( Can have and protect a TM right w/o registering and just b/c registered doesn’t mean can have and protect as TM
a. Fed reg DOES NOT give you TM rights; it just gives you a presumption of rights.
b. Plenty of ways to challenge a registered work (maybe EA goofed, etc) 

2. If marked “dead” then mark of registration is dead  - could hav not paid fees or failed to re-register HOWEVER could still be out there…just not covered under fed reg.
3. TM Law comes from LA (NOT consti) and authority of TM law is through the CC
4. Mission of the PTO – to REGISTER Trademarks
B. Benefits of Principle Trademarks
1) Legal presumption that owner of the mark
2) Legal presumption of right to use – Nationwide Priority in Rights.
3) Puts public on notice of ownership of the mark
4) Mark is listed in the USPTO database (searchable)
5) Can record registration with US customers and border protection from stopping counterfeit stuff coming across border and into US
6) Right to bring legal action concerning mark in fed ct
· Registered or not, can sue under the LA in fed ct. Fed Jur for both.
7) Use Registration as basis for foreign filing
8) Able to use the federal registration symbol (R in a circle)
· May help descriptive terms get 2nd meaning more quickly if need be
C. Pre-application Work Tips
1. FIRST, do some clearance research to make sure no one else is using name or has similar TM in same goods or service.
a. Search on TESS (UTSPO database)
b. Check state TM database – have to search state by state on secretary of state’s website
c. Check via Internet
2. Then, talk to client about the basis.  Is it:
a. Section 1a – Use in Commerce
i. Client has already used mark in IC (does not have to be for long)
ii. This will save time and money
iii. Usually this is satisfied b/c can easily sell interstate via Internet
b. Section 2b – Intent to Use
c. Section 44/Section 66a – Foreign
i. If you have registration in another country you can use that to file registration in the US
ii. Sec 44 – submit to USPTO copy of the registration
iii. Sec 66a (Madrid Protocol) – Can go to International Bureau and say I want my mark in X,Y Z and will hold true if those countries are party to the Protocol. (but super expensive)
iv. ALSO, one can use registration in US to file for elsewhere.
3. THEN, start registering; there are 2 registers:

a. Principle Register

i. This is a better one to file mark on b/c get more benefits

· The 8 benefits above AND also…

·  9) Application can be use-based OR intent-to use based

· 10) Mark is published for opposition

· Published in the Gazette so others can know whether to oppose or not

· 11) Can use as basis for claim of incontestability (Sec. 15)
· After 5 years of reg and conti use can walk into ct and say my mark is incontestable; however, defenses to this
· Look at statute to see req – like affidavit, no adverse ruling, and no pending suit.
b. Supplemental Register

i. TMs that the principal register does not think is good enough so it can be filed on here instead.
· Ex) descriptive, geo, etc
ii. Less benefits than principle meaning less rights
iii. There is NO:

·  1) Legal presumption that owner of the mark
·  2) Legal presumption of right to use
·  3) Puts public on notice of ownership of the mark
·  9) No ITU basis allowed
· 10) Mark is published for opposition
· 11) Can use as basis for claim of incontestability
D. Filling out the Application
1. TEAS v. Paper
a. PTO is charging more to file for EACH CLASS when via paper b/c a harder for them.
b. Cheaper to do it via TEAS for EACH CLASS want to register TM with, which is a form generated by PTO that applicant simply fills out.
c. Better to use TEAS b/c want approval FIRST TIME and likely to get this w/ the form.
2. When file there is a standard character mark OR special form mark

a. Standard character mark – just the word itself; no font, color, etc

b. Special form mark – allow jpeg to show the font, color, etc to protect all of that PLUS the word

3. If you want to use another’s name, you need consent.
4. Different classes to be protected under – clothes, shoes, baked goods, etc – so have to file for each of these to be protected under each.
5. Better if disclaim generic words in comments like “Juso’s Plumbing” – disclaim Plumbing
6. Can also try and put in comments that use of word is “suggestive” – however, this would be strategic and might screw you if EA is wondering “I wonder why they flagged this issue…”
E. Examination and Registration
1. Takes 2 ½ - 3 ½ months for PTO to get to your application
2. The examining att (EA) uses TMEP when making a decision but it is NOT LAW!
3. Pre-examination where confirm that:
a. Data is entered correctly 
b. That image is cropped correctly
c. AND add a design code (every design mark gets broken down by various codes)
4. Now, onto Examining where address both procedural and substantive issues
a. Office Action
i. Send a letter saying this is what needs to be fixed.
b. Examiner’s Amendment
i. If simple then they will just call you on the phone and ask if examiner can amend – Great for Both sides!
c. Priority Action
i. Everything is fine except for X and here is what you need to do…
d. Combined Examiner’s Amendment and Priority Action
e. Final Office Action
i. 6 months to either correct issue or file appeal to TTAB – TTAB is an adjudication process : if they say EA is wrong then mark is registered; if they say EA right then mark is not registered until fixed.
F. Publication
1. After your mark is reviewed via classes you registered for and approved then will publish it in the Official Gazette for 30 days of potential Opposition Period
2. If someone files opposition then will go to TTAB
3. If no opposition then gets further into registration.
a. If also show use in commerce now it is officially registered and you get a reg certificate.
G. ITU
1. Say go through the gazette ok BUT only gets a Notice of Allowance (NOA) (not a certificate) b/c yet to “use in commerce”
a. This gives you time to submit at some point a Statement of Use (SOU) saying that you are now using mark in IC via these dates and here is the fee (for each class)
b. Get 6 months via NOA HOWEVER can file up to 5 extensions (so basically 3 years) so make sure that you have a bona fide intent to use so that can actually use within 3 years at the least.
i. For the most part, the extension requests are automatic. However, every extension after the first will need to also include explanation on why taking you longer (like product dvp etc)
c. However, also have Process Divisional Requests
i. Maybe can’t get it now for T-shirts (one class) but can get it for sunglasses (a diff class) now and get T-shirts later.
H. Post-Registration

1. TM can last Forever as long as you are paying fees and using 
2. Section 8 Req – Between 5th and 6th year of use, have to file affidavit of continued use 
3. However, can instead file combined section 8 (affidavit of conti use)  and section 15 (declaration of incontestability)
a. Prolly better to do this 
b. Section 15 depends on:
i. Valididty of the mark and the registration
ii. Registrant’s ownership of the mark
iii. Registrant’s exclusive right to use the mark in commerce
4. Combined Section 8 and Section 9 (Request for Renewal) – filed between 9th and 10th years after registration, and THEN filed again every 10 years thereafter.
X. Bars to Registration/ Opposition/ Cancelation  - there are numerous bars on registration. You can either be barred (by PTO) from registering your mark, your registration can be opposed, or your registered mark can be canceled at any time based on one of the below.
Note: If claiming any cancellations of these types then must look at the time of registering whether was assigned or not (Cesar 2009 Test)

A. Basics
1. A person challenging, opposing, or cancelling registration must have STANDING to do so.
2. Sec. 14 – a petition to cancel a registration of a mark may be filled by any person who believes that he will be damaged.
i. Richie Test for Standing (see more below)
3. However, REMEMBER that even if end up not getting or losing Fed Registration – you DO NOT lose your mark.
B. Section 2 [15 U.S.C. Sec. 1052] TMs registerable on Principal Register – prohibitions on things you cannot register at the PTO as marks.  HOWEVER, Sec. 2(f) allows bars in 2(e) (1),(2), and (4) to be registered IF they become distinctive.
1. Marks that can be registered if acquire 2nd meaning:
a. Merely descriptive & deceptively misdescriptive marks (2e1)
b. Primarily Geographically Descriptive marks (2e2)
c. Primary surnames marks (2e4)
C. Policy to forbid these types of marks and allow PTO to be the one to make the call?
1. All benefits you get for register able mark, do we want to give those benefits to “bad marks”
2. Arguably not “gvt speech” [see below] but may show like a stamp of approval by gvt on “bad things”
3. PTO spends time and money and they shouldn’t waste time and money on “bad things”
a. However, how much money and time do WE WANT them to spend on ARGUING these types of things?
D. Section 2(a) [absolute bar and whether it is one of these things is a subjective judgment]
Section 2(a):
· No trademark by which the goods of the applicant may be distinguished from the goods of others shall be refused registration … unless it –

· (a) Consists of or comprises immoral, deceptive, or scandalous matter; or matter which may disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs or national symbols, or bring them into contempt or to disrepute; or …[misdesriptive wine GIs]

Who can bring thiese 2(a) challenges? – Sec. 13 [STANDING]
Sec. 13 Opposition Actions – Fed Cir in Ritchie v. Simpson allows “any person who believes that he would be damaged” and [per courts]

1)  Has real interest – direct and personal stake, regardless of how many others in general

      public share

2)  Reasonable belief that will be damaged



- Very broad standing BUT arguably it was narrowed a little by Dykes on Bikes b/c:
· Ct said that as a man, you don’t have an interest, but WOMEN can oppose
· Remember – that disparaging is MAY be disparaging 

Six Scenarios for 2(a) Bar

- Cannot register mark if consists or comprises:


(1) Immoral matter

(2) Deceptive matter


(3) Scandalous matter



- Cannot register mark if it may




(4) Disparage persons, living or dead, institutions, beliefs or national symbols




(5) Falsely suggest a connection with persons (living/dead), institutions, beliefs or 



       national symbols




(6) May bring into contempt or disrepute persons (living/dead), institutions, beliefs or




        national symbols
(1/3) Immoral or Scandalous
a. Definition:
i. In Re Fox Def of Scandalous OR Immoral -  “To refuse a mark as scandalous or immoral the USPTO must demonstrate that it is “shocking to the sense of truth, decency, or propriety; disgraceful; offensive; disreputable; …Giving offense to the conscience or moral feeling; or calling out for condemnation.”
ii. TMEP def of Scandalous – “[Is scandalous if it is] shocking to the sense of propriety, offensive to the conscience or moral feelings or calling out for condemnation.”
· Like “so outrageous” definition in Torts.
b. Test for Scandalous
i. (1) Determine the likely meaning of the mark in context
· Context is people who buy the good and their assoc with the mark
· Ex) If context of Bad Frog is in clubs/bars then the meaning is all good b/c all adults BUT if its for people to buy to drink at home where kids can see it…maybe not okay
ii. (2) Evaluate whether the matter is scandalous to a substantial composite of the general public
· Keep in mind contemporary contexts and changing social norms.
c. Remember that obscenity laws will vary from state to state BUT registry is supposed to be the general public in all areas. 
d. ALSO, that dictionary def of the words at issue can say that a word is vulgar and serve as evidence that it is scandalous or immoral
e. Generally when your mark has to do with sex, defecation (Greyhound pic of dog pooping), religion in connection with alcohol or sex, or swear words (In Re Fox/Bad Frog) be worried of fed rejection UNLES you have a bunch of lawyers (like University below) then probably would be ok. 
f. To figure out was is “immoral or scandalous” have to remember that don’t get a jury in TTAB or Fed Cir; If you want more discovery then take out to a district ct (can do) b/c here this judgment is a matter of law and not a matter of fact.
g. In Re Fox – suckers of a rooster (for sports team) called “COCKSUCKER.” Under the test above the EA said this was like “blow jobs”
i. Looked at the dictionary for cock and said obscene etc.
ii. Defense – that the word was a double entendre; just playful and merely invoking a non-vulgar meaning of the word.
iii. Ct rejected defense b/c said that the Ds were trying to invoke the VULGAR rather than the NONVULGAR
iv. Ds also used a case of naked black woman called “BLACKTAIL” and ct said that this was diff b/c in that case it was not vulgar – reason why this call is subjective
v. At same time of this case, there was another person that was selling lollipops for the same team (the university) under name “GameCock Sucker” with a shape of rooster. And allowed for this registration.
· Why? – B/c University had bigger and more lawyers and were better liked by the ct (or by the EA) and small business of Ds had NO representation.
h. Boston Red Sox - Ds tried to register the mark “Sex Rod” for clothing, merchandise, etc and EA rejected saying that it was vulgar (not in the LA) thus it is immoral or scandalous b/c referring to the penis. Especially b/c claim that this will be on kids clothing. However, a likely better claim can also do is disparaging [see below].
i. Bad frog – beer had a pic of frog flipping the bird on it. [swear word case]. EA rejected; TTAB reversed
i. Ct reversed b/c it’s a frog so people wont think that the frog is flipping the bird; and even if it was, not directed at anyone and doesn’t prove that obscene if frog is doing it. Held not majority or scandalous
ii. Dissent - COME ON, clearly what he is doing.
iii. WHEN do you decide when something is immoral? – at the time of registration!
· So if this was in the 50s def immoral/scandalous, but likely diff if now 
· BUT remember have to keep an idea of changing norms
j. Katrina – two lawyers from New Orleans named an alcoholic drink “Katrina” and put “Get blown away” on it within 3 days of the catastrophe that killed A LOT!
i. Likely meaning in context is SOOOO much worse b/c RIGHT after the Hurricane
ii. Definitely scandalous!
iii.  Could maybe argue – Well, this is actually a play on the title to show how strong New Orleans pple are, to reclaim the name Katrina and reappropriate it. Like Dykes on Bikes.  However, unlikely winning argument
iv. Seems even more shocking than the sex stuff TTAB usually reject for being “scandalous”
(2)  Deceptive 
1. Here, we must distinguish deceptive marks from deceptively misdescriptive (DM) marks!
a. Matters b/c DM marks can acquire 2nd meaning and then can be registered; while, deceptive marks are absolutely barred (
b. Sec. 15 – TM Registerable on Principle Register – Sec 2 sets forth prohibitions on registrations most of which are absolute bars to registration BUT Sec. 2(f) allows the bars in 2(e)(1), (2), and (4) to be registered IF they become distinctive
i. 2(e)(1) – Merely descriptive and deceptively misdescriptive (DM) marks
ii. 2(e)(2) – Primarily geographically descriptive marks
iii. 2(e)(4) – Primarily Surnames marks
2. We distinguish by using ( In re Budge Test:
a. 1) Is the term misdescriptive of character, quality, function, composition or use of the goods?
b. 2) If so, are the prospective purchasers likely to believe that the misdescription actually describes the goods?
i. Prospective Purchaser – debate on this meaning
· Some think should look at in context where consumers will encounter in the market place (maj in Cafeteria)
· Others think should look at those ACTUALLLY going to the place/purchasing it (Dissent in Cafeteria)
ii. This differentiation also matters b/c can decide WHEN to register 
· Ex) If ice cream for gum [below] was registered right when released then likely deceptive, BUT if released after ad campaign to show that no ice cream flavors then people likely will not really believe it.
· ALSO, once register mark then person gets to use mark in the market however want to so even if stop advertising that way then doesn’t matter
· Reason why hard with EA decisions b/c maybe they saw the ads and maybe they didn’t (realistic law deal-not huge for test)
c. 3) If so, is the misdescription likely to affect the decision to purchase?
· If just yes to #1 – then arbitrary or suggestive mark

· If yes to 1 & 2 but not 3 – then deceptively misdescriptive mark
· If yes to all three – then deceptive
3. In Re Alp of South Beach (Cafeteria) – well known restaurant that sought to register its name “Cafeteria” with a full service and not self-serve; EA declined b/c said deceptive.
a. Applied the In Re Budge Test – said deceptive b/c yes to all 3
i. As to #1 – said YES b/c its not self-service like with trays
· However, Dissent argued that he has a broader view of what a cafeteria might be (prob not best argu)
ii. As to #2 – Said yes
·  Said well people just HEAR of name then likely to get misimpression
· Here, this likely was just bad lawyering b/c there was an affidavit that suggested that SOME people were confused. (made them lose) Majority said only a few were enough.
· Dissent was super mad about this b/c said that just a FEW people that were confused should not be really enough.
· However, Dissent has some point here b/c who will go to restaurant? – people that read yelp, hear bout it etc so they know it will not be like an actual cafeteria; thus, those that will be confused are just passerbys and once walk in and see tables and staff then will be unconfused in few minutes.
iii. As to #3 – Said yes b/c said may effect your choice b/c you wanted the cheaper trey stuff.
b. Here, the TTAB made distinction between gds and services by saying that w/ gds can see it up close before buy so less pre-sale confusion but with services it is diff. 
i. However, this is not a great argu…b/c can still have pre-sale confusion on the way to go buy that thing that you will see the box later.
c. Which makes more sense in this holding as to our policies?
i. How many people must fall in #2 to make it DM?
· Consumer Oriented– One argue – one reason we protect TM is to protect consumers from confusion (even dumb people). So if mark is misdescribing the gds then we should agree to not protect 
· Consumer Oriented – argu 2 – If we don’t protect the mark that is widely recognized then others can use it and consumers will be confused. So should protect mark EVEN IF deceptive to small grp
· TM Holder Oriented – They are not doing anything to deceive (whole marketing is set up to distinguish them from normal cafeterias)
d. Here, ct focused on the fact that if SOME were confused then likely others were too. However, Dissent argues – well what about the people that are not confused?
e. What if come back after ct decision and show evid that maj people are not confused? – Does not matter b/c ct held that it was deceptive so absolute bar and does not matter if acquired 2nd meaning. CANNOT even be on supplemental register (like DM marks without 2nd meaning can be)
f. What did Cafeteria do after? – they registered a slogan “You are. You Eat. Cafeteria” and disclaimed (write the disclaimer in comment section of application) “Cafeteria” part BUT if others type in cafeteria that will pop it. So searchable and protectable now.
i. Make sure realize that the first mark they could have still used and protected under CL and Fed LA BUT did a clever way to end up with fed registered marks
4. Deceptive Hypos:
a. Lovee Lamb (seat covers that are not made from lamb)
i. Need to look at it in context so may need more information like – is it decorative lamb print for baby seats? Or pple of animal rights?
ii. Assume for people of animal rights – Could argue that pre sale confusion – unclear if this applies to deceptiveness (and for goods – Cafeteria case) 
iii. Argu 2 – This is just like Cafeteria (besides gds v. services distinction) b/c people are confused if they are looking for lamb product on amazon.
iv. Held - Deceptive
b. Ice Cream for Gum
i. Likely not deceptive b/c would say flavor (not ice cream but like apple) on the wrapper, so people wont REALLY believe that it is ice cream flavored (#2)
ii. No to #2 - Arbitrary
c. One minute for washing machines
i. Likely would not be believed b/c on one would think it would only take one minute. So likely just name to say machine is fast.
ii. REMEMBER – we view at the time of registration so maybe if registered today then more iffy of a case b/c maybe some would believe (with out technology and such.
d. Holeproof for women’s stockings – same as the one minute above
e. OraniK for garments that are not natural product
i. Said clearly deceptive; more clear than the iffy one of ice cream for gum
f. George Washington Ate Here for restaurant made after he died
i. DM b/c clearly done after his death (no to #2). So can gain 2nd meaning.
ii. HOWEVER, if opposers lose on this take then can bring up other claims (disparage, false connection, contempt)
(4) Disparaging – cannot register a mark if it may disparage persons, living or dead, institutions, beliefs or national symbols.
1. This is a low bar std; however, it is barely used.
2. Test:
a. (1) what is the meaning of the matter in question, as it appears in the marks and as those marks are used?
b. (2) Is this meaning one that may disparage?
c. This is viewed from the reference group’s point of view and a “substantial composite” and dating back to time of registration. And remember: only req that it MAY be found disparaging.
3. Khoran – Armenian wine that used this name “Khoran” but in their lang it meant “alter” 
a. PTO refused registration on grounds that it would disparage Muslims. The context would create an association with Muslims, and it is disparaging b/c its advocating wine, which is a vio of their religion
b. So here the ct looked at the Muslim community rather than Armenian community  b/c from the reference group’s point of view
4. Boston Red Sox – “Sex Rod”
a. Disparaging the Red Sox Corporation
b. Greyhound Test for Corporate Disparagement
· 1. That the communication reasonably would be understood as referring to the Plaintiff

· 2. That the communication is disparaging – would be considered offensive or objectionably by a re person or ordinary sensibilities
· HOWEVER, here look NOT at the reference group but look more broadly at what the GENERAL PUBLIC thinks.
c. However, Rothman thinks this is more of like a back-door dilution claim (2f) than a disparagement claim.
· `Sec. 2(f) – Dilution Challenges – A mark which would be likely to cause dilution by blurring or dilution by tarnishment under sec. 43(c), may be refused registration only pursuant to a proceeding brought under sec. 13 or may be canceled pursuant to a proceeding brought under either sec. 14 or sec. 24.
· MEANS – that EA CANNOT decide on own that mark is diluting; He can deny mark b/c LOC but cannot reject it just for diluting. 
· BUT Red Sox can oppose it or sue it on that ground
· Dilution came into effect federally in 1995 so LA action only applicable to registrations done after 1996!
5. Redskins – Football team first was named the Braves, and then later named Redskins to honor old coach. Ps sought to cancel the TM under Sec. 14.
a. Sec. 14 – Cancelation of Registration – A petition to cancel a registration of  a mark…may be filed by any person who believes that he is or will be damaged [] by the registration …
(3) At any time if…its registration was obtained fraudulently or contrary to the provisions [of subsection 2(a), (b) or (c)]. [but not 2(d) or (e).]
b. TTAB here said that the marks may be disparaging to Native Americans (NA) under 2(a) so canceled it. District Ct affirmed. Then appealed to 4th Cir.
c. Remember – here Redskins still have rights to the name whether registered or not so if it is in fact canceled then can still use the name and others can’t; reason why the team cares for fed registration in the first place is the benefit to stop counterfeit goods rom coming across the border.
6. In Re Tam – Band of all Asians going under name of the “Slants” sought to register. EA rejected saying that it may disparage Asians. TTAB affirmed. Fed Cir initially affirmed and then reversed saying that it was unconsti to not allow registration for this name b/c this is an IN group trying to reclaim/reappropriate a racial slur (Like Dykes on Bikes)
a. Consti Holings of Ct –
· Content Based –means based on the content of the speech and under this category courts will scrutinize the restriction under a heightened std compared with restrictions that are content-neural.
· When cts apply that std, they are more likely to find a First Amendment vio
· Strict scrutiny means a st law must be narrowly tailored to serve compelling st interests
· Content neutral – looking at content AND diff viewpoints
· example: A ban on all parades on public street rather than some. 
· Look at positive AND negative viewpoints. If negative then wont register; if positive then will register.
· Therefore, some viewpoint discrimination at work.
· Here a ct will employ an intermediate std of scrutiny that is less than strict scrutiny
· STILL, applies here even if dealing with commercial speech (
· Commercial speech either:
· Does no more than propose a transaction OR
· Bolger Test (just look at all 3 together DO NOT NEED TO EST ALL 3) 
· (1) Whether the speech is advertising
· (2) Whether the speech refers to specific products; and
· (3) Whether the speaker has an economic motivation for the speech
[However, cts still bicker on this distinguishment]
· IF it is commercial speech then you apply the Central Hudson Test
· Is the speech false or misleading?? – If yes then you can ban it

· This is IMP b/c Sec 2(a) has prohibition on deceptive marks and so if false or misleading then it could be prohibited.

· Otherwise, use intermediate scrutiny:
· 1) Is Gvt interest substantial? AND

· 2) Does the regulation directly and materially advance the gvt interest? AND

· 3) Is it narrowly tailored?
b. Cts held this was content-based. And likely not commercial speech here b/c we usually don’t think of movie titles, book titles, or band names as commercial speech; not like hard product.
c. Defense – 
· Registration is Gvt Speech
· Ct rejected b/c said gvt is just regulating private speech, not gvt speech. 
· Gvt provides a subsidy through registration

· Ct rejected b/c said that WE the REGISTRANTS pay fees.
d. Here, the ct struck down the disparagement provision.
· However, seems like also should apply to Immoral or Scandalous too; they should be struck down too b/c usually these go hand in hand but maybe Sup. Ct in In Re Tam review will decide it does not and leaves it in.
· However, other stuff in 2a will not be struck down.

· However, this striking down is currently being litigated in the Supreme Ct so do not know if officially deleted yet.
(5/6)  False Suggestion of Connection with persons (living/dead), institutions, beliefs, or national symbols
1. Notre Dame Factors to est a False Suggestion of Connection
a. 1) D’s mark is same or close approximation of P’s previously used name or identity
· This includes nicknames
b. 2) That the mark would be recognized as such
c. 3) That the P is not connected with the activities under the mark; and
d. 4) Ps name or identity is of sufficient fame or reputation that when D’s mark is used on its goods or services, a connection with the P will be presumed.
2. Twiggy – Model went by “Twiggy” in 60s and 90s kids clothing line came out under name. She moved to cancel. IMP to note that ct held there to be no LOC that clothes came from or were endorsed by Twiggy.
a. Using Factors – make sure to look at the prospective purchasers and what they think. Here, that includes parents/adults and not kids b/c those are who buys kids clothes.
b. Factors – yes obv to 1 and 3

c. 4( She is SO FAMOUS that connection would be presumed

· More likely that if famous then will have a presumed connection AND that connection need not rise to level of sponsorship or confusion as to sponsorship. Could just reference connection.
· REMEMBER – we judge the fame at the time of the registration AND can cancel it at any time for 2a bar.
· However, also equitably stuff can apply like laches.

d. 2 (Other references to Twiggy? [2 and 4 usually go together so if yes on 2 then yes on 4]
· Ds point to definition that points to a tree but ct said that consumers wont think of that meaning in the context of clothes. Rather, they will like think of the term of the model in this context.
· If it was for couches under “twiggy”? Could argue that reference to the wood rather than to model, BUT counter arguments is that Twiggy may have 2 meanings that still profiting from ( policy argue: I don’t care if furniture, these people are free riding off of her rep and hard work.
3. ALSO – dead people can still bring claims via their heirs (they have standing)
4. 2(a) and 2(c) may mesh some

(6)  Contempt or Disrepute
1. Similar Test as Disparagement
E. Sec. 2(b)  
1. Sec. 2(b) – Bar on Registration – Cannot register mark if: “[c]onsists of or compromises the flag or coat of arms or other insignia of the United States, or of any State or municipality, or of any foreign nation, or any simulation thereof.”
2. Absolute Bar! And Straight forward rule.
3. Examples
a. National Park service is diff b/c does not fall under umbrella of US b/c it is a subdivion of US and not a division of US. B/c subdivisions don’t count, can register mark. Same with postal service, etc.
b. Word and design mark for condoms –Ct said it coul register it b/c it is clearly not the class (does not consist or comprise the flag) just invokes the flag. (could argue disparaging both ways)
c. Reebok with union jack flag – This rule includes foreign nations, but can register this is and just disclaim the flag and not ask for protection for it (bc cant protect due to this rule)
F. 2(c) insignias, identities of living persons or dead Presidents w/ widows (sometimes overlapps with 2a)
1. Sec 2(c) - Bar on Registration – Cannot register mark that: “[c]onsists of or comprises a name, portraint, or signature identifying a particular living indiv except by his written consent, or the name, signature, or portrait of a deceased President of the United States during the life of his widow, if any, except by the written consent of the widow.
a. Note: USPTO will req you to submit that written consent
2. Absolute bar
3. Sec. 2(c) Hypos:
a. Joe Schmoe Beer? (assuming there are 250 Joe Schmoe’s in phonebook nationwide)
· “Particular living individuals” – means you have to be referring to a particular Joe Schmoe, not just a name
· If happened to be the name of the owner then need written consent but not here; not Barred at all!
· However, still must acquire 2nd meaning to be on Principle Registery b/c names are treated as descriptions, however, could still be on supplemental registry w/o it
b. Can you register your own name for cosmetics line (your name Will Smith), if also belongs to someone famous like Will Smith?

· Likely not barred under 2c (remember we don’t care about 2nd meaning of name here b/c under this inquiry it is a total bar (just looked above in stat b/c said that 2(c) did not apply) you can consent to use your own name…

· However, maybe can bring up argu 2(a) false connection like Twiggy b/c Will Smith is famous actor who uses make up in moves so likely could associate it.
· However, Nonfamous Will would argue that unlike Twiggy this is someone whos name has to do with the goods they sell and we want people to be able to use own names and give people information (policy)
c. What about using Gwenyth Paltrow (if its your name)
· Lil diff here than in Will Smith b/c chances to use go down if your name is NOT as common (Will Smith is common)

· Likely could get around 2(c) b/c say that “hey but this is my name”

· BUT likely wont get over 2a on false connection
d. However, if just first name then only okay if someone is really known for that (ex) Twiggy was known for that. But if just said “Will” – eh likely not an association consumers have. “Gwenyth” might be more b/c uncommon name.

e. Marilyn Monroe stockings or James Dean for leather jackets?
· They are not living but dead; there is no bar under 2(c) BUT 2(a) problem under notre dame factors b/c likely an association as long as heirs with stainding then can assert a successful opposition or EA can assert successful basis for denying registration
4. Material Girl – Madonna had famous “Material Girl” song in 80s and after this came out the Material Girl clothing line by another and it was registered. Madonna never raised anything. Then she made a Material Girl Clothing line and others moved to cancel.
a. Sec 2(a) Claim
i. Madonna will claim that it meets Notre Dame factors [above] so this is a false connection presumed
ii. Others will claim as to (1) that this is not like Twiggy b/c Madonna is not known as “Material Girl” ALSO as to (2) there is an alternative association as to materiality with clothes (unlike twiggy); ALSO, third party uses of this term has nothing to do with Madonna
iii. Madonna can then argue as to (1) that her name or identity is a material girl by saying that it is a character she made famous – her persona (would want to collect all newspapers that referred to her as this and claim it as her nick name)
iv. Also, others can argue under (4) that although Madonna is famous enough, that her being called Material Girl is not famous at time of registration if it ever was.
b. Sec 2 (c) claim:
i. Harder for Madonna to argue this b/c that is more specific
ii. However, could argue that MORE THAN IDENTITY and a nick name pure.
c. Remember that you can cancel a registration at any time. Laches only applies if you knew of the claim and did not act.
G. Sec. 2(d) Confusingly Similar Marks  [can say see above if did LOC analysis]-
1. 2(d) Bar on Registration of Confusing Marks – Bars registration of marks when: “[c]onsists of or comprises a mark which so resembles a mark [registered or not that] as to be likely, when used on or in connection with the goods [or services] of the applicant, to cause confusion, or to cause mistake or to deceive…”
a. Confusion as to source, sponsorship, or affiliation
b. Imp thing to look at is if more or less confusing in the sense of the market place (has become increasingly imp!)
2. Absolute Bar! And same analysis as LOC.
a. Note: Foreign Confusion is not a prob unless comp will or has launched bus here and if they will launch here except SOME cir recognize if foreign and famous – flag issue.
3. Dupont Factors
a. Strength of the Mark – Here we are usually looking at the strength of the senior user
i. Registration
· Note: that applicant could have negotiated with the applicant to use a similar mark BUT EA can raise a 2(d) bar on own and could do so without this knowledge.
ii. Advertising
iii. Sales
iv. Categorization of Mark (degree of distinctiveness)
· If the mark is used as a family mark then less LOC
· Look at if descriptive, 2nd meaning, arbitrary, etc.
v. Years in Use
· The more famous then the more LOC generally BUT can go other way…so famous that one would KNOW not related.
vi. 3rd Party Uses
b. Similarity [the more similar the mark and the goods or services are then more LOC]
i. Sight
ii. Sound
iii. Meaning (including doctrine of foreign equivalents)
c. Proximity/Bridge Gap/Marketing Channels
i. Think also of likelihood of expansion. 
· Do this by proof or research or if you are SO famous that you just get LOTS of land (like McDonalds, hard to find something that McDonalds would NOT get into)
d. Actual Confusion [equally treated with other factors]
i. Years in use
· If BOTH are used in the commerce concurrently for a while (side by side in commerce)  and no evid of actual confusion then means less LOC
ii. Misdirected mail, call, emails, etc
iii. Statements of confusion
iv. Surveys [note: this is NOT the same as actual confusion]
e. Intent [HUGE factor here]
i. Tests:
· Knowledge of the other mark yet still decide to use similar OR
· Intent to use similar name to confuse OR
· She likes this one more
· Use same or similar mark [usually 1st and 3rd goes together]
f. Consumer Care/Sophistication/Quality & Cost of Goods
i. If impulse buy then wont be too careful with purchase so more LOC
ii. If expensive buy then will be more careful so less LOC
iii. Can use surveys to help this finding
4. NutraSweet – v. a product using “Nutra salt” [just dealt with the word mark]
a. Strength
i. Make sure to look at the senior users – here NutraSweet
ii. Category – Suggestive thus inherently distinctive
iii. Advertisements – spend BUNCH of money on it
iv. Famous
v. Third Party uses – yeah, prob some b/c playing off the word “nutrition”
vi. Therefore – this is a very strong marks so should get a lot of land. So Win for NutraSweet Here.
b. Similarity
i. Starts with “nutra” and followed by generic ingredient
· However, “nutra” is unique so it is the dominant part and therefore disclaim the generic piece
ii. Same Style
iii. Sound a like
iv. Argu that not similar – 
· nutrasweet is all one word; nutra salt is not. 
· Sweet and salt are opposites
v. NutraSAlt argu ( So allow space for others to use “nutra” for nutrition b/c commonly used name for goods especially in the food space (so want to give broad space for that)
vi. But in this circumstance, NutraSweet Wins Here.
c. Markets
i. On same aisle of super market
· Nura Salt could argue that NutraSweet is not the main brand name on products BUT NutraSweet logo IS on the packaging which consumers would see.
ii. Salt and sugar are on tables together
iii. Same category or product (ingredient)
iv. NutraSweet Wins Here
d. Actual Confusion
i. NONE! B/c Nutra Salt is no on the market just yet
ii. However, could have done surveys but usually cts don’t care if they aren’t yet on the market
e. Intent
i. Here they knew of it and still used similar
ii. Could go to Either
f. Consumers
i. Ct said that maybe have some sophisticated cooks…but seems more that something all consumers would want.
ii. NutraSweet Wins Here.
( Overally, win for NutraSweet (easy here)
5. NutraSweet Hypos
a. Could McDonalds prevent sales of McCheerios? – diff b/c Cheerios has its own name recognition
b. Could NutraSweet go after NutraChoice for dray dog food?
i. Totally different markets! – weighs against LOC
ii. Also meaning is a bit diff too (under similarity) b/c not “nutra” plus a generic word of taste.
iii. More space given to this so likely that cannot prevent this.
c. Nutragrain for granola bars?
i. Can argue that grain is far enough away
ii. But prolly same aisle
iii. But maybe some will think that NutraSweet is IN Nutrigrain – that type of confusion counts too
d. Nutrosalt?
i. Can argue that diff prefix, but does sound the same
ii. Likely will lose as well
iii. What happens if they still start to sell under Nutrosalt?
· NutraSweet will sue and get injunction
· Be careful to continue to use a name that was rejected under 2(d) b/c it was determined that will likely cause confusion so now easy case for you to then be sued under LOC and seen as BF use [not like if just canceled]
· If you really want that name and you were rejected via 2(d) you need to either change the name or appeal the decision. And if really dedicated take it out to the district court and not TTAB to get full discovery
· Don’t hide behind – well I didn’t’ have same incentive fully to lit hard in the first rejection.
6. Mrs. Fields – Marshall Fields owns famous dpt stores that happens to have bakery inside some and was the senior user. Then came along Mrs. Fields who makes cookies and became famous for her stand alone bakeries. Marshall seeks cancellation of her mark, however, this is AFTER she has already became famous (lesson – don’t ignore things that could be worrisome to you later; this dealt with timing issue on Marshall’s part). Main issue here is how to do this analysis when BOTH marks are famous.
a. Strength 
i. Look at senior user - Marshll
· Longtime fame
· However, Mrs. Fields can argue that just famous as a dpt store but not famous for baked goods; ALSSO weaker market b/c it is a name and courts are worried about denying other people right to their own name with their own bus so usually give less land to name marks.
· However, this hold true to Mrs. Fields as well – name mark.
· But this is a signal that she is likely to do well b/c ct wants to give other people (like her) the ability to use own name
ii. However, HERE we also look at junior user’s strength) b/c Mrs. Fields is famous as well! – weighs against LOC
· Came, press, coverage, and association with her actual name; however, also surname so weaker. 
· Famous for baked goods while Marshall is well known but not for baked goods
iii. Here, Mrs. Fields WINS b/c looking at the strength in the category of goods, which is baked goods here.
b. Similar
i. Marshall argues that they both have “fields;” both stylized in cursive; both have M. + fields (like nutrasweet); both peoples names; same number of syllables
ii. Mrs Fields will argue that the apostrophe in Marhsall (but they do sound the same); Hers is underlined (visually there are a number of differences); geneder difference (however could argue confusing b/c may thing related); bring up the stylized registration and how diff colors
· Note: if the registration just says cursive and does not mention color then can’t focus on this factor b/c then allowed to use any color want
· When analyzing this make sure to look at HOW being used AND specific terms of the registration
iii. Ct held here that they are Different (For Mrs. Fields)
· Says that when look at stylized version – they are diff enough, and other differences (not convincing though)
· Ex of ct making a policy-based decision to make everything else align so that Mrs. Fields can use her OWN name, because policy wise that is what we want.
c. Markets
i. Both selling baked goods BUT dpt store v. stand alone bakery
ii. Different markets – not same place or same shelf
iii. Mrs. Fields Wins Here
d. Actual Confusion
i. No evid of actual confusion and b/c both have been out in the public and none have this evid – weighs in favor of less LOC
ii. Also look at surveys – suggests maybe some confusion
· Court held that the surveys were not fair b/c presented products side by side when they are not like that in the market place
· Battle of surveys – both will do unrealistic/unfair tests and ct will largely throw them out unless point in the opposite direction (if survey for marshall said no confusion
iii. Mrs. Fields Wins Here.
e. Intent
i. She is just using her OWN name, operating in Good Faith, done nothing to suggest that want to confuse.
ii. Remember – intent is highly influential even though has nothing to do with LOC – most imp deal HERE is her strength and her intent.
f. Consumer 
i. Cheap, impulse purchases
ii. Marshall Wins Here
( In light of all the factors, Mrs. Fields wins Overall.
7. What Ifs on Mrs. Fields
a. If at the time Mrs. Fields not famous?

i. LOC greater – This suggests that Marshall waited too long to challenge b/c once became famous, it made it harder for him to win
ii. However, still her name so likely still win b/c of other factors
b. If her name was really Mrs. Jones

i. If still famous, still likely win, but if not famous AND not her name, less likely

c. If Marshall Fields had free standing cookie stores.

i. May change markets and actual confusion factors

8. Ben’s Bread v. Uncle Bens Rice Hypo
a. TTAB held in uncle ben’s favor b/c: both in the same market (food,grains), “ben” is dominant, and uncle ben’s is famous so gets more space
i. If you lose in TTAB can still use it but can’t get 2nd meanin and try to register again b/c it is dead. Should have kept appealing.
b. Main diff from this and Mrs. Fields is that Uncle Ben is famous & the registrant is NOT.
c. Strategy could be to have a similar name as another and WAIT to register until famous
9. In Re American Boy
a. Strength – senior mark is American Girl
i. Lots evid (sales, ads, promos, movies) that famous
· BUT D can argue not famous ANYMORE (hay day was 90s) – not great argu
· D can argue space is limited b/c famous JUST in dolls (do NOT mention clothes parts – D’s business) – Mrs. Fields argu
· P will try to get evid of famous in clothes.
· D can argue that P’s mark is SO strong (especially with dolls) that it weighs against LOC b/c consumers wont confuse it with the clothing for men.
ii. P can argue suggestive mark – inherently distinctive – we give that space
· BUT D can argue third party uses of “American” something
· P can ague that consumers are primed to make subtle distinctions in these types of words
· D argue that done want to give P too much space b/c want others to use boy/girl and/or American. (policy argu)
b. Similarity
i. P argues that its both “American” + a gender
· D can argue boy and girl and radially diff; also they don’t have am boy dolls; also that they are both common.
ii. P argues we are working on it and expecting to expand in that boy area (goes to market)
iii. Remember: P likely disclaimed “American” and “girl” in registration and just protected them together
c. Markets
i. P argues could both be at malls
ii. D argues you have stand alone stores so will not be encountered in same place
· P argues looking to expand into other stores as pop ups.
· Our argu that stil in diff sections – mens section and girl section
· P can point to our registration that is just for “clothing” and not “big and tall men clothing” – maybe amm can help us
iii. P can argue that same consumers – parents/adults buyin all
d. Actual Confusion – no evid b/c D filed ITU so yet to use. Can do surveys though.
e. Intent
i. P argue that b/c they are so famous D want to benefit off their good will
· D argue we are tryin to market to big men; no sense to want to go off your coattails
ii. Remember: circuits value intent diff. Some say if you knew of mark and still used it then BF but others say need to show intent to use mark to confuse consumers and ride on coattails.
· Reason want to get to courthouse first to choose jur.
f. Consumer/product
i. Have to look at consumers and sophistication level of each. Hard to do here b/c don’t know price points of Ds b/c ITU.
g. Hold ( Am Girls (P) won.
H. Section 2 – Dilution Provision

1. “A mark which would be likely to cause dilution by blurring or dilution by tarnishment . . . may be refused registration only pursuant to a proceeding brought by [Section 13 – opposition].  A registration for a mark which would be likely to cause dilution by blurring or dilution by tarnishment . . . May be canceled . . .”
a. This can be brought if maybe can’t bring 2(d) LOC bar but say it will still dilute

b. Opposers can bring this but Examining Att can not use this as a reason to reject
I. Section 2(e) – Bar on Registration of Geographic Terms

1. Cannot register mark if:
(e) Consists of a mark which….
(2) When used on or in connection with the goods of the applicant is primarily geographic descriptive of them [except for collective or certification marks per Sec.4]

(3) When used…is primarily geographically deceptively misdescriptive of them

2. However, Section 2(f) allows the bars in 2(e)(1), 2(e)2, 2(e)4 to be able to be registered if they become distinctive by way of getting 2nd meaning. 
a. 2(e)(3) = absolute bar. Used to be able under 2(f) but after NAFTA (1993) cannot.
3. Remember: Geographic Bar also in Section 2(a):
a. No trademark by which the goods of the applicant may be distinguished from the goods of others shall be refused registration … unless it –

(a) Consists of or comprises . . . deceptive matter . . .
b. Deceptive – barred under 2(a); Geo Deceptively Misdescriptive – Barred under 2(e)(3)

4. Policy
a. Used to be that could not register geo terms AT ALL; policy for this total bar (
i. Fair Competition – Concern that want competitors to also indicate where they are operating
ii. Also, reward labor of mark holder to what they imbued in that title, but maybe didn’t do the work to benefit off of “Texas”

iii. Consumer perspective – consumers will want to know where goods are manu

b. Now we allow registering this with limits. Why? (
i. Some geo names may not be use din descriptive sense. Not used for its geo meaning.

ii. Protect consumers – TM law is about source ID so if consumers assoc that name (even if geo) with the good then should allow it to be protected

iii. Protect company – we will let them protect this if they are doing enough work that makes consumers think of them when seen mark and product

Primarily Geo Descriptive Cases
1. Test for Primarily Geographic Descriptive Marks
1) The term in the mark sought to be registered is the name of a place known generally to the relevant consuming public AND
i. Relevant consuming public is a sub number but no ct has said what constitutes a sub (def more than 1%)

2) The public would likely make a goods/place association AND

i. Usually presumed here if actually from that place unless it is so obscure or remote that consumers would fail to recognize it. So if 1 and 2 are proved then don’t have to worry bout this one; its presumed.

ii. PTO is continuing to use this presumption but can challenge b/c PTO declined to expressly approve of it
3) The source of the goods is actually from that place
2. Newbridge (fed cir) – Silverware comp made in Newbridge Ireland. TTAB affirmed PTO’s rejection b/c mark was geo descriptive. Newbridge appealed.
a. Held that (1) of test was never satisfied b/c relative consuming public in US would NOT know Newbridge is in Ireland
i. Fact that can find it on the Internet is not indicative, need more.

b.    Fed Circuit did not confirm presumption here but did not its use

3. Baik (TTAB)– Russian Vodka made in a city near lake Baikal and uses its water (Baik translated under foreign equivalence is Baikal). EA rejects name b/c geo descriptive.
b. 1) 
i. EA argues that it’s the world’s deepest lake; Russian Vodka and over 700,000 Russian speakers in US.

ii. Applicant argues that most Americans don’t know geo; doctrine of foreign equivalency prob shouldn’t apply b/c not many in US speak Russion; and had registration in past (but canceled b/c failed to file SOU)

· Thus before got EA who never heard of it – allowed it through

· Now get EA that had heard of it – not allowed.
c. 3) Yes, actually from there
d. Thus yes to 1) and 3) presumed 2). But even without presumption, likely still can’t be registered b/c lake famous. (remember presumption can still challenge)
e. TTAB agreed with EA but prob b/c EA came in with bunch of evid of fame of lake; and no counter evid given. 
f. One failure of Applicant – looked at general public and here we just care about the consumers who buy this type Vodka (EA argu that pple who buy good vodka are more sophisticated.
g. BUT applicant is not permanently barred; can later register if shows 2nd meanin.
Primarily Geographically Deceptively Misdescriptive
1. Test via California Innovations case
1) Primary significance of the mark is a generally known geographic location

2) The consuming public is likely to believe the place identified by the mark indicates the origin of the goods (goods/place association)

3) The goods do not come from that place AND

4) The misrepresentation was a material factor in the consumer’s purchasing decision

[1–3 true then Dec Misdes BUT need all 4 to be legally dec misdes]
2. Miracle Tuesday (fed cir)– accessories sold under name of “JPK Paris 75” but not from Paris

a. 1) Yes people know Paris

b. 2) Paris is known for fashion so likely goods/place association

c. 3) Goods are not from Paris, applicant tried to argue that designer from Paris but that doesn’t matter

d. 4) Likely material in this case.

3. If “JPK Memphis?” – 4) would change and less likely on 2). Seems like could be registered.

4. Courts distinguish services from goods in this area – b/c if restaurant in NY likely to think it is NY so less likely to be barred under 2(e)(3)

5. Geo suggestive marks – ex – Wallstreet for desk organizers. Wallstreet is recognizable area & consumer public is not likely to believe comes from there. Name used in a suggestive matter.

Examples

1. Waltham for watches from Waltham MA – geo descriptive; can reg if 2nd meaning

2. Nantucket for mens shirts (not from) – doesn’t seem like goods place assoc btwn Nantucket and shirts so suggestive or arbitrary– can immed reg

3. Paris for perfume (not from) – geo deceptively misdescriptive; can never register

4. paris for disposable diapers (not from) – suggestive or arbitrary b/c no goods/place assoc

5. Park Avenue for Cigarettes (not from) –suggestive or arbitrary b/c seems to evoke an aesthetic but no goods/place assoc
6. Dodge City for chewing tobacco (not from) – same as Park Ave above

7.  Swiss Army for Pocket knives (from switzerland) – geo descriptive; can reg if 2nd meanin

8. Hollywood fries for food (not from) – suggestive or arbitrary (maybe moreso arb)

9. Japan telecom for CA based telephone & computer service (geared towards servicing Japanese clients) – prob suggestive more than arbitrary
J. Section 2(e)(4) – Bar on Registering Surnames
1. Cannot Register marks that “consist of a mark which…is primarily merely a surname”

2. Test – What is a surname’s primary significance to the purchasing public

a. If public thinks it is a surname or if it SOUNDS like it is a surname then need 2nd meanin; even if it’s not a surname but public thinks it is, still need 2nd meanin. Vice Versa if it is a surname but public doesn’t see it as such.
b. Firs name or initials do not have specific enumerated bar but seen as descriptive and often needs 2nd meaning – not express bar

3. Factors 
1) Degree of surname rareness (no magic number)

a. More common the surname then more likely think of it as a surname

2) Whether anyone connected w/ applicant has the surname

a. If another with the name in the org then people are more likely to see as surname 
3) Whether the term has any recognized meanin other than that of a surname

a. If alternative meaning then less likely to be deemed surname

4) The structure and pronunciation or look and sound of surname

a. Remember – look and sound as to US Citizens

4. Quadrillion (TTAB) – Applicant filed ITU for books & mags under mark “Bramley” and EA rejected b/c found it primarily merely a surname
a. 1) held def not rare

b. 2) Not the case here 
c. 3)

i.  Here said had name of apples but they were from Bramley Family Farm

ii. Argued name of small village – but named after someone’s last name

d. 4) In US likely to think this is a name

5. Policy – we want to uphold fair competition – want others to be able to use their own name so wide latitude to use of own name. Also preventing some from using their name could deprive consumers from useful info.
6. Personal names (First names) are often seen as descriptive so need 2nd meaning (however this bar is just for surnames)

a. Peaceable Planet – dispute on if another comp could name its toy “niles.” Opposer said this is personal name and can’t protect; ct said that niles is not a person, niles is a stuffed animal so the whole doctrine does not apply to toys.  2(e)(4) is just for pple
K. Section 2(e)(5) – Bar on Registering Functional Marks
1. Absolute bar when mark “comprises any matter that, as a whole, is functional.” – codified in 1988 but longstanding tradition

2. Policy on not protecting functional things 
a. We already have a law that covers functionality – Patent law and when it expires all should be able to use it (TM shouldn’t be used as back door)
b. Promote competition – we want space for others to provide similar goods to keep prices down and quality up

c. We don’t tend to think of functional features as being source identifying

3. Patents

a. Design Patent – not about the useful features but about the ornamental design

b. Utility Patent – the useful features

4. Morton-Norwich Factors (EA, TTAB, Fed Cir, and cts use)
1) Utility patents that apply?
a. If expired then can’t sue under patent law so people should be able to use

b. Utility patent strongly indicates functional features that competitors need

2) Advertising

a. See if touting the functional features and not the TM features then suggests functional and should not be protected

i. Ex) If comp says “buy our spray bottle b/c no drip, sprays straight…”

3) Alternative designs

a. Can competitors compete as well with using other designs

4) Cost and ease of alternatives

a. How easy are alternatives? Equally as attractive to consumers?
5. Morton-Norwich – spray bottle spout design – the court held that there is a difference between de facto (you need a component) and de jure (you need that specific component) and Fed Cir said not de jure here. However, true not functional but still have to show distinctive to register.
6. TrafFix (The Supreme Court) – Not a case about registration but still applies to registration and elsewhere. P (MDI) sue D (TrafFix) for using dual spring design for traffic outdoor signs that helps it withstand winds. But the springs are an expired patent.

a. CofA said that there were alternatives – 3 springs, hide springs with box, etc

b. Issue – whether an expired utility patent MEANS functional and forecloses possibility of getting TD protection. Is it per se functional.
i. Sup Ct here did not answer this so still an open question. 
ii. Ct just said that expired utility patent suggests functional

c. However, here Sup ct disagreed with CofA and told them that do not HAVE to look at alternatives. BUT weird b/c when looking at how expensive 2 springs are to 3 springs looked at alternatives – hard to do ANY analysis w/o looking at alternatives.
d. Ct held that – b/c functionality est (since two springs is driven entirely by use and not designed to be source identifying) then no need to look at alternatives

e. However also held that a case where a manu seeks to protect arbitrary, incidental, or ornamental aspects of features of a product found in patent claims, a different result might obtain.

f. Ct here used Revised Qualitex Test  (rather than Morton- Norwich)

i. A product feature is functional…

1. If it is essential to the use or purpose of the article; or

2. If it affects the cost or quality of the articles; or

[Inwood]
3. If exclusive use of the feature would put competitors at a significant non-reputation-related disadvantage

ii. Here Court could show 1 and 2 and said if can do that (as did here) then you can STOP; 3 does not matter.

iii. Ct found that 3 is a separate inquiry, which would certainly be gone through in a case of aesthetic functionality (v. Qualitex’s stance where held that (3) was just restating 1 and 2)
g. NOTE: There has been NO court after the Supreme Court’s decision in TrafFix that has NOT used Morton-Norwich. And although they say no NEED to look at alt designs, cts still do usually (except for the supreme court apparently).
Post TrafFix World – law is murky
1. In Re Becton (fed cir) – wants to register the caps to medical tubes. Becton argues that the exact spacing on ridges on the cap is diff and that the thing As a Whole is not functional

a. Uses Morton-Norwich:

1) Utility Patents

· Utility patents suggest functionality and here the utility patent said the cap

· Design patents work opposite way – indicates ornamental features; suggest not functional

2) Advertising

· Here touting as functional, useful features are the same that claimed in TD

· Reason why want to have your advertising reviewed b/c don’t want to destroy your TD protection.

3) Alternative designs

· Court said no need to look at alternatives but put some in the record anyways.

4) Costs – looked at this when discussing alt designs here

b. Ct here held that it is functional; so later if Becton sued another D copying then the fact that functional is bindin on another court
c. Dissent – says here Becton is trying to protect it as a whole so should look at the entire configuration and not all of it is functional. ALSO other alt designs which are inexpensive and do the same purpose. Said court should focus on:
i. Focus on the consumer aspect – will consumers identify it as a whole specific to a source
ii. Focus on the competition – will others be able to compete in the same market with a different design?
d. If dissent would have won, they would have gotten narrow protection where pple can only copy the functional components
2. Groneveld (6th Cir)– Gr sued under TD inf on its grease deal in cars but b/c did not have registered TD where non-func presumed, Gr had to prove nonfunctional) Jury in lower ct held that it was non-functional.
a. 6th Cir reversed jury judgment b/c said that the overall shape is req with all the conjuctions working with one another and that it being clear is standard in industry to know if need to refuel. So all functional
b. Lots of evid that other alt work just as good but ct held that b/c of TrafFix no need to look at that.

c. Dissent – should look at the alternative designs b/c we are overreading TrafFix – not that you NEVER look at alt designs if anything is essential or useful.

i. In order to figure out if it is essential to purpose (functional) then HAVE to look at alternative designs 

ii. Dissent also pointed to VP’s interview where sayin wantin the overall look to be distinct and source identifyin, not just useful

d. This is a closer case in Becton (that seemed more functional). This is the downside of not having a TD registration b/c if had it then no need to prove functionality

3. Webber (TTAB) – [although this case is before TrafFix (reg case rather than TD inf) we will think of it in post TrafFix world] Here P tries to register their round shaped grill.
a. Morton-Norwich Test

1) Utility

· two patents here – utility patent (weighs in favor of func); but diff here b/c the patent is just for the kettle and not for the grill’s round shape – that is claimed as TD. Therefore, expired utility did not matter
· Reason why it is imp to figure out WHAT is being patented 

2) Advertising

· Has whole ad campaign that its “round for a reason” but turns out that’s untrue (puffery)

3) Alt designs

· Ct considered alt designs and said BUNCH diff shapes could do it in and would still cook the same b/c it is not the shape that matters but the cover!
4) Costs – looked at this when discussing alt designs here

b. Here ct found out that this roundness is not essential and does not effect quality b/c LOOKED AT ALT DESIGNS
c. Webber shows that 6th cir and fed cir don’t mean what they say. B/c here it was a distinctive work but consumers know can get same quality in diff product 

d. Here is the appropriate middle ground.
4. What did TrafFix get wrong??? ( they failed to asses the alt designs in the right way, b/c they looked at alt designs (like box over springs) and then said no need to look at alt designs
a. REALLY hard to think of what is essential to use or purpose w/o lookin at alt designs

5. Circuit Split
a. If all components are functional then all together are functional

b. If all components are functional then all together could still be non-func based on how those components are put together

i. Like Humvee

ii. Can disclaim functional components in registration and say we mean it as whole but Becton did this and STILL lost.

XI. Loss of TM Rights

A. The Law: 
1. Section 14(3) – Cancelation – “[Can cancel at] any time if the registered mark becomes the generic name for the goods or services, or a portion thereof or is functional, or has been abandoned, or its registered fraudulently or contrary to the provisions of Section 4 [collective/certification marks or of subsections [2(a), (b) or (c)]… or if being used…to misrepresent the source of the gds or services…”
2. Section 15(4) – Incontestability  - “No incontestable right shall be acquired in a mark which is the generic name for the goods or services…for which it is registered.” 
B. Genericide – When a class of gds had mark that once distinguished a source and now no longer indicates a source
1. “If the registered mark becomes the generic name for less than all of the goods or services…a petition to cancel the registration for only those goods or services may be filed. A registered mark shall not be deemed to be the generic name of goods or services solely b/c such mark is also used as a name of or to identify a unique product or serice. The primary significance of the registered mark to the relevant public rather than the purchaser motivation shall be the test for determine whether the registered mark has become the generic name…”

a. Primary Sig – Doesn’t matter why people BUY it; just matters its primary significance (lang added b/c wanted to overrule case sayin monopoly became generic b/c no one buyin it b/c made by parker brothers)

2. Bayer – Issue with aspirin and whether that had become generic

a. Test – Whether buyers merely understand that the word indicates a product, or that the product comes from a single source (Bayer)
i. So don’t need to know it comes from that specific source (Bayer) but need to know that it is a TM.

b. Here held that it was to some and not others – so consumers saw it just as a type of drug (generic) and pharmacist etc knew it came from one manu.

c. D of case had BoP
3. Common Genericism Factors
a. Third Party Uses

b. P’s/Mark-holder’s usage – When you say Bayer tablets of aspirin – not used as name

c. Dictionary Definitions

d. Media Usage

e. Trade Usage – Usage by other comps

f. Functional/Common Meaning by consumers

g. Surveys [see below]
4. Surveys – two main types
1) Thermos Query  - TM Killer 
a. Thermos – Ct held that the primary significance of word “Thermos” is as a product and not as a TM.
i. Why Good Policy Decision?

· For consumers – If consumers know it as a product then how else are they going to refer to it?? We want public to use these words; don’t want to take words out of lexicon b/c of free speech and consumer functionality

· Competitors – it would be unduly unfair to competitors; can’t compete in market w/o identifying it as a thermos

· Not unair to KS (P; thermos creator)  b/c – had it for 50 years and profit for that long and they had enough time to create alternatives for people to use but did not.

ii. Remedy – Middle ground. D can’t say they are original or official (b/c not). Also D must us it with lower case “t.” Did this b/c 25% were still saying that source identifying

· So Thermos’s mark not canceled – they can say they are original, use capital T, and ® BUT can’t stop others from usin it to describe their products and use it in their name to disclaim

· So Generic in one form and not generic in the other

b. Thermos Query – Ask people what is a name for containers that keep items hot or cold 
i. Faults are:

· Leading people to tell you answer you want

· Not really answering the question on if consumers see it as indicative of source, just product, or both.
· Also, taking away the generic description from the person when you ask  a pre-destined conclusion. Ex) how would you describe thermos – hot or cold and vice versa

ii. Looking at the primary significance to the potential consumer
2) Teflon Survey – TM Saver
a. Teflon – Teflon is a non-stick pan and sued for YKK zipper usin eflon. YKK argued that generic. Teflon tried the Thermos survey and 80% said saw it as generic (BAD result) so Teflon that test was biased against TM so came up with TM saver – the Teflon Test
b. Teflon Test – Give people list of brand names and generic names and ask them to answer first THEN ask them about this particular mark. 
i. When educate consumers, they are much more likely to recognize your name as brand name even if they still use it in a generic fashion
c. If Thermos had used this test then much more likely found to be brand name
5. To make sure your product wont commit genericide:


a. Give the public another word to use other than the TM

i. Bandaid brand of adhesive bandage

ii. However, Ipod just says Ipod and okay for now b/c in diff time of comp’s life than the bandaids

· Marketing strategy – for early comp life don’t give the public anything else to say than that one TM word and THEN when become successful THEN worry about the TM and add more words like Apple’s Ipod

· So depends on where you are in the market strategy

b. Don’t use it as a noun but as an adj

6. De Facto 2nd Meanin – term is TM but as a matter of fact it is generic
a. If a term is a single source, meaning it is the ONLY term that other competitors can use then doesn’t matter if source identifying – still deemed generic – ex) Shredded Wheat – TM name but only kind so in fact generic
7. Remember Doctrine of Foreign Equivalents still applies – ex) Sake in Japanese sold in US.

8. Limits on TM homicide:

a. Cts consider if the ∆ is the one who tried to kill off the mark – shows bad faith intent

9. Usually can’t reclaim marks that have become generic BUT some exceptions where reclaim it and use it in a diff space (like thermos in clothes b/c not generic in that category)
C. Abandonment (Sec. 45) – if you stop using the mark
1. Genericide was when the mark stops indicating source NOW circumstances where still may signify source or capable of it but other reasons it is deemed abandoned

a. Policy: want to err on the side of finding marks abandon b/c we want to add to the public domain; people should be able to use words and we don’t want people to stock pile

b. However, cts will not want to deem abandoned (even if non-use) if public still has an association so will be confused (Brooklyn Dodgers/Cots)

2. Ways to Abandon
1) Permitting genericide – genericism itself is seen as form of abandonment
2) Non-use (with no intent to resume such use)
3) (3a) Assignment in Gross or (3b) Naked Licensing
4) Failure to Police
· Not entirely clear if this is actually a way; sometimes more of a laches claim
3. (2) Abandonment of Non Use
a. Section 45 – Definition of Abandonment - - “A mark shall be deemed to be ‘abandoned’ when either of the following occurs:

(1) When its use has been discontinued with intent not to resume such use.  Intent not to resume may be inferred from circumstances.  Nonuse for 3 consecutive years shall be prima facie evidence of abandonment.  ‘Use’ of a mark means bona fide use of that mark made in the ordinary course of trade, and not made merely to reserve a right in a mark.”

(2) When any course of conduct of the owner, including acts of omission as well as commission, causes the mark to become the generic name  . . . or otherwise lose its significance as a mark.  Purchaser motivation shall not be a test for determining abandonment . . . .”

b. Silverman v. CBS – P developed musical based on Amos and Andy TV show from CBS which canceled it b/c viewers said it was racist. P asked for license and CBS refused, P sued to cancel it b/c CBS abandoned it by not using it for over 20 years.
i. WAY over 3 consecutive years
ii. CBS argued that they would start it back up again when social climate settles down – Court said not enough. Std is not “intent to never use it” but “Intent not to resume” – def no intent to resume here.
· This lang was changed to the current b/c parties seeking to show abandonment have the burden and it is hard to show that someone will never use something – subjective.
· Here the std is just intent not to resume in a re foreseeable time – has to be more than just yeah will use it later. 
iii. CBS argued that licensed it to some documentaries – Ct rejected this b/c not using it as a TM here. AND this was sporadic and not commercial (P&G). Doesn’t seem like used in commerce.
iv. Why is CBS fighting this? – b/c doesn’t want people to think CBS licensed such a racist show (actually against their argu in the case b/c they likely will never use this show)
· However, ct said this will not affect consumers choice on what to see 
· BUT interesting b/c purchasing choices is not with infringement actions but on LOC…seems more like this was added in by cts b/c this deals with a musical so ct wanted to protect the creative expression
v. What if Ps wanted to use name for candy bar? – Seems more like commercial than expressive then ct less inclined to hold for P; but should come out the same way b/c CBS abandoned it.
vi. What if CBS sellin DVD sets b/c it is historical and now P is sayin abandoned b/c not making new TV shows.
· Should be a diff analysis and come out diff b/c CBS would be doin active sales – not abandoned likely
vii. What if they merch old TV shows – selling TM JUST to preserve it (not ok)
c. Some greater latitude is given to how strong the mark is to begin with - when a mark strong and famous and continues to carry an association with the original producer, courts may be more lenient. 
i. Exxon (big in oil) Humble – gave latitude for Exxon to stop using humble to build exxon brand up. True, very clear that concrete bus plan was to conti to use humble, just scaling back right now. STILL given more room here
d. How to reconcile these cases:

i. Brooklyn Dodgers – Ct held that this is abandoned so restaurant in Brooklyn could be called this, team is LA dodgers now.
ii. Colts -   Ct said that a Canadian football team could not use “Colts” even though when from Baltimore Colts to Indiana Colts b/c Colts was not an abandoned mark.

iii. Reconcile – look at the scope of what has been abandoned. Maybe abandoned Brooklyn dodgers in restaurants but maintained dodgers for baseball and sports merch. Colts maintained colts for football and so when it is in the football space its not something that has been abandoned.

e. Change the name case - When comp ceases to use the mark, but takes steps to notify the public of the change (for example, by using "formerly known as" designations), courts will recognize such efforts to constitute bona fide use 

i.  American Association for Justice –  ATLA changed name to AAJ but said ATLA not yet abandoned if on all the stuff group had “formerly known as ATLA” so as to show that conti to use consumer recognition even though not official name of the entity anymore. Need more time for it to be “abandoned”
f. Shifting categories – like Daytona sypder conti to sell maintenance kits for replacement parts even though no cars anymore – so still source identifyin just in replacement parts now

g. Resurrection of Abandoned mark
i. Can’t tack back to the original priority date BUT can still reclaim later but will be tied to your new use date and whoever gets their first on the clean new slate gets the right. EVEN if the first to get there is not the original entity

ii. (Dormitus) Comp that goes around looking for strong brands abandoned and then repackages them and resells them. So Cingular comes back but not AT&T but brand name for something else

iii. Policy:

· Not harming comp b/c they abandoned it (unless new product sucks and makes it look bad on them)

· Horrible for consumers b/c they can be confused. Think cingular is back through AT&T when that’s not the case

· Abandonment may work against consumer confusion in the famous context – maybe famous marks should be treated diff

4. (3) Assignment in Gross or Naked Licensing

a. Both Assignment in gross and naked licensing do not req subjective intent to abandon mark.
b. Section 10 – Assignment – (a)(1) A registered mark…shall be assignable with the good will of the bus in which the mark is used…
i. Registered or unregistered can be assigned but if registered then have to follow LA
c. Heartland  [Assignment in Gross]– competing claims for Heartland for shoes.
i. P argues that it has priority b/c bought the mark from sears who used it before D. But was this assignment legit?
· Sears was usin it for womens pixie boots and an issue was settled by assigning it to P (was in suit with P) – first suspect assignment b/c seems more like settlement than assignment
· P argues that it was valid b/c 1) sears stopped making boots 
· here ct dismissed this claim b/c irrelevant b/c whole point of assignment is must transfer 
· P claims that manu sub similar products so use sears good will
· Ct says NOT similar – women boot v. mens shoes.
· So P didn’t get goodwill, just got the mark = invalid assignment b/c assignment in gross
· Not ok to just get the name b/c TM is to signify something specific!
· B/c assignment in gross – can’t use sears priority date. D is senior user
d. Reason to prohibit assignment in gross and req that products be sub similar – b/c TM is telling a lot to consumers on what they’re gettin. This is a pro-consumers rule.
e. Other products that were rejected b/c not sub similar – pepsi case where cola was diff (diff recipes)
i. What if want to change formula???
· You can change it BUT not at times when close to the assignment it needs to have continuity to show that good will was given too, not just the name.
f. Barcamerica [naked licensing] – P licensed wine and mark to Renessiance but had not quality control provision
i. Don’t HAVE to have QPP. But having it improves your ability to argue that you are NOT a naked Licensor. But if have it STILL need to do it.
ii. If Don’t have QPP the need either:
· To actually periodically check it
· Here, P sporadically drinkin the wine occasional is not sufficient
· Have a close relationship with company so have good faith in them
· P here tried to argue that rely on famous company you chose for their high quality work so trust them BUT with this one STILL need to check yourself
· Here, Ren winemaker (famous dude) had died
iii. The product needs to be the same quality but that does not mean has to be high quality. Just same as before so as to not deceive the public.
5. (4) Failure to Police
a. Not sufficient to abandon rights NOW but may have other repercussions
b. Wisconsin Badgers – Badgers waited so long to enforce TM rights against local merchandisers selling Badgers gear that they were estopped from asserting TM against those particular merchandisers.
i. So One Repercussion ( Estoppel Doctrine BUT not global abandonment
· If LA (new merchandisers) started using the TM after all this then Badgers can still assert TM rights against them.
ii. Second Repercussion ( may get less protection b/c the more you let 3rd parties use your mark.
· However this will only dilute the mark’s strength; not actually abandon it.
XII. COA under Section 32  [Lawsuits under LA] – Trademark Infringement of Registered Mark [Note: Inf suits under Sec. 32 require that look at what categories of products/service the user filed for and the exact mark filed and how filed it (script, bold, logo, etc) BUT only EP reads this narrowly, we can still read this broadly and say maybe area of natural expansion or related goods (Freaky Sneaks Practice Exam)
A. Basics
1. Lanham Act Section 32 [15 U.S.C. §1114] Remedies; infringement; innocent infringement by printers and publishers
(1) Any person who shall, without the consent of the registrant – 

(a) Use in commerce any reproduction, counterfeit, copy or colorable imitation of a registered mark in connection with the sale . . ., distribution or advertising of any goods or services on or in connection with such use is likely to cause confusion, or to cause mistake, or to deceive . . . Shall be liable in a civil action . . . .
Note: TM inf claims here are generally the same under Sec. 43 (unreg marks) except for TD
2. Key Provisions of Sec. 32

1) Plaintiff must be holder of registered mark (so If only have CL TM rights then can’t bring an inf claim under Sec. 32.
i. Presumption of validity ( distinctiveness, use in commerce, priority, and ownership [non-functional if TD]

ii. However can still be challenged 

2) Defendant must have used mark or colorable imitation in commerce
3) Use must be in connection with sale, distribution or advertisement of goods or services
4) Use must be likely to cause confusion, mistake or to deceive as to source, sponsorship or affiliation
iii. Sec. 32 does not state “source, sponsorship or affiliation” specifically but case law interprets it this way
6. Bulk of the work is usually on #4 BUT has been some more lit on # 2 and 3 over last decade on what they mean.

7. Note for (4): Foreign Confusion is not a prob unless comp will or has launched bus here and if they will launch here except SOME cir recognize if foreign and famous – flag issue.
B. Issue on what is the LA’s scope in regards to “commercial speech” – for overall application
1. What does use in commerce for purposes of inf mean? [must look at stat]
2. Section 32 - “Any person who shall …use in commerce any …copy, or colorable imitation of a registered mark in connection with the sale, offering for sale, distribution or advertising of any goods or services…with which such use is likely to cause confusion…”
3. Section 43. False Designation of origin, false descriptions and dilution forbidden
(a) Civil Action

(1) Any person who, on or in connection with any goods or services…uses in commerce any word…name, symbol…of any false designation of origin, false or misleading description of fact, or false or misleading representation of fact which –

(A) is likely to cause confusion …as to the affiliation…or association of such person with another person, or as to the origin, sponsorship, or approval of his or her goods, services, or commercial activities by another person OR

(B) in commercial advertising or promotion, misrepresents the nature, characteristics, qualities or geographic origin of his or her or another person’s goods, services or commercial activities,

4. Section 45. Construction and Definitions (defines use in commerce but for application)
“Use in commerce” – “The term means the bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in a mark. [A] mark shall be deemed to be in use in commerce –

(1) on goods when – (A) it is placed in any manner on the goods or their containers or the displays or tags [or associated documents] and (B) the goods are sold or transported in commerce

(2) on services when it is used or displayed in the sale or advertising of services and the services are rendered in commerce…

5. Sec. 45 Definition doesn’t really help us b/c solely directed on acquiring rights when HERE we are worried about what it means when a D must use it “in commerce”
6. Bottom Line ( Courts are confused on what these req MEANS; unsure of LA scope
7. This question of scope is coming up more and more b/c of question of what is “commercial” – TM Commercial Confusion Sampler:
a. “It is accepted doctrine that the Lanham Act may restrict noncommercial speech” (Colorado District Court, 2001)
b. “Every circuit court of appeals to address the scope of [the Lanham Act] has held that it only applies to commercial speech.” (D.C. Circuit, 2013)
c. “[I]t’s not clear that the commercial-speech doctrine defines [the scope of the Lanham Act.]” (7th Cir. 2014) – and in that case said thank god didn’t have to figure out b/c parties conceded on it [Jordan case below]
8. What does IP mean by Commercial? Diff Def:
a. 1) Reading of Commercial in LA as a Use in Commerce
b. 2) Reading of Commercial in LA as Commercial Speech
i. Would include adv for for-profit stuff and maybe even broader.
c. 3) Reading of Commercial in LA as Commercial as For Profit
d. 4) Reading of Commercial in LA Commercial as Causing (Market) Harm
e. 5) Reading of Commercial in LA Commercial as Low Value or Non-Expressive
9. Definition of commercial speech ( commercial speech is a term that is itself contested 
a. At its simplest – something that does not more than propose a transaction
i. “Will you buy my soap” – clearly commercial speech
ii. Ad for a movie commercial speech ( gray area
iii. The Lego movie – advertisement to buying legos ( still say not commercial speech ( sketchy
iv. Political speech by corp to generate money for corp ( gray area
v. Books are not commercial speech

10. Is the LA broader than JUST enforcing uses in commercial speech
a. She thinks it is but some courts think not
11. 1st amm defenses to know…
a. uses in comm speech – less protection
b. uses in non comm speech – more protection
12. Radiance Foundation v. NAACP – Radiance is a pro life org that was against NAACP (a reg TM) b/c thought abortin colored babies so renamed NAACP nat assoc for abortion of colored pple on its website. So that if google NAACP this would pop up.
a. Rad argues that even if use in commerce (b/c on internet) they are not w/i LA b/c not commercial use (not in connection with sale of goods or services)
b. DC held that LA did apply b/c running websites is use in commerce and Rad accepted donations 
c. 4th cir reversed – said this is not a commercial use (not in connection with sales of goods or services as the LA req) – said this was news reporting – not using it as a source identifier and not using it to solicit donations and also likely no LOC.
i. If life news was using the NAACP as domain name or using it to solicit funds then would have altered the outcome.
8. However, this case is not tremendous guidance
13. Hershey v. Hershey – Guy named Hershey runnin for state senate & used Hershey TD
a. DC said falls within the scope of LA b/c would lead to source confusion even if used politically b/c could make some think that Hershey sponsored or supported his run. 
b. Polictical use so not commercial but ct still said it counted for infringement.
14. Hypo ( Colgate v. Colgoat – Colgate uses animals to test. Peda goes and starts giving away colgoat to prove point that product tested on animals
a. LOC? – Similar words, similar TD so if see in store maybe don’t realize. But context is imp b/c what if see b/c colgoat given to you by Peda.
i. May not be LOC at diff points of getting it
b. Presume that it is confusing – SHOULD we want TM law to cover this? Or say fall outside LA b/c its Peda’s free speech
c. Do we want to limit at the front end the scope of the LA to protect free speech at the back end OR do we want to protect consumers at the front end and allow D to use the 1st amm as a defense at the back end???
d. If we are worrying about consumers then they wont know who they are getting it from and who to complain to if Peda just given away bad stuff
i. Maybe give them 1st amm defense but not clear if want to take it out of scope in front end b/c Peda does provide a service and solicits donations…
15. Jordan v. Jewel - Sports illustrated honored MJ. They sold ads but also gave away ads to 2 grocery stores well known in Chicago for free for 1 page to do what they want in exchange for prominent placement at check-outs. MJ sued grocery stores.
a. LA action here – parties agreed that if these were deemed not commercial speech then claim would fail – conceded that
b. Why should it be diff if Chicago family health center using the free ads?
c. Maybe MJ doesn’t like them or thinks they do bad work
i. Usin his name to promote their name even if just on donations
ii. Why should sports illustrated be treated diff just b/c they sold for profit
d. These are unanswered questions.

C. (3) Use must be in connection with sale, distribution or advertisement of goods or services
1. Unclear on what this really means so you should see red flag when D’s use is not commercial (like political or non profit or free). How you argue (either that commercial only so not in there or covers other non-commercial things) depends on who you represent.
2. Diff Circuits take this as req commercial speech and others do not; sup ct has not decided on this point BUT said in dicta that LA applies to Political Speech and Non-Commercial Speech.
D. (2) Defendant must have used mark or colorable imitation in commerce 
1. Partially the consti req on what congress could regulation (interstate commerce) but really any use of a registered mark by D falls within commerce cl (b/c the mark for P was used in commerce since registered.)
2. But some scholars argue that needs to be a TM use by D – using mark to indicate source.
a. BUT THIS IS NOT TRUE! B/c of the “Sponsorship or Afiliation”
3. However still must be some USE of the mark. Issue raised a lot in internet cases like the following…
4. 1800 Contacts v. WhenU.com (2nd cir) – WhenU is an advertising comp that does not sell ads but does pop up ads keyed to specific websites so that when you go to 1800 Contacts.com and are about to by the contacts, WhenU pops up and shows you same product but cheaper prices elsewhere. 1800 contacts sued.
a. This case raises the issue of keyed advertisement
b. 2nd cir rejected b/c said no use for purposes of the LA of the 1800 Contact mark – Here WhenU just keyed particular websites and the general word “contact” but not the TM. - Raises the issue of keyed advertisement
c. Website’s name v. the TM name seems iffy but that’s the holding
5. Rescuecom v. Google – Google sold ad words so that competitors can purchase another’s TM and advertise against it. So they were selling the actual “TMs”
a. Ct held that this sell of particular ad words of TMs IS A USE for purposes of LA. Even if not source identifyin use.
b. Distinguish from 1800 b/c there used website name, here selling ad words.
6. MTM v. Amazon – Amazon was not selling ad words but when search for something amazon used the key to the ad word to create same products by diff comp pop up. Here Amazon was USING the ad word to connect them to other products – which is like profiting 
a. Remember use in commerce is the question we ask in order to EVEN GET TO LOC question
b. DC held that it is a use; 9th cir held LOC
c. En banc – revised opinion said no LOC b/c consumer so smart in internet, but didn’t reevaluate the use question, just presumed use in commerce.
7. Sponsored ads become clearer and clearer so that will not lose on LOC.
a. So just b/c find use will STILL have to find LOC

8. One could treat 2 and 3 together but diff 
a. Just use in commerce does not mean commercial speech

E. (4) Use must be likely to cause confusion, mistake or to deceive as to source, sponsorship or affiliation  - LOC Factors

1. Usually the Provision Lit the Most.
2. Talked about it with 2d barring registration
3. Each circuit has set up their own factors and called diff things and slightly diff variations. Usually they wind up in the same place even if slightly diff
4. First set factors – Polaroid Factors (2nd Cir) ( 
1) Strength of the mark
2) Degree of similarity of marks
3) Proximity of products or services
4) The likelihood that plaintiff will bridge the gap
5) Evidence of actual confusion
6) Defendant’s good faith in adopting the mark
7) The quality of defendant’s product or service – goes to likely injury of P 
8) The sophistication of the buyers

(Other possible factors) – Cts say may be other factors but don’t ever show what that would be be

5. Squirt Factors (8th Cir)
1) Strength of the mark
2) Similarity of the marks
3) Competitive proximity
4) Intent (to pass off)
5) Evidence of Actual Confusion
6) Type of Product (cost & quality of goods)

[fact inquiry]
6. Sleekcraft Factors (9th Cir)

1) Strength of the allegedly infringed mark
2) Proximity of the goods
3) Similarity of the sight, sound, and meaning of the marks
4) Evidence of actual confusion
5) Degree to which the marketing channels converge
6) Type of the goods and degree of consumers care 
7) Intent of the defendant in selecting mark 
8) Likelihood market expansion

[Other possible factors]

[Sometimes says question of law, other times mixed question that sometimes requires factual adjudication] – regardless mostly allow and is adjudicated on SJ
7. Our Synthesis of LOC Confusion Factors – dominant factors are Strength and Intent
1) Strength of mark
· Registration
· Advertising
· Sales
· Years in use
· 3rd party uses
· Type of mark (degree of distinctiveness)
2) Similarity 
· Sight
· Sound
· Meaning (including doctrine of foreign equivalents)

3) Proximity/bridge gap/marketing channels
4) Actual confusion
· Years in use
· Misdirected mail, call, emails etc.
· Statements of confusion
· Surveys

5) Intent – make sure to discuss the different tests and analyze. Diff cir use diff ones.
· Tests:
1. Knowledge or
2. To confuse or
3. To use same or similar mark

6) Consumer care/sophistication/quality & cost of goods

8. How likely does LOC have to be? – More than a mere possibility but no magic #
9. Cts look at purchasers and potential purchasers but sometimes courts look at general public
10. E & J Gallo v. Consorzio del Gallo Nero [Wine is Wine Case] – P is claiming the TM Gallo for wine and D is claiming “consorzio del Gallo Nero” 
a. Who has priority? ( P. (Not worried if used as mark b/c both used as mark and both used in commerce, and ownership is not contested, and priority is not contested)
b. Strength – look at the party with Priority (here P)
· 50 years; 500 mill spend on ads; 2 billion sales in bottles 
· Its registered (can’t bring 32 claim without it but fact reg means a stronger mark) ( Here Ps mark is their surname – descriptive but has secondary meaning b/c registered so presumed 
· BUT b/c name – less protection
· D Argue:

· D argues that other 3rd party uses b/c Gallo is a common surname and also means rooster in Italian
· P can argue that the third party uses are not in that market so not as strong of an argu “third party uses”

· Don’t look at D (Jr. User) b/c not strong (not famous like Fields)
· P wins here
c. Similarity
· Sounds the same; looks the same
· D argue:

· Surrounding terms distinguish it – they look totally diff, sounds diff, and diff meaning (one is saying Gallo Nero – black rooster and other is the makers name just “Gallo”)
· Ct disagrees b/c says that when Am consumers see the mark just “Gallo” stands out to them ( it’s the Dominant Part
· P Wins Here!
d. Markets/ potential expansion to markets
· Both wine
· D argues that this is Italian wine which is totally diff than CA wine and it is a kind that CA can’t sell b/c internat agmt
· Both advertise through same places – markets, retail shores, etc.
· Sold at same stores; some of the same markets
· D argue diff isles b/c divided by the country of origin
· BUT would be in the same classification for registration purposes

· P wins! B/c wine is wine 
e. Evid of actual confusion
· No evid of actual confusion b/c D’s stuff is not sold in US yet
· But survey evid:
· D’s results was that the confusion was trivial by using a side by side comparisons b/c can differentiate. 
· P’s results showed the label that would be on the neck to some people and asked which wine it assoc the label with – sig confusion found
· P says if you see both things together consumers will not be confused. But if they see in isolation then people will think Gallo and connect it.
· P wins here! B/c ct says that the D survey is not a reflection of the market b/c purchasers don’t encounter it right side by side where they can more easily compare. Will be on diff aisles.
· Remember flip side – can be seen that seeing something side by side makes it seem more like the other when it is not seen in that way – Fields (so diff side of same coin)
f. Intent
· Notably the std is not supposed to be knowledge in CA but Ct said here that knowledge is enough to suggest bad intent
· Some evid that knew of the name b/c tried to register it in Canada and they denied it b/c of P’s mark
· Also, they had claimed in UK that P’s mark was confusingly similar to D’s mark
· That is REALLY BAD; they could be estopped for arguing not confusing when they argued themselves that is confusing in a diff claim – if see this, settle.

· P wins here!
g. Consumers/product quality
· Impulse buy b/c both not super expensive so LOC is greater 
· D argue that there are sophisticated wine drinkers – Can argue that b/c its Italian it’s a foreign wine then would be more sophisticated
· Ct went with wine is wine
·  Win for P!

h. OVEALL win for P!
11. Banfi Prods. V. Kendall-Jackson Winery (E.D.N.Y. 1999)- marks at issue: Colline Di Sassi by Kendall Jackson’s wine (senior user) and Col-di-Sasso by Banfi. Banfi saw Kendall’s wine in the article. Banfi sent a letter sayin we are gonna sue you BUT the att FORGOT TO SEE WHO THE SNR USER IS (malpractice by att) – they should have done the search. Would have not had to go to lit.

i. Strength
· Senior user not very strong b/c have not sold a lot in the US; Not a lot of ads (don’t care about jr user here b/c not famous)
· Lots of 3rd party uses of this type of name in wine bus and elsewhere
· Arbitrary mark so stronger but not dispositive alone
· WEAK – Banfi Wins!
ii. Similarity
· Sound same, look same
· Could argue the DOMINANT sounds (like Gallo) b/c they’re Italian – we Am just see the big parts

· Dispute of meaning – arguably similar but D argue that it is Robbert Peppi’s little hills of stone while other is Hills of stone

· Different – Hyphens, Number of syllables – so don’t sound same

· Similar – Banfi Wins  (more of a close call)
iii. Markets
· Both wine
· Distinguish how they are sold

· Kendalls wine just sold in fancy restaurants and retail; just sold by bottle
· Banfi’s is sold at less expensive places; could be sold by glass
· Diff costs, ones less fancy
· Both red wines and both have the same grapes 
· But D argue at diff percentages - One is 50/50 other is 15/75
· Different parts of the wine aisle (like Gallo) – One in Italy isle and other in US (CA) isle
· Similar – Banfi Wins!
iv. Expansion to other market
· Seem unlikely will go to 50/50 but they are both in wine already…so not tha much help
v. Actual confusion
· No evid of it

· They were both in the market place for 4 years and NO evid of confusion of people. ( Weighs heavily against LOC.
· Banfi Wins
vi. Intent
· Decided name at the same time of the other

· There was a real stone in Italy, so supports not in BF
· No evid of BF
· Strong evid they didn’t even know (like poor choice to send a letter)

· Banfi Wins!
vii. Consumers/Products
· Sophisticated wine drinkers
· Price points diff – Kendall one is more expensive so less LOC
· Banfi’s wine is not of lesser quality
· Nothing to do with LOC but some cts do that b/c says the degree of harm
· Banfi Wins!
12. How to Reconcile Banfi with Gallo
a. Big diff w/ Intent (which is likely most determinative although least related to LOC) – Gallo found to be bad actors in selling in US and Banfi was not.
b. Big diff w/ Strength – Banfi’s snr was weak; Gallo’s snr was strong & famous
c. Also Evid (two above are more imp) – Not in Gallo but yes in Banfi
d. Markets and consumers – NO WAY TO RECONCILE THIS
i. Gallo judge says wine drinkers are convenient and not more edu
ii. Banfi judge says wine drinkers are sophisticated
iii. Could argue that at least here Kendall wine is expensive but if dealing with registration – wine is the overall category
· PTO won’t look at the sophistication of consumer.
· So not appropriate in registration cases but not in inf cases.

F. Time of Confusion
1. Types
a. Point-of-Sale Confusion – at sale
b. Pre-Sale Confusion/Initial Interest Confusion
i. Pure form (pre-sale confusion) – confusion prior to the time of sale (Cafeteria touched on)
ii. Diversionary form (initial interest confustion) – consumer is interested and diverted to a product because it evokes qualities and/or feelings of another mark, but is not confused and never even was confused
c. Post-Sale Confusion - after sale

2. Used to be that the only confusion that counted was time of sale
a. 1962 amm this
b. Also, prior was purchasers and then extended it to potential purchasers

3. Almost all fed cir (except 1st cir) recognize pre-sale and post sale confusion 
a. Don’t muddy water by saying initial interest ( Leads to having Likelihood without actual confusion
4. Initial Interest Confusion
a. Types:

i. Type 1: pre-sale confusion
ii. Type 2: initial interest (w/o confusion) – Problematic b/c take pre-sale confusion broad and allow mere diversion to count.

iii. Note: Some Cir recognize 1, others both (9th cir), others neither (1st cir)
b. Movil Oil v. Pegasus Petroleum – This began “initial interest confusion”
i. Strength – Senior user is Mobil (P)
· Flying horse in Mobil is VERY strong and famous gets more space

· Mobil wins
ii. Similar
· TD seems totally diff – interlocking Ps (peg) and flying horse (mobile) but ct says similar
· B/c pple can likely translate Pegasus in their heads to the flying horse (P) – Like the foreign equivalent translation
· Who are we certain knew what Pegasus was?
· The judge
· The founder of Peg (D) even though he said he didn’t now the connection, we don’t believe him b/c he is GREEK.
· Mobil wins
iii. Market

· Retail (mobile) v. wholesale trading bus (peg)
· So mobile uses horse for general consumers not for people in the oil bus and Peg only sell to people in the oil bus

· Arguably they are in similar markets though – Could be an expansion by Mobile – b/c so famous we might give them space
· Mobil wins
iv. Actual Confusion
· No evid of mail, misdirected calls etc
· They have to submit a credit letter so purchaser knew who they were dealing with at time of purchase.
· Ct held that well there are some survey evid that says there may be some LOC but more imp there would be crucial credibility given during the initial phases of deals and potential purchasers could be misled into INITIAL interest to deal with D.
· Person who answered phone, hear that its Pegasus, might think mobile has new division, but cleared up before gave any money (initial interest confusion)
· Whats the harm to mobile?
· Might choose to go to Pegasus rather than Mobile.
· Maybe consumer based harm – consumer is deceived for a particular amount of time.
· Also seems unfair  b/c generating bus on value generating by Mobile (prob why he chose Pegasus and seems like bad actor) – see intent below
v. Intent
· Seems like he meant to go off Mobile and lied about it – bad b/c causes loss of credibility = BF
· Mobil wins
c. Suppose someone picks up phone and never thinks it is mobile but they just have good feelings of PP b/c in mind see fliying horse have seen all the time with Mobil 
i. Should these two cases come out the same way?

ii. Seems likely that just the use of Pegasus will conjure up some people’s positive feelings from mobile. They may not even know why.
d. Brookfield v. West Coast Video (9th Cir 1999) [expanded initial interest confusion into IIC w/o confusion]– Brookfield uses MovieBuff for movie only sys and Westcoast is the senior owner of slogan movie buff for rental store. 9th cir held that Brookfield is snr user. Westcoast then made similar sys.
i. Takes initial Interest Confusion it a step further

ii. What are metatags – codes that are not visible to consumers (however consumers can reveal them) and old search engines used these to pick up websites that match terms you plug in (don’t use now really).
iii. If you typed in Moviebuff (w/o space) was there LOC here? BUT really were any consumers likely to be confused here???

· NO, there was a list and westcoast and Brookfield were both search results and people have the ability to CHOOSE!
iv. However, Court held that there was “initial interest confusion” here

· Because of diversion ( Will divert consumers, and they will not do bus with Brookfield b/c choose westcoast
· BUT westcoast is not benefitting at all off brookfield’s “good will”....

v. Billboard analogy – exit says next is blockbuster and you exit, but only found west coast then you just decide to go there.

· BUT Seems more deceptive than here – a fake billboard. Its lying in an advertisement.
· Here its with metatags that you can’t (no billboard)
· Also to reroute when driving –takes longer. If want diff website then takes couple seconds to push back button.

vi. Ct doesn’t even go through LOC factors b/c said just the fact that you diverted someone makes you liable
· This made the std much lower for pre-sale cases.
e. Netscape v. Playboy (9th Cir 2003) [Alter ICC w/o confusion deal] – Netscape was selling ad space in their search engine and was selling an adult ent word package (keying of ads) – included playgirl and playmate which were trademarks of Playboy. However they were not selling the TM singly but just in a package. Resulted in banner ads at bottom that would entice searchers to go to that rather than Playboy website. Playboy claims that theres LOC with consumers AND initial interest confusion b/c might divert.
i. Concur – you can advertise against playboy without having lia as long as not deceiving people on what they are getting, online or offline

· So agree with the Ct’s decision that Nescape’s use was infringing because the banners were not labeled here so ads were deceiving
· Ads are usually CLEARLY labeled now.
ii. Brookfield (9th) – claim of IIC w/o confusion is still good law BUT b/c of concurrent expressed here ( 9th cir starts scaling back the initial interest confusion w/o confusion progression – std is confusion and not worried so much about diversion now. NOW more pre-sale confusion than initial interest confusion w/o confusion
iii. So 9th Cir technically allows both forms of IIC but it is deviating.
iv. Tabari (Pg. 603) – involved car broker that specialized in selling Lexus and could use it in its domain name b/c accurately describing what was selling. 

· Rejected as basis for lia when lexus actual sellers sued
· Not worried as much of diversion now
5. Velvet Elvis Case – bar called velvet elvis where buy elvis type of drinks and pics of him around bar; estate sued; court held that initial interest confusion and rejected 1st amm defense.
6. Post Confusion ( Munsingwear v. Jockey – post sale confusion – discussin is TD – horizontal fly of mens underwear. Mun sued under section 43(a) b/c unreg TD. Mun (P) used since 1996.
a. Ct assessing this case in Presale context even though P wanted it post sale
i. Ct said pple will look at it in pckgs and clearly labeled so wont be confused
ii. And that post-sale does not really matter b/c don’t see underwear
b.  Who do we care about with confusion – Potential consumers
i. So ct thinks that its women that see it post sale
ii. But if gay then maybe guys see or see it in locker room and appears in mags and ads and models
c. Seems like ct went other way b/c conservative judge

d. So post sale confusion could be real deal in this case.
i. Like levis – post sale confusion b/c when buy pair of jeans you see the label but on the street you see pockets and might think similar pockets are levis.
ii. Stronger post sale case on jeans than on underwear.

e.  If you are P sueing under sec 43 b/c not registered have to prove that its non-functional
i. Here seems that the design of underwear is functional so good argu here to though ct didn’t need it b/c held it not presale confusing.
G. Reverse Confusion 
1. Basics
a. Not about time of confusion; but about who is the famous mark holder.
b. Forward confusion: Junior user causes LOC b/c people think goods/services from (or are affiliated/sponsored) senior user
c. Reverse confusion: Junior user causes LOC b/c people think that senior mark holders’ goods/services come from (or are affiliated/sponsored) junior user
i. Focus on the jr user strength in these cases.

2. When does Reverse Confusion Happen?
a. “Reverse confusion arises when a larger, more powerful entity adopts the trademark of a smaller, less powerful trademark user and thereby causes confusion as to the origin of the senior trademark user’s goods or services.” (Harlem)
3. Harlem Wizards v. NBA – trick bball team (harlem) had name first and then WA Bullets changed name to WA wizards (pro bball tam)
a. Concern is not that pple think they are gonna get harlem when go to the NBA game  But more likely hat:
i. NBA sponsors it

ii. OR consumers think Harlem is stealing/copying the other teams name –And so they wont like harlem. Any action against this?

· No inf claim under LA b/c no LOC

· No Dilution claim b/c need famous mark.
· Palming off doesn’t work b/c pple don’t think associated but that unoriginal and stole name

b. Ct held that no LOC

i. It focussed on the jr mark (rather than snr mark) – the strength of jr mark
ii. Here held diff markets b/c price points, advertising and marketing is to diff channels, diff markets – pro v. show basketball, 

c. What about merchandise, just put wizards on it – maybe some post sale confusion – other pple might be confused when see the shirt, etc – ct did not consider. Why?
i. What would happen if harlem wizards were jr users – they would have clearly lost. ( see below with how this is an imp point.
ii. Maybe b/c favor NBA; NBA prob could get better lawyers and spend more

iii. Maybe Harlem failed to make merch or post confusion claims - likely
4. Dreamwerks v. Dreamworks – Dreamwerks (P) runs star trek conventions and sue movie studio (D)
a. Ct decides there COULD be LOC

i. Names are similar and the markets (tho diff ) there is a convergence where movie studios are hosting lots of movie conventions – related markets
b. But in Wizards they were both playing bball….

i. Could Argue that NBA is not ever going to expand into trick bball
· Dreamworks has a real likelihood of natural expansion

ii. More likely, judge in Dream actually thought about the reverse question 

· B/c if you would find LOC in forward confusion then should find LOC in reverse confusion as well
· If Dreamwerks were jr user –they would lose super easy and should be same deal here. Shouldn’t prefer the bigger player. ( Imp argu!
H. Contributory Liability
1. The Statute

1) Intentional inducement of infringement
a. Actually encouraging pple 

2) Knew or had reason to know of infringement & facilitated infringement in some way

a. usually by being manufacturer, distributor or landlord
2. Netscape v. Playboy – Someone made an advertisement that could be confusing b/c uses Playboy’s words that it bought from Netscape.

a. Netscape did not make the advertisement; they just sold the words. BUT advertiser didn’t do anything either

b. TM law permits lia for action of 3rd parties under certain conditions

c. Under (2) possible that Netscape could be contrib lia BUT to be contirb lia there needs to be a direct inf 
i. So if the ad didn’t actually inf then can’t do that
ii. Need some party that actually infringes before someone else is accountable for contrib lia.
I. Vicarious Liability

1. Liability if “the defendant and the infringer have an apparent or actual partnership, have authority to bind one another in transactions with third parties or exercise joint ownership or control over the infringing product.”

a. Includes employees, joint owners etc

2. Netscape had no control over advertisers and it also req direct inf (here in Netscape there was no direct inf on part of the advertisers)

3. Not clear how to address issue if no underlying direct inf b/c req to get to secondary lia.

XIII. Other Theories of Liability – Sec. 43
A. Sec. 43 (15 U.S.C. Sec. 1125) False Designation of origin, false descriptions and dilution forbidden [AKA – Reverse Passing Off!]
1. Usually bring this for TD claims b/c a lot of times these are not registered.

2. LOTS of things thrown into Section 43(a) ( Broad Stat that creates numerous COA for unreg and reg marks alike.
3. Section 43. False Designation of origin, false descriptions and dilution forbidden
“(a) Civil Action

(1) Any person who, on or in connection with any goods or services…uses in commerce any word…name, symbol…of any false designation of origin, false or misleading description of fact, or false or misleading representation of fact which --

 (A) is likely to cause confusion …as to the affiliation…or association of such person with another person, or as to the origin, sponsorship, or approval of his or her goods, services, or commercial activities by another person OR
· LOC similar to what we have been doing

· Origin here means producer of goods

(B) in commercial advertising or promotion, misrepresents the nature, characteristics, qualities or geographic origin of his or her or another person’s goods, services or commercial activities, [false advertisement part]
shall be liable in a civil action…
· (3) “In a civil action for trade dress infringement . . . for trade dress not registered . . . The person who asserts trade dress protection has the burden of proving that the matter sought to be protected is not functional.”
· Allows one to bring suit on basis of unreg TD alone
4. Differences between this and Sec. 32 Claim

a. Here, P gets no presumptions as to inherently distinctive/2nd meaning and not functional would under Sec. 32 action b/c not registered. So must prove non-functionality and distinctiveness.
b. Sec 32 req use of something similar or same but here ANY confusion counts.

c. Everything else is the same – including like word mark analysis
B. Infringement of Unreg Mark [Note: Can still sue under Inf for Sec. 43 even if reg mark (can sue under Sec. 32 as well) because Inf under 43 is broader and might be able to make more of a case because not limited to the categories and the style of word etc that you registered. Can say its for other things that it distinguishes in real life.]
1. Approach:

a. P must show that their mark is protectable/ that it is valid
i. Distinctive, use in commerce, 
b. Defendant must have used mark or colorable imitation in commerce
c. Use must be in connection with sale, distribution or advertisement of goods or services
d. Use must be likely to cause confusion, mistake or to deceive as to source, sponsorship or affiliation
C. TD Inf under Sec. 43(a)

1. Approach:

a. Same as above but remember must prove that not-functional ( what can screw some like in Grenevald b/c its reg fell through so then had to prove this and failed.
2. Best Cellars v. Grape Finds (SDNY 2000) – Issue regarding wine retail store’s feel, decoration, etc. Best is asserting TD protection so BoP on them.
i. First Best must prove that it is protectable mark ( that it is distinctive and not functional. First, distinctive:
1. Cant protect ideas under TM law

2. What category is it? ( Tertium Quid which can be inher distinctive and is held to be so.
3. Look at these components (the wood, the wine stands, etc) separately or together? – We look at them all together – the total feel and appearance.
a. However, 9th cir said maybe not what you do – insead look at all diff components indiv
4. P described 14 things said unique and said them super specifically – good to do this

ii. NEXT Best has to prove that not functional (Once P shows non-functional; burden shifts and D has to prove functional)
1. If only like 3 diff ways to alight your wine then sounds functional

2. But ct here said other ways to align wine other than vertical. You could do it all these other ways

3. Also. yes need lighting but doesn’t need to look like this lighting etc, so P points out all the ways it is particular
4. Ct agrees with them that protectable mark that has SOME non-functional stuff

iii. LOC as to source, sponsorship or affiliation  - Same LOC Factors
1. Strength – Best Wins
· Best is strong ( Media coverage[make sure the ads are talking about the TD not just the word]; Sales; Years; Arbitrary
· Main defense for D – all these things are functional
2. Similarity – Best Wins
· Wall of wine was the dominant visual element
· 8 taste categories – BUT Technically used diff words though
· 9 vertical bottles goin down
· Drawers below
· Way in which light struck them
3. Markets – Best Wins
· Same consumers
· Price point same on wine
· Both sell in store and on website
· Both looking to expand nationally – not out of category but into same geo graphic markets 
4. Actual Confusion - Slightly for Best

· Testimony (pple asking if related) – but just saying that its a copycat – that is not a basis for TM Inf Claim b/c no LOC – should not be sufficient.
5. Intent – For Best
· BF – he admitted copy
6. Consumers/Products – For Best
· Cheaper – increases LOC
iv. Ct held Protectable mark b/c distinctive, non-functional, and LOC ( what does the injunction limit Grape Finds from doing?
· 8 categories? ( NO, they can keep. 
· Can use wood, can keep wall signs…so all the things we listed in similarity they can do just have to mix them a lil so the overall appearance is diff.

v. Most things listed in similarity are functional. Need cabinets, need light. Etc 
· Here what made Best unique was everything together
3. Private Label Cases – You can have VERY close TD and not be inf when it’s a private label
a. Policy Answer ( want private labels b/c want pple to sell it similar at lower prices
b. Doctrinal answer ( consumers are not confused. These tend to be side by side so can compare side by side (other coin – if side by side then see hwo similar they are – Fields)
i. Conopco – Fed Cir held that CVS brand is well known and has strong mark of own so will dominate and clarify confusion
ii. But they can use VERY similar packaging.

c. Splenda case - Competitors of Splenda were able to sell sucralose in yellow packaging with similar TD 
i. Exception for RX drugs applies here
· Fed Cir said, similar color and similar packaging is permitted. We want pple to know that the items are the same sucralose so we allow yellow; better for consumers to have similar packaging
ii. However, here said 2 of these okay…when all look pretty similar so not well explained how to decide if “too” similar.
d. O Olive Oil Hypo - O Olive Oil LLC has been marketing oil under its mark. Safeway started selling "O Organics" oils. Assume none of the TD is reg at time of complaint.
i. P (duty to argue it) first must describe claimed TD specifically – what is P seeking to protect? ( dark green color bottle, O centered on top, lime green color, text centered below, image of produce, color bands
ii. P then must prove (b/c not reg) inherently distinctive or 2nd meaning [also goes to strength of mark]

· Packaging – yes it can be inherently distinctive.
· Seabrook Test Used (some cts use A&F) – Compare the products and P will argue that it is unique. 
· And if not that then at least has acquired 2nd meaning via Sales; Ads; etc.
· D argue generic TD (generic/common is to say not distinctive) for olive oil – it’s a label (image of produce with centered word or letter) is std and common. Not unique. Nothing more than mere refinement
· As to 2nd meaning – D could say that people may have heard of P for olive oil but no one talks about the label (not recognizing overall TD)

iii. P must also show non- functionality b/c not reg (seems to lean towards func)

· You could use any colors for labeling we wanted this color b/c pretty
· D argue that green is aesthetically functional – P argue you don’t need exact same color of green
· Dark green tint of bottle is SUPER functional – so P has to be careful in not claiming the color or shape of bottle.
· P can argue that for aesthetic reasons we thought pleasing to put the O in center above. Not based on any essential use or purpose.
· D argue – where you usually put brand name – it serves a FUNCTION (don’t say common – that is distinctive) b/c it draws consumer eyes (bring in evid)
· D argue – Also the food pic is serving a purpose b/c telling consumers what is in it.

iv.  LOC

1) Strength

· P (snr) mark argue –  in use since 1995; Sales & ads; Inherently distinctive
· D argue – TD is generic and at best it is descriptive; also most of it, if not all of it is functional

2) Similarity

· P argue – Prominence of O; Black band under O; The picture; Green color of  label; Fails to say Safeway so the famous house brand does not weight against confusion (like CVS in Conopco)
· D argue ( There’s is Italicized; oval O; diff place of “olive oil”; use color orange; use actual image of olive pits; there’s is organic and clearly says it – O is meant for organics and the actual house brand is O for organics so it’s the housemark (not safeway – don’t want to use safeway in same area of organic line).
· P rebuttal ( Dominant feature is “O” like Gallo, consumers will think that the organics line is put out by O for olive oil. Focus on consumers being confused.

3) Market

· D – Right next to each other so can compare; P argue – Right next to each other causes more confusion b/c similar (Ms. Fields)
· P argue – May not matter where see in store but maybe post-sale confusion when don’t see them together
· D argue that organic v. nonorganic olive oil
· P argu ( olive oil is olive oil (Gallo)
· D ( Safeway one is in Safeway and Vons only but find other in every store. So not sold in same store maybe (research)
· D ( Organics have a wide array of products, not just in the olive oil space. House mark for many products so not really competing.
· P argue ( fact D sells other things shouldn’t matter b/c we are looking at consumers of olive oil w/i olive oil market
· P argu ( likely area of expansion into both organic olive oil and also want to go into other products that might overlap with D’s others stuff.

4) Actual

· Post-sale confusion
· Reverse confusion – Organic line more famous so people might think that P copying off of them (even though snr user)
· P must look for evid and maybe conduct surveys

5) Intent
· P try to claim D adopted it to go off of P’s good will
· D argue – O is for organics not olive oil, can’t monopolize O b/c O used for lots of things
· Intent likely will be for safeway (dominant factor in LOC)
6) Consumers

· P argue D is cheaper so higher LOC
· D argue P more expensive –people will exercise care and D’s consumers want organic things so will take care in distinguishing.
· P argue ( As a product generally it is not expensive – its olive oil so even expensive olive oil is not THAT expensive and even this one is not the highest end. P argue impulse buy.
v. Seems like D would win – Recommend to P to not bring lawsuit.
vi. Note: TM in circle means it is on the supplemental registry. Doesn’t mean much.
D. False Designation of Origin 
1. Sec. 43. False designations of origin, false descriptions and dilution forbidden
(a) Civil action. 
(1) Any person who, on or in connection with any goods or services…uses in commerce any word…name, symbol…of any false designation of origin, false or misleading description of fact, or false or misleading representation of fact which

(A) is likely to cause confusion …as to the affiliation…or association of such person with another person, or as to the origin, sponsorship, or approval of his or her goods, services, or commercial activities by another person

· Under Dastar, false designation of origin=producer

2. Daystar v. 20th cent fox (2003) – War video made by Fox went into the public domain. D took the public domain stuff, re-edited it, and sold it under own name w/o credit to Fox. Fox sued for reverse passing off.
a. Ct held that the origin of goods means the producer (D who made the videos at issue) of the good and not the original creator (Fox). 
i. Ct held that consumers care more about the producer so they know who to complain to.
ii. So no “false designation of origin” b/c origin was D.
b. Other Policy Reasons for Holding:
i. CR law says you are free to use material if in public domain, so TM does not want to obstruct CR law by saying not okay to do this. (same for patent law in Shredded Wheat)
ii. Hard to find ALL people involved in creative work so as to credit them – AND consumers don’t think that all people get due credit, they just want to know who to complain to.
· However, people MIGHT care.
· Ex) You want Harry Potter book – care more that JK Rowling wrote it or that Scholastic published it? Yeah, Rowling…
· So likely that consumers DO care about original creator rather than just the producer of the physical object.
c. Here, if D (daystar) had listed Fox in credits THEN would be lia for TM inf b/c using their mark for their good will ( Catch 22
i. Would have been an instance of misattribution 
ii. However, here P did not give credit to Fox so this is NOT an attribution case.
d. Had D just picked up Fox’s tape and slapped label on the video THEN would be reverse passing off and would confuse consumers on its origin. So D got around this by editing it and making it his own.
e. Fox’s other remedies ( CR law and misattribution claims.
3. Bretford v. Smith (7th Cir 2005) [Attribution Case]  - D used part of P’s computer desk to sell to a bus and then bus bought. D then figured out how to do the part and delivered products all with D’s own parts. P sued.
a. Even though one of the components was not made by D, that was ok. Do not need to identify each part of the whole. 
i. Like a car – don’t need to know indiv parts made by diff companies. If it is a ford car then call it a ford car.
b. Ct held that there is no need to provide attribution for every piece.

i. Therefore, no need to provide for attribution for every contributory to a creative work! Just need to attribute the origin- the Producer (Daystar)
c. However, you STILL CANNOT potentially mislead or provide misattribution ( misrepresentation claim.
[Before Daystar Cases] - Scholars think that these Attribution cases are not good law b/c before Daystar still good law b/c Daystar is NOT AN ATTRIBUTION case b/c did not credit Fox.
4. Gilliam v. ABC (2d Cir 1976) – Agmt with Monty Python that MP will have final cut and no major alterations to sketches w/o consulting MP, ABC got license to show and sub altered the show (BBC K allowed ABC to do this so BBC br their K but also MP. wanted injunction). ABC cut off intercourse part so the joke made no sense.
a. This is a false designation of origin claim
b. ABC referring to this as MP’s work (possessory) – providing attrib (unlike Daystar)
c. Argu that this is NOT Good Law after Daystar:

i. Trying to add in moral rights issues here BUT after daystar what matters is who is actually the producer, if you don’t like it you complain to ABC
· P complain that b/c edits make it not funny then could hurt their reputation ( But that is not a valid claim under TM law!!!

d. Argue that this is STILL good law?

i. Here MP is credited so people might think sponsored or approved these edits.

ii. This was not true in Daystar – no sponsorship or affiliation claim b/c fox was never mentioned. Only had a claim for false designation of origin.
e. Held that there is probably a valid claim that ABC, having heavily edited the content of the MP series, misrepresented to the public that MP was affiliated with the series. ( Misrepresentation claim or False Endorsement claim!
5. Antidote v. Bloomsbury (SDNY 2006) – post daystar decision but we will look at as if before.

a. P bought option to do movie based on novel. Supposed to be semi auto bio but turned out to be not true at all on person.
b. This is about whether there is a false designation of origin claim of when story is not true. But here it Is misrepresenting facts. So after Daystar probably not a good claim of false designation of origin but could be a misrepresentation COA.
6. King v. Innovation Books (2d Cir 1992) – King wrote short story, D made movie with core of story in it but LOTS made up around it. The Movie gave possessory credit to King ( “King’s the Lawnmower man” and based on credit “based on King’s short story…”
a. Not inaccurate to say based on b/c have core of story in it and consumers likely expects large adaptations of that story in a movie version.
b. Possessory Credit – King had no involvement in it
i. False Designation of Origin is harder after Daystar b/c says that consumers don’t care about “based on” just of the producer. However, we should care if there is confusion as to sponsorship and affiliation. 
c. Therefore, this is still good law after Daystar b/c its misattribution that leads to confusion as to sponsorship or affiliation ( credit was misleading designation of source/sponsorship.
d. So not so much False Designation of Origin but could be a misrepresentation or false endorsement claim “King’s the Lawnmower man”
7. Air on side of thinking these claims are actionable.
E. False Endorsement – No fed action to right of publicity but this is a proxy for that. 
1. Many courts have recognized a claim of false endorsement under section 43 (a) of the Lanham Act, if the use "is likely to cause confusion, or to cause mistake or to deceive...as to the...sponsorship, or approval of his or her goods, services, or commercial activities by another person." 

2. False Endorsement (End) and First Amm Approach

a. P sues for false end and sets out PF Case 
i. Standing – Must prove that name or identity has been used  (Rosa- economic)
ii. Is the representation false as to affiliation with that individual

iii. LOC as to affiliation, association, origin, sponsorship, approval
b. D asserts 1st amm defense and Ct uses Rogers Test (most applicable to titles, but can be extended) to analyze whether the 1st amm values trump otherwise infringing use of the image/name.

3. General 1st amm Principle: LA “applies to artistic works only where the public interest in avoiding consumer confusion outweighs the public interest in free expression.” (Rogers) [Balance of confusion v. free expression]
a. This Principle is embodied in the Rogers Test

4. Rogers v. Grimaldi (2d Cir) - Italian moviemakers used Ginger's name in the title of a film loosely depicting Ginger and Fred. Ginger sued under 43(a) and the filmmakers asserted their First Amendment rights.
a. Ct held that the scope of LA applies outside of commercial speech (to expressive works) because if consumers are confused then should be a COA BUT only in certain instances ( (see below)

i. Scope of LA ( “[Applies] to artistic works only where the public interest in avoiding consumer confusion outweighs the public interest in free expression.” Find out if it outweighs via Rogers Test (
b. Rogers Test [here it was limited to titles but expanded its use now]
i. First Amendment protects use if 

(1) Title has artistic relevance AND
(2)  Title is not explicitly misleading as to the source or content of the work

b. Ct here said relevant (b/c about Italy’s Fred and Ginger) and not misleading
i. Would would have been misleading is if possessory ( “Ginger Roger’s Fred and Ginger” etc.

c. Note: evid of LOC is not enough here.

5. Rosa Parks v. Outkast – Outkast had song titled “Rosa Parks” b/c had one reference that said “move to the back of the bus” but no other connection. Rosa sued and Outkast used 1st amm defense.
a. Rosa parks have TM in her name? ( NO BUT she does not need a TM in her name, she might have one, but she made enough claim about economic interest here to have standing b/c bout to have tribute album coming up
i. Ct says that Parks, as everyone, has a property right in her name akin to TM rights. [but doesn't actually have TM right]
ii. Note: no need to be a celebrity for this to be a COA! However, usually are celebrities because have standing since it economically can hurt them

b. Applied Rogers Test 

i. Ct held that although it is not misleading, the title was not artistically relevant to the work b/c “not a biographical sketch of rosa parks.”
ii. However, seems like artistically relevant. Seems like ct really just didn’t like fact that it was a title. So tipped it in scale to Rosa.

· ALSO ct likely didn’t like the cussing, offensive lyrics
c.  evid of confusion – likely those frinds of rosa parks. Confused whether the song was about rosa parks?
6. ETW v. Jireh (6th Cir 2003) – man did painting of Tiger Woods and used his name in describing the painting but not on the front. Woods sued for inf of reg mark in name and unreg mark in image and then false endorsement.
a. False endorsement can be made w/o having a TM in name or image.
b. Ct held that no TM in his image b/c he is not a walking, talking TM

i. Must be a particular recognized image on particular goods

ii. Like Rock n roll – not just b/c it’s a building. 

c. In regards to inf of reg mark (use of his name) the ct rejected b/c of Descriptive Fair Use Defense – Statuary defense (for registered mark), but also CL defense if was unreg mark. See below for statute (
d. Sec. 33(b) Incontestability; Defenses
[Incontestable marks are subject to the following defenses:]

(4) – “That the use of the name, term, or device charged to be an infringement is a use, otherwise than as a mark . . . or of a term or device which is descriptive of and used fairly and in good faith only to describe the goods or services of such party, or their geographic origin.”

e. Descriptive Fair Use Defense – Not using it a TM to identify source but just using it to describe what product is.
i. Here, used Wood’s name to describe what is in the painting.
f. In regards to the False Endorsement claim ct used Modified Rogers Test (same test, just extended beyond application to just titles)
i. First Amm Protects use if
1. Use of person’s identity has artistic relevance
2. Use is not explicitly misleading as to the source or content of the work
F. Dilution – usually people bring inf and dilution claim with dilution as a back up (b/c rarely win on dil b/c judges don’t like so usually rest on this when bad actor and no LOC) ( Will Be On Test!
1. Dilution:
a. TM Dilution Law b/c wanted to protect TM from the “gradual whittling away or dispersion of the identity and hold upon the public mind of the mark or name by its use upon non-competing goods.” [Schechter]. 
b. Has largely been controversial because of its restrictiveness on speech. 

2. Was just state statutes until Fed made one…(
a. Fed law preempts state dilution law – Can’t bring state dilution claim against federally registered mark.

3. Sec. 43(c) Dilution by Blurring; Dilution by Tarnishment
43(c)(1)Injunctive Relief – “the owner of a famous mark that is distinctive, inherently or through acquired distinctiveness , shall be entitled to an injunction against another person who, at any time after the owner's mark has become famous, commences use of a mark or trade name in commerce that is likely to cause dilution by blurring or dilution by tarnishment of the famous mark, regardless of the presence or absence of actual or likely confusion, of competition, or of actual economic injury. 
· No req to show LOC, must show likelihood of watering down potency of mark or reduction in selling power or distinctiveness (creating negative assoc with mark), applies w/o regard to competition.

· Req D to use a mark as a mark or a tradename but unsure what this means – open question ( could mean using it to refer to the P’s famous mark or using it to name own product.
4. Mosely set up a std that must show actual dilution (shows how cts did not like dilution law b/c gave such a harsh std) but in 2006 Congress revised law so that the std was – likelihood of dilution.
5. Simplified Understanding of Dilution COA
a. P must est:

(1) Has a Famous Mark (before D’s use)
(2) D uses mark or name that is likely to cause dilution 

a. By Blurring OR

b. By Tarnishment
6. Rationale for dilution when many don’t think it is good idea:
a. Consumer protection and notion will reduce consumer search cost

i. If multiple assoc then might take you longer (however really only saves you milliseconds…)

ii. Also some of these can boost the value – another reason why reason sketchy

b. But bus like the idea of controlling all uses of mark so that can control all meanings of the mark

i. strip clubs seem to be the most examples for why need dilution. 
7. Famousness 
a. 43(c)(2)(A) Definitions –Fame (“A mark is famous if it is widely recognized by the general consuming public of the U.S. as a designation of source . . . .”  

b. Relevant Factors include:

i. Duration, extent and geographic reach of advertising and publicity . . .

ii. Amount, volume and geographic extent of sales . . .

iii. Extent of actual recognition . . .

iv. [Registration]

c. Pre 2006 revision – allowed niche fame to be sufficient (group of wine connosoirs though so then would work but now narrowed it. 2006 raised the std of fame.
d. Might see surveys, factors that overlap how prove mark is strong in LOC.
8. Senior user must be famous in dil cases. P in like Dreamwers were not famous so could not do dilution. Not all state req famous mark so could bring state dil claim in those states.
9. Dilution by Blurring 
43(c)(2)(B) Dilution by blurring ( association arising from the similarity between a mark or trade name and a famous mark that impairs the distinctiveness of the famous mark. In determining whether a mark or trade name is likely to cause dilution by blurring, the court may consider all relevant factors, including the following:  
i. Degree of similarity of marks.
ii. Degree of inherent or acquired distinctiveness of the famous mark 
iii. Extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark. 

iv. Degree of recognition of the famous mark. 

v. Whether user…intended to create an association with the famous mark.

vi. Any actual association between the marks
· Visa (9th cir) – rare case where judge of pro free speech actually allowed dilution claim here. E-Visa was edu for foreign languages. Visa sued for dilution by blurring.
· Ct applied these factors held yes did not need to have it e-Visa; dilution by blurring

· What if D ran a comp called Internat Visa Doc Service that helped people get visas to travel. – this would come out diff.
· Less likely to find blurring 

· AND also would have a defense! Descriptive fair use here! Express defense in dilution law and also recognized in CL. 
· However Cannot have statutory defense of Sec. 43(c)(A) because defense does not apply if using mark AS A TM. (here using the mark as a source identifier – name of the company)
· See below under Sec. 43(c)(3) of Defenses for Dilution
10. Dilution by Tarnishment 
43(c)(2)(C) Dilution by tarnishment (association arising from the similarity between a mark or trade name and a famous mark that harms the reputation of the famous mark. 
a. Tarnishment - “A trademark may be tarnished when it is linked to products of shoddy quality, or is portrayed in an unwholesome or unsavory context, with the result that the public will associate the lack of quality or lack of prestige in the defendant’s goods with the plaintiff’s unrelated goods.” Hormel Foods v. Jim Henson Productions, Inc. (2d Cir. 1996) 

11. V. Secret Catalogue v. Mosley (6th cir) –Cornal passed by Victor’s secret (sex shop) and appauled b/c thought of Victoria’s Secret to whom he held high regard for. He sent a letter. Victoria Secret sues. Said std is actual dilution; sent it back to 6th cir when congress corrected std to likely dilution.
a. Ct. Held that there was a rebuttable presumption that if consumers will think of victoria secret when see store – auto presumed tarnishment b/c has to do with sex
i. Anything related to sex is presumed tarnishing.
ii. Well victoria secret clearly is about sex. To presume this HERE is even worse b/c P evokes sex.
12. B/c presumed, burden shifts to D to prove that not tarnishing

13. Other evid of LOD ( letter – cornal made it clear that he knew it was not victoria secret…so he disassociated the two rather than associated. He held victoria secret in high esteem. 

a. issue on what do we really mean when we say blurred?

b. Some argue that like Parody ( the use actually disassociates the two from one another so that even if both thought of, put them in separate categories of mind so does not dilute!

14. Ct held LOD bc: Had to do with sex (presumption) AND This cernal who walked by was offended – negative association
15. Approach to Dilution Law – P must establish: 
1) P has a famous mark – Go through the famousness factors 
2) D uses the mark or name that is likely to cause dilution either: 
a. By blurring - go through factors (Must impair the distinctiveness of the famous mark ) OR

b.  Tarnishment - harms reputation 
i.  An association to something of shoddy quality, something unsavory [this part is created by courts, not the statute]  
ii. Apparently, sexual use of a mark is per se tarnishment.   

XIV. Defenses

A. Defenses to TM Dilution

1. Attack Affirmative Case 
2. Fair Use (Nominative and Descriptive) – Sec. 43(c)(3)(A)] (including comparative ads & parody, critique & commentary)
a. Sec. 43(c)(3) Exclusions [the following is not actionable]
(A) Any fair use, including nominative or descriptive fair use, or facilitation of such fair use, of a famous mark by another person other than as designation of source for the person's own goods or services, including use in connection with--

i. Advertising or promotion that permits consumers to compare goods or services; or
· Sprint can say ours is better than Verizon.
ii. Identifying and parodying, criticizing, or commenting upon the famous mark owner or the goods or services of the famous mark owner.
(B) All forms of news reporting and news commentary
(C) Any noncommercial use of a mark

b. Nominative Fair Use – descriptive use of P’s mark to describe or identify P's goods or service 
i. Usually a CL defense (not stuatory); however, in dilution law they codified it in Section 43(c)(3)(A). That leads others to ask does this then mean that can be a Nominitive Fair Use Defense to other TM Claims? [b/c nominal fair use is not uniformly recognized although it is widely recognized]
ii. Ex) Tiger Woods – b/c using his name to refer to him. Referring to Tiger.
iii. Discussed more below
c. Descriptive Fair Use – 33(b)(4) – “the use of the name, term, or device charged to be an infringement is a use, otherwise than as a mark . . . or of a term or device which is descriptive of and used fairly and in good faith only to describe the goods or services of such party, or their geographic origin. . . “
i. Key to get this is must have been done in GF, not to trade off good will. And describes own product and not a designation of source (non-TM use)
ii. Napa Cellars (wine from napa) v. Duckhorn (also from napa) and D has napa on label – D can say we can say this on label under fair use to describe where we are from.
iii. However as a defense to dilution just state 43(c)(3) b/c 33(b)(4) is overlayed with CL defenses as well.
d. Louis Vuitton v. Haute Diggity Dog (4th Cir 2007) – HDD made a chew toy “chewy Vuitton” that looking like/parodying Louis Vuitton as a comment on materialistic society. This was along with other chew toys mimicking other fashions. LV sued.
i. Ct held that even though parodying, it is being used as designation of a source. – So cannot benefit off of 43(c)(3) Defense. (Could argue that “Chewy Vuitton” was not the brand name). However, fact that it is a parody still effects blurring analysis.
· Parody is used to Highlight to consumers that the 2 are diff so NOT blurring – Rothman not convinced

· Open question on if can make a fair use defense separate from 43(c)(3) – might be separate 1st amm protection but commercial so less protection.

· 4th cir wanted to avoid the question on whether 1st amm protected this so just said not blurring.
· The ct pointed out that the very mimicking nature of the “Chewy Vuiton” mark simultaneously “communicates that it is not the famous mark.” Moreover, the ct noted that “b/c the famous mark is particularly strong and distinctive, it becomes more likely that a parody will not impair the distinctiveness of the mark.” The ct went on to conclude that “because Haute Diggity Dog’s ‘Chewy Vuiton’ marks are a successful parody . . . they will not blur the distinctiveness of the famous mark as a unique identifier of source.” Id.

· So question ( 43(c)(3) encompassing all free speech concerns but is there still a remaining 1st amm analysis? And if there is 1st amm analysis does it apply to commercial speech

ii. - ct held chewy Vuitton was a source ID source ( so no 43cA but could argue that not the brand name etc.
3. News Reporting & Commentary [43(c)(3)(B)]
4. Non-Commercial Use  [43(c)(3)(C)]
a. Cts have largely thrown out dilution claims on books, movies etc b/c of this defense

5. Federal Registration [43(c)(6)] (now ONLY for state dilution claim)
6. First Amendment? 
a. Unclear if there is a stand alone first amendment claim besides nominative fair use and descriptive fair use.
7. Equitable Doctrines: laches, estoppel, etc
8. Not used as mark or tradename?
a. Some cir hold that must be used as a TM but that cannot be true because we also look at confusion as to sponsorship and affiliation. 
B. Statutory Defenses to TM Inf

1. Attack Affirmative case – attack LOC, use in commerce, priority, ownership, distinctiveness, functionality
a.  Sec. 14 Cancellation of a Mark [even incontestable ones] 
b. Generic  
c. Functional  
d. Abandoned  
e. Fraudulently obtained  
f. Contrary to collective mark or cert mark requirements  (Sec. 4)
g. Contrary to Section 2(a), (b), (c) – immoral, deceptive, scandalous, disparaging, false suggestion of connection to persons, GI, consists of flag , insignia etc., name, portrait or signature of living person or president
h. Misrepresentation  

2. Sec. 33(b) statutory defenses (or attacks on presumption – applies to Incontestable)  
a. Fraud in registration or achievement of incontestable status. 
b. Abandonment  
c. Misuse – to misrepresent
d. Statutory Fair Use (descriptive fair use only in § 33(b)(4) )
e. Limited Area Defense 
i. Teddy Rex, Thrifty -- uses prior to registration of the P's mark  
ii. Limited area defense where the D has to assert this defense to get to use the mark in its limited area 
f. Prior Registration  
g. Used to violate Antitrust Violation  
h. Mark is Functional  
i. Equitable Principles – laches, estoppel, and acquiescence.
3. CL Defenses – Many repeats + Generic  
4. Non-Trademark Use (?)

a. Some cir hold that must be used as a TM but that cannot be true because we also look at confusion as to sponsorship and affiliation
5. First Amendment (?)

a. Unclear if there is a stand alone first amendment claim besides nominative fair use and descriptive fair use.

b. Mostly, cts try to step around it by finding nominative or descriptive instead.
6. First Sale Doctrine (?)

7. Conflicts with Copyright & Patent law – Preemption

8. Defenses for Incontestable Marks (Sec. 15) – After 5 years and conti sue the mark becomes incontestable BUT an still challenge if
a. Generic
b. Paragraph 3 and 5 of Sec 14 (listed above) of cancellation provisions
c. Mere Descriptiveness is NOT a defense to challenge/ cancel an incontestable mark. (Park n Fly)  - secondary meaning cannot be challenged (presumption that it has established secondary meaning). Use in Commerce cannot be challenged.
9. Statutory/ Descriptive Fair Use 
a. Sec 33(b)(4) provides the following defense to infringement:

i. “That the use of the name [or] term . . . charged to be an infringement is a use, otherwise than as a mark, of the party’s individual name in his own business, or of the individual name of anyone in privity with such party, or of a term . . . which is descriptive of and used fairly and in good faith only to describe the goods or services of such party, or their geographic origin.”

b. Key to get this is must have been done in GF, not to trade off good will. And describes own product and not a designation of source (non-TM use)

c. Napa Cellars (wine from napa) v. Duckhorn (from napa) and D has napa on label – D can say we can say this on label under fair use to describe where we are from.
d. Rule 
i. To establish classic fair use, D must prove that: 
1. Its use of the P's mark was not a TM or service mark use;  

2. It is using the mark "fairly and in good faith";  

3. It is using the mark only to describe its goods or services.  

e. Courts on whether fair use defense even without LOC 
i. Why do we need to even think about infringement when there's no LOC? 
1. Because its easier for the ct to dispose of cases on this ground, regardless of whether there was LOC. So after the fact, they'll say, oh and there was no LOC anyhow. 

f. United Shoe v. Brown (Sup Ct) - P had the slogan "looks like a pump, feels like a sneaker" and D then had a slogan "like a sneaker with no strings attached.... Feels like a sneaker." 
i. D argues using slogan to describe product [Descriptive Fair Use Defense]
ii. Ct said this was not used to designate source but to describe their own product – classic statutory fair use granted. 

iii. Ct also said there's no evidence of confusion.  

· BUT What if there was?  Can you have a Descriptive Fair Use Defense even if there was LOC?
g. Cal-Freshener – D used a tree shaped air freshener for their holiday Glade plug-in. D said this is statutory fair use, this is holiday, and it's pine. We're not using it as a mark, we're just using it to say hey this smells like a tree. 

i. Ct agrees; but same language that there was no evidence of confusion. 
· Do we care if consumers confused if its “fair use”. Maybe w/ free speech we might tolerate more confusion than in other areas.

ii. So this defense CAN apply to TD! 
h. But if there is LOC, some courts go on to discuss the "fairness" of the use -- this is a balancing test. (KP Make up v. Lasting Impression) 
i. KP Make up v. Lasting Impression – Ct answered who had the burden to show LOC in context of Descriptive Fair Use Defense. Ct held that the D who is putting up defense dos not also have to show no LOC; this is P’s burden
1. Again, ct held that with Fair Use Defense we should allow SOME LOC but does not say how much is too much. So on remand came up with factors to answer this question of how LOC is too much ( 
2. 9th Cir Post-Script: Factors on Extent of Toleration of LOC with Fair Use Defense [still perculating around – not expressly accepted by all and have not been applied a lot]
· Degree of LOC 
· Maybe a little LOC may make it fair; if lots of confusion, less fair 
· Strength of TM 
· Sometimes strong mark means less likely ppl are confused  
· But strong marks get more territory 
· Goes each way  
· Descriptive nature of term  
· Descriptive term gets less protection and more need for it; 
· Availability of alternative descriptive terms 
· If lots of alt's, less fair to use the term 
· Pre-reg extent of use of the term 
· If lots of use of the term prior to P's registration 
· Differences in uses 
· More different, more fair the use 

3. Fundamental free speech argue ( should describe your product no matter how much confusion there is.

10. Nominative/ Referential Fair Use 
a. Not a statutory defense (not all Cir accept this but 9th cir does) but a ct made law [New Kids] – Question on if this is a defense to other claims b/c added to dilution… Some cir have not ack Nom Fair Use so when codified in 43(c)(3) asked if a use against everything or just in dilution law
b. Nominative – descriptive use of P’s mark to describe or identify P's goods or service 
i. CL not Statutory Defense
ii. Ex) Tiger Woods – b/c using his name to refer to him. Referring to Tiger.
c. Contrast to s. 33(b)(4) where the D uses the mark in its mere descriptive sense, nominative fair use is when the D uses the P's mark in its TM sense to refer to the mark holder.  
d.  Has the strongest free speech impetus to it.  
e. Elements for defense: D can use Nominative Fair Use as a defense provided that:
i. Product or service in question must be one that is not readily identifiable without use of the mark

ii. Defendant must use no more of the mark than is reasonably necessary to identify the product or service

iii. User must do nothing that suggests sponsorship or endorsement
f. New Kids on Block – Newspapers use band’s name to do a poll on who you like best that got profit from. Band sued. [this CREATED Nom Fair Use  Defense!]. Test below:
g. Elements for Defense: D can use Nominative Fair Use as a defense provided that: 
i. Product or service in question must be one not readily identifiable without use of the TM 
· This occurs when a TM describes a person, place, attribute of a product and there is no descriptive substitute for the TM.  
· There is no way the D's could do a survey without using the New Kid's mark 

ii. Defendant must use no more of the mark than is reasonably necessary to identify the product or service

· Must be use that is reasonably necessary  
· Welles - her playmate of the year wallpaper on every web page was excessive use; did not need all that repetitive use to describe herself. 
· Can use it to describe self but can’t overuse it!
iii. User must do nothing that suggests sponsorship or endorsement

· People likely to be confused here about sponsorship? Probably some people think that endorsed or sponsored by new kids

· This is the big challenge for Nom Fair Use.

· 9th cir uses Nom Fair Use but some cir says if evid of LOC then that defeats this 3rd prong 

· But that CANT be what was meant here b/c otherwise will take away the origin of the defense( must be a higher bar like something explicit that induces confusion

h. Ct held for newspapers. Prolly held that newspapers weren’t unfairly trading off of it and new kids can’t bar all use of their identities; can’t control the fans money. 
i. TM law does not give new kids the ability to channel fans money into only stuff that gives them money ( that is motivating THIS case but some other cases says that we WOULD be trading off of new kids
i. Tabari case – sellers of lexus vehicles can use lexus on site to describe what they were selling; Mattel – need to use Barbie in order to refer to Barbie (below)
C. Free Speech Defenses – 1st amm Defenses
1. Diff Kinds

a. Where there are explicit defenses is there anything left? E.g., dilution exclusions (Eldred)
i. Can you have an indep 1st amm defense? 

ii. Cts usually want to avoid 1st amm analysis. See Cts pivot if at all possible from indiv 1st amm defense and just say Nom Fair Use.

b. Nominative fair use, Rogers test, trademark use defenses all about First Amendment and free speech interests

c. Parody (Balducci), criticism or commentary often considered protected use of others marks

2. First Amm Analysis Issues in 1st Amm Analysis
a. D’s use of mark commenting or not on P’s mark?

i. Commenting – favored use

b. How much confusion is tolerated?

c. Commercial speech or non-commerical speech?

i. Comm speech? ( does no more than propose commercial tran (selling) and bolger factors do it a bit more broadly [be able to flag things like it is a free speech issue like if commercial speech then less 1st amm protection] Bolger Factors:
1. Is it an advertisement

2. Does it refer to specific product or service?

3. Is there an economic motivation for the speaker?

d. If commercial speech see if false or misleading b/c if so then NO 1st amm defense.

i. If not misleading then just get less 1st amm protection
e. If not commercial speech then MORE protected by 1st amm – Rogers Test as to artistic works and titles for artistic works

i. Mutual; Both Mattels (discussed below)
3. Mutual of Omaha v. Novak (8th Cir. 1987) – Norvak makes commentary on the insurance identity. Mutual sued and prevailed.
a. Ct rejected 1st amm defense b/c:

i.  said LOC (iffy there)

ii.  and not commenting on Mutual of Omaha
· D using Mutual mark to make comment about something else not the mark itself

· Like Cat not in the hat ( not commenting on Dr. Seuss but on OJ
4. Anheuser-Busch v. Balducci (8th Cir. 1994) - fake ad on env comment. Beer sues.
a. 8th cir (not as free speechy as 9th cir) rejected 1st amm b/c held LOC and purported parody was not of Michelob but on something else ( so ask if commenting on the TM, and if not then makes 1st amm defense less successful (maybe still get but less)

b. She thinks chewy case got it more right b/c of parody pple are less confused b/c will be more likely to distinguish
5. Mattel v. Universal Music (9th Cir 2002)
a. 9th cir does Rogers test b/c Barbie girl is a title – Artistically rel and nothing explicitly misleading

b. Nom Fair Use defense approved.

i. Use of Barbie girl is commentary on Barbie

c. 1995 version of Dilution
i. 9th cir held exclusion for any non- commercial speech so dilution declined 
6. Mattel v. Walking Moutain (9th Cir 2003) – artistic photograph of Barbies being destroyed by appliances.
a. Commentary on Barbie

b. Roger test applied ( Nom Fair Use Defense approved

D. Approach to First Amendment Defense: Suppose P sues for false endorsement/false advertisement, and sets out their PF case.
1. If you get to the first amendment -- "This likely implicates speech" and argue this if a free speech defense is cognizable [especially if there is no LOC, whether it applies at all bc it's not LOC.]

a. Is this commercial speech, yes or no? Is any money involved? More commercial it is, less first Amm protection.

b. Misleading? More misleading, less likely First A protection. Misleading can be like LOC or more.
2. Rogers test applies with artistic works and titles [and more- Modern Rogers Test] that's been used for artistic works. "this is an artistic work, some cts use Rogers test to apply the first amm principles/ analysis" and they permit some LOC as long as it's not explicitly misleading.

3. Parody. If it's dilution, there's explicit defense of parody, as long as not design of source. Also, parody would go into LOC analysis bc parody is focusing on differentiating the product and commenting on it.

4. Lastly, you may have a speech interest to comment/ parody, and some courts give lee way / use first Amm defense in parody; other cts say, if it's likely confusing, you don’t get First Amm protection.
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