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I.  Introductionto TM and UC Law
A. Quality Innsv. McDonalds
B. Originsand sourcesof TM Protection
i. Early marksabout ownership; then transition to source (but also about ownership); and today, we have source butalso
encompasses positive good will associated with the product & monopolyin the name (ownership of the markitself)

ii. INSv.AP
1. INS"reapedwhereishad notsewn"and that would not be fair competition

C. WhatisaTM?
i. Indicatorof source of origin (Hanover)
1. Distinctive word, name, symbol, etc (Restatement 9, Lanham Act Sec45)
ii. Symbol with psychological value (Mishawaka)
iii. Somethingthat protects goodwill [positive assocconsumers have with that product] (Hanover)

D. Justifications for TMProtection
i. §45"intentof act" - The intentof thisact is to regulate commerce within the control of Congress by making actionable the
deceptive and misleading use of marks in such commerce; to protect registered marks used in such commerce from
interference; to protect persons engagedin such commerce against UC; to prevent fraud and deception by use of
reproductions, copies, or colorable imitations; to provide rights and remedies stipulated by treaties and conventions
respecting TMs.

ii. Thefundamental purpose of TMis to reduce consumer search costs by providing a concise and unequivocal identifier of
the particularsource of particulargoods. The consumerknows at a glance whose brand he is being asked to buy know to
holdresponsible if the brand disappoints and whose product to buy in the future if the brand pleases. Thisin turn gives
producers anincentive to maintain high and uniform quality, since otherwise the investmentin theirTM may be lost as
customersturnaway in disappointment from the brand. A successful brand, however, creates anincentivein unsuccessful
competitors to pass off theirinferior rand as the successful brand by adopting a confusingly similar TM, in effect
appropriatingthe goodwill created by the producer of the successful brand. The traditional and still central concern of TM
law is to provide remedies against this practice. (Ty v. Perryman, 619)

E. Goalsof TM Law
i. Bothconsumersand TM holders are two primary beneficiaries of TMlaw.
1. Twomaingoals:
a. Consumerfocused: Focuses on source-identifying value of TMs: consumers know and can get what they want,
and protect them from being deceived
i) Encourages maintenance of quality, which helps consumers

b. Producers: unfaircomp, unjustenrichmentideathat we wantto reward ppl fortheirlabors by protecting
them from pirates/cheats.
i) Diversionlanguage

c. Generally,1and 2 go hand inhand. When 2 happens, consumers will be confused. And when 2happens, the
businesses suffer.

2. Thirdgoal:
a. Toencourage free & fair competition. To protect the publicfrom deceit, foster faircomp....
i) We wouldwantbusinessestocompete
ii) Competitive marketplace
iii) Lotsof choicesat reasonable prices
iv) Discourage monopolies-TMdoesn't give excl rights

Il. Types of Marks

Mark

Trade name
Trademark
Service mark
Certification mark
Collective mark
Domain name

OmmOON®m>

See notesforthese

I1l.  Acquisition of TM Rights - What you need to get a protectable mark
A. Distinctiveness

i. Inherentlydistinctive marks- A mark is source-identifying without need to acquire secondary meaning. Theseare
immediately protectable.
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1. Abercrombie &Fitch Classifications

a. Arbitrary
i) existingword, butappliedinan unfamiliarway (EG. Ivory forsoap, not elephants)
b. Fanciful

i) aterm thatiscoined/made up
c. Suggestive
i) aterm suggestiveifitrequiresimagination, thought and perception toreach aconclusionastothe
nature of the goods (EG: beanie babies suggestive as a toy; Goldfish for crackers) CB:80
d. Descriptive w/secondary meaning
Descriptive
i) conveysanimmediate ideaof the ingredients, qualities or characterizes of the goods. (EG: buffrin; Quik-
print; frosted flakes)
ii) "patents.com"
iii) International Kennel Club - isthis mark descriptive? Court thinks so. (butagreed thatit had 2d meaning)
f. Generic
i) Agenerictermisone that refers, orhas come to be understood as referring to the genus of which the
particularproductisa species.
ii) Once we no longerknow who owns the source of the product, it loses source iden feature and it
becomes generic
iii) EG: yo-yo; escalator; thermos (insulated container); they completely stop indicating source
iv) Cf.Kleenexstill hasrights to protect their mark

ii. Acquisition of Secondary Meaning- Requirementthatamark, not otherwise inherently distinctive, attain consumer
association between the mark (or product ortrade dress) and the source/producer.
1. Whereamarkisdescriptive, orotherwise notinherently distinctive (ie. it's trade dress), it mustacquire secondary
meaning. TM protection doesn't attach until 2d meaning has been acquired.
2. Thereisa presumptionthatafter5yrs of use, the mark has acquired 2d meaning.

3. Toprove 2d meaning:
a. Usedirectevidence showing consumerassoc.
i) Consumertestimony
ii) Consumersurvey
iii) [arguablythese are circumstantial since theydon’t poll the marketasit exists]
b. Circumstantial evidence
i) Amountand mannerof advertising - national media>
ii) Volume of sales
iii) Lengthand mannerofuse.
[from Rothman'sslides]

4. Itmatters WHICH consumers we referto

a. InthelKCcase, the relevant consumerwas all consumers everywhere, not just Chicago where the dog show
took place

5. Waltham Watches - Sr. userof a geographically descriptive mark on watches sought to enjoin use of Jr. user of the
mark on watches.

a. Jr.usersargued- the mark isn't protectable bcits geographically descriptive; even so, we should be able to tell
customers where we are located; ppl want to know where theirgoods are from. C/A - the mark has attained
2d meaningsoit's protectable; JR. user simply wanted to benefit off of good will and reputation of SR. user;
dilution/tarnishmentargument; consumers would be confused because the marks are similar.

b. Toreach a fairbalance between the competinginterests, courtallowsJr. userto use "Waltham" on watch
packagingand brochure, but not on the watch face.

c. Toprove 2d Meaning:

i) Beenaroundalongtime, very widely known, successin business, longstanding ads, reputation.

6. Chippendales - mark was so famous they thought the trade dress/mark was descriptive of the underlying service of
stripping.
7. International Kennel Club -

iii. Trade Dress - Refers to the distinctive features of a product's packaging or the distinctive features of the product
configurationitself;itis "the total image of a productand may include features such asize, shape, color, or color
combinations, texture, graphics, oreven particularsales techniques." "Trade dress is the total image of the business...
including general appearance of the exterior of the restaurant, identifying sign... menu... uniforms.. Other feathers
identifying total image of the restaurant." (Two Pesos, pg 482)

1. Inorder fortrade dress to be inherently distinctive: It should be unique, immediately source iden, mustbe
separate from the underlying product/service (akin to packaging or a wrapper) - and restaurant décorcan

potentially meet this criteria (tertium quid =nonfunctional aspects of trade dress/ restaurant décor that are
inherently distinctive.)

2. Tradedress refersto:

a. Productpackaging - Product packagingis the trade dress of a product that is severable from the product
itself; It can be inherently distinctive
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i) Klondike bar,"0"vodka
ii) Couldbe problematicwhen the packaging and the product are indistinguishable/inseparable

Tertium Quid - A category "akin to product packaging" that would signal origin to the consumer - possibility
thattrade dress can be inherently distinctive without need for 2d meaning.
i) Two Pesos- Restaurant Décor

Product design - The design of a product cannotbe inherently distinctive because design of a product does not
signal origintoaconsumer; It needs 2d meaning
i) People are more likely to think product design is something that makes the product more appealing,
more awesome, not something thatidentifies source.
ii) WalMartv.S - Product design
iii) Areon Chairhypo

Color
i) Qualitex- colorcan neverbe protectedasa TM - it mustalways attain 2d meaning. (asinterpretedin
Wal-Mart, pg 492)

Building design - Rock n Roll Hall of Fame case -

3. Trade Dress (design, overall look) Cannot be Functional

a.

B. UseinCommerce

Functional = essential to the use or purpose of the article or if it affects the cost or quality of the article, that
iw, if the exclusive use of the feature would put competitors at a significant non-reputationrelated
disadvantage.

Only discuss functionality whenit's used to attack a mark's protectabilityin a section 32 claim
i) Butthe Plaintiff has the burden of proving their unregistered trade dressis NOT functional under
section43

Qualitex - coloris functional, but that specificshade of green-goldis not
Two types of Functionality

i) Traditional functionality

ii) Aestheticfunctionality
Sound and Scents can be functional

i) Hyposfromclass

Featuresin RXand related products are more likely functional
i) RXpills-InRX scenarios, more latitude is given to competitors copying the color of pills. Thisis because
the colorof pillsisfunctional to ensure consumers distinguish their pills and avoid taking the wrong ones
ii) Splendaand Sucralose - With respect to chemical compoundsand common condiments (like sucralose),
courts are more inclined tofind the color of trade dress to be functional, since we want consumers to
know what they are getting. Itis less confusion. Though there are countervailingarguments as towhy it
shouldn'tbe allowed: consumer confusion if too similar, reap where you haven't sewn, diversion.

i. 8§45 - Use meansthe bona fide use of a mark in ordinary course of trade and not made merelyto reserve arightina

mark.
ii. Use
1. NeedstobeusedasaTM
a. The mark must be placed on the goods/ packagingto indicate source when the goods are
transported/rendered interstate.
b. Mustbe usedasa TM to identify source. If you're not usingamark to identify source, thenit'snot"used" in

commerce. A Defendant can argue this point - that the Sr. mark holderdidn't use the markas a TM.

2. Needstobe an actual bona fide use

a)

b)

c)

Rule: Tosatisfy the use in commerce requirement, agood/service must be rendered in ISC, or must
substantiallyaffect ISC.

SAISC: Bozo restaurant case - Bozo the clown opposed registration of small restaurant predating Bozo the
clown, arguing that he has nationwide protection and the restaurantis only knownin TN.
i) Aservice/goodrenderedinonlyone state [like Bozo Restaurantin TN] can satisfy the "use in commerce"
requirementif they:
(1) Have a nationwide reputation and they are: proximate to a major city, they have publicity,
advertising, and recognition, and services are rendered to interstate travelers.

As opposed to mere Adoption
i) TMprotection isappurtenant to an established business ortrade in connection with which the mark is
employed. The right to protect the TM grows out of its use, not adoption. Usage whichis sporadic,
nominal, and intended solely for TM maintenance is insufficient to establish and maintain TM rights.
(P&G)
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ii) P&G - Minorbrands program - cannot have a program that simply reserves names for future TMuse.

3. Analogous use is credited when mark becomes source -identifying [showing of 2d meaning]

a) Canestablish analogous use by promotion and advertisement enough to credituse in commerce if: (1) there is
consumer association; and (2) they occur w/in a commercially reasonable time prior to actual rendition of
service/goods.

i) Again, solongas the totality of the acts create an association of the marks w the producer, analogous
use is credited as use in commerce. (Maryland Stadium case).

ii) FamelJeans- "mustof sucha nature and extentasto create publicidentification of the target term with
the opposer's product."

b) InMaryland Stadium case, the stadium wanted to open.In ‘87, they picked a location; in '89-90 they started
announcinganew park at Camdenyards. In 91, they had promotional events, gave tours, had charity
functions. Itwasn't until 92 that they fully decided toname it Camden Yards.

i) Averyextreme view would consider use in commerce as startingin "92. But most will credituse as early
as '91 because consumers associated the name with the particularsource.
ii) Protection attaches when the mark is source-identifying.
iii) [Argumentsforwhy Stadiumshouldn’t have a protectable mark:
(1) Thenameisgeographically descriptivethat's not protectable without 2d meaning (just like
Waltham Watches)
1) Thoughthey'd have to show 2d meaningforanalogous use anyway
(2) Thetermisnotamark, itis alocation]

iii. Commerce
1) Commerce ="all commerce which may lawfully be regulated by Congress"
2) Needstobe useinterstate for protection underLanham Act, ora use that substantially affects ISC, such as Bozo
restaurant [indicate factors- render nearalarge city; renderto interstate travelers; larger reputation]
3) Canbeintrastate use for protection understate law

iv. Territoriality Principle
1) TMislaw isgoverned by the territoriality principle. This means that TMs are geographically bounded and TMowners
only get protection as faras your product.
a. Thismeansthatifyouhavea TM inone place, it doesn't mean you have TMrights all overthe country, or
world.

b. But,youneednotrenderyourgoods/servicesin EVERY area, if you have consumerassociationinanarea, you
can have protection. (Bozo)

c. Famous Marks Exception
i)  Famous Marks Exception =Veryfamous, well-known marks are afforded lee-way forthe use
requirement because consumers are likely to have association with avery famous mark, and thus cause
confusion. Thus, we afford them wider protection.
(1) Wouldapply with avery famous mark abroad seekingto registerin USA - we'd give them domestic
TM protection.
(2) c/a- howfamous? Gigante case says "you need to show a substantial % of relevant consumers
associate the mark with the foreign company" and by substantial they meant majority.
ii) Mostjxs do not recognize this exception

v. Extraterritorial Use

1) General Rule: Foreign mark seekingto attain protection under US law, mere advertisementis not enough. Need to
actually renderthe product/service in the USA.

a. Buti v. Impressa- Fashion café in Milan wanted to expand business to USA and wanted to prevent someone
else from using the mark.

i) Held, nominal advertisementand promotionin USA, absent actually rendering the productorservicein
USA, isinsufficient to attain TM protection. (note - Impressa simply handed out promotional t-shirts and
key chains to promote the Milan restaurant, and didn'thave any imminent plans to expand to USA).

ii) But:

(1) If Impressaactually had plansto opena businessin US, the court would need to evaluate whether
imminent enough, and may creditadvertisementin anticipation of business.

(2) Ifimpressasponsored NYFW, that probablyisn'tuse incommerce either, sincethey are more
likely promoting their Milan restaurnt, and not opening abusinessin USA.

(3) If Impressastarted catering NYFW, that would likey be alegitimate use in commerce since they are
renderingtheirservice in USA

(4) If Impressastartedselling T-shirts with "Milan Fashion Café" onthem-itcan go eitherway.On
one hand, they're selling t-shirts and that is fashion and commercial; on the other hand, they are
just promoting their Milan café withoutintentto renderservice in USA.

b. Fame Jeans- Bestsellerdoesnot have actual use because they did notrenderthe goodsin USA
a. ExceptionstoGeneral Rule

i) Famous marks exception [seeabove]
ii) The commerce clause doesn't care where the commerce occurs, but rather whetherthe trade brings
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US and foreign citizens together as transacting partners. If you have lots of trade, lots of
advertisements, then you can analogize to Monte Carlo.

(1) Monte Carlo Casino - Defendant starts registering domain names that arguably infringe MC's TMs,
if they had TMs in USA. MC argued that they had a use in commerce in USA because they had an
officein NYCand spent $$ promoting the Casinoin USA. Court didn't decide whetherthey
adequately rendered the service in USA.

(2) Courttooka verydifferentapproach to use incommerce forforeign TMs. Court said Commerce
clause regulatesinternational trade; and MCbrings foreign consumers togetherto engage in
trade. Thatis enough.

(3) Intheend,it'snotjustthe ads that did it; it's lots of trade, lots of advertisement, and consumers
really know the mark.

vi. Constructive Use and Priority
1) UnderLanham Act § 7(c) the filing of aregistration of a markis considered constructive use of the mark, conferring
priority nationwide in effect, unless someone else has priority [has used the mark before; has filed an application to
register [ITU]; orhasa foreign application]

2) Priority Use cantrump a registrant's constructive use.

3) Intentto Use and Priority
a) §7(c) -ITU allows applicants to use the mark in commerce, obtain registration, and thereby secure priority
retroactive to the ITU filing date.
i) OnecanfileanITU even before use has started solongas you have a bona fide intention. Then you can
use your productin commerce, and you can backdate priority to date of filing ITU.

ii) TwopurposesforITUs:
(1) Toputthe worldonnotice;
(2) Toback date your priority

b) Eg.Empire case
i) Eg.Empire filedanITU onSept 23, 1994. Warner used the same mark incommerce in 1995. Warner

seekstoenjoin Empire because they claim they used the mark firstin commerce. Court says, when
Empire starts using the markin commerce, and files their statement of use to perfect theirapplication,
theirpriority dates back to Sep 1994. When that happens, Empire can sue Warner! If Empire neveruses
the markin commerce and lets the ITU expire, then Warnercan go on living theirlives.

ii) Openquestion whether Empire can sue right now [before filing their statement of use]. Thisis probably
because they don'thave aharm [standing] to sue. Also, it may be inefficient since sometimes ppl file
ITU's and don’t go thru with them.

iii) Review of analogous use and priority:if Warnerhad put out lots of ads and promotion priorto Empire's
ITU, then they can claim priority based on analogous use. Warner would have to prove: consumerassoc
with the mark and that goods/services are forthcoming. Then, Warner could enjoin Empire.

(1) 1TU versus Analogous use: One could argue that Warner, if they wanted to establish use, should
have justfiledanITUto preserve their priority date. It'sagoodideato err on the side of filingan
ITU because itissaferfora smallercompany/ITU systemis agnosticabout the money spentand
extent of advertisementand promotion. In contrast, the analogous use method favors largerand
richerbusiness. Thisis seen with how much advertisementand promotionis needed.

c) Rationale: Concernabout piracy. If Warner's argumentreally were the rule, then people could wait until
peoplefiled ITUs, then steal theirideas and use them quickly in commerce. No bueno.

d) Eg.SupposeAfiledanITU on Jan. 1. B thenfileda1(b) registration onJan. 2. Normally, Awould win because
he filed first. BUT the fact that B was able to file a 1(b) application shows that he was already using the mark
priortothat date - as it isa prerequisite for registration. So Bwould have priority probably.

e) Eg.Kodakv. B&H - Kodak opposes ITUregistration for"6200" "8100" etc forfilmtypesonthe basisthat
they're descriptive, lack 2d meaning, and have notbeen usedin commerce.
i) CourtCAN rejectan application onthe basis that the mark is merely descriptive (without 2d meaning)
(1) "Psychological Methods" was deemed descriptive on its face fora magazine revolving around that
topic.
(2) ITUfiledfor"Cinnamon Toast Crunch Bars" for bars that taste like CTC. Though descriptive, the
courtallowedit.

ii) Thecourthere, however, said we can'ttell whetherthe 6200 marks will be used in a descriptive way, or
whetheritwill be usedinasuggestive way. Or, maybe by the time they file their statement of use, it will
have attained 2d meaning.

iii) Secondary Meaningand ITU:

(1) Amark mustbeinherently distinctive to be registrable. If an ITU purports a mark that is merely
descriptive onitsface, there isaquestion as to when 2d meaning must be shown. Attime of filing
ITU? At time of filing statement of use? Regardless, it needs to show 2d meaning before it can go
onthe principal registry.

f) 1TU Priority Hypos
i) "EARLYBIRD"

(1) Jan0O - EB filesITU
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4)

5)

ii)

iii)

iv)

v)

(2) May01 - notice of allowance for EB (MEANS THE ITU WENT THRU)
(3) June1l,01-SCusedthe markincommerce
(4) Oct1501 - EB usedincommerce and filed statement of use
(5) EBwinsbctheyfiledITUin Jan 2000, and the date of the commercial use dates back; assuming
theyfiled theirstatement of use had extensions for 24 months
1) Theirstatementof actual use backdates undersection 7to the date of theirITU
Suppose
(1) Sameasabove, but EB test marketsin April 04
1) Thesetestmarkets, evenifvalid, (might be analogous use if enough ads and large enuf
market fortesting) -- their ITU has already expired, because they needed tofile statement of
use before 04
(2) JanO06 - sellsincommerce
1) Ifthisisthe operative date, they've exceeded all their extensions.
(3) *EBloseschance to backdate
Suppose
(1) April 04- EB test marketed by puttinglabels on existing shampoo
(2) Jan06 - usesincommerce
(3) Sameasabove --it's late;and the use seemslike P&G
Suppose
(1) There wastest marketing before Sparrow's use of the market
1) Onceit'swithinthe correcttime, Then we have to ask whetherthe test marketing counts as
analogous use
2) Ifyouhave analogous use that predates someone else's' use, you can get priority on
analogous use notonthe ITU.
(2) Youcan back-date toITU date.

Same analysis under Foreign ITUs - someone registers under section 44, they can date back to ITU of
home country, solongas they file in US within 6 months.
(1) Foreigncocan alsofileanITU in the USA also. So longas they show its bonafide, and they show a
game planinthe USA.

g) [see moreaboutITUin Registration PartIVinfra.]

Extraterritorial Constructive Use
a. §44(d) confers a right of priority for foreign registrants so long as they:

i)
ii)

iiii)

Have an active foreign registration
The applicationin the US was filed within 6 mo of the foreign registration
Statement of bona fide intent to use in US

b. Ifaforeignregistrant satisfies these elements, the USfiling can date back to the date of the foreign filing.

c. Eame Jeans- Since Bestseller didn'tdisplay actual use, they could have relied on constructive use, based on
foreign registrations. They didn't because the allotted 6 mo period expired.

Token use isnot credited for use in commerce

vii. Priority
Watch out for Constructive Use.

Courts credit bona fide use, as opposed to token use/ adoption, for purposes of priority analysis. Whoever has the
first sales, huge ad campaign creating consumerassoc, or any other way of creating consumerassoc, has priority.

1
2.

Blue Bell - the date each company first shippedits clothing to customersis determinative. Secret/internal sales are
not credited. Touchstone consumer assoc
a) Timeline: Farah(1973)

i)
ii)

iii)

iv)
v)

vi)
vii)
viii)

May 16- Farah conceived of the mark and two days later,
May 18 -they made a new hourglass logo.
(1) Authorized extensive ad campaign
June 5- F presented theirfall line of clothes to sales personnel -- internal
(1) Theircounsel approved the TMmark
(2) Sampleswere givento customersatthe time (without mark onthe samples)
June 27 - tags containing the new design were completed.
July 3- distributed (sold) the clothes to regional managers w the mark.
(1) Theregional manages SHOWED the godsto Customers, who started orderingthem
(2) Internaluseisnotcreditedsince priorityis based on consumerassoc
July 11 &14 - shipments of sample garments mailed to rest of the sales people (not consumers)
September - first sales/shipments to customers.
Oct - more ordersand already 2.7million S.

b) Blue Bell (1973)

i)

ii)
iii)

June 18 - managementarrived atthe name, received clearance by counsel.
(1) Authorized manufacture of severalhundred labels bearing the mark
June 29 - labels completed
July 5- several hundreditems (fromthe old line) were shipped with the tags (they were double-labeled).
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(1) Meretokenuse
iv) EndAugust- production of new time outitems began
v) Sept4-6-sales meetingtodiscuss new designs
vi) Oct- shipments of garments scheduled
(1) Toolate!
(2) IfBB hada huge advertising campaigninJuly, thatwould likely be enough to constitute priority,
since itwould garner consumerassociation.

4. ITCBukharaRestaurantcase - ??

5. Murky Magazine Hypo
a) Murky planslaunch of new magazine. Remember, consumer association is the touchstone here.

i) Murky, think Rupert Murdoch, plans launch of new magazine: New Greed
(1) --Jan.’06 announces publication to potential advertisers &sells ads
1) Couldbe analogous use - major publisher, majorads
2) Touchstone is consumerassociation
3) Importanthow many consumers became aware of this
(2) --Feb.—mailingstosubscribers of other periodicals describing New Greed and offering
subscriptions
1) Canchallenge the goodwill established here by surveys
2) Canchallenge by usingbias against small companies
(3) --March 5 — prototype issue as centerinsertin one of other mags
(4) -- April—magazine released
1) Actualuse
ii) Market Magazine —smaller publisher picks same title independently but then hears about Murky
magazine and rushes to market
(1) --Feb.—adinWallSt. Journal
1) Canattack Murky by saying - they're advertising to ppl who buy cosmo; we are advertisingto
actual potential customers - ppl who are interested in finance
(2) --March 1 - photocopied version hits newsstands (B&W, minimal content)
1) Canattack thisbcthisis a token use;thisisnot bonafide; not whatit's actually gonnalook
like ; shouldn't count.
2) Youcan argue for this here --it's different than when Time Out/ Blue Bell put tags on their
existing clothes, thisis the actual underlying product
(3) -- May —full color version
1) Actualuse

iii) Who has priority? Murky, based on priority use.

iv) Whatif March 1 wasfull version?
(1) Then Marketwould have priority because actual release date would be earlier than Murky's

v) Whatif Market filed ITUon Jan. 1?
(1) Constructive use till the time of theirITUapp, and Market would have priority (unless, of course,
the ITU isdefeated forsome reason)

a) Brookfield - West Coast Rentals argued they had priority; court said they didn't because they didn'thave a
space between the words forthe web address

6. Analogous use can Establish Priority
a) Eg.Bozo Restaurant predates Bozo the Clown. Bozo clown opposes Bozo restaurant's registration. Bozo argues
he has nationwide protection so his use should trump Bozo restaurant. Held, Bozo restaurant established
sufficient use in commerce to establish priority

7. Incontestable Marks can be Opposed based on Priority
a) Tavernon the Green- priority of opposercan effectively cancel anincontestable mark.

b) Thrifty- Thrift, the local mark user, is entitled to keep priority in all the land they used their mark in commerce
in, up until Thrifty's registration.
i) 1962 - Thriftsoldin Mass and Taunton, and sentsome ads to New England and sent some cars there too.
ii) 1964- Thrifty got USPTO registration -- had become incontestable
iii) Thrifthas priorityinthose 1962 activities.

viii. ConcurrentUse
1) Under§ 2(d), concurrentuse proceedings may be instituted wherean applicant seeks to registeramark that
resembles another mark already registered orin use, but the USPTO determines that confusion, mistake, or
deception will notarise from concurrent registrations if appropriate conditions and limitations are imposed on the
use of each mark. However, concurrent registrations are only permitted so long as:
a) Bothusersbecame entitled to use theirrespective marksin goodfaith, or
b) The prioruserina limited geographicarea has priority here.

2) Whenthereispriorgoodfaith use of a markin a limited area, say Louisville, and then there is amark holderwith
national registration, the prioruserin Louisville can be deemed the sr. userin Lousiville only, leaving the rest of the
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nation to the National registrant.

3) United Drugv. Theodore
a) EllenRegisusedthe word "Rex" -- based on hersurname - SENIOR USER

i) 1977 - created/sold dyspepsiatablets underRex label
ii) In 1898, she registeredthe Rex wordasa TM undermass law.
iii) 1900, she got registration under USPTO
iv) 1904 - won lawsuitv. rexall remedies - supreme court sustained their TMright
v) 1911 rexall stores (united drugs) bought the business with this TMrightand carriediton in connection
with medicinal preparations, distribution, etc.
vi) June 1911 - informed of Ted Rex's product
vii) Sept1911 - 5 boxessenttoKY butnot Louisville area
viii) 1912 - 1st salein Louisville and began ads
b) Rectanus-Jr.User.
i) 1883 - druggistnamed Rex used mark for a medicinal prep (it's his name and its acquired 2d meaning)
used as blood purifier; located in Louisville and sold in city and vicinity
ii) 1906 - sold business and rtto mark to respondent

¢) Whohas priorityin Louisville ? Rectanus the Jr. User has used the mark in Louisville already in 1883 BEFORE
herTM was registeredin 1900. so he has priority there.

d) CanRexollgointoLouisville? NO-because Teddy rectisthe sr.userin Louisville and can keep Rexoll out. (but
of course Rexollis much wealthier, and actually buys them out)

e) CanRectanusexpand outside Louisville? No, Rexoll is the otherwise national senior user.

f) Suppose Rex'sregistration made their mark Incontestable unders. 33(b)(5). Rectanus's prior use predated
Rex's registration, so Rectanus still has priority in Louisville.

4) Thrifty
a) Thrifty - overall SRuserinthe country
i) 58-firstuse;beganrentingcarsin OK
ii) 62-soldbusiness, expanded to Houston, TX; Wichita; St. Louis
iii) Jul3062 - appliedtoregisterat USPTO
iv) Jul 26, 64 - TM granted from USPTO
v) Dec67 - expand-opensfirstoutletin MASS
b) Thrift
i) Oct62 -began in MASS (before Thrifty moved into MASS)
(1) Shipped carsaroundthe New England area; advertisements, etc
ii) 63-adsinNantucketpaper
iii) 70 - moved to Nantucket

c) Thrifty hadanincontestable mark by thistime -ithad been used continuously for 5years. Butone can
challenge anincontestable mark by priority.

d) Thrifthas priorityin MASS because they startedin 62.

e) Whatelse doesThrift Get? Wherever Thrift was using the mark prior to Thrifty's registration. Thus, Thriftis
limited to Mass and Taunton. Thrift's advertisementsin Nantucket and shipping to new England areas were
notcredited, since they were sporadic, and did not create association.

5) Dawn Donuts
a. Dawn Donuts has national registration. Afterthe registration, Hart sold "Dawn" Donuts w. different trade dress
intheirstores.
i) Courtsaid, eventhough Dawn has nat'l rights, they can't enforce them against Hart since Dawn didn't try
to establish orexpand theirbusiness to Hart's area.
ii) Butif Dawn did wantto expand, they can enjoin Hart, the jr. user.
iii) Thisis mostlyastandingissue.
b. Whatif Dawn had an internetsite that sold donutsin Rochester (where Hart located)? That seems like an
overlap and a potential harm such that they can sue Hart.

6) Rationale
a. Fairness-whenyou have two good faith users of a mark, its fairto let them both use their marks, subj to limits
b. Competition - encourages competition
c. Consumerconfusion -if the Louisville user was able to shut down Rex, the nationwide mark, thatwould be
incredibly confusing for consumers

Ownership
i. Dispute overownership most often arises when competing parties who once collectively owned the mark are now fighting

amongstthemselves. Eg. Bands, businesses, creative pursuits.

ii. Who Owns the Mark New Edition? (Bell Biv Devoe)
1) Doessomeone have a registration?
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V.

a. Ifyes, thenthatcreatesa rebuttable presumption of ownership. Does the use by the band members predate
the registration? If yes, then the members would have prioruse. If no, The members of New Edition could
prove they have ownership viajoint endeavors test.

2) Who had priority?

a. Whatis the underlying goods/services? Bell says "entertainment services"; Record co says "records."

i) The publicis the primary determiner of what the underlying product is. Court says publicwould most
readily recognizethe services to be entertainment services.

b. Whouseditincommerce first? Bell had gigs in Mass early on, and Record co putout "candy girl" nationwide -
Record co would get the rest of the nation (based on concurrent use reasoning). But court said that wouldn't
allow Bell to expand beyond Mass, wouldn't make sense.

c. Courtsayswe think Bell had priority, butalternatively, Bellis the owner:

3) Whoownsthe mark?

a. JointEndeavors Test: Prior ownership is impossible to ascertain, so the legal task is to determine which
party "controls or determines the nature and quality " of the goods which have been marketed under the
mark in question.

i) Courtcitestoevidenceinthe record thatthe band members made the final decisions. They refused to
change theirnames, they refused to play certain songs, etc.

b. Evenifthatiswrong, court says the consumers associate the band name with the band members.

4) Consumer Association goesto?
a. Consumerconfusion/ associationis notatestfor ownership, butitinformsthe court's reasoning as to what
the underlying productis, and who the ownershould be.
b. We wantto protect consumers from confusion; underlying consumer confusion analysis drives the court's
outcome again.

iii. Conceptbandsare different
1) Menudoisa boyband with refillable/ replaceable band members. Perthe New Edition reasoning:
a. Priority: maybe Menudo
b. Ownership/control: Record producers, since members themselves came and went
¢. Consumerassoc: with the record producers, not the members, because consumers would know they're not
permanent.

2) Robiv. Reed- former memberwanted name "Silver Platters"; same reasoningas above for conceptbands. Plus,
courtsaid the memberleftthe band voluntarily so he cannotassert his rights overit.

iv. Suppose Jerry Garcia wantsto leave Grateful Dead. Who getsto keep/ use the name?
1) Jerryleftvoluntarily, so he losesthe rightto assert his rights overit per Robiv. Reed
2) Ontheotherhand,JGis like the main starof the band (like Dave Matthews), and he maintains control/ determines
nature, quality of the band, and consumers associate the band with him. (like New Edition) If consumers didn't see
JGat a grateful dead concert, they'd be very confused.

v. Suppose Jerry Garciaisina band called Jerry Garcia Band, and he leaves. The band wants to keep the name withouthimin
it, buthe wants it too.
1) Jointendeavor/ownership/control?
2) Pplnotbeingable touse theirown names?
a. Onceyou use a personal name and itattained 2d meaning, and that person leaves, the company/band can
continue to use thatname.

Registration
A. Federal Registration does not confer TM rights; it is simply a presumption of distinctiveness, use (and priority) and
ownership. You can have a registration without TM rights; you can have TM rights without a registration.

B. BenefitsforRegistering
i. Nationwidepriority and rights
ii. Incontestability within 5years
1) Extrapresumption of validity
2) Makesyourmark harderto challenge
iii. Noticetoothers
iv. Evidentiary advantages
1) Aregistered markis primafacie evidence of validity, ownership, distinctiveness.
v. Protection againstcounterfeiting

C. Procedure forRegistration
i. Canfileal(a) application allegingactual use

ii. CanfileanITU
1) §1(b)a personwho has a bona fide intention, under circumstances showing good faith of such person, to usea TM
incommerce, may request registration of its TM:
a. Goodfaithintenttoactuallyuseit
b. Application hasinfoaboutgoods, drawing of the mark
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D.

c. Thatthe mark is inherently distinctive (not generic, not descriptive w/o 2d meaning)
d. Nooneelse hastherightto use a similarmark (not LOC, mistake, deceit)
Needtofile astatement of use, where asecond examination occurs
i) Statementof use must be filed within 6mo; with extensions given foranother 6 mo;then another 24 mo
attheirdiscretion forthe issuance of notice of allowance. You get potentially 4.5years to file statement
of use.
f. Oralternatively, youcanamendyourl|TUto allege actual use priorto yourapplication beingapproved for
publication;in which case, yourapplication changes froman ITUto a straightforward 1(a) application, butyour
app still dates back to the ITU file date.

iii. MorelITU
1) Otherscanoppose anITU (if they have standingto do so) justlike they can oppose a regular registration
2) CriticismisthatITU is a glorified "minorbrands program" that was condemnedin P&G but there is rather
widespread approval
3) Benefits of ITU system: protectinvestmentsin the mark; protect against foreign companies swoopingin; abolishes
token use system

Bars to registration
i. Thereare numerousbarson registration. You can eitherbe prevented fromregisteringif your markis one of the below; of

yourmark can be challenged, atany time, based on one of the below.

ii. Aperson challenging, opposing orcancelling registration must have STANDING to do so.
iii. §14- a petitionto cancel a registration of a mark may be filed by any person who believes that he will be damaged
1. Richie Testfor Standing
a. Opposermusthave a"real interest" inthe proceedings; and
i) Directand personal stake
ii) Whose interestsare directly relevant/implicated by the mark
(1) "family man" has standingto oppose amark symbolizingakiller.
(2) "man"doesn'thave standingto oppose "Dykes on Bikes" registration because the mark doesn't
implicate the man
b. Musthave a "reasonable" basis for his belief that he will be damaged.

iv. §2(a) Immoral, deceptive, scandalous, disparaging, falsely suggesting a connection [absolute bar]
Whetheramark isimmoral, scandalous, disparaging is a subjective judgment.
1. Immoral
a. Defined:Immoral means "notmoral, inconsistent with rectitude, purity, or good morals, contrary to
conscience or moral law, wicked, vicious, licentious, as an immoral man or deed." (Simms Dissent, Bad Frog)

b. Criticism:Lawrence v. TX-Supreme Court said we cannot have laws based PURELY on morality; and here we
are, havingan atty at the USPTO decide based on completely subjective morals.

2. Scandalous
a. Defined:Shockingto the sense of propriety, offensive to the conscience or moral feelings or calling out for
condemnation.
b. Test:
i) Determine likely meaning of markin context;
(1) Contextispeople who buy, associate with the mark
(2) Eg.If the contextof Bad Frogbeeris bars, clubs, then the meaningis a badass frog withan FU
appeal.c/a-ppl buy itto drink at home, children see itand thinkit's a cartoon character.
ii) Evaluate whetherthe matter isscandalous to a substantial composite of the general public
(1) Thereference groupis"general public," not necessarily buyers of this beer.
(2) Keepinmind contemporary contexts and changing social mores.
iii) Isitshockingto the sense of propriety, offensive to moral feelings?

c. KATRINAthe Drink
i) Likely meaningin context makesitSO much worse;c/a- dark sense of humoraboutthe hurricane.
ii) Definitely offensive, bad taste; based on person's own beliefs.

3. Disparaging
a. Defined:Disparagementisthe publication of a statement which the publisherintends to be understood, or

the recipient reasonably should understand, as tending to cast doubt upon the quality of another'sland,
chattels, or intangible things. [from class lecture]

b. HarjoTest:
i) Whatis the meaning of the matter in question as it appears in the marks, and as those marks are used
in connection with the marketplace?

(1) Takinginto accountdictionary definitions, relationship of the matterto otherelementsinthe
mark, nature of the goods/services, mannerin which the markis usedin marketplace in
connection with goods/services

(2) "mostpeople would find the mark to be offensive/disparaging"

ii) Ifit'sa meaningthat refersto identifiable persons/beliefs, Isita meaning that may disparage a
substantial composite of the reference group.

(1) Lookto membersofthe reference group themselves
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4,

(2) Mustbe disparagingat time of registration
1) c/a- changingsocial mores

c. GreyhoundTestforCorporate Disparagement:
i) Thatthe communication reasonably would be understood as referringto P;
ii) Thatthe communicationisdisparaging-- would be considered offensive of objectionable by a
reasonable person of ordinary sensibilities.
(1) Doesn'tlooktoreference group, lookstogeneral public.

d. REDSKINSfootball team

i) Native Americans soughtto cancel thisregistration forafootball team; it disparaged the

reference/social group.
e. SEXROD

i) Boston Red Sox opposed aregistration fort-shirts, etc.

ii) Arguedthatitwasvulgar(whichisnotinthe Lanham Act); Immoral/scandalous. Theirbestargumentfor
that was the registrant sought to put the mark SEX ROD on children's clothing.

iii) Disparagingbecause itbroughtthe RED SOX into contempt/ disrepute
(1) Butthislookslike aback-doortoa dilution claimfor Tarnishment.
f. KHORAN for Armenianwine
i) USPTO refused registration on groundsitwould disparage Muslims. Meaning of the matteris context
that would create an association with Muslims; and its disparaging because it's advocating wine, which is
aviolation of theirreligious tenet.

ii) Dissentsaid we shouldlook atthe meaning of the markin context of the general population; and the
general population wouldn't thinkit's associated with Muslims because they don’tdrink wine.
ALTERNATIVELYifit's with respect to the Muslim population, they are most likely to know that thisis not
associated with Muslims because they're the most likely to know.

(1) Dissentsays, the wine just seems out of whack with a Muslim tenet, butitdoesn'tseem
disparaging

g. DYKES ON BIKES
i) Alesbian hasstandingto oppose this registration claimingit's disparaging

(1) Hasa clearstake inuse of the word, real interestin trying to eradicate that word

ii) HarjoTest

(1) Likely meaningofthe matter-referstolesbian community; meaningthathas been historically
disparaging (Can use dictionary definitions of the word, surveys of the word)

(2) c/a- use of the word defangs the word; gives sense of empowerment; perhaps tolerance; the
reference group has useditand registered it; nota meaningthat disparages bcit's embowering,
and members of the reference group are more likely to be aware of this use.

iii) Immoral/scandalous

(1) Useofthe word isderogatory and thus immoral (like using the N-Word); it's approving of a
lifestyle that ppl mightthinkisimmoral/scandalous. The Lanham act asks us to make these moral
determinations,and it's offensive and immoral.

(2) c/a-becauseitrhymes,it'snotas "shocking"tosense of propriety, itsanitizes the meaning; the
factthat the in group usesthe term means they're cool withit.

Deceptive
a. Defined:
b. Inre Budge Test[determiningif Deceptive or Deceptively Misdescriptive (2(e)(1))]:
i) The mark must falsely describe the character, quality, function, composition, or use of the goods or
services
(1) Isitdescribingit?
(2) Itisnottrue?
ii) The misdescription mustbe one that the prospective purchaser is likely to believe is true;
iii) Mistaken belief mustbe likely to materially affect the consumer's purchasing decision.

iv) Ifonlylisyes,thenthe mark may be suggestive or arbitrary
(1) Doesnotrequire finding of 2d meaning
1) Eg.Suggestive that CAFETRERIA servesfood, butisnota cafeteria.
v) If1& 2are yes,thenthe mark is deceptively misdescriptive under2(e)(1)
(1) Ifyoushow 2d meaning, the mark can be registrable [see 2(f)]
vi) If1,2, & 3are yes, thenthe mark is deceptive.
(1) The markcannot be registered; 2(a) deceptive isan absolute bar

c. CAFETERIA
i) Petitionerwasdenied registration for CAFETERIA on the grounds that it was deceptive. Courtheld
CAFETERIA fora restaurant was DECEPTIVE, thus an absolute barto its registration.
ii) Applyingthe factors:
(1) Itdescribesthe restaurant, and the descriptionisfalse, because it saysit has the character, quality
of a cafeteria, whichisn'ttrue
(2) Majority says thatthe consuming publicwould likely believe the misdescription to be true;
consumers cannotinspectthe qualities of arestaurant until they enter the restaurant. And at that
point, consumers are already duped.
1) Dissentsaysno-consumersare likely to know what the restaurantis, and evenso,
consumers can walk out.
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5.

(3) Majority says thatonce the consumers are misled, they are already duped. Courtis concerned
with needless waste of time that goesintoit.
1) c/a- whateverconfusionisde minimus; and lasts about 30seconds. They can just walk out.
iii) Kind of a strange outcome for this case.
iv) Courtseemstocreditinitial interestconfusion -afleeting30second confusion thatis cleared up before
the time of purchase.

d. Deceptive Hypos:
i) Lovee Lamb forseatcovers(not made of lambskin)

(1) Misdescriptiveof chara, quality, use of goods? YES
(2) Likelytobelieve?Yes, espifits expensive
(3) Likelyto affectdecisiontopurch? Yes, forbetterorworse
(4) Hasbeenheldtobe deceptive.

ii) Ice creamfor chewinggum (notice cream flavored)
(1) Misdr?Yes
(2) Believed? Canargue thatits notdescribingaflavor, ice creamisa thingwithotu flavor, so

consumersjustthinkit’saname, anditsjustarbitrary (it was found to be arb)
1) Butyoucan also argue thatit’sa flavorof the gum

(3) Andmightaffectyourpurchase.

iii) One minute for washing machines (7-11m cycles)
(1) Misdr?Yes
(2) Believe? Noone wouldthinkthatitgetswashedinone minute (attime, thought of as suggestive);

onotherhand, today we could think that there's some kind of new crazy technology.

iv) George Washington Ate Here forrestaurant (he didn't

v) Organikforgarments (100% natural cotton, but grownw chemicals)
(1) Misdr?Yes
(2) Believed? probably
(3) Purchase?Yes. Definitely . There's lots of ppl who want to buy only organic/green products.
(4) Deemeddeceptive, can'tregister.

vi) Holeproofforwomen's stockings
(1) Misdr?
(2) Atthetime, notbelieved by consumers, deemed suggestive

False Suggestion of Connection
a. Defined:

b. Note Dame Test:
i) The applicant's mark isthe same as, or closely approximates, another's previously used name or
identity;
(1) Ifthe markisorissimilartoP's name
ii) The mark would be recognized as such;
(1) Thatthe mark evokesP'sname, notquite presumingaconnection
iii) Noconnectionbetween P and the product under the mark;
(1) Pisnot affiliated with the product
iv) Connection presumed by consumers because the name or identity of the P is of sufficientfame or
reputation that when the applicant's mark is used on goods or services, a connection with the other
party would be presumed.
(1) WhetherPisfamous
(2) Famous people are likely to make clothing, perfume, accessory lines

c. TWIGGY case
i) Courtsaid, twiggyis hername;the mark evokestwiggy'simage; twiggy isn't affiliated with the product;
and Twiggy is famous enough that ppl would think she probably had something to do with the mark.

ii) The False Suggestion of a Connection analysis doesn't really concern consumer confusion that much. It
hasto dowith free ridingand possible dilution. Free riding - twiggy is famous, using her name will
subconsciously make ppl wantto buy more; and ppl shouldn't be able to benefit from the use of her
name.

v. §2(b) & (c) Insignias, Identities of living persons or dead Presidents w. widows

1

Rule: cannotseek toregisteramark that contains a flag; or consists of a name/portrait/signature of any living person
oradead Presidentwith alivingwidow.
Absolute bar.

Canuse flags as part of a trade dress, if you disclaim the flag.
Why only living ppl's names?
Why only dead presidents w widows?
Section 2(c) Hypos
a. CanyouregisterJoe Schmoe Beer? (assumingthere are 250 Joe Schome's living)
i) "particularlivingindividual" -- means you have to be referring to a particularJoe Schmoe, notjusta

name

b. Supposeyouhappen toshare the same name as Gwen Paltrow or will smith -- can you register yourown name
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fora cosmeticsline, if also belongs to someone famous?
i) Thereisalsortto publicity concerns
ii) Will: hard to make this argumentbc there are lots of will smiths; onthe otherhand, he isvery famous
and lots of celebs have cosmeticlines.
(1) Ifthe goods/service was more closely related to actor's profession, much betterargument that
you are trading-off.
(2) Ontheotherhand, we'dwant areal Will Smith who has that name to be able to work in movies.
iii) Gwen:have agood argumentthatotheruse should be prohibited; very unique name; likely toiden a
particularindividual

Canyou register Marilyn Monroe stockings or James Dean for leather jackets?
i) Marilynand Dean: under2(c) these are fine because they are DEAD and they weren't presidents, and

theydon’thave widows.

ii) Whenapersonisdead, youcan still bringa2(a) claim. But you need identifiable heirs or ppl holding that
person'sidentity for standing purposes.

iii) Butunder2(a), there'slikely be afalse suggestion/connection with those persons.

(1) 2(a) prohibitsthe use /false connection with someone living/dead -- but courts have often
required aliving heirto have stake in name to be able to have standingto challenge.

7. MATERIALGIRL

a.

b.

2(a) claim
i) She hasbeenknown/called Material girl - that's her name or identity
(1) Surveys-pplwouldassociate itwith her
ii) She'ssuperfamous, probably false suggestion of connection.
2(c) claim
i) She'sliving, butit's hard to make the argumentthatthe mark holderis using heractual name, image,
signature.
ii) Shouldargue that"name" meansanidentifier.

vi. §2(d) Confusingly similar marks
1. Rule:amarkthatislikelyto cause confusion cannot be registered.
2. Absolute bar.
3. Same analysisas LOC
4. Factors

=P 20T

Similarity of marks - Sight, sound, meaning

Products/markets

Buyers - sophistication; specialized or general public

Strength of the sr. user's mark - famous, arbitrary, incontestable

Actual confusion - survey

Intent-intentto create similar mark; intentto confuse; knowing there's prior mark and adopting similar
mark anyway (some jxs credit this as intent)

5. NUTRASWEET versus NUTRA SALT

a.

b.

C.

Sight, sound, meaning (similarity of marks)
i) Bestarg for NUTRASWEET for similarity
(1) Bothhave NUTRA;theylook the same and sound the same
(2) "sweet"and"salt" are similarin meaning because they're both tastes.
(3) Bothare condimentsyou'd use
(4) Both mean sth nutritious - Nutraevokes somethingabout healthy or nutritious
ii) Notsimilarity
(1) NUTRASALT iswritten ondifferentlines with aspace between
(2) Saltandsweetare opposite - someone who makes sweetenerdoesn't probably make salt.
(3) NUTRISWEET uses the mark on EQUAL and otherthings -- ppl wouldn't notice the nutri sweet
mark - NUTRI sweetisalways asecondary label - smallerand off to the side .
(4) Butwhenyousee NutriSaltthat's the primary mark on the packaging
(5) There are lots of foods that start with NUTRA - less likely confusing
iii) Courtsaid NUTRISWEET wins. Opposer wins.
Products/mkts
i) Similar-for NUTRASWEET
(1) Same typesof market, same aisle
(2) Appealingtosimilarmarket of the public
(3) Saltandsweetare condiments
(4) Similarproduct/category even though notidentical
ii) Different
(1) Nutrisweetis marketed to manufacturers and thus not consumeroriented (equal orsoda, etc)
(2) Butnutrisaltactually markets directly to consumers.
(3) Notdirectcompetitors, justbcppl buy saltdoesn't mean they will also buy sugar; there's not much
overlap and ppl won't buy both -- ppl want one or another
iii) Nutrisweetwins-Opp.
(1) Ctsaid ppl may buythe sale thinkingits made by nutrisweet
(2) Nutrisweet was largely advertised to consumers eventhoughitended up beingusedin other
products. So NUTRISWEET is still quite prominent mark for consumers
Buyers (soph ornot;impulse or not; specialized market or general pub)
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i) Cheap product-impulse purchase forbuyers; notlikely tospendtime
ii) Lookingatthe general public
iii) Nota sophisticated purchase
iv) Thisfactor goes to Nutrisweet- Opp.
d. Strength of mark (of the sr. user) (famous mark; arbitrary mark; how much ground does the mark get)
i) NUTRISWEET s strong
(1) Priorityregistration (we'd need to show nutrisweet had priority in orderto even get to thisinquiry)
(2) Lengthofuse
(3) It'sfanciful orarbitrary; maaaaybe suggestive.
(4) Advertisement-they spenttonsofad money
(5) Surveyswouldshow that
ii) Nutrisweetis notstrong
(1) Simplysuggestive
(2) Third party uses- there are lots of uses of NUTRA in food marks and so when lots of ppl use it, it's
notsuch a strongindicator of source.
(3) Thefactthat NUTRISWEET is a secondary mark geared toward manuf; not consumeroriented
iii) Courtfavors NUTRISWEET - opp - weighs in favor of likelihood of confusion
e. Actual confusion (surveysto show likelihood of conf are considered here)
i) 3rd party uses- pplrecognize thatit's a general type of mark that's used.
ii) Courtsaidnoev of actual confusion -- because nutrisalt hadn'treally been outvery long.
iii) Courttakes thisfactorout.
f. Intent(could meanintentto create similar mark;intentto confuse; knowingthere's a priormark and adopting
asimilarmark anyway)
i) Courtdoesn'ttalkaboutthis.
ii) Couldargue that Nutrisaltis tryingtouse NUTRISWEETs good will, but not necessarily to confuse.
iii) Potential copying because NUTRA doesn'teven mean anything - consumers can think that's the typical
way to describe a nutritional alternative to salt/sweet
iv) Courtdoesn'treallyanalyze.
g. Fourofthe six go toward NUTRISWEET, so that shows likelihood of confusion, and registration is barred.

6. NutrasweetHypos - can these be registered?
1. NutraChoice fordrydogfood (ornutro)
i) Notpeoplefood
ii) Ondifferentaisles
iii) Maybe not same consumers
iv) Maybe notsame markets
v) ‘"choice"doesn'tindicate any type of taste orfood; choice is very diff from sweet - so it overpowers the
similarity of nutra.
vi) Probablydiffinname and diff of market - likely permits registration even under NUTRA

2. Nutragrainforgranolabars (Or Nutri-grain?)
i) Bothare people foods, butits nota condiment
ii) "grain"istotdifferent- diff product category
(1) c/a- ppl mightthinkthat nutra grain isgranolabars made with nutra sweetsweetener.

3. Nutrosalt?
i) Insight,the oisdifferent; butbysound, they soundverysimilaranditdoesn't matterthanthe letteris
different.
ii) c/a-ifyoudrop offthe sweetandthe salt - as the court suggested - thenyou have nutrovs. nutra and
those are different.
iii) Third party uses might be more important- if otherthings have nutri and nutro ; and we'd be concerned
by letting NUTRASWEET overpower and take more TM protection.

7. MARSHALLFIELD vs. MRS FIELDS
8. INRE AMERICAN BOY

vii. §2(e) Merelydescriptive ordeceptively misdescriptive; primarily geographically descriptive; primarily geographically
deceptively misdescriptive; primarily merely asurname; functional.

1. §2(e)(1) Descriptive or deceptively misdescriptive
1. Useinre budgetestto seeif somethingisdeceptively misdescriptive
i) The mark must falsely describe the character, quality, function, composition, or use of the goods or
services

(1) Isitdescribingit?
(2) Itisnottrue?

ii) The misdescription mustbe one that the prospective purchaser is likely to believe is true;

iii) Mistaken belief must be likely to materially affect the consumer's purchasing decision.

iv) Ifonlylisyes, thenthe mark may be suggestive or arbitrary
(1) Doesnotrequire finding of 2d meaning
1) Eg.Suggestive that CAFETRERIA servesfood, butis nota cafeteria.
v) If1& 2are yes,thenthe mark is deceptively misdescriptive under2(e)(1)
(1) Ifyoushow 2d meaning, the mark can be registrable [see 2(f)]
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2. §2(e)(2) geographically descriptive
1. Waltham Watchestold us that you always need 2d meaning with ageographically descriptive mark.

3. §2(e)(3) geographically deceptively misdescriptive
a. Absolute bar
b. TwoTests; analysisis essentially identical

c. Ifthe mark doesn'tcome froma place, use this 4 factortest from CA Innovations

i)

i)

iii)

iv)

v)

vi)
vii)

The primary significance of the markis agenerally known geographiclocation
(1) Aka.ageo.Termlike "California"
(2) Thenon-geographicmeanings of amark can be consideredin determining whetherits primary
significance is geographic.
The consuming publicis likely to believe that the place identified by the mark indicates the origin of the
goods bearing the mark, when in fact the goods do not come from that place and
(1) Goodsplace association
The goods do not come from that place
The misrepresentation was a material factorin the consumer's decision.
(1) Material iswhetherthe place namedis "noted for" the goods orthe goods are a principal product
of thatarea.
(2) Ifnotthislaststep,thenregistrationis permitted, becauseit's not material.

CA Innovations
(1) Usedtheterm CA fortheir Canadian auto goods.
(2) Thegoodsdonot come from that place; case was remanded to figure out whetherthe use was
material and whetherthere was agoods/place association.
(3) Thefactthat the mark was registered and they disclaimed "CA" shows thatthey knew itisn't
protectable
(4) Maybe CAinnovationswanted to conjure good quality from the CA word, that might be material

Inre Spirits International, NV.
Itdoesn't come from Moscow, so we know to use the 4-prongtest.

(1) CourtinBAIKsaidthe relevantconsumingpublicis Russian speakers and that Russian speakers
would know, and ultimately be deceived.

(2) FedCircuitsaysthe relevant consuming publicshould be people who are willing to purchase the
goods/services, they need not be Russian speakers.

(3) Doctrine of foreign equivalents bears here

d. Ifthe productcomesfroma specificplace, use the two factor test from BAIK

i)

i)

iii)

The term inthe mark sought to be registered is the name of a place known generally to the relevant
consuming public

(1) Isita place known for producinga particular product?

(2) Dopplknow that place? Orisit really obscure?
The publicwould make goods/place association, aka. believe that the goods/services forwhich the
mark is sought to be registered originate from that place.

(1) Ifthe goodsreally come from that place, we can presume this prong.

IN RE BAIK
(1) Vodkanamed afteralake in Ukraine

Review of 2(e)(2) and 2(e)(3) Hypos

i)

ii)

iii)

iv)

v)
vi)
vii)

viii)

Waltham Watches from Waltham, MA
(1) Would needtoacquire 2d meaningbecprimarily geo descriptive -- can't be reg, but pursuant to
2(f), can be reg pursuantto 2d meaning
Nantucket for Men's shirts (not from)
(1) 2(e)(3)-wouldbe barredif ppl are deceived - need materiality (maybe no one cares that shirts are
from nantucket)
(2) Goods/place assoc-- Nantuckettisn'treally known for manuf shirts, and doesn't evokesshirt type
of things; whereas Moscow is known for manuf vodka.
(3) WOULD be registrable as an arb/sugg mark, ratherthan being descriptive.
Paris for perfume (notfrom)
(1) Goods/place assoc
(2) Itsnotfrom there
(3) Materiality - ppl might wantto buy it more - more likely
Parisfordisposable diapers (notfrom)
(1) Nogoods/place assoc
(2) Notmaterial - bc ppl wouldn't buy diapers just bcfrom paris
Park Ave for Cigarettes (notfrom)
Dodge City for chewing tobacco (not from)
Swiss Army for pocket knives (from)
(1) 2(e)(2) problem-bannedinitially, butif if acquires 2d meaning, it's registrable under 2(f).
(2) Goods/place associs presumed
Hollywood for Fries (not from)
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ix) JapanTelecomforCAbasedtelephone and computerservice (servingJapanese clients)
(1) Defageoterm
(2) Certainly misdescrbcnotfromjapan
(3) Goods/place associssue - assocjapan with having good technology and communication
(4) Material - might wantto buy bc its fromJapan
(5) USPTOsaidthere'snogoods/place assocbetween Japanandtelecom.

4. §2(e)(4) merelyasurname
a. Need2dmeaning
b. Whetherornota mark is primarily merely asurname depends on whetherthe purchasing publicknows the
primary significance of the markisaname.
c. BenthinTestfor Determiningif Primarily Merely a Surname
i) Degree of surname rareness
(1) Ifveryrare,it'slesslikely that ppl will know/ treatitlike asurname
(2) Examiningatty will lookin phonebook to determine
ii) Whetheranyone connected w applicant has the surname
(1) Ifit'sthe applicant'sname, orsomeone associated with the mark's name. wantto allow pplto use
theirown names.
iii) Whetherthe term has any recognized meaning otherthan that of a surname
iv) The structure and pronunciation or look and sound of the surname
(1) Doesitsoundandlooklike asurname?

d. BRAMLEY case
i) Applicantsarguedit’sthe name of atownin England; also the name of a type of apple.
ii) Courtsaidno,itlooksandsoundslike asurname, andit's primarily asurname.

5. §2(e) Functionality
a. Absolute bar.
b. Functional features/ marks are notregistrable, even if they attain 2d meaning.
c. Qualitex Rule Revisited
i) Essential tothe use/purposeof the article
i) Ifitaffectsthe cost/quality of the article, aka, it puts competitors as a significant non-reputation related
disadvantage

d. Morton-Norwich Factors for determiningif sthisfunctional
i) Utility Patents: The existence of a utility patent disclosing the utilitarian advantages of the design
(1) Strongevthatit's a useful feature; How is the feature described in the patent;isthat feature one
of the prime features described as one of the useful parts for the patent
(2) Whatisthe history of patent prosecution - what did they argue to USPTO
(3) Whatisthe infringement history - trying to enforce their patentrights
ii) Advertising: Advertising materials in which the originator of the design touts the design's utilitarian
advantages
(1) Arethe Ads pointing outthat feature as being useful
iii) Alternative Designs: The availability to competitors of functionally equivalent designs and
iv) Costand Ease of Alternatives: Facts indicating that the design resultsin a comparatively simple or
cheap method of manufacturing the product.

e. MORTIN-NORWICH- spray bottle shape and design not registrable; expired utility patents suggested utilitarian
featuresforthe bottles. Court said there were tons of alternative designs. Not functional.

f. WEBER- bbg makers soughttoregistertheirdesign. Courtsaid there are amillion otherdesigns, soit means
thatit's not a functional design.

g. HOWARDLEIGHT - the utility patent claimsit's functional to have bullet shape; the ads tout the utilitarian
features; court said we don’t need to consideralternatives orgo beyond the first step after TRAFFIX. The fact
thatthe shape is utilitarian and functional is enough. This was before TRAFFIX, but took on a similarreasoning.

h. Traffix Rule for Functionality
i) Ifthe feature is essential, useful, utilitarian - it's functional. No need to discuss alternatives.
(1) Alittle more like aestheticfunctionality
i) Ifit'snot essential, useful, utilitarian, go on to discuss alternatives.

i. TRAFFIX- court said alternatives don't matter because the effect of the utility patent meant thatthey are
useful features, and usefulness is enough to show functionality

j. QUALITEX- green/gold was not functional

k. GIBSON - there was no patent forthe guitardesign; but the ads touted the functional features of the shape -
bettersound, etc. This seemed to be touting and promoting the useful features, and after TRAFFIX, no need to
discuss alternatives.

viii. §2(f) A showing of 2d meaning allows/permits registration for the above EXCEPT: 2(a),(b),(c),(d),(e)(3) & (e)(5).
V. Standingto Oppose /Cancel a Registration

VI. Loss of TM Rights
A. §14 - petitionto cancel aregistration may be filed by a person at any time if (3) the registration in question becomes the generic
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name forthe goods or services [or portion thereof] for whichitis registered;itis functional; or has been abandoned.
§ 15 - AnIncontestable mark [continuous use of amarkfor5 years] is presumed protectable unlessitis the genericname forthe
goods/services forwhichitis registered.

Genericism- §§14,15
i. Agenericmarkisa termthat referstothe goods/ services, and not the source of a particular merchant's goods.

ii. Generictermsare perseineligible for TMprotection - genericterms are by its definition unable of indicating source.
1. Generictermscannotbe registeredinthe first place - theyare notinherently distinctive even with de facto 2d
meaning;
2. Aregistration can be challenged onthe basis thatit's become generic.

3. BOP:The Plaintiff has the burden of proving they have a protectable mark. They, thus, have to prove the markis
inherently distinctive (or with 2d meaning) and not generic, not functional; that they are the owners, and that they
used the markin commerce.

iii. De Facto Secondary Meaning
1. Whenthereisanassociation between the markand asource, but nota source -identifying association.
a. Eg.Most people have an association with "You've Got Mail" and AOL. But thisis a simple association, not
source-identifying.
i) c/a- AOLsays, we made thisup, it's source identifying,ithas de jure 2d meaning.
ii) Defendantsaysyouhave only de facto 2d meaning, and your mark is generic, soit doesn'tindicate
source.

iii) Thus, courtwould gothrough the genericfactors [see below] and see ifitisgeneric.

iv. ClassifyingaGeneric Mark
1. "the primarysignificance of the registered mark to the relevant public" is the test for determiningifamarkis
generic. (§14)
a. Consumersneed notknow the source of theirgoods, only thatitemanates from asource. Need to know that
the termreferstoa particular branded product, not the productitself.

2. Factorsto lookat fordeterminingifamarkis generic
a. Third party uses
b. Howthetermis used-use as a noun/adjversususe as an adjective
i) Keepnote of how the packaging, advertisement, labelingis used
ii) Eg."Bayer'stabletsof Aspirin"=makesit generic
Dictionary definitions
Media usage - newspapers, articles, etc.
Trade usage
Surveys
Functional orcommon meaning - "You have mail."

® -0 Qo0

3. TwoConsumerSurvey Tests
a. ThermosTest[will annihilateabrand name]
i) Justask consumerswhatthey call something. "What's aname for containers thatkeepitemshotor
cold?""Athermos"
ii) Ifyou're a Defendant, youwantadesign thatelicits the brand name, to prove generic, to prove
Defendantcanuseit.
b. TeflonTest[will protectabrand name]
i) Askconsumers"Doyouknow a brand that sells non-stick pots and pans?" "Teflon". Then ask, "Do you
know some otherterm fordescribing the product?" [self-adhesive bandage instead of band aid]
c. Neithertestgetstothe ultimate question: Do consumers think the mark identifies the product category or
thatit'sa brand name indicating source?

4. ApplicationtoiPod hypo. IsiPod generic?
a. iPodisagood example of self-genericide; itis sofamous as referring to the only type of mp3 playerthat's
cool -- arguably you could have a genericide problem
b. Factors
i) 3rd party uses- no othercompany usesiPodasa term (like SonyiPod or SamsungiPod)
ii) Plaintiffsuseitasanoun, not as an adjective
iii) Mediausage - noun
c. Surveys-mightreveal thatconsumersknow it'sabrand name, but call it iPod for linguistic efficiency

v. SplitMarkets

1. Atermcan be source-identifyingand non-genericin one market; butgenericin another market.

2. Eg.Bayer case - "Aspirin" was deemed genericwith respect to consumers --and as such, Bayer lost the right to
exclude others from using the markin advertising to consumers; but "Aspirin" was deemed source -identifying with
respect to pharmacists who dispensed the drug.

3. Inanysplitmarket, a brand can preserve theirmarkin one market but not another.

vi. Self-Genericide

1. Whenaproducerbecomes a victim of its own success; when something (like, foreg, iTunes) becomes so successful
ornovel that people cannotthink of any other way to referto that product except forthe mark name.
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D.

a. iPod
b. XEROX
2. Orwhena producersimply makes the wrong TM moves; poor branding strategy.

vii. CompetitorGenericide
1. Adirectcompetitorcannotrunads and campaignsin orderto kill off their competitor's mark

a. Eg.Con-Tactpaper

viii. Avoiding Genericide
1. Developadifference betweenthe genericmarkandthe brand name
a. Eg."Band-Aid brandself-adhesive bandages" -- even if consumers still refer to them as Band-Aids, at least
consumers will know thatit's abrand name product, and that's sufficient to avoid genericide.

ix. Doctrine of foreign equivalence applies here
1. Ifamarkisgenericinaforeignlanguage, we translate itand determineif its genericin English.

2. Eg.Type of Sake

Abandonment
i. Genericism
1) §45(2)-whena mark becomesgeneric, the markloses significance asamark and isdeemed abandoned.
2) Whenamark becomesgeneric, you nolonger own that mark.

ii. Non-use
1. §45 AbandonmentofaMark. A mark shall be deemed "abandoned" whenits use has been discontinued with intent

notto resume such use; and non use of 3 consecutive yearsis primafacie evidence of abandonment. Use means
bonafide use.

a. Nonuse - 3 years of no use; inferfrom circumstances
i) Eg.CBShadn'tusedthe "Amosn Andy" mark in 21 years, but contended that they were still "using" the
mark by licensing the markin various contexts. Circuit court held that the use was sporadic, occasional,
andis not enough to produce consumer-association.
(1) Also, the mark was arguably notusedin "commerce" because they weren'tsellinganything with
the mark, they were simply licensing
(2) c/a- CBS wasmakingmoney off of the licensing

ii) Eg.Needstobeausein USA
iii) Thereisa presumption of abandonmentafterashowingof nonuse

b. Intentnottoresume [NOTintenttoabandon]-inferfrom circumstances
i) Burden shiftstomark holderto prove intenttoresume inthe reasonably foreseeable future.

ii) Eg.If CBSput out an Amosn Andy DVD duringtime of litigation, this shows anintenttoresume use of
the mark. Thoughit's been 21 years of non-use [fits element 1] itwouldn'tfitelement 2, and the mark
wouldn'tbe deemed abandoned.

2. Lossof priority when abandon amark
a) CBScouldonlyregain priority like this A if no one came in between the non-useand the resuming of use.
i) Inthe actual case, Defense swooped inand used the mark, which re-set CBS's priority date. They'd have
to start from scratch.
ii) Asaresult, jr.userwasable to use the mark in his musical, and assert the mark against other musical
users. Probably couldn't prevent CBS from making anew TV show if they wanted to. [unless jr. user
showed that the musical was so famous and had source-identification beyond the musical genre]

3. Otherconsiderations
a. Confusionisstillanissue
i) Whenafamous mark technically meets the above two requirements (non use with intent not to
resume), consumers could stillhave an association with the brand, and court wouldn't wantto find
"abandonment".

(1) Eg.Brooklyn Dodgers abandoned their mark because they moved to LA and became LA Dodgers. A
restaurantopened up named Brooklyn Dodgers opened up. Itdidn'tinfringe the LA Dodgers mark
because consumers wouldn't be confused - Brooklyn Dodgers ceased to exist.

(2) Eg.DaytonaSpyderisa car that's no longer manufactured, nolongersells cars, but the car is still
driven/seen onthe road, and replacement parts are still offered.

1) Probably notconsidered abandoned since consumers would stillassociate the mark.

2) Butiftheystopped makingreplacement parts and there were only 5cars leftin America,
that's closerto abandonment, but you could still argue that consumer confusion may be too
high -- consumerassocwith cars spans overlonger period of time, especially with more
distinctivecars.

ii) Whenan entity wants to change their name, it doesn't mean jr. users can swoopin and take the old
name. thisis because courts are concerned about consumer confusion. (American Assocfor Justice v.
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American Trial Lawyer's Assoc.)
(1) Courtwould probably credita# of continued uses of the old name

(2) Courtcouldrequire adisclaimersaying "formerly known as..." to protect themselves and
consumers.

b. PerhapsFirst Amendmentcan come in here
i) AnotherreasontoallowJr.user.If the Jr. useris providinga critical social commentary, and the mark
holderhasabandoned the mark -- more likely the court will find away to letthe Jr. userexpress
themselves.
ii) Inthe face of maybe consumerconfusion withthe Jr. user's mark, the social value of the Jr. user's use
outweighs whatever minimal harm of confusion.

c. International use
i) Bukharamarkhadn't beenusedin USAfor manyyears - jr. users wanted to use it, argued that Bukhara
abandonedit. They argued we used the mark abroad, and even sold packaged foodsin USA.
ii) Courtdiscreditedthisuse asnotsufficientto refute afinding of non-use and abandonment.

4. Rationale forinvoluntary abandonment
a. We haveinvoluntary abandonment because we want free competition, want ppl making socially useful
commentaries, don’twan't ppl stockpiling marks.
b. C/a- consumerswillstill be confused, especially if the sr. user's mark is quite famous.
i) That'swhyin many cases of non-use of arather famous mark, courts require adisclaimerorsomething
totell the consuming public.

iii. Assignmentingross
1. §10- a registered mark can be assignable solong as the good will of the business follows. This means that the
assignee hasto take overthe business and maintain the quality, good will, or manufacture/render a good/service
with similarquality.

2. Assignmentingrossis whena mark is transferred separate from the underlying goodwill it represents. Because a
TM has no independent significance apart fromits function as a symbol of goodwill, the mark simply evaporates
whenitis assignedin gross.

a. Theassignee cantake the symbol only, and attempt to create its own good will.

3. Rule:An assignee has to have substantially similar product to the assignor, such that consumers will not be
deceived orharmed, in orderfor a legitimate assignmentunder § 10.

a. Eg.Clarkv. Heartland forboots - Defendant starts selling boots underthe Heartland mark. Plaintiffasserts
priority because Sears assigned the mark tothemin "87, and Sears had been using the mark since "83. In order
todetermine whetherthe assignment [and thus the tacking of priority] is valid, must determine if the
assignment meets the 'substantially similar' test. Court said the goods were too different. Sears sold men's
hiking boots underthat mark, and Plaintiff sellswomen's boots. The goods are too different for the goodwill
and association to pass alongto Plaintiff.

4. Rationale: When an assignee attains a mark though an assignmentin gross, the assignee obtains the symbol but not
the underlying good will. Thus, any use by the assignee is necessarily different from that of the assignor. This results
ina fraud on the purchasing public, who reasonably assume that marks signify the same thing, regardless of who
theyindicate as source. [pg. 296 of LaFrance]

iv. Naked licensing
1. Naked Licensingoccurs whenaTM ownerfails to exercise reasonable control overthe use of amark by a licensee
such thatthe presence of the mark on the licensee's goods or services misrepresents their connection with the TM
ownersince the mark no longeridentifies goods/services that are underthe control of the owner of the mark. Thus,
the mark can no longer provide assurances of reliability and quality.

2. Rationale: Concernthata TM ownerlicenses his mark to someone who does not maintain the quality of the goods,
the publicwill be misled, and the TMwill cease to have utility asaninformational device.
a. Wouldnolongerreduce search costs
b. Woulddeceive the public
c. [see DawnDonut,and pg293 of LaFrance]

3. Requirement of Quality Control over Licensee Goods
a. Licensormustexercise supervision and control overthe operations of its licensees so that the goods remain at
status quo and the publicwill notbe deceived. Itis BESTtoinserta quality control clause to be contractually
reservedinthe K, yetcourts just need ashowing of whetherthe licensorin fact exercised such control.
(Barcamerica)

4. Factorsto consider for quality control
a. Actual quality of the goods produced
b. Existence/absence of consumercomplaints about quality
c. Extenttowhichlicensoractuallyinspected the goods/facilities wherethey were produced
i) Eg.Licensorshouldvisitavintner'svineyardaboutonce a year.

TM Outline Page 19



d. Whetherlicensorselected someone responsible for maintaining quality

5. Reliance on Reputation
a. InSOME circumstances, where there is a close working relationship between the parties, or where the
licensoris familiar with the quality control practices of the licensee, it may be sufficient forthe licensortorely
onthat reputation
i) Courtwill notcreditreliance on "reputation"if licensor doesn't really know what's going on, they never
checkup, they neverinquire. (Barcamerica)

v. Failure topolice third party uses
1. Ifthereisnumerous third party uses of your mark, and you do nothingabout, there is achance that youabandoned
your mark by failingto police your mark againstinfringers.

VII. Infringement of Registered Marks under § 32
A. Directinfringement- §32

§32 (15 U.S.C. §1114). Remedies; infringement;innocentinfringers

(1) Any person who shall, without the consent of the registrant--

(a).use in commerce any reproduction, counterfeit, copy, or colorable imitation of a registered markin connection with
the sale, distribution, oradvertising of any goods or services on orin connection with which such use is likely to cause
confusion, orto cause mistake, orto deceive...shall be liable in acivil action

i. Plaintiff mustbe the holder of a registered mark

1. Show registered mark - whichis presumption of the below:

2. Plaintiff must show that their mark is distinctive and source -identifying
a) Notfunctional
b) Notgeneric
¢) Notdescriptive

3. Plaintiff must show they have used the mark in commerce

4. Plaintiff must show ownership of the mark

5. Ifincontestable mark - super presumptions

ii. Dusedmark or colorable imitation of that mark in commerce
1. Dispute overwhether"use" means use asamark
2. Dispute overwhether"incommerce" means that D has to profit off of it
3. Wedoknow, however, thatthe D must use the mark somehow in public, and a use that Congress can regulate.
4. [see"Infringing Use" below]

5. Infringing Use under §32 [see also §43(a); §543(c), 45 "use in commerce"]
i. §32- Plaintiff must show that Dused the mark, or colorable imitation, in commerce

i) P/TM holderwould argue broad reading - thatan infringing use is any use that Congress can regulate;
(1) Thisway, D's cannot reap where they have not sewn.
(2) Thisaddressesthe consumer confusion aspect of TM law
ii) Dwouldargue a narrow reading- that the use must be a TM use as part of a commercial transaction
interstate where they use the mark on their product. [is thisaviable reading?]
(1) Thisreadingis favored by the free competition perspective of TM law, that consumers want
more choices, and want people like Google and When U to use the TMs and provide low-cost
alternatives for purchasers.

ii. Infringinguse needsto be abona fide use, and at least a use that Congress can regulate
i) NeednotbeusedasaTM
ii) Canbe invisible to users [metatags]

iii. Circuits are divided over whether simple keyword-triggered advertising can be infringing use. Revolves
around:
i) Whetherthe publiccan see the TMs being keyed
ii) Whetherthe Defendant gets moneyfor selling keys
iii) WhetherDefendantalters Plaintiff's website
iv) LOC?

iv. When aDefendantthat provides pop-up advertisements doesn'tactually sell the keywords to advertisers,
and simply uses categories of terms, not necessarily TMs, to provide pop-ups, does not "use" the mark in
commerce. 1-800. [see LaFrance 180]

i) 1-800 Contacts v. WhenU - court held no infringing use to creator of pop-up ads

(1) WhenUarguedwe didn'teven "use" the markand so we cannotbe liable.

(2) Dsaidthisis a category-based search, has nothing to do with TMs. WhenU Programmed each and
every websiteinto their systemto compile the "categories" that they used to generate pop-ups.
WhenU actually input "1-800 Contacts" into the program.

(3) Courtsaidthiswasn'ta use when WhenU compiled websites according to categories, such as "eye
care" "baking" etc. The only reason WhenU was using the TM was because the web addressis the
same word as the TM. the court says thisisn't significant;it's 1-800's fault forusingtheirTM as
theirweb address.
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(4) Sillyargument- mostbrandsdo this.

(5) Alsosilly because they're gettingaround the obvious. Court seems to credit the fact that WhenU
didn'tsell keywords to advertisers, and instead, they linked categories to weblinks.

(6) Thus, WhenUdid notuse the P's TM because they were simply attaining a collection of websites
thatwould be relevantto theirconsumers.

v. WhenabDefendantsells search terms that are TMs to advertisers, makes money off of it, and doesit
explicitly, thatis a "use" (Rescue.com)

i) Rescue.comv.Google - similarto 1-800 Contacts, but the court found aninfringing use. Google sold
keywordsto advertisers, and also had a suggestion program that, based on the advertiser's content,
would suggest keywords to buy, and packages of keywords to buy. Thisis a use.

(1) Differentthan 1-800
1) Googleis makingmoney here. We have amuch more direct transaction with the TM. Google
sellsthe TM, and the competitors use the TM as part of theiradvertisement.
2) Google doesitmore explicitly and publicly here
3) Googleisoftentellingadvertisers explicit TMs they can use.
(2) Similarto 1-800
1) Googleisselling"packages" or"categories" of search terms that may or may not contain
TMs.
(3) Thus, "use"isreally broad -- can be invisible use that consumers don't see; can be

vi. Ventsites
i) WhenaDefendantusesanother's mark on a website purely devoted to commentary about that product,
no "use" unlessthatsite also offers goods/services, advertizes, etc. then thatis "use."

ii) Suppose thatXcame up with a website called "moviebuff.org" that was aventssite that talked crap
about Brookfield's database. X doesn'taccept any money for the site, doesn'tadvertise, doesn'tgain
anythingfromit

(1) Arguably, thisisnotcommercial use because no profitis generated
1) c/a-Lanham act doesn'trequire profit, simply requires use that Congress can regulate - it's
certainly something that Congress canregulate in ISC
(2) FreeSpeechdefense

vii. Playboyv. Netscape - Recall that Netscape sold keyed ads to advertisers, one of which was "playboy" wherea
usercouldinput that search term and confusingly similarads would pop up.
a. Playboy obviously sued Netscape. How?
b. Use:Netscape usedthe mark (though notvisibly to consumers) by selling the ads to advertisers

viii. Brookfield - arguably West Coast didn'teven use Brookfield's markin commerce:
i) Soifyouwere West Coast - a Defendant - you would argue that we're not "using" the mark as the
intended meaning underthe Lanham Act.
ii) Theyjustusedthe markinits metatagsthatisinvisible toconsumers
iii) Wasn'ta TM use because they didn't affix the mark to theirservices, and neversuggested anywhere that
itwastheirmark

ix. Seealso"fairuse" in defenses, infra.

iii. Plaintiff then mustshow LOC between P's mark and D's mark
1. Use causesconfusion mistake, orto deceive asto source, sponsorship, or affiliation

Factors Considerations

Strength of mark Registration
Federal, State?
Incontestability?
Type of Mark
Classification under A&F
Advertizing, sales, yearsin use
Third party uses
Many third party uses = weaker mark
Diversified mark?

Similarity Sight

Same spelling? Same words? Hyphens?
Logo? Font?

Sound
Doesitsoundthe same?

Meaning
Doctrine of Foreign Equiv. Considertranslating,and whether likely consumers
would know the language and translate it.

Proximity/ Bridge the Gap Proximity of the goods/services
AuntJemimadoctrine - when goods/services are closelyrelated, like pancakes
and syrup, consumers are more likely confused.

TM Outline Page 21



B.

Likelihood P will bridge the gap
Will P likely move into the marketthat Disin? or are theyinidentical markets?

Actual confusion Yearsin Use without confusion?

Misdirected mail, calls, emails or statements of confusion?

Surveys
Even though not evidence of actual confusion, itjust shows indication of
suspected LOC.

Intent Different tests:

Intentto adopta confusingly similar mark
D had intentto confuse consumers
Intent to use same or similar mark
Dchose to use a same/similar mark - they wanted to do sth similartoan
existing mark - like Quality Inns
Knowledge of an existing mark, but adopt anyway (if the d knew of the P's mark
and adopted asimilarone anyway) some courts inferintentto copy inthat
instance

Consumer care/ sophistication | Price of the goods

/ cost of products If cheap, impulse buy
If expensive, thinkaboutitalot

1. LOCConsiderations
a) Courtconsidersthese factors with respect to potential purchasers
b) Courtoften caresaboutSr. user's mark
i) Though Courtcaresabout Jr. user's mark in reverse confusion analysis
c) Certainqualitiesare more importantthan others -- intent and actual confusion are arguably mostimportantin
drivinga court's analysis of finding LOCand infringement.
i) Oncethe courtfindsthose, there isusually astampede effect
d) Mustbe "likely" confusion
i) Noset% or likelihood, just must be more than mere possibility of confusion.

2. LOCexamples
a) E&Jv. GalloNero- wineiswine reasoning;forthisreason, courtfound LOC at MSJ stage.
b) Banfiv. Kendall-Jackson - opposite outcome of Gallo Nero because court had asophisticated understanding of
nuances of wine. Different markets, different consumers, differentlabels, no finding of LOC. Complete
different perceptions of winedrove the analysis home.

Pre-sale, Post-sale, Initial interest confusion
i. Mostly, the LOC determination revolves around point-of-sale confusion.
ii. Butnow, the Lanham Act recognizes pre sale and post sale confusion, as evinced by the phrase "LOC for potential
purchasers."

iii. Twotypes of initial interest confusion
1. Pre-sale confusion
a. Briefperiod of confusion that is rectified before time of purchase
i) Rationale:we wantconsumersto know exactly what they're going to get; furthers the underlying
justification of TMlaw to reduce search costs.
(1) c/a-thereisno harm to consumersatall -- fleeting period of confusion
1) c/a-dependsonhow longthey're confused for; they might spend lots of money/time

b. CAFETERIA case
c. MOBILoil and Pegasus case
i) Courtwentthrough LOCfactors to find LOC for Mobil even though there was no point of sale confusion
ii) Courtalternativelyheldthatthere was pre-sale confusion. Court said the Pegasus word evokes the
Pegasus symbol of Mobil and that creates an association to Mobil.
iii) UCargument- Pegasus wasreaping where they didn't sew.
iv) Dilutionargument-if consumersthought PP was Mobil, maybe consumers would dislike Mobil
v) Subconscious credibility - subconsciously, the flying horse evokes good feelings about buying oil, and
Pegasusis reaping off of that

d. Keyword-Triggered advertising often raises the question of initial interest confusion. Internet search engines
sell keyedrightsin TMs to advertisers, and when a user putsin a TMs, they can advertise. When the
advertisementorsponsored links are not authorized by the actual ownerof the TM (which is often the case),
this can give rise to an infringement claim based on LOC.

2. Merediversion
a. Interestina product, and diversion to that product, because it evokes gualities and feelings of another
mark, though consumers are not confused and neverwere.

b. Brookfield Case - court crediting mere diversion withoutany confusion
i) West Coast Rentals adopted the mark "moviebuff"in theirweb address, a TMthat belonged to
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C.

d.

Brookfield.

ii) InternetuserssearchingforBrookfield, and entering "moviebuff.com" orsearching formoviebuffviaa
search engine, would find themselves on West Coast's site [though they would go there voluntarily, they
wouldn't be hijacked.]. Though they may realize immediately that the site is NOT operated orrelated to
Brookfield, they may nonetheless remain on that site and business will be diverted from Brookfield. This
initial interestin Brookfield's good willends up diverting business away from Brookfield.

iii) Rationale: WCistrading off of the value of MovieBuff because it reaps off of consumer's associating to
itsgood will. The search will bring up alternatives and consumers may pick, thus diverting business away
from Brookfield. Not fair.

(1) c/a-thisisastoundingbecause the Lanham Act requires afinding of Confusion, and the court
blatantly says there is no confusion whatsoever.

(2) c/a-thisishow businessand competition go

(3) c/a- thisiscontrary to the underlying principle of free trade.

(4) c/a- Also contraryto principle of consumer confusion - since consumers are not confused atall. It
actuallyisabenefittothem.

(5) Veryproducer-centricview.

Playboyv. Netscape - Netscape sold search terms to advertisers. Sold "playboy" and "playmate" to advertisers
that would show unlabeled links to nude women. Playboysaid there's LOC because naked women is naked
women, and the ads are not labeled. Consumers would go there, thinkingits playboy, but once they go, they
realizeitisn't.

i) Thus, there issome potential LOC, and those few seconds are given credence.

ii) Judge Berzoninherconcurrence said thatthere isno harm here, confusion is de minimus, and that
shouldn't be enough forinfringement. Mere diversion is how the world works. The concurrence also
expressed concern about the Brookfield holding, and how it would apply to the Netscape case. Per
Brookfield, evenifthe ads were labeled, there would be diversion.

iii) Berzondislikes mere diversion.

Welles - playmate advertised herself as a playmate of the yearon herwebsite - court said it was legitunder
"fairuse" defense. You are allowed to accurately describe yourselforyour product by reference to another's
TM.

Can use the mark when describing your own product -- "our database is just like Brookfields, but it's free" or
"ouradult entertainmentis just like playboys!" you can referto other's TMs if you make it clear to
customers.

3. Some circuits recognize both types of initialinterest confusion, some one, some neither. 9th Circuit recognizes both.
st circuit only recognizes point of sale confusion (whichis strange, bcLanham Act says "potential customers")

iv. Post-Sale Confusion
1. Occurswhenuse of a TM leadsindividuals (otherthan the purchaser) mistakenly to believe thata product was
manufactured by the TM-holder. (from Gibson, pg 516)
2. Rationale:otherswillbe confused; dilution of the mark because ppl associate your mark with something shitty.

3. JockeyBoxers case - postsale confusion was not credited because the publicdoesn't see them post -sale.
4. Ifthiswere jeans, there could be afinding of post -sale confusion.

C. Reverse Confusion
i. Infringementactionsunder§32and 43(a) may be based on "forward" or "reverse confusion".
1. Forward (or "traditional") confusionis where a jr. user adopts a mark that so closely resembles the sr. user's mark
that it creates a LOC that the sr. user affiliated with/ sponsors/ is the source of the jr. user's goods/services.

a.

Eg. Suppose there is Starbucks, and someone comes and makes a Starblocks. Everyone will rightly think that
Starblocks is made/affiliated with Starbucks

2. Reverse confusionis where the jr. user causes LOC because the jr. useris more famous, and it createsa LOC
because consumers think the sr. user's goods come from the jr. user. It ariseswhenalarger, more powerful entity
adoptsthe TM of a smaller, less powerful TMuser and thereby causes confusion as to the origin of the sr. TM user's
goodsorservices.

a.

Because thejr. userisalarger company with greater financial ability and TMrecognition in the mktplace, it can
easily overwhelmthe sr. user by flooding the market with promotion of its similar TM. This leads consumers to
believethatthe sr. userisinfringing, and that makes the jr. userlose value of their TM.

Thus, the strength of the Jr. User's mark is important here.

Eg. Suppose Starblocks came first, and Starbucks came second -- everyone will think Starbucks is the original,
and Starblocks copied.

Tworelated arguments:
i) Thejr.mark holderis sofamous and well-known that consumers are more likely to distinguish between
jr.markand all others - so less likely confusion.
ii) Consumers of the sr. mark will think the sr. mark is copying/is a bad actor, and will dislikethe mark.
(1) Dilutionargument, tarnishment - if the jr. userengages in negative conduct, that can tarnish the
sr.user's good will.
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(2) Reversedilution-sr.usercanargue that if the jr. usertakes away the mark, it would blurthe
meaning of the mark and make it hard for the sr. userto build theirbrand.

ii. Harlem Wizards case - found no confusion because consumers of the jr. mark holder would not be confused because the
services are really different

1

Courtsays, "the most important thingis whetherthe services are the same, and whetherthe channels of trade
and audience are the same or different."

Oneisa trick b-ball show; the otherisan NBA b-ball team. Opposite of "wine is wine"

The argumentdoesn't make all that much sense -- the fact that the players/teams are so different means that the
respective consumers are not likely to be confused into a purchase decision.

Courtsaid no LOC here. But if this were a forward confusion analysis, wherethe NBA team was suing, there'd DEF be
LOC. Should be different outcomes in forward and reverse confusion analyses.

iii. Dreamwerks case - court found confusion because the marks are basically identical; used AuntJemimareasoning forthe

markets.
1. The main factor is the similarity of the marks
2. Same arguments as above: ppl would think that DreamWorks put on the convention, andif it's shitty, the sr. user
would pay forit. Same with the fact that ppl would think the Sr. user ripped off the jr. user'sidea.
3. Courtsaidthere's LOCbecause same marks, Americans can't spell, auntjemima.
4. Courtsaidifthiswere a forward confusion analysis, the outcome is LOC. The outcome should be the same in forward

andreverse analyses.

iv. Reconciling Harlem Wizards with Dreamwerks

1
2.

NBAisa house markand puts theirmark on everything, so ppl are more likely to distinguish things thataren't NBA
If you accept Harlem Wizard's "mostimportant" factor being similarity of the services, the Dreamwerks services are
identical, and thatleads to finding of LOC. Whereas the services in Harlem Wizards was not the same, sono LOC.

If you accept). Kazinski's "mostimportant" factor being the name, Harlem Wizardsis different than Washington

Wizards because the geolocationis easily distinguished. Whereas Dreamwerks and DreamWorks is SO similar.

v. Amazon bookstore hypo -

D. Secondary Liability - Whena third party can be liable foranother party'sinfringement under §32, § 43(a)
i.  Withanyform of secondary liability, there mustalso be directinfringement

1

2.

Directinfringement - infringing use; LOC
Secondary liability - intent/ knowledge [see below]

ii. Vicarious Liability

1

Where a D derivesafinancial benefit from the infringement and has ability to control the conduct of the infringer.

iii. Contributory Infringement

1.

2.

Intentional inducement of infringement; or
a. Needsomethingthatshowsintentforthe Dto make someone else infringea TM.
b. Eg.If manufacturerwrote aletterto the pharmacy saying, "please re-labeland substitute."
c. Eg.Onecouldargue that Google, initsadvertisingto ppl, said look you can make ads that are confusingly
similarto other TMs

If continues to supply its product to one whom it knows or has reason to know it's going to infringe .
a. Knowledgeorreasontoknow
i) Iftheyhadknowledge orhadreasontoknow, there would be a duty forthemto act and investigate it.
ii) Canmake this determination by considering the nature/extent of the communication between
franchisorand franchisees regarding infringing acts; whetherfranchisor explicitly encouraged the
infringing acts; how widespread/ how long the infringement has been going on; franchisor's bad faith
refusal to haltthe infringing activities.

b. Willful blindness (suspect wrongdoing but deliberately failto investigate) also counts, because itis
tantamount to knowledge for purposes of the Lanham Act. Itis not permitted as a defense to contributory
liability.

"Thus, if a manuf or distributorintentionally induces anothertoinfringe aTM, or if it continues to supply its product
to one whomitknows or has reason to know is engagingin TM infringement, the manufactureror distributoris
contributorially responsible forany harm done as a result of the deceit."

a. Appliesbeyond mere manufacturer-distributor.

Classicexample: Drug manufactureris liable foractively encouraging pharmacists to pass off their medicine as a
competitor's more expensive medicine that was similarin taste/color. [see more passing off and reverse passing off
below]

Inwood Labs - Defendant drug manufacturer/supplier continued to supply genericdrugs to a pharmacist who was
intentionally mislabeling them with another maker's TM. In determining whether the manufacturer was liable under
§ 32 the court held that the manufacturer could only be liable if they intentionally induced the pharmacists to
mislabel the drugs, and the court said they did not so induce.
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6. Hard Rock - a fleamarketownerwas sued because people wereselling old/counterfeit Hard Rock Café t -shirts. They
were notliable.

a. Notvicariousliability, because though there's some financial benefit, the fleamarket does not exercise
control.

b. Contributory:there wasno evidence of intentionalinducement. There was no evidence of actual knowledge
by the flea market owners, thus no duty to investigate.

c. HardRock argued that the ownershould have known, and thus had a duty to investigate, because Hard Rock
T-shirts are only for sale at the restaurants; so any fleamarket sale is perse infringement.

i) c/a- obviously peoplecanre-selltheirofficial t-shirts and thatis notinfringement.

d. TheFleamarketownershadnoreasonto know aboutillegitimate t-shirtsales, and did not have aduty to
investigate. Not liable.

e. Ifsomeonesentalettersaying"stallsare selling fake Hard Rock T-shirts" then the owners would have reason
to know since they have warning and maybe knowledge.

7. Tiffany - Tiffany sued Ebay undersecondary liability for allowing the sale of counterfeit Tiffany jewels. Not liable.
a. Noevidence of intentional inducement; no evidence of knowledge orreason to know -- though Tiffany senta
general lettersaying you have some infringers, that was too general to put Ebay on notice.
b. Butif someone sentalettersayingpersonXisselling counterfeit Tiffany merch, Ebay would have to kick him

out.

8. Playboyv. Netscape - Recall that Netscape sold keyed ads to advertisers, one of which was "playboy" whereauser
couldinputthat search termand confusingly similarads would pop up.
a. Secondary liability must have been found if Playboy sued Netscape, and not the advertisers. How?
b. Netscape used the markincommerce by sellingitto advertisers. See Rescue.com.
c. Directinfringement - the advertisers bought the marks/termsto use them [c/atheyboughtthemaspart ofa
package; they are invisible]; and they created consumer confusion.
d. Thusthe court said there was directinfringement, and Netscapeintended orknew that the mark would be

usedinaninfringing way. Liable.

E. AmazonHypo
i. Synthesis of Infringementunder § 43(a) , since Amazon Bookstore lacks a registration, they cannot bring a § 32 claim.

1. §43(a) claim for false designation of origin
a. Firstthingto show inyour complaint: Amazon Bookstore has a protectable mark

i) Distinctive; source identifying; Protectable mark:

ii) Arbitrary mark fora bookstore, so need not show 2d meaning, itis presumed.
(1) Mark, arbitrary, associated with selling books.
(2) c/a-suggestive; Amazonissuggestive atthe most, when referring to feminist books

1) ButAmazon.comwouldn’twanttoargue that, since its theirname too

(3) c/c/a-beenaroundforeverthatithas 2d meaningregardless.
(4) Thus, distinctive and source-identifying

b. UseinCommerce: Amazon Bookstore has used the markin commerce
i) Earlyon,theysoldlocally, withinthe state.
(1) Thatwouldn'tbe enough, unlesshad largerreputation like Bozo, New Edition
ii) Yet, bythe '80s, theysold interstate, and even to Canada.
(1) Thisworks, because itstill predates Amazon.com so they still get priority use.
iii) c/a- Amazon.com could argue use is sporadicand not sufficientunder Lanham Act

iv) c¢/a-no priority use forthe website. Amazon.com opened website 1995, and Amazon opened website in
'96. so Amazon.com has priority for website. Thus, those are very different markets. Brick and mortar
very different market than internet website; Amazon.com had it first, they have priority.

v) c¢/a- Amazonhada registration and there's apresumption forvalidity. Pursuanttos. 33. Presumption of
nationwide priority that Amazon bookstore doesn't have benefit of.

(1) Amazon.comhasanincontestable mark-if5yrs expired, there'dstill be prior use
(2) SoAmazonbookstore hasto do a lot of work to prove their prioruse, to refute the presumptions
of nationwide priority

c. InfringingUse: Now Amazon bookstore has to show infringing USE of the mark (unders. 43 doesn't explicitly
say, itdoesn'tmention D must use or colorable imitation, butstill needto show use).
i) Amazon.comdefinitelyusedthe mark, basically the same mark.
ii) Andusedincommerce, nodispute ordebate.

d. ThenAmazon Bookstore hasto show LOC:
i) Amazon.comshould win: Diff markets, diff consumers, LOC is quite low

ii) Amazon Bookstore: Same name, and books are books

Element Amazon bookstore Amazon.com
Similarity of channelsof |- "wineiswine"argument PerHarlem Wizards reasoning, an
trade [found most o Itdoesn't matter, bookstore iswherever, you | independent bookstore sellingfem

TM Outline Page 25



important by the Harlem
Wizards case]

Similarity of the marks:
Found mostimportant by
the Dreamwerks case.

Strength of the Sr. Mark

(butinreverse confusion
analysis, the strength of
the Jr. mark isimportant)

Actual Confusion

[reverse confusion - pre-

sale? Point-of-sale? Post-

sale?]
Would probably be
pre-sale confusion
And maybe also
point-of-sale
confusion [the
complaints]
Could have
diversion problem
(without confusion)
where bookstore
consumers would
gothere, and
Amazon.com takes
thatbusiness
Post-sale if ppl
complainorgotit
asagiftor
something

- Andindustry custom says that mortar stores that
transition to.coms can use the same mark, and its
very common forreal stores to have online market

can buy physical ordigital books

Argue same markets, same products

too

The words are identical, look identical, sound and
meanidentical. The ".com" adds nothing to

changing the meaning.

Just like when someone wanted to register
"patents.com", the ".com" added nothing to make

the mark distinctive or unique.

The ".com" makes no difference aboutthe marks
distinctiveness, itjustindicates where you can find
it(ontheirwebsite). Also, most people just say
Amazonwhenreferringtothe service.

Sounds, looks, means the same thing

"bookstore" and ".com" are obvi not protectable
Contextinwhich consumerisencounteringthe

marksisn't with the logo

Amazonis an arbitrary mark, especially to books

Amazoniswell known, shipped to various cities,
even across nation's borders. The new website
offersanonline book orderformtoreach more

customers.

o (note:scope of saleswouldgotousein

commerce)

Beenaroundforalongtime

Have nationwide reputation and lots of consumer

recognition

Evidence of actual confusion -- emails were

misdirected
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booksis quite differentthanalarge,
commercial megabookstore only
available online

The Harlem Wizards case thinks the
similarity of goods and the channels
of trade are the mostimportant [the
opposite of "wineiswine"]

Amazon bookstore advertize to
smallerslice of ppl, narrower market,
notsellingtosame ppl

And Amazon.comisanonline
marketplace andit's nota bookstore

atall

Would argue under Harlem
Wizards, similarity, evenidentical-
ness, of the marksis not important

- The .comisdistinguishing

- Logoisdifferent

- Fontisdifferent

- You'd never see the amazon.com
markina store ANDyou'd never
see amazonbookstore.comonline
bcthey have a differentweb
address

Noone knows that Amazon
bookstore is; only radical feminists
know it; ANDwe sell those books
too.

Amazon.com has fame, sales, ads,
recognition
This goestothe reverse
confusion problem
Sothe strength of the Jr, not
the Srmark holderis
importanthere

Amazon.comis such astrong mark
that ppl are more likely to
distinguish and no one will be
confused.

Consumers of Amazon books
probably know about Amazon.com
aswell, and since it's so famous, ppl
will be able to distinguish between
thatand the bookstore.

Amazon.com says those are our
few dumb ppl

Itneedstobe
substantial/appreciable #of ppl,
and that's not that

The patrons of Amazon bookstore
aren'tgetting confused bcthose ppl
know whothatis, it's a niche
bookstore and they know
Andsome .com ppl are getting
confused, butthat's not hurting the
bookstore

- De minimus



Bridge the Gap One day expandtothe internet - Bookstore didn'tregistertheir

Once new technology came out - it'sreasonable to mark, sowe get all the territory and
expectthatthey would expand tothe internet, and all the presumptions favorus. They
we want TMS and co's to expand. shouldn'tbe able to expand

Publishershouldn'tbe limited to physical booksjust | anywhere.
bcwe didn'tknow the technology didn't exist then

Intent Noreal evidence of bad faith, otherthan perhaps
Amazon.com knowingthere is an Amazon mark out
there, but continuing anyway.

- Could show knowledge evidence, and that could
inferintent (in some jxs)

- Maybe Jeff Bezos is from Minneapolis, and he liked
the name, but without that evidence, nointent.

Consumer Care/ Not much distinction between books, so ppl The types of ppl shoppingonline are

Sophistication wouldn'texercise alot of care; and the cost is more sophisticated, more affluent,

[Consumers of the sr. probably quite low, soconsumerswon'texercisea | smarter, more educated.

userare considered, but |lotof care The onlyimportant consumers are

both arerelevant] the Sr. user- and they're likely to be
savvy and shop at an all women's
coop

Pplwhoread are more sophisticated,
bettereducated, smarter

Note: Reverse dilution argument - ppl will think we are
associated with Amazon.com, the country's largest
commercial book distributor. Amazon bookstoreisa
small and humble store that pridesitself on being
independentand woman-owned/run.

Underthe Dreamwerks | If thiswere aforward confusion case of Amazon.com | Harlem Wizards thinks that the

reasoning, if the jrand sr. | bringinginfringementsuit, court would deffind reverse confusion and the forward
userwere reversed, the | Amazoninfringing. confusion claims should have
outcome should be the Thus, the outcome underthis reverse confusion different outcomes. Thus, if

same. situation should be the same too. Amazon.comwere sr. user, Amazon

would be infringing, but since
Amazon.comwas the jruser, no
infringement.

VIIl. OtherTheories of Liability
A. 8§43 (15 U.S.C. §1125). False designations of origin; false description or representation
(a)
(1) Any person who, on or in connection with any goods or services, orany container forgoods, usesin commerce any
word, term, name, symbol, ordevice, orany combination thereof, orany false designation of origin, false or misleading
description of fact, or false or misleading representation of fact, which--
Any mark holder (unregistered) can bring this cause of action.
Basically, if a person causes consumers to be confused as to origin of the mark, that isa cause of action,
regardless of whether the Defendant used the mark or not (thoughiitis often the case).
(A)islikely to cause confusion, orto cause mistake, orto deceive as to the affiliation, connection, orassociation of
such person with another person, oras to the origin, sponsorship, orapproval of his orhergoods, services, or
commercial activities by another person, or
LOCissimilartowhat we've been doing
Origin here means producer of goods
(B) incommercial advertising or promotion, misrepresents the nature, characteristics, qualities, or geographicorigin
of hisor heror another person's goods, services, orcommercial activities, shallbe liablein acivil action by any
personwho believes that he orsheisorislikely to be damaged by such act.
Thisisa false advertising cause of action against commercial speech thatis explicitly orimplicitly false.
(2)---
(3) Ina civil actionfortrade dress infringement under this Act for trade dress not registered on the principal register, the
personwho asserts trade dress protection has the burden of proving that the matter soughtto be protectedis not
functional.
Allows one to bring suiton the basis of unregistered trade dress alone.

i. Generally
1. §43 createsnumerous causes of action forunregistered and registered marks alike.

ii. Infringement of Unregistered Marks
1. Approach
a. Plaintiff mustshow thattheirmarkis protectable
i) Distinctive and source-identifying- A&F
(1) Notfunctional
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(2) Notgeneric
(3) Notdescriptive
Plaintiff must show they have used the markin commerce
Plaintiff must show ownership of the mark
d. Plaintiff must show that Defendant used the mark (though s. 43isn't stricton thisrequirement - it's often the
case)
e. Plaintiff mustshow LOC

oo

2. Jockey Underwear case -
3. Maryland Stadium case -
4. AmazonHypo - [see above]

iii. Trade Dress Infringementunder §43(a)(3)

1. Approach
a. Plaintiff needs to show the trade dressis inherently distinctive [like décor, packaging] or it has secondary
meaning

b. Plaintiff needstoshowthe Trade Dress is not functional
i) (onlyunders.43, andif brought up by the D ins. 32)
c. LOC
[the orderof these elements differ wrt jx, especially the functionality inquiry. The Sth Circ. In Leatherman said
look at functionality first,and the S.D. N.Y said look at functionality last, after doing a LOC analysis]
Since P has burden to show theirTD is not functional, the 9th circuit's approach may seem more fair

2. Defined
a. Recalltrade dressisthe look of a product including:
i) Product packaging-can be inherently distinctive
ii) Design [includingcolor] - needs secondary meaning
iii) Tertiumquid [restaurantdécorincludinglayout, menus] - capable of beinginherentlydistinctive.

b. Tradedressinfringementunder §43(a)(3) proceedsthe same way as under § 32 but does not enjoy the
benefits of registration under §33.
i) Under §33, it would be presumed thatthe trade dressis (1) inherently distinctive/ has 2d meaning, and
(2) thatit's not functional [which is of course rebuttable].
ii) Butsince §43(a)(3)isfor unregisteredtrade dress, the burdenis on the plaintiff to establish that the
trade dressis not functional.

3. Functionality Issues
a. Functionality =essential to the use or purpose of the article or if it affects the cost or quality of the article,
that is, if the exclusive use of the feature would put competitors at a significant non-reputation related
disadvantage.
i) Favorite Brand Name Cookbook - cookbooks are sometimes deemed traditionally functional or
aesthetically functional. The features of the books are often not protectable because they are functional.
Tabs, sections, glossy pictures on oppositeside, gilded pages, are all functional.
ii) Inwood Labs - could have been apossible trade dressinfringement because the genericbrand copied
the colorandtrade dress of the brand name pill. Court said NOTinfringement since the coloris
functional for the way people know what pills are what, and that they avoid taking the wrong ones.

b. 9th Circuit Approach
i) Leatherman-Leatherman putout a "pocketsurvival tool" and Cooperintroduceda"tools all" which was
substantiallysimilar, and there was intent to copy. Though it was obvious they tried to copy, that is not
enough to prove liability.
(1) Cannotprotectthe functional features of your product.
(2) Courtsaidfilteroutall the functional features first, then what's leftis protectable. (9th Circuit)

c. S.D.N.Y.Approach
i) BestCellars- court saysletslookat overall appearance to determine LOCand everything, then what's
left, the functional stuff, the D can copy.
ii) [seebelow]

4. BestCellarsv. Grape Finds - Court took an "overall visual impression" approach to the décorof wine store. Said itis
inherently distinctive, plus the court uses the A&F continuum, (which isn't usually used for TD) and said it's arbitrary
and Inherently distinctive, certainlyuniqueand identifiable.

a. Courtsaid, lookatthe total visual impression.

b. DolLOC
Strength of Mark Arbitrary; sales; has beenin business formany yrs (more likely for consumerassocto be
strong)
BCwinsoverall
Similarity Walls of wine; lighting; placement with shelf talkers; identical 8 categories

- GFarguesthe layout was wine-shaped, butthatdidn't work out

- The categories were atiny bit different

- GFarguesthat the layout was functional (which usually goes to another
argument) but they argue that the similar features are functional
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BCwins - overall visual impression is the same

Proximity/bridge the | Bothinthe same market of value-wine with novel/useful/simplified categories; briding

gap the gapis irrelevantsince they're in the same place
BC

Actual confusion Some evidence of inquiries that may suggest something of an affiliation
Weak - but goesto BC

Intent Intentto copy - but diff circuits analyze bad intentin diff ways; can copy in various ways
ifitdoesn't create LOC. But many courts are persuaded by a D's bad faith

Consumer care Consumers not sophisticated; value-oriented wine; cheap wine, ppl wont spend much
time thinking aboutit

BCwins

c. Functionality
i) Thefunctional features may be copied -- the same materials, the shelftalkers at eye level, racks of wine,
the 8 categories (perhaps adisadvantage (aesthetic functionality) if you don’t have categories to help ppl
buy wine)
Cannot: wall of wine w back lighting (the non functional features)

Two Pesos
Wal Mart v. Samara
Gibson guitar

oo

LOCand Trade Dress
a. Conopco
i) Federalcircuitsaid there'sno LOC, thoughthere's evidence that one consumer was confused - but
private label versus genericis clearfor consumers that one is brand name and vice versa. Often there are
shelf talkers that say, compare to. Also, the house mark is usually quite prominent (ie. "CVS").

ii) DistrictCtinMich - if you gettoo close to packaging, then you startto worry that ppl can't distinguish, in
that case, youre more likely tofind LOC.

b. Splendacase - Competitors of Splendawere able to sell sucralose in yellow packaging with similar trade dress,
but couldn'tget TOO close.
i) Incomparing Trade Dress similarity:
(1) Placementof product name
(2) Stripes, banners
(3) Pitchersofteaandjuice
(4) Same cup of coffee
ii) ExceptionforRXdrugsapplieshere
(1) Federal Circuitsaid, similar colorand similar packagingis permitted. We want ppl to know that the
items are the same sucralose so we allow yellow; better for consumers to have similar packaging
(2) Consumerview
1) Reducesconsumersearch costs
2) c/a- Atamoment'sglance, theyare all yellow, and they're all confusingly similar
(3) Producercentered
1) Reapingwhere theyhaven'tsewn -they're able to sell competitive product, butcan they
garnerbenefit by comparing/ conjuring good will of the brand name.
2) Couldbediversion,evenifnotconfusion,if we'reinajxthatrecognizes mere diversion. And
one of the producers would be disadvantaged.
iii) With emergence of new doctrines like initialinterest confusion, we still wonderif these early label cases
are still good law

c. OOlive Oil Hypo
i) OOlive Oil LLC has been marketing oil underits mark. Safeway started selling"O Organics" oils like
vinegars and salad dressings. Assume none of the trade dress is registered at time of complaint.

ii) Approach -0 Olive oil suing Safeway forinfringement
(1) Protectable Trade Dress?
1) Inherentlydist?if not, 2d?
(2) If protectable, show notfunctional (only unders. 43, and if brought up by the D ins. 32)
(3) LoC
1) Courtsare splithow to look at the functional features for LOC purposes. If non functional
elements remain, courts say those are protectable

Plaintiffs Defendants

Protectable Capability of beinginherently distinctive It's not inherently distinctive

Trade Dress; and | requires categorization as packaging, design, or Arguments?

non functional | thisthird category "akin" to packaging. Thisis Elements are functional
product packaging, and is capable of being Olive oil hasgreenonit - signifies that
inherently distinctive. it'san olive oil product.
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LocC

Strength of Sr.
User's mark

Similarity

Bridge the Gap

Actual Confusion

Then,

Featuresthatareinherently dist:
placement, colors, artsy blow up of olives,
bottle, all together has dominant
appearance asinherently dist that
consumerssee as source-iden

unders. 43, need to prove non functional
None of these elements are required,
consumersare just as likely to buy olive
oil w/o O on top, w/o picture of olives,

w/oblackandgreen

Priority, thus able to build marketand garner

reputation. We'd wantto know facts about
sales, ads. Categorized as arbitrary orvery
unique, that suggests strength

Layoutseems virtually identical; brand name is

the same, inthe same place; black band,
pictures of olives, writing at bottom. Same
colors

No prominent house logo (thoughitsays O
Organics, itdoesn't say SAFEWAY)

"we can nit-pick about diff features, butthe

overallimpression is one that consumers will
thinkissimilar" but that ragument wontwork

intheirfavorsince the overall lookisvery
similar.

Same stores, same product, sold to same

consumers

Butthey could want to expand to organic olive

oil, to salad dressings, vinegars.

Noevidence, butindiscovery, look foremails,

misdirected calls, letters of complaintand
where directed, survey evidence and the

outcomes

Intent

Consumer
care/sophisticati
on

Dknew about the mark, saw the product/trade
dress, and adopted sth similar. Inalot of courts,

that's enough to show bad faith.

Oilisaquick expenditure, impulse
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Aestheticfunctionality that this
would put Safeway and other
competitorsat non-reputation
related disadvantage bc
consumers would preferolive oil
thatisgreen.

The picture of the olivesis aesth
functional because it's descriptive of the
item, and they shouldn'tbe able to
monopolizethe picture of olives (just
like ppl will buy orange juice w picture of
orangeonit)

The colorof the containerisfunctional -
light degradesoliveoil so high quality oil
will beinadark container.

Ofor olive oil is descriptive or

suggestive.
Could say not many sales
Not much consumerassoc
Surveys

Strength of D's mark could matter
because Safeway is suchalarge co that
consumers know such about it that
they'll be able to distinguishit, and be
lesslikely to be confused. [reverse
confusion - where we also take into
consideration the jr. user's mark]

Bottle is shorter, more square, topis

different. We have olive branch etched
onour bottle.
Layoutis somewhat similar, butthereis
adifferentdesign
Oisin a differentfont-slanted

The Ois blue
More colors, and they are recognizable
to consumers across the board sinceiit's
ahouse brand
O organicsversus O olive oil,and since O
doesn'thave meaning, ppl will focus on
the second word, and they are different

The layoutisfunctional - brand on top,
title of the item,
Getexperton marketing to show
thattop of labelis most likely to
draw the eye
Thusthe brand at topis
functional/aesth functional

Organicis different product; O Olive oil

ismore gourmet, and O organicis
cheaper.

We had no idea. That's proven because

we didn'tdevelop amarkjustforolive

oil. We have abroader marketand we

weren'tthink aboutoil atall
Discovery - need tosee whatyou
find

Consumers who buy organicitems buy

differentitemsandthusaren't

competinginthe same market



iv. False Designation of Origin under Dastar
1. §43. False designations of origin and false descriptions forbidden

(a) Civil action.

(1) Anypersonwho, onorin connection with any goods or services, orany container forgoods, uses
in commerce any word, term, name, symbol, or device, orany combination thereof, or anyfalse
designation of origin, false or misleading description of fact, or false or misleading representation
of fact, which--

(A) islikelyto cause confusion, orto cause mistake, orto deceive asto the affiliation,
connection, orassociation of such person with another person, or as to the origin,
sponsorship, orapproval of his or her goods, services, orcommercial activities by another
person, or

i) Under Dastar, false designation of origin (origin=producer)

(B) incommercial advertising or promotion, misrepresents the nature, characteristics, qualities,
orgeographicorigin of his or heror another person's goods, services, or commercial
activities, shallbe liable in acivil action by any person who believes that he orsheisoris
likely to be damaged by such act.

i) Onlycomes up with advertizing or promotion

2. Rule: Origin means the producer of the physical product. One may not falsely designate the producer of a product.
a. Dastar - Fox brought suitagainst Dastar under § 43(a)(1)(A) forfalse designation of origin; and reverse passing
off.
i) Courtheldthat the producer of the physical product, ie. manufacturer of the physical good = origin.
Noregard for who came up with the idea, who created it. Thus, Dastar wrote that the film comes from
Dastar, and it DOES come from Dastar. And we can disagree if they should have more info or not.

ii) Issue of Attribution
(1) Thus, no affirmative duty to provide attribution to creators.
(2) Slightly differentinquiry with misattribution
(A) Suppose Dastarwrote, "originally distributed by WB television, but [disclaimer]" - sowe
don’t have attribution to fox, buttosomeone else.
i) Thiscouldbe a false designation of origin because its blatantly telling consumers
somethingthat's nottrue
ii) Openquestion whetherblatant misattribution is actionable. Rothman thinks it
should be credited since its blatant lying, even with the disclaimer. Undera(1)(A)
because it's a false desig of sponsorship/approval under plain meaning.
iii) Othercourts say it doesn't matter if it doesn'tinvolve the producer, that’s all we
care about.<?>

iii) Whatif Dastar simply repackaged Fox's product?
(1) Iftheytookthe tape, and putthe Dastar label onit. That would be actionable undera(1)(A) after
Dastar, it misrepresents origin because producerin thisinstance in Fox, and not Dastar.
(2) TMlaw would comeinto prevent consumerconfusion. Consumers would say, | should complain to
Dastar for this bad video, but the produceris still Fox. So the Dastar court thinks that Fox can still
sueinthatinstance.

iv) Iftheyleftin Fox'stitle cards and Fox in the credits?
(1) That'sa question mark. Asa misattribution claim, and false desig of origin and whetherthere'd be
confusion

b. Rationale: wantconsumersto be able to identify the producer of the goods and go complain; canrely on
producer for consistency.

i) IfwesayTM law s facilitating consistency from producers, thatis undercut from thislaw bcppl are just
stealing from others and putting theirname oniit; and if consumers knew the process behind making
things, they may be able to select better

ii) IfwesayTM is about reducingsearch costs for consumers, this rule may furtherit, because it makes it
simple forconsumers to locate where theirgoods are coming from.

iii) Iftheydocreditfox, consumers may thinkitcomesfrom Fox, it may confuse them. And if it DID say fox
onit, Fox would have sued forsure too.

iv) Argumentthatthis case undercuts the fact that consumers wantto know where theirgoods COME
FROM. Asin, where they emanate from. Court assumes that People don’t care who invented Pepsi, they
care that itcomes from Pepsi, and it tastes like the Pepsi they know every time

(1) Consumers caringaboutthe producerversus caring about creator

v) Consumers care differently about Communicative products - Ppl are more likely to care about the
creator - the directorof a film-as opposed thatit's a Miramax film - whenit's an artisticwork
(1) Courtsays, Copyrightlaw already deals with communicative products.

3. Alternative Argumentsin Dastar
a) Passingoff - (aka. palming off) occurs when a producer misrepresents his own goods or services as someone
else's. Occurs when a firm puts someone else's TM on its own (usually inferior) goods.
i) Eg.Genericcolamakerwould be passing offif they claimed their own colawas Coca-Cola.
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b) Reverse Passing off - the producer misrepresents someone else's goods or services as his own. This means
sellingsomeone else's goods with your own mark.
i) Eg.Dastaris selling Fox's product asits own.

4. Application of Dastar Rule
a) Bretford- Ptable designersued Dfornot revealingall the makers of the component pieces. Courtsaid no
need to credit each person (who made or created the pieces), consumers only need to know who produced
it, and who to complain to (or to rely on for consistency in quality of the goods).

5. Mobil v. Pegasus - trial court held for Mobil on false designation claim.

v. Author's and Performer's Rights of Attribution
1. Questionable astothe status of these rights since Dastar.

2. Generally
a) RighttoAttributionand False Endorsementboth can be broughtbya P evenifhe doesn'thavea TM in
himself. It simply means someone is falsely affiliating their product with you.
b) Butsome people dohave TMrightsintheirnames [like Tiger Woods], and that can be a basis for bringing suit
solongas thereisharm to the person's business oreconomicvalue whose identity is used w/o permission.

c) 43(a)isalso considered apseudo-federal right of publicity
i) Focusonharm to consumersthinking anindividual endorsed/affiliated w product/service
ii) There'sharmto business/economicvalue whoseidentity isused w/o permission
iii) Note, the person can bringsuit, not necessarily amark holder

3. Standing
a) Individual needssomecommercialinterest at stake
i) Madonnacan sue as someone who has businessinterestin entertainment services
ii) Rosaparkshas put outa tribute album, suggesting commercial value
iii) Tigerwoodsactually sells merchandise

4. Attribution versus Misattribution
a) Thisdistinctionis crucial after Dastar. There is no need to provide attribution to creative sources of the
product/service, only need to attribute the producer.
b) Butthereisan openquestionasthe whetherthereisstill arightagainst misattribution.

a) Gilliam Monty Python Case -Pre-Dastar opinion held there is probably avalid claim that ABC having heavily
edited the content of the Monty Python's series misrepresented to the publicthat MP was affiliated with the
series.

a) Kingv. Innovation Books - movie "based on" stephenKing's "the Lawnmower man"

i) Possessory creditwas amisleading designation of source/sponsorship.

ii) The "basedon" creditwasokay because its actually based on the storyin some way, and consumers

would likely expect alarge variation in that kind of adaptation

vi. Ealse Endorsement
1. False endorsementis substantially similarto right of attribution butitis more expressly geared towards consumers
based on use of individual's identity wrt products/services. This often happensin context of celebs/publicfigures bc
theiridentities have commercial value.
1) The casebookframesthisas celebrity rights, not consumerrights

2. False Endorsementand First Amendment Approach
1) Plaintiff sues forfalse advertisement/false endorsement and sets out their prima facie case.
2) Defendantassertsa First Amendmentdefense. Courtuses the Rogers test [most applicable to titles, but can
be extended to use of a person in any artistic context] to analyze whetherthe First Amendmentvalues
trump otherwise infringing use of the image/name.

3) General First Amendment principle: Lanham Act applies to artistic works only where the publicinterest in
avoiding consumer confusion outweighs the publicinterest in free expression. (CB 702). Balancing of
confusionvs. free expression

i) This principle isembodied in the Rogers Test.
ii) Egsome ppl mightthink Rogersisin a filmnamed after her, butvalue of reference >concern over ppl
being confused.

4) RogersTest [refersto title of a movie, but appliesto use of a personin any artistic work in any context]
i) Ifthereisamisleadingtitle, the Lanham Actappliesif:
1) Title hasno artistic relevance;or
2) Thetitleis explicitly misleading as to the source or content of the work.

5) GingerRogers
i) Italian movie makers used Ginger's name in the title of afilm loosely depicting Gingerand Astaire.

Gingersued under43(a) and the film makers asserted their First Amendment rights
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ii) Courtsaid the way to implementthe above balance is via the Rogers test
1) Thetitle clearly hasartisticrelevance
2) It'snot misleadingbcthere'sreference to Ginger/ Rogers, and if anything, ti's not explicit.

3. RosaParks v. OutKast
1) Approach: Rose puts out prima facie case for false ad/false endorsement; OutKast says we have First
Amendment defense - and court uses Rogers test [which is most applicable to titles] to analyze whether
First Amendment trumps otherwise infringing use of Parks' name.

2) False Endorsement-how does one go about thisanalysis?
i) Standing
1) RosaParkshad standing, the courtsaid, because she was goingto putout a Tribute album under
hername, and that was a commercial/financial interest.
2) Courtalsosaysthat Parks, as everyone, has a property rightin her name akinto TM rights. [but
doesn'tactually have TMright]
ii) Istherepresentation falseas to affiliation with thatindividual
1) "seemslike Parkssponsoredit"
iii) LOC
3) OutKastasserted FirstAmendment
i) RogersTest
1) Artistically relevant? Court says no [butarguably there's some connection, reference; rap musicis
reassigningsigns and using symbolsin apost modern way - linguistic/cultural use that was
appropriate inthe genre]
2) Sotheydon’tgetto questionof whetherit's misleadingasto source.
1) Butwouldithave been explicitly misleading as to source?
2) Mostppldon’tthinka title of a song indicates who sponsored or wrote it
3) Similarsituation asthe GingerRogers

4. TigerWoods - photographer made a "champions of Augusta" poster with Tiger's face and body. Infringement of
registered name; unregistered likeness
1) Registered markin hisname.
i) Isuseinsupporting materials appended to the paintinginfringing?
ii) No,it'safairuse.Thisis because they're not usingthe markas a TM, they're accurately describing the
content of the painting.
1) Twotypesoffairuse:

1) Statutoryfairuse defense, s. 33b4, saying that you can accurately describe your goods.

2) Common law fairuse defense (notacceptedin every circuit, butit'sacceptedin 9th) whichis
nominative fair use/ referential fair use which allows you to referto others TMs because
you're referring to the other TMs foryour own mark.

2) These defensesbothapply here. And courtdisposed on thisissue.
3) Couldalsohave been NOTLOCbut court didn'tget to it.
2) Unregistered markasto hisimage.
i) Courtsayshe can't be a walking, talking TM, reminds us of the Rock n Roll case. Need some image that
consumers associate with the product. Can'ttreata personas a mark overall.

ii) Majority really wanted to see some commercial use/ protection forthe image.

3) Firstamendmentdefense
i) RogersTest-artistically relevantforsure; and there's nothing explicitly misleading.

4) J.Claydissent, alittle moreinline with Parks decision. Don’t need to show a particular mark has been
infringed to bring false endorsement claim. Clay saysit's animage of him, and ppl are confused as to source.
Thisisa more uniformly adopted view.

vii. False Advertising §43(a)(1)(B)
1. Under §43(a)(1)(B), Lanham Act affords a great deal of latitude in copying products and comparing products, aslong
asthe ads do notconfuse consumers re. source, origin, sponsorship, or affiliation. The Actalso allows producers to
tout comparative qualities.

2. Standing
a) Thoughthe Actemphatically says, "any person," consumers undoubtedly lack standing to bring false
advertising claims.
b) Likely only competitors can bring suit for false advertising.

3. Commercial Speech
a) Inorderto invoke this cause of action, the tm use must be made in context of commercial speech/activities
b) Defined asspeech which doesno more than propose acommercial transaction.
i) Notethat Commercial speech isamovingtarget;thisisthe law, but not necessarily the law written into
Lanham act or First Amendment, whose interpretation of commercial speech could shift
ii) Thisdefinitionisintellectually bankrupt
iii) Isthelaw, butno good reason whyitshould be
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c) Bolgerfactors:
i) Whetherthe communicationisan advertisement,
ii) Whetherthe communication refersto a specific product, and
iii) Whetherthe speakerhas a [substantial] economic motivation for the speech

4. Comparative Ads are OK so longas not confusing and not false
a) Emphasizing Similarities
i) Smithv. Chanel - Smith was allowed to tout similarities between "Second Chance" and "Chanel No. 5"

(1)
(2)

3)

Courtdid notgo into LOC because parties stipulated that there was no LOC

Rationale behind this holding

(A) Wantto inform consumers

(B) Consumersare not confusedsince labeled

(C) Wantconsumersto have reasonably-priced alternatives

Chanel'sargumentthatitviolates underlying principles of TM law:

(A) Reapingwhere haven'tsewn ;free-riding, unjustenrichmentargument
i) Where should we draw the line for free competition and unfairenrichment?

(B) Confusingconsumers

(C) Encouraging competitors to create knock offs and damage good will of the brand

(D) Discourage ppl like Chanel frominvestingin productif ppl can copy it

(E) May make Chanel lose business, since some are worried about diversion

(F) May make chanellook bad and overpriced.

(G) Ifthere are cheap knockoffs - if someone had a cheap knock off version - it may lose the

cache of Chanel.
(H) Note thatlots of these don’teveninvolve confusion
(1) Ifthe productisnot infact duplicative, notas good, that'd make ppl dislike Chanel more.
i) Inthatinstance, Chanel could bring COA - Misrepresenting nature quality
characteristics

ii) PostChanel:

(1)

(2)
3)

Perhaps pre-sale confusion; initial interest; post-sale confusion call this rule into question.
(A) Pplwill be diverted forsure (c/adifferent markets)
Postsale - ppl smell sththatits Chanel no 5 and its not
Dilution
(A) Dilutingvalue of Chanel's mark
These are evolutionsin TMsince Smithv. Chanel that call itinto question

iii) Variations of Chanel

(1)
(2)

(3)

(4)

(1)

Order from Smith, they send you the Second Chance in Chanel bottle. That's infringement
Ifthey also sell used perfume bottles and we happen to sell duplicative perfumes - soif you
wanted you can buy a bottle too.
(A) Maybe thatindividual consumerisn't confused, but pours the perfume into that Chanel
bottle, and givesitas a gift, that person would be confused.
(B) Recall Champion Sparkplugs - there needed to be astamp on the used sparkplugs so there
mightneedtobe a stamp on the bottle
i) c/a-distinguishable,they're freetore-sell the bottles because the perfume isthe
product, not the bottle.
ii) Thenpolicy argument if that should be legit or not
Whatif Smith said, refill your real Chanel bottles with ourfake perfume.
(A) Contributory liability - inducing customers to encourage post-sale confusion;
i) c/anot clearthat there's underlyinginfringement
ii) c/anot clearthat consumersare infringinganythingthatthey're pouring perfume in
privacy inown home.
iii) Hardto make that argument.
Inthese really close questions, courts argue based on policy
(A) Protecting producers good will? Sympatheticto diversion and dilution? More likely
infringement.
(B) Consumerschoice? Infoneeded? Solongas not really badly confused, that's not
infringement

Many knock off scents are marked "if you like, you'll love'right on the bottle so there's no post-
sale confusion

b) Emphasizing Differences
i) Nabiscov. Werthers

(1)

(2)

Nabisco lifesavers want to compete with Werthers,and indicate thatit's 25% lowerin calories,
thinkingitwill appealto more contemporary audience.

Does the comparison create LOC? Court says no.
(A) Lifesavershasawell knownbrand, andit's prominentonthe package. Less likely for LOC
(B) Butter, churn, vertical stripe, but different enough esp with the dominant mark.
(C) Distinction onthe package saying-- 25% "Compare To" makesitless likely that consumers
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would be confused -- highlights whatit's NOT.
i) Providing more infoto consumers
(D) FDAandFTC encourage comparative advertisements.
i) Wsowe don’twantTM law to conflict, courtsinterpretin harmony

ii) Netscape v. Playboy - was that a comparative ad?
(1) 1-800 Contacts case - comparative ad?
(A) Thoughitshows up with alternatives, it's not explicitly comparative
(B) Needclearlabelingand express and explicitreference to the TM product.
(C) Withoutthat, more likely infringing.

5. Literal Falsehoods are NOT OK
a) Categoriesof Falsehoods
i) Literal/Explicitfalsehoods
(1) Coca-Colav.Tropicana - Bruce Jennersays "the only leading brand not made with concentrate and
water" commercial; sqeezes the orange into the carton - literally false
(A) Blatantly/literally/explicitly false image that suggests that's how they make the juice
i) Bruce squeezingthe orange trumps the voice-overthatsaysit's pasteurized
(B) Plaintiff need not show any other evidence to demonstrate its impact on consumers.
i) Evenifnoconsumerwas confusedintothinkingthat's really hwo they made their
juice.
(2) Pwouldnotneedto show that consumers are actually misled; the fact that the statement is
literally false is sufficient to establish prima facie false advertising.
ii) Falsehoods by necessaryimplication
(1) Wouldanaudience would recognizeas readily asifithad been explicitly stated (587)
(2) Somethingthatrequiresaleap, connection, butthereisnootherinterpretation
(3) Cloroxv.P&G- "whiterisnotpossible"=explicitstatementthat Ace >bleach
(4) Also prima facie evidence of false advertising.
iii) Impliedfalsehoods
(1) Somethingthat's notliterally, facially false
(A) Needssome connection made
(B) Couldbe multiple interpretations of this language, we're not sure, we need surveys
(2) Unitedv. Clorox - Commercial that United clears up the roachesin 24 hrs, it doesn'tclearup the
infestation.
(A) Voiceover
i) Theexactclaimisthatitkillsroachesin 24 hrs; so the audiois accurate.
ii) The commercial doesn't make any claims aboutinfestation; so that's fine too.
(B) Visualimage
i) Thevisualisambiguousso notliterally false.
ii) Thevisualispotentially false (eitherimplicitly false/misleading) -- and you need
evidence of consumer confusion, which they did not have
(3) Pneedsto provide additionalevidence that consumers arein fact misled
iv) Misleading
(1) Givespeople the wrongimpression
(2) Eg.Gilette razorshad an advertisementthatsaid the razorraises the hairs for a closer shave. That
wasn'ttrue, butit wasn'tliterally false.
(3) Pneedsto provide additionalevidence that consumers are in fact misled

b) Pufferyisunverifiable statements
i) Pufferyisanexaggerated advertisingupon which noreasonable consumerwouldrely.
ii) Pufferyiscompletelypermissible.
iii) Eg.#1 detergent!
iv) Eg.Exclusive offer!
v) Eg.America'sfavorite pasta!!

B. Dilution
i. Dilutionisthe gradual whittling away or dispersion of the identity and hold upon the public mind of the mark or name
by its use upon non-competing goods. [Schecter]. Dilution is liability absent confusion on the principle that the watering
down or whittling away of amark causes some harm to the distinctiveness of the mark holder's mark.

1. Dilutionhaslargely been controversial asit's a departure from consumer protection/confusion rationale towards
one focused on creatinga property- like right for mark holders.

ii. §843(c) Dilution by Blurring; Dilution by Tarnishment
(c)(1) the owner of a famous mark that is distinctive, inherently or through acquired distinctiveness , shall be
entitled to aninjunction against another person who, at any time after the owner's mark has become famous,
commences use of a mark or trade name in commerce that is likely to cause dilution by blurring or dilution by
tarnishment of the famous mark, regardless of the presence orabsence of actual or likely confusion, of competition,
orof actual economicinjury.

1) Famousness
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(c)(2)(A)...amarkis famous if itis widely recognized by the general consuming publicof the United Statesas a
designation of source of the goods or services of the mark's owner. In determining whetheramark possesses the
requisite degree of recognition, the court may considerall relevant factors, including the following:

(i) The duration, extent, and geographic reach of advertising and publicity of the mark, whetheradvertised or

publicized by the owner or third parties.

(ii) The amount, volume, and geographicextent of sales of goods or services offered underthe mark.

(iii) The extent of actual recognition of the mark.

(iv) ....

2) Dilution byBlurring
(c)(2)(B) For purposes of paragraph (1), "dilution by blurring' is association arising from the similarity between a
mark or trade name and a famous mark that impairs the distinctiveness of the famous mark. In determining
whetheramark or trade name is likely to cause dilution by blurring, the court may considerall relevant factors,
including the following:
(i) The degree of similarity between the mark ortrade name and the famous mark.
(ii) The degree of inherent oracquired distinctiveness of the famous mark.
(iii) The extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark.
(iv) The degree of recognition of the famous mark.
(v) Whetherthe user of the mark or trade name intended to create an association with the famous mark.
(vi) Any actual association between the mark ortrade name and the famous mark.
Note, none of the factors even ask whetheritimpairs the distinctiveness of the mark, which isthe key
inquiry
Also note, factors (ii) - (iv) are neverdisputed and just go to question of fame.

3) Dilution by Tarnishment
(c)(2)(C) For purposes of paragraph (1), "dilution by tarnishment' is association arising from the similarity between a
mark or trade name and a famous mark that harms the reputation of the famous mark.
Like if the allegedly diluting use isinferior, seedy, shoddy, unsavory

a) Tarnishment - “Atrademark may be tarnished whenitislinked to products of shoddy quality, oris portrayed
inan unwholesome orunsavory context, with the result that the publicwill associate the lack of quality or lack
of prestige inthe defendant's goods with the plaintiff’s unrelated goods.” Hormel Foods v. Jim Henson
Productions, Inc. (2d Cir. 1996)

The 6th Circuit thinksitsabout selling sex toys

4) Exclusions
(c)(3)(A) Anyfairuse, including a nominative ordescriptive fairuse, or facilitation of such fair use, of afamous mark
by another person otherthan as a designation of source for the person's own goods or services, including use in
connection with--
(i) advertising or promotion that permits consumers to compare goods or services; or
(ii) identifying and parodying, criticizing, orcommenting upon the famous mark ownerorthe goods or services
of the famous mark owner.
(B) All forms of news reporting and news commentary.
(C) Any noncommercial use of a mark.
Note, seems likefair use will neverapply because even that would be seen as dilution

a) Parodydefensetodilution- whenthe jr. user copiesthe famous mark holder's mark forcommenton that
mark holder, not forsomethingelse. The only way to commentonitis to borrow/ use it.

Butthe borrower cannot use the mark as a TM.
Ofteninvokedin First Amendmentsituations
Parody Defined: OED - “Aliterary composition modeled on and imitating anotherwork, esp. a
compositionin which the characteristicstyleand themes of a particularauthor or genre are satirized by
beingappliedtoinappropriate or unlikely subjects, orare otherwise exaggerated for comiceffect. In
later use extended to similarimitationsin other artisticfields, as music, painting, film, etc.”

Approach: "thisis expressly protected parody, not expressly used toindicate source, soitshould be fair
use defense." "court would say, not really afair use bc you're notcommentingon dr. Seuss, you are
using the work tocommenton society"

b) Thisisdifferentthansatire, whereafamous markisused by anotherto commenton society orsomething
else, notthe markitself. Thisis because you probably don't need to use the mark or take as much to make the
same point.

THE NORTH FACE -- THE SOUTH BUTT is a satire

OED- “A poem, orin modern use sometimes a prose composition, in which prevailing vices or follies are
held up toridicule. Sometimes, less correctly, applied to acompositionin verse or prose intended to
ridicule a particular person or class of persons, a lampoon.”

iii. § 45 - Dilution. The term "dilution" means the lessening of the capacity of afamous mark to identify and distinguish goods
orservices, regardless of the presence orabsence of--
1) (1) competition between the owner of the famous mark and other parties, or
2) (2)likelihood of confusion, mistake or deception.
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iv. Approach to Dilution Law. P must establish:
1) Phasafamous mark
a) Gothru the famousnessfactors
2) Dusesthe mark or name that s likely to cause dilution either:
a) Byblurring-go thru factors
i) Mustimpairthe distinctiveness of the famous mark
b) Tarnishment-harmsreputation
i) Anassociation to something of shoddy quality, something unsavory [this part is created by courts, not
the statute]
ii) Apparently, sexual use of amarkis perse tarnishment.

v. Rationale:
(1) Reducesconsumersearch costs
a) Ifthere are numeroususesof amark, consumers will have more associations with asingle mark, making it
hard to distinguish between them.
b) Eg.Example of blurring. Tiffany restaurant. Instead of ppl just thinking about Tiffany jewels, they'll have alot
of associations. Reduces distinctiveness of the mark.
(2) Protectthe goodwill of amark
a) Ifthere are negative uses of amark, consumers will negatively associate the P with that negative use.
b) Eg.Example of tarnishment. Tiffany strip club would make peoplelesslikely to buy tiffany jewels because they
have anegative association; and also because it would raise many associations in the consumers' mind, also
increasing search costs.

vi. Tyv.Perryman
(1) Courtdoesn'tgothru thisanalysis, butrathergivessome justifications for dilution law.

(2) 43(c)(2)(A) Famousness - Ty is a pretty famous mark, most of us have heard about it

(3) 43(c)(2)(B) Blurring - degree of similarity there is SOME similarity between bargain beanies and beanie babies; D
intentto make an association, yes she did; and any actual association between them, don’t really know, but there
probablyis.

(4) 43(c)(2)(C) Tarnishment - probably isn't harmful use to tarnish the reputation of the famous mark

(5) PosnersaysPerryman'suseisafairuse bcaccurately describing the products thatare beingre -sold, thus
appropriate and fair.

vii. Starbucks v. Charbucks
Starbucks sues, claiming TMinfringement and dilution. No infringement claim bcno LOC here.

(1) Dilution
a) Famousness: no question that Starbucks is famous
(2) Blurring

a) Degree of similarity - just requires SOME similarity - charand star are pretty close
b) Intenttocreate an association-Chardidintendto create an association, and like inthe LOCanalysis, since
theyintended perhaps they succeeded
c) Actual association - asmall # of ppl were confused as to sponsorship/affiliation
d) Doesitimpairdistinctiveness? Charbucks courtdidn'tdecide, butitseemslike Starbucksis such afamous mark
that people will immediately know and distinguish everything thatis NOT starbucks.
(3) Tarnishment
a) Negative association - Charbucksisn'tactually very bad, ppl like their coffee, soitisn't tarnishing theirname by
rendering a negative assoc.
(4) Defense
a) Parody- court saysno, because the markis beingused AS A mark, it cannot be a parody
b) c/f-Louis Vuittonv. Haute Diggity Dog - Chewy Vuitton was deemed a parody
i) InVuitton, the dogtoy was very different/ distinguishable from purses
ii) It'smakinga commenton elitist/ fashionable products

viii. VSecret Catalogue v. Mosely
(1) Courtheldthatthere'sa presumption that using a mark to sell sex products is likely tarnishment

(2) Nothinginthe statute mentionsthis, letalone unsavory/ unwholesome uses.
(3) Victoria'sSecretonly won because of this crazy presumption -theydidn'tshow any harm, notevenlikelihood of
harm/ dilution.

ix. Mobilv.Pegasus

Defenses

A. DefensestoTM Dilution
i. Attack Affirmative Case
ii. FairUse (Nominative and Descriptive)
(1) Comparative ads
(2) Parody (notsatire)
iii. NewsReporting & Commentary
iv. Non-Commercial Use
v. Federal Registration
vi. FirstAmendment?
vii. Equitable Doctrines
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B. Statutory DefensestoTM Infringement

i. §32 DefensestoTM Infringement [registered, unregistered, and incontestable marks]
(1) Attack Affirmative case
a) Attack LOC, use in commerce, priority, ownership, distinctiveness

(2) & 14 Cancellation of a Mark [evenincontestable ones]
a) Generic
b) Functional
c) Abandoned
d) Fraudulently obtained
e) Contraryto collective mark orcert mark requirements
f) Contraryto Section 2(a), (b), (c) —immoral, deceptive, scandalous, disparaging, false suggestion of connection
to persons, Gl, consists of flag, insigniaetc., name, portrait or signature of living person or president
g) misrepresentation

(3) §33(b) statutory defenses - attacks on presumption [below]
a) Fraud
i) The P'smark was obtainedinfraud, soyou can cancel and also defend.
b) Abandonment
c) Misuse
d) Statutory Fair Use (descriptive fairuse onlyin §33(b))
e) Limited AreaDefense
i) TeddyRex, Thrifty -- uses priorto registration of the P's mark
ii) Limitedareadefensewhere the Dhastoassertthisdefense togetto use the markin itslimited area
f) PriorRegistration
g) AntitrustViolation
h) Functional
i) Equitable Principles

(4) CLDefenses
a) Generic
b) Nominative Fair Use
c) Non-TMUse
i) Disn'tusinga markasa TM, as a potential defense could work
d) FirstAmendment(?)
e) FirstSale Doctrine
i) Ifyouwantto resell something
ii) Champion Sparkplugs - ppl cansell and advertise theirresalegoods usingthe TM
f) Conflicts with Copyrightand Patent Law

ii. Defenses forIncontestable Marks
(1) Attack primafacie case
(2) CancChallenge under33(b) defenses [above]
(3) Cancancelan incontestable mark pursuantto §14
a) Generic
b) Functional
c) Abandoned
d) Obtained fraudulently
e) Contrarytocert mark
f) Contrarytosection2(a)-(c)
g) Misrepresentation
(4) Mere Descriptivenessisnotadefense to challenge/ cancel anincontestable mark. ( Parkn Fly)
(5) Cannotchallenge anincontestable mark simple on the grounds that there was LOC at the time of registration
(6) Cannotchallenge anincontestable mark because there wasn't 2d meaning.

iii. Lanham Act § 33(b) Incontestability; defenses. To the extent that the rightto use the registered mark has become
incontestable undersection 15[15 USC 1065], the registration shall be conclusive evidence of the validityof the registered
mark and of the registration of the mark, of the registrant's ownership of the mark, and of the registrant's exclusive right
to use the registered markin commerce. ...and shall be subject to the following defenses or defects:

(1) Thatthe registration orthe incontestable right to use the mark was obtained fraudulently; or

(2) Thatthe mark has been abandoned by the registrant; or
Abandonmentis grounds for cancelling a mark, and also can be raised as a defense in an infringement suit.

(3) Thatthe registered markis beingused, by or with the permission of the registrant ora personin privity with the
registrant, so as to misrepresent the source of the goods or services on or in connection with which the markiis
used;or

This meansintentionally false o r misleading designations of origin, nature, or ingredients of registrant's
goods. Courts have read this defense narrowly

(4) Thatthe use of the name, term, or device chargedto be an infringementisa use, otherwise than as a mark, of the
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(5)

(6)

(7)
(8

(9)

party'sindividual name in his own business, or of the individual name of anyone in privity with such party, orof a

term ordevice which is descriptive of and used fairly and in good faith only to describe the goods or services of
such party, or theirgeographic origin; or
Use of mark in descriptive sense, or "fair use"

Thatthe mark whose use by a party is charged as an infringement was adopted without knowledge of the
registrant's prior use and has been continuously used by such party or those in privity with him from a date prior to
(A) the date of constructive use of the mark established pursuant to section 7(c) [ 15USC 1057(c}], (B) the
registration of the mark underthis Actif the application forregistration is filed before the effective date of the
Trademark Law Revision Act of 1988, or (C) publication of the registered mark undersubsection (c) of section 12 of
this Act [15 USC 1062(c)]: Provided, however, That this defense or defect shall apply only for the areain which such
continuous prioruse is proved; or

Limited AreaDefense - This is the limited territory defense, which is a defense to incontestability. This

appliestoa jr. user who adopts a mark innocently before the sr. user registers it. But the benefits of the

defense are restricted to the area of continuous use by the jr. user prior to the P's registration.

That the mark whose use is charged as an infringement was registered and used prior to the registration under this
Actor publication undersubsection (c) of section 12 of this Act [ 15 USC 1062(c)] of the registered mark of the
registrant, and notabandoned: Provided, however, That this defense or defect shall apply only forthe areain which
the mark was used priorto such registration or such publication of the registrant's mark; or
If an alleged infringerregistered and use d the mark prior to the reg of the Plaintiff and did not abandon it,
the sr. registrant may continue to use his mark but only where the area it was used prior to registration by
P. this defense only really works/ seems relevant where two uses of a mark were not confusingly similar
when they were registered, but then later became confusingly similar.

Thatthe mark has been oris being used toviolate the antitrustlaws of the United States; or

Thatthe mark is functional; or
Thisis a basis for cancellation, and a defense to incontestable marks.

Thatequitable principles, including laches, estoppel, and acquiescence, are applicable.

iv. Statutory/ Descriptive Fair Use

1.

Under § 33(b)(4), Fair use is a defense to trade mark infringement, even forinfringement of unregistered and
incontestable marks. Fair use applies as an affirmative defense when aninfringerhas used a term in good faith
primarily to describe a product, rather than to identify it with a particular source.

Protectsalr. user'srights to use a descriptive termin good faithinits primary, descriptive senseratherthanasa TM.
Itforbidsa TM registrant to appropriate adescriptive termforhis exclusive use and so prevent others from
accurately describing a characteristic of their goods.

§33(b)(4) - That the use of the name, term, or device charged to be an infringementisa use, otherwise thanas a
mark, of the party's individual name in his own business, or of the individual name of anyone in privitywith such
party, or of a term or device whichis descriptive of and used fairly and in good faith only to describe the goods or

services of such party, or their geographicorigin; or
Use of mark in descriptive sense, or "fair use"

Approach
a) Plaintiff claiminginfringement of an incontestable mark must show LOC as part of theircase, and the D
asserts the affirmative defense of fair use
Rule
a) Toestablishclassicfairuse, adefendant must prove that:
i) Itsuse of the P's mark was nota TM or service mark use;
i) Itisusingthe mark "fairlyandingood faith";
iii) Itisusingthe mark onlyto describe its goods orservices.

Courts can say there is fair use even without LOC
a) Whydowe needto even think about infringementwhen there's no LOC?
i) Isn'titbecauseitseasierforthe court to dispose of cases on this ground, regardless of whetherthere
was LOC. So afterthe fact, they'll say, oh and there was no LOC anyhow.

b) United Shoe v. Brown - P had the slogan "looks like apump, feels like asneaker" and Dthen had a slogan "like
asneakerwith no strings attached.... Feelslike asneaker." Court said this classic statutory fair use. Dwas using
the same slogan to describe theirown goods.

i) Courtalsosaidthere'snoevidence of confusion.
ii) Whatifthere was?

c) CarFreshenerCase-Johnson & Johnson used a pine shaped airfreshenerfortheirholiday Glade plug-in.
Johnson said thisis statutory fair use, thisis holiday, andit's pine. We're not usingitas a mark , we're just
usingittosay heythissmellslike atree. Courtagrees; butsame language thatthere was no evidence of
confusion.

i) LOCanalysis: strength of the mark [the pine shape is the design of the item, so consumers are les likely
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tothinkit'ssource-iden, and more likelydescriptive of the scent or something that makes the product
more appealing]; similarity [both are pine shaped, both mean the same thing]; consumer sophistication
[cheapimpulse purchase]; intent [no evidence of bad intent]; actual confusion [no evidence] -- the
analysis can go either way.

8. Butif thereis LOC, some courts go on to discuss the "fairness" of the use -- this is a balancing test. (KP Make up v.
Lasting Impression)
a) Approach:in the prima facie case, do LOC analysis. Then, if the defense applies, discuss Descriptive Fair Use,
pursuantto 33b4. Ask doe sit fit the statutory language? Used as TM, accurate description of the goods?
i) Anadd'l considerationin some circuits [incl 9th], is whether there's LOC. If the ct finds LOC [see earlier
analysis of LOC,] some cts go further to ask, is it fair, nevertheless, to allow this use.

b) 9th Circ. Post-Script: Factors for Eval Fairness of Use
i) Degree of LOC
(1) Maybe a little LOC may make it fair; if lots of confusion, less fair
ii) Strengthof TM
(1) Sometimesstrong mark means less likely ppl are confused
(2) Butstrongmarks get more territory
(3) Goeseachway
iii) Descriptive nature of term
(1) Descriptive term gets less protection and more need forit;
iv) Availability of alternative descriptive terms that the D could use instead to descriptive its
products/services
(1) Iflotsofalt's, lessfairto use the term
v) Pre-regextentof use of the term
(1) Iflotsofuse of the term priorto P's registration
vi) Differencesinuses
(1) More different, more fairthe use

v. Nominative/Referential FairUse
1) NOTa statutory defense toinfringement of an incontestable registration.
2) Alsoanexceptiontodilution protection

3) ApplieswhenaDefendanthasusedthe P'sTMto describe oridentify P'sown goods orservices, even though D's
ultimate goal is to describe the D's own goods or services. This often occurs because the only practical way to refer
to a particularsubject matteristo referto P's mark.

4) Contrasttos. 33(b)(4) where the D usesthe mark inits mere descriptive sense, nominative fair use iswhen the D
usesthe P'smark inits TM sense toreferto the mark holder.

a) Eg.VW repairsgarage putsthe VW logo on theirads so that people know what kind of services Drenders.
5) Hasthe strongestfree speechimpetustoit.

6) NewKids Test: A Defendant can use Nominative Fair Use as a defense provided that:
a) The product or service in question must be one not readily identifiable without use of the TM

i) ThisoccurswhenaTM describesaperson, place, attribute of a product and there is no descriptive
substitute forthe TM.

ii) Thereisnowaythe D's could do a survey without usingthe New Kid's mark

b) Onlyso much of the mark or marks may be used as is reasonably necessary to identify the product or service
i) Mustbe use thatis reasonably necessary
ii) Welles-herwallpaperwas excessive use; did not need all that repetitive use to describe herself.

c) Theusermust do nothingthat would, in conjunction with the mark, suggest sponsorship or endorsement by

the TM holder.

i) Requiresashowing of somethingaffirmative to suggest endorsement, beyond mere association or LOC.
ii) Eg.If D's said "the New Kids wantyou to vote for them" or" the only official New Kids telephone poll"

C. FreeSpeechDefenses
i. Because TMlaw and UC regulate speech, there is tension with the First Amendment.
ii. FirstAmendmentisadefense, asseeninthe Fair Use [parody, comparative ads], Nominative Fair Use defenses
1) Nominativefairuse, Rogers test, trademark use defenses all about First Amendment and free speech interests
2) Parody, criticism or commentary often considered free speech principles
3) Some courts, since we have these separate defenses that champion free speech, say we don't need aseparate Free
Speechanalysis

iii. SEAAv. US Olympics- SFAA wanted touse "Olympics"in theirtitle. The ASA prohibited ANY use of the word "Olympics",
regardless of LOC ornot. Courtsaid, that's fine.

1) Courtsaidthere wasno expressivevalue inthe SFAA's desire to use the word Olympics, and it's mere commercial
speech

a) c/a-thisisn'tJUST proposingacommercial txn, there's an expressive component.
2) Courtsaysonlycommercial, and the law has to pass IS, which it did?
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iv. Courtsthatdidn'tuse FirstAmendmentto Protect
1) Mutualv. Novak - Novak makes a critical commentary on the insurance industry
a) Courtsaysthereisno firstamendment protection for parody here because there's LOC.
b) Butthenwouldn'tthisreasoningobliterate the First Amendment defense entirely?
2) Anheuser-Busch - Michelob Dry parody - court said it doesn't seem to be commenting, and plus, it's confusing.

v. CourtsthatDid Find Free Speechto be Protected
1) Mattelv. Universal Music
a) Courtappliedthe Rogerstestfor"Barbie Girl" song
i) Isthe use of Barbie TM artistically relevant? Yes, comments about materialism and sexism
i) Isitexplicitly misleading? No, it's not explicitly misleading, and itmay noteven be confusing, whichis
the firstorder question anyhow. But the courtdidn'tdo LOC analysis bcit was really hard in this case,
and theysaid, anyway it's protected by firstamendment.

2) Mattel v. Walking Mountain
a) Dused barbiesin his photographsthat were critical commentary.

b) P'sargueddilution
i) Ctsaidnotacommercial use; and bcits notcommercial, that's a defense to dilution
c) Argued Nominative/Referentialfair use Defense -- need to use the barbiesin ordertoreferto Barbie; there
wasn't more use than necessary; and it didn't suggest sponsorship.

vi. FirstAmendmentAnalysis
1) Commercial or Non-Commercial Speech?
a) Ifnotcommercial, thenitis much more protected by the First Amendment.
b) Commercial —defined as does no more than propose acommercial transaction
) Interpretedtomean thingslike Adsfordetergent, containing no otherexpressive content.
) Adsformoviesare notcommercial speech bcthey have an underlying expressive content.
) Distinctionis not compelling, bcunderlying thing may be only atransaction, you can have a commercial that
enlightensyou, makesyou cry, etc.
i) Eg.Dove campaign. Notcommercial, very meaningful, commercial speech doctrine is bunk.
(1) C/a-justtryingto sellyouaproduct and it'sjusta fancy way to getyouto do it.

D Q O

2) Misleading or Not Misleading?
a) Ifmisleading, canrestrict.
b) Ifnotmisleading proceedtoothertests:
i) Ifcommercial speech, then Central Hudson test applies—Must be substantial governmentinterest and
restriction directly advances thatinterestand not more extensivethan necessary [akin to IS].
ii) If notcommercial speech, is content-based restriction that must withstand strict scrutiny: Restriction
must be narrowly tailored to compelling state interest. Restriction cannot be over orunderinclusiveand
must be least restrictive alternative.

3) Time, Place and Mannerrestrictions, content -neutral speech restrictions are evaluated under O’Brien test—
a) Restrictionsare notgreaterthan necessary to furtherasubstantial governmental interest (essentially same as
CentralHudson).

vii. Approachto First Amendment Defense: Suppose P sues for false endorsement/false advertisement, and sets out their
primafacie case.

1) ifyou getto the first amendment -- "This likely implicates speech" and argue this if a free speech defense is
cognizable [especiallyif there is no LOC, whetherit applies at all bc it's not LOC.]
a) Isthis commercial speech, yesor no? Is any money involved? More commercial it is, less first A protection.
b) Misleading? More misleading, less likely First A protection. Misleading can be like LOC or more.
c) Ifnot commercial, ask if it's CB or not. TM cases will almost always be CB. Then that gets SS, and it will likely
fail.

2) Rogerstest applies with artistic works and titles [and more perhaps] that's been used for artistic works. "thisisa n
artisticwork, some cts use Rogers test to apply the first amendment principles/ analysis" and they permitsome

LOCas longas it's not explicitly misleading.

3) Parody. If it's dilution, there's explicit defense of parody, as long as not desig of source. Also, parody would got
into LOC analysis bc sth that's parody is focusing on differentiating the product and commentingon it.

4) Lastly, you may have a speechinterestto comment/ parody, and some courts give lee way / use first A defense in
parody; other cts ay, ifit's likely confusing, you don’t get Firs A protection.
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