Trademark Law Outline
I. The Dominant Framework
A. Trademark: control of symbols in commerce and in communication more broadly
B. Restatement definition: TM is a word, name, symbol, device, or other designation, or a combo of such designations, that is distinctive of a person’s goods or services and that is used in a manner that is those goods or services and distinguishes them from the goods or services of others. 
1. Words are the most common type of trademark
2. TM now treated as umbrella term for TMs, service marks, hybrids. 
a) Ex:
(1) Crest = TM; Crest produced by P&G = trade name; now both are TMs
(2) Paul Revere stamped his silver; stamp indicated ownership. Then, the symbol id’d the source once Revere sold the silver.
C. Restatement: A service mark is a TM that is used in connection with services. 
D. Lanham Act § 45 = 15 USC  1127 (use Lanham on exam): “to identify and distinguish his or her goods, including a unique product, from those manufactured or sold by others and to indicate the source of the goods, even if that source is unknown” 
1.  Doesn’t identify what counts as a trademarks, just describes what a trademark does
E. Reasons for having TM’s 
1. consumer protection
a) Tells consumers about the manufacturer or seller of the product  
2. efficient communication in the market economy (i.e. info. that comes from “snickers” mark)
a) Ease of describing a specific product
b) Producers count on consumers to pick the product they prefer
c) Consumers count on producers to stick to product differentiation 
(1) Brands serve for product differentiation
d) Free expression limitations (i.e., not everyone can use M.D. after their name)
3. economically motivates product differentiation
a) and producer knows that the consumer expects consistency; motivates producer to make consistent product so consumers will return
4. Creates value
a)  Ex: flood in the canned soup aisle and all labels washed off. Value in cans still the same, but value gone b/c consumers can’t find their soup.
b) Now, trademarks designate value of product itself AND trademark also has value in and of itself/trademark as the product itself
(1) Culture of logos/brands made possible by trademarks
(a) Ex. consumers will pay more for polo shirt WITH the alligator logo OR Louis Vuitton trademark on bags
(b) Socioeconomic class identification system
F. Two overlapping circles/competing paradigms: consumer protection & producer protection
G. Hypos:
1. The country of Nigeria distinguishes between trademark and service mark, and does not allow service mark. What should Hilton do? Apply for TM on all goods that make up the service, like soap and shampoo.
H. What is subject to trademark protection?
1. Secondary meaning
a) Kellogg Co. v. National Biscuit Co.
(1) Facts: Nabisco claimed trademark in “Shredded Wheat”; trademark in biscuit shape (trade dress); and Kellogg replicated shredded wheat. 
(2) Holding: SCOTUS: shredded wheat not a TM, rather shredded wheat is generic (“general designation,” descriptive) because it describes the product, not producer. Plaintiff did not establish secondary meaning.
(3) RULES: 
(a) to prove secondary meaning - must show primary significance of the term in the minds of the consuming public is not the product, but the producer.
(i) Significant numbers of prospective purchasers. What is the metric that works to measure size? 
(b) Modern rule: purely generic language is not trademarkable
(c) Secondary meaning can apply to products made by patented processes
(i) When patent expired, the form and name of the product became public domain
b) Coca-Cola Co. v. Koke Co. of America
(1) Facts: Defendant alleges plaintiff is being intentionally fraudulent regarding what is in their product, aka no cocaine. 
(2) Holding: the secondary meaning of “Coca-Cola” has totally replaced any descriptive qualities
(a) No longer describes the ingredients so name recognition is purely secondary
2. Slogans
a) Protected under trademark law
b) Tends to be descriptive phrases; important that slogan indicate source
c) Ex:
(1) “Moving air is our business.” At first, rejected b/c purely descriptive, but eventually allowed b/c acquired secondary meaning.
(2) “Open happiness.” Questionable whether descriptive.
(3) “Just do it.” Descriptive, also unique b/c a command.
d) Importance of slogans, and their commercial value as TM, decreasing b/c marketing sped up. 
3. Trade dress 
a) Two types of trade dress
(1) Product design
(a) Shape of product → needs secondary meaning
(b) If product design, Wal-Mart governs, and cannot be inherently distinctive, and must acquire secondary meaning
(i) Wal-Mart Stores
(a) Claim for product design trade dress.
(2) Product package
(a) Ex. Snickers’ brown package 
(b) Product packaging → can be arbitrary or fanciful on its own
(c) If product packing, Taco Cabana governs → can be inherently distinctive
(i) Two Pesos v. Taco Cabana
(a) Complex trade dress - a restaurant design - can be inherently distinctive without secondary meaning
(ii) *aesthetic functionality, like Mexican decor functioning as indication of Mexican resturant, is a bar to trademarkability!
b) Traffix Devices v. Marketing Displays (affirms Kellogg) p. 78
(1) Facts: MDI had a dual-spring design for their stands for 20 years. Patent for temp road signs expired; tech became public domaine. Traffix copied the design.
(2) Issue: What is the effect of an expired patent on a claim of trade dress infringement, i.e., is Kellogg still good law? 
(3) Holding: Yes and a utility patent is strong evidence that the feature claimed is functional (rebuttable presumption). 
(a) The dual-spring design is functional + it is the reason the device works
(4) Rule: Trade dress protection may not be claimed for product features that are functional. 
(a) Functionality: a feature is functional when it is essential to the use or purpose of the device or when it affects the cost or quality of the device. 
(b) A feature is functional if exclusive use of the feature would put competitors at a significant non-reputation-related disadvantage.
(5) Features that were functional at one point may NO longer be functional
(a) Ex. The pointy end of old-timey light bulbs may have been the result of how the lightbulbs were produced via a patented process. The tips would have been considered functional in the past, but as the light bulb manufacturing process evolved, the functionality of the pointed tip became moot as the tip became purely ornamental and can now be trademarkable. 
(b) If the patent expired recently, strong evidence that the feature is functional
c) If single color packaging or single color product design, (see Qualitex below) cannot be inherently distinctive, and must acquire secondary meaning. 
(1) Ex. Transparency of bottles
4. Color
a) Qualitex v. Jacobson: Qualitex using green-gold color since the 50’s. Registered Trademark in the color as of 1991. Jacobson, a competitor, started using green color in 1989. 
(1) Issue: Can a color be trademarked? 
(2) Procedure: 9th Circuit said color alone cannot be trademark. 
(3) Holding: SCOTUS overrules. Qualitex’s use of the green-gold color on its press pads meets the basic trademark requirements.
(4) Rule: A color can sometimes meet ordinary legal Trademark requirements. When it does, no special rule prevents color alone from serving as a trademark. 
(a) Color is not arbitrary or fanciful. It is DESCRIPTIVE.
(b) Seems wrong b/c color can’t describe in words, BUT color can achieve secondary meaning: “over time, customers may come to treat a particular color on a product or its packaging as signifying a brand.” 7 Ex: pink on a firm’s insulating material or red on the head of a large bolt
(c)  “It is the source – distinguishing ability of a mark – not its ontological status as color; shape, fragrance, word, or sign – that permits it to serve these basic purposes.” 
(5) EXCEPTIONS: no protection of color where:
(a) Aesthetic functionality. 
(i) Ex. Green for farm equipment 
(a) John Deere could not get TM on green for farm equipment, b/c farmers want all equipment to match, and would create monopoly, lock-in). Think: color just a matter of taste.
(ii) Ex. Black motorboats. Not aesthetic b/c that is how our brains actually process the color black.
(b) Functional when color used to stand out or used to hide.
(i) Taxis = yellow, nighttime medicine = soothing blue, daytime medicine = yellow/orange, pancake syrup = red, brown, yellow/green = dietetic syrup.
5. Sounds, Scents, and touch/taste
a) Courts have interpreted the flexible definition of a trademark as allowing protection of non-graphic marks
b) Sound:
(1)  “Soundmark” can be registered most readily when you can show secondary meaning
(2) Have to provide the musical notation
(3) Ex. Giggle of Pillsbury doughboy; MGM lion
(4) Application for Federal Registration of sound mark:
(a) Must be presented in an appropriate written description
(b) Ex. sound measurement, music notes
c) Scent:
(1) A scent can be a trademark (unless scent is functional - is an inherent attribute or natural characteristic of applicant’s goods). Scented fragrance can acquire secondary meaning
(2) Ex. scented yarn
(3) Non-examples: perfumes, colognes, dishwashing soap
d) Touch/taste: 
(1) There is one example of a trademarked, fuzzy bottle of wine
(2) Taste theoretically could be trademarked but practically impossible
(a) Consumers would think flavor was a feature of the product
(b) Taste usually occurs post-purchase
(i) Trademark has to tell a consumer the source before purchasing/consumption!
6. Service Marks
a) The federal circuit has broadly defined a “service” as “the performance of labor for the benefit of another”
b) Services performed only for the benefit of the owner of the mark, such as advertising the owner’s own goods, are not considered a service
I. Trademark introduction
1. Hanover Star Milling Co. v. Metcalf
a) Facts: petitioner and respondent independently adopted the brand “Tea Rose” for flour in the 1880s; both printed the brand name and rose design on their flour sacks and barrels. Each of them filed a trademark suit seeking to enjoin the other from the sale of the other’s flour. 
b) Rule: The real property of trademark is the person’s right to the continued enjoying of his/her trade reputation and the goodwill that flows from it. 
(1) “The common law of Trademarks is but a part of the broader law of unfair competition.” A trademark is a property right.
(2)  “It is plain that in denying the right of property in a TM it was intended only to deny such property right except as appurtenant to an established business or trade in connection with which the mark is used.” 
c) Limits of the right are dictated by the nature of the business
(1)  if Trademark is a lion on cloth, only have Trademark associated with cloth products; you do not own Trademark in other product categories.
(2) Ex: Dove: soap and chocolate; Delta: faucets and airlines: all separate TMs in different product categories 
d) Old rule: could not sell Trademark without selling recipes, equipment, essentially entire business. 
e) Modern rule: can license mark to others. But probably couldn’t sell only Coca-Cola Trademark w/out selling recipe.
2. Champion Spark Plug Co. v. Sanders
a) Facts: Champion Spark Plug Co. (Champion) (plaintiff) manufactured spark plugs bearing the trademark “Champion.” Sanders (defendant) repaired used spark plugs and resold them. Sanders sold the repaired plugs in a box with “Champion” on it, and the print on the box guaranteed that the spark plugs would be dependable. The only mark on the spark plugs added by Sanders was in illegible blue or black ink. Sanders did include a note inside the box stating that the plugs had been renewed, but none of the boxes used Sanders’s name. Sanders also included Champion’s own charts indicating the recommended uses of the spark plugs.
b) Issue: Should the respondents remove the word “Champion” from the repaired and reconditioned plugs which they resell?
c) Rule: No. Vendors or used goods can keep the trademark of the original manufacturer on the product, as long as they adequately represent the changes made to the product.
(1) If the mark does not deceive the public, it can be used if it’s telling the truth
(2) Ct makes used car analogy. Used cars with TMs would be useless to consumers; very time inefficient to search for a car. TMs help consumers sort out world.
(3) Communication theory: Cases where reconditioning or repair so extensive or so basic can no longer call the article by its TM, original name, even with “repaired” or “used” attached. Article must be clearly and distinctly sold as repaired or reconditioned rather than as new. Full disclosure gives manufacturer all the protection to which he is entitled. (Full para p. 40).
(a) Ex: take out engine of Honda Accord and replace with motorcycle engine.
(b) Consumers expect inferiority with used goods.
(i) Thus, selling used spark plugs as new = deceptive. Selling w/out TM = inefficient
(4) Case has consumer-oriented analysis
d) Qs. P. 40 #2: What if you sell “FAKE Gucci” bags? This would have post-consumer confusion. Next consumer might not understand that it was fake, even though initially labeled as such. What if you sold day old egg McMuffins? Both make the producer unhappy re: their reputation and economic competition. Consumers are not affected
II. Alternative Frameworks
A. Stork Restaurant, Inc. v. Saharti
1. Facts: Stork Club in NYC and Stork Club in San Fran have no affiliation. NYC Stork Club was nationally renowned and heavily advertised.
2. Issue: Should San Fran Stork be enjoined from using its trade name?
3. Rule: Even if Stork NYC nightclub cannot show pecuniary loss, no need to expose its reputation to the trade practices of another
4. Reasoning:
a)  Consumer confusion
(1) Where there is no direct competition between parties, confusion of source found in imitation of attractive or reputable TM would not result in diversion of trade (note: consumer confusion often times does involve diversion of trade)
(2) geographical distance does not eliminate likelihood of confusion
b) Dilution of goodwill 
(1) actual loss of trade not required to be shown
(2) Using TM for infringer's goods some of the owner's good will,
(3) advertising and sales stimulation of TM, i.e., reaping where one has not sown
(4) Unfair trade practice threatens to “nibble away”, “whittle away”, or “dilute” 
5. Consumer Confusion standards
a) Protect the ignorant and less experienced consumer
b) Most courts apply a reasonable person standard
B. Unfair Competition
1. Unfair competition in Restatement Law 3rd includes:
a) Deceptive marketing
b) Infringement of trademarks and other indicia of identification
c) Appropriation of intangible trade values, like trade secrets and right of publicity 
2. International News Service v. Associated Press
a) Facts: INS and AP in competition w/ each other.  AP accused INS of bribing newspaper employees to leak AP exclusives, inducing AP members to violate by-laws by letting INS obtain pre-publication info., and copying info. from bulletin boards and redistributing the info. for profit. INS was getting early access to stories and rewriting them 
b) Holding: news is “quasi property” – property right between the two competing parties, not between property owner and the public.  Qualified as  “unfair competition in business.” Right against competitors    
c) Reasoning: Stripping AP of profitable nature of its work represented in obtaining the news is an interference of a legitimate business’ normal operation. Oriented to protecting the producer. 
C. Theoretical considerations
1. Advertising and public interest
a) 2 paradigms: protecting consumers and protecting producers
b) Justice Frankfurter: recognized a primary public interest in protecting the seller who asks the court to enjoin ‘another who poaches upon the commercial magnetism of a symbol he has created’ --> Protecting producers
c) “From the point of view of the economic purist, imparting information is the only useful function of advertising.”
d) A perfect producer-consumer relationship requires 100p transparency from the producer 
(1) Advertising would not exist without TM protection. Are we doing something wrong with TM law, by creating a logo-obsessed culture?
2. Economic Perspective of Trademark Law
a) “The benefits of TMs in reducing consumer search costs require that the producer of a TM good maintain a consistent quality over time and across consumers.”
(1)  Across consumers = influencing other people’s consumption. Ex: You should try Sanka.
(2) Counter to Brown re deadweight costs, monopoly, or excessive competition: maybe it’s the same recipe, but consumer willing to pay a premium for greater assurance that the good will actually be manufactured to the specifications of the formula.
(3) Pick brand b/c you have confidence in it: confidence quotient
(4) Even if the value is in our heads, that value is economic value
b) If people are willing to pay for it, then the law should protect it. People are imputing value. Ultimately, consumers have made the investment in symbols.
III. Trademark lawsuits/processes
A. Two struggles
1. Plaintiff against defendant
2. Private party against the patent + trademark office 
a) Issue: whether a trademark will be registered
B. After TTAB, why go to the district court first? 
1. You would have another chance at the circuit level
2. Choose to go within a circuit that has laws favorable to your case
C. Infringement
1. Sue in federal district court or state court (file a pendant federal issue claim) → go to normal court of appeals process
2. Considerations: How widespread is the injunction problem? What are monetary costs? Usually a CA, NY or TX wide injunction will be sufficient

[image: image1]
D. Procedural
1. Copyright: always infringement claim, federal law.
2. Patent (federal law) and TM (fed and state law, usually the same): involve regulatory systems. Sometimes government says no and people sue. All Trademark Trial and Appeal Board cases are battle over registration. Infringement cases: suing D, where P has TM.
3. USPTO federal application process: p. 186
a) Trademark seeker files application and it is assigned to examiner. All examiners are attorneys. 
b) Examiner reviews against federal registration (state registration plays no weight, but it may be used to establish priority to show when applicant was using it!)
(1) Examiner looks at evidence, decides if the descriptive mark has acquired secondary meaning
(a) If yes, then published in Gazette. USPTO says to world we plan to register.
(i) If objections, and examiner denies, then objector can file appeal w/ TTAB or Fed Circuit, any district court that has jx over both parties. 
(b) If trademark examiner determines fixable problems, she can issue an Office Action. 
(i) Applicant for trademark must fix the Office Action within 6 months
(ii) Ex. Trademark examiner could ask attorney to add a disclaimer. 
(c) If no, examiner issues a refusal.
(i) If TM applicant appeals TM denial, then goes to TTAB or any district court because parties are applicant v. U.S. gov 
c) Having a registration warrants owner different damages
4. Additional Trademark Federal Registration requirements
a) Three-dimensional mark: 
(1) Ex. sculpture outside of a restaurant or a car
(2) Must be presented in a line-drawing, not a photograph 
b) Color features of the mark:
(1) If the mark always appears in a particular color which is to be regarded as a feature of the mark, explain where the colors appear and the nature of the colors 
(2) If you want to add colors, do a schematic of colors identifying each one
c) Classifications in the application
(1) Application must identify the goods or services AND identify them by classifications
(a) 34 for goods and 11 for services
(2) Classifications must be revised fairly frequently (every 5-10 years)
(3) Must pay per class!
	
	Unregistered (common law)
	Registered

	State
	Trademark
	Trademark
State’s have regulatory systems like birth records. Not exam systems.

	Federal
	™, SM, © 
	Patent; trademark
Examination process, consider material. USPTO (R)--> can only use (R) if actually registered


E. New product introduced TM and then registered, producer should change packaging to include ®
F. Principal register: if USPTO approves, mark gets put on principal register. 
1. 99% of registrations are on the principal register 
2. If not approved, mark can still go on the supplemental register (at least when people search, they will see your mark, puts world on notice)
3. Notice of Registration - ® = substitute for having actual notice 
a) No need to prove other party has actual notice of your registration if your good has the ® 
b) Need to use to get lost profits/damages in lieu of proof of actual notice in infringement suit
c) Hacky Sack case: court held ® appeared close enough to the seams to be considered “displayed with the mark” for within the meaning of the statute. So, P could recover profits.
(1) If ® was on the hacky sack box, and not on the hacky sack itself, probably not close enough to be considered “displayed with the mark”
4. Advantages of principal register
a) Nationwide protection from the date of the application
b) Incontestability
(1) After continuous use for 5 years for a descriptive trademark
c) Warning to others
(1) Via searches
d) Barring imports
(1) Blocked at customs
e) Protection against counterfeiting
(1) Enhanced remedies
f) Evidentiary advantages
(1) Prima facie evidence 
g) Use of the ® 
(1) Informs the public
h) Confirms ownership and validity 
(1) Ownership + sale of a product line or company
(2) Helps with assets
i) Basis for foreign filings
(1) Basis of an IR + Paris Convention filing
j) Preemption of state regulation
(1) State laws; and local ordinances 
G. Lanham Act § 8 
1. Registrant has to file an affidavit that the mark is in use for at least some of the goods or services covered in the registration between the 5th and 6th year after the registration date (affidavit of continued use)
2. If you don't file this, then the USPTO will cancel your registration
H. Lanham Act § 9 
1. Requires renewal of the trademark registration after 10th year, and then every 10 years after that. Registrant must also file a § 8 affidavit in each 10th year.
2. Ex. 
a) 2009: application
b) 2010: registration granted
c) 2015-2016: § 8 affidavit 
d) 2020: § 9 renewal, § 8 affidavit 
3. Why? There is a greater chance that one may stop using it within the first 5 years, so after 5-6 years, if the product hasn’t failed, it has a good chance of longevity. 
I. Constructive use
1. Date of constructive use/nationwide priority = date of application
2. Larami Corp v. Talk to Me Program, Inc.
a) Facts: TTMP filed an ITU application to register “The Totally Rad Soaker” for toy water guns. Larami opposed, alleging that it had used the mark “Super Soaker” for toy water guns. 
b) Rule: 
(1) Applicant may rely upon its constructive use date – its filing date – to assert priority of use because this proceeding is before the Board!
(2) A mark may be registered and receive the benefits of constructive use, even if the claim of acquired distinctiveness was made after the filing date of the application and even if the use on which the claim of distinctiveness was predicated was made mostly after the filing date of the application. 
J. Supplemental register: for trademarks that haven’t obtained distinctiveness or secondary meaning
1. Benefits: Deters similar trademarks from being adopted and turns up on search reports
2. Marks on the supplemental register admit they lack secondary meaning - examiner did not believe them
3. Lacks nationwide priority, constructive notice, and prima facie validity 
K. Obtaining state registrations of a mark
1. Sometimes smart to file an application with the department of state
a) Benefits: turns up on search reports! Good trademark lawyer searches USPTO and state registrations 
2. State registrations are not given much weight in infringement actions
a) Applications are not examined, they are just processed 
3. State registration constitutes evidence of a claim to exclusive trademark rights within all or at least part of the state, although that evidence is subject to rebuttal
4. Ex. Rock n Roll Hall of Fame: Ohio registration for the building 
IV. Trademarks in the Greater World of IP
A. 15 U.S.C. §1127 [Lanham Act § 4 and § 45]
1. Collective Mark
a) Collective mark: trademark or service mark
(1) Used by the members of a cooperative, an association, or other collective group or organization, or
(2) Which such cooperative, association, or other collective group or organization has a bona fide intention to use in commerce and files an application to to register on the principal register established by this Act, and includes marks indicating membership in a union, an association, or other organization.
b) Ex. National Association of Realtors
c) Ex. BPOE: Benevolent and Protective Orders of Elks 
2. Certification Mark
a) The owner is the certifier, who certifies the certified mark. Used by a person other than its owner. Certifier can lose the mark 
b) Cancellation of certification mark
(1) Certifiers need to control the mark
(2) Certifiers cannot produce the good or service
(a) Will lose their neutrality
(3) Certifiers cannot use it for other purposes
(4) Certifiers discriminately refuse to allow who can use the mark
c) Certification marks are not big or bold trademarks that we are used to
d) Ex. Kosher mark from Orthodox Union 
e) Ex. If potato farmer in Idaho grows a potato that does not qualify but still has the certification mark, farmer could be in trouble with the law
f) It is possible to have a certification mark as a matter of common law
g) Regional Certification mark notes:
(1) Mark denotes a place-quality nexus
(2) Public has to understand that goods bearing the mark come only from the region stated in the mark
(a) Ex. Cognac, champagne, etc.   
(b) Non-example: Parmesan or Swiss cheese
V. Acquisition of rights: distinctiveness in a trademark
A. Trademark Hierarchy
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1. Fanciful/Arbitrary
a) Definition: made-up/random AF Word or symbol that makes no logical association to product or service with which is is attached
b) Inherently distinctive
c) No need to prove secondary meaning 
d) Easy to establish infringement 
e) Ex. fanciful: Kodak, Exxon
2. Suggestive
a) Definition: if it requires imagination, thought, or perception to reach the conclusion of nature of the goods
b) Inherently distinctive
c) No need to prove secondary meaning 
d) Ex. Escalator Basketball Shoes
3. Descriptive
a) Definition: if it immediately conveys important quality, characteristic, idea of goods or services with which it is used (Quik-Print: where mark was found  merely descriptive due to speed of printing service)
*We are concerned about how consumer experiences the trademark through different senses (i.e., quick v. quik)!
b) Need secondary meaning
(1) Second in time, but first in meaning to prospective purchasers
(a) Ex. American Airlines
c) A descriptive word or phrase becomes a mark with secondary meaning!
d) Substantial exclusive use of the mark for five years preceding the application = prima facie evidence for secondary meaning at the PTO
e) Ex. “Parenting” for Parenting Magazine; Corn Flakes 
f) Geographically descriptive
(1) American Waltham Watch Co. v. United States Watch Co.
(a) Holding: Defendant can use “made in Waltham Mass.” but has to sufficiently differentiate its product from Plaintiff’s to prevent confusion
(b) Rule/reasoning: Geographic designation is descriptive though Waltham had acquired secondary meaning. Can not bar another producer from saying where their products come from, but producer must uphold obligation to prevent any deception
g) International Kennel 
(1) To prevail in action under Lanham Act § 43(a) (common law rights), IKC/plaintiff must establish:
(a) that it has a protectable TM, and
(i) Secondary meaning factors (Gimix factors):
(a) 1 - amount/manner of advertising
(b) 2 - volume of sales
(c) 3 - Length and manner of use
(d) 4 - Direct consumer testimony
(e) 5 - consumer surveys 
(b) a “likelihood of confusion” as to the maker of the defendant’s product. 
(2) Holding: IKC has acquired secondary meaning with “a small but very well defined group of people in Chicago”; thus, there will be a likelihood of confusion
(3) *Professor criticized how this case focuses on the producer, but it’s about consumer confusion
4. Generic
a) Definition: Words that, if you don’t use that word, the product is incredibly hard to describe (banana, chocolate, etc.)
b) Total bar to trademarkability
c) When a mark becomes generic, trademark protection will be denied
(1) Ex. Escalator was originally a registered trademark but is now generic 
B. Trademark hierarchy categories
1. Relational and contextual! X is arbitrary in relation to Y
2. A mark that is in one trademark category for a particular product may be in a different category for another product
a) Ex. Apple is generic with red fruit from temperate zones, but Apple is arbitrary in relation to laptops. 
b) Fanciful words can be fanciful in relation to everything
3. A mark can shift through categories in light of different uses over time
a) Ex. Aspirin: Started as a fanciful term for a synthetic compound, and over time, has become a generic term for that type of product.
4. Individually generic words can be combined to create a descriptive mark
a) Ex. Deep Bowl Spoon
(1) Capable of multiple meanings
(2) Not part of normal parlance
5. Rock & Roll Hall of Fame and Museum v. Gentile Productions
a) Rule:  Building design can be fanciful, like made-up words (ex: Exxon), but 1) photo of something that exists is not fanciful. 2) Mark could still become a trademark if it had established secondary meaning
b) Holding: Not enough consistent commercial impression in this case because the building looked radically different from various sides. 
VI. Use of Mark
A. Use in commerce - Lanham Act § 45
1. Commerce = that which can be regulated by Congress (interstate commerce)
2.  Mark is used in commerce on goods when it is placed on the goods, their containers, displays associated with it, tags, labels, or on documents if placement on goods is impracticable (e.g. crude oil), and when goods are sold or transported in commerce
3. Mark is used in commerce on services when it is used or displayed in the sale or advertising of services
4. Procter & Gamble v. Johnson & Johnson
	      
	Deodorant
	Tampon
	Shampoo
	Mouthwash

	P&G
	Sure
	Sure (minor brands)
	Assure (minor brands)
	Assure (minor brands)

	J&J
	 
	Assure (Sure & Natural)
	 
	 


a) Holding: P&G owns no enforceable rights because it failed to show it established trademark rights through bona fide commercial use. 
b) Rule: token use will not constitute adequate use to establish trademark rights. 
c) Reasoning: use in commerce must not be sporadic, nominal, and intended solely for trademark maintenance. 
(1) P&G’s minor brands program failed to establish trademark rights in selected brands because they were repackaging other companies’ products for a nominal 50 packages a year $2 each. No bona fide attempt to establish a trade in any meaningful way
(2) Not using on their own product and not intended to make a profit
5. Larry Harmon v. Williams Restaurant (physical space)
a) Facts: Bozo the clown vs. Bozo BBQ. Clown argues BBQ should not get trademark because not interstate commerce: one BBQ restaurant in Tenn. 
(1) Counter argument: Memphis is on the border in tri-state area, so more likely to attract interstate travelers. Plus BBQ had been written up in national publications. 
b) Holding: Service in a single-location restaurant of interstate customers is sufficient to satisfy the statutory requirement for registration. 
(1) Court rejects Bookbinder rule: BUT criteria could be good evidence for interstate commerce
(2) Bookbinder rule: a single-location restaurant is not entitled to register its service mark unless 1) it is located on an interstate hwy, 2) at least 50% of its meals are served to interstate travelers, or 3) it regularly advertises in out-of-state media.
6. Maryland Stadium Authority v. Becker (time)
a) Facts: Becker began selling t-shirts with Camden Yards on them prior to construction of stadium
b) Holding: Common law rights to “Camden Yards” established 
c) Rule:  promotion and advertising activities is sufficient to obtain rights in a mark as long as they occur 1) within a commercially reasonable time prior to the actual rendition of service/delivery of goods and 2) as long as the totality of acts “creates association of the goods or services and the mark with the user thereof” 
(1) Commercially reasons
(2) ble time will vary based on the nature of the service/product
(3) “Use in commerce” = point where actual sales are happening/rendition of service/delivery of goods date
7. Blue Bell, Inc. v. Farah Manufacturing Co. (time + use in commerce)
a) Facts: Two men’s clothing manufacturers created identical trademarks for goods substantially identical in appearance. The mark is “Time Out” for new lines of men’s slacks and shirts. This would confuse the buying public!
b) Issue: which party established prior use of the mark in trade? 
c) Holding:  Blue Bell wins because its orders shipped first to customers. Farah’s July 3 sale was an internal transaction to managers was not sufficiently public to establish priority 
d) Rule: to establish actual use, use in a way sufficiently public way to identify or distinguish the marked goods in an appropriate segment of the public mind as those of the adopted of the mark
(1) Court looks at bona fide use when goods first shipped to customers
(2) Open use has to be directed to the relevant class of purchasers or prospective purchasers
(3) Not enough to affix a new trademark to a product that was not legitimately intended to have that trademark
8. Types of use
a) Use
b) Use in commerce (federal trademark = use in interstate commerce)
c) Token use (Proctor and Gamble was strong against token use)
d) Constructive use (could be where trademark rights reach because of advertising, promotion, sales)
e) Use analogous (could be where trademark rights reach because of advertising, promotion, sales)
B. Concurrent use = same name
1. Rule: first to use mark in geographical area creates priority common law rights to the mark in that geographical area. Registration expands priority nationwide except to areas where another used the mark first or concurrently in bona fide good faith use in commerce.
a) Lanham Act: the date of one’s application for successful trademark registration becomes the date of nationwide priority 
b)  USPTO registration gives nationwide priority. Essentially, constructive use throughout country. C/L rights can be acquired, but do not extend past territory where mark used. Nationwide priority dn supplant people already using the mark. 
2. United Drug Co. v. Theodore Rectanus Co. (time + concurrent use)
a) United Drug’s nationwide priority started after Rectanus’ priority in Louisville, so could not get exclusive use nationwide.
b) Rectanus used the mark in good faith and spent money and effort building up a local but valuable trade
3. Thrifty v. Thrift
a) Facts:  
(1) Thrifty: began renting cars in OK in 1958. Trademark granted from USPTO in 1964 = thrifty becomes senior trademark holder nation wide
(2) Thrift: Started renting cars in East Taunton Mass. in 1962. Moves business to Nantucket in 1970.
b) Rule: 
(1) Three requirements for limited area defense
(a)  that it adopted its mark before Thrifty’s 1964 registration under the Lanham Act, without knowledge of Thrifty’s prior use (good faith); 
(b) the extent of the trade area in which Thrift Cars used the mark prior to Thrifty’s registration; and
(c) that Thrift Cars has continuously used the mark in the pre-registration trade area. 
(i) Ex. Thrift continually advertised, had general reputation, maintained address + phone number
(ii) Limited area is about trade/business activity + advertising and promotional activity 
c) Holding: Thrift Cars should be entitled to continue doing business in East Taunton and Thrifty should be enjoined from establishing a franchise there
4. Dudley
a) Rule: the internet is not a geographic region a trademark owner can claim
b) “Senior user”/”senior mark holder” = first party to use the mark in whatever geographic area you are talking about 
5. Dawn Donuts
a) Facts: Plaintiff sells donut mix to bakers + has federal registration (1947). Bakers (customers) make donuts + buyers (customers) purchase the donuts. Trademark has two layers of customers (like Champion Spark Plugs, where thousands of customers use the product without knowing about it/the trademark). “Dawn” on bags of doughnut mix. Defendant adopted “Dawn” for actual baked goods without actual knowledge of plaintiff’s use within 45 mile radius. 
b) Rule/holding: Plaintiff lost. Although Dawn’s registration gave defendant constructive notice of prior use, court said there was no likely confusion at present time due to separate trading areas
(1) As long a Defendant confined its use of the “Dawn” mark to the retail sale of baked goods, in its present, separate trading area, there is no likelihood of confusion
(a) if there was a probability that Defendant was going to to expand into plaintiff’s market and trading area, likelihood of confusion would have been found.
C. Incontestability doctrine arose in Thrifty
1. Incontestability doctrine: If you’ve registered your trademark and made bona fide use of the trademark that is uncontested (no disputes) for 5 years, you establish a prima facie showing of secondary meaning and your mark becomes incontestable under federal law
2. Principal limitation: it bars a defense based on p’s mark being purely descriptive! D can NO LONGER say P’s mark is just descriptive. Irrebuttable presumption of secondary meaning for descriptive marks.
3. Thrifty Rent-A-Car starts out as descriptive, but acquired incontestability 
VII. Registration of trademarks

A. 5 bases for federal trademark registration 
1. Use in commerce - 15 USC § 1051(a) / Lanham Act § 1(a)
a) Pay fee and file application with the PTO
(1) Application includes applicant’s domicile and citizenship
(2) Date of the applicant’s first use of the mark
(a) Ex. intrastate commerce, advertising without orders, etc.
(3) Date of the applicant’s first use of the mark in commerce
(a) For each class of goods or services
(4) The goods in connection with which the mark is used
(5) Drawing of the mark + attach specimens 
b) Fil verified statement with the PTO
(1) Person believes he or she is the owner of the mark 
(2) Person believes facts in application are accurate
(3) Mark is in use in commerce (interstate commerce)
(4) No other person has the right to use such mark in commerce 
c) Application reviewed by TM examiner/attorney, who conducts search. If approved, published in Gazette which allows people to oppose. If no opposition, proceeds to registration. 
2. Bona fide intent to use in commerce - 15 USC § 1051(b) / Lanham Act § 1(b)
a) Intent to Use applications
(1) Fille application of bona fide intention, with circumstances showing good faith, to use mark in commerce. Can still be opposed. 
(2) Application materials mirror §1051(a) except for use of mark and use of mark in commerce requirements
(3) After application passes opposition, a Notice of Allowance is issued.
(a) Notice of allowance: promise of registration of trademark after proof of use in commerce within 6 months + filing of Statement of Use + provide specimens of mark of goods
(b) If applicant cannot prove use in first 6 months, can apply for 6 month extension as a matter of right. Then can apply for 6 months extension up to 5 times if has good cause (maximum total of 3 years from Notice of Allowance) 
b) Purpose: protect business investments and risk into a product 
c) An effect of ITU is that token use has become unnecessary and inappropriate 
3. Ownership of a qualified foreign registration + a bona fide intent to use - Lanham Act § 44(e)
a) Foreign applicants generally can apply under 44(e) of Lanham Act
b) Pg. 180-181
4. Ownership of a qualified foreign application + bona fide intent to use -  Lanham Act § 44(d)
a) Foreign applicants generally can apply under Lanham Act § 44(d) 
b) Pg. 180-181
5. Ownership of an international registration that has been extended to the U.S.
a) Foreign applicants can extend an International Registration to U.S. under the Madrid Protocol 
B. The process for registration of marks
1. How to clear a proposed mark: order a search report
2. How to establish rights in a mark
a) Goods
(1) Use the mark in the ordinary course of trade or in connection with the goods
(2) Or file intent to use application
(3) Apply trademark to labels or affix to goods or containers for the goods
(4) Apply directly to the goods
(5) Use on point of sale displays associated with the goods
b) Services
(1) Advertisements, brochures, letterheads, signs
(a) Ex. law firms, commodities
(2) Use in federal commerce to be federally registrable
(3) Patrons are traveling from state to state
3. How to obtain a federal registration of a mark = pg. 184
4. How to obtain state registrations of a mark = pg. 187 
VIII. Bars to registration  
A. Lanham Act § 2(a) prohibits registration of a mark that consists or comprises of immoral, deceptive, or scandalous matter (absolute bar)
B. Or matter that may disparage or falsely suggest a connection with persons living or dead, institutions, beliefs, or national symbols, or bring them into contempt or disrepute
1. In Re Fox - Cocksucker 
a) Facts: “Cock Sucker” for rooster-shaped lollipops.
b) Holding: the mark consists scandalous matter and is NOT registerable
c) RULES: 
(1) vulgarity measured by a “substantial composite of the general public” (not necessarily a majority; look at context of market for those goods)
(2) Scandalous meaning does not need to be predominant for the meaning to bar registration when dealing with a double entendre 
(a) Irrelevant if non-scandalous meaning is more well-known
(3) Can’t change by arbitrary spelling (sound of words counts) 
(a) Ex. Lollipop= “sucker,” but literally sounds like cocksucker 
2. In re Tam
a) Facts: Tam purposely chose a derogatory term for his band to fight back against Asian oppression: The Slants
b) Holding: S. Ct. finds disparagement clause of 2(a) to be unconstitutional and that trademarks are a form of private speech, not government speech.
(1) USPTO can no longer refuse a trademark on disparagement issues
(2) **Likely signifying the un-constitutionality of all of 2(a) except deceptive part**
C. Deceptive or deceptively misdescriptive terms? 
	In re Budge test
	arbitrary/
suggestive?
	 Lanham Act § 2(e)(1) deceptively misdescriptive
	 Lanham Act § 2(a) deceptive

	#1 Is the term misdescriptive of the character, quality, function, composition, or use of the goods?
	Yes
	Yes
	Yes

	#2 If so, are the prospective (RELEVANT) purchasers likely to believe that the description actually describes the goods?
	No
	Yes
	Yes

	#3 If so, is the misdescription likely to affect a significant portion of the relevant consumers decision to purchase? 
	No
	No
	Yes

	
	
	Not an absolute bar; and can be overcome with secondary meaning!
	Absolute bar and cannot register trademark at all


1. Ex. Liquid Plumber; Apple Computers
a) If yes, no, and no → arbitrary or suggestive because the terms misdescribe the product but consumers do not believe it. 
2. Ex. “Titanium” for recreational vehicles → arbitrary or suggestive
3. Ex. “Ice Cream” brand for chewing gum → deceptively misdescriptive
4. Ex. “One Minute” for washing machines → misdescriptive because the deceptiveness is relative to sophistication of buyer 
D. Deceptively misdescriptive + deceptive framework survives Matal v. Tam constitutionality analysis as mechanisms to protect consumers and protect trademark owners. 
E.  Lanham Act §§ 2(b) and 2(c): trademark cannot consist of 
1. (b) - flag or coat of arms or other insignia of the United States, or of any State or municipality, or of any foreign nation, or any simulation thereof. (absolute bar)
2. (c) - or comprise a name, portrait, or signature identifying a particular living individual except by his written consent, or the name, signature, or portrait of a deceased President of the United States during the life of his widow, is any, except by the written consent of the widow. (absolute bar)
a) Living celebrities, and dead or living presidents
F. Trademarking names
1. In re Hoefflin 
a) Test:
(1) If the person is so well known that the public would reasonably assume the connection OR
(2) If the individual is publicly connected with the business in which the mark is being used
b) Surnames, shortened names, and nicknames are also barred from registration
c) Ex. Obama Pajama → Obama is too well known, and public will associate the name with the President. Case proceeds on first prong.
2. Ex. May a third-party register Marilyn Monroe for hosiery, or James Dean for motorcycle jackets under Section 2(c)? Yes. Would Section 2(a) bar registration? 2(a) deals with matters which falsely suggests a connection with person living or dead. So, no regarding Marilyn Monroe
a)  2(a) is what the estates of dead celebrities use to protect
b) 2(a) and 2(c) overlap! 2(c) can be overcome with the written consent of person or his or her estate, where you establish the connection.
3. Ex. Could an applicant register Bill Clinton for neckties or Ronald Reagan? No, not without consent. When the Nancy Reagan was still alive, we needed Nancy Reagan’s estate. Now that she is dead, it would be fine under 2(c). But under 2(a), would have to get permission of estate or family
G. Geographically descriptive marks
1. Primarily geographically deceptively misdescriptive
a) PGDM when and barred from registration if: 
(1) Primary significance of the mark is a generally known geographic location by the general public;
(a) Ex. Xenia could pass for Nike shoes because it’s an unknown town
(b) But! Many small town names do not get through this first hurdle
(2) The consuming public would make a goods/place association, when the goods actually  DO NOT come from that place; and
(a) Ex. “Havana Cigars” from Michigan
(3) The misrepresentation was a material factor in the consumer’s decision to purchase the goods 
b) A mark may not be registered on the principal register/trademarked if the mark, when used on or in connection with the goods of the applicant is primarily geographically deceptively misdescriptive of them - section 2(e)(3) (see chart above) (absolute bar) 
c) In Re Joint-Stock Company “Baik”
(1) Facts: Vodka trademark for Baikalskaya. Examining attorney refused registration under Section(2)(e)(2) on the ground that applicant’s mark is primarily geographically descriptive of its goods. 
(2) Holding: Affirmed. U.S. purchasers would know and make association! Follow steps above.
(a)  :lake is the subject of numerous articles in US publications on subjects ranging from tourism to ecology to oil production
(b) Presume a goods/place association b/c applicant is located near Lake Baikal; vodka is made there, with water from the Lake; KEY: presume goods/place association when goods manufactured/come from place
2. Primarily geographically descriptive - Lanham Act § 2(e)(2) (not an absolute bar)
a) If mark is used on or in connection with goods and is primarily geographically descriptive, apply the rules of descriptive. In other words, no trademark registration without secondary meaning
b) goods/place association examples: Cigars/Havana; Crabs/Maryland
c) Test:
(1) The term in the mark sought to be registered is the name of a place known generally to the [general] public, AND 
(2) The public would make a goods/place association, that is, believe that the goods or services for which the mark is sought to be registered originate in the place.
3. Geographically suggestive marks
a) Suggestive mark definition:These marks do not describe the place of the goods’ origin, but they do or are intended to conjure up a variety of desirable associations with the place whose name the goods or services bear
(1) Normal registrable process!
b) Ex. Toyota Tacoma
H. Section 2(e)(4): Surnames and Other Issues
1. Surnames = conditional bar = are mostly significant to public as a person’s surname
2. Not an absolute bar; Can overcome this bar with development of secondary meaning through long and exclusive use 
a) Depends on the mark’s primary significance to the purchasing public!
3. Ex. Ford, Hershey’s, Chevrolet, Fender, Gucci, Valentino
4. Rule does not apply to “Ann Taylor” - entire names
5. Rule does not apply to multiple last names, like law firms
6. In re Quadrillion Publishing Ltd.
a) Facts: “Bramley” trademark for a wide variety of books, magazines, and stationery items. Issue: is the last name primarily merely a surname? 
b) Burden shifting rule: Burden is on the TM Examining Attorney to establish that a mark is primarily merely a surname. After the examiner establishes, the burden shifts to the applicant to rebut this finding. 
c) 4 Benthin Factor test for determining if a trademark is a surname:
(1) The degree of surname rareness
(2) Whether anyone connected with the applicant has the surname
(3) Whether the term has any recognized meaning other than that of a surname
(4) The structure and pronunciation or “looks and sound” of the surname
(a) Look at structure of name
(i) O’, Mc-, Mac-, -son, -sen, -sky, -ovich, etc.f
d) Holding: Affirmed. Court refused to register because Bramley has the structure and pronunciation of other British surnames
I. Functionality - Sec. 2(e)(5) (absolute bar)
1. In Re Becton, Dickinson, and Co.
a) Facts: BD’s design of a closure cap for blood collection tubes. Trademark examiner refused to register
b) Holding: Affirmed. The mark as a whole is functional
c) Rule/reasoning: Apply Morton-Norwich Factors
(1) Existence of a utility patent
(a) Expired utility patent 
(2) Whether applicant has engaged in advertising that has touted the utilitarian advantages of the design
(a) Ex. Weber Grill advertised that its shape cooked food better
(b) “Look for” advertising is advertising that takes a product feature and tries to make as a symbol for the goods
(i) “Look for ribs for side of bottle for increased grip” v. “Look for stripes on side of bottle to identify XX”
(ii) Best way to establish secondary meaning!
(3) Whether design results from a comparatively simple or inexpensive method of manufacture
(a) Whether claimed design offers some advantages in manufacturing
(b) Cheap design indicates functionality → no trademark-ability 
(4) Do available alternative designs exist?
(a) If functionality has already been shown by factors 1-3, no proof needed for 4th factor. 
(b) Lack of alternative designs may suggest functionality, but it does not disprove functionality
(c) Fourth factor alone may prove functionality 
2. De facto functionality vs. de jure functionality
a) De jure - measured by Morton-Norwich factors
(1) Functionality bar is always de jure functionality! 
(2) Only concerned with de jure! Product must pass factors.
b) De facto - ex. Coca-Cola bottle, obviously functional (holds liquid) but still trademarkable. This simple argument is not enough! 
3. Look at the item as a whole when determining functionality 
J. Likelihood of confusion - Lanham Act § 2(d) (an absolute bar)
1. Absolute bar to registration
2. Mark is refused if it resembles another registered mark that was previously used and not abandoned
3. Nutrasweet opposed registration for Nutra Salt *remember to separate channels of commerce argument into their appropriate factors in infringement analysis*
a) Composite mark: ask what is the dominant part of the two-part mark?
b)  Similarity of marks: sight, sound, meaning
c) Proximity of goods/Marketing channels
(1) Same channels of commerce: these two goods are side by side in the supermarket AND at a restaurant 
(2) Same channel of commerce: shopping mall 
d) Consumer sophistication: 
(1) How much attention and analysis do we expect consumer to put into her purchasing decision 
(2) low cost + impulse purchase sophistication, likely confusion
4. Marshall Field & Company v. Mrs. Fields Cookies
a) dept. store waited to sue Mrs. Fields because originally marks were fine, but started to grow more similar and make similar products - composite mark!
b) Holding: no likelihood of confusion. Marshall Fields’ petition is denied
c) Rules:
(1) Famous trademarks are typically awarded a wide scope of protection
(a) EXCEPTION: when both trademarks are famous, public will likely be able to distinguish between them
5. Preclusive effect of TTAB findings (B&B Hardware)
a) RULE: So long as the other ordinary elements of issue preclusion are met, when the usages adjudicated by the TTAB are materially the same as those before the district court, issue preclusion should apply. 
(1) exception: if a mark owner uses its mark in ways that are materially unlike the usages in its application (i.e. use in the marketplace) - If so, then TTAB isn’t considering same facts and issue preclusion does not apply.
IX. Trademark infringement
A. Standard of infringement - Sec. 20
1. X is liable for infringement if Y’s use has priority and X’s designation causes a likelihood of confusion:
a) That the X’s business is the business of the other or is associated or otherwise connected with the other; or
(1) Confusion as to source of goods
(2) Ex. JB gets on America Airlines thinking it is American Airlines
b) That the goods or services marketed by X are produced, sponsored, certified, or approved by the other; or
(1) Wider range because include whether the goods have someone’s approval 
c) That the goods or services marketed by the other are produced, sponsored, certified, or approved by X
(1) Reverse confusion! 
B. You can bring a Lanham Act action in state court or federal court!
C. The majority of circuits think likelihood of confusion is a question of fact - 9th Cir. 
1. Other courts are mixed question of law and fact 
a) 2d Cir: Polaroid
b) 6th Cir: Frish (pg. 390)
D. Different circuits have different tests to measure confusion - factors are non-exhaustive and nonexclusive 
1. Polaroid Factors (2d Circuit) 
a) Strength of plaintiff’s mark
(1) Conceptual strength
(a) Banfi case: “Robert Pepi Colline de Sassi” was an arbitrary mark because it had no meaning to the average consumer - conceptually strong
(2) Market Strength
(a) Banfi case: minimal distribution and advertising - weak market strength
b) Similarity of P’s and D’s marks
(1) Banfi case: difference in color and appearance of wine labels weighed in favor of the D
c) “Proximity” of the products or services
(1) Think about relatedness of products. NOT marketing channels
(a) Complementarity
(b) Sold to same class of purchasers
(c) Similar in use and function
(2) Ex. Wine bottles are proximate products (but not sold in same marketing channels because one is $5 and the other is $20)
(3) Mobil Oil: Pegasus Petroleum and Mobil Oil both involved in oil businesses/very close services
d) Likelihood that P will “bridge the gap”
(1) Ex. Rolls-Royce only making luxury automobiles. Japanese chocolate company begins selling chocolates called Royce in England. Rolls-Royce sues and claims it intends to start making luxury perfumes, chocolates, etc. 
(2) Evidence that P would intend to bridge the gap between the different product categories 
e) Evidence of actual confusion
(1) Banfi case: P not knowing about the infringing mark for about four years was evidence of no likelihood of confusion
f) D’s good faith in adopting her mark
(1) Banfi: wine marks were conceived separately 
(2) Knowledge of mark + decision to adopt it anyway = intent
(3) Intent can only hurt D; intent cannot help D
g) Quality of D’s products or services
h) Sophistication of buyers
(1) Banfi: for wine drinkers, buyers are generally older, wealthier, and more educated than general population 
2. Sleekcraft (9th Circuit)
a) Strength of the P’s mark
(1) Taxonomic/conceptual strength
(a) Start with categories: fanciful, arbitrary, suggestive, descriptive to evaluate which the marks fall into
(b) Gallo case: Gallo is low on conceptual strength because it is a surname and purely descriptive   
(2) Market strength
(a) Ex. how many bottles have been sold? How much advertising has been done? Is anyone else using the mark? 
(b) See presumption of secondary meaning through sales, advertising, and third party uses 
(c) Gallo case: strong market strength (use in relation to its wine for 50+ years, more than $500 million in advertising)
b) Similarity of the sight, sound, and meaning of the marks
(1) Overall impression created by designations; 
(2) pronunciation; 
(3) translation of foreign words; 
(a) Ex. Red Bull for one product, and Toro Rojo for another product → conceptually the same thing 
(4) verbal translation of any pictures, illustrations, or designs contained in the designations 
(a) Ex. apple computers 
(5) Suggestions, connotations, or meanings of the designations: conveys the same idea/concept or stimulates the same mental reaction
(a) Ex. Lollipops and Jelly Beans are two names for ice skating rinks which are similar because both arbitrary in the same category
(b) Ex. Spice Islands and Spice Gardens were not 
(6) Gallo case: word that consumers focus on is the word “Gallo” because it is more “dominant” or “substantive”
(a) Focus on what the dominant word is in a composite mark!
c) Proximity or relatedness of the goods
(1) Think about relatedness of products. NOT marketing channels
(2) Gallo case: PTO has already held all wine is the same product
(3) Ex. pancake mix and syrup: complementary!
d) Likelihood that the parties will expand their product lines
e) Evidence of actual confusion
(1) Failure to prove instances of actual confusion is not dispositive of an infringement claim
(2) Good survey to prove actual confusion: surveyee should encounter the mark as they do in the marketplace. Usually, this means linearly in time compared to side by side
(a) Exception: when products are always sold side-by-side (ex. Claratin and “Walatin”)
f) Intent of D in selecting her mark
(1) Good faith? Bad faith? 
(2) Intent can only hurt D; intent cannot help D
(3) Network Automation: use of trademark misleads consumers, but not strong enough is intent 
g) Type of goods and the degree of care consumers are likely to show in purchase decisions
(1) What type of energy will a consumer bring to bear on the purchase
(2) Gallo: Court thinks these wine purchases are impulse purchases 
h) Degree to which the market channels converge
(1) Gallo: same channels like wine shops and liquor stores
(2) Ex. same aisle of same grocery store; same store; different aisles of same stores
E. Three types of likelihood of confusion
1. Initial Interest Confusion
a) Probability that potential purchasers would be misled into an initial interest of an infringer’s business
b) Rules:
(1) Words and pictorial representations of words are not synonymous as a matter of law - decided on case-by-case bases
(2) Sophistication of consumers is less relevant when confusion is about initial confusion
(a) Ex. Mobil Oil - Pegasus might get a phone call with a broker using the misleading name (what is important is that they got their foot in the door), thus, Pegasus infringed on Mobil’s mark
*8th factor of Polaroid: sophistication of consumer 
(b) Blockbuster Entertainment Group: Consumers are attracted and walk in before they notice that it is not the right store so Video BUsters benefits from the reputation built by Blockbuster
(3) There has to be actual initial confusion, not just diversion
(a) Network Automation v. Advanced Systems: Owner of mark must demonstrate likely confusion, not mere diversion. 
(i) Facts: Search with certain key words, including P’s trademark, led to advertisements for D’s product. Distracted consumers. 
(ii) Applied Sleekcraft factors. 
(b) Ex. JB has a misleading billboard that confuses drivers desiring McDonald’s and causes them to pull over → drivers find no McDonald’s and decide to eat at JB’s restaurant
(c) Non-example: diversion would be McDonald’s sign with a larger sign on top of it saying “better than” 
2. Post-Sale Confusion (never been addressed by the S. Ct.)
a) Only concerns product design trade dress!
(1) Not packaging, or names, slogans, or symbols. 
b) Mastercrafters - 
(1) Facts: Purchaser is aware of difference between wireless fancy clock and plug-in cheap clock
(2) Confusion not from purchaser, but from friends who visit customer’s house and see clock. They can’t see the cord. (imagine seeing fancy clock in a mobile home)
c) Munsingwear - Court found no confusion 
(1) Consider whether to compare post-sale or pre-sale products: Analysis of when consumers will be confused
(a) Post-sale ex. Jeans
(i) Jean seams can be seen pre-sale too
(ii) Consumers see the product more after it has been purchased
(b) Pre-sale ex. Underwear (also an example of a low-cost, non-impulsive purchase decision - See Squirt Co.)
(i) Consumers see the product in its packaging at the store, pre-sale 
(ii) In post-purchase, others do not see it. 

(2) Consider imitations of post-sale confusion: is this a situation where consumers would have encountered the product without purchasing it? 
(3) Facts: 
(a) P argument: people could be confused by mannequins displays
(b) D argument: packaging is so different so no confusion 
d) *Problem with doctrine*: Permanent design protection! 
(1) Trademark protection never expires
(2) SCOTUS has never ruled on it
3. Reverse Confusion
a) Definition - larger, more powerful entity adopts the trademark of a smaller, less powerful trademark user and thereby causes confusion as to the origin of the senior trademark user’s goods or services 
(1) Because the junior user is a larger company with greater financial ability and trademark recognition in the marketplace, it can easily overwhelm the senior user by flooding the market with promotion of its similar trademark
b) Harlem Wizards Entertainment Basketball v. NBA
(1) Analysis focused on NBA customers, but should focus on whether Harlem (senior user) customers would be confused by comparing similarity of services (same generally, different specifically), consumer care (disparity in ticket prices)
(2) Court found no likelihood of confusion because services are so different
c) Dreamwerks Production, Inc. v. SKG Studio
(1) Court emphasized 3 Sleekcraft factors:
(a) Arbitrariness of mark: “Dreamwerks” is an arbitrary and fictitious mark deserving strong protection 
(b) Similarity of sight, sound, and meaning
(i) Meaning: neither literally means anything 
(ii) Sound: perfect similarity of sound 
(iii) Sight: DreamWorks often appears without the logo, leaving only the slight difference in spelling. Spelling is a lost art / could make more sophisticated consumers believe dreamwerks is an ancillary division of dreamworks
(c) Relatedness - yes 
(i) Movies and sci-fi merchandise are now complementary.
(ii) Focus on Dreamwerks’ (senior mark holder) customers and ask whether they are likely to associate the conventions with DreamWorks the studio
d) Most reverse confusion consideration factors are the same as likelihood of confusion; Differences are: 
(1) Strength of mark: P’s mark is weaker than D’s mark! P is pleading that their mark has weaker market strength of D’s mark  
(2) Degree of care consumers are likely to show: focus on plaintiff’s consumers!
(3) Actual confusion: Concerned about plaintiff’s consumers

UNLIKE regular likelihood of confusion where palming off occurs: we are 
concerned about D's consumers thinking they're getting p's goods. P's customers might never see D's stuff!
F. Secondary Infringement
1. contributory liability for any harm done as a result of deceit where:
a) the manufacturer or distributor intentionally induces another party to engage in the infringing conduct; or
(1) Intentionally induce: through some sort of communication
(a) Ex. If Inwood had told pharmacist to label incorrectly - “you ought to do this” or send a letter to pharmacist saying the pills are the same 
b) If manufacturer or distributor continues to supply its product to one whom it knows or has reason to know is engaging in trademark infringement
(1) Engaging: keep supplying a needed product or needed service to carry out infringement 
(a) Directly needed!
(b) General service is not strong enough!
(c) Hypo: supplier of plastic bottles? Probably not because infringement can still be carried out with a different kind of bottle 
2. Inwood Labs, Inc. v. Ives Labs, Inc.
a) D did not induce infringement or continue to supply Cyclendelate knowing of the mislabeling of it as P’s trademarked product cycospasmol (fails both prongs of contributory liability)
3. Tiffany and Company v. Ebay, Inc.
a) Theory of contributory infringement: providing necessary service (the marketplace) for infringement and continuing to provide it knowing of the infringement
b) Rule: need to have more than general knowledge or reason to know; have to have specific knowledge of which particular listings are infringing or will infringe in the future is necessary.
(1) willful blindness exception – party may not shield itself from learning of the particular infringing transactions by looking the other way! 
(a) Willful blindness = may find contributorily liable
c) Holding: eBay is not contributorily liable for trademark infringement 
X. Defenses
A. Fair Use
1. Classic fair use / [Descriptive] Fair Use: Lanham Act § 33(b)(4)
a) Definition: applies when an alleged infringer has used a term in fairly and in good faith primarily to describe a product, rather than to identify it with a particular source
(1) ex. “Delta: The Biggest of American Airlines”, “BMW repair shop” (if you repair BMW’s)
b) You can use your own name
c) Unites States Shoe Corp. v. Brown Group Inc.
(1) Facts:
(a) P’s trademark = “Looks like a pump, feels like a sneaker”
(b)  Alleged infringement (describing product) - D’s ad: “When we say it feels like a sneaker, we aren’t just stringing you along”
(2) Rule: trademark does not bar others from using the trademarked language in good faith for “descriptive purposes pertinent to their products.”
2. Nominative fair use - judge made defense 
a) New Kids on the Block v. News America Publishing 
(1) Facts: newspaper polls voted on favorite members of the group.
(2) Three elements of nominative fair use defense 
(a) product in question must be one not readily identifiable without use of the trademark
(b) only so much of the mark or marks may be used as is reasonably necessary to identify the product or service
(i) ex. can’t use the fancy script “Coca-Cola” when trying to ask “do you prefer Coke or Pepsi?”
(c) user must do nothing that would, in conjunction with the mark, suggest sponsorship or endorsement by the trademark holder
b) Toyota v. Tabari: 
(1) Nominative fair use doctrine to internet domain names
(2) under part 3 of New Kids on the Block test, when domain name consists of only the mark and looks more like a sponsorship/endorsement, but mark is used with other words less like sponsorship. 
(3) Whole site does not suggest sponsorship or endorsement by the trademark holder. No initial interest confusion because consumers are accustomed to clicking back button when they are not satisfied with the landing page. 
(4) General Rule: less likelihood of confusion when trademark is only part of the URL, more likely likelihood of confusion when TM is only word in URL (ex. lexus.com)
(5) *from case in case we didn’t read (KP Permanent Make-up) – we don’t have a case that says nominative fair use can stand even when likelihood of confusion
c) Mattel v. Universal Music International
(1) Parody is an example of nominative fair use
(a) Parody: using mark to make fun of the thing itself
(2) Facts: Aqua song discussing Barbie doll
(3) Holding: Applying Rogers test, no infringement of Mattel’s trademark
(4) RULE: trademark owner does not have the right to control public discourse whenever the public imbues his mark w/ a meaning beyond its source-identifying function
(5) Rogers v. Grimaldi Test:
(a) literary titles do not violate the Lanham Act unless:
(i)  title has no artistic relevance to the underlying work whatsoever OR 
(ii) If it has some artistic relevance, the title must not explicitly mislead as the source or the content of the work
Use of Barbie in the song title clearly is relevant to the underlying work But song title does not explicitly mislead as to the source of the work or suggest song was produced by Mattel
(b) Apply Rogers test to titles of creative works. 
d) WCVB-TV v. Boston Athletic Association 
(1) Narrow rule: broadcast of publically observable event will not create a likelihood of confusion via sponsorship
e) Mattel v. Walking Mountain Productions
(1) Facts: Barbie depicted in various absurd and often sexualized positions in posters. Claim concerns title and trade dress of Barbie doll 
(2) Reasoning: 
(a) Apply Rogers test - D’s use of Barbie mark is
(i) Clearly artistically relevant to his work
(ii) Nothing there that explicitly misleads us to Mattel’s sponsorship of the words
(b) Trade dress: A defendant’s use is nominative where he or she used the plaintiff’s dress to describe or identify the plaintiff’s product, even if the defendant’s ultimate goal is to describe or identify his or her own product
(3) Holding: D’s fair use of Mattel’s Barbie qualifies as nominative fair use
XI. Dilution Law (“nibble away”/”whittle away”) - Lanham Act § 43(c) 
A.  § 43(c)
1. STEP 1: Is P’s mark famous/widely recognized?
a) P’s claim is famous if widely recognized by the general consuming public of U.S. as a designation of source of goods or services of mark’s owner (some states protect not famous marks)
(1) famous does NOT = niche fame (geographic/small population)
b) Consider relevant factors: 
(1) Duration, extent, and geographic reach of advertising and publicity of the mark, whether advertised or publicized by the owner or third parties
(2) Amount, volume, and geographic extent of sales of goods or services offered under the mark
(3) Extent of actual recognition of the mark
(a) Just think strength of mark!
(4) Whether mark was registered under March 3, 1881 Act or Feb 20, 1905 Act, or on the principal register 
2. STEP 2: D’s use is likely to cause dilution through
a) Blurring - pg. 690
(1) strangely, Congress just uses a few Polaroid/Sleekcraft factors to measure blurring
(2) Ex. Levis Jeans pockets v. Abercrombie pockets: blurring
b) Tarnishment - pg. 690
(1) normal examples (marks with associations of wholesomeness, like Disney cigarettes or Sesame Street condoms)
(2) Ex. Louis Vuitton and Chewy Vuitton
3. Exclusion: Fair Use - pg. 690
4. Burden of Proof - pg. 690
B. Hershey Co. v. Art Van Furniture
1. Holding: Court found dilution for use of Hershey-like trade dress for couch bar ad
2. Was Hershey’s trade dress famous? Hershey trade dress not registered, but trade dress taken as a whole is immediately recognizable and famous. Hershey’s won
XII. Cancellation of Trademarks

Lanham Act § 45: Mark can be abandoned when:
a) Its use has been discontinued with intent not to resume such use. Intent not to resume may be inferred from circumstances. Nonuse for three consecutive years shall be prima facie evidence of abandonment. “Use” of a mark means the bona fide use of that mark made in the ordinary course of trade, and not made merely to reserve a right in a mark. OR
b) When any course of conduct of the owner, including acts of omission as well as commission, causes the mark to become the generic name of the goods or services on or in connection with which it is used or otherwise to lose its significance as a mark. Purchaser motivation shall not be a test for determining abandonment under this paragraph



*§ 45 does not apply to genericism 
B. Genericism
1. Bayer v. United Drug Co. 
a) Facts: Bayer’s patent on acetylsalicylic acid under name Aspirin expired, no trademark. Users are pharmacists/physicians and general consuming public 
b) Druggists knew Aspirin as Bayer, but test is general consuming public!
c) Consumers thought it was the type of drug in powder form, and in pill form Bayer labeled it as “Tables of Aspirin” showing it had acquired descriptive meaning
d) when multiple manufacturers started making “aspirin” pursuant to a patent licensing agreement with Bayer, the fact that “aspirin” appeared with a bunch of manufacturer labels worsens the problems
e) Holding: P’s failure to use the terms in trademark fashion, or adequately to police others’ use of the terms, resulted in the term’s loss of trademark significance. 
2. Many products started as trademark names and lost protection, like escalator
a) Google may become generic soon: If Bing users start saying “Googling it” when searching on Bing
3. King-Seeley Thermos v. Aladdin
a) Huge percentage of people think Thermos is generic. Only 11% know the word “vacuum bottle,” which is significant because it’s proof of no other word for thermos. Public took over thermos for a common meaning 
b) Court provided Aladdin with the requirements for remedies:
(1) The defendant must precede thus use of “thermos” by “Aladdin’s”
(2) The defendant must confine its use of “thermos” to the lower-case “t” 
(3) Defendant may never use the words “original” or “genuine” in describing its product
c) *Prof. Compared to shredded wheat case
4. E.I. Dupont v. Yoshida
a) Facts: Dupont (trademark owner of Teflon mark for non-stick cookware coating) sued YKK (manufacturers of Eflon easy glide zipper); YKK asserted that Teflon was generic
b) Holding: Dupont’s mark is protected 
c)  68% of survey population knowing of “Teflon” as a trademark was enough to defeat genericide
C. Assignment (of TM) in gross
1. Trademark owner acts as a guarantor of quality when licensing trademark out
2. General rule: Where a trademark has been assigned “in gross”, i.e. , without the accompanying goodwill, then the assignment is invalid, and the “assignee” must instead rely upon his or own use to establish priority
3. Clark & Freeman Corp. v. Heartland Co. Ltd.
a)  Rule: trademark may be validly transferred [without simultaneous transfer of any tangible assets] if new trademark holder is making substantially similar products (i.e. same quality and nature) and the customers will not be deceived or harmed (pg. 334)
(1) Ex. of failing substantial similarity = selling perfume without secret formula
D.  Naked Licensing/ Licensing in Gross
1. Eva’s Bridal Ltd. v. Halanick Enterprises, Inc.
a) Facts: Eva’s children can useher name/trademark. Children sold to Nayef Ghusein. License agreement expired, but Nayef continued to use name without paying royalties
b) Holding: Eva’s Bridal lost mark through naked licensing 
c) naked licensing = allowing others to use the mark without exercising “reasonable control over the nature and quality of the goods, services, or business on which the mark is used by the licensee” (pg. 337)
2. Omission ex. From Lanham Act § 45: Eva’s Bridal failed without quality control by not putting controls in the contract. A company should take steps to avoid abandonment → at least actions will serve as good evidence! 
E. Abandonment 
1. 15 U.S.C. § 1127 (Lanham Act § 45) See statute above.
2. Silverman v. CBS, Inc.
a) statutory prima facie presumption of non-use: 3 years
b) RULE: “intent not to resume” = intent not to resume for the reasonably foreseeable future
(1)  sporadic licensing for essentially non-commercial uses does NOT = use of ™
c) holding – CBS abandoned the amos n’ andy marks 
(1) CBS was facing significant criticisms. 
3. Crash Dummy Movie v. Mattel
a) Mattel acquires Tyco toy company. 
b) But many indications that Mattel had an intent to resume use of the marks because it filed for transfer + Mattel engaged in genuine efforts
c) 3-year statutory prima facie presumption of non-use can be rebutted if:
d) RULE: evidentiary indications of non-abandonment (here, application to transfer tm and plans to resume use of tm) can rebut presumption of non-use
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