Outline of Approach

1. Prove has protectable mark 

2. Registered v. Cancellation? 

3. Cause of Action

1. 32

2. 43(a) (all different kinds)

3. 43(c)

4. Defenses

Institutional Framework

1. PTO

1. Registers trademarks

2. Adjudicates trademark registration disputes (T.T.A.B.)

1. Appeals from registration denials 

2. Opposition or cancellation proceedings

2. Federal Courts

1. Appeals from trademark registration adjudication 

2. Infringement actions under Lanham Act

3. State Courts

1. Infringement actions under state and federal law

Reverse passing off claim – using its own mark on someone else's work. 

CAUSES OF ACTION

1. STATE LAW: Tort of unfair competition, and other related torts.  (Sometimes state statutes)

2. Trademark Infringement 

1. Registered § 32

2. Unregistered marks § 43(a)(1)

3. False Designation of Origin § 43(a)(1)

1. False Des. of Sponsorship/Endorsement/affiliation 

2. False Attribution

3. BUT Dastar

4. False Advertising § 43(a)(1)

5. Dilution § 43(c)

6. Cybersquatting § 43(d) cyberpiracy prevention (bad faith intent to profit) 

1. Anti Cyber-squating Protection Act

2. Take domain name then mark holder can sue

ACQUIRING TM RIGHTS

PROTECTABLE Trademarks: Lanham § 45 

1. Any word, name, symbol or device, or any combination thereof  (TYPES below)

1. For Service Mark: Titles, character names and other distinctive features of radio or television programs may be registered as service marks…

2. Must be:

1. Distinctive to be protected “to distinguish goods and indicate source” (below)

1. “even if that source is unknown”

2. Get rights when “used by a person” in commerce OR (below)

3. ITU registration (below)

1. Bona Fide intention to use in commerce

2. Applies to register the mark

3. Must NOT be:

1. Generic term below
2. Functional element below
4. Scope of Protection on particular product/service goes with:

1. Use of mark in commerce (incl. constructive use) OR

2. Registration

5. Duration can be unlimited 

1. Based on: whether still in use & distinctive

Types of Marks: (almost anything can be a mark as long as it is source identifying) (above)

1. Word Marks

2. Slogans, Phrases

1. Initially barred from registration, now MUST get secondary meaning – Ralph Brown completely against protecting slogans

1. “You're Fired, ” Nike sees Disney as its main competitor 

3. Exclusion for Personal Names (and limitations on that exclusion) below
1. except where it gets a secondary meaning

4. Logos/Designs

1. Just do it, Like a good neighbor, Hair Color So Natural Only Her Hairdresser Will Know For Sure,” You’re Fired (in slides 4 – all the things TMed it for)

5. Trade Dress (including colors) (must have secondary meaning) (below)(Cases below)

1. 3 Meanings over time:

1. Product packaging or container

2. Totality of Visual Appearance

3. Expanded to include Shape and Design (when considered packaging)

2. Packaging (can be inherently distinctive) v. Design (must have secondary)

6. Sounds, Scents, etc.

1. Scent: i.e. yarns – allowed cause don't need a scent – the fact of scent means consumers are capable of recognizing “the scented one” (same with file folders)

1. Perfumes – the purpose is its scent so you can't trademark perfume

2. Cleaning Solvents – psychic association (even though no actual function)

1. BUT: lots of different scents – an argument against it

2. Sounds: NBC, THX, Intel

7. Certification and Collective Marks  45 § 4

1. Certification – Kosher, Organic products

2. Collective ACE American Cinema Editors, Nat'l Cheerleader Assoc.

DISTINCTIVENESS (above) (CASES below)

1. Registered Marks
1. 33(a)prima facie evidence of the validity of the registered mark and of the registration of the mark, of the registrant's ownership of the mark, and of the registrant's exclusive right to use the registered mark in commerce on or in connection with the goods or services specified in the registration subject to any conditions or limitations stated therein. 

2. BUT not precluded from bringing any defenses that could have been brought if mark had not been registered. 

3. ALSO if over 5 years – check incontestability below
2. Categorizing Marks (Word Marks, sometimes trade dress) (Abercrombie Scale) below
1. Inherently distinctive:

1. Fanciful – coined 

2. Arbitrary – applied in unfamiliar way

3. Suggestive: if its requires imagination, thought and perception to reach a conclusion as to the nature of the goods.

1. i.e. Beanie Babies, Goldfish (for crackers)

2. Not inherently distinctive: Req. Secondary meaning

1. Descriptive: Conveys immediate idea of ingredients, qualities or characteristics of the goods

2. Secondary meaning (covered below under Trade Dress)

3. No protection

1. Generic: a term is one that refers or has come to refer to the genus of which the particular product is a species (Abercrombie) – no longer source identifying

1. Not distinctive, no protection

2. i.e. Thermos, Yo Yo, Escalator

3. SPECTRUM: Generic (not distinctive – no protection) --> Descriptive (not distinctive – no protection) --> Descriptive with secondary meaning --> suggestive --> Arbitrary or fanciful 

4. Trade Dress (CASES below) (also Unregistered TD below)

1. Packaging and Tertium Quid (Inherent Distinctiveness) Must be: 

1. Unique

2. Immediately source identifying

3. Separate from the product or service (not design, etc.)

· Almost no cases where trade dress inherently distinctive: Two Pesos/Klondike about it

2. Design (Secondary meaning) “consumer predisposition to equate the feature with the source does not exist.  Consumers are aware of the reality that, almost invariably, even the most unusual of product designs – such as a cocktail shaker shaped like a penguin – is intended not to identify the source, but to render the product itself more useful or more appealing. (CB 492-93) (Samara)

· Goldfish shape – by the time the registered it it had acquired secondary meaning

3. Functionality: if it is essential to the use or purpose of the article or if it affects the cost or quality of the article – free market purpose (see Registration below) (§ 43 below) (above)
1. Strip of functional elements does anything remain?

2. Is it design, packaging or tertium quid (third category)?

1. Third Category: Restaurant decor (Two Pesos), interior design (Best Cellars)

3. NON-Functional: To argue non-f. design features: offer alternative designs. Show that there are other ways to do it (attach the arms) design related piece not a functional piece. 

4. Aesthetic functionality: where a feature an aesthetic function within the product's mkt so as to put a competitor who cannot use at significant non-reputation related disadvantage (re: customer appeal)

1. orange soda

2. pharmaceuticals allow package copying for similar chemical makeups

3. Sucrelose – particularly so for diabetics

5. STANDARD: What the reasonable consumer would think (sometimes as in Stork Club court pays attention to not so smarties)

1. Which Consumers, though – see Kennel – how broadly do we think about the consumers?

· If a value judgement then more likely to be suggestive (Better-N-Butter below)

6. SECONDARY MEANING: an association  in the mind of consumers between the trade dress [or name] of a product and a particular producer. Factors:

1. Direct Evidence 

1. Consumer surveys or testimony

2. i.e. the fact that consumers thought that the name denoted a particular source showed that was now source IDing

2. Circumstantial Evidence (No bright line rule: argue from precedent about how much circumstantial evidence comes in and how to view it)

1. amt. manner of advertising

1. Kennel Case: ads in national media here must show secondary meaning nation-wide

2. volume of sales

3. length and manner of use

1. How long been on market

4. What sort of press

· Incontestability: Been registered for 5 years, secondary meaning cannot be challenged (Park N Fly) (presumption that it has established secondary meaning) below
· Lanham Act § 33(b) Defenses to incontestability

1. Obtained fraudulently

2. Abandoned

3. Being used with permission in a way that misrepresents the source of the goods or services

4. Not being used as a mark but being used designate person’s name or geographic origin

5. Good faith prior use (restricted to region of usage) 

6. Another one for registration/publication prior (similar to above, not sure on meaning)

7. Misuse of the mark

8. Functionality

9. Generic

10. Equitable principles, including laches, estoppel, and acquiescence, are applicable

USE above (CASES below)
1. Commerce: “all commerce which may lawfully be regulated by Congress.”

1. Not very many interesting cases in TM law that have brought in the Lopez and recent interstate commerce cases - can argue that Bozo is wrong and it's more narrow now

1. § 45 

2. Use in Commerce: “. . . The bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in a mark. . . . [A] mark shall be deemed to be in use in commerce – (1) on goods when – 

3. (A) it is placed in any manner on the goods or their containers or the displays associated therewith or on the tags or labels affixed thereto, or if the nature of the goods makes such placement impracticable, then on documents associated with the goods or their sale, and 

4. (B) the goods are sold or transported in commerce . . .

5. (2) on services when it is used or displayed in the sale or advertising of services and the services are rendered in more than one State or the United States and a foreign country and the person rendering the services is engaged in commerce in connection with the services.”

2. USE:

1. Used by a person, or

2. Which a person has a bona fide intention to use in commerce and applies to register (ITU)

· Deemed to be used in commerce if:

1. Bona fide use of a mark – TRADEMARK USE

2. In the ordinary course of trade, AND

3. NOT made merely to reserve a right in a mark (P&G v. J&J)

3. On goods when:

1. TM placed in any manner on the goods or their containers or the displays associated or tags or labels, OR 

1. if placement impracticable from nature of goods, then on documents associated

4. On services 

1. TM used or displayed in the sale or advertising of services and 

2. the services are rendered in more than one state/U.S. and foreign and 

3. person rendering services is engaged in commerce in connection with services

· State trademark law you just need intrastate commerce 

· Foreign trademarks: use requirement are subject to complex issues about personal jx and also international treaties involved with international trademark issues

5. Foreign (Buti): Mere ads or promotion of a mark in the U.S. insufficient for “use” when NOT accompanied by actual rendering of service/sales in connection w/TM in US or where Congress can regulate.

1. Contrary JX (Monte Carlo): Regardless where sales or services take place, if there is trade with foreign citizens/nations then there is trade. Substantial effects test. 

2. Exception: Analogous use - opening in the U.S. - Must be imminent.

1. Test marketing may work if signif. business plan (perhaps testing specific locations)

3. EXAMPLES: 

1. Impressa (food) sponsored fashion shows in N.Y. - might be merely another advertising use in the U.S. 

2. Catering shows in the U.S. - yes, putting services into commerce in the U.S. 

4. EXCEPTION: Famous or Well-Known Mark (Grupo Gigante v. Dallo & Co, Inc) (9th Cir. 2003) – like Maxines

1. Some Jx (like 4th) don't recognize this – Monte Carlo case

2. Perhaps no US use, but famous nonetheless

3. Largely about protecting consumers likely to think company has moved into US mkt if Famous

4. Bukarah can have protectable mark under 43 if can show consumers have assoc. good will. 

1. FACTORS for determining this: 

2. Did ∆ intentionally associate

3. consumer surveys/consumer confusion

4. overlap of customers 

· i.e. Cuban cigar brand could. 

· Treaties are listed in supplement – who we are in treaty agreement with 

3. Analogous use:

1. Ads/promotion is sufficient to obtain rights in a mark as long as 

1. they occur ‘w/in a reasonable time prior to the actual rendition of service’ and 

· i.e. following this analogous use need to actually have sales – MUST be tied to upcoming or imminent sales of goods or services 

2. totality of acts ‘creates association of the goods or services and the mark with the user.'

· i.e. requires Secondary Meaning – Analogous use must be “of such a nature and extent as to create public identification of the target term with the opposer’s product (Fame Jeans)

· Used to be ONLY services could get analogue but goods could not – Now MOST jx allow analogous use for either services or goods 
· No actual use to earn rights but may have “analogous” use to block reg’n (Famous Jeans)

4. Token use: (Use that's sporadic, nominal and intended just for TM maintenance – no rights)

· Above quote from (P&G v. J&J)

1. Minor brands okay if:

1. well-formulated, imminent plans to use (present intent to market the TM product)

2. not  in artificial maintenance for unreasonably long time 

2. ITU Diff from P&G

1. Need to show a good faith intent to launch which P&G couldn't do

2. Must show some proof gonna launch

3. Must have some time limitation 

5. § 7(c) Constructive use (Section 7(c)[15 U.S.C. Section 1057(c)]) (CASES below)
1. IF have registered TM on the principal register 

2. Filing of app is constructive use (for right of priority nationwide in goods/services of app)

· Tracks to date of ITU filing for ITUs (subject to ITU limits)

· POST-1989 it’s at app time, if before ’89 then goes according to reg’n date (rules differ)

· Under 1881 or 1905 is rule: C prior to registration rather than application and publication for marks registered???? (in act, no clue what this means)
3. Against anyone EXCEPT

1. One whose TM NOT abandoned AND (prior to the filing)

2. has used the mark; 

3. has filed app to register (pending or now registered) OR 

4. has filed foreign app (overseas) to register or been registered there and timely files an app under section 44(e) which is pending or has resulted in the registration of the mark
1. Timely: Section 44(d) [15 U.S.C. 1126(d)] Foreign Registration
1. If Treaty Obligation can file app to register under 44(d)

2. Back-date to app date in foreign country if

3. Filed w/in 6 mos. 
6. ITU: Congress created the ITU in 1988 with the goal of eliminating the need to use a mark before applying to register (effective in 1989) (General above) (CASES below)
1. Before ITU token use was merited as use in commerce to register pre-launch
2. NOW: § 1(b)(1)
1. a bona fide intent under circm showing good faith to use a tm in commerce 

2. may request registration of its tm on the principal register
3. Requires: Good faith intent to use

4. Showing: (MUST MAKE)

1. Statement about why intend to use 

2. That everything said is accurate

3. No one else has the right to use the mark or a similar mark – not likely to cause confusion, mistake or to deceive

4. after you file within a certain amount of time you need to file a statement of use 

5. Secondary Meaning

1. No ITU if on its face there's no way that this can be other than merely descriptive of the underlying product

2. BUT if mark could be used in way that makes it suggestive or could get secondary meaning then have to wait

3. ITU murky as to secondary meaning – jx SPLIT

4. Some say once acquire you date back to ITU application 

5. Some say that you date back to time of secondary
1. EXAMPLES

1. i.e. must wait on numbers 

2. rejected

3. psychological methods can be merely descriptive 

4. 164th for 164th model racing cars 

5. Cinn. Toast crunch wants C.T. Crunch Bars – these are merely descriptive but USPTO allowed them to bootstrap their prior mark in order to get time to establish secondary meaning. (can cite as cinnamon toast crunch)

6. Sometimes PTO descriptive on its face so rejected unless can show something more Whereas Bell & Howell were able to wait, see if developed secondary meaning.

6. Process:

1. PTO will exam 

2. If okay will be filed and approved

3. When file registration the will be a second review 

4. ITU filing – 24 mos after the initial 6 mos and renewal. Time clock starts from time notice of allowance is issued. Could be 18 mos before it is issued. 18 mos and then 6 mo extension and then 24 mos can get you a total of 4 years

7. Perfection of ITU

1. Analogous use doesn't perfect the ITU. MUST BE actual use

2. if the ITU not used, can still have analogous use – would base it on analogous use not ITU

3. Test marketing COULD work (question on pag. 197 and answer in notes)

4. AMENDMENT: In addition to filing a statement of use you can file an amendment to allege actual use – can file it until you ITU is approved for publication – can thus convert it to a regular section 1A application 

8. Purpose:

1. Partly to protect against foreign users (who can back-date)

2. Partly to protect the investment in the launch of a mark 

3. Also wanted to curtail the token use setup which was very complicated 
4. Policy: this will allow people to reserve marks absent use and, thus, take marks from public domain

5. Still, sort of out of whack with common law notion of TM but not much controvers

6. About protecting businesses – not much toward consumer protection here
9. Timing of USE:
1. ITU app has the right to use TM in order to complete reg’n, can’t be enjoined from use by rival who began use after ITU filing date

2. Lanham does not require ITU applicant to begin using mark until he receives a notice of allowance – might not happen until after all oppositions over

10. Opposition to: 

1. Can oppose same way as regular reg’n or after publication you can still challenge
2. NOT need to meet registration requirements to have basis for objection to another’s app

3. MAY defeat an app for lack of bona fide intent by proving 

1. they did not intend to use TM or 

2. circumstances at the time of filing did not demonstrate intent
11. And ANALOGOUS USE

1. Can preempt ITU if prior ads have developed a consumer association.

2. BUT why didn’t you have to file ITU? You don’t, Analogous continues after ITU

3. ITU is agnostic about things that would have great bearing and weigh in favor of the big dog in analogous use

7. THE INTERNET and the Use Question below
1. No use as TM/sales nec: just needs to be use that congress can regulate – Rothman’s take is this. Use is about constitutional scope after that it’s LOC

2. No use as TM/sales nec BUT must be commercial use

3. Sales: Must use TM on goods and sell those goods in commerce, if no sale, no use

1. use mark on goods and services and then sell goods and services

2. Potentially the view of the court in 1-800

4. Use as TM: Must mark products, just referring to the mark in some way will not suffice

5. General wisdom: 

1. Needs to be use

2. Need not be trademark use

3. May or may not need to be a commercial use

4. Examples: 

1. Brookfield Moviebuff w/Westcoast video – arguably didn't even use the mark at all (just used moviebuff as a reference to its own slogan) also didn't use: no suggestion that that was its mark, nor could consumers even see the use – maybe no use at all

2. GRIPE SITE example: Moviebuff.org – nonprofit website to complain about Brookfield's products – not a commercial use but if view use in commerce more broadly as anything congress can regulate, this is certainly something congress could regulate.

1. If linked to book or ads or the like then would be use in commerce.

SCOPE

1. TM adopted in one place does not give rights over whole country or whole world

1. Past: rights only as far as where you sold your goods or services

2. Now: extends to places where consumers have an association even if no use there

PRIORITY (a component of USE) (CASES below)

1. Method for determining Priority: 

1. Map out timeline for each one

2. For each use determine whether it counts as a use

2. Priority: Touchstone is consumer association 

3. EXAMPLES from New Greed HYPO

1. Ad particularly targeting customer demographic is better for estab. customer assoc.

2. Surveys are not credited for establishing use

3. If product put out is not what it’s going to look like then you can argue it’s not bona fide use – if not full version probably not “actual use”

CONCURRENT USE (Cases below)

1. Junior user becomes senior user for geographic area that the senior user hasn't gone into IF

1. Good faith prior use

2. Prior to date of registration

1. BUT SEE Dawn Donuts need not be prior to registration for standing issue
· Statute is largely a codification of Teddy Rex
· INTERNET AGE: searches will probably show up and due diligence will make you a bad faith user.  Concurrent use doesn't have much viability going forward. 

OWNERSHIP (CASES below): 

1. FIRST TEST:

1. What is the underlying product: Public perception/expectations dictates (Bell v. Streetwise)

1. Consumer confusion is irrelevant (from class question/answer)

2. Who had priority in the mark for that product – who used it first

1. Who controlled/controls 

1. Registration gives presumption of ownership but not proof

2. Use need not be use in commerce for Nat’l rights, just use for ownership purposes

2. Joint Endeavor standard – Joint Ownership:

1. After the fact: Look at which party controls are determines the nature and the quality

2. Concept bands are different that New Edition

REGISTRATION

PROCEDURE – In Notes but deleted here. 

Reasons to register

1. Nationwide priority 

2. Priority date (constructive use § 7)

3. Incontestability - § 15

1. Only certain challenges can be filed against you at this point

4. Notice

1. Secondary meaning easier to obtain

5. Evidentiary advantages: 

1. Prima facie evidence of validity of mark (some courts don't consider it so - jx split)

2. Ownership & exclusive right to use

6. Protection against counterfeit and can block imports

7. Right to use ® or “Registered in U.S. Patent Office” or “U.S. Pat. Off.” use may help establish rights in descriptive terms (to develop secondary meaning)

8. Ability to recover profits damages costs treble damages and atty fees § 35

STATE MARK Reasons to register – quicker, cheaper, makes mark searchable so makes it less likely someone will adopt your same mark 

Registerability on the principal register 

1. Registerable/NOT By Statute

1. § 2 (3 Svc, 4 Collective, 5 Related Co.s) Registerable

2. No trademark by which the goods of the applicant may be distinguished from the goods of others shall be refused registration on the principal register on account of its nature UNLESS: 

3. § 2(a) LIMITS ON REGISTERABILITY (Cases below)

1. Cannot register mark if it consists or comprises

2. Immoral matter,

1. “Not moral, inconsistent with rectitude, purity, or good morals, contrary to conscience or moral law; wicked; vicious; licentious; as, an immoral man or deed.”

· Simms Dissent in Bad Frog

3. Deceptive matter, or below  [as well as misdescriptive wine GIs]

4. Scandalous matter; 

1. “Shocking to the sense of propriety, offensive to the conscience or moral feelings or calling out for condemnation.”

· This is NOT about obscenity

1. TEST

1. Determine likely meaning of mark in context

2. Evaluate whether the matter is scandalous to a to a substantial composite of the general public

3. Simms Dissent in Bad Frog – need not be directed at anyone in particular – if it’s an animal, who cares – it’s patently scandalous (in book)

2. NOT SURE HOW MILLER FITS IN

3. Miller Test for Obscenity and First Amend Thoughts CONST’L CONSIDERATIONS

1. Whether the average person, apply in contemporary community standard would find that the work taken as a whole appeals to prurient interests 

2. whether the work depicts or describes in patently offensive way sexual conduct specific defined by the applicable state  lay and 

3. whether the work taken as a whole lacks serious literary artistic political or scientific value 

5. Cannot register mark if it MAY

6. Disparage persons, living or dead, institutions, beliefs or national symbols

1. Greyhound Test for Corporate Disparagement (corporations) just for 2(a)

1. that the communication reasonably would be understood as referring to the π and 

2. that the communication is disparaging would be considered offensive or objectionable by a reasonable person of ordinary sensibilities

· looking at what the general public would think

· a back door to a dilution claim 
2. TEST Harjo sets forth for disparagement (people or groups) just for 2(a)

1. Meaning of the matter in question in the context in which it's used/as it appear in marks and as the mark is used in connection with the svcs in the marketplace

2. is this a meaning that may disparage the reference group

3. Viewed from the reference group’s p.o.v. and a “substantial composite” LOOK UP ???? and dating back to time of registration

· [similar test for disrepute and contempt]

3. EXAMPLES:

1. NCAA started to ban use of Native American Tribes and there was a petition for Seminole in FSU made by Seminoles 

2. Colonel Reb. 

3. Squaw Valley – ski resort but regarding whether it's disparaging
7. Falsely suggest a connection with persons (living/dead), institutions, beliefs or national symbols for CASES below
1. Notre Dame factors for False Suggestion of Connection: 

1. mark same or close approx of name or id of another person or institution 

2. mark would be recognized as such

3. no connection between activities under the mark and plaintiff 

4. when mark is used in connect with goods or serv a connect would be presumed (π's name or id is of sufficient fame or reputation that when ∆'s mark is used on its goods or svc a connection with π will be presumed) 

1. What does a connection with the π will be presumed mean? 

2. Just think of that person or actual confusion?

1. Hornby (Twiggy): Don't need to show consumer gonna think emanate from π just an association.

2. Sounds like a right of publicity issue – doesn’t map on well w/o need to prove consumer confusion

1. Freeriding on Twiggy's good will – benefiting from value of name

2. Dilution – probably not but might blur a bit esp. if clothes shoddy 

· NOT same as likelihood of confusion standard

· “Material Girl” more likely to be here than 2(c)
8. may bring into contempt or disrepute persons (living/dead), institutions, beliefs or national symbols

1. See HARJO TEST ABOVE (under Disparagement)

· some say must have an heir to take the position of that person for all of these
9. FLAGS, NAT’L SYMBOLS § 2(b) Bar on registration of Mark that “[c]onsists of or comprises the flag or coat of arms or other insignia of the United States, or of any State or municipality, or of any foreign nation, or any simulation thereof.”

1. National insignia or flags – has been read pretty narrowly

2. The insignia needs to refer to the United States dir. i.e. “National Park Service” is okay 

3. Reebok's logo – Just can't register that part.

4. Requiring secondary meaning: 

1. merely descriptive

2. descriptive

3. mis-descriptive

4. primarily geographically descriptive

5. primarily surname

2. OPPOSITION/CANCELLATION: Section 14 (15 U.S.C. 1064) Cancellation of Registration
1. STANDING: TM can be brought by “any person who believes that he would be damaged” and per courts. And TEST (Ritchie v. Simpson) (below)

1. Has real interest direct and personal stake regardless of how many others in the gen public share and 

2. Reasonable belief that you will be damaged by the registration of the TM 

2. At any time if…its registration was obtained fraudulently or contrary to the provisions [of subsection 2(a), (b) or (c)]. [but not 2(d) or (e).]
3. Repercussions – if continue to use after cancellation then it is persuasive authority and would tend to go toward bad faith (i.e. Sex Rod for infringement after Red Sox cancellation)

1. Deceptive above (Cases below)
1. § 2(a) . . . if comprises deceptive – TOTAL BAR
2. § 2(e) Bars registration of trademark if 

1. merely descriptive or (can if secondary)

2. deceptively misdescriptive (can if secondary)

3. primarily geographically deceptively misdescriptive (can if secondary)

3. in re Budge Test 

1. Is the term misdescription of the character, quality, function, composition, or use of the goods? 

2. If so, are prospective purchasers likely to believe that the misdescription actually describes the goods? 

3. If so, is the misdescription likely to affect the decision to purchase? 

1. If... 

1. 1 only then it may be arbitrary or suggestive 

2. 1 & 2 but NOT 3 then its deceptively misdescriptive

3. 1, 2 & 3 then its deceptive (total bar)

4. EXAMPLES

1. Ice Cream for chewing gum was found to be arbitrary 

2. One Minute for Washing Machines actually takes (7-11 minutes) – this case said No (older tech)

3. Similar outcome for “Holeproof” for women's stockings – also an older case, though 

4. Orgnik for garments (couldn't be registered organic) Yes for all 3 – deceptive

1. 2(c) Prohibition: CONNECTION TO LIVING INDIVIDUAL

1. “Consist of or comprise a name, portrait or signature identifying a part living individual except by his written consent

1. MUST be living

2. signature, incidentally, is the actual signature “John Hancock”

2. or the name, sign, or portrait of a deceased president of the U.S. during the life of his widow, if any, except by the written consent of the widow.

1. President Can be dead if survived by widow

· Your own name if also belongs to someone famous – maybe, not sure. Depends on fame of name and distinctiveness of it. 

· not a lot of litigation in this area

· Right of Publi/association has been read pretty broadly – 2(c) is what right of publ actually was now it's been expanded out – could argue that 2(c) expands too 

1. Section 2(d) Bar on Registration of Confusing Marks (Cases below)

· Priority is a diff question, before you even get to likelihood of confusion analysis

1. Barred when: “consists of or comprises a mark which so resembles a mark [registered or not that] as to be likely, when used on or in connect with the goods products or [servc of the app, to cause confusion, or to cause mistake or to deceive . . .”

2. Every circuit has it's likelihood of confusion factors 

1. Dupont Factors – Fed. Cir. (in notes I think we use simplified)

3. Simplification – these are the six categories of infringement (conceptually cover all cir.) 

1. Sight sound meaning (sim of mks) (doctrine of transaltion)

1. Can argue whether or not to look at word mark as a whole or split up/disregard part

2. Are people used to distinguishing if you separate pieces (AmerGirl hypo)

2. Products/mkts (channels of trade)

1. Expensive more carefully than cheap

2. How big a plot of land do we give π – do we consider expansion – bridging gap?

3. Buyers (sophistication/impulse purchase)

1. Impuls purchase? Sort that people thing about/research? 

2. Education level

4. Strength of mark (famous mark? Arbitrary mark? - largely talking about senior user)

1. Sales, length of use

2. How long on market

3. Number of sales

4. Amt of ads

5. Surveys of consumer knowledge (? Suggested in Amer.Girl Hypo)

6. More famous the mark sometimes, because so famous confusion is less likely 

7. OR could be that because so famous people will think that everything that has will be related (Nutra-sweet in favor of confus – Fields, against confus)

8. The number and nature of third party similar marks in use on similar goods

9. How TM is used (family mark, product mark)

10. The extent to which applicant has a right to exclude others. (more of a straight forward mark analysis – not often applied – from Dupont)

5. Actual confusion (any surveys you did to show likelihood are under actual)

1. Length of time of concurrent use: if been marketed side by side w/o confusion for a while then less likely

2. If have not shared market and no evidence then this is skipped

6. Intent (can mean a number of diff things – could be intent to create a similar mark, intent to confuse – in Quality Inn intent to use similar mark but not to confuse – some courts require you to say there was intent to use a similar mark – others say just knowing that there was this prior mark out there)

1. Jx split – is this about knowledge, intent to trade off good will, or intent to confuse?

2. Many talk about intent of the underlying participants – like bad intent – more likely to find confusion then (that one may trump everything else)

3. These not in other Cir. Under Dupont asks about parties before and their relationship

1. The mkt interface b/w applt and the owner of a prior TM (really applies to reg’n)

2. mere consent to register/use or agreement to preclude confusion, or assignment

3. laches/estoppel

7. Any other established fact probative of the effect of use (grab bag factor – all Cir. end their tests this way) (NOT in her Simplification)

GEOGRAPHIC TERMS § 2(e) (Cases below)

1. Cannot register mark if 

2. Primarily geographically descriptive OR

1. EXCEPTION: not incl collective or certification marks, per § 4

3. When used... is primarily geographically deceptively mis-descriptive of them 

· Used to be distinction tween 2(a) & 2(e), after NAFTA not. Mostly just analyzed under 2(e)

4. SECONDARY MEANING REQ

1. 2(e)(2) – can register if acquires secondary (merely descriptive or deceptively misdescriptive)

2. (e)(3) cannot be – like deceptive (primarily descriptive)

TEST OF PRIMARILY GEOGRAPHICALLY DESCRIPTIVE MARKS

1. The term in the mark sought to be registered is the name of a place known generally to the public (is it a geo term at all)

2. The public would make a goods/place association  

1. Presumed if goods actually emanate from this location

1. Exception – so obscure and remote will fail to recognize (seems to go back to 1)

· Perspective of relevant public for these goods or services

GEOGRAPHICALLY DECEPTIVELY MISDESCRIPTIVE TEST § 2(e)(3) (Cases below)

1. Primary significance of mark is generally known as geographic location

2. The “relevant” consuming public is likely to believe the place identified by the mark indicates the origin of the goods (place/goods) – 

1. Must be a substantial portion of it: this often whole population (Spirits Int’l)

2. How substantial is substantial – very little guidance but get a little – suppose only Russians consumed and only 25% of them are confused and they are only .25% of U.S. population 

1. Some say substantial is negligible amount 

2. Others say it has to be significant 

· Relevant consuming public: who would be interested in purchasing this product

3. The goods do not come from that place AND 

4. The misrepresentation was a material factor in the consumer's purchasing decision

· Doctrine of Foreign Equivalents: if relevant consumers are likely to translate then we do if not then we won't unless there's something in the relevant advertising that translates for us
1. EXAMPLES 

1. Waltham for watches from Waltham MA – primarily geographically descriptive must have secondary meaning

2. Nantucket for Men's shirts (not from) – It's not descriptive at all

3. Paris for perfume  (not from) – goods/place association, Might be material

4. Paris for disposable diapers (not from) no problem here

5. Swiss Army for pocket knives (from) requires secondary meaning

6. Japan Telecom for CA based telephone & computer service (servicing Japanese clients) PTO said no goods/place association

SURNAMES § 2(e)(4) (Case below)

1. There is a bar on registering mark that is primarily merely a surname 

1. not an absolute bar – if SECONDARY MEANING can subsequently be registered

1. Could be a surname but could be so obscure that no one knows 

2. TEST:

1. Degree of surname rareness (no magic number)

2. Whether anyone connected w/applicant has the surname

3. Whether the term has any recognized meaning other than that of a surname; and

1. Even if other meanings, is the meaning primarily a surname

2. What is surname's primary significance to purchasing public 

4. The structure and pronunciation or 'look and sound' of a surname

FUNCTIONALITY  § 2(e)(5)  (See Distinctiveness above) (p. 265) (Cases below)

1. RULE: Absolute bar when mark “comprises any matter that as a whole is functional”

2. HISTORY: Didn't come into being until 1988

3. Qualitex TEST (how does this function with Morton-Norwich???)

1. Feature is functional if:

1. It is essential to the use or purpose of the article OR 

2. (Not essential to use but) affects the cost or quality of the article (Qualit. p.66) OR 

3. Exclusive use would put competitor at significant non reputation related disadvantage 

1. Morton-Norwich FACTORS (to determine design utility) to answer the question of Qualitex

1. Utility Patents

1. How is feature described in the patents: is it one of the prime features described in patent 

1. Might not be functional in case where a manufacturer seeks to protect arbitrary, incidental or ornamental aspects of feature of a product found in the patent claims such as arbitrary curves in the legs or an ornamental pattern painted on the springs (from TrafFix)

2. History of the patent prosecution – what were they arguing to USPTO

3. History of the patent infringement 

2. Advertising (Always good to have your TM attorneys' review your adverts)

1. Do ads point out this feature as being useful

3. Alternative designs (TrafFix… need not consider if other factors go to functional)

1. Can other competitors make an equally good product

2. Is feature ornamental or arbitrary?

4. Cost and ease of alternatives

1. Post TrafFix need not do alternatives: Functionality established “No need to engage in speculation on other designs”

LOSING TM RIGHTS/CANCELLATION

1. § 14(3)

1. Can cancel at any time if TM becomes

1. generic (for goods, svc or part of them) OR 

2. functional

3. abandoned

4. registration was obtained fraudulently or contrary to the provisions of section 4 [collective/certification marks or of subsections [2(a), (b) or (c)]

5. it’s being used to misrepresent the source of the goods or services

2. Genericide – TM comes to stand for class of goods rather than source of goods

· Most often very successful products – so famous or novel no similar term 

· The Key is to give the public an alternative term (Cases below) (General above)

1. If reg’d TM becomes generic for less than all petition to cancel for just those may be filed

2. TEST: 

1. The primary significance of the registered mark to the relevant public 
1. “[H]ere the question is whether the buyers merely understood that the word aspirin meant this kind of drug, or whether it meant that and more than that, i.e., that it came from the same single, though, if one please anonymous, source from which they had got it before.” (From Bayer CB 274-75)

2. NOT the purchasers’ motivation

1. Monopoly case – took on the purchaser motivation test – generic if didn't know or didn't care where it came from (argued nobody knows where monopoly comes from so it doesn't matter) 

3. § 15: Incontestable TM can be canceled if generic (see distinctiveness above)
4. FACTORS

1. Packaging 

2. Ads

3. Dictionary definition

4. Media usage

5. Trade usage

6. Functional or common meaning ????

7. π's use – noun/verb v. adj (noun or verb is problem)

8. 3d party uses

9. Consumer association – 

1. How used in marketplace (pharmacists vs. consumers)

2. Consumer surveys

1. Thermos – Thermos brand survey asked a number of consumers for a name of containers that keep items hot or could – 75% said a thermos people using it to describe the product rather than writing “insulated container”

1. Teflon survey is pretty much geared to protect brand names

2. Other companies could use Thermos but not in all caps, not claim they were the original or genuine. ∆ must always use Aladin before thermos.

· Real concern here for consumer confusion 

1. Teflon v. YKK
1. Did a thermos like survey question. 

2. Teflon survey primed people by asking what the brand name is. Then: is it a brand name or a common name? (diff. ques. In book. Do you know some other term for describing the product?)
3. Then they show brand names 

· Both surveys are really flawed Thermos is almost always going to kill the brand. Teflon is almost always going to save the brand. 

· Question – do consumers think is product category or that it indicates source (consumers can think both)

5. EXAMPLES

1. Baby Oil – generic 

2. Beer nuts – not generic

3. Cola – generic

4. Coke – Not generic

5. Pilates – was originally TMed not generic 

6. Super Glue - not

6. POLICY ISSUES

1. can competitors compete without using this term 

2. on other hand should be concerned about consumer confusion (iPod if we let others people would be confused thinking all come from apple)

3. If a mark is generic in a foreign language when translate to English also think it's generic – will be translated

· If sort of a recent genericide courts may require disclaimers even if they no longer protect that mark

· Courts ignore efforts by competitors to kill mark, however:

· i.e. Styx and contact paper court didn't count any of the ads by ∆ to kill off

· Still, contact paper is generic, CON-TACT paper is still reg’d though

· PRODUCT LAUNCH: When launching a major product you want it to be the only one and then when you get close to losing your mark you back off. 

3. Abandonment § 45 (Cases below)

1. discontinued use WITH

2. no immediate intent to resume such use

1. intent not to resume may be inferred from circumstances

2. Nonuse for three consecutive years prima facie evidence of abandonment. (used to be 2)

3. USE: bona fide use made in the ordinary course of trade NOT merely to reserve rights

3. OR any course of conduct of the owner cause the mark to become generic or otherwise lose its significance as a mark… (As through the following)

4. Abandonment by NAKED LICENSING (Cases below)

1. means: no quality control at all – then you have lost your TM

2. STANDARD: Look at the industry to see what sort of check-ins/quality control would be required to confirm quality maintenance

· PRACTICE ADVICE: Safer to put a quality control provision. That way can say tried.

3. Statute: When any course of conduct of the owner, including omission or commission, causes the mark to become the generic/otherwise lose significance as TM

1. Purchaser motivation NOT the test

5. Abandonment by ASSIGNMENT IN GROSS (Cases below)

1. ASSIGNMENT § 10(a)(1) A registered mark is assignable with the good will of the business in which the mark is used.

1. MUST be substantially similar manifesting intent to use accompanying goodwill (Clark)

2. EXAMPLES:

1. Cologne NO: even though same thing different recipe then out

2. Same with Pepsi
6. Abandonment by FAILURE TO POLICE (Cases below)
7. POLICY

1. Free market – don't want people to warehouse marks

2. Free speech – don't want to stop up our ability to speak with unlimited protection 

3. BUT people may still associate product with the mark (even if CBS has abandoned it consumers might still have association with CBS)

8. FOREIGN: Use must be U.S. use and plans to resume use must be in same vein in U.S. (See case below)

9. POWERFUL MARKS: Powerful marks, stronger marks with strong associations tend to be given more latitude – little Exxon case where Exon is given a lot of latitude to leave off Humble and then resume where wouldn't have been able to if less famous 

10. SPORTS TEAMS: City can be separated sometimes (see below)

11. RECENT NAME CHANGE: at least for residual period of time will be able to keep the mark, at least until consumers stop associating. (see below)

12. CARS: Take a while – still on road, still secondary market in parts, etc. 

· SO: in instances where mark has been abandoned courts still sometimes say that you can't use mark anyhow, or need some disclaimer to show not affiliated. 

4. Obtained fraudulently (for collective or certification marks or…)

5. Being used to misrepresent source

INFRINGEMENT OF REG’D MARK (Cases below)

· If registered TM would bring both section 32 and section 43 claims (in practice people put them both in because 43 is broader – courts will analyze based on TM infringement but put in both)

· Court will generally just look at section 32 and if that claim wins not look at any else. 

§ 32 [15 usc § 1114]

· (1) Any person who shall, without the consent of the registrant – 

1. (a) Use in commerce any reproduction, counterfeit, copy or colorable imitation of a registered mark in connection with the sale . . ., distribution or advertising of any goods or services on or in connection with such use is likely to cause confusion, or to cause mistake, or to deceive . . . Shall be liable in a civil action . . . .
2. π must be holder of registered mark (at outset)

3. ∆ must have used mark or colorable imitation in commerce

1. NOT in privacy of own home. DISPUTED element a lot of unsettled controversies exist particularly with commerce 

1. some suggest should be broad, could be not for profit, could be posting on website because publicly available – some courts give credence (some call this two elements???)

2. Some say use as a mark (like to mark own products and services and use for something else would not count) 

1. Not sure text of statute bears that out but a lot of litigation around that issue 

3. Use must be able to be regulated by congress

4. Use must be likely to cause confusion, mistake or to deceive as to source sponsorship or affiliation. (often shorthanded to likelihood of confusion) 

1. used to be just about source but has expanded to sponsorship and affiliation 

· Dupont factors do not apply in infringement all different factors in different circuits – most famous factors are the Polaroid factors (2nd Cir.) developed by judge Friendly.

· LOC SYNTHESIS FACTORS

· Generally care about strength of π's mark unless talking about reverse confusion

· Senior markholder can assert interests of both sets of consumers. Senior’s and junior’s – which court focuses on can make difference. 

· STAMPEDE effect Actual Confusion, Intent seem most important. (Bebe) – once doing well seem to get benefit of doubt – 

1. Strength of Mark (strength of other brand might weigh in)

1. Registration – some presumption of validity

2. ads – amount and amount spent

3. sales

4. years in use

5. Fame (cuts both ways)

1. media coverage

6. Breadth of distribution

7. 3d party uses

1. Are these uses in a related market/product?

8. type of mark

1. Abercrombie and fitch continuum (incl. obvious/generic)

2. Family name? Other distinctiveness issues?

3. Secondary meaning?

9. Finding about mark by other courts/jx as to recognition

10. Survey evidence showing amt of public it has reached (mention expense)

2. Similarity 

1. Sight

1. does it look the same or similar

2. Sound

1. even if looking same do sound same?

3. Meaning

1. mean same thing to extent have meaning?

2. Doctrine of foreign equivalents (and relevant analysis)

1. Sometimes translate anyway (Kendall-Jackson)

4. Can terms be separated out? Does one term dominate rendering others unimportant

3. Marketing Channels/Proximity/Bridge Gap

1. Context in which mark viewed (maybe in similarity section?)

2. Sold in same physical place? 

3. Similar pricing?

4. “Wine is wine” OR Subcategory is IMPORTANT

5. Bridge the gap – industry custom?

6. Aunt Jemima doctrine: the notion that you're gonna want syrup with your pancakes and therefore those are related. People are likely to get one with the other.

1. It used to be that you could only have infringement if they were in direct competition, now it can be for related products. 

4. Buyers/Consumer Care/Sophistication/Quality & Cost of the Goods (proxy for whether consumer are sophisticated and exercise care)

1. Impulse buy/low price?

2. Education of consumer?

3. Wealth of consumer? (many courts associate w/ sophist – Kendall, Wizards)

4. Knowledge of seller?

5. Actual Confusion – STAMPEDE

· courts differ as to how substantial confusion needs to be

1. years in use

1. how long been used together in commerce 

2. misdirected: mail, call, email etc.

3. Which customers are we focused on (those of π or those of ∆)? Esp. Reverse.

4. statements of confusion

5. parody/use for description (Playboy v. Welles)

6. Surveys (mention expense)

1. Side-by-Side Comparison Survey: Looking at different products, asked to assess the likelihood came from the same source often found very trivial amount did confuse them

1. Some courts do not accept side-by-side: not indicative of how it would be encountered in the marketplace (Gallo Case)

2. Lavidge type survey (Gallo): Show infringing material (product or ads) and ask if three is a connection/assoc (do you have any connection/assoc – or give options)

1. CON: such surveys don't show confusion, show only association
7. Pre (Rothman term), Post, Initial Interest 

· can fit in here or do a separate analysis

1. Pre-sale confusion: Confusion before the sale

1. NOT at time of purchase but were before purchase

2. Initial interest (w/o) confusion. Mere diversion or interest – never confused, just wonder: similar? Makes feel good cause like other one I the other one.

1. Could be Netscape (diversion bad) OR Lexus (diversion okay)

2. Initial interest (w/o) confusion. Mere diversion or interest – never
3. Post-sale: confus after time of sale

1. Jx do or don’t recognize: some only if will affect ultimate purchase 

· Some give credence to both doctrines, Some only to the first, Others refuse to recognize either (1st Circuit)

1. POLICY

2. reaping where you have not sown 

3. might go down the road with Pegasus and then find out not Mobil after you've wasted your time 
6. Intent – STAMPEDE

1. Test: (different Circuits have different tests – these are NOT SUBFACTORS)

1. Knowledge of other use or 

2. Needed have intended to confuse consumers

3. Chose to use same or similar mark – didn't just know that the product was out there (like Quality Inn – knowingly chose similar but didn't intend to confuse consumers)

· diff circuits have different factors and treat differently as fact, law or mixed

· Squirtco 6 Factors (8th): fact inquiry

· Sleekcraft Factors (9th Cir.) 8 factors: mixed question of fact and law

· POLICY: most appropriate inquiry seems to be about people who will actually purchase

REVERSE CONFUSION (Cases below)

1. Forward confusion: Junior user causes LOC people think gds from or are affiliated/sponsored by senior

2. Reverse when larger, more powerful adopts TM of a smaller, less powerful senior and causes LOC

3. “Reverse confusion arises when a larger, more powerful entity adopts the trademark of a smaller, less powerful trademark user and thereby causes confusion as to the origin of the senior trademark user’s goods or services.” (Harlem Wizards, CB: 409)

THIRD PARTY LIABILITY (Cases below)

Going after the money

1. MUST be underlying Infringement!

Two main theories: (Whom it applies to depends largely on common law not so much on TM)

1. Contributory (CB: 422)

1. If a manufacturer or distributor 

1. Intentionally induces another to infringe a tm or 

2. if it continues to supply its product to one whom it knows has reaons to know is engaging in tm infringement, the manufacturer or distributor is contributorially responsible for any harm done as a result of the deciet Inwood

3. Willful blindness is not an excuse 

2. Must have reason to know – No affirmative duty to investigate if no reason to know. 

1. If they get a warning letter than they'd have to do something. 

2. Generally would have to be specifically identified who is doing what then duty arises

3. Reason to know must come through personal knowledge or some warning from the TM holder 

4. Failure to take precaution is wrong standard (Hard Rock)

3. Vicarious

4. ∆ derives a financial benefit from the infringement and has ability to control conduct of infringer

GENERAL SECTION 43

§ 43 False Designations of Origin, False Description and Dilution Forbidden GENERALLY

· (a) Civil Action 

· (1) Any person who, on or in connection with any goods or services…uses in commerce any word…name, symbol…of any false designation of origin, false or misleading description of fact, or false or misleading representation of fact which --

· (A) is likely to cause confusion …as to the affiliation…or association of such person with another person, or as to the origin, sponsorship, or approval of his or her goods, services, or commercial activities by another person OR 

· (B) in commercial advertising or promotion, misrepresents the nature, characteristics, qualities or geographic origin of his or her or another person’s goods, services or commercial activities, shall be liable in a civil action…

· Broader categories as well

· Doesn't require actual use of mark – anything that will mislead

1. 43(A) Is there gonna be confusion as to the source origin sponsorship affiliation or approval on goods or services on basis of whatever or is there going to be a false designation of a person 

1. Infringement basically the same analysis

2. 43(B) – about false or misleading ads – federal cause of action for false advertising 

· No requirement that ∆ uses the same or similar mark

· Still need to show you have something worth protecting – part of that is showing consumer association

§ 43 INFRINGEMENT P.F. CASE:
(Cases below)

1. Protectable Mark

1. Distinctive

2. Use

3. Scope

4. Priority

2. Infringement/LOC

Seciton 43 UNREG’D INFRINGEMENT OF TRADE DRESS (Cases below) (Trade Dress above)

(FALSE DESIGNATION OF ORIGIN BY TRADE DRESS)

· Protects look to extent look has become source identifying

1. Registered Trade Dress Presumptions:

1. Inherently distinctive OR has secondary meaning

· Non-functional

· Burden on ∆ to disprove

2. Bringing Unregistered Trade Dress Claim

1. First must show Protectable Mark – Must show distinctive/secondary

1. Capable of being distinctive?

1. Product packaging (CAN be inherently)

2. Product design (MUST have secondary)

3. Some third category (CAN be intherently)

2. Must show non-functional (functionality analysis) above
· §43(a)(3)  “In a civil action for trade dress infringement . . . for trade dress not registered . . . The person who asserts trade dress protection has the burden of proving that the matter sought to be protected is not functional.”

1. Either Leatherman (piece by piece functionality before whole)

2. OR Best Cellars: Take everything together see that it's distinctive then we take out the parts that are functional – overall impression is cognizable

1. Substantial likelihood ordinarily prudnt consumr stands in one would think in other?

3. Must show LOC

1. Perspective for LOC: Gibson Guitar “smokey bar”
2. Best Cellar’s inquiry: “[I]s there a substantial likelihood that an ordinarily prudent consumer would, when standing in the Grape Finds store, think he was standing in a Best Cellars store?” (CB: 528) 

1. Is this a complete statement?  What’s missing?

3. Generic Brands (Cases below) (See Duplicates/Comparative Ads below)

FALSE DESIGNATION OF ORIGIN 43(a)(1)(A) (FALSE ATTRIBUTION) (Cases below)
1. Is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation, connection, or association of such person with another person, or as to the origin, sponsorship, or approval of his or her goods, services, or commercial activities by another person

1. Dastar: not interested in creator only source/manu of goods

1. Only need to know who you can rely on for the essential quality of the product (Bretford)

2. CHANGES:

1. False and misleading ads (“innovative” for a patent infringing basketball) (McDevitt slides, Lapine v. Seinfield)

2. Attribution rights? (after daystar does this exist?) (pocket parts in legal treatise put out w/o saying original authors did not participate – no false attrib, also no false endorsement) http://tushnet.blogspot.com/2010/07/dastar-precludes-false-advertising.html

3. False endorsement claims (McDevitt slides, Lapine v. Seinfield)

4. Whether comparative ads are not as broadly permitted as it used to be???
2. COMPARATIVE ADS (Cases below) (see Generics above)

1. Permissible but not permissible are false or misleading reference to others in your ads

1. FTC and FDA permit/encourage comparisons (pg. 566 August Storck)

2. Netscape and 1800 compare to these – might want clear labeling an express/explicit reference to the Tmed product. 

3. MUST make it clear that product offered is your own (p. 561 Smith)
3. DUPLICATES as long as not LOC no problem (Cases below) (see Generics above)

· Might have initial interest prob (might say diff mkt)

· Might have post-sale prob

· Might have dilution prob
1. BUT some courts find LOC (Charles of the Ritz)

2. HYPO: Can you sell used Chanel bottles with second chance in it and mark it as Second Hand Chanel. 

1. Would have to think about all prospective purchasers

2. Spark plugs: need a stamp on the Chanel #5 bottle

1. BUT could distinguish because the produce is the perfume not the bottle

2. Very rare for Ct. to credit a disclaimer (Roth on first day)

3. HYPO 2: Ad campaign saying buy this and fill your genuine bottle with ours 

1. Encouraging post sale confusion 

2. BUT they'd have to have actual infringement 

1. could be like netscape be playboy

2. Open questions that will be answered with policy answers based on where we want the line with trademark law 
False Attribution to an Individual § 43 (a)(1) (Wrongly called Fed. Right of Publicity) (Cases below)

(A) is likely to cause confusion …as to the affiliation…or association of such person with another person, or as to the origin, sponsorship, or approval of his or her goods, services, or commercial activities by another person OR

(B) in commercial advertising or promotion, misrepresents the nature, characteristics, qualities or geographic origin of his or her or another person’s goods, services or commercial activities,

· shall be liable in a civil action…

1. § 43(a) As Federal Right of Publicity 

1. Actually different: Similar rights are implicated, though

2. Individuals may have registered mark in their name (Tiger Woods/Ginger Rogers)

1. Abandoned when stopped marketing under that name

3. Most Attribution cases are about misattribution – where on doesn’t want credit – rather than positive attribution like Dastar – where one does want credit

1. Right to attribution really right not to be misattributed (lots of courts throw out after Daystar but Roth thinks they work)

4. Post-Daystar: A couple suggest that “nature or qualities and char” might extend to authors, leaving right to attribution or to not be misattributed in place. 

FALSE ADVERTISING 43(a)(1) (Cases below)
· …any false designation of origin, false or misleading description of fact, or false or misleading representation of fact which –

· (B) In commercial advertising or promotion, misrepresents the nature, characteristics, qualities, or geographic origin of his or her or another person's goods, services, or commercial activities, shall be liable in a civil action by any person who believes that he or she is or is likely to be damaged by such act. 43(a) 

1. Must be Commercial Speech:

1. Complex doctrine (we don’t get into details)

2. What we mean by commercial is guided by first amendment AND may or may not be altered in the near future (by S.Ct. – some of whom think it’s bankrupt)

3. DET Comm Speech: Use Bolger FACTORS:

1. Was it an advertisement? Open question here

2. Whether communication refers to a particular product or service – maybe here

3. Whether speaker has an economic motivation for the speech – unclear here

2. Must be False or Misleading: 


(RETURN to False Endorsement below)

1. TYPES:

1. explicit falsehoods

1. If two possible interpretations then it's not literally false
2. falsehoods by necessary implication (deemed explicit): So clear to consumers that they would recognize the claim as readily as if it had been explicitly stated. (Clorox Co. Puerto Rico)
3. implicit falsehoods: something that's not literally false is potentially – it is implicit, attenuated or merely suggestive and usually cannot fairly be characterized a literally false – could be two or more interpretations. We don't know so we need a survey.
· misleading

· if 1 or 2 then πs do not need to show anyone actually misled just that it was false 

· if implicitly false or misleading then must provide additional evidence that a substantial portion consumers in the relevant market (viewers of the ad) were actually misled

1. Must do this by surveys to show or some other kind of investigation

2. MUST distinguish claims that are verifiable from puffery

1. Puffery: Exaggerated ads blustering and bolstering upon which no reasonable buyer would 

1. In Puerto Rico case, reject puffery because it's a verifiable claims

2. i.e., “Favorite” “number one” “number one with moms” “the best” these cannot be verified (not verifiable)
3. Relating to False Creator Attribution (Cases )

1. AFTER DASTAR, many probably would not be cognizable. Alternatives: 

· However a number of cases have dealt with advertising and misrepresents the nature, characteristics, qualities. Many courts have argued that at to “creator” this is not the sort of “nature, characteristics and qualities” TM cares about after Daystar

2. ALTERNATIVES still possibly cognizable after Dastar

1. False endorsement (See )

2. False sponsorship (See )

3. Right to attribution really right not to be misattributed (lots of courts throw out after Daystar but Roth thinks they work)

FALSE ENDORSEMENT OR  
(Cases below)

CONFUSION AS TO SPONSORSHIP OR AFFILIATION

1. STANDING: must have commercial interest to sue

1. Generally comes up in context of celebrities or public figures because their identities have financial value

1. Often grouped in performers or celebrity’s rights (right of publicity esque)

2. HARM: 

1. Harm to consumers who think particular individual has endorsed a product OR

2. Harm to business (personified by the person – like Tiger Woods or performer whose business is entertainment purposes or Rosa Parks – who had put out a tribute album) or economic value of the person who's identity is being used (like harm to business)

3. BEGIN with Is this Commercial Speech: 

4. First Amendment test is Rogers Test (is the speech commercial)

· (if a misleading title Lanham Act only applies if)

1. Title has no artistic relevance OR (this IS an either/or, not and)

2. Title is explicitly misleading as to the source or content of the work 

1. Applies to use of person in any context: though original use of Test was for titles

1. Now more expansive than that
5. Not pure commercial speech in these case, though uses in commerce,that's why not often falling into false advertising (though you do get that in Parks)

1. Raiders have sued for using their clothes in videos

6. THEN Prima facie case:

1. Protectable Mark

1. Generally or In this instance (Woods dissent’s question)

2. Case for consumer confusion/false advertising (See above)

7. THEN Outkast raises first amendment and you apply Rogers 

DILUTION (Cases below)

· Long been controversial – movement away from consumer protection 

· Focused instead on creating a property like right

· Wasn't adopted until 1995 (then § 45 def) – major change in 2006 (now § 43(c))

· Lowered threshold to merely showing likelihood 

1. 43(c)(2) Owner of a famous mark that is protectable (distinctive) 

· A mark is famous if it is widely recognized by the general consuming public of the U.S. as a designation of source

1. Relevant Factors include: 

1. duration, extent and geographic reach of advertising and publicity . . . 

2. Amount, volume and geographic extent of sales . . . 

3. Extent of actual recognition . . . 

4. [Registration]

2. Is entitled to an injunction against another person who . . . 

3. Uses a mark or trade name in commerce that is likely to cause dilution by 

1. Blurring or 

1. Dilution by blurring – association arising from the similarity between a mark or trade name and a famous mark that impairs the distinctiveness of the famous mark.  In determining whether a mark or trade name is likely to cause dilution by blurring, the court may consider all relevant factors, including:

1. Degree of similarity of [marks] 

1. Will probably see a lot more survey to show likelihood of distinctiveness/similarity – how do you show distinctiveness in a way that actually matters 
2. Degree of inherent or acquired distinctiveness of famous mark (just go to fame, so never matter from ∆'s perspective because if get past famous hurdle then never argue these)
3. Extent to which the owner of the famous mark is engaging in substantially exclusive use of mark (also just goes to fame as above) 

4. Degree of recognition of famous mark (also just goes to fame as above)
5. Whether user . . . intended to create an association with the mark (the all definitive intent analysis)
6. Any actual association between the [marks]

7. Jx Split: Also problem that it never says anything about impairing the distinctiveness of the famous mark – some courts mechanically apply others actually apply that as a factor too

1. So this seems to be that this is an important yet not delineated factor

· Posner: Blurring – search costs
2. Tarnishment

1. 43(c)(2)(C) Dilution by Tarnishment is association arising from the similarity between a mark or trade name and a famous mark that harms the reputation of the famous mark.

· Posner: Tarnishment – reduces distinctiveness, Free-riding 

1. “A trademark may be tarnished when it is linked to products of shoddy quality, or is portrayed in an unwholesome or unsavory context, with the result that the public will associate the lack of quality or lack of prestige in the defendant’s goods with the plaintiff’s unrelated goods.”  Hormel  Foods v. Jim Henson Productions, Inc. (2d Cir. 1996)
2. Unsavory or unwholesome in some way (could be about sex, could be about low rent)
3. Lack of prestige in the ∆'s goods with the π's unrelated goods 

4. What Tarnishes:

5. A case about Spa'am muppet – pig – sued by Spam company.

6. 6th – sex, Generally drug use, cowardice, sex all tend to be viewed as tarnishing

4. Regardless of 

1. Confusion (actual or likely)

2. Competition, or 

3. Actual economic injury

2. SIMPLIFICATION of CAUSE OF ACTION: 

1. π has Famous Mark

2. ∆ used mark or name that is likely to cause dilution

1. By blurring OR

2. By tarnishment

3. EXCEPTIONS: 43(c)(3) Exclusions – [The following is not actionable:] 

1. Any fair use, including nominative or descriptive fair use, or facilitation of such fair use, of a famous mark by another person other than as a designation of source for the person’s own goods or services, including use in connection with – 

· Intersting 'cause it says you can't use it as a designation of source BUT looking at injunctive relief only applies if using mark ... so seems like fair use never applies
1. advertising or promotion that permits consumers to compare goods or services 

2. identifying and parodying, criticizing, or commenting upon the famous mark owner of the goods or services of the famous mark owner. 

2. All forms of news reporting and news commentary 

3. Any noncommercial use of a mark

4. FURTHER LIMIT: 43(c)(6) Ownership of valid registaration a complete bar to dilution action under state law federal law at least as to damages 

1. seems still can be sued under 43(c)(6) but can't be sued for dmages (only generally only injunctive relief except for bad faith)

5. HISTORY/ORIGINS (MORE IN NOTES)

6. POLICY

2. To protect TM from the “Gradual whittling away or dispersion of the ID and hold on the public of the mark or name by its use upon non-competing goods 

3. Famous brands like Buick or Kodak could not stop people from selling products in different market

1. Free riding concern and

2. Diluting value of very strong brands

DEFENSES

Defenses to Trademark Dilution 

1. Attack affirmative case

2. Fair use (nominative (not so sure this maps on well to TM) or descriptive) [Sec. 43(c)(3)(A)]

3. News Reporting & Commentary [43(c)(3)(B)]

4. Non-Commercial Use [43(c)(3)(C)]

5. Federal Registration [43(c)(6)]

6. First Amendment? Possible there will be 1st separate from statutory (but in copyright Supreme Court has said to the extent first amendment is accounted for in the statute won't have separate analysis – sometimes separate arguments permitted, sometimes don't – i.e. suggested where likelihood of confusion is not fist amend defense )

1. If diultion claim explicity provision for defense of parody as long as not being used as designation of source 

2. might go to LOC in first place 

3. might have 1st amendment defense for parody

4. some say yes

5. some say no because if LOC no first amendment protection 
7. Equitable doctrines: laches, estoppel etc.
Defenses to Trademark Infringement under Section 32 

· Specific defenses relevant to registered mark – nothing new with 43 defenses but some things only apply to 32 (obvious because relate to reg'n)
1. Attack Affirmative case (e.g., LOC, use in commerce, priority etc.) 

2. Seek cancellation of mark (per Sec. 14) 

1. Not get rid of case but get rid of sec 32 case, depending on what basis you're bringing, could entirely invalidate
3. Section 33(b) Statutory Defenses  (or attacks on presumption) 

4. Fraud in registration or achievement of incontestable status 

1. Fraud in registration or achievement of inconstestable status 

1. both in reg'n and incontestable
5. Abandonment 

6. Misuse – to misrepresent 

7. Statutory Fair Use defense (Tiger Woods) (descriptive fair use) – Section 33(b)(4) 

8. Limited Area Defense (in context of Teddy Rex and Thrifty)
9. Prior registration 

10. Used to violate Antitrust laws 

1. Never, ever is succesful but written in
11. Mark is functional 

12. Equitable Principles, including laches, estoppel and acquiescence

13. CL defenses (many repeats) plus: generic 

14. Nominative Fair use 

15. Non-Trademark Use (?) (question if this is a defense, seems not but raised)
16. First Amendment (?) 

17. First Sale Doctrine (Champion spark plugs, recent debaris case – brokers of Lexus cars ad help to find used cars)
18. Conflicts with copyright & patent law (Daystar, Ear Plugs)
Defenses Against Section 15: Incontestablity 

· After five years becomes incontestable, but can still challenge if: 

1. generic, paragraph 3 & 5 of cancellation provision.

2. Generic 

3. Functional (also in § 33(b))

4. Abandonded (also in § 33(b))

5. Fraudulently obtained (also in § 33(b))

6. Contrary to collective mark or certification mark requirements (sec. 4) 

7. Contrary to Section 2(a), (b), (c) – immoral, deceptive, scandalous, disparaging, false suggestion of connection to persons, GI, consists of flag , insignia etc., name, portrait or signature of living person or president

8. Used to misrepresent source (also in § 33(b))

Section 33(b) Incontestability; Defenses 

1. Good faith Descriptive use

2. Limited Territory Defense

3. Prior Registration of Defendant

4. Antitrust violations

5. Equitable Principles (e.g. laches, estoppel etc.)

· CANNOT Cancel Incontestable for: 

Park'N Fly v. Dollar Park and Fly, Inc. 

PARODY (Case below)
The Supreme Court’s take 

“For the purposes of copyright law, the nub of the definitions, and the heart of any parodist's claim to quote from existing material, is the use of some elements of a prior author's composition to create a new one that, at least in part, comments on that author's works.

If, on the contrary, the commentary has no critical bearing on the substance or style of the original composition, which the all eged infringer merely uses to get attention or to avoid the drudgery in working up something fresh, the claim to fairness in borrowing from another's work diminishes accordingly …. Parody needs to mimic an original to make its point, and so has some claim to use the creation of its victim's (or collective victims') imagination, whereas satire can stand on its own two feet and so requires justification for the very act of borrowing. 

(Campbell v. Acuff-Rose Music (US 1994)

· TM dilution parody defense is statutory – in parody the parody cannot be used as its own source under the Statute. 

1. Kernel if you're copying something to comment on original in some way even if that's for comic effect 

2. but if you're using the underlying work to comment on something else you probably don't need to use the work or take as much 

3. Dr. Suess Example: so in TM context, a case involving a book mocking oj sympson tial in the style of a Dr. Seuss rhyme – was both TM infringement and Copyright infringement because no justification for using the Dr. Seuss style. If not commenting on Dr. Suess's work then not Parody

STATUTORY FAIR USE (Cases below)

· Section 33(b)(4) provides the following defense to infringement: “That the use of the name [or] term . . . charged to be an infringement is a use, otherwise than as a mark, of the party’s individual name in his own business, or of the individual name of anyone in privity with such party, or of a term . . . which is descriptive of and used fairly and in good faith only to describe the goods or services of such party, or their geographic origin.”
· TM fair use very different than Copyright (though somewhat informed by free speech)

1. SIMPLIFICATION: What ∆ is doing is not using π's mark as own mark but is using the π's mark or something similar simply to describe the goods. 

1. i.e., TM Napa Valley Winery – others can still use “Napa Valley” on their product to accurately describe the place in which it was made 

2. Limited to describing one's own product or services (come back to this in nominative fair use)
1. FACTORS: 9th if LOC then Factors for Evaluating Fairness of Use

1. Degree of LOC

2. Strength of TM (not sure which way this goes, as is often the case)

3. Descriptive nature of term chosen – to extent descriptive less protection

4. Availability of alternative descriptive terms 

1. Like shoe – hard to say what alternatives you have besides sneaker – strong argument that not a good alternative out there 

5. Pre-regis'n extent of use of term (before the π registered it)

6. Differences in uses of π's and ∆'s uses – more differentiating uses are more fair it's gonna see

1. Fair Use: If you're fairly describing the production

2. Could say that it was fair use to describe as McSleep because just referring to the qualities suggested 

2. Not sure this makes sense 

1. If claim for fair use but some LOC we will consider how far it is to let use go forward anyway considering LOC

2. Runs afoul of the idea that free speech is way to go over LOC

3. JX SPLIT:

1. 9th Cir (and others) you must show not LOC or you have above factors 

1. Here you first one defense is descriptive FU pursuant to 33(b)(4) is it not used as TM and applied to ∆'s goods or svc

2. If court finds likelihood of confusion then some courts will go further others will not

2. Others say if meet fair use then it doens't matter if there's LOC

Nominative or Referential Fair Use (as in New Kids)
Elements of defense 

1. Product or service in question must be one that is not readily identifiable without use of the mark
1. Clearly have this in New Kids

2. Must use no more of the mark than is reasonably necessary to identify the product or service
1. did they use more – not here, they only used what was reasonably necessary 

2. Playboy v. Welles case – having PMOY '81 all over site wallpapered and use excessivly in metatags was too much Welles fails step 2

3. Seems like is some free riding concern hidden here even though says no

3. User must do nothing that suggests sponsorship or endorsement – seems like this must be something more than mere LOC

1. Rogers test explicitly misleading not quite there but along those lines must be some affirmative act, something beyond mere LOC (otherwise, see below) – something like New Kids Want you to blank (but ton of cases where court will do analysis first and say “there's LOC here so it fails)

2. if no LOC then stip three not a prob (but if no LOC then don't need this defense at all)

3. Judge ___ says why would we be asking question about Fist Amend when no LOC? Shouldn't reach question when no LOC 

4. 9th Cir. Judge Kozinski’s Test

5. Jx Split: Some circuits have expressly rejected it because not in statute 

1. Other circuits say this is incorporated in the statutory fair use 

6. In tiger woods was deemed descriptive fair use but was really describing π's mark but also ∆'s product – so could have been nominative fair use

7. Dilution law adopted nominative fair use (under 43(3)(c)) 

1. Unclear how worked 

2. Dilution says that it has taken on nominative fair use – few cases to see how this would map on. Seems like a bit of a disconnect.

FIRST AMENDMENT DEFENSE  (Cases below)
1. Where explicit defenses is there anything left? E.g., dilution exclusions (Eldred) 

1. Can you have a separate 1st Amen analysis or are then incorporated under statute 

2. A lot actually do separate first Amen analysis 

3. Parody is also about first and free speech sometimes incorporated into LOC analysis (consumer will not be confused because parody) 
4. Nominative fair use, Rogers test, trademark use defenses all about First Amendment and free speech interests 

5. Parody, criticism or commentary often considered protected use of others marks

1. Last prong will generally be protected on free speech 

First Am Analysis

1. Commercial or Non-Commercial Speech?

1. comm defined as does no more than propose a commercial transaction

2. ads for movies not deemed comm speech because underlying artistic work

1. can advertise for non-commercial products

3. if ads on website or ad for book – everything on website becomes commercial

4. When piece of art is put on T-shirt or bag it becomes merchandise and is then commercial (many courts make this distinction)

2. Misleading or not misleading 

1. if misleading, can restrict (permits greater restirct) if not misleading proceed to other tests)

1. If commercial then Central Hudson test applies – must be substantial gov interest and restriction directly advances that interst and not more extensive than nec (intermed scrut)

2. If not commercial speech, is content-based restriction that must withstand strict scrutiny: Restriction must be narrowly tailored to compelling state interest.  Restriction cannot be over or underinclusive and must be least restrictive alternative.

3. If content neutral then generally permit restrictions (just review stuff)

4. Do you look at content there then should withstand strict scrutiny but in olympics got around this with expressive speech analysis

5. MAKING AN ARGUMENT: 
1. Is it commercial at all?
2. If not, is there any money involved at all?
3. Is it Misleading? (the more misleading, the less likely 1st Am will defend you)
4. Does the 1st Am defense apply if it’s confusing? Sometimes doesn’t app if LOC.
content based or not (TM has to be content based should get strict scrutiny and should probably fail) 

Should be content based because TM

Rogers applies wtih titles but also expanded in other situations (for artistic work – some courts have used Rogers in such instances) 

CASES

below
CASES FOR PURPOSE
CONSUMER

Stahly Inc. v. M.H. Jacobs Co. (1950) Unable to pay for razors, leave to manufacturer who collaterals razors for loan. Then defaults. Loaner wants to sell razors for cash. Razors defective. Stahly don't want them sold but no ownership. Sues on TM infringement to stop sale. 

Reasoning: Court agrees: waiver of right in the razors could not mean waiving the public's right to be safeguarded against fraud or deception. Public's right transcends TM holder's rights.

PRODUCER

Alfred Dunhill Ltd. v. Interstate Cigar Co. (1974)  

Water damaged cigarettes. Insurance: full price of shipment or partial with cigs. Dunhil wants full price, gives up the cigs. Cigs sold to cigar company. 

Reasoning: Court rejects Stahly. Dunhil waived its rights. Act's purpose purely to protect commercial class against unscrupulous commercial conduct. Almost certainly without any consideration of consumer rights of action.

Stork Restaurant, Inc. v. Shati (1948) 

Dive bar v. fancy shmantz club. No real diversion of traffic here. 

Reasoning: Most concerned not with confusion but dilution (not a cognizable claim at the time).  Nibble away at its dearly bought prestige. More about producer/mark holder/good will than consumer. 

ANTI-MONOPOLY

Champion Spark Plug Co. V. Sanders (1947)

Reconditioned spark plugs. Company says take our name off. No passing off – IS Champion plug. Descriptive/accurate. Champion wants no re-sales/no secondary market (unless from Champion).

Reasoning: Don't need to get rid of “Champion” Champion could sue for taking name OFF. (RULE: where could sue for either side you're going to have a problem)

Consumers must know: Champion/clearly labeled as refurbished/not from or endorsed by Champion. Must source of redistributed/refurbished work. All jx agree inadequate labeling is TM infringement.

· Very rare for a court to credit a disclaimer (Roth remark, first day)

Kellogg Co. v. National Biscuit Co. (1938)

Shredded wheat case. 

Reasoning: “Shredded wheat” is generic: indicates product, not producer. Nat'l biscuit Co. gave no good answer as to what to call it as alternative. During patent associated name with source – only one company. Now not gonna allow TM to take over patent.

Pillow shape: Patent was for pillow shape. Functional. BUT identical pillow NOT permitted – Trade Dress. Goodwill is the public's (consumer centered but relates largely to the expiration of the patent).

above
PERSONAL NAMES

Peaceable Planet v. Ty, Inc. (7th Cir. 2004)

Ty starts marketing a camel called Niles.  Peaceable had a camel called Niles. Defenses: a personal name. Descriptive.

Reasoning: Camel not conducting business in its own name. “Niles” provides no informational content. Descriptive? Not really, more suggestive.  Ty liable.

Nissan motor company case: suing man named Nissan running a website company – was also running ads for cars. Found that, to the extent he was selling his computer sales services it was his name but no car ads.

SURNAMES (above)

In re Quadrillion (TTAB 2000) Bramley

Board estab. prima facie case for refusal with: 80 million names associated with Bramley, word not listed in dictionary. In England words non surname derived from surname (like town name/apple). Consumers would not recognize name of tiny village. 
DISTINCTIVENESS (Cases above)

Coca-Cola Co. v. Koke Co. of America (1920)

Pre-Lanham act. Very similar look, similar sound. Claim that coke's name is a fraud because there is no cocaine in it anymore. If fraudulent then couldn't protect. Merely descriptive: Coca leaves and Cola nuts.

Reasoning: People aren't buying it for cocaine because people know has none. Also, has coca leaves. Has acquired a secondary meaning. Secondary meaning stands for beverage and taste.  

Abercrombie & Fitch Co. v. Hunting World Inc. (1976) above
Word mark (safari hats) categorization issue – only really works for word marks. Safari descriptive of hats but whole line of clothing. 

Reasoning: Fanciful, arbitrary, suggestive or descriptive – to determine distinctiveness. 

Quik-Print: descriptive but it could acquire secondary meaning.  However, before it developed a secondary meaning people started copying so it could not get a secondary meaning. Had it been suggestive then first to use gets to have it. 

Brown-in-Bag: Cookbook For a bag in which you could brown meat. Suggestive mark here.  Rothman, if quick print descriptive this should be too, same if reverse. Basically same says Rothman. 

Patents.com – online service tracks patents. Question is re: “.com” does that makes it unique. Argument not too compelling says Roth.

In re Oppedahl & Larson (Fed. Cir. 2004)

Facts: Appellant filed an intent-to-use trademark application for the mark "patents.com." The PTO denied registration, finding that the mark was merely descriptive of appellant's business, which was selling software for tracking patents.

Reasoning: "When examining domain name marks, the PTO must evaluate the commercial impression of the mark as a whole, including the TLD [top-level-domain] indicator. The addition of a TLD such as ".com" or ".org" to an otherwise unregistrable mark will typically not add any source identifying significance, similar to the analysis of "Corp. and "Inc." . . . In exceptional circumstances, a TLD may render an otherwise descriptive term sufficiently distinctive for trademark registration. In this case, the mark patents.com, as a whole, is merely descriptive of appellant's goods. . . ." Court does not say there's no way that “.com” could be inherently distinctive. BUT there's no way that the .com does any work.

Labrador Case Descriptive rather than suggestive – using another term to establish whether it's distinctive ?????

In re Chippendales 

Want to TM the collar and cuffs for male stripping. Court said that this mark was descriptive not suggestive for entertainment services. Others use, thus not suggestive. Roth thinks court didn't know.

Word Mark Distinctiveness EXAMPLES:

1. Steelbuilding.com – online building design service – Descriptive 

2. Amazon.com – for online bookseller – suggestive

3. Beer nuts – for salted nuts – suggestive (held to be descriptive)

4. Bufferin – for buffered aspirin – suggestive 

5. Snake Light – for flexible light (depends on what other similar lights on the market are called)

6. Better-N-Butter – for butter substitute (better not a description but a value judgement so more likely to be suggestive)

7. Itty Bitty Book Light for small reading light – descriptive 

8. Coppertone – suggestive

9. Roach Motel – suggestive

10. Q-tips – suggestive

11. Moviebuff – suggestive

12. Apple for computers – arbitrary 

13. Apple for apple seller – descriptive/generic

14. Delphi for computer services – arbitrary 

15. Exxon for oil – fanciful 

16. Polaroid for optical devices – arbitrary fanciful some combination – clearly inherently distinctive 

GEOGRAPHIC MARK

American Waltham Watch Co. v. United States Watch Co. (1899)

Waltham Watch Co. sues for use of “Waltham.” Been around for so long and so widely known. ∆ argued descriptive – poor choice of mark if wanted exclusivity.

Reasoning: Geographic mark is descriptive. Due to ads and long-standing success had shown secondary meaning (local court here knew). Can't use it on watch face but can use it on packaging. Consumer oriented: to know where goods come from/who to complain to, etc.

Rule: Where the Mark is famous, it may predominate – then, consumers would be confused. 

International Kennel Club of Chicago, Inc. v. Mighty Star, Inc. (1988)

Sued as an unregistered mark. Toy Maker asked lawyers bout Int'l Kennel Club: “not likely infringing.” Insulates against a finding of bad faith. Is TM descriptive? Secondary meaning, so no need to determine classification – gives factors for determining 2ndary. Reverse confusion.

Reasoning: Market is too small and the products too far apart. No significant number of prospective purchasers will be confused.

Dissent: J. Cudahy's. Shifts which prospective purchasers he considers. Just $60,000 worth of advertising there might be a heck of a lot. People who buy stuffed animals are not going to have a secondary association with Int'l Kennel Club but people who go to dog shows will.

TRADE DRESS (above) (above)

Rock & Roll Hall of Fame and Museum v. Gentile Productions (1998)

Poster images. Architectural design of the building is TM at issue. No prohibition on getting a protection for a building. Building is inherently distinctive (but). Service of the experience of the museum. Museum merchandise – merchandising case. Well known photographer.

Reasoning: Not inherently distinctive for TM purposes. Not all inherently distinctive symbols or words function as TMs. Must be source identifying. People don't usually think buildings indicate source. Court generates consumer associations here, a little bit of circular reasoning. (like TigerWoods)

(Inherently Distinctive Trade Dress)

Two Pesos, Inc. v. Taco Cabana, Inc. (1992) 

Two mexican restaurant fast food chains. Same decor. Jury said that functionality not an issue (court doesn't address). Jury also: confusingly similar. Only issue is: can design be inherently distinctive? Capability of being distinctive is a legal question, if it is is jury question.

Held: Consumers can immediately recognize decor so it can be inherently distinctive.

Klondike Bar: Just about only packaging that’s been inherently distinctive. 
(Roll Back on Two Pesos)

Wal-Mart Stores, Inc. v. Samara Brothers, Inc. (2000)

Walmart sends photos of children's clothes to designer to copy. Is product design source identifying?

Held: As with color NO consumer predisposition to equate feature with source. Consumers know that design is often not about the source, but about use or appeal. 

(REPEATS)

Qualitex Co. v. Jacobson Products Co., Inc. (1995)

Green-gold color in a dry-cleaning product. Needs to be a color. But need not be THIS color. Color depletion argument: if not enough becomes functionality problem. Plenty of colors for now.

Reasoning: Colors MUST get secondary meaning to TM. Functional product feature cannot be TMed.
(Distinctiveness above)

USE (Cases above)

Proctor & Gamble Company v. Johnson & Johnson (1980)

J&J wants Assure/Sure & Natural for tampons. P&G had or similar kept alive w/minor brands program – use? P&G sues J&J. Send out tampons, on others' products w/their labels, etc. J&J uses despite knowledge of P&G 'cause Sure is good mark. P&G sues to stop J&J from getting to market.

Held: TM rights come with use not by mere adoption. Usage that is sporadic, nominal and intended solely for TM maintenance is insufficient to establish and maintain TM rights. 

USE IN COMMERCE

Larry Harmon Pictures Corp. v. Williams Restaurant Corp. (1991)

Bozo's restaurant sued by Bozo the clown. Restaurant had priority. Bozo the Clown says no use in interstate commerce.

Held: Was use in commerce, restaurant was popular and in Memphis and had some interstate customers. Mentioned in out of state media publications. 

(analogous use)

Maryland Stadium Authority v. Becker (1994)

87 Choose Location, Camden Yards. 89/90 Lots of promotional stuff. 91 Becker makes T-Shirts. 91 Officially name park. 92 park opens. Camden Yards to indicate location NOT park – problematic to preclude use then. Could argue use descriptive or name was a geographical locator.

Held: Ads sufficient to obtain right in a mark when w/in reasonable time. Analogous use. Soon as consumer begins to connect, prior to the services becoming available though in some proximity.

CONSTRUCTIVE USE (above)

Buti v. Impressa Perosa (1998)

Italian restaurant. Attorney's stipulated to the fact that there was no international commerce. Rather they sought to rely on the keychains, ads and promotion. 

Held: Mere ads or promotion of a mark in the U.S. insufficient for “use” when unaccompanied by actual rendering of service/sales in connection w/TM in US or where Congress can regulate. Exception: Analogous use - opening in the U.S. - Must be imminent.

Mother's Restauarant 

Canadian restaurant gets no play because it has no services over here. 

Ultra-cuts

Canadian company, sponsored fairs in U.S. ads in U.S. - were targeting Americans for their product, a step further: court still said no use in commerce. 

International Bancorp v. Societe des Bain de Mer (4th Cir. 2003)

Casino in Monte Carlo infringed by websites and computer game programs. Services in N.Y. making reservations for U.S. citizens not raised. Not providing services.

Held: Analogy to trade with indian law/indian tribes – regardless of where sales of services or products take place if there is trade with foreign citizens/nations then there is trade. Substantial effects test. Not just ads – a lot of interaction and a lot of consumers combined. Could have done unfair competition didn't need to do TM. Could have been famous mark exception 4th didn't want to recognize. An outlier.

(REPEATS)

Bell v. Streetwise Records, Ltd. (1986)

New Edition case. What is the product? Service or CDs? Who owned the service mark? Who had priority in that mark.

Held: Public determines what is underlying product. This was services. Priority was to the boys. Control of that service was the boys. 

INTERNET USE (Cases) above
1-800 Contacts, Inc. v. WhenU.com (2005)

Pop-ups came up when you put in the website (which was their trademark). Category based usage – weren't selling TM directly. Probably would have failed on LOC so argued use.

Held: Labeling of ads, etc. goes to LOC. Court says not really using the trademark but using the website address. Shouldn't have used TM as website says court. 

Rescue.com Corp. v. Google Inc. (2009)

When search rescue.com we want our ad to come up. Not like 1-800 categories i.e. “eye care” w/TMs hidden. Google is explicitly trading/selling the TMs as adwords. 

Held: Just because consumers don't see doesn't mean not a use. Don’t have to use as TM. Consumers need not see. Do have to use the TM. Use must be somehow commercial (even if not for own goods and services).

PRIORITY (Cases above)

Aktieselskabet v. Fame Jeans

Danish maker files 44(e) for “Jack & Jones.” Danes had used all over not U.S. Canadians, Fame, filed ITU in US first. Neither had actual use in US. (even if eBay) Danes oppose ITU registration on ground of priority via analogous use. Also try Fame no real intent to use.

Held: No priority despite extensive prior use outside U.S. Must show use but, use of mark in foreign commerce does not confer priority of use for purposes of establishing priority. But no constructive use – app not timely filed. Imminent launch argument maybe?

Doctrine of foreign equivalents: translate foreign words for registration/infringement 

Blue Bell, Inc. v. Farah Mfg. Co. (5th Cir. 1975)
Two companies came to “Time Out” mark at same time. Each showed clothes to possible market and sales staff. One had shipped and sold clothes to sales managers. Other had shipped old pants with new logo. Neither use counted. Court went with the first shipment of new garment w/logo to customers.

ITC Ltd. v. Punchgini, Inc. (NY 2007) (in supplement)

ITC owed Bukhara Grill – famous restaurant in India. Globally ranked, one of the best. One opens in NY – use same décor. Sue under 43 trade dress/32: name. Do not show good will in U.S. (intentional assoc., consumer association/confusion, overlap of customers).

Held: Lose on § 32, though registered – abandoned. Lose § 43 (unfair trade practices). 2nd Cir.: no famous mark exception. (Contrary to 9th). For § 43 Must show good will in U.S. and FACTORS. 2nd Cir. Doesn’t want a separate analysis. Want is to know if there’s good will for famous TM.

Tavern on the Green (case – in supplement)
Central park restaurant. Licensee of restaurant had TMed the name. A licensee cannot get superior rights to the licensor – the city owned the nam. 

CONCURRENT AND PRIOR use (Cases above)

United Drug Co. v. Theodore Rectanus Co. (1918)

“Rex” drugs. 1877, Ellen Regis of Mass, created/sold “Rex.” 1898 reg’d in Mass. 1900 USPTO. 1904 won lawsuit v. Rexall. 1911 Rexall purchases TM. June 1911 – Informed of Ted Rex's product. 1911 – 5 boxes sent to KY, not Lville. 1912, 1st sale in Lville. 1883 druggist Rex used mark in Lville, sold in city. 1906 sold TM to respondent. Ellen is senior user. 

Held: Senior user but no priority in Louisville. Had good faith, prior use in Lvlle before the reg’n. He gets only territory where using TM. Very Consumer protection oriented rule.

Thrifty Rent-A-Car Sys v. Thrift Cars, Inc. (1987)

1958 Thrifty began renting under TM in Tulsa. By ‘62 USPTO app. ’64 reg’d. ’67 open in Mass. Thrift 

‘62 in E. Taunton, Mass. ‘63 ads papers. ‘70 License in Nantucket Airport (filed for before or around time of reg’n). Thrifty incontestable now. Defense to incontest – concurrent/prior use (§ 7(c)) 

Held: Adoption in good faith – expansion maybe not. Thrift locked in area using prior to reg’n. Taunton, not Nantucket, no consumer association there. Ads limited only media from prior.

Thrifty cannot open a store there. Thrift senior there. Some overlap of media. Maybe some confusion but that's okay. Not really a prob: Thrifty's well known, Thrift is known in area. 

Dawn Donuts Case

Case dismissed despite Dawn donut had nat’l rights. Two different geographic areas. “Constructive notice provision, so because good faith adoption only upon a proper showing of an intent to use in mkt area can π enjoin use. Largely a standing issue, not TM issue – no overlap in consumers, no harm. 

· website that advertises their goods in mkt area – outcome probably not different

· BUT selling mail order donuts probably would – in internet context probably get full nation much quicker – likewise, good faith problem when online searchable

ITU (Cases above)

Warner Vision Entertainment v. Empire (2nd 1996)

TLB had ITU for TM in kids car video title. Empire succeeded to TLB’s TM from 94. Warner starts using mark in 95. Sues TLB for infringement. Claim first use in commerce of “Real Wheels” for videos

Held: No injunction, if enjoined they can’t use. Defeats point of ITU system. Also could pirate search ITU listings. Troll, find large company, use, sue, settle – make bank – this to be avoided.

Hypo: Empire uses TM later can sue Warner for use prior? Open question. May be Dawn Donuts issue.

Eastman Kodak Co. v. Bell and Howell

Bell & H ITU for numbers. Kodak opposes: numbers are descriptive no secondary meaning, like model #. Can't register merely descriptive mark.

Held: CAN oppose on grounds that TM is descriptive. BUT don’t know how B&H will use these. Not merely descriptive on its face. Burden of proof will be same at reg’n time. PTO might reject on own.

JOINT ENDEAVOR (above)
Bell v. Streetwise Records, Ltd. (1986)

New Edition case. What is the product? Service or CDs? Who owned the service mark? Who had priority in that mark.

Held: Public determines what is underlying product. This was services. Priority was to the boys. Control of that service was the boys. 

Robi v. Reed (1999)

Platters was a band where there were members who went in and out.  Dispute is between the wife of a deceased band member and a member who is one of the founding members – who gets to keep using the name for a band. The one in control who never gave up control. 

Jerry Garcia band can continue to use as long as clear aren’t same band. 

CANCELLATION/UNREG’R’ABLE (above)

(Scandalous)

In re: Bad Frog Brewery (TTAB 1999) 

Reverse lower court because frogs don't have fingers, animals don't flip people off – under that logic had it been a person would not have been registrable (people flipping someone off is immoral or scandalous). The standard is not obscenity it is immoral or scandalous

(Disparagement)

Harjo: Washington Redskins

Originally the Braves. Changed “to honor head coach” to Redskins. Sued to cancel registrations on the grounds that they were disparaging.

Held: Gave test for disparagement. Asked re: use at the time it began. Laches here, long in use.

In re: Squaw Valley – when wanted to do restaurants or something it was rejected when taking out of the context of skiing – so example of changing mores but also example of context.

(Corporate Disparagement)

Boston Red Sox v. Sherman (TTAB 2008)

Tries to register Sex Rod in same letters as Red Sox. Opposed on a number of bases – this is about disparagement of an institution.

Held: Vulgar because of penis reference and because it would be on kids clothing. Parody wouldn't matter.

In re Lebanese Arak Corp. (TTAB 2006)

Khoran – likely to disparage because it's being used on wine in violation of religious tenants of Islam. No Muslims it was the PTO that brought. Affirmed.

Dissent: General public wouldn't be likely to associate this with the Khoran. Dissent is saying that people aren't going to assoc with Islam or muslims because of the prohibition on wines so this must refer to something else. Shifting to group disparaged. A Muslim would know there wasn't an association because it's wine. Khoran is Armenian for Altar and it is an Armenian wine – Hasn't been appealed – unless something's pending – probably just gave up on it – didn't show that it was disparaging as much as that it was out of whack with the muslim beliefs 

(Immoral or Scandolous & Standing) (above)

Ritchie v. Simpson (1999 Fed. Cir.)

Richie sought to cancel or oppose the registration of O.J. Simpsons marks for O.J. the Juice. For being immoral/scandalous or primarily merely a surname. A petition to cancel a reg of TM can be brought by “any person who believes that he would be damaged” and per courts. And Test. Distinction between Ritchie and other was that Ritchie was able to profess particular stake proportedly relevant to the mark. Because a family man, man who murdered wife would be offensive. Sorta' bunk. 

Dykes on Bikes For being immoral or scandalous. Whereas in McDermot, being a man, was very general not implicated with regards to the mark. (the second sense – no real sense in which would be injured by the reg’n of dykes on bikes)

DECEPTIVE (above)

In re ALP of South Beach Inc.  (TTAB 2006) 

Cafeteria (high ender called “Cafeteria”). Golf clubs (power step), Space heaters (solar quartz) – can be visually inspected restaurant requires you to walk in. 

Held: Deceptive. Even majority admits most not deceived BUT some will. Can still have a protectable TM just don't have a registerable mark.

Dissent: the question is is the misdescription likely to affect not some other factor like hunger or unlikely to go elsewhere. Roth doesn't think that this does actually make it but the majority here did. 

FALSE SUGGESTION OF CONNECTION

Hornby v. TJX Corp. (TTAB 2008) above
Twiggy case. Clothes someone sold under Twiggy. No infringement, Twiggy didn't have a mark. Sued under factors for estab. a false suggestion of connection. Fourth factor goes to the fact of clothing. Because consumers likely to assoc clothing and model Twiggy points to π.

CONFUSING MARKS REG’N BAR (above)

Nutrasweet v. K&S Foods (1987)

Nutrasweet v. Nutra Salt. Nutrasweet opposes registration. 

S/S: to NSweet – “Nutra” in each, then 's' word/taste, meaning: Sweet/Salt complementary, evokes health/nutrition, Salt/Sweet generic terms so just about Nutra


CON: space tween words, salt/sweet opposite: diff maker assumed, primary v. secondary mark

P/M: to NSweet – dir. ads to consumers (though sales to mnfctr), same aisle, impulse buy, both condiments, similar products


CON: Sales to consumer v. Mnfctrs, Not dir. competitors – want salt then not going for sugar

B: to NSweet – Impulse buys, cheap, not sort of thing people deliberate about


CON:?

S/M: to NSweet: fanciful/arb (arguably suggestive/desc), Ads - $25 mill by NSweet more by others


CON: Third party uses, Geared toward Mnfctr so not same consumer recognition 

I: no analysis – Might be trying to trade off good will – would vary by jx

NutraSweet v. Nutragrain for granola bars

P/M: not a condiment (giving Nutrasweet very small plot of land)


Con – we could expand to this area

Marshall Feild v. Mrs. Fields (1992) Market with bakery and cookies v. Cookie maker. 

S/S: to Mrs. Fields – “Fields,” Cursive – appear similar – solid color, Mrs./M…, Line underneath


CON: Mrs. Is diff than Marshal, Logo – WAS in square, Just compare Mrs. and Marshall, 
Surnames: less protection and more likely people will make distinctions

P/M to Mrs. Fields – Cookies/Baked goods, Mail-order business in baked goods


CON: Not about cookies, about dept stores, Only in Marshall dept. stores, no stand alone

B to ?: court doesn't spend much time – impulse purchases, cheap


CON: mail order is more thoughtful, people take cookies seriously, not cheap cookies

S/M to Mrs. Fields – Fame (but cuts against)


CON: Famous for department stores – so famous people won’t be confused, here look at Mrs.’ 
Fame too – not typical

I: to Mrs. – it’s her name (had it not been her name could have weakened on intent esp. if in Chicago)

American Girls/Boys: American boy was denied registration on § 2d – problem not limited to gender, similarly American Girl didn't limit its clothing to clothing for girls. If Girl shut down Boy (if Boy hadn’t yet been in marketplace) then Girl could take up Boy itself. 
S/S: Same 1st/boy, girl (young person same sort of word), mark as a whole


CON: Girl & Boy different look, people used to distinguishing American/something

P/M: Both clothes/young consumers, parents as buyers


CON: no dolls, no boys, no schlock, different markets

B: Parents confused 


CON: Child will sway – goes to importance of girl/boy distinction

S/M: American girl fame, surveys, ads, movie, sales


CON: Third party uses

I: Similarity


CON: Different reference

GEOGRAPHIC (above)

In re Joint-Stock Company “Baik” (2006)

Vodka called Baikalskaya meaning “of Baikal” famous lake in Russia. City is close enough to lake and the vodka is made from water from the lake. Neglected to file statement of use – lost registration.

Held: Primary significance: Famous lake. Consuming public: 706,000 Russian speakers living in U.S. Russia is a dominant maker of Vodka so lots of people will figure supposed to be from this area. Court presumes goods-place association. Exception argument is made seems to just go back to factor one – that's where they talk about news articles and dictionary and famous lake so not so obscure and remote 

In re California Innovations, Inc. (2003)

Very similar test to the In re Budge test. Canadian company files use of ITU for automotive accessories. Insulated bags. On remand, not clear whether people would even think the goods made in CA. Not clear that people place-goods associate this kind of product with Cal in a way that it becomes material. Mark was registered, word California disclaimed.

In re Spirits Int'l N.V. (Fed Cir. 2009)

Vodka translates as “from Moscow.” TTAB says relevant subset of consumers is the russian speakers

Held: Requires that a “significant portion” of relevant consuming public is deceived. That population is often the entire U.S. population. No contention that relevant public was specific target community. Board failed to consider whether Russian speakers were “substantial portion of the intended audience.

FUNCTIONALITY (above)

(REPEATS)

Qualitex Co. v. Jacobson Products Co., Inc. (1995)

Green-gold color in a dry-cleaning product. Needs to be a color. But need not be THIS color. Color depletion argument: if not enough becomes functionality problem. Plenty of colors for now.

Reasoning: Colors MUST get secondary meaning to TM. Functional product feature cannot be TMed.
Morton-Norwich (CCPA 1982 – predecessor to Fed Cir) (p. 265 – don’t have actual case)

Spray bottles with utility patents. In Morton-Norwich expired utility patents to trigger mechanism and shape of bottle. Went through advertising and alternative designs and said this isn't functional. Might have gone the other way after TrafFix.

In re Weber-Stephen Products Co. (bbq grill)
Sought to register trade dress configuration – also had expired utility patents describing kettledrum and legs – didn't necessarily tout all of these as functional. Ads of two minds about it but court didn’t heavily consider.

Held: Most of all focused on alternative designs. Reversed refusal to register. Probably still good after TrafFix.

TrafFix Devices v. Marketing Displays, Inc. (US 2001)

TrafFix involved traffic signs to keep from blowing over. MDI sues for trade dress dual spring mechanism has acquired secondary meaning (because they've had patent monopoly). Argument against it’s functional feature. Also word mark problem: wind master/wind buster. 

Held: Focused on utility/various histories. Focused on utility of dual spring design. Didn’t even consider other designs. Functionality established “No need to engage in speculation on other designs”

In re Howard Leight Industries (TTAB 2006) (p. 265)

Bullet shape ear plug. This is in book, has all the analysis.

Held: The first part of Qualitex is the important part, if fails that, don't go beyond it. Here got that by utility patent analysis. Then do not consider the alternatives – needn’t look at ads but they did.

Same as in 

In re Gibson Guitar Corp. (TTAB 2001) (p. 271)

In ads promoting useful features. Held: briefly consider alternative designs – here decide functionally on ads – no patents. Once shown to be useful feature they don't have to go into alternative designs.

In re Vetex (p. 75 in supplement) 

Has a sound mark. Alarm clock.

Same analysis here – no need to look at alternative designs – was a utlity patent here about sound but court could have stopped there but they can also look at the fact that it was the alarm sound itself that was useful. If you read the early cases you'll see them always focused alternative designs – now this is secondary and First: is it essential to the functioning of the product then alternatives (if nec).

GENERIC (Cases) above
Bayer Co. v. United Drug Co. (1921) 

Patent had expired. ∆'s argument: A comes from Acetol, Spri comes from the plant spirea and the N for asprin was the common ending of medicine – probably suggestive (could be argued descriptive but court said suggestive). ∆ must prove generic then.

Held: Hand provides a test for generic. Whether buyers understood that Asprin meant this kind of drug or from a particular source. Two levels of buyers – pharmacists and public. Court focuses on public. Didn’t give name other than brand name (though tried w/pharmacists). Two mkts, kept pharmacists. Lost consumers.

AOL v. ATT (2001)

You've Got Mail – functional and third party uses (many before), surveys didn't get to the point of whether it's functional or not – survey said that there was secondary meaning – associating the words as having a secondary meaning. Cannot get secondary meaning if was generic to begin with. 

IM – AOL arguably created the term itself (used as both noun and verb). Everyone adopted. Court doesn't resolve whether generic sends it back – at best descriptive. Genericide likely, AOL never gave another term – if obvious then appellate court will find as matter of law otherwise for fact finder.

Buddy List – not generic.

Harley Davidson V. Grottanelli (1999)

Harley Davidson sues guy with a brand “The Hog Farm.” Harley’s got H.O.G. (Harley Owner’s Group) and HOG for motorcycles (reg 1990). But court finds that term was generic for large motorcycles since the 60’s. That it had been used in motorcycle mag article “Honda Hog,” and that Harley had once tried to distance itself from the term in the 70’s. 

Held: Generic before registration means no Mark.

ABANDONMENT (Cases) above
Silverman v. CBS (1989) (pg. 306)

Amos 'n Andy. CBS initially radio, then on TV. 1966 pulled – racist, NAACP – non-use for 21 years. CBS still in use: still being licensed. Gonna be made musical.

Held: Doesn't credit uses. Too sporadic (going back to use analysis). Doesn’t connect show w/CBS.  Policing mark doesn't count as a use. Licensing: documentaries/ed programming, non-commercial use (not very sophisticated analysis of commercial here, these could be uses in commerce. BUT not enough for consumer assoc and not enough in commerce). Presumption of abandonment due to non-use. Must show an intent to resume in the reasonably foreseeable future. No evidence of intent to resume. 

§ 43 – Unfair Competition: Discuss 1st Amen and confusion producer of musical v. TV producer. Even some consumer confusion okay because of 1st Amend.

Punchgini case (above (search name)) – int'l Indian chain closed NY restaurant 

MUST use the mark in the U.S. No use so Buchara had been abandoned. 

Held: Plans to sell packaged food with TM in the reasonably foreseeable no good – different Market than restaurant. Wouldn't save abandonment of Buchara for restaurants. Lots of restaurants do this. Could say it only goes from Restaurant to packaged food and not the other way around. Ct. didn’t address. 

SPORTS TEAMS

Brooklyn Dodgers – so famous as an entity that can't separate out the team from city (unchanged artifact because Brooklyn Dodgers is deemed abandoned)

BUT Opposite – Indianapolis Colts – association was just about Colts not about the specific name with location – consumers would be confused to have another football team (Canadian) called the Colts

· So colts not abandoned (this decision has been read in a very limited context)

Reconcile: one abandoned/ceased to exist, the other just moved to a different location

NAME CHANGE

American Assoc. for Justice v. American Trial Lawyers Assn' 

Changed name and someone new starts using it and so then sued to say hey, that's our old name. Defense: abandonment. Court is concerned with the persisting consumer association.

List number of continued uses – now added to all paperwork (almost as doing dual branding to prevent others from coming in with “formerly the...”– but at that time were still licensing and stuff)

Means that at least for residual period of time will be able to keep the mark, at least until consumers stop associating. 

CARS

Daytona Spyder (cars on the road, parts out there... takes a while before this is abandoned)

NAKED LICENSING (above) 

Barcarmerica International v. Tyfield (2002)

Cannot enforce mark naked marketing. Barc had licensed Da Vinci for wine. Licensing agreement had no mention of any kind of quality control. Quality control based on wine maker selected by licensor but by time of suit had died. Hadn’t checked in. Didn’t think about replacements. Selecting guy would have been fine on own had he been around. 

ASSIGNMENT IN GROSS (Cases) (above)

Clark & Freeman v. Heartland 

Sears’ mark was for women’s pixie boots; Heartland produced only men’s boots/shoes. This was an assignment in gross w/o accompanying goodwill. Different products. Didn't seem like they were trying to take over Sears’ business. Seems more like Sears had sued them and they just settled to use TM. 

Held: Assignment was invalid. Substantially distinct. Must be substantially similar (even same quality) – customers should not be deceived or harmed. Assignee had to rely on own use to establish priority. 
FAILURE TO POLICE (above)

Wisconsin Badgers
Wisconsin team name. Hadn’t stopped 3d party sellers. Opposition to reg from third party venders.

Held: Rejected the abandonment because had been used for all the teams at school. Also starting on Merch. However the failure to police okay for sellers already in market. Consumers wouldn't be confused because they know these vendors. Example of failure to police and/or laches. Is product sports team or clothing? Underlying question here.

INFRINGEMENT CASES (above)

E & J Gallo Winery v. Consorzio del Gallo Nero (N.D. Cal. 1991) (p. 336)

U.S. E&J Winery v. Italian Nero Chianti. E&J sued for Gallo (in name) on neck of imported wine. 

Held: Found likelihood of confusion. SumJudg to U.S. Diff result when one is not on mkt.
S/M: to U.S. – a/o (among others), Reg’d, Secondary meaning, UK court: “universal recognition,” survey show reached large number of public

CON: Family name (but secondary meaning), 3d party use (but not related to wine)

Sim: to U.S. - Surrounding terms irrelevant b/c US winery combines “Gallo” w/wine type – Americans won’t understand anything but “Gallo”, UK and Canadian findings


CON: Other words, Small script, Gallo Nero means black rooster: name v. meaning

Mkt/Goods: to U.S. – Same retail channels, same part of mkt sometimes, priced similarly, wine is wine (red wines – though U.S. Co.: no Chianti) 


CON: Imported wine in diff part of wine store, don’t sell Chianti, no: wine is wine (Kendal)

Buy: to U.S. – Wine is impulse purchase, avg wine drinker unlearned, undiscerning, low price 


CON: 

A/C: to U.S. – Lavinge survey showed ad and neck seal asked if assoc. 43% neck 38% ad (p. 341) 


CON: No sales, own survey (Jacob Jacoby) side-by-side compare – diff bottles ask if same 


source, only trivial amt of confusion, some jx don’t credit side-by-side (as here), credits U.S.

I: to U.S. – No bad faith but KNOWLEDGE IS ENOUGH, knew of “Gallo” at adoption time, Canada & UK findings (Canada rejected reg’n Nero opposed E&J in UK)

Banfi Prods. v. Kendall-Jackson Winery (E.D.N.Y. 1999)

Col Di Sasso v. Colline Di Sassi. Similar mixes of wine. Threatening letter we have U.S. rep. Kendall-Jackson says oh? Confusing? we have priority so you should stop. Declaratory judgment suit. Yet, concerned w/Kendall's mark – they become the πs in this case because it had priority. 

Held: No likelihood of confusion

S/M: weak, to Banfi – Arbitrary (most courts would give more for this) but: 


CON: extensive 3rd party use, Min ad expenditures, Limited distribution, little name recognit

Sim: dissim, to Banfi –why translate, no side by side


CON: 3 words w hyphens v. 5 words no hyphens, labels are different, mean: hill v. little hills, 


(court does side by side compare)

Mkt/Goods: to Banfi – wine is wine


CON: blended/everyday wine v. high-end, retail v. restaurant, by bottle v. glass, No bri. the gap

Buy: to Banfi – 


CON: sophisticated wine buyers, wealthy, better educated

A/C: to Banfi - 


CON: No evidence.

I: to Banfi – products look same

CON: Good faith, No evidence that either party was even aware of one another

Mobil Oil v. Pegasus Petroleum 

Pegasus brand when Mobil uses famous Pegasus. At time of sale every purchaser knew they were dealing with who they were dealing with. Selling to retailers not consumers.

Held: Found Pre-Sale Confusion.

S/M – to Mobil: Flying horse – very strong

Sim – to Mobil: assume translation will occur here, meaning: court focuses here


CON: Look is not same, only once translated they sound same 

Mkt/Goods – to Mobil: Wholesale mkt,, wine is wine type, and FAME of mark, wholesale is retail


CON: Mobil didn't use their mark in the wholesale business

Buy: to Mobil – initial interest aren’t paying a lot of attention


CON: Wholesale purchasers are sophisticated

A/C – to Pegasus: No actual confusion, survey evidence of association, credibility early on will come from Mobil – initial interest


CON: needed to be posting of letter of credit 

I: to Mobil – had knowledge of logo

Brookfield v. West Coast Video (9th Cir. 1999)

Movie Buff software v. video rental co. Brookfield had priority in moviebuff. West Coast used in meta tags. No confusion here ‘cause meta tags. Diversion not hurt consumers – might be good for them. 

Held: Initial Interest Confus. Customers know patronizing West Coast but diverts from Brookfield’s site. Billboard analogy w/blockbuster. Free riding/unfair compet analysis NOT consumers issue (don’t know). Can use “movie buff” – descriptive – but not one word mark.  Could use TM to refer to mark itself but not to attract to own site. Expressly says “no confusion” though Lanham requires confusion.

Playboy v. Netscape Comm. Corp (2004) 

Netscape selling list of adult themed words – making money of reference to TM. Didn't label the ads so possibility or likelihood of confusion here. Court didn't seem to allow de minimus confusion – if likelihood of confusion even if only to be for a brief few seconds. Internet factors for LOC:

A/C: to Playboy – survey questionable but issue of material fact (no sum judgement)

S/M: to PB – secondary meaning (issue of fact)

Mkt/Goods: to PB – low price, adult-oriented, ppl easily diverted

Bridge: to PB – already related

Mkt: to PB, Sim to PB, Proxim to PB, Intent to PB

Held: Confusion here – might be (Pre-sale) initial interest confusion.
Berzon's concurrence: if not confused should not care. Benefits consumer to be diverted. Discussion of going to a store. Might even be diverted by reference to TM, that's okay. Limit to A/C.

Lexus sued by Toyota - 9th seems to adopt Berzon concurrence, can have people advertising that they buy and sell Toyotas. Some evolution here but not entirely clear where the law is going. Certainly when see term initial interest confusion should know it could be either of these two versions. 

Playboy v. Welles (9th Cir. )

Playmate was using playmate of the year on her website but this is legal because you can use it for description.

Munsingwear v. Jockey 

Horiz fly underwear

Held: Injunction denied. Won't give post-sale for underwear but will in Levis pocket context. Inherently concealed nature of worn underwear diminishes the concern for post sale confusion.
Similarity—packaging not similar 

Proximity—close proximity but function of market 

Intent to pass off—no intent to pass off 

Actual confusion—no 

Costs and conditions of purchase—inexpensive but favors neither party 

(REPEATS)

Quality Inns v. McDonald’s (D. Md. 1988)

Quality International filed for declaratory judgement (only after receipt of a cease and desist letter, standing, pointer: carefully draft seems not going to sue). 

Claims: McD's sues for Trademark Infringement as well as Dilution. 

Mark: McSleep Inn – Quality's mark

Held: Court here focuses on the word mark alone – substantial advertising of all sorts of things that wouldn't include the logo – consumers were likely to encounter the marks sans logo. Aunt Jemima.
REVERSE CONFUSION CASES (above)

Harlem Wizards Entertainment Basketball v. NBA (“Wizards”) 

Harlem has mark first (for kids events and entertainment). Washington wants it. 

Held: No likelihood of confusion. NBA fans sophisticated (avg. $60,000 a year), Different audiences, ticket prices diff. Court focuses on NBA fans not Harlem fans (can do opposite).

POLICY: Not cognizable even though could seem Wizards copycats – wrong consumer assoc. = consumer harm. NOT DILUTION probably opposite if reversed “NBA well known people will assoc.”

Dreamwerks Production, Inc. v. SKG Studio (“Dreamwerks”) 

Star Trek Conventions. 

Held: If situation reversed little doubt Dreamwerks would be found liable. So same thing for SKG. Lots of time in similarity of mark. Dismisses logo difference (not always in that context). Bridge gap – trek conventions and movie studios are now the same. Merch = Moviemaking.
Reconcile: sports teams/location v. non sports/same mark

THIRD PARTY LIABILITY (above)

Inwood Labs v. Ives (1982)

Pharmacists are handing out red-blue/blue pills in a bottle with the TM of Ives and then also when Doctor had called for brand name the pharmacists would hand out the generic instead of what the Doctors had ordered. Ives had been doing a lot of PR to get doctors to only prescribe the original. 

Why sue Inwood instead of Pharmacists – simpler, single litigation, deep pockets 

Held: Color not protectible – (lets Inwood off for direct infringement) – patients can distinguish pills – less aesthetic functionality more functionality itself. Contrib: no intentional inducement. No smoking gun like Grokster (copyright). No affirmative duty to investigate if no reason to know.

Hard Rock Café Licensing Corp. v. Concession Services (counterfeit tees)

Extends inwood to a Swap-Meet because its a landlord of the space it should still apply. CL tort cases about landlord liability. Like an online bulletin board. Not full or complete control or regulation over what people do so not vicarious liabilty but yes contributory. Held: No duty to investigate. Hard Rock argues the only way to get a T-shirt was at cafe. But how could they know and knowing someone is selling hard rock mght exceed obligation to investigate. If sent letter but must mention specific stand.

Tiffany v. Ebay (2d Cir)

Tiffany sues Ebay saying if it's being sold by individual people it's likely counterfeit. Wouldn't want to prohibit all Tiffany sells, though.  No knowledge or reason to know. Blanket letter doesn't mean that they had to investigate all. Letters sent about specific ones were taken down so eBay had done duty. 

Netscape v. Playboy REVISITED
Did Netscape directly infringe Playboy's mark. No, because nothing Netscape did caused consumer confusion – used the mark (but not as a mark), it ran the confusing ad but didn't make the ad. Does it have to police? No underlying infringement – netscape didn’t LOC, Ads didn’t use (bundle). No contributory here. 9th “infringement but we don't know how.” So there were many follow-on cases that say that 9th has not decided this so everyone just punts but no one is directly liable.

§ 43 UNREGISTERED INFRINGEMENT (above)

Amazon Bookstore v. Amazon.com 

Amazon lesbian books (small bookstore that has gone online). Protectible – Dist: Amazon is arbitrary for bookstores. Use: since 70’s, interstate in 80s, online in 90s. Scope: online and so interstate commerce (prob not use in C. until mail order). Priority: Amazon first in time (prob win). CON: .com online is different than off. Presumption for .com (registered). Incontestable (but prior use ala Thrifty). Laches argument too (Harjo). TOC: Bookstore here seems to have a really good argument. 
S/M: to  - arbitrary, famous, time


CON: national rep/fame, time

Sim: to Amazon – same 


CON: Bookstore/.com not protectable but could say distinguish, Context in which experienced 

Mkt/Goods: Same market/same products, also online, Books are books, Industry custom argument


CON: Small area of overlap, Amazon.com is online marketplace, no registration no expansion



No store front

Buy: Not a lot of distinction not a lot of care exercised, low cost, 


CON: Online more educated/affluent, πs customers more savvy/particular, people who read

A/C: Misdirected emails and calls to Amazon Bookstore, diversion


CON: Compare to number of .com customers de minimis, πs patrons not confused, diversion

I: None, though Amazon wants to say there is

UNREGISTERED TRADE DRESS (above)

Leatherman Tool Group v. Cooper Indus. (9th Cir. 1999)

Leatherman v, Toolzall. No question of copying but not enough for liability. What is non-functional?

Held: 9th Cir. went through every feature. Don't look at overall appearance, look at every element piece by piece and break it down and filter out anything functional.

Best Cellars v. Grape Finds (2000)

Abercrombie used (arbitrary design) Usually not used in trade dress. Court takes everything together see that it's distinctive then we take out the parts that are functional. Is there a substantial likelihood standing in the Grape Finds, think was in a Best Cellars store? Missing affiliation/endorsed part.

Held: No walls of wine, Can still use categories, racks, shelf talkers. So much is functional here.

S/M: to BC – Arbitrary, Unique, Substantial media coverage, Substantial sales

Sim: to BC – Walls of wine, Lighting, Placement, Categories, plackards


CON: shape of store – but hapinstance

Mkt/Goods: to BC – Value wine

Buy: to BC – value wines

A/C: Some confusion

I: bad


Best Cellars v. Bacchus – with different categories and different motif (Greek Myths)

Narrow victory for Best Cellar in Grape Finds case. 

Publication int'l v. Landoll 

Very narrow trade dress (or mark) protection for cookbooks.

Gibson Smokey room likelihood of confusion. How far away/from what perspective should the court consider trade dress.  

Tylenol PM v. Excedrin PM (did not read, I don’t think)

Excedrin sues Tylenol for PM products both for word mark in PM and for dress.

Found PM generic not suggestive (lower court did and deferred, plust many other products using PM for this purpose). Found no secondary meaning at time that Tylenol began using it. 

Excedrin trade dress taken as a whole (including word Excedrin) has secondary meaning. “In a trade dress infringement case the question is not how many points of similarity exist between the two packages but rather whether the two trade dresses "create the same general overall impression.” Find that the prominence of the names makes the two unlikely to confuse. Lower court had found intent and surveys of actual confusion. 

RETAIL “HOUSE MARKS” GENERIC BRANDS (above)

· Initial interest/pre-sale confusion seems to change this. Still good law?
Conopco v. May Dept. Stores (Fed. Cir. 1994) 

Generic brands – usually shelf talkers or label that says – compare to. See the house mark prominent. Consumers will immediately know it is not the official version. No A/C (monetary damages). Must be clearly labeled and differentiated. No LOC (injunctive relief). Prominence of logo. Side by side.
McNeil-PPC v. Guardian Drug/McNeil v. Hearlnd Sweetners

Can get close but not too close to the packaging. Too close, then LOC. As long as consumers can compare it why need to be so close. Lactaid v. Lactase  TD infringement. Distinguished from Conopo b/c had not competed for 10 years already. Prominent logo doesn’t matter. Initial interest confusion  infringement b/c it uses competitor dress to consider buying its product.
COMPARATIVE ADS (and DUPLICATE PRODUCTS) (above)

Smith v. Chanel (1968) (p. 559)

100% Duplicate scent of Chanel #5 can’t TM a scent. (If not 100% duplicate would have cause of action because would misrep the product). Sell under on brand name and refer to Chanel #5 in their ads as a duplicate. Chanel says this is trading off of its good will. Disincentive for investment if people are able to trade off your brand. My make Chanel look bad, lose its cache. Reaps where has not sown. Risks genericide (seems to focus on content rather than source)

Held: Smith caneld Smitsdfasdfasd reference Chanel just can’t cause confusion. Want reasonably priced goods, long as people know not actually Chanel originated or the actual Chanel #5 that is enough. 

· Most Cts. agree.

Might have initial interest prob (might say diff mkt)

Might have post-sale prob

Might have dilution prob

http://ftp.resource.org/courts.gov/c/F2/832/832.F2d.1317.87-7623.371.html

Charles of the Ritz v. Deborah International

"If You Like OPIUM, a fragrance by Yves Saint Laurent, You'll Love OMNI, a fragrance by Deborah Int'l Beauty. Yves Saint Laurent and Opium are not related in any manner to Deborah Int'l Beauty and Omni." Copied trade dress as well but not at issue here. 

Held: There is LOC. Deference to lower courts in granting prelim injs. Deborah failed to introduce empirical evidence disclaimer lessens consumer confusion as required to overcome a previous finding (hadn’t initially had the disclaimer). 

http://openjurist.org/824/f2d/665/calvin-klein-cosmetics-corporation-v-parfums-de-coeur-ltd-calvin-klein-cosmetics-corporation
Calvin Klein Cosmetics Corp. v. Lenox Laboratories Inc.

"If you like OBSESSION you'll love CONFESS." Body spray containers are sold both with and without an accompanying store display that bears the slogan "If you like OBSESSION by CALVIN KLEIN, you'll love CONFESS." In both slogans, the word CONFESS is printed in bolder type than the other words, and the terms OBSESSION and CALVIN KLEIN are both denoted as registered marks through the use of the TM registered trademark symbol. Near the bottom of the store display appear the words "Fragrance Body Spray" and "Designer Imposters by Parfums de Coeur. 

Held: No prelim injunction. No LOC. Market distance argument by special master as well in Klein. Deference to lower court. Trade dress is enjoined, however. 

August Storck K.G. v. Nabisco, Inc. (1995)

Werther's Originals v. Life Savers – here we have very prominent brand name of life savers – house mark of competitor that is well recognized makes it much more likely consumers will be confused. Compared two right on packaging. Less likely consumers will be confused (goes to Taran case –right on the package stops post-sale confusion) 

Tommy Hilgifer v. Timmy Holedigger (2002) (p. 562) dog perfume – obvious parody. Comparative ad here. 
RETURN  (above)
FALSE DESIGNATION OF ORIGIN (above)
Dastar v. Twentieth Century Fox 43(a)(1)(A)

Dastar involved company that took what was originally produced by Fox – multipart TV series called Crusade in Europe fell into public domain. They substantially copied it such that it would have been copyright infringement had it not been in the public domain. Removed all relevant credits and no reference to Fox. Fox sued for reverse passing off. 

Forward passing off – dastar sold own product as Fox's

Reverse passing off – opposite – Dastar selling fox's product as dastar's 

Held: Cir./Dis. awarded to Fox. S.Ct. reversed unanimously. Care about producer not creator. Really about ©. TM: for origin of goods not creative credit. BUT varying quality if Dastar isn't creator (my idea) undercut customers who want to know creator – BUT could know Dastar for Selection. Court: people don't care who invented Pepsi. BUT communicative products diff. That’s where © prob comes in. Practical: no credit  v. crediting liability for both – Catch-22. No misattrib, no infringement. 

HYPO: What if credit scroll: originally Fox but Fox in no way affiliated with this release. 

Open Question BUT many courts say “no, Dastar says we don't care about creator.” Some say it does.

Trying Dastar issue under 43(a)(1)(B) Ad that misreps nature, characteristics, qualities: some argue it would be covered. Others say Dastar tells us TM cares about that sort of thing. Roth feels Dastar doesn’t kill misattribution claims under (a)(1)(A). Plain language supports it and it hasn't been prohibited in 9th Cir. or by S.Ct. If they had left in Fox's title cards or Fox in the Credits might have been a question of consumer confusion that Dastar just slapped a label on Fox's product.

AFTER DASTAR: Clearly if they had just repackaged videos would be actionable. All other things, incl misattribution, open questions leaning toward no.

Bretford Mfg. v. Smith Sys. Mfg. (2005)

Table sales – two leg school tables – legs from other company 

Held: Don’t need to know who made every piece of the product just need to know who can rely on essentially for the quality of good that I'm purchasing and whom to call on when bad. (p. 554)

FALSE DESIG ORIGIN/ATTRIBUTION (INDIVIDUALS) (above)

Gilliam v. ABC (2d Cir. 1976) p.662

Monty Python won all contract claims and such and probably didn't need the Lanham act claim

BBC agreed with ABC to air Python episodes. Substantially altered shows and obliterated sense from skits. Monty Python harmed by bad quality – blame them. No right to integrity under © law. TM right of integrity, of sorts, where misrep affirmative statement is made.

Also: False Designation of Origin: Suggestion this came from Monty Python when they didn't have control over how it is edited. No longer under Dastar

Concurrence's basis could still be valid after Dastar (Missed THIS READ pg. 664)

Antidote v. Bloomsbury (2006) p.666

J.T. Leroy not real. Buy “Sarah” to make movie. All kinds of fraud to pretend Leroy is real. Sue for false designation of origins. 

Held: Post Dastar. False designation of origin relatively straight-forward after Dastar

Misrepresetnation of authorship – These would not apply to misrepresenting authorship otherwise 

King v. Innovation Books p.669
Suit for “Stephen King's The Lawn Mower Man” Pre-Dastar case

Held: Possessory credit not acceptable because it is misleading as to the origin of the good or entertainment service because he was not actually involved. After Dastar would have to search a little more. Might not be as straight forward. Could say: affirmative statement that Stephen was involved would continue to be misleading – based on, however would not be included.

Mirimax Films v. Columbia Pictures Ent. (1998) p. 674

Literally false in case of King but misleading here. The fact that it’s misleading does not diminish likelihood that π has been harmed. Though King literally false and referred to by name. Here still likely to cause confusion. Here cannot rely on presumption as in King but π demonstrated ∆’s ads confused consumers in the relevant marked.

FALSE ADVERTISING (above)

Proctor & Gamble v. Haugen (10th Cir. 2000)

Amway statements about P&G’s Satan worshiping. 

Even if not intentionally false or misleading, can be brought under 43 where statements are false and made about commercial activity for commercial purpose. 

Issue here is whether there was commercial speech. 

Held: Remanded on Bolger factors. Case went to jury and P&G won 19 million. 

(TV Ad Express Falsehood read into Visual)

Coca-Cola co. v. Tropicana Prods., Inc. (1982)

Coke is competitor so they had standing to sue (but a consumer would not). Bruce Jenner squeezes orange into container and it says that it's the only one that's not from concentrate – pasteurized as it comes off the vine. Pasteurized it and froze it sometimes.

Held: Found Explicitly False because of the visual image of the squeezing of the orange was literally false. Π then need not show any other evidence.

Schick Manufacturing v. Gilette Co. (2005)

Where hairs are cartooned to be pulled up by vibrations. This commercial is found to be misleading. Proof of confusion shown.

(Contra Coca-Cola)

United Industries v. Clorox Co. (9th Cir. 1998)

Can you guess which kills roaches in 24 hours. Shows two kitchens, one with an infestation, the other one clean. The audio is accurate because it does kill in 24 hours. 

Visual image here deemed to be potentially false but not literally false. Did not have consumer confusion evidence so case thrown out. 

Clorox Co. Puerto Rico v. P&G (2000)

Detergent Blanqueador (could be translated as Bleach) with no bleach in it. Doorstep challenge – from actor. Resist the bombs (reference to bleach). Comparative ad differs from doorstep challenge – suggests it's whiter than others.“Whiter is not possible” – no explicit statement that it's better than bleach so sounds like this is implicit. commercial shown shows pouring bleach into the detergent box which seems literally false. Here was survey evidence and consumers thought that the ads were saying you don't need bleach.

Held: Says not implicit, this is a necessary implication of whiter is not possible is that it's better than bleach at least in the context of the doorstop challenge. Also with the slogan itself it is claiming that it is better than bleach which is demonstrably false. 

FALSE ENDORSEMENT (above)

Rogers v. Grimaldi (2d Cir)

Felini movie called Ginger and Fred. Ginger sues. Court says this takes place in the context of a artistic work. Talking about pure commercial speech it'll be less controversial. “Lanham applies to artistic works only where the public interest in avoiding consumer confusion outweighs the public interest in free expression.” Rogers CB 702

Held: Here nothing misleading or suggest that Ginger Rogers was involved. Nothing explicit (though might mislead to make you think she was) but clearly artistic and related to the expression. Value of the reference is greater than our concern about people who might be confused. 

Parks v. LaFace Records (6th Cir. 2003)

No mark but a property interest in her name akin to a trademark interest. Everyone has a property right in his or her name – treat like a TM but not a TM. Has also an economic interest because of the album she's sponsoring (tribute album in same market). Billed as a false advertising claim rather than false endorsement. Had to show then that there's consumer confusion. Might think she sponsored it and also might think that the song was about her. Some survey evidence, Should at least let a jury decide. 

Held: Rogers: Not artistically relevant as a matter of law (could argue with this and could argue that it should go to a jury)(never reach issue of whether it is explicitly misleading as to source). On second factors they probably would not.

 Neville Brothers’ song 

(A) Her name is artistically relevant to the topic and purpose of the song 

(B) Couldn’t tell the story without reference her name 
ETW v. Jireh (2003)
Use of Tiger Woods image and name by Rick Rush. Painting celebrating Tiger Wood's victory as youngest to win masters. Rick Rush sold the picture and accurately indicated that this is tiger woods (in supporting material). Not titled tiger woods but does use his likeness. Tiger Woods company (incorporated company to handle his publicity rights). Section 43(a) claim billed as a ____ claim

better billed as false endorsement (analyzed by dissent as false endorsement) 

Held: Majority says that this is artistically relevant and no explicit confusion as to sponsorship. 

Here court says that Tiger Woods doesn't have a property right in his name (even though much more commercialized). Registered mark in his name infringed by its use in the supporting material that goes along with this painting? No, this is a “Fair Use.” Is accurately describing the content of the painting and the product. Nor does he have a TM in his image, indicator of products and services. Can't be a walking, talking image. Must have some image that people associate with the Mark. (like Rock&Roll Hall of Fame).

Judge Clay's Dissent: There's one picture we're talking about and consumers are confused. We don't have to show that he has a defendable mark just see about confustion. Then we do first amendment.  was evidence of consumer confusion so it should go to a jury. He also says first amendment shouldn't apply. 

Comment: Good first Amendment defense here. Clay's dissent (which is like Rosa Parks case) seems a little more right by the typical analysis

DILUTION (above)

Ty v. Perryman (U.S. 2003)

Bargain beanies website re-selling beanies. Posner calls this fair use. Posner trying to explain why we have dilution in more law and economics. Held: this was not dilution because just about a secondary market. (like Spark Plugs)

1. Tiffany Restaurants – blurs, search costs problem 

2. Tiffany Strip Joint – again under blurring – tarnishment weakens the result of their 

3. Tiffany restaurant in Kuala Lumpur – not cognizable because it doesn't affect the consumer – not free riding we care about 

Rebecca Tushnet says if anything this is just a matter of millisecond 

Marketers, however will tell you that these matter 

Starbucks Corp. v. Wolfe's Borough Coffee, Inc. (2009)

Charbucks. No question is famous. Dispute about how similar these marks are – Dis. Ct. says not substantially similar. Used to be requirement that the marks be substantially similar. 2d says just need a degree of similarity. There are some similarities here. Whether user intended to create assoc with the mark – dis ct said yes, intended to but wasn't done in bad faith. 2d says not how its done if they created association then Starbucks might succeed. They need to show more, though. People like the dark coffee and Charbucks saying we want good coffee Does this impair the distinctiveness? Blurring remanded, tarnishment (not present but ct refers to it). (READ)

Parody: cannot be parody here because it is actually a designation of source so falls outside 43(c)(3)

Louis Vuitton v. Haute Diggity Dog (2007)
In Chewie Vuiton we still allow parody because it is inviting consumers to differentiate them – will only highlight differences – ALSO here commenting on it by making a dog toy (Roth thinks this is a stretch since they're really just cute names but hard to do that in Charbucks where they are seriously wanting to sell).

Hormel  Foods v. Jim Henson Productions, Inc. (2d Cir. 1996)
SPAM case Another case about can of spam where product is linked to something of shoddy quality, unwholesome or in a ___ context (in case – look). Spam won. 

Victoria's Secret Catalogue v. Moseley (6th Cir. 2010)

Sued mainly because guy sent letter. 6th Cir. presumption that using TM to sell sex related products is tarnishment – nothing about unsavory or unwholesomeness – as Dissenting judge more points out 

Even if 6th cir was correct about presumption (that any sex related thing will always be harmful) 

Judge Moore seems to have a better argument that they need to show some harm. There is an association between victor's little secret and victoria's secret. Only one letter by one guy – that letter, as judge moore suggests doesn't say that it negatively affects Victoria's Secret, in fact he defends their good reputation. Without presumption here (even for company that trades on sex) Victoria's Secret would not have had a case at all. 

Hershey Co. v. Art Van Furniture (2008)
Hershey's case seems to violate first amendment. Court says that it is commercial speech. 

Adidas v. Payless 

One lawsuit beftween Adidas and Payless – Adidas three striped shoe – all the varying striped shoes

$365 million to Adidas reduced to 65 million to Adidas – striped shoes are out (not well received in 

(REPEATS)

Quality Inns v. McDonald’s (D. Md. 1988)

Quality International filed for declaratory judgement (only after receipt of a cease and desist letter, standing, pointer: carefully draft seems not going to sue). 

Claims: McD's sues for Trademark Infringement as well as Dilution. 

Mark: McSleep Inn – Quality's mark

Held: Court here focuses on the word mark alone – substantial advertising of all sorts of things that wouldn't include the logo – consumers were likely to encounter the marks sans logo. Aunt Jemima.

PARODY (above)

The North Face 

The South Butt – outdoorsy clothing line – North Face filed dilution TM infringe – South Butt settled very quickly (outside Statutory parody provision and selling identical products)

FAIR USE (above)

United Shoe Corp. v. Brown Group, Inc. (p. 449)

Easy spirit “looks like a pump, feels like a sneaker” registered slogan. ∆ brand “naturalizer” run an ad campaign “think of it as a sneaker with no strings attached.” In text of ad “we say it feels like a sneaker (we're not just stringing you along)” Dis. Ct. says classic statutory descriptive fair use. You can't own the concept of pumps that feel like sneakers. Court also says that there was no evidence of confusion. Question is what if there were evidence of confusion. 

Car-Freshner Corp. v. S.C. Johnson & Sons Inc. (1995) 

Shaped like a pine tree. Trade dress is protected as a mark – little trees in all different scents. You can't use the tree for anything related to air freshners. This is fair use, holiday pine, we want a pine tree, just using it to say hey. Court says ∆ is right. But again they say no evidence of confusion. 
BUT why do we think of fair use if there's no likelihood of confusion? 

KP Permanent Make-Up v. Lasting Impression (2004)

Microcolors as term for permanent makeup

Some courts had said burden on ∆ to show use is not confusing. Supreme Court said that is the π's burden. Court goes further and says wouldn't make any sense to require ∆ to show no confusion and surely mere possibility wouldn't. If Likely to confuse then maybe we'd get over Fair Use

(NOMINATIVE)

New Kids v. News America (1992) (p. 462)

Polls on new kids dialing 900 number to vote on who's the best on the block 

Dilution, infringement, unfair competition. Court said 1 this is not a TM use (p.465) Ct. says this is not a TM use, just part of describing underlying products (could have stopped there adopting need TM use to have infringement) 

Instead it says this is a nominative use (better description as referential use – to refer to or describe someone's product). No way to do a survey without using New Kids, not possible, so very strong free speech impetuous. 

Policy anal – freeriding itself not sufficient basis to find infringement. Clearly here there was freeriding – was diverting money from New Kids to newspapers – from 9th's POV that's okay. Alson as not confused or not so confused that needs to be free speech need to refer to TM product or service 

Playboy v. Welles 

Name all over background not Fair Use but reference to PMOY is Fair Use. 

FIRST AMENDMENT DEFENSE (above)

SFAA v. USOC (1987) (p. 817)
Ironically not a TM case (under separate provision) separate statute to protect olympics. No requirement of LOC to be in violation. Simply can't use word Olympic w/o permission. Wanted gay Olympic games. Not concerned about this because limiting just expressive speech. Here could say Gay Games exactly the same. This has ben uniformly criticized by scholars, most judges, it's very difficult to argue that it's the same. First Amendment analysis here: 

Section 380 had no LOC requirement. Just said can't use the word. Court said that's not a frist Amen problem . So limiting speech that is LOC is probably not a problem. So things confusing/misleading (defam) often don't get first Amen protection. 

Court dismissed expressive value of speech – not really political speech 

Everyone would agree more than mere commercial speech, even maj admits expressive component but because alternatives to express that are equally not gonna get strict scrutiny 

Brennan says at least we should do some LOC analysis here. Esp since USOC gives term to a lot of people clearly discriminating on fact that this was gay – should have been scrutinized 

Protectmarriage.com v. Courage Campaign (E.D. Cal. 2010)

In commerce but not free speech. Yes on 8 people sued and there was an argument this was protected by first amend. First issue considered was was this commercial speech (here NO money) not commercial speech nothing commercial about it. So deemed protected by first amen. Very simplistic understanding of first. 

Mutual of Omaha v. Novak

Mutant of Omaha v. Mutual of Omaha – court says no First Amen because confusion – possibly congress already decided first shouldn't apply to confusing marks and that's why they have confusion

if you say it doesn't protect against confusing speech then no 

under 10% of those surveyed thought there was a connetion – so no LOC here? 

Sometimes court says that property rights trump first amendment you now have trump for LOC and trump for property rights 

Anheuser-Busch v. Balducci

Michelob Oily – first not parody because not commenting. Also can be conrusing. On back cover where see ads. Even if one doesn't think fist amen – not sure how many would think it was sponsored but some factors seem to suggest should be considered LOC. 

Mattel v. Universal Music (2002)

Aqua song litigation. Court does apply the first Amend. It applies the Roger's test. This is the test that's been used to apply the 1st. Unclear if it applies. Rogers is test for Title first. 

Rogers: Artistically relevant? Yes. Comment about Barbie. Expicitly misleading? No. Might not even be LOC (court didn't address this at all). Court didn't get to LOC because it's hard with lots of factors and expensive so a lot will file SumJg motions. That' s why a lot of time comes in without analysis. Courts also gonna wanna do same thing. If the instinct is 1st amen right then will often stay away from LOC. 

Similar in 

Matel v. Walking Mountain 

Here about trade dress. Extension of Rogers as well as Nominative fair use – must use the barbie in order to suggest the barbie. This passed. 

Also dilution claim. Court said not a commercial use. Because it's not commercial that's a defense to dilution. Both these cases under the old. New act also has eception for noncomrmrecial uses. Song and artworks are deemed non-commercial. 

POLICY

OVERALL POLICY

Purposes (Intent of Congress in passing the Act) – CASES above
· Focus: fraud/deception – make actionable deceptive/misleading use of marks in commerce

1. What is TM? 

1. Indicator of source/Origin (Hanover)
1. Distinctive word, name, symbol etc. (Rest, Lanham 45)
2. Symbol w/psychological value (Mishawaka)
3. Something that protects goodwill (Hanover)
2. Consumer confusion

1. To distinguish products from one another (Fewer search costs (Posner&Landes)) AND

1. Allowed to immediately perceive it (Posner&Landes)

2. Can repeat purchases after initial truth seeking (Posner&Landes)

2. Against deception of consumers (protects against confusion)

1. Know what they're getting/to whom they can complain

3. Encourages consistency & quality products – higher quality goods a benefit for consumers

1. Ability to ID sought out goods and services/track down culprit when bad 

4. Linguistic efficiency – short hand – not really an argument for trademark

3. Protect producers/businesses from unfair competition

1. Incentive to go into business

1. Quality incentive/anti-free riding/encourages going into business generally (Posner&Landes)

2. Good Will: Securing to business community the advantages of good will

1. Encourages quality and development of good will

3. Protects profits 

4. Protects from free-riders/unjust enrichment (Litman is against labor-reward theory)

1. A company may not “reap where it has not sown” INS v. AP (1918) – no pirates/cheats

2. Overall fear for society that business model wouldn't be sustainable with stealing

3. Sentiment of INS has permeated through TM but it's really something different 

4. In INS attribution didn't matter: making money off work of others = problem, that's why unfair competition and not TM

5. Chicago cubs v. Apt. Seats – Diversion – team maintained by Cub owner etc and then the apt. seat people are unfairly competing/diverting 

CONS/Other Side

4. Free competition – a third goal of free and fair competition (COUNTER often not considered)

1. Want lots of choices at reasonable prices

2. TM not meant to be a monopoly – Anti-free riding creates a barrier to entry so anti-free market: Monopoly problem (Posner&Landes)

3. Room for free and fair competition can use others' goodwill, just no deception/confusion 

5. Rest on positive goodwill rather than keep up quality because of TM value (Posner & Landes)

6. Might be taking language out of the lexicon (Posner & Landes)

7. Deadweight costs of trademark protection.  People may pay more (rent seeking).

Advertising Theories:

1. Ralph Brown. Ads have two purposes: 

1. To inform

1. informing GOOD rather than persuasion because helps consumer

2. To persuade 

1. BAD for efficiency 

· Thinks TM is for consumer's good

· Based on this he would have been unhappy with the decision in Dunhil above

2. Jessica Litman disagrees with Ralph Brown

1. Mark becomes the product itself and so there is intrinsic value in the mark 

2. BUT shouldn't be protected by law. Don't want TM  holders to lock up the atmospherics

3. MUST credit consumers with creating some of the value 

TRADEMARK AND THE FIRST AMENDMENT

Congressional record testimony:

Limited by the first Amendment – should interpret this statute as trying to avoid being unconstitutional in its scope – focused only on commercial speech. 

Not supposed to affect consumer reports

Some case-law has extende dthis to consumer report

Not intended to change ability to make consumer ads

Consumers are never allowed to sue under this – plain language seems to provide for standing but courts routinely reject it
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