
The Economics of Innovation

Justifying IP Law

Locke – Labor Theory: property where thing from nature modified through an act of labor

Assumes there is enough for everyone.  Property appropriate only where sufficient resources for the commons.

Benthem – Utilitarianism: Rule judged by the net social good it creates – U.S.’s theory = good v. bad depends on degree to which it creates human happiness 

Radin – Property & Personhood: to be a person/self-develop need control

Application to IP: Ideas closely related to ones personhood should be more protected

Patents/IP & Economics

Abesent a right to exclude, innovation would be under incentivized.

Ends . . . Incentive to Invent; Incentive to Disclose; Incentive to Commercialize; Incentive to Design Around (Notice Function); Incentives to Invest in R&D

Means . . . Property Rights

Secondary Economic Principles (Dam)

Monopoly;

Rent Seeking; and

Inhibition of Future Innovation.

Monopoly

Dam points out, a patentee does not general have the ability to price fix. A patent is a slight advantage.

Rent Seeking

Profit above marginal cost driving multiple competitors to “waste” funds on the same product given that only one will succeed and obtain a patent. But is this really waste, the competitors may be in a better position to design around, create improvements, etc.

How Does Patent Law Help

Publication of patent and now patent applications (at 18 months)

Priority rules encouraging early filing

Inhibition of Future Innovation

The cost of licensing may lead to decreased innovation using patented devices

How Does IP Law Help?

Disclosure Requirement

Breadth of Protection

Criteria for Patentability

Design Around Efforts

Rights of Others

Patents – Compulsory Licensing

CPR – Compulsory Licensing, Fair Use, Independent Creation

Trademark – Descriptiveness, Fair Use

Trade Secret – Independent Creation, Reverse Engineering

Make the Rights Clear(er)

NOTE: In reality whether IP is truly justified is still an open question. We just proceed as if it is.

PUT IN MY OWN NOTES ON BACKGROUND & POLICY

PATENT LAW

1. When Patents Matter Most

1. High R&D Costs

2. Products that are easy to reverse engineer

3. Products that require FDA approval—high cost

2. The Structure of the Patent System

1. Prosecution

1. Ex parte process 

1. Interested 3d parties not involved

2. performed by the PTO—administrative agency.

2. Publication: Most can be published after 18 months – Prevents disclosure of what may be an unpatentable invention

3. Can Continue Prosecution via app request for continued examination (RCE)

4. Approx. 90% of patents will eventually issue

1. PTO incentives encourage issue

2. Appeals Possible—BPAI (The Board)  Fed. Cir. or DC District Court then Fed. Cir. (rare)

3. Reexamination/Reissue

4. ENFORCEMENT

1. Private enforcement model using US Federal Courts

5. REVIEW OF PATENT: PTO decision making can be reviewed 

1. BUT patent “presumed valid” by statute

2. Lots of declaratory judgment actions: Potential infringer sues to declare rights

6. NUMBERS

1. 1% of patents actually litigated

2. Conventional estimate is that less than 5% are licensed

3. Litigation Costs: Average 4.5 million (per side)

4. Conventional Estimates make patents upside-down investments—they are worth less than zero dollars

3. PATENT LENGTH

1. Invention  Application  [Prosecution}  Issue  [Enforcement]  Expiration

2. Patent Term

1. Current Term = 20 Years from Filing

2. Pre-1995 Term = 17 Years from Issue 

3. BUT Submarine patents: leave patent pending till poss. competing device, amend claims to cover and sue

PATENTABILITY: Question of Law
PATENTABLE SUBJECT MATTER § 101

· PTO’s burden to show NOT PSM 

· NOT MANY claims rejected for lack of PSM

1. RULE (Statute):

1. Whoever invents or discovers 

1. Any new and USEFUL process, machine, manufacture, or composition of matter, OR

· “New” does not currently have a legally recognized definition

2. Any new and useful IMPROVEMENT thereof

2. May obtain a patent therefore, subject to the conditions and requirements of this title

· i.e. Bacterium falls in multiple categories: Manufacture, Composition of Matter, Process.

2. NOT PATENTABLE (Judicial statutory interpretation):

1. laws of nature, natural phenomena, naturally occurring living things, abstract ideas (i.e. algorithms): 

· Case-by-case det  of PSM, rather than eliminating whole categories (Bilski)

2. ALSO: Medical/surgical processes, Nuclear Weapons (Statutory Exclusions)

3. PURPOSE:

1. Liberally encourages innovation everywhere

2. Prevents the exclusion of future technological advancements

4. Problem Categories

1. Biopatenting– living organisms 

1. Chakrabarty: non-naturally occurring living things

2. Naturally Occurring Chemicals

1. Parke-Davis: bio-chemicals

3. Algorithms – Abstracted Processes (CANNOT PATENT – can have one but can’t patent the algorithm itself)

4. Abstract Idea

1. E=mc2 couldn’t be patented

2. Computer Software

3. Business Model

5. CARVE OUT: for enforcement on medical and surgical procedures – these are not patentable subject matter after 1996

5. BIOPATENTING: Distinguishing Natural Product from Patentable:

1. Living Organisms

1. Chakrabarty: If not created wholly by nature and have been assisted by man

2. BUT not simply found: “A new mineral discovered in the earth or a new plant found in the wild is not patentable subject matter.”

2. Naturally Occurring Chemicals and Isolated Natural Elements

1. Purification Exception: Parke-Davis permits patenting of pretty much any naturally occurring chemicals/compounds you can purify out of its natural context

1. Is purification/separation of otherwise natural product from its natural context sufficnt that lawyers and lay people would see as totally new thing both commercially and therapeutically

2. i.e. adrenalin by itself had not been around forever even if adrenalin had, purified goat kidney

3. Renders genes, biomolecules, etc. patentable

2. EXCEPTION Does not always extend to minerals: Aluminum ore is not generally considered patentable 

1. BUT patents may be obtained on man-made elements

6. ABSTRACT PROCESSES

1. Machine-or-Transformation Test (MoTT):

1. Process MUST either:

1. Be tied to particular machine or apparatus OR

2. Transform articles or materials to a different state or thing

· Not exclusive test BUT useful and important clue for determining PSM

· May show something IS patentable but cannot be sole means to EXCLUDE

2. § 100(b): In re Bilski: “rely on 100(b) def and precedent guideposts

1. Def: The term “process” means process, art or method, and includes a new use of a known process, machine, manufacture, composition of matter, or material

2. Guideposts:
1. Must consider invention as a whole

2. Does it transform or reduce an article to a different state or thing (diff than TSM?)
UTILITY § 101

1. RULE: Whoever invents or discovers any new and useful… 

1. Operable Utility

2. Beneficial Utility

3. Practical Utility: Rejections for utility almost always for practical utility

· Rarely at issue, just gatekeeper

2. TIMING  

1. Measured at the time of filing

2. Ripeness: Timing mechanism det’s when invention is ripe

1. AMENDMENT to add utility make it “new matter” 

3. PURPOSE – Efficiency keeps someone from wasting time working on something 

4. OPERABLE Utility: PRESUMED

1. PTO’s burden to show reas doubt (PTO would have to RTP)

1. Rejection only when inherently implausible:

1. Incredible in the light of the knowledge of the art OR

2. Factually misleading

3. Inconsistent with known scientific principles or "speculative at best" as to whether attributes nec for asserted utility are actually present

4. Clear that the invention could not/does not work as claimed

· fact specific and should not be applied as a per se rule

2. Actual RTP not req

3. EXAMPLES: change the taste of food using a magnetic field, a perpetual motion machine, a flying machine operating on a flapping or flutter function, cold fusion process, method for increasing the energy output of fossil fuels upon combustion through exposure to a magnetic field, methods of controlling the aging process, uncharacterized compositions for curing a wide array of cancers 

5. BENEFICIAL Utility: Minimal requirement (Juicy Whip)

1. C/n be frivolous or injurious to well-being, good policy, or sound morals of society

1. Not the role of the PTO to det morality except in exceptional situations

2. HISTORICAL Examples:

1. Devices used for gambling

2. Fraudulent devices

3. Methods of assassination

3. Congressional Carve-Out Re: nuclear weapons

1. Patents not permitted and any patents previously granted are revoked

1. Revoking these patents = taking, required just compensation

6. PRACTICAL UTILITY (sort of a timing problem often)

1. Requires invention a SPECIFIC and SUBSTANTIAL real world result

1. Non-substantial: Protein in shampoo; transgenic mouse as snake food

· Only if it has absolutely no “practical utility” will a patent be denied

· EXCEPTION: pharmaceutical inventions – is laboratory promise enough to establish utility in treating human patients (otherwise human experimentation prior to patent would be too costly)

2. TIMING: Det’d at the time of filing – in currently avail form

3. EXPERIMENTAL: Patentable even if experimental utility/no proven use in field or factory 

Juicy Whip, Brenner, In re Fisher

DISCLOSURE § 112
1. Did the patentee give a sufficiently good description of her invention that “one of ordinary skill in the art” would be able to make and use the invention?

2. Disclosure: for public in return for patent: quid pro quo

1. Helps define the invention

2. Ensures that you invented the invention

3. Limits claim terms

4. However, too much disclosure increases cost of patenting 

1. More words, time, attorney fees

2. Fewer patents

· Disclosure is a balance b/w cost of patenting and benefit to the public

35 U.S.C. § 112

1. Specification MUST contain: 

1. A written description of the invention, and manner/process of making/using it, 

2. In terms full, clear, concise, and exact enough 

3. to enable any person (PHOSITA) to make and use the same, and 

1. skilled in the art to which it pertains, or with which it is most nearly connected, 

4. shall set forth the best mode contemplated by the inventor of carrying it out 

2. REQUIREMENTS 

1. Enablement;

2. Written Description;

3. Best Mode; and

4. Claims

ENABLEMENT 

1. RULE

1. Disclosure must enable PHOSITA to make and use the claimed invention w/o undue experimentation 

· Undue Exper is Judicially Grafted addition

1. WANDS FACTORS for Undue Experimentation (don’t need to know, common sense)

1. Quantity of experimentation necessary

2. Amount of direction or guidance presented

3. Presence or absence of working examples

4. Nature of the invention

5. State of the prior art

6. Relative skill of those in the art

7. Predictability or unpredictability of the art

8. Breadth of the claims

· These factors are not exclusive

2. PROCEDURE: De Novo

1. Enablement is a question of law – application of patent law to facts

1. BUT Undue exper (Wands) may constitute question of fact for jury

2. TIMING: Enablement det at time of filing 

1. Later tech doesn’t turn enabled into non-enabled

1. May, therefore, cover later developed tech (Velcro)

2. Infringement is measured later in time

3. BREADTH

1. Amount of disclosure necessary depends on the predictability of the art

2. You can claim more broadly than the embodiments disclosed BUT Must enable claims

1. Wood fibers when only one used in embodiment

2. If sufficient common characteristic OR species in genus that you have enabled the bunch

3. Can patent invention you have not made/cannot make = constructive reduction to practice

4. PURPOSE 

1. Restrains the scope of the claims 

2. Produces information = Trade-off for public good

3. Simplifies the obviousness and novelty determination

4. Provides notice to the public re: What the patented invention is?

1. Better able to avoid infringe/better to know if want to take a license/improve

WRITTEN DESCRIPTION

1. RULE: 

1. Must give sufficiently detailed specification absent reference to the claims 

1. To reasonably convey to PHOSITA that inventor possessed/invented a particular aspect/innovation/claimed subject matter at the date of filing

2. WD NOT satisfied when: 

1. WD is unequivocal about the need for a particular element BUT that element is not claimed (Gentry)

2. PROCEDURE: Clearly erroneous

1. A question of fact

3. PURPOSE

1. Protects against preempting future developments before they arrive

2. Acts as a black box that the Fed.Cir. can use to invalidate

4. INTERPRETATION:

1. Continuing debate regarding whether there are two requirements:

1. Written description; and Enablement, OR

2. One requirement: A written description that enables a PHOSITA

3. Largely settled as the Fed. Cir. ruled en banc that there is an independent written description requirement

2. PROBLEM: Written Description & Obviousness

1. Point where WD req is so taxing it essentially eliminates non-obvious subject matter. Process may have become so well known in the art as to be obvious  By the time you can come into possession of the sequence the process may have become so well known in that art that it becomes obvious.

BEST MODES: not hugely significant point of litigation in patent cases

1. RULE (Chemcast)

1. Subjective: Did the invention have a best mode?

1. The best mode must be technologically superior, not less expensive, easier, etc

2. If none, automatically satisfied this req

2. Objective: Have you enabled a PHOSITA to practice your best mode absent undue experimentation. No need to explicitly set forth the best mode.

2. TIMING 

1. Det at the time of filing. 

1. Amending to disclose previously undisclosed best mode constitutes new matter.

3. PURPOSE

1. Prevents maintaining best mode as a trade secret while enabling a crappy mode of practice 

2. Extension of the practical patent term

1. U.S. only country that has this requirement

3. PROBS: Foreign countries don’t have/Inventors might not understand this

4. SCOPE

1. Routine Details: Need NOT disclose details well w/in knowledge of PHOSITA 

2. Attenuation: farther away from invented subj m. it is (e.g. info on efficient manufacture) less likely needs to be disclosed

· You don't need to tell which is your best mode just have to list it in there – could have 50 versions listed need not say which is the best. 

NOVELTY § 102(a)

· Looks to whether an invention is actually new, or was previously in possession of the public.

· U.S. Patent System is first to invent v. First to file (102(g)) (only country in world)

· You must be the inventor to Patent in the U.S. (could be modifying something foreign but must innovate somehow – seeing something in Mexico example)

· POLICY: Race to get information to the public

1. RULE § 102(a)

1. Entitled to a patent UNLESS prior to date of invention:

2. Domestic: Invention was known or used by others in this country, or

1. Prior knowledge must be prior public knowledge: knowledge reasonably accessible to the public

2. Requires public accessibility: affirmative act to bring invention to the public not required

· TESTIMONY regarding prior knowledge must be corroborated

3. Anywhere: Patented or described in a printed publication in this or a foreign country, 

1. Patented refers to that which was claimed not what is disclosed

2. Printed Publication: must be publicly accessible

1. TEST:

1. Duration of display

2. Expertise of the audience

3. Reasonable expectation that the information will not be copied; and

4. The ease or simplicity with which the display could be copied

2. As a practical matter when an individual asserts a patent as prior art they are using the patent as a printed publication given the broader scope

2. ANTICIPATION STANDARD (same inquiry as infringement)

1. Single piece of prior art must incl each element of claimed invention

2. Piece of prior art must be enabled (this is easier to satisfy)

1. Express disclosure is not required may be inherently disclosed (Identity requirement?)

1. Inherent if PHOSITA would recognize that the element is nec present in thing described

2. Inherency may not be established by probabilities or possibilities: fact that something may result from a set of circumstances NOT sufficient.

1. Enablement in anticipation is diff from enablement in disclosure

3. DETERMINING PRIORITY § 102(g)

· Applies either in Interference (two filed at same time for same thing) or where something out there is the same as that which was app’d for

1. Determining Priority

1. Presumption: the first person to RTP is the first inventor.

1. REDUCTION TO PRACTICE

1. Actual: Make and practice the invention; or

2. Constructive: File a patent application that is enabling; AND

3. Appreciated that the invention works for its intended purpose

1. EXCEPT: Someone else conceived first and is diligent in reducing to practice

1. Must show diligence from just prior to second inventors conception through the reduction to practice

2. EXCEPT: First to RTP abandoned, suppressed or concealed the invention

1. Abandonment requires an affirmative act

2. Suppression or concealment is inferred given a sufficient length of time between RTP and filing

1. Another form of secret prior art

2. Commercialization: Reasonable efforts to bring to mkt excuse delay in disclosure overcomes the presumption of suppression or concealment

4. Curing: party may argue for a later RTP so that the gap between RTP and filing is smaller

1. Peeler: arguing the first disclosure did not contain every element of an embodiment

· § 102(g) like § 102(e) allows an invention to be anticipated by secret prior art

LOSS OF RIGHT § 102(b) 

1. RULE No priority if:

1. More than a year prior to the APPLICATION DATE

2. In public USE OR SALE in this country OR

3. Patented/described in a PRINTED PUBLICATION in this or a foreign country

· Inventor can by his own actions (or those of others) lose his right to patent

2. PURPOSE

1. Prevent exclusivity where an inventor keeps invention secret while profiting from it, then files an app. once competitor discovers it

2. 1 year is the cost/benefit: gives inventor suff. time to det mktability prior to patenting

3. Also prevent info dedicated to the public from being removed from public domain

3. PUBLIC USE 

1. Need not be visible

2. Based on whether the inventor maintained control over the invention

1. Commercialization by the inventor constitutes public use

· i.e. where an inventor make a machine/process; keeps it secret but sell the output - public use

1. 3d p. commercialization of goods produced by a secret process does not constitute public use

3. Use or Sale of ONE EMBODIMENT is sufficient for public use 

4. SALE Requires: a commercial offer for sale (defined by K law)

1. Sale of the RIGHTS to the invention is not, however

5. Multiple Embodiments: One well-defined use is sufficient need not use all embodiments

6. READY FOR USE: Invention must be ready for patenting (either actual or constructive RTP)

1. The statutory bar can be triggered before RTP 

7. EXCEPTION: Experimental Use Exception: use by the inventor himself, or any other person under his direction to experiment or to perfect the invention: never been regarded as a public use

1. Procedure: Experimentation a q. of law det by looking to the tot of the circ. 

1. Including (FACTORS):

1. Number and duration of tests and prototypes;

2. Existence of records and notes;

3. Existence of secrecy agreement;

4. Compensation for the prototypes or testing;

1. Not for sale or general use 

5. Level of control over the testing.

6. Does it look like an experiment (objectively)

7. Does not voluntarily allow others to make it and use it 

8. Look at the nature of the technology to see if public use/exposure is required for experimentation 

· Public MAY be incidentally deriving benefit form it 

· must simply show GOOD FAITH in testing its operation

NOVELTY v. LOSS OF RIGHT

1. 102(a) Novelty:

1. Before the invention

2. Known or used by others in the US

3. Patented or described in a printed publication anywhere

4. PURPOSE:  Seeking to ensure that the US public is getting something new

2. 102(b) Loss of Right

1. Before the application is filed

2. In public use or on sale in the US

3. Patented or described in a printed publication anywhere

4. PURPOSE: Encourage early filing (and early expiration)

NON-OBVIOUSNESS (Non-Triviality) § 103

1. Most important req., “the ultimate condition of patentability”

2. Is this a big enough technical advance over prior art? 

3. PROCEDURE: de novo, q. of law BUT Each factor is a q. of fact.

1. Increased certainty (juries unpredictable)

2. Patentability is a question of the application of statute

3. Enables judges to manage innovation policy

4. Lack of trust in the PTO—question of fact would have resulted in greater deference to the PTO

5. Some justices have tried to say this is constitutional

1. RULE § 103(a):

1. C/n get Patent even if not blocked by 102 if

2. Subj. Mat. would’ve been obvious at the time invention made to PHOSITA

· Patentability not negatived by the manner in which the invention was made

1. Graham Standards TEST:

1. Det scope and content of prior art (SEE Below)

2. Det diff b/w prior art and claims

1. Consider invention/prior art as a whole

3. Det based on PHOSITA (objectively predictable)

4. Secondary considerations: (factual inquiries)

1. Commercial success

1. BUT Other reasons could have commercial success than nonobviousness 

2. Long felt but unresolved need

3. Failure by others

4. Copying

5. Skeptics/Teaching Away

6. Post Invention Praise

7. Acquiescence (licensing by others)

· BUT must be nexus b/w claimed invention and secondary consideration

· May often be the most probative evidence

· PREDICTABILITY: If objectively predictable that certain combo will work certain way, more likely to be obvious

2. APPROACH TO HINDSIGHT BIAS (New Arrangements of Existing Elements)

1. Cabin the Scope of Available Prior Art

2. Police the Combining of Prior Art

3. Amplify the Significance of Secondary Considerations

1. Cabin the Scope of Prior Art (what art can you look at)
1. Generally if § 102 prior art then § 103 prior art (scope and content)

1. § 102(a) known or used before invention

2. § 102(b) known or used or on sale or public used > 1 yr.

3. § 102(e) prior applications that publishes (Hazeltine)

4. § 102(f) derivations

5. § 102(g) prior invention by another (In re Bass)

2. Must be analogous art to be considered in obviousness. Analogous if:

1. Pertains to the field of invention; or

2. Pertains to the problem to be solved

· All this can be combined to limit a patent claim as invalid for obviousness

· All 102 art that is pertinent to the field of endeavor or pertinent to the problem to be solved is deemed to be known by the ordinary skilled artisan 

2. Combining Prior Art

1. To apply the 103 obviousness test first picture a PHOSITA as working in his shop with analogous prior art, which he knows, all around him. Would it be obvious in light of this art at the time the invention was made (“when invention was made” is a control over all of this). 

2. Teaching, Suggestion or Motivation Test: TSM (not as strict after KSR)

1. PTO MUST identify a TSM for combining the prior art references

1. Evidence of TSM may flow from:

1. Prior art references themselves

2. Knowledge of one of ordinary skill in the art

3. The nature of the problem to be solved

· Extra cost to PTO and harder to find obvious (Dembiczak)

· FTo prevent hindsight bias

2. TSM largely eliminates the legal determination: prior art + TSM = Obvious

· Criticized on the basis that this test does not leave enough room for PHOSITA to be creative – S.Ct. shifted to slightly more deference to PTO (KSR)

3. Post-KSR Greater PTO discretion: reason to combine must still be explicit but same level of connecting the dots not required

1. Analysis essentially same, but tiny subset of cases where reason to combine is not nec

3. Amplify the Significance of Secondary Considerations (above)

1. MUST be considered as part of all of the evidence, not just when there remains doubt (Arkie Lures)

3. PURPOSE

1. Protects incentive structure. Want to encourage development of that would not be developed anyway w/o patent sys.

2. Anything that is obvious could be developed at anytime without any incentive, since the public already has the means to make the item.

3. Want to encourage large conceptual advances v. Cheap, incremental advancements

4. Otherwise blocking patents will milk away the royalty rights with incremental changes

RIGHTS IN PATENT

1. Monopoly Right in Claims: The name of the game is the claim

1. PURPOSE: supposed to “particularly point put and distinctly claim the invention.” “claim of a patent define the invention to which the patentee is entitled the right to exclude”

1. Definitional; not directed to teaching how to make or use

2. Claiming incentives

1. Public

2. Patentee

2. WORDING:

1. Independent clams: stand on their own

2. Dependent clams: incorporate all limitations of the independent claim on which it depends

3. Means plus function format: element not described in detail but merely as a means of accomplishing some goal

4. Phrasing

1. Comprising: “open” transition: covers devices that include all the listed elements plus any add’l elements

1. Razor comprising first, second and third blades covered accused device w/four blades 

2. Consisting of: a closed transition – does not cover devices that include add’l elements

2. Pioneering Patents

1. Improvement patents have right to exclude all incl holder of pioneering patent but c/n use w/o permission of pioneer patent holder – blocking patents
3. No affirmative right to do anything: must still pass FDA approval etc. 

· HISTORICAL NOTE: Many, many years ago patents didn't used to have claims
CLAIM CONSTRUCTION & INFRINGEMENT § 154

1. PATENT CONTENTS & RIGHTS AGAINST INFRINGEMENT

1. Short title of the invention/grant to the patentee, heirs and assignees: property right 

2. Infringement: violation of the patentees right to exclude

1. Only absolute right granted 

2. Right to alienate is not absolute (prevented through FDA, etc.)

3. No right to use (blocking patents, etc.)

2. DIRECT INFRINGEMENT § 271

1. (A) Whoever w/o authority makes, uses, offers to sell, or sells any patented invention

1. Within the United States or 

2. Imports into the United States any patented invention

3. During the term of the patent infringes

2. (B) [Inducement]

3. (C) [Contribution]

· No intent requirement.

1. Must always be a direct infringer. Inducement/contribution come in where the dir infringer is insolvent or less solvent or policy reason for not going after dir infringer.  (e.g. Medical device manufacturer v. Doctor using device)

3. FORMS 

1. Literal Infringement; and

2. Infringement by the DOE

3. TEST:

1. Define invention: properly interpret the claims; AND

2. Compare claims to accused device

3. Infringement if each and every claim element (limitation) is present 

1. literally, or equivantly

4. CLAIM CONSTRUCTION (most important part often disposes of whole suit)

1. Operationalizing the words of the claims: translating words of claim into meaningful technolog’l context to det  “Name of the Game” (J. Rich)

1. Validity

2. Infringement

3. Patentability

5. PROCEDURAL: 

1. Claim construction is a q. of law. (Markman) – De novo review

1. Aimed at increasing uniformity + opens the door to summary judgment

2. Fed. Cir. switched focus to claims to increase the public notice

3. Greater certainty in “property” right increases the incentive to innovate

6. ARGUMENTS AGAINST A CLAIM

1. Inherently confusing

1. Confusion increased by incentive to draft claims to capture later devices

1. For patent prosec and litigat the more ambiguous the better: More room for later argument

2. ??? Fence posts v. Sign posts = Peripheral v. Central Claiming ???

3. ??? Central claiming is still present in U.S. patent law through means-plus-functions claim ???

7. CANONS (sequence unimportant properly weighing elements is important – basically no how-to for application) (Phillips)

1. Must be read in light of the specification: accompanying WD is most significant

2. Limitations cannot be imported from the specification (this and above seems contradictory)

1. Can't see an embodiment that has a particular characteristic and take it out of the specification and limit the scope (Phillips)

3. Different claims have different meanings

4. Words presumed to have the same meaning across claims

5. Patentee can be their own lexicographer

6. Claims should be construed in a way that covers the preferred embodiment

7. Patents should be construed to preserve validity

1. This only applies if after everything else the claim term is still ambiguous (Phillips)

2. Otherwise, could draft broad and hang over competitors then let court save it

Cybor Corp.
DOCTRINE OF EQUIVALENTS

1. POLICY

1. Arg. FOR 

1. Protect the incentive structure: if minor changes negate infringe decreases innov’n

2. Difficult to predict the future

3. Difficult to draft claims. Words are inherently ambiguous.

2. Arg AGAINST

1. Sloppy drafting: patentee is in the best position to tell us what the patented invention is.

2. Less certainty

2. ADMIN PROBS

1. Decreases predictability both:

2. Scope of claims AND

3. Substantial v. insubstantial differences

1. Now patentees will claim DOE after unfav. claim constr. 

2. Long jury trials aimed the factual DOE issue

3. PROCEDURAL: DOE is a q. of fact.

· Proof can be made in any form: through testimony of experts or other versed in the technology, etc. 

1. Greater uncertainty

2. Increased cost of litigation

3. Decreased summary judgment

· Prior to Graver Tank equivalency was an equitable determination – decided by the judge

4. DOE TEST

· RULE: DOE applies to individual elements of the claim, not to invention as a whole

1. STANDARD: To determine if the modification is insubstantial:

1. Function-Way-Result TEST Does accused matter perform substantially same function in substantially the same way to achieve substantially the same result

2. Totality of the circumstances:

1. Context of the patent:

1. Consideration of purpose for which an ingredient is used 

2. Qualities it has when combined 

3. Function which it is intended to perform

2. The prior art (what would PHOSITA think)

3. Particular circumstances of the case

1. Was there evidence of trying to design around patent – to design new product – weighs against infringement 

2. Evidence of copying weighs the other way

3. LIMITS IN ANALYSIS

1. Does not require complete identity for every purpose and in every respect 

2. Things equal to the same thing may not be equal to each other 

1. BUT things for most purposes diff may sometimes be equivalents

3. Whether PHOSITA would have known of the interchangeability of an ingredient not contained in the patent with one that was – important factor

1. Can go both ways: greater equivalence or should have been included in claims

2. EXAMPLE:

1. A two-inch in bolt vs. 

1. A bolt;

2. Said bolt being two inches long

2. It may be harder to argue that the two-inch limitation is not an “element” that cannot be vitiated

5. TIMING: Equivalency and knowledge of interchangeability det at the time of infringement
6. LEGAL LIMITS ON DOE

· Allows judge to summarily decide an argued theory of equivalence is not allowed under law 

· More certainty regarding scope—appropriate given system of property rights

1. All Elements Rule: App. of DOE c/n effectively eliminate an element in its entirety

· If taken to its logical conclusion the DOE no longer exists

1. Each element contained in a patent claim is deemed material to defining the scope of the patented invention – DOE must be applied to individual elements of the claim not invention as a whole

2. No legal definition of “element”

3. Vitiation Theory: C/n vitiate the central function of the patent claims themselves: corollary of all elements rule

2. Disclosed but Unclaimed Subject Matter (Johnson & Johnston)

1. Subject matter disclosed in the spec but not claimed is the public’s: c/n be captured by DOE

3. Prosecutions History Estoppel (PHE) “claim” estoppel

1. A narrowing amendment to satisfy any req’s of the Patent Act gives rise to estoppel

2. Burden shifts to patentee: that amend’t didn’t surrender equivalent (Warner-Jenkinson)

3. This was because Fed. Cir. had otherwise created blueprint for infringement in PHE - has to be a rebuttable presumption or you’d have been screwed if you had a amend anything

1. Patentee Defenses:

1. Equivalent was unforeseeable at the time of amendment

1. difficult it to prove that something is unforeseeable

2. Fed.Cir. has limited to after-arising-technology, if tech existed at time of amend unlikely be successful
2. Rationale underlying the amendment bears no more than tangential relation to the equivalent 

3. Some other reason. (Festo)

· There isn’t a body of doctrine regarding what tangential relationship and other reasons constitute

· POLICY: Places the cost of drafting claims on the patentee—draft patentable claims early on to avoid amendment—instead of the PTO.

Winans, Graver Tank

INDIRECT INFRINGEMENT § 271

1. (B) [Inducement] Whoever actively induces infringement liable 

1. Directed at Joint Infringement that does not fit in contrib.

2. Providing a staple article with instructions how to infringe

3. Contract that requires infringing performance

4. Aiding and Abetting Infringement

2. (C) [Contribution] Whoever offers to sell or sells 

1. w/in the U.S./imports

2. a component, material or apparatus

3. for use in process or forming a material part

4. KNOWING it was especially made/adapted for infringement

1. requires both knowledge of the patent and knowledge that the use is infringing: aware use is related to patent (c/n truly know of infringement until after trial)

2. As a rule: Passive activity insufficient; some level of mens rea required: intent or close to intent

5. NOT suitable for substantial noninfringing use (most of the action here)

· Often against replacement part manufacturers

2. Both requires direct infringement

1. EXCEPTION: Reconstruction-Repair Distinction

1. Repair of a patented device is permissible

2. Reconstruction is not

C.R. Bard

DEFENSES

1. GENERALLY

1. Invalidity

2. Not Infringed;

3. Inequitable Conduct;

4. Exhaustion

5. Experimental Use; and

6. Patent Misuse

2. INEQUITABLE CONDUCT

1. CONDUCT: misrepresentations, failure to disclose, submission of false information, etc. by Applicant before the PTO

· Inequitable conduct extends beyond a failure to disclose prior art

· Technically applies to inequitable conduct to burry an examiner with excessive prior art (but urban legend)

2. PENALTY: Patent Unenforceable

· Opens the door to malpractice, loss of license, and attys’ fees

1. S.Ct: courts and not the PTO responsible for punishing inequitable conduct

2. Big stick: patent unenforceable. May lead to increased settlements/efficiency

1. CONTRA: Punishment for ineq conduct enormous but almost never found

3. POLICY: honesty w/PTO nec for quid pro quo to function for public interest

4. Much patent reform legislation aimed at getting rid of this

3. TEST, Qs. of Fact (ab. of disc):

1. Did the applicant make a material misrepresentation

2. Did the applicant have the intent to deceive

1. Intent to deceive more than gross negligence

3. Court will balance materiality and intent to det if conduct is inequitable

1. Action is on “intent to deceive.” Can almost always find misrepresentation and balancing prong is reviewed for abuse of discretion

4. MATERIALITY: Based on CFR 1.56 (JP Stevens)

1. Each individual assoc w/filing has duty of candor and good faith incl duty to disclose material info

5. WHO HAS DUTY (37 CFR 1.56)

1. Inventors named

2. Attorneys or agents who prepare or prosecute

3. Every other person who is substantively involved in the preparation or AND who is assoc w/inventor, assignee or anyone where obligated to assign the app

6. MATERIAL IF: 

1. Not already of record and

1. Knowledge: patentee/associated party must know prior art was not disclosed

1. POLICY: Encourages ignorance: Hire third party to do prior art search or do not perform a search at all; File broad claims; Amend claims—only if forced given DOE limits—around the prior art the PTO presented

2. Objective “but for” TEST: but for info/lack would not have been patented

1. Establishes, by itself or in combo prima facie unpatentability, or

2. Refutes or inconsistent w/applicant in:

1. Opposing unpatentability arg from PTO

2. Asserting an arg of patentability

3. Subjective “but for” TEST: PTO would’ve considered info in patenting

1. Prior Rule: A reasonable examiner would have considered the omitted or false info important in deciding patentability 

2. Courts largely continue to apply based on fact nothing has really changed

4. “But it may have been” TEST: ????

7. EXHAUSTION

1. Like first sale doctrine in TM; 

1. TEST

1. Authorized sale

2. The only reasonable use of the good is for practicing the patent; and

3. The goods substantially embody essential features of the patented invention

1. Results in Termination of patent rights in that good

· Extent to which exhaustion is subject to K modification up in the air

2. U.S. patent is only exhausted by a sale made in the U.S. (not from class)

8. EXPERIMENTAL USE (Two Types)

1. Common Law: Use for amusement, curiosity, philosophical inquiry

2. § 271(e)(1): Experimental use for regulatory submission (for generics to FDA) Reasonably related to the development and submission of information under a Federal Law which regulates the manufacture, use, or sale of drugs (Merck)

· Very narrow exception (Madey)

1. NO EXCEPTION: for university performed basic research.

9. MISUSE

· Renders the patent unenforceable but may be cured by stopping the misuse

· has eroded range of conduct that constitutes is not great and you can now get to these guys through anti-trust

1. Misuse Includes:

1. Tying Arrangements: Sale of patented device conditioned on purchase of non-patented use. Impermissibly expands the scope of the patent in an anti-competitive way. [Morton Salt] 

2. Extending Time Over Which Royalties Paid – Licensing agreement requiring royalty payment beyond the period of the patent still formally constitutes patent misuse pursuant to Brulotte.  However, some uncertainty.

2. LIMITS: After Anti-Trust Law the doctrine of Patent Misuse is limited

1. Limited to Territory – Permitted by case law ????

2. Only applies where the patent holder has market power in the relevant market (no longer per se) Limited to Field of Use – License constraining use to a certain field is permitted by case law 

3. As a general rule a patentee can deploy its patent in almost any way absent (1) market power; or (2) pretty egregious anti-competitive behavior.

Quanta Computer, Kingsdown
REMEDIES

1. ENFORCEABLE: date of issue to date of expiration, AND

1. § 154 permits a reasonable royalty: date of publication to date of issue

2. LIMITS TO RECOVERY

1. SOL (6 years) - § 286

2. Laches Symbol Techs (General Law)

3. Implied License (General Law)

4. Marking

1. Lack of marking does not preclude damages, it limits

2. Damages do not accumulate until alleged infringer is on notice § 287

3. RELIEF

1. From Infringement (to judgmt): Damages

2. From Filing (to judgmt)

1. Possible PI

2. Post Judgment Relief

3. Equity (Injunction); or

4. Damages (Compulsory License)

4. THEORY: Patents v. Property

1. Pro:

1. Property rights are premised on encouraging productive use, similar to incentivize innovation

2. Emphasis on right to exclude

2. Con:

1. Less rivalrous in nature

2. Less certain

3. Property: Approp in Sits of Low Transaction Costs – strong exclusion right - injunctions

4. Liability: Approp in Sits of High Transaction Costs – right to collect damages – damages 

5. INJUNCTIONS § 283

6. Pre-eBay

1. Grant injunction absent exceptional circumstances.

7. Post eBay

1. π MUST satisfy the traditional four-factor test

1. Irreparable Harm

2. Damages Inadequate 

1. Damages inadequate to remedy a continuing interference with patent rights

3. Balance of Hardships

1. Favors patentee

4. Public Interest

1. With exception for important public needs, public interest favors protecting incentive structure of the patent system

· Most of the time still injunction, slight drop post-eBay no lasting effect

8. DAMAGES § 284

1. Adequate to compensate for infringement

2. Not less than a reasonable royalty 

3. w/interest and costs as fixed by the court

· When not found by a jury, court must assess

9. TYPES:

1. Reasonable Royalty

2. Lost Profits

1. Patentee’s argue for lost profits

1. PROVING: for lost profits patentee must be in the relevant market (to exclude patent trolls)

3. NO Disgorgement: alleged infringer may have capacity to make more profit

10. ASSESSING

1. Reasonable Royalty: a factual determination

2. Lost Profits:

1. Demand for patented goods

2. Absence of Acceptable Non-infringing Substitutes

3. Ability to Capture (produce/meet) Demand

4. Amount of Profit Would Have Made

· Most of the action surrounds (1) and (2)

1. Consider: Marketing, price erosion

11. ADDITIONAL DAMAGES § 285

1. In exceptional cases Court may award reas atty fees to the prevailing party

2. MAY increase up to three times the amount found or assessed in the case of a willful infringement – (3 times is UPPER LIMIT § 284)

3. Court may get expert testimony to aid in determination

TRADE SECRET LAW

1. SOURCE

1. Uniform Trade Secrets Act [Adopted by many States]

2. Common Law. Including:

1. Various Rests.

2. Torts

3. Unfair Competition

2. POLICY: 

1. Incentive [Property]: Promotes innovation by protecting innovation

2. Deterrence [Tort]: attempt to prevent/deter bad conduct, create a baseline of corporate morality.

3. Efficiency: 

1. Commercializing the information, Less costly than patent

2. Work to learn and work to secure are sterile cost w/no real economic value

3. Encourages an efficient spread of information???

3. SITUATION EXAMPLES:

1. Confidential employee information

2. Food recipes

3. In a joint venture who holds the trade secret

4. Industrial espionage

5. Business deal surrounding trade secreted info resulting in disclosure of trade secret

6. Disclosure of information to contractors

7. Business disclosing for regulatory reason

4. TRADE SECRET v. PATENT (why TS and not P)

1. Not patentable

2. Not worth price

3. Does not require public disclosure

5. UNIFORM T.S. ACT

1. INFO: 

1. Incl. formula, pattern, compilation, program, device, method, technique, or process (non-exclusive) that:

2. VALUE: 

1. Derives independent economic value, actual or potential, from not being generally known to, and not being readily ascertainable by proper means by, other persons who can obtain economic value from its disclosure or use, AND

3. SECRET: 

1. Is the subject of efforts that are reasonable under the circumstances to maintain its secrecy

6. ELEMENTS

1. Trade Secret AND

2. Misappropriation.

TRADE SECRET (ELEMENT ONE):
1. Information
2. Valuable because it is a secret; AND

1. Def: Valuable information capable of adding economic value/subject to reas. precautions

2. TEST Valuable (balancing of lose factors any argument goes, like a street brawl):

1. Willingness to bring suit

2. If the information is licensed

3. Comparison between profits with and without the information

4. Research and development costs to come up with the information

5. Cost to maintain secrecy

6. ∆’s use of the information

7. ∆’s efforts to misappropriate

3. TEST Secret: 

1. (“Not Generally Known”)

2. Public disclosure destroys legal protection (as T.S.)(Data General)

1. More than “minimal”

3. MUST BE “promiscuous disclosure” 

· Need NOT be completely secret (Rockwell) 

1. Promiscuous Disclosure includes:

1. Publication;

2. Accidental public disclosure (e.g. leaving a spec on a train);

3. Commercialize product embodying the secret that can be reverse engineered; or

4. Government submission (e.g. patent, FDA)

5. W/o sale if during manufacturing process the secret is disclosed freely w/o restriction

6. One of the above done through someone other than the TS owner – having independently developed the TS

4. TEST – NOT Readily Ascertainable by Proper Means (UTSA):

1. Def: Not easy or cheap to figure out

1. e.g. information contained in a publication is readily ascertainable

gray area is accidental disclosure 

3. Subject to reasonable efforts to keep secret.
1. TEST

1. Confidentiality

2. Physical security

3. Value of information v. Cost of precaution

1. Precauts. shouldn’t have to be so extensive as to outweigh value of info

2. reduce balance to: greater the value of info – more precaution must that be taken – all while consider: courts want info to be used in commercrially viable ways
Metallurgical Industries, Rockwell

MISAPPROPRIATION (ELEMENT TWO):

1. Misappropriation; and

2. Breach of Confidence.

· (just a conceptual distinction, same effect)

3. MISAPPROPRIATION (from Uniform Trade Secret Act)

· Misappropriation will be found when TS was obtained through improper means even where the TS could have been obtained through proper means (Kadant)

1. Acquisition of TS by another who knows or has reason to know that the trade secret was acquired by improper means

2. Disclosure or use w/o express or implied consent by one who:

1. Used improper means to acquire knowledge of TS, OR

1. (Stolen TS and disclosed personally)

2. At the time of disclosure or use, knew or had reason to know that his knowledge of the trade secret was

3. Derived from or through a person who got it through improper means

1. e.g. purchasing a stolen TS from another

4. Acquired under circumstances giving rise to a duty to maintain its secrecy or limit its use

1. e.g. acquiring a TS under a confidential agreement or through an implied duty + disclosure (need not have signed and NDA) (Smith v. Dravo?)

5. Derived by/through one owing a duty to the π to maintain secrecy or limit use; or 

1. e.g. acquired from a former employment under a confidentiality agreement

6. Before a material change of ∆’s position, knew/had reason to that it was TS and it had been disclosed by accident or mistake.

3. Acquired v. Derived:

1. Acquired through a relationship w/duty of secrecy 

2. Derived from a person under such duty.

· Protects against possession of T.S. regardless of means used to acquire it. Too far?

4. Improper Means

1. π’s burden to establish misappropriation—not acquired through proper means

2. Might be improper simply because the means overcome reasonable efforts to conceal (DuPont deNemours v. Christopher)
3. INCLUDES: 

1. Theft

2. Bribery

3. Misrepresentation

4. Breach or inducement of a breach of a duty to maintain secrecy OR

5. Violation of an implied or express duty of confidentiality constitutes misappropriation.

1. Not limited to express agreements (non-sophisticated parties should not be punished/drafting probs too)

6. Espionage through electronic or other means

· Extends to activities otherwise legal

· i.e. reasonable precautions overcome through efforts of 3d ptys may indicate improper means notwithstanding legal conduct

E.I. DuPont, Dravo Corp.

5. Proper Means

1. INCLUDE:

1. Independent invention

2. Reverse engineering

1. Acquisition of the R.E.’d product must also be by a fair and honest means, such as purchase 

3. Discovery under a license from the owner of the trade secret;

4. Observation of item in public use/public display;

5. Obtaining from published literature.

6. EMPLOYEES

1. POLICY: 

1. Employer’s right to fair dealing/protect valuable information v. 

2. Employee’s right to mobility/freedom in employment

3. Employee's general knowledge and general skill vs. 

4. Their skills at employing trade secret information 

5. This interest is bound to encroach on the employer’s ability to maintain TS

2. INVENTION: CL Default Rule of Ownership of Invention:

1. Employer owns invention where hired to invent a device or process—generally something specific, and can demonstrate that means of bringing into practical form were spelled out

2. Employee invents on the employer’s time or with the employer’s material (but employer had no more in mind than desired result): Limited, non-exclusive “shop right” on the part of the employer to practice the invention

1. Shop right it royalty free and non-transferable – expires along with a patent

3. Employee invents on his or her own time, and outside the field of employment: Employee owns invention

4. CL rules are default only. Each can be changed by K 

5. The result has been an excessive use of K to assign ownership and avoid litigation
3. Noncompetition Agreements – Covenant Not to Compete
1. Covenant Not to Compete: more broad in scope. Prevents the employee from using TS info

· Prevents employer from having to bring a TS suit/prove existence of TS. Instead just breach of K.

2. ENFORCEABILITY

1. General RULE: enforceable if reasonable

1. Reasonableness differs by state

2. Of reasonable length – reasonable to protect employers legitimate business interest

3. Of reasonable scope – Reasonably allowing a former employee to be employed and use the employees skills and knowledge; not unduly oppressive

4. Reasonable from the standpoint of public policy

5. CA: Noncompetition are invalid except in the sale or dissolution of corporations, partnerships, and LLCs. The reasonable standard above is applied in the case of an exception (Edwards v. Aurthur Anderson)

7. HYPO: Janitor at software company invents software at home? K stating that everything that the inventor makes is owned my the company? 

1. ISSUE: 

1. Is this the employee’s “field of employment”

2. Is there sufficient consideration/is the K unconscionable

8. HYPO: Same K as above, electrical engineer invents and invention at home with his own supplies, but the invention is within his scope of employment. Employer ownership? 

1. ISSUE:

1. Being done under a blanket of TS. Employee may be working with the employers TS while pursuing the invention. Difficult to separate what is employees independent invention.

Edwards

1. LICENSING

1. A TS license is acquired subject to the risk of disclosure—the licensee must continue to pay royalties after disclosure—absent a K to the contrary.

2. DEFENSES

1. Not a TS; OR

2. Lack of reasonable efforts to maintain secrecy; and/or

3. Not valuable

4. Acquired through proper means

3. REMEDIES

1. Injunctions: Against disclosure and use. 

1. Usually limited by when the information becomes public, or by time calculated to eliminate the advantage obtained by the misappropriation 

1. i.e. time to reverse engineer/acquire through proper means

2. Ordering return of the copies of information, or ordering destruction of products.

2. Damages: 

1. Any damage caused by the misappropriation

1. How do you figure out what the damages might be if someone says “I could have done it properly.”  You put them were they would have been had they done it properly. 

2. Actual loss, lost profits

3. Sometimes reasonable royalty

4. Punitive damages and fees are also available
COPYRIGHT

1. Copyright applies to original works of authorship; Fixed in a tangible medium of expression

2. RIGHTS: A set of affirmative rights v. right to exclude in patent

1. Make copies (to reproduce)

2. Prepare derivative works (to make adaptations)

3. Control distribution (to sell copies of copyrighted material—limited to first sale)

4. Control public performance (e.g., to put on a play)

5. Public display

· More than in Patent (not a full list)

· NO ACTUAL RIGHT TO EXCLUDE – if someone comes up w/exact same thing then they can do it too

3. TERM

1. After Jan. 1, 1978: 

1. Life + 70yrs (individual); Publication + 95yrs. or Creation + 120yrs. whichever is shorter (institutional author/works made for hire)

2. Lots of exceptions

· Before Jan. 1, 1978 -Very generally 95yrs. from publication

4. ATTAINING COPYRIGHT

1. Formalities not required, © protection attaches as soon as the original work is fixed in a tangible medium.

· Changed After 1989

5. ADMINISTRATION (C office in library of congress)

1. C. Office registers. C. generally allowed 

1. Excluded: slogans, fashion designs

6. ENFORCEMENT

1. Mostly private, BUT a recent push for public enforcement. (e.g. criminal warning on DVDs, etc.)

7. POLICY

1. Theoretical: Expressive works: Public goods prob—nonrivalrous and nonexcludable

2. Constitutional: Justified by Art. 1, § 8, cl. 8 to Promote the useful arts

3. Though natural rights could justify, in the U.S. it is about promoting utility

COPYRIGHTABLE SUBJECT MATTER § 102

1. Generally:

1. Original works fixed in any tangible medium of expression (known or future) from which they can be perceived, reproduced, or otherwise communicated. Including (non-exclusive):

1. literary works;

2. musical works, including any accompanying words;

3. dramatic works, including any accompanying music; 

4. pantomimes and choreographic works;

5. pictorial, graphic, and sculptural works;

6. motion pictures and other audiovisual works;

7. sound recordings; and

8. architectural works

2. EXCLUDING: idea, procedure, process, system, method of operation, concept, principle, or discovery, regardless of the form in which it is described, explained, illustrated, or embodied in such work. (codified from Baker v. Seldon)

1. NOR: judicial opinions, statutes, or generally “for any work of the U.S. government.”

1. Judicial opinions not ©’able but annotation/pin cite notations are

2. FACT-EXPRESSION DICHOTOMY - Feist
1. Facts: OUT

2. Expression of adequate originality: IN

1. Definition: Get rule search “selection, arrangement and coordination” in feist

2. Standard: Must be some intellectual thought, production or conception, the author must prove existence of intellectual thought or conception

1. Example of Prob: Wilma Flinstone is Fred Flinstone’s wife. Credit-score.

· Phonebook as a whole is © as it includes a forward and original material in its yellow pages advertisements

3. IDEA-EXPRESSION DICHOTOMY – Seldon
1. Expression: IN

2. Idea: OUT 

4. MERGER: Idea/Expression Inseparability – Morrissey
1. DEF: Idea, incl mode of operation, and expression, so closely tied that idea may only be expressed in a limited number of ways

1. No C. Protection

· Merger prevents C of recipes and forms (medical forms)

5. COMPUTER SOFTWARE – Lotus Development Corp.
1. OUT: Menu command hierarchies (although the S.Ct. has not decided this)

2. IN: 

1. Computer code

2. The Graphical User Interface

6. USEFUL ARTICLES §101

1. DEF: an article having an intrinsic utilitarian function that is not merely to portray the appearance of the article or to convey information

2. PROTECTION: for useful articles only exists where expression is conceptually or physically separable from the utilitarian function

1. Physical Separability

1. Where expression can be physically separated from the utilitarian elements

2. Conceptual Separability

1. Majority Rule (Brandir)

1. If merger of aesthetic and functional considerations, artistic aspects are not conceptually separable BUT where design elements can be identified as reflecting the designer's artistic judgment, independent of functional influences, conceptual separability exists

1. i.e. Belt Buckle, Brandir

2. Dissent Rule (Brandir)

1. Whether an ordinary reasonable observer would perceive an aesthetic concept not related to the article's use. Certainly would w/Bike Rack.

3. Additional TESTs: 

1. Primary use is utilitarian; 

2. Primary use is esthetic; 

3. Marketable as art

3. EXAMPLES: 

1. Mickey Mouse phone: Conceptual yes to Mickey, Physical Mickey can be physically separated

2. Belt-buckle: Conceptual, Not Physical

3. Bumble-bee jewelry: Not Separable (argue about jewel placement, eyes)

7. DOMAIN & SCOPE (p. 478)

1. Literary Works:

1. Domain quite broad

2. Originality protection is low

3. EXCEPTIONS: limited to “words and short phrases: names, titles, and, slogans.”

4. PROTECTION extends to: 

1. literal text 

2. non-literal elements incl: structure, sequence, and organization

2. Pictorial, Graphic, and Structural Works:

1. PROTECTION extends to: 

1. Expressive choices, (limited for photographs and maps) 

2. Main EXCEPTION useful article

3. Architectural Works:
1. PRE 1990 architectural plans protected as pictorial

1. Protection limited by the useful article exception

2. The Architectural Works Copyright Protection Act grants protection post 1990
3. PROTECTION extends to:

1. The design of the building embodied in a tangible medium of expression

2. Excluding individual standard features

4. RIGHT: to prevents duplication/distribution of photo or painted copies

5. LIMITS: the consent of the holder not req’d for owner of building to deconstruct or modify

4. Musical Works & Sound Recordings: 

1. Full complement of rights granted

2. LIMITS: For sound recordings do not receive traditional performance right???

3. EXCLUDED: sounds accompanying a motion picture or other A-V work (under Motion Pic)

5. Motion Pictures & Other Audiovisual Works

1. Motion pictures are protected as an audiovisual work

2. Soundtracks are treated as an integral part of the motion picture they accompany

6. Semiconductor Chips: 

1. Despite their utilitarian function, protected under The Semiconductor Chip Protection Act

2. Bans outright piracy of chip design

7. Vessel Hull Design: Protected under the Vessel Hull Design Protection Act.

8. Derivative Works & Compilations: 

1. Protection extends only to the material contributed by the author of such work

2. NOT from the preexisting material employed in the work

OWNERSHIP

1. RULE: The creator(s) is (are) the owner unless the subject matter is a work for hire. 

2. TYPES: 

1. INDIVIDUAL AUTHOR: Author is the default owner of copyright

2. WORK FOR HIRE (TWO WAYS): the employer or principle is the author and owner of copyright (incl. termination right)

3. JOINTLY AUTHORED: joint authors are default co-owners of copyright

4. COLLECTIVE WORK: 

1. Contributions: Ownership of the contributed works is in their respective authors

2. Collection: Authorship in the collective work is on the compiler, and presumed to have only the privilege of reproducing and distributing the contribution as part of that particular collective work, any revision of that collective work, and any later collective work in the same series.

5. CO-OWNERS: are cotenants and each has the separate nonexclusive right to use or license the use of the copyrighted subject matter, but they need to account

3. WORK MADE FOR HIRE - Community for Creative Non-Violence
1. § 201(b): In the case of a work made for hire, the employer or other person for whom the work was prepared is considered the author for purposes of this title, and, unless the parties have expressly agreed otherwise in a written instrument signed by them, owns all of the rights comprised in the copyright.

· The master is the owner (no license, nothing such as that, master is simply owner, incl termination rights)

2. § 101 A “work made for hire” is:

1. a work prepared by an employee w/in scope of employment; OR

1. EMPLOYEE/AGENCY TEST:

1. Employee; and

2. Skill require

3. Source of tools and instrumentalities

4. Location of work

5. Duration of relationship

6. Right to assign

7. Discretion of hired party

8. Method of payment

9. Role in hiring or paying assistants

10. Whether the work is part of the regular business of the hiring party

11. Whether the hiring party is a business

12. The provision of employee benefits

13. Tax treatment of the hired party

· None of these factors are determinative.

2. SCOPE TEST:

1. It the work within the kind of work he is employed to perform;

2. Is the work performed substantially within the time and space limits of employment; and 

3. It is actuate, at least in part, by a purpose to serve the master.

2. a work specially ordered or commissioned, if parties expressly agree in a written instrument signed by them that the work shall be considered a work made for hire, for use as: 

1. contribution to a collective work

2. part of a motion picture or other audiovisual work

3. translation

4. supplementary work ???

5. compilation

6. instructional text

7. test/answer material for a test

8. atlas

4. JOINT-WORKS § 101 - Aalmuhammed
1. A “joint work” is a work prepared by two or more authors with the intention that their contributions be merged into inseparable or interdependent parts of a unitary whole.

1. Authors are tenants in common 

2. Requires accounting to the other joint author 

3. Results in equal ability to license.

2. JOINT WORK TEST

1. Contributed CRable work - some sort of independent copyrightable expression added

2. Two or more authors (intentional including of contributed parts in the whole) AND

3. Intention that contribution be merged into inseparable or interdependent parts of a unitary whole

3. AUTHORSHIP TEST

1. Superintending the work—control AND/OR (the big one)

1. Who had the final word on the work

2. Objective manifestations of a shared intent to be coauthors AND/OR

1. How were people behaving, e.g., collectively signing agreements, holding each other out  as coauthors, etc.

3. Magnitude of contribution: Whether the audience appeal of the work turns on both contributions—contribution to success

· Overarching concern is control

1. A K could solve this issue. An express agreement regarding authorship is essentially determinative

4. ISSUE: Joint Authorship where one party makes no original contribution to the work

1. Case law: you cannot be a joint author absent contribution BUT

2. Practically will be very difficult to overcome the presumption (not a formal presumption) of joint authorship that agreement will create—objective evidence of joint authorship

5. POLICY: Prevent numerous claims to authorship based on non-essential contributions by placing a relatively high burden on a party attempting to establish co-ownership

5. TERMINATION RIGHTS

1. Post 1977 grants can be terminated 35 years from the grant (during a 5 year window)

· Termination rights do not attach to works for hire (and the person who literally created is out of the equation)

1. Inalienable = Cannot K Away

2. Renegotiating resets the transfer window for termination rights 

2. PURPOSE: Better bargaining position for authors down the road. First purchase is speculative—low bargaining position—right allows author (or w/work for hire an employee) to come back in a better position after the value of the work is established.

6. DERIVATIVE WORKS § 101

1. DEF: a work based upon one or more preexisting works, such as: 

1. translation

2. musical arrangement

3. dramatization

4. fictionalization

5. motion picture version

6. sound recording

7. art reproduction

8. abridgment

9. condensation

10. or any other form in which a work may be recast, transformed, or adapted. 

11. A work consisting of editorial revisions, annotations, elaborations, or other modifications, which, as a whole, represent an original work of authorship, is a “derivative work”

2. MUST be substantially similar

· Counter to patent law which allows for blocking patents

3. POLICY: Efficiency and protection against dilution of the original work

1. HYPO: Distribute copies of class slides with notes. Infringement? Infringement through copying, distribution and creation of derivative work (notes)

7. RIGHT TO DISTRIBUTE: Owners are entitled to the right to distribute their work and copies of their works

8. FIRST SALE DOCTRINE: A purchaser or transferee of a © work may resale the lawfully obtained copy

1. HYPO: Loyola records class with authorization and posts it on the website. Infringement? Yes, Loyola has distributed the ©’ed work absent authorization

INFRINGEMENT

1. Copyright “Rights”

1. Right to make copies (to reproduce) 

2. Right to prepare derivative works (to make adaptations) 

3. Right to distribute copies (to sell copies of copyrighted material, e.g., books)

4. Right to perform publicly (e.g., to put on a play)

5. Right to display publicly

2. INFRINGEMENT TEST - Arnstein
1. Copying

1. Identical reproduction; OR

1. Presumption of access (majority follow Porter and need not consider access – can be rebuttable presumption)

2. Access AND substantial similarity.

1. Subst’l Sim – Dual Role:

· In copying and in Improp Approp (mean diff things)

1. For copying: experts, etc. may be used

2. For improper appropriation it is determined by a lay person (jury det’m)

· Each of these weigh against the possibility of independent creation.

2. Improper Appropriation

1. Subst’l Sim w/respect to the protected expression in the eyes of an ordinary/reasonable spectator.

3. PROTECTED EXPRESSION TEST (Altai Abstract-Filtration-Compare Test): Nichols

1. Abstract;

1. Use levels of abstraction to determine the ©’able elements. In the case of a computer program:

· Code is Articulation of the Programs Ultimate Function???

2. Levels of Abstraction [Specific to General] (Nichols)

1. Direct Quote

2. Specific Character Traits

3. Specific Plot Element

4. General plot etc.

2. Filter; AND

1. Filter aspects that are:

1. Merger: Elements dictated by efficiency (Software Specific) – As the goal of software is ultimately efficiency, aspects aimed at efficiency are not ©’able (everyone’s trying to do this)

2. Scènes à Faire (elements necessary for, or standard to, expression in some particular theme c/n be protected): Elements directed by external factors 

1. Hardware specifications, interoperability and compatibility requirements, design standards, demands of the market being served, and standard programming techniques (essentially standard techniques)

2. Elements dictated by what you’re trying to accomplish functionally

3. Elements taken from the public domain

3. Compare

· This test ultimately results in minimal protection in software through ©: Patent may be more appropriate

4. HYP: New Yorker cover (Steinberg v. Columbia Pictures)   Copying: Widespread distribution = Access + Substantial similarity. Improper Appropriation: Is there substantial similarity with respect to the protected expression in the eyes of a reasonable observer.

5. HYP: Biographer’s access to letters Salinger. Only 200 words quoted but 40% paraphrased. Appears that substantive requirements of infringement are satisfied. BUT,  Normatively, argument against preventing biographers from reporting on life of public figures.  

· The case held: the fact the information was obtained in a letter and thus affected the right to distribution weighed against random house - Infringement + No fair use

6. INDIRECT INFRINGEMENT

1. REQUIRES direct infringement

1. Agency: Conventional CL principles that make masters liable for the acts of their servants—respondent superior

2. Vicarious Liability

1. The right and ability to supervise (and prevent infringement) AND

2. Financial interest in the exploitation of the © subject matter (even without actual knowledge) 

1. e.g. dance hall owner

3. Contributory Infringement: Intentionally inducing and encouraging infringement

2. EXCEPTION: for substantial non-infringing use (Sony)

1. Don't want content providers to be able to control technology (patent conflict)

3. HYP: Employer directs employee to make and sell 10,000 unauthorized copies of a computer program and to give the proceeds of the sale to the employer. Employee does so. Assuming this is © infringement, may the employer by held liable? Yes based on agency, vicarious, and contributory infringement

Grokster, Sony Corp. 

DEFENSES

Statutes: 

In gen terms FU excuses unauth for first use where put to use for public benefit without substant impairing the value or econ potential of first work. 

Very fact driven. 

Tries to balance first amen type creation w/incentive structure of Copyright 

Fair Use

1. The purpose and character of the use 

1. is it transformative something new comment criticism parody

2. is it commercial as opposed for education or nonprofit

2. The nature of the copyrighted work 

1. is the work published or unpublished

2. is the secondary use copying fact or idea material from the scholarly or factual work 

3. The amount and substantiality of the portion taken

1. How much is taken how much of secondary work is appropriate material

2. how substantial is what is taken

3. did fair use take only what was necessary or much more than that

4. The effect of the use on the potential market 

1. does the secondary use damage the literal or derivative markets for the CPR holder

2. does the appropriating work substitutive in the market for the original 

1. The purpose and character of the use 

1. Is it transformative something new comment criticism parody

1. Purpose for biography – Sallinger writing letters to tear into people

2. Percent of use factors in here when looking at percentage of accused work consisting of copyrighted work (opposite inquiry is third factor)

2. Is it commercial as opposed for education or nonprofit

1. Use is to sell the biography but also educational

2. The nature of the copyrighted work 

1. Is the work published or unpublished

1. Not published work – letters not brought to public attention

2. Not about to be published – interest in getting this info to the public – could twist to make it a positive for the user – on the contrary they still might be wanting to commercialize the letters down the line – worth more then

3. Privacy rights in copyright?

2. Is the secondary use copying fact or idea material from the scholarly or factual work 

3. The amount and substantiality of the portion taken

1. How much is taken how much of secondary work is appropriate material

1. 40% of the accused work consisted of paraphrased letters – only supposed to look at the substantiality of what was taken 

2. How substantial is what is taken

3. Did fair use take only what was necessary or much more than that

4. The effect of the use on the potential market 

1. Does the secondary use damage the literal or derivative markets for the CPR holder

2. Does the appropriating work substitutive in the market for the original 

DEFENSES

Fair Use

§ 107. Limitations on exclusive rights: Fair use

Notwithstanding the provisions of sections 106 and 106A, the fair use of a copyrighted work, including such use by reproduction in copies or phonorecords or by any other means specified by that section, for purposes such as criticism, comment, news reporting, teaching (including multiple copies for classroom use), scholarship, or research, is not an infringement of copyright. In determining whether the use made of a work in any particular case is a fair use the factors to be considered shall include — 

(1) the purpose and character of the use, including whether such use is of a commercial nature or is for nonprofit educational purposes;

(2) the nature of the copyrighted work;

(3) the amount and substantiality of the portion used in relation to the copyrighted work as a whole; and

(4) the effect of the use upon the potential market for or value of the copyrighted work.

The fact that a work is unpublished shall not itself bar a finding of fair use if such finding is made upon consideration of all the above factors.

Aim of Fair Use

In general terms fair use excuses unauthorized appropriation when the use to which the appropriated material advances the public benefit without substantially impairing the present or potential economic value of the first work. Balance the public interest against protecting the incentive structure of ©--totality of the circumstances.

NOTE: If your use is fair you are not an infringer.

Concerns with Fair Use:

Impact of uses on incentive structure of copyright system 

Nature of copyrighted work could map on to infringement in as much as the protection my be so thin and, thus...

Other Defenses (p. 664)

Independent Creation;

Consent/License;

Inequitable Conduct;

Copyright Misuse;

First Amendment;

Immoral/Illegal/Obscene Works; and

Statute of Limitations (three years after the claim accrued)
REMEDIES
1. LIABILITY

1. COMPILATION/DERIVATIVE WORKS: all the parts of a compilation or derivative work constitute one work

2. Joint and several liability for co-infringers

2. INJUNCTIONS § 502

1. Any court w/jx can grant temporary or perm injuncts 

1. on reas terms to prevent or restrain infringement

2. Can be served and operative throughout U.S. 

3. DAMAGES § 504

· May elect statutory or actual damages (can change to statutory at any point before final judgment)

1. ACTUAL

1. Actual damages (attrib to infring) AND 

· Infringer’s profits (from infring not accounted in actual damages) 

· π to prove only gross revenue, ∆’s burden to prove apportionment

2. STATUTORY

1. $750-30K per work infringed (as court considers just) 

2. If WILLFUL can be up to $150K 

1. PRESUMPTION OF WILLFULNESS: where ∆ gave false contact information in registration with domain name used in connection with infringement 

3. REDUCTIONS damages (floor of $200) available depending on infringers knowledge and reliance on fair use

1. Can be reduced if ∆ can prove ∆ was not aware and had no reason to be aware 

1. If court finds so it may reduce to no less than $200

2. MUST remit statutory damages where infringer believed AND had reasonable grounds for believing was fair use 

1. IF infringer was: 

1. an employee or agent of a nonprofit educational institution, library, or archives acting w/in scope of employment infringed by reproducing the work in copies or phonorecords OR

2. public broadcasting performing a published non-dramatic literary work or embodiment of a performance of the work

4. SONG USE ADDIT’N Song use in a business if ∆ cannot show he had reasonable grounds to believe he was exempt must pay two times licensing fee that ∆ should have paid over the last 3 yrs

4. IMPOUNDING & DESTRUCTION § 503

1. IMPOUNDING: At any time while action is pending:

1. copies 

2. articles by means of which such copies can be made 

3. records documenting the manufacture, sale, or receipt of things involved (w/approp protective order)

2. DESTRUCTION: At Final Judgment may order destruction or other reas. disposition of copies and copier parts

5. CRIMINAL OFFENSE § 506 

1. MUST be punished as criminal if WILLFUL and was committed:

1. For purposes of commercial advantage or private financial gain
2. In 180 days reproduced or distrib copies having total retail value of $1K
3. Distrib of pre-released work online with knowledge that it was pre-release

2. PUNISHMENTS: 

1. Forfeiture, destruction and restitution all permitted remedies

2. FINES: Up to $2.5K fine for 

1. Fraudulent copyright notice/fraudulent removal of notice

2. False statement on copyright app or the like

6. COSTS & FEES § 505: Civil actions: costs and reas. attys fees, except against U.S. gov

