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I. Federal Circuit vs. Regional Circuit law
a. Fed. Cir. Law

i. Procedural issue substantially related to patents

1. Standard of preliminary injunction against patent infringement
2. Personal jurisdiction – minimum contacts requirements

ii. Patents

iii. Antitrust – when premised on stripping patentee of its immunity from antitrust laws
b. Regional Cir. Law

i. Generally for substantive non patent law

1. Copyright

2. Trademark

3. Antitrust if not premised on stripping patentee of its immunity from antitrust laws

ii. Procedural law, unless substantially related to patents

iii. Determine amount of damages to award for contempt in a patent infringement suit

II. Who Can Bring Suit

a. Run of the Mill Infringement Suits

i. Prima Facie case of Infringement

1. Show existence and ownership of the patent

2. Show infringement of one or more elements of the claims

3. Damages – 35 USC 284

ii. Potential Plaintiffs

1. Owner of the patent (inventor or assignee)

a. Joint inventors can separately use and license non-exclusively

b. Must agree to license exclusively

c. Must agree to sue

2. An exclusive licensee for less than all substantial rights would have to join the patent holder to sue

a. Generally can force patent holder to join

3. An exclusive licensee for all the substantial rights can sue w/o patent holder

4. Potential infringer

iii. Potential Defendants

1. Direct infringers

a. 35 USC 271(a)

i. Except as otherwise provided, whoever w/o authority makes, uses, offers to sell or sells any patented invention, w/n the US or imports into the US any patented invention during the term of the patent thereof, infringes the patent

2. Induced and contributory infringers

a. 35 USC 271 (b) Elements of induced infringement

i. Direct infringement by another

ii. Inducer must intend direct infringement

iii. An affirmative act
1. e.g. providing instructions and plans through labels or advertising that enable the buyer to use the product in an infringing manner

b. 35 USC 271(c) - Elements of Contributory infringement

i. Direct infringement by another

ii. Knowledge of the patent

iii. Knowledge that the component was designed for an infringing use

iv. The component is a material part of the patented product; and

v. The component is not a staple article of commerce w/ a substantial non-infringing use.

iv. Repair/Reconstruction Doctrine

1. Repair is allowed, reconstruction is not

2. Repair is an affirmative defense and only applies if the item was first sold in the US, so the patent holder could have gotten their reward from the first sale.

v. Exhaustion Doctrine / First Sale Doctrine

1. patent owner’s exclusive rights are exhausted after the authorized first sale.

2. Rational


a. Intent of the parties – implied license

b. Antitrust (note this is a weaker argument than it once was)

i. Once you get your profits from the sale, that is the end of your monopoly, if you try to get more rights, that would be an agreement in restraint of trade

b. Declaratory Judgment Actions – 35 USC 2201
i. In the case of an actual controversy … any court, upon filing of appropriate pleadings, may declare the rights and other legal relations of any interested party seeking such declaration …
ii. Note

1. Requires an actual controversy

a. Reasonable apprehension of being sued AND

i. Usually requires an express threat by patent holder 

ii. Ongoing negotiations negate apprehension

b. potential infringer is ready to produce

2. The court may not shall – thus as in EMC Corp. the court may decline jurisdiction
c. Pre-Suit Investigations

i. Fed. R. Civ. Proc. Rule 11 – by signing a pleading, an attorney certifies that he has done a reasonable investigation, and the claims are supported by existing law, or no-frivolous action to change the law, and there is evidentiary support for facts alleged or likelihood that evidence will be found if you can look where you haven’t been able to look

III. Jurisdiction of Patent Cases

a. 28 USC 1338(a) – Congress mandated that only Federal Courts may resolve disputes arising under the patent law.

i. Follows well-pleaded complaint rule

1. Plaintiff’s claims have to have a patent law element

b. Personal Jurisdiction

i. Requires state long-arm statue – so can serve defendant

ii. Minimum contacts such that maintenance of suit doesn’t offend notions of fair play

iii. Purposeful contacts such that Defendant could foresee that he might be sued in the forum

iv. Fed. Cir. law governs if there are minimum contacts

v. Infringement suits – what is the connection between the defendant and the alleged infringing acts and the forum state?

vi. Declaratory judgment context – what is the connection between the out of state patent holder and the threat of an action in that state

vii. Cease and desist letter

1. Cease and desist letter are significant but not enough to connect the defendant w/ the forum state, but if you add an instate competing licensee, this makes enough for the patent holder to be sued in the forum.

viii. Stream of Commerce

1. Beverly Hills Fan

a. Chinese company – court obtained jurisdiction by holding that even though the company may not have known that their product was going to end up in VA, they put their product into a known distribution channel which ended up in VA.

b. Prof thinks this is a stretch of the stream of commerce theory

2. Fed. Cir. hasn’t endorsed stream of commerce theory w/o more.

ix. Price Quotation letters can form the basis for personal jurisdiction

1. infringement includes offers to sell not just sales

x. Internet

1. Can get jurisdiction if web-site is interactive and you can place orders, and the web-site is available in the forum state.

2. Courts differ on if you post your phone number if that is enough for jurisdiction

IV. Venue in Patent Cases

a. 28 USC 1400(b)  - Venue is proper where

i. Defendant resides

ii. Where defendant has committed acts of infringement and has regular established place of business

iii. Corporations reside where subject to personal jurisdiction

b. 28 USC 1391 governs venue in declaratory judgment suits

V. Pleadings

a. Patent Infringement Complaint

i. Rule 8

1. short and plain statement of subject matter and personal jurisdiction

2. short and plain statement of relief entitled to

3. Demand for judgment

a. Permanent injunction

b. Damages

4. Assertion that venue is correct

ii. Req. for Infringement suits

1. Identify patent or patents and usually attach a copy

2. alleged ownership of the patents or an exclusive license that gives right to sue

3. Identify alleged infringers and summarize their alleged infringing acts

4. If seeking damages 

a. alleged markings or actual knowledge of patent on part of defendant

b. allege facts that show damages and irreparable harm

c. actual loss or sales or profits or reasonable royalty

d. Can get treble damages and attorney’s fees if willful or bad faith in litigation

iii. Req. for declaratory judgment

1. allege that they guy claims to have a patent

2. allege what acts amount to a threat of an infringement suit

3. allege actual controversy

4. allege that you are producing the product, or taken major steps to do so

5. Seek declaration of non-infringment/invalidity/unenforcablity

a. Allege some basis for this

b. If allege fraud – have to plead w/ specificity (Rule 9(b))

iv. Jury Trial

1. Rule 38(b) – jury trial in patent suit only when damages

a. Injunction does not have right to jury

b. Willfulness is for the judge to decide

2. Must request jury trial

a. If don’t ask for jury trial w/n reasonable amount of time, lose your right

b. Either party can demand jury trial

b. Answering the Complaint:  Motions, Answers, Counterclaims

i. Rule 12(b)(6) – motion to dismiss for failure to state a claim upon which relief can be granted

ii. 35 USC 282 – Affirmative defenses 

1. invalidity of patent

2. unenforceablitity

3. non-infringement

4. latches

5. estoppel

6. fraud

7. inequitable conduct

8. misuse

iii. Counterclaiams

1. Compulsory Counterclaims

a. Must be stated at the time of filing the answer, if not can’t assert them later

b. Test – if the claim arrises out of the same transaction or occurrence then it is a compulsory counterclaim or common nucleus of operative fact

2. Permissive Counterclaims

a. If you don’t use it you lose it

3. Potential Counterclaims

a. Invalidity 

b. Unenforceability

c. Antitrust Claims

c. Amending the Pleadings

VI. Discovery

a. Scope of Discoverable Material in a Patent Litigation

i. Relevancy

1. Request for discovery is relevant if there is any possibility it will lead to admissible evidence

2. Material doesn’t have to be admissible to be discoverable

b. Discovery Mechanisms

i. Discovery Tools

1. interrogatories

a. Can only be used against parties to the case

b. Make sure you phrase things specifically

c. They are binding in litigation

2. depositions
a. Percipient witness – someone who knows from their own involvement

b. Expert witness – brought on after the events happened 

c. Use documents to pin down witness in deposition

d. When defending deposition

i. Object on vagueness

ii. Asked and answered

iii. Assumes a fact not in evidence

iv. privilege

3. document requests

a. Should use this first or early on

b. If accidentally turn over privileged documents, if you demand them back quickly may not have waived privilege

c. If you get a document you think should be privileged – you may have to let the other side know.

4. requests for admissions

5. Motion to compel – Rule 37

a. You have to meet and confer before you can file a motion to compel

b. Need to file the motion to compel in a timely manner, or judge may not grant it.
c. Impact on Discovery from an Assertion of Attorney-Client Privilege or Work Product Immunity in Patent Litigation

i. If you answer you lose privilege on that answer, but you may also lose it as to all communications between attorney and client on that subject.

ii. No privilege to an attorney who is preparing a patent application

iii. Privilege applies only if

1. the asserted holder of the privilege is or sought to become a client

2. the person to whom the communication was made

a. is a member of the bar of a court or his subordinate and

b. in connection with this communication is acting as a lawyer

3. the communication relates to a fact of which the attorney was informed

a. by his client

b. without the presence of strangers

c. for the purposes of securing primarily either

i. an opinion on law  

ii. legal services or

iii. assistance in some legal proceeding and NOT

d. for the purpose of committing a crime or tort and

4. the privilege has been

a. claimed and

b. not waived by the client

iv. Work Product Doctrine

1. Covers documents prepared w/ an “eye toward litigation” or in anticipation of litigation or trial

v. Waiver

1. Key question is how much has been waived.
2. Generally wavier is broad

3. Potential issue

a. If infringement opinion giver worked for same firm as trial counsel, and need to use the opinion as a defense to willfulness, this may be seen as a waiver of attorney client privilege which is complete to all of that law firms files on the subject.  
4. If give privileged document to an expert, and expert testifies, waives privilege and work product immunity 

VII. Experts

a. Acceptable and Unacceptable Areas for Testimony

i. Acceptable

1. PTO Procedures, Application Process and Interactions

a. Can explain the nature of interference and reexamination proceedings

2. Can Address Ultimate issues

a. Can testify to the “effective filing date”

b. Can testify whether a particular limitation is “new matter” based on assessment of the facts

ii. Unacceptable

1. PTO Problems, poor practices, difficulties

a. Unless door is opened

2. Cannot explain the law

a. Can’t testify about the meaning of effective date, priority provisions, “new matter”

b. Can’t explain the req. of 102, 103, 112

c. How prior art is determined

d. Standards for obviousness

e. Enablement req and how it works

f. Meaning of conception and reduction to practice

g. What constitutes a trade secret

b. Inventors

c. Selection of Experts

d. Types of Experts

i. Inventor

1. Problem areas

a. Inventor cannot testify as to what the claim terms mean

i. Self-serving

ii. Not allowed to be presented to a jury – question of law

ii. Technical expert

1. Cannot tell the jury what claims terms mean, only the judge

2. Questionable if judge should listen to technical expert on opinion on what claim terms mean, since expert is not available to the public

iii. Patent expert

1. Might address USPTO procedures

2. Might testify if the inventor followed the proper procedures in reporting prior art

3. Testify on how objections/rejections reflect on scope of the patent

4. Might be able to explain claim interpretation 

iv. Damages expert

1. Usually a CPA or an economist

e. Discovery of Expert’s work

i. Rule 26(a)(2) – governs discovery of expert’s work

1. Non-testifying experts work is not discoverable

2. Testifying expert – can discover whatever they were given to base their opinion.

a. Can ask expert what attorney told him,

b. What documents he got (not just those relied upon)

c. For the marked up drafts

ii. Prepared reports

1. Experts especially hired to testify in the case have to prepare reports

2. Employees who regularly testify as experts in these cases have to prepare reports

3. Other experts do not have to prepare reports

4. Expert report is a complete statement of all opinions to be introduced at trial

5. Comes out before expert is disposed

6. Leaving something out of the report can be a basis to preclude expert’s testimony on a motion in limine
f. Proper Role of Expert Testimony

VIII. Post-Discovery Strategies and Preparation for Trial

a. Dispositive Motions

i. Usually SJ – Rule 56 – failure to show genuine issue of material fact

b. Motions in Limine

i. Asks for evidentiary rulings before trial 

1. Typical grounds

a. Witness isn’t qualified to address the issue

b. Expert didn’t state the opinion in his report

c. Party didn’t identify that contention in response to the contention in the interrogatories

d. Party failed to produce documents on that subject

e. Jury is not supposed to hear testimony on that subject

f. Testimony about technology that is not prior art

c. Bifurcation, Trifurcation and the Order of Trial

a. Bifurcation

i. Various levels

1. A lot

a. Split case into 2

i. One for validity and one for damages

2. A bit

a. Markham hearing w/ experts then

b. The rest of the trial

ii. Chances of Bifurcation increase if

1. there are a lot of defendants

2. you have multiple patents

3. you have multiple theories of damages

4. If D is going to have to waive privilege because wants to introduce opinion of counsel

d. Final Pretrial Conference

i. Governed by Rule 16

ii. Pre-trial orders typically prepared cooperatively betwn parties and are long and detailed

iii. Can be amended if something unforeseeable comes up, but if you knew about it or should have seen it coming, court unlikely to allow amendment

IX. Claim Construction

a. Who Construes Patent Claims – A Question of Law

i. Review is de novo

ii. Fed Cir heavy presumption that claim term carries ordinary and customary meaning

1. Dictionary defn can be used to establish so long as defn doesn’t fly in face of patent disclosure

iii. Ct can construct the claims at any time during the trial

iv. Judge doesn’t have to have a Markman hearing

v. ND of CA local rules drive claim interpretation process to a early mini-hearing

vi. Fed Cir has refused to grant interlocutory appeals which are certified for appeal from the district courts on claim construction issues

b. Extrinsic v. Intrinsic Evidence

i. Look to Intrinsic Evidence first

ii. Cannot rely on extrinsic evidence if it is contrary to the intrinsic evidence, or if the intrinsic evidence is clear.

iii. Hierarchy of evidence

1. Claim language

2. Specification

3. Prosecution history

c. Canons of Claim Interpretation (Need to know these)
i. Claims should be interpreted such that the preferred embodiment falls w/n their scope

ii. Patent claim is not necessarily limited to the preferred embodiment from the written description and should not be read into the claims

iii. Two claims in the same patent should be interpreted as having different scope – Doctrine of claim differentiation

iv. Claims should be interpreted so as to preserve their validity

1. Cts more likely to construe narrowly if prior art was before the Examiner

2. Cts. Less likely to construe narrowly if prior art wasn’t in front of the Examiner

v. When there is an equal choice between a broad and narrow claim construction, the narrow one should always be adopted

1. Reasons

a. Penalize for the patentee’s ambiguity

b. So public notice function is better served

vi. A term used repeatedly in the patent claims should be construed consistently 

vii. Preamble is a limitation when it breathes life and meaning into the claims.

viii. Patentee can be his own lexicographer

ix. Claim construction estoppel

1. What is said during prosecution can import limits to the claim
X. Proving Infringement

a. Literal Infringement

b. Doctrine of Equivalents

i. Warner-Jenkinson – court applied doctrine of equivalents element by element

ii. Equivalents determined at time of infringement

iii. Test

1. Same function, same way, same result

iv. Limitations (or Proving Non-infringement)
1. All elements rule

a. Have to prove element by element

2. Prosecution History Estoppel

a. FESTO – presumption that a narrowing amendment is for reasons related to patentability

i. Rebut by

1. unforeseeable equivalents

a. issue of fact

2. equivalent is only tangentially related to amendment

a. Question of law

b. Can only introduce evidence from prosecution history

3. Other good reason

a. Issue of law 

b. Can use both intrinsic and extrinsic evidence

3. All advantages rule

a. If element has an advantage, and propose equivalent doesn’t have that advantage, likely that proposed equivalent will not be found to be equivalent

4. Prior Art

a. If equivalent ensnares prior art, then it isn’t equivalent

b. Ct may construct a hypothetical claim

5. Disclosures in Specification / Dedication

a. If you claim one equivalent and not others, you lose them

6. Look to see if pioneer patent or improvement patent

7. Prior User Rights

a. Generally limited to business method patents

i. If can show defendant reduced to practice more than one year before effective filing date of patent

c. Means-Plus-Function Claims

i. Literal

1. Identical function

2. Same or Equivalent structure

a. Equivalent structure determined at time of application or prosecution

ii. DOE

1. equivalent function

2. equivalent structure

a. applied at time of infringement

iii. Judge decides what the function and structure is

XI. Proving Invalidity

a. Overcoming the Presumption of Validity - 282
i. Need Clear and Convincing Evidence

ii. Presumption of Validity does not go away – lingers on

b. Identifying Prior Art

c. Failure to Claim patentable subject matter – 101

i. Patentable – everything under the sun

1. Business methods

2. Computer software

3. Need useful and concrete result

a. Being able to make money appears to be enough for something to be useful

b. Chemical compounds and gene sequences – sometimes hard to know why useful

ii. Not-patentable – laws of nature, natural phenomena, abstract ideas

d. Anticipation -102

i. All elements have to have been disclosed to the public in this Country before the filing of the application

ii. One piece of prior art has to have all of the elements

iii. Requires Clear and Convincing Evidence

iv. 102(a) – have to predate the invention

v. 102(b) – have to predate 1 yr prior to application

vi. On Sale Bar

1. Pfaff – must be commercial offer for sale, and invention must be ready for patenting

vii. Experimental Use

1. Can be for a long period of time, and can be public, but need some indicia of experimentation, asking what happens or some evidence of good faith testing and inquiry
e. Obviousness – 103

i. Need to determine the level of one skilled in the art

ii. Question of law based on questions of fact

iii. Clear and convincing evidence

iv. Motivation to combine

v. Ways to rebut obviousness

1. Teaches away

2. Art was in front of Examiner and he didn’t find it obvious

3. Secondary Considerations

a. Commercial success

b. Long felt need

c. Failure of others

d. Licenses showing industry respect for the invention

e. Copying of the invention by the accused infringer

f. Unexpected results

g. Skepticism by others in the field that the invention would work

f. The Specification is inadequate – 112

i. Best mode

1. Catalog and trade name required in order to have disclosed best mode

2. Best mode disclosure is limited to what is claimed

3. Don’t have to disclose manufacturing details

4. Subjective to the inventor at time of filing

5. Danger

a. If commercial embodiment wasn’t described in patent, make sure inventor doesn’t say, oh yeah, we thought about that

ii. Enablement

1. Has to have enough detail to allow one skilled in the art to make and or use the invention without undue experimentation (combo of statutory and court interpretation)

iii. Written description\
1. Generally comes about if claims are broadened

2. Test:  Does the written description show that the inventor held in his possession the something that was later claimed.

XII. Proving Unenforceability

a. General

i. Applies to the entire patent

ii. Might only apply to certain parties

iii. Sometimes is curable

iv. This in equitable – Judge decides

b. Inequitable Conduct – The Balancing Test
i. Test

1. Materiality 

a. Old Rule - If a reasonable examiner would have considered the prior art important

b. New Rule – prima facie showing of unpatentability

2. Intent

a. Means intent to deceive – not negligence or gross negligence

ii. Examples

1. withholding prior art that you know of

2. misleading the patent office

a. giving incomplete test results

b. giving misleading statement of invention dates

3. Failure to disclose something you were supposed to disclose

iii. Used to balance materiality w/ intent

iv. Two sides

1. If trying to uphold patent argue – the new materiality test is high, which was to cut back on frivolous challenges of fraud, and balancing test shouldn’t be used to countervene either of these elements

2. If on other side argue – intent may be actual intent, but never get inside other persons head, can only draw inference, this degree of gross negligence w/ this motive, raises an inference and almost requires a conclusion of intent to decieve

c. Patent Misuse – Not on Exam
d. Antitrust Counterclaims – No notes
e. Laches and Equitable Estoppel

i. Requires preponderance of the evidence

ii. Latches

1. forfeits pre-filing damages if you delay too long to bring suit

2. Presumption arrises if you wait more than 6 yrs to file suit.

a. Presumption is rebuttable and a bursting bubble

3. Don’t have to tell the accused that you will be suing them later

iii. Equitable Estoppel

1. prevents recovery or injunctions if you knew about the other party, and they thought they had permission to infringe

2. Rational

a. Infringer has relied upon patentee’s conduct of not suing

b. Infringer would be materially prejudiced

3. Have to tell the accused that you will be suing them later.

iv. Possible justifications for delay

1. patentee was involved in other litigation

2. negotiations w/ the accused

3. poverty or illness

4. wartime conditions

5. the extent of the infringement

6. whether there is any dispute over ownership

XIII. Injunctive Relief

a. Preliminary Injunctions

i. Elements – need to show

1. a reasonable likelihood of success on the merits

2. irreparable harm if relief is not granted

a. fighting for market share

b. likely to go out of business

3. balance of the hardships tipping in the favor

a. Generally favors the smaller guy

4. the impact of the injunction on the public interest

a. rarely an issue except if single supplier of medical products and patentee doesn’t have capacity to increase production to meet need.

ii. Should file w/ initial complaint or very soon thereafter, otherwise hard to argue irreparable harm

b. Permanent Injunctions

i. Make sure drafting is valid and hard to evade

1. want to avoid project change and ownership change evasions

ii. Sufficiently specific and clear, appropriate reach and scope

iii. Ex

1. “making, using, or selling” by reference product found to infringe and “any other product that is no more than a colorable difference of the product found to infringe.”

c. Contempt Proceedings

i. Ct looks at

1. scope of injunction

2. determines if new product infringes.

ii. Relief

1. monetary sanctions

2. broader injunction

XIV. Damages

a. General

i. 284 – damages adequate to compensate for infringement, but in no event less than reasonable royalty

ii. 286 – can only sue for infringement for no more than six years prior to filing

iii. 287 – if have apparatus and can mark, you have to mark or lose damages until give notice

iv. Compensation for patent holder, not punishing infringer

v. Entire market value – typically applied to include the compensation base unpatented components of a device, when the patented and unpatented components are physically part of the same machine

vi. Convoyed sales – Marketing things together, Cases have allowed recovery of convoyed sales

b. Lost Profits – The Panduit “But for” Test

i. Demand for patented product

ii. Absence of acceptable non-infringing substitutes

iii. Manufacturing and marketing capability to exploit the demand

iv. The amount of profit it would have made “but for” the infringement

c. Reasonable Royalties

i. Use willing licensee and willing licensor

ii. Fictional hypothetical construct and look at these factors

1. royalties received by the patentee for the licensing of the patent in suit, proving or tending to prove an established royalty

2. the rates paid by the licensee for the use of other patents comparable to the patent in suit.

3. The nature and scope of license, as exclusive or non-exclusive; or as restricted or non-restricted in terms of territory or with respect to whom the manufactured product may be sold.

4. The licensor’s established policy and marketing program to maintain his patent monopoly by not licensing others to use the invention or by granting licenses under special conditions designed to preserve that monopoly

5. The commercial relationship between the licensor and the licensee, such as, whether they are competitors in the same territory and in the same line of business; or whether they are inventor and promoter.

6. The effect of selling the patented specialty in promoting sales of other products of the licensee; that existing value of the invention to the licensor as a generator of sales and his non-patented items; and the extent of such derivative of convey sales.

7. The duration of the patent and the terms of the license

8. The established profitability of the product made under the patent; its commercial success; and its current poplularity

9. The utility and advantages of the patent property over th old modes or devices, if nay, that havd been used for working out similar results.

10. The nature of the patented invention; the character of the commercial embodiment of it as owned and produced by the licensor; and the benefits to those who have used the invention

11. The extent to which the infringer has made use of the invention; and any evidence probative of the value of that use.
d. Enhanced Damage Awards

i. Ct may increase damages up to 3 times if infringer acted willfully

1. Willfulness is worse than negligence

2. Determined by the totality of the circumstances

ii. Knorr-Burns – cannot instruct the jury that failure to get or provide legal opinion of non-infringement raises an inference that an opinion was sought and it was adverse

