Outline: Patent Litigation
Cordray, Spring 2009

Notes after taking exam: a single essay fact pattern followed by 2 questions: (1) motion for summary judgment, infringement, claim construction issues; and (2) injunction issue only.  It was supposed to be a draft of an argument to be submitted with a motion (i.e. persuasive writing, not objective).  She told us she would make it easy, and it did seem pretty easy with no tricky, hidden issues.  There was plenty of time to think, outline, and spell check.
Please also note that I always find errors in my outline after I print them out, so look out for mistakes. 
Introduction (Chapter 1)
BASIC PATENT POLICY: 
Art I § 8 cl. 8 Constitution – “to promote the progress of . . . the useful arts, by securing for limited times to . . . inventors the exclusive right to their . . . discoveries”
Incentivize inventions by exclusive rights 
Disclose technological advances to the public
Incentivize risking capital to create new technology
PATENT TERM = 20 yrs right to exclude from filing date
Monopoly to prevent others from making, using, or selling w/o permission
6 yr SoL
Generally no remedies for infringement while application pending (but see ??? case and § 154(d))
PROSECUTION:
Avg. time = 28 mos.
If rejection, appeal to BPAI, 
There should always be a rejection – if not , you did not write broad enough claims, may be losing patentable subject matter
Get as much as possible now, gives client the greatest power
If BPAI uphold rejection, appeal to DC Circuit or FC
CONTENTS OF A PATENT:
Title
Specification, § 112: 
written description, provides sufficient info to show you are in possession of the invention
self-enabling, 
best mode
Claims, A patent must have at least one claim
Other parts ???
APPLYING FEDERAL VERSUS REGIONAL CIRCUIT LAW:
General Rule: defer to regional circuit if interpretation of FRCP or local rules or if substantive law not exclusive to FC
Substantive law – apply FC if exclusive jurisdiction in FC
FC law applies to:
Patent
Antitrust relating to the patent rights
State law preemption and conflicts with patent law
Waiver: In re Seagate, apply fed circuit law b/c willful infringement and scope of waiver invokes substantive patent law
Regional Circuit law applies to:
Copyright
Trademark
Antitrust not relating to patent claims
This situation arises when there is a patent issue in a case with other substantive issues (antitrust, copyright, trademark)
Cannot separate out issues, i.e. cannot send Patent to FC and other substantive issues to Regional Circuit
Procedural law – trend is to apply FC law over Regional Circuit law, but depends on the procedural issue
General Rule: apply FC law if there is an essential relationship between the FC exclusive jurisdiction and the relevant procedural issue
Serve 2 masters on the issue 
Uniformity and predictability in patent cases (always a uniformity argument)
Burden on parties
Judicial economy
Post-verdict motions / appellate review, apply FC law
JNOV, must make post-verdict motion to preserve for appeal (Biodex, p. 6)
Uniformity in patent appeals; district court will not have to serve 2 masters since this only concerns appellate review: verdict and judgment already entered
Will provide FC with a written opinion by the judge on the JNOV motion, not burdensome to the party, judicial economy by allowing the judge to correct any errors
Preliminary injunction against patent infringement – apply FC law, “likelihood of success on the merits” requires analysis of patent law
FRAP – apply FC law
Discovery Measuring Relevance to patent infringement – apply FC law, essential relation between relevance and proving infringement 
Personal Jurisdiction in Patent Case – apply FC law (note Cordray says “essential relation” is unclear)
Standard of Review on Appeal after JNOV – apply Regional law, standard of review has no essential relation to patent issues
Standing: Who Can Bring Suit? (Chapter 2)
ALL CO-OWNERS OF THE PATENT MUST JOIN in an action against a potential infringer
ASSIGNEES AND EXCLUSIVE LICENSEES HAVE STANDING to sue potential infringers, while non-exclusive licensees have no standing (Ortho, p. 22), unless there would be an absolute failure of justice
Policy
Protect patentee’s right to choose time and place of litigation
Protect defendants from multiple lawsuits
Judicial economy – avoid multiple lawsuits
Assignment v. License
Both give the transferee immunity from an infringement action
Assignment – transfer all rights including the right to exclude; assignee can bring infringement suit on its own
Should register the assignment with the PTO to prevent a future BFP of the same patent
Assignment DOES NOT grant right to sue for infringement prior to the assignment unless expressly stated
License – limited rights
Non-exclusive licensee – no right to sue potential infringer
Exclusive licensee – transfer of the right to exclude; can bring infringement action IF licensee makes patent owner a party to suit
Distinguishing non-exclusive and exclusive licensees
Key factor is what rights are actually transferred to the licensee: right to exclude?
Ortho, p. 28 – Non-exclusive licensee, although contract says “exclusive license”, Amgen did not promise to not license the patent to anyone else, Ortho had the exclusive right to manufacture the product in one location only
Ortho did not have exclusive manufacturing rights	Comment by Craig Crockett: Didn’t Ortho have exclusive sales rights?  Why is that not enough?
The word “Exclusive” in the license is not determinative
Exclusive rights outside US are irrelevant 
Right to sue clause is irrelevant: a contract cannot change the judicial requirement that patentee brings the suit; protect defendant and judicial efficiency to avoid multiple lawsuits
Economic interests are not enough–non-exclusive licensees have clear economic interests
Situations of legitimate multiple lawsuits
Licensor gives licensees exclusive rights in particular fields – infringer can face infringement suit for each field
Infringement occurred before and after an assignment – patentee sues for pre-assignment infringement; assignee sues for post-assignment infringement 
BFP Defense
A BFP w/o notice is not liable for infringement (applies to assignment and exclusive license only, not to non-exclusive license)
Filing notice of license of assignment with PTO is sufficient notice
Implied license (patentee knows of use but does not sue); Shop rights (non-exclusive right to practice invention)
LICENSEES AND ASSIGNEES CHALLENGING VALIDITY OF THE PATENT: Test = Fairness
Licensee challenging validity
A licensee can sue for a DJ of invalidity, no licensee estoppel (Lear, p. 34)
Policy: licensees are parties with strongest economic incentive to challenge patentability, good for the public to strengthen patent system and prevent unjustified monopolies
Liability for royalties
Licensee is liable for all royalties until provides patentee with notice that the licensee objects to validity
Contract clause requiring royalties until patent held invalid will not be enforced by court
Assignor challenging validity
Assignor estoppel, cannot challenge validity of assigned patent
Fair dealing, oath filed with PTO, assignor controlled claim drafting
Policy: contractual relationship outweighs challenging potentially invalid patents
Assignor estoppel applies to parties in privity with the assignor
Control infringing activities  PRIVITY
Employment: Company A assigns patent to Company B; John, an A employee, leaves A for B
John is just a regular employeeno privity
John is hired for the purpose of practicing the inventionprivity, cannot challenge validity
Control infringing company  PRIVITY
Assignor controls (not voting control) infringing companyprivity (assignor assigns patent, assignor acquires a new company that independently developed the invention, the assignor now wants to challenge validity the acquired company can operate, but the acquired company is in privity and therefore cannot challenge validity)
Control policy of infringing company  NO PRIVITY, infringing company is not estopped and can challenge validity
DECLARATORY JUDGMENT ACTIONS:
Benefits
Certainty – move on with business activities
Choose time and place of litigation
Infringer filing DJ – frame infringer as the good guy (π)
Patentee filing a DJ for infringement (infringement that is about to happen) – prevent competitor from getting to market and being forced to accept reasonable royalties
Right to DJ if adverse legal interests of sufficient immediacy and reality
There is a case or controversy, and therefore SMJx
Continuing to pay royalties does not defeat right to DJ (MedImmune, p. 53); even though in good standing under the contract, MedImmune was paying the royalties under protest
If stop paying, risk treble damages for willful infringement
Do not have to break the law to challenge it
Offer to license and continued activity is sufficient to meet the test (MedImmune, FN11)
Confidentiality agreements
Can prevent a DJ by requiring a confidentiality agreement before offering license
Problem: “only a party not interest in bringing a [DJ] action would enter into such an agreement” (SanDisk, Bryson concurrence)
Situations where there is no right to a DJ
If patent was not issued prior to filing the complaint, there is no case or controversy
Does not matter is applicant has been sent a notice of allowance
Does not matter is patent issues after filing the case – there must be a case or controversy when the case is filed (note: patentee can simply file an amended complaint to fix this)
Potential infringer has not taken concrete steps towards infringement with the intent to infringe (e.g. buy special equipment, marketing/advertising, efforts to secure FDA approval)
Patentee may divest the court of jx by filing a covenant not to sue – no case or controversy
PRE-SUIT INVESTIGATIONS:
FRCP 11: must have colorable, non-frivolous legal basis
Reviewed on appeal for abuse of discretion
Can argue law should be changed
If don’t have evidence to back up basis, must have reasonable basis to expect evidence to be obtained
DJ actions
Invalidity – presumption validity, so must have basis for believing invalid
Non-infringement – basis for believing patent claims do not read on the device or process
Investigate
Judin, p. 85 – no colorable, non-frivolous basis where patentee simply looks at optical device and says it infringes 
Should have either obtained the device or information about the device
Website, promo materials, regulatory agencies through FOIA (FDA, etc)
Proper Court: Where You Can Bring Suit (Chapter 3)
FORUM SHOPPING (π)
Convenience of the parties (location counsel, proximity to court, location documents / evidence / witnesses)
Court’s docket (how long will it take to enforce patent rights or obtain a DJ, catch infringer off guard)
Competence and predisposition of the judges and potential jury (how many patent trials they conduct, typical outcome, jury pool education, whether Δ employs large portion of local population)
ED Texas favors patentees
Local rules / procedural differences
Procedural progress at termination
Early termination = lower expense, reduced risk by encourage settlement
Late termination = requires high investment into the case (time, $)
Method of disposition
CD Cal notorious for granting summary judgment
Int’l Trade Comm’n always grants an injunction (consider eBay)
JURISDICTION OF PATENT CASES:
SMJx – can be challenged at any time and raised sua sponte
28 USC § 1338 – fed court exclusive jx for cases arising under patent
If π files breach contract (license, assignment) in state court, cannot remove under § 1338, will need to have diversity or Fed Q on the face of the complaint
State court may case if π files state claim for breach contract and Δ raises the patent issues (Lear)
Fed Q or Diversity
Removal
PJx – pretty much anywhere (see Beverly Hills Fan)
Always challenge in a 12(b)(6); waived if not challenged in a responsive pleading
General – continuous contacts
Specific – minimum contacts comporting with traditional notions fair play and substantial justice (Due Process) + State long arm statute
Purposely direct activities at residents in the forum
Established distribution channel is sufficient (placed in SOC knowing likely destination), Beverly Hills Fan Co., p. 102
Beverly Hills Fan – PJx over China manufacturer selling fan to distributor in NJ which sells to Virginia residents through intermediaries
COA arises out of those activities
Fairness: rarely defeats PJx (easy to travel to Virginia from China, Beverly Hills Fan)
Genetic Implant, p. 109 – exclusive distributorship is sufficient minimum contacts, sending cease and desist letter to WA company is a factor though insufficient on its own to show minimum contacts
VENUE in Patent Cases – pretty much anywhere (see VE Holding)
Convenience parties, especially the Δ
28 USC § 1400(b) – any action for patent infringement may be brought where Δ resides or where Δ committed acts of infringement and has a regular established place of business
Where Δ resides is defined by § 1391: a corporation resides in any judicial district where it is subject to PJx when the action is commenced
VE Holding says “resides” is any district where corporation subject to PJx, and Beverly Hills Fan says PJx is wherever there is an established distribution channel – so venue and PJx are pretty much anywhere in the US
DJ action - § 1400 DOES NOT APPLY, see § 1391 general venue statute
Pleadings (Chapter 4)
PATENT INFRINGEMENT COMPLAINT – see pp. 150-52
The parties – names, incorporated, PPOB
Jx (PJx & SMJx) – cite Beverly Hills Fan, § 1331 (Fed Q) and § 1338 (patent)
Venue – cite § 1400 for patent and § 1391 for DJ
Patents – cite patent numbers in suit and assert to have title to the patents
Claims – 
Infringement – do not list particular product, keep it general o/w will not be able to add related product after discovery; describe infringing activity generally using some claim language
Can be based on a single sale, offer for sale, use, manufacture, or important into the US
Do not identify specific claims that are infringed
If the product is marked, state compliance with 35 USC § 287, or state whether Δ was given actual notice of infringement 
Fraud or inequitable conduct must be pled with particularity 
Relief – 
DJ
Injunction
Damages
Pre-judgment and post-judgment interest
Exceptional case permitting attorney fees
Treble damages for willful infringement 
Other just and proper relief
Jury demand, if wanted
No right to jury for equitable relief (judge decides inequitable conduct, DJ, injunction)
Juries are pro-π, whereas judges are neutral
If infringement action, patentee more likely to get favorable jury verdict (69%)
If DJ action, potential infringer more likely to get favorable jury verdict (60%)
ANSWERING: MOTIONS, ANSWERS, COUNTERCLAIMS – 
Motion to Dismiss, 12(b)(6), failure to state a claim upon which relief may be granted
Facts in the complaint are admitted for purposes of the motion
Do not weigh evidence at MTD stage, cannot look at evidence, can only look at the pleadings
Pleadings construed liberally
American Technical Machinery, p. 141 – individual Δ says individuals cannot be held liable for patent infringement by company, court says it is a high standard but it is possible, construe pleadings liberally, allow claim at this stage
Answer, 8, must either admit or deny each allegation in the complaint
“Without sufficient knowledge” is treated as denial
Defenses that are waived if not in the complaint:
Equitable defenses: laches, estoppel, intervening rights, issue or claim preclusion, inequitable conduct, unclean hands (catchall)
Legal defenses: non-infringement, unenforceability, invalidity (§ 282)
Counterclaim
Compulsory – arises out of same txn or occurrence; must raise now o/w waived
DJ: non-infringement, invalidity, unenforceability 
Antitrust violations
Permissive – does not arise out of same txn or occurrence; do not have to bring claim now
E.g., Δ claims separate patent at issue, not in the complaint, is infringed by π 
Vivid, p. 147 – DJ for non-infringement and invalidity, counterclaim for infringement of the patent in the complaint is compulsory 
Inappropriate to weigh merits of the proposed amendment before allowing the amendment 
Cross-claim claim against a co-party (arises out of same txn or occurrence, indemnity, etc)
AMENDING THE PLEADINGS:
Favor allowing amendments to pleadings (Vivid, p. 147), especially if compulsory counterclaim or situation where a party would lose their right to sue
Judge has discretion to deny amendment if bad faith, undue delay, prejudice to Δ, or amendment would be futile
Discovery (Chapter 5)
Scope of Discoverable Material, FRCP 26 – any non-privileged relevant subject matter; anything reasonably calculated to lead to the discovery of admissible evidence
Broadly construe; court has wide discretion to manage discovery 
Even if the material is not relevant to one party’s case, that party still must product the discovery if it is relevant to the other party’s case 
Limitations:
Unreasonably cumulative or duplicative
Available from less burdensome/expensive or more convenient source, 
Burden outweighs benefit (needs of the case, amount in controversy, parties’ resources, importance of issues at stake, importance of the discovery sought in resolving issues)
Typical discovery objections: irrelevant (usually fails), overly broad, burdensome, or oppressive (a mere assertion is insufficient)
How discovery disputes arise: (1) discovery request – first step; (2) meet & confer; (3) Motion to Compel or for Protective Order (last resort)
Best method to avoid discovery disputes: protective orders (e.g. “attorney eyes only”)
Relevant material for patent litigation: first ask “Is the material generally relevant” and then “Is the specific information sought relevant”
Sales & Foreign sales (Chubb, p. 159)
Quantity of sales and # customers is generally relevant to commercial success factor of obviousness 
“Is π currently selling ATMs covered by the patent in suit?” is relevant
“Provide identity of every model of ATM manufactured for π, beginning and end dates of manufacture, use, sale and/or lease of each model since 1965” is relevant
Names of specific customers is not generally relevant, unless claiming lost profits (“you stole the Best Buy account from me!”)
Even if patentee relied on foreign filing date, sales information after the foreign filing but prior to issuance is generally relevant to prior use / on sale bar because the patentee must prove it was entitled to the foreign filing date
Prior art relied upon
Information relating to uniqueness
Superiority and marketability 
Documents reflecting level of skill in the art
Obviousness
Infringers’ profits
Long-felt need
Contention interrogatories
Relevant to ask “Please provide the basis for π belief patents infringed – what claims at issue and infringement basis”
In Chubb the π did not answer, says just got machine from Δ and will provide info ASAP; court says π must have had a reasonable basis, under Rule 11, as of filing complaint – must provide that info to Δ 
Discovery Mechanisms
Document Requests (most useful)
Unlimited
Form: must be produced in the form they are kept in ordinary course of business
Atty should do searches and write down the search terms to avoid sanctions later; make sure to turn over anything you might want to use at trial
Scope: e-mail, text messages, correspondence, sales, profits, licenses, prior publications, expert disclosures, prior art references, foreign prosecution files, operation of patented invention, regulatory filings (FCC, SEC, FDA), how invention created and development of the device, accused infringer’s awareness of the patent, accused infringer’s patent applications
Interrogatories
Limited to 25
ALWAYS include contention interrogatories (“basis for belief”)
“Identify key fact witnesses” (lets you know who to depose and focus doc review)
Format: (1) definitions; (2) general instructions; (3) the interrogatories 
Requests for Admission
Unlimited
Use to get facts out of way and speed up trial (e.g. “Patent Attorney knew about prior art ‘X’ before the filing date”)
Must admit, deny, or state lack sufficient knowledge
Depositions
Limited to 10 sever-hour sessions
Most expansive, and disruptive, discovery tool 
ALWAYs video tape (easier for jury to pay attention, and more persuasive)
Defending a depo: coach witness to pause before answering (allow time to object); witness must answer unless atty instructs to not answer (privilege only)
PMK (30(b)(6)) – taking depo of a corporation, person most knowledgeable 
These are binding on the corporation, whereas a regular scientist depo is not binding
Advantage of taking PMK early in case: surprise, do not know how to coach their witness because they have not formed strategy yet
Third Party Discovery: can only obtain through subpoena
Patent examiners: can be questioned about factual matters only (“did you consider this prior art?”) but not mental processes or reasons for actions
Attorney-Client Privilege & Work Product Immunity: 
Definitions
A-C Privilege: communication b/t A-C for purpose of obtaining legal advice or response to request for advice
Work Product Immunity: attorney’s trial prep materials
Compare: A-C waiver is broad, covers communications; Work Product waiver is narrow, covers tangible things, docs
Generally all A-C communications and Work Product are protected
Burden of proving the privilege or immunity is on the party asserting
Must create a privilege log describing the items to be withheld without disclosing the substance (author, sender, recipients, date, summary of info, basis for asserting the privilege)
If one or two privileged docs slip through, can have judge order it be returned
If you lose a privilege issue and feel STRONGLY you were correct, must file a writ of mandamus immediately because once you disclose the document, privilege is waived
Most writs of mandamus for discovery are not heard
Appeal: Discovery reviewed for abuse of discretion
In-house counsel: if in-house counsel is involved in trial prep, communication will be privileged [??? Waived, not privilege, right???]
Work Product Immunity: attorney’s work product is not discoverable except:
Factual / non-opinion work of counsel may be discoverable if there is a substantial need for the documents that cannot be obtained without undue hardship
Waiver (In re Echostar, p. 168): merely asserting advice of counsel defense to willful infringement is sufficient to waive opinion counsel work product, but not trial counsel’s work product unless chicanery (Seagate)
Documents sent to client are discoverable
Documents discussing communications with client but never  given to client are discoverable, though may redact legal analysis and attorney’s mental impressions
All other documents never sent to client are not discoverable
Once waive, all material within the subject matter becomes discoverable
Fairness: once use privileged communications as a sword, cannot then use privilege as a shield
A-C Privilege: all A-C communications are not discoverable except:
Waiver (In re Seagate, p. 176): merely asserting advice of counsel defense to willful infringement is sufficient to waive opinion counsel, but advice of counsel defense and disclosing opinions of opinion counsel does not waive A-C Privilege with trial counsel unless chicanery
Scope of waiver:
Echostar: Once raise advice of counsel defense, A-C waiver includes communications made before and after lawsuit filed,
Seagate: Advice of counsel defense and disclosing opinions of opinion counsel does not waive A-C Privilege with trial counsel unless chicanery
Difference between Echostar and Seagate: Seagate had separate opinion and trial counsel; Echostar had already waived privilege from trial counsel by producing some documents
Advice of Counsel Defense to Willful Infringement :
Careful of waiver
Get separate opinion and trial counsel (Seagate)
In-house counsel: currently unclear whether advice of counsel defense constitutes waiver
Experts: 
Disclosure of privileged info to experts constitutes waiver A-C and Work Product, but mere designation of corporate counsel as a 30(b)(6) PMK is not waiver
Protective Orders
Must show good cause: protect from annoyance, embarrassment, oppression, undue burden or expense
Must meet & confer first
Can request discovery is not allowed, limited, or for certain eyes only
Patent prosecutors are usually excluded from viewing to prevent other side from crafting claims around products
Important to have at least one in-house attorney to have access to all documents; allows active participation and provide better assessment for case management (settlement and major decisions) 
Typical areas to seek protective order
Customer info, sales, development data of up and coming products, financials and profitability
Protective order does not protect from immunity waiver; only protects confidentiality – if disclose something privileged, the other side will argue waiver and seek everything else within the scope
Typically protective orders have stipulations saying inadvertent disclosures will be returned and are not considered a waiver of immunity
Protective orders to not protect from info coming out at trial
Experts (Chapter 6)
Admissibility: must assist trier of fact to be admissible; if testimony is about the law, this is duplicative of the judge’s role
Daubert – expert testimony must be based upon scientific reasoning
Inventors – jurors like inventors, tell story of how invention made and why important
State of art when invented and failure of the art to address the problem
Inventive process
Selecting an Expert
Credentials – opposing expert may defer if your expert won Nobel prize; education, experience, training, writings
Ability to simplify (teachers)
Likeable
Credibility – 
Make sure no bias (owns company stock, too much trial experience), 
Make sure publications fit your case (testimony inconsistent with publications is great for cross-exam)
In-house experts – clearly biased, only use as key expert if necessary
Control
Want and expert that sticks to THEIR position, not yours, but willing  to make it sound as good as possible for you (fine line here)
Cross-exam is great for making an expert back away from positions that are nto really their own
Types of Experts
Technical Expert: invalidity, prior art, explain/describe the competing product and the invention and the claims, infringement, claim construction during Markman hearings, explain a PHOSITA, infringement, explain nature of invention and improvement over prior art – help jury understand the technology, enablement,  anticipation, obviousness, reduce complex technology to simple terms, inequitable conduct – whether a piece of prior art was material
Praise the invention and why so important over prior art
Minimize the invention / not entitled to patent and explain why the accused product does not infringe
Very important at claim construction – describe the art / PHOSITA and details to judge
Damages Expert: lost profits (whether appropriate and proper amount), reasonable royalties if lost profits not appropriate, financials and sales info
Use a fact witness to present the information (sales numbers, etc), then bring up damages expert to tell the jury what those facts mean
Patent Law Expert: trend is to not allow patent law expert; should not consult prosecuting attorney or his/her files because need independent assessment
Topics typically covered by the patent law expert
Practice and procedure for obtaining a patent: 
inequitable conduct: essential to understand how patent normally prosecuted and compare to how the patent at issue was prosecuted
prosecution history estoppel
claim construction
Trend: courts do not allow experts for this; just show a standardized video
Willful Infringement
Quality of the opinion letter and reasonableness of Δ’s reliance on opinion
Bausch & Lomb, p. 209: role of patent law expert
Admissible
Testify generally on patent applications and how they are examined, interference, and reexamination
Testify what effective filing date is (instruct jury just an opinion)
Inadmissible
Testify generally about PTO file integrity, time constraints, and problems (usurps presumption validity) [note, expert could testify about case-specific facts]
Testify about facts surrounding effective filing date or information in priority documents (bring in through fact witnesses first)
Testify about the meaning of “effective filing date” or standards to find “invalidity”; standards of law is judge’s role
Testify about trade secret misappropriation or other topics outside expertise
Discovery & Expert’s Work
Testifying experts
Any testifying expert must file a report containing:
All opinions and basis
Info considered in forming opinion [experts can rely on inadmissible evidence; may be able to get inadmissible evidence into court by asking the expert on the stand]
Exhibits used to summarize info
Qualifications and publications for past 10 yrs
Other cases testified as expert for past 4 yrs
Compensation 
Expert should write the report in conjunction with attorney, but attorney should not draft the report (credibility)
Supplemental report must be filed if new info arises that expert will rely on
Anything an expert views or writes is discoverable, including drafts
Do not let expert write anything until discuss key aspects of report first
Can stipulate that drafts are not discoverable
May be deposed
Non-testifying experts – no reports, no discovery, no depositions, UNLESS exceptional circumstances
Proper Role of Expert Testimony: see Bausch & Lomb (cannot use expert to bring in facts specific to case, expert analyses facts of case, presents general non-case-specific facts and info to jury, expert cannot interpret law or define legal terms)
Preparation for Trial (Chapter 7)
Dispositive Motions: MSJ and partial MSJ
No genuine issue of material fact, moving party entitled to judgment as a matter of law
Moving party can assume facts in non-moving party’s favor for motion purposes
Must be supported by admissible evidence
Depositions
Declarations 
Expert reports are not sworn; if want to use expert report, expert must make a declaration swearing to statements made in the report
Interrogatories
Admissions
Documents (make sure authenticated – usually not an issue)
Typical areas for partial MSJ in patent litigation
Anticipation; infringement if hinges on claim construction; prosecution history estoppel; on-sale bar; enablement (often MSJ denied because underlying facts disputed)
Presto – validity (Δ) and infringement (π) decided by partial MSJ
Validity: court denies Δ partial MSJ for invalidity  and enters judgment of validity sua sponte; Δ has burden at trial to overcome presumption validity; Δ brought forth extensive evidence regarding validity; raising a § 112 issue of validity for first time on appeal is insufficient to show clear error
Infringement: court rules in Δ favor on cross-partial MSJs, cannot recover infringement damages for pre-issuance activity, therefore Δ is not liable for inducement of infringement pre-issuance; does not matter notice of allowance was sent because the patent still may not have issued
Court may enter summary judgment sua sponte if the losing party was on notice that she had to come forward with all her evidence (Presto)
Court may rely on presumption of validity to enter judgment validity (Presto)
Motions in Limine
Bifurcation & Order of the Trial
Bifurcation is discretionary: maintain convenience, avoid prejudice, and preserve judicial economy
Trial bifurcation typically in phases
In patent litigation, typically trial for damages and willfulness are bifurcated
Damages: avoid juror confusion outweighs prejudice of delayed resolution; Willfulness: avoid juror nullification outweighs prejudice of delayed resolution
Preserve economy and convenience by having the phases back-to-back, same jury
Discovery bifurcation disfavored
Typically not bifurcated: 
Prejudice: would add to cost at end, delay resolution / certainty, 
Judicial Economy: encourage settlement, avoid using two separate juries
Convenience: same witnesses, similar issues, 
Reasons to bifurcate: save money by narrowing scope discovery; if willfulness then privilege waiver issues – Laitram court says use protective orders to deal with this, yet protective orders does not protect from disclosure at trial and disclosing some info leads to scope issues
Final Pretrial Conference – roadmap the trial; failure to include evidence at FPC can result in exclusion at trial
Claim Construction (Chapter 8)
Claim = (1) preamble, (2) transition (“comprising/including” open v. “consisting of” closed), and (3) body
Question of law: Judge construes claims (Markman)
Really a mixed question of fact and law, but FC chooses question of law 
Test = Words of a claim are given their ordinary and customary meaning. The ordinary and customary meaning is how a PHOSITA would construe the words at the time of invention (Phillips), except lexicographer (patentee defines term)
At the time of invention: patentees typically rely on filing date for reduction to practice
Evidence to construe word:
Intrinsic (preferred) – a PHOSITA reads the word within the context of the claim and the entire patent
Lexicography (contractual approach)
How the word is used in the claim itself (textual approach)
“Baffle” in another claim is preceded by “interlocking baffles”, implying “baffles” here is not limited to “interlocking”
Phillips, p. 264: construes “baffles”; other claims state baffles can be used at angles, indicating angles not a limitation in independent claim; specification suggest baffles have deflective property but this is not a limitation that can be read into claims
How the claim is used in the specification – because the inventor is required to provide a full and exact description of the invention, the specification necessarily informs the proper construction (Phillips)
Careful with specification: Cannot read a limitation from the spec. into claim; also keep best mode requirement in mind
Scimed, p. 288: Specification can completely derogate plain and ordinary meaning (“separate from” is coaxial only and does not include side by side despite plain meaning; specification said ALL embodiments are coaxial and actually distinguished side by side configuration – court says the patentee expressly disclaimed the broader scope of “separate from”)
Prosecution history (historical approach)
Criticism: prosecution is not final product; must ensure the context of history is relevant
Extrinsic (only use where intrinsic fails to resolve issue)
Dictionaries & Treatises (most favorable)
Prior art
Experts – court may choose to hear expert testimony
Inventor testimony (least favorable)
Criticism extrinsic evidence: not created for the patent, or “at time of invention”
Binding effect of claim construction
Patentee proposes claim construction, wins, wins on appeal, in a different case the patentee is bound to that construction
If potential infringer wins, nobody bound to the construction in a different case
How raise claim construction?
Markman hearing (note: Markman construed “inventory”)
Briefs and oral arguments; testimony through depositions
After Markman hearing, prevailing party typically files MSJ; often losing party stipulates to infringement / non-infringement and then immediately appeal
Early Markman hearing benefits
Tell jury what the claim is from outset; arguing multiple interpretations confusing and inefficient use of resources ($$$, court time)
Settlement encouraged
Interloculatory appeal (though Fed Cir has never taken one – judge McKelvie was wrong about this in Elf Atochem)
Markman criticisms
Unconstitutional: no case or controversy of the words on their own without context, but do not get context until trial
Learning curve / premature decision: during trial, judge learns a lot more and might have construed diff / new evidence arises
De novo review, no deference
No certainty, > 50% cases reversed on appeal
After Markman hearing, experts need to write new reports to incorp judge’s construction
Markman outcome typically results in summary judgment 
Judge trial: claim construction is less of a concern, judge can wait until judgment ot decide construction
MSJ or MTD infringement or non-infringement: court will be required to construe
Jury instructions: will never come this late, but this is most appropriate time since comes late in trial and judge had time to see context of the case or controversy 
Canons of Claim Interpretation
Preferred embodiment must fall within the scope of the claims
If claim can have only one interpretation, the preferred embodiment may be excluded
Do not import terms from specification to limit claims (fine line b/t this canon and using specification to shed light on meaning of a word in a claim)
Scimed – if clear case of disclaimer, specification essentially can limit the claims
If the preferred embodiment is the only invention, then it may be a limitation
Claim differentiation – 2 different claims in a patent should have different scopes
Independent claim says “baffle” and dependent claim says “steel baffle”, then independent includes but is not limited to steel
If claims can have only one interpretation, then similarity tolerated
Read claims to preserve validity
Only where claim is ambiguous (in Phillips the claim was not ambiguous, so this does not apply)
If equally plausible constructions, narrow one controls (notice function of patent, patentee had opportunity to define terms)
Terms use repeatedly throughout patent should be construed consistently throughout the patent [and related patents (e.g. in Scimed patentee said “separated by” does not include side by side in related patent)]
Preamble is a limitation when it breathes life and meaning into the claims
Claim construction issue – must resolve this at Markman hearing
Preamble is a limitation if:
Claim gets significance or meaning from the preamble
Essential to particularly point out the invention defined by the claims
Antecedent basis: if preamble says “chair consisting of x x x x in the chair” – the “the chair” in the body indicates antecedent basis, and chair is limitation
Not a limitation if just a statement of intended purpose for the body
Patentee lexicographer – define own terms
Patentee must make it clear
Patentee must consistently use the terms as defined
Prosecution disclaimer – claim construction estoppel (different from prosecution history estoppel)
Must be a clear disclaimer
B/c happening during prosecution, must look at context – what claims pending, did examiner buy the argument?
Proving Infringement (Chapter 9)
Liability = Infringement (literal or DOE) + Act (direct or indirect)
Infringement, § 271: patentee can sue anyone who makes, uses, offers to sell, or imports patented invention, or those actively inducing or contributing to infringement
Burden on patentee, preponderance
Two steps
Construe claims
Compare claims to the accused device (mistake to compare patentee’s product to the accused device)
Potential Δs: consider financial interest, ability to pay damages, location parties
Customers: unlikely to sue them; might sue one customer just to prove direct infringement
Small corporations: smaller Δ cannot make good defense, get a good judgment to use against others, this would probably work better for a patentee fighting for royalties
Large corporations: get the big guy out of the way, and everybody else tumbles, this would probably work better if you are trying to save your market – need to get everybody out of the way b/c you are not licensing it, want an injunction rather than royalties
Types of Infringement
Literal Infringement 
Each claim limitation must read on the accused device
Evidence:
Lay out each limitation
Present stipulations / admissions to the jury: claim limitations that are practiced in the infringing device
Technical expert testify how each claim limitation is met – PHOSITA 
CLAIM CHART comparing device to claims
Doctrine of Equivalents
Two tests
Insubstantial differences between the claims and accused device at the time of infringement 
DOE applies to each claim limitation, not overall equivalence
Equivalents cannot be so broad as to vitiate the claim limitations (i.e. it must be a reasonable equivalent)
Copying, known equivalents, experimentation, and pioneering technology are relevant factors
At the time of infringement: new technologies can be captured by DOE; Fed Cir has indicated DOE is MORE LIKELY if accused device uses later-developed technologies
Function, way, result
Policy: language is imprecise, capture unscrupulous infringers 
No DOE if patentee previously disclaimed the infringing device (Scimed, patentee previously disclaimed side by side)
Warner-Jenkinson, p. 325: claim reads pH 6.0–9.0, added during prosecution; accused process differs from claim only by using pH 5.0; 
DOE is consistent with the Patent Act; does not circumvent reissue; consistent with primacy of PTO; not rejected by Congress
DOE does not require intent
Intentional copying raises an inference of insubstantial differences; rebuttable by evidence of independent development 
Known interchangeability is a factor for DOE
DOE is a jury question, though Supremes do not take up the question
If concern that jury cannot understand this complicated issue . . .
Use pretrial motions and MSJ
If patentee cannot point to an equivalent, or if equivalent would vitiate the claim, or if clear prosecution history estoppel then should grant MSJ
If gets to jury, then use special verdicts and post-trial motions (JMOL)
Acts Constituting Infringement 
Direct Infringement, § 271
W/o authority (e.g. license, assignment, implied license such as a consumer, exhaustion)
Makes, uses, offers to sell, or sells
W/in the US
During patent term
Only one infringing step has to take place during the term – manufacture product during term, term expires, then sold two years latter  still liable for infringement 
Indirect Infringement: Induced and Contributory Infringement
Induced Infringement Test
Direct infringement by another (direct infringer does not have to be part of the case)
Specific intent to induce infringement by a third party (hard to prove)
Must have knowledge of the patent and specifically intend to infringe that patent, i.e. they did not believe they were not infringing
Opinion counsel – get opinion letter that the patent does not apply
Affirmative act (some sort of instruction or encouragement to infringe)
Method of treatment claims – label on the bottle or advertising; recall vegetable slicer case, manufacturing the product before patent issues)
What if there is an indemnification (if sued for infringement I will indemnify)? Not enough to satisfy affirmative act
Contributory Infringement Test (covers products and processes)
Direct infringement by another
Offer to sell, sell, import
In the US
Component of patent or material used to practice patented process
Knowing especially made or used to infringe
Must know about the patent
Must know component designed for infringing use
Not a staple article or commodity suitable for non-infringing use
Example – the pharmaceutical composition is approved for several different types of medication, whereas the patent is approved for only one of those uses
Pharmaceutical composition – want to go after party making the active ingredient but that party is not putting it in the bottle and selling it (no direct infringement), so you need to go after the active ingredient manufacturer for contributory infringement (indirect infringement)
Proving Non-Infringement (Chapter 10) [Defenses to Infringement]
All Elements Rule – DOE must be applied element-by-element; corollary is that if the theory of equivalency would remove the limitation from the claim, rendering it superfluous, then infringement under DOE is precluded
Fine line between vitiating the claim limitation (All Elements Rule) and DOE
Lockhead, p. 433 – “varies sinusoidally” requires passing through zero; π theory is that the accused device, although does not pass through zero, is equivalent; court says accused device does not pass through zero; zero is a limitation, and to read it out would vitiate the claim
Prosecution History Estoppel – patentee is precluded from claiming infringement for subject matter surrendered during prosecution
Policy: Fairness (cannot give up scope to obtain a patent, and then recover that scope in litigation); Notice 
Requirements:
A narrowing amendment in clear and unequivocal terms
Broadening – take away qualifiers, or add to a Markush group
Change red truck to truck
Benzene with group A, B, or C to benzene with group A, B, C, or D
Narrowing – add limitation or take away from Markush group
Change “board” to “wooden board”
For reasons related to patentability 	Comment by Craig Crockett: In Festo the court says “the burden is on the patentee to establish that the reason for the amendment was unrelated to patentability”
Does not have to be made in response to a rejection, the patentee may preempt the examiner and narrow claims
Avoid prior art, Enablement, Double patenting, Obviousness, Etc
If (a) and (b) met, rebuttable presumption is raised that patentee has surrendered all equivalents as to that limitation unless the equivalent was unforeseeable, bore a tangential relationship, or some other reason (Festo 2002)
Rebutting the presumption by unforeseeability	Comment by Craig Crockett: If infringer obtains a patent on the proposed equivalent prior to the amendment, it is harder to prove it was foreseeable or unforeseeable?
Question of law, Judge
Test = whether the equivalent was foreseeable to a PHOSITA at time of amendment
PHOSITA merely has to know about the equivalent, not that it would work in the invention (i.e. function/way/result standard for foreseeability is rejected)
Festo, p. 452: Prior art rejection based on non-magnetic sleeve, so patentee changes “sleeve” to “sleeve of magnetizable material”; a PHOSITA at time of amendment knows of non-magnetizable materials used for sleeves; aluminum is non-magnetic material, so it is disclaimed by patentee  not equivalent; therefore, aluminum is foreseeable; infringing device uses aluminum, so this claim limitation is not met under DOE
“inferiority does not equate with unforeseeability”
Does not matter that it was not foreseeable non-magnetizable materials, including, aluminum would work; all that matters is that a PHOSITA would have known non-magnetizable materials could be used to make a sleeve
Practicing the Prior Art – only applies when DOE is an issue “if covers Δ product, would cover prior art as well”)
Question of law (de novo review)
Patentee has burden to show the practicing equivalent device does not encroach prior art
Draft hypo claim to literally cover accused product; if the hypo claim covers prior art, then DOE cannot reach the accused product because it practices the prior art
Presumption validity does not come into play – the patentee’s claims are presumptively valid; here the focus is on the equivalents
Wilson, p. 467 - Accused product = do not overlap great circles by more than 13%; Prior art = Uniroyal balls overlap by 12%; The accused product practices the prior art; Accused product is not equivalent
It is possible that there is no infringement of independent claim (broad) but infringement under DOE of dependent claim (narrow) because the dependent claim will have some limitation that will save it
Unclaimed Disclosures in Specification Dedicated to the Public
Johnson & Johnson, p. 478 – any equivalents disclosed in the specification but not claimed are dedicated to the public domain
All Advantages Rule
Prior Use Rights
Proving Invalidity (Chapter 11) 
Validity: invention is within statutory subject matter, useful, novel, and nonobivous
Formal requirements: best mode, enabled, written description
Overcoming Presumption of Validity 
Presto, p. 228 – party claiming invalidity has burden to overcome presumption validity
Claim by claim – must knock out each claim individually; look for arguments that could apply to multiple claims otherwise jury will lose focus
“The American Hoist Deference” – if PTO examines the piece of prior art, then deference that it does not invalidate the patent; if PTO did not examine the piece of prior art, then PTO not owed deference 
Prior art not previously considered by the PTO is the best evidence to overcome the presumption
Look in patent itself and references within references, prosecution history, other litigations involving the patent, TECHNICAL EXPERT can likely identify prior art, foreign filings, patent search firm, trade journals, employees, competitors, THE CLIENT WILL KNOW THE PRIOR ART, authors of prior art, grant applications, regulatory filings, if prior use or sale then hire an investigator
Admitting evidence
Inventor – ask how came up with invention
Prior art – get into evidence through your expert or through the author of the prior art; if experiment, an expert can testify to running tests to show the prior art is enabling
Prior use or sale – get into evidence through fact witnesses
Obvious – get into evidence through experts and fact witnesses
Commercial success, long felt need, state of the art
E.g. patented drug – get a fact witness testify how sick they were until they took this drug
Limitations: recall chapter 2, licensee or licensor estoppel - 
§ 101 validity attacks: Patentable Subject Matter & Utility
Subject Matter Standard: anything under sun made by man (Diamond); software is patentable (State Street); machine or transformation to be patentable (In re Bilski), leaves software patentability in question so it remains patentable under State Street 
Process, machine, manufacture, composition of matter, or improvement thereof
Laws of nature, physical phenomena, and abstract ideas are not patentable
Usefulness Standard: must be known usefulness when file (e.g. cannot patent a gene unless known utility)
§ 102 validity attacks: Anticipation 
Question of law based on underlying facts
Anticipation = every claim limitation is in a single piece of enabling prior art
Finding the prior art: see above
Enabling: Have expert do experimentation and present it to the jury
Anything disclosed in a US patent is presumed to be enabling, even if it is not within the claims (if it’s in the written description, it’s enabling)
Types of prior art: publicly known or used by others before invention
Presumed invention date is filing date unless patentee can prove earlier date
Public: who saw it, what did they understand, were there confidentiality obligations
Two steps
Construe claims
Apply properly construed claims to single piece of prior art
Every claim limitation must be in the prior art	Comment by Craig Crockett: What is the difference between practicing the prior art and anticipation?
Genus/species – species anticipates genus, but genus does not necessarily anticipate species if the species has significant and unpredictable advantages from members of the genus
Types of anticipation
§ 102(a), Known or used by others in the US before invention date (“first to invent”)
Recall invention date is filing date unless patentee proves o/w (conceive + reduce to practice)
Public element to this: # observers, inventor’s intent, # uses, NDAs
§ 102(a), (b), Described in a patent or printed publication anywhere in the world before invention or more than 1 year prior to filing
Publicly accessible if person of ordinary skill in the art exercising reasonable diligence can find it and recognize / comprehend it w/o need for further experimentation
An enabling figure for “ground thawing” in Canadian patent file wrapper, though not in published patent, is printed publication (the issued patent offered a “road map” that would lead someone to pull the entire file) (Bruckelmyer, p. 510)
§ 102(b), In public use or on sale in the US more than 1 year prior to filing
On sale
Subject of a commercial offer for sale, AND
Ready for patenting
Reduction to practice ,OR
Prepared drawings or other descriptions sufficient to enable a PHOSITA to practice the invention
Pfaff, p. 519: sending drawings to TI was sufficient
Offering to sell the patent rights or a license does not trigger
§ 102(d), inventor filed a foreign patent application more than 1 yr prior to US filing, and the foreign patent eventually issues (rare)
§ 102(e), invention disclosed in a prior US published patent application (patent does not have to issue)
Patentee can antedate the prior filing by showing an earlier date of invention
Potential infringer can find the prior applicant and try to locate evidence of earlier disclosure or invention by that party
§ 102(f), derivations (not very common)
Previously conceived by another
Complete conception communicated to the patentee (can be secret – no public disclosure requirement )
Not very useful tool for potential infringer since the patent can simply be corrected – once get the correct inventor on the patent, it is going to be in force, then you are simply going to have to deal with that party – of course, if you are on good terms with them, then you might be able to get a more favorable deal
§ 102(g)(2), invention was made in the US by another who has not abandoned, suppressed, or concealed
First to reduce to practice wins unless first to conceive shows reasonable diligence 
If invent abroad, the US component is not satisfied until the invention reaches the US
Sending a draft application to somebody in the US is enough to satisfy this
§ 102(g)(1), during an interference, it is shown that invention was made anywhere in the world by another who has not abandoned, suppressed, or concealed
Unlike (g)(2), during an interference, activities abroad can be used to show the applicant is not entitled to a patent
§ 103 validity attacks: Obviousness
Graham test
Scope and content of prior art (102(a), (b), (e), (g))
Cannot rely on inherency for obviousness
Big issue is whether you can combine the key references
Cannot use hindsight
Can use analogous arts’ prior art, but not unrelated arts
Teaching away indicates non-obviousness
Differences between prior art and claims at issue
Make a claim chart, just like for infringement and anticipation
Level of ordinary skill in the art
Education of inventor and those in the field, problems in the art, prior art solutions to those problems, rapidity innovations being made in the art, sophistication of technology
PHOSITA knows all the prior art
Patentee wants PHOSITA to have low skill
Opposite is true for § 112 – want PHOSITA to be skilled because it is easier for a person with high skill to fill in the gaps
Need to be careful when arguing what the PHOSITA level is – consider both § 103 and § 112
Objective or secondary considerations
Commercial success (indicates public acceptance), 
For commercial success, must show a nexus between the success and the patented invention
E.g. it had to be sold in conjunction with iPods when iPods became popular, or there was a huge marketing campaign for the invention
long felt need (indicates others couldn’t do it), 
failure others (others actually failed), 
licensing (indicates industry acceptance), 
copying by accused infringer (GREAT evidence – lab notebooks, regulatory submissions, deposing people developing the infringing product), 
unexpected results, 
skepticism by others in the field
KSR considerations
Obvious to try is now a factor; A person of ordinary skill in the art is also a person of ordinary creativity, not an automaton
Obvious to try works better with predictable technologies, probably something like mechanical engineering in KSR
Where reference not cited to PTO, presumption validity much diminished
Does not matter that prior art had diff goal or trying to solve diff problem than patentee
TSM is valid but not sole test
§112 validity attacks: Specification Inadequate
Best Mode
Enablement: PHOSITA can practice w/o undue experimentation
Factors to determine if experimentation is undue
quantity exper. necessary; guidance presented; working examples; nature invention; state of prior art; relative skill of those in the art; predictability of the art; breadth of the claims
Expert is critical to establish what the art is and the level of skill;also must tell the jury whether experimentation undue; good to have expert run experiments and report results to jury
In re Wands, p. 571: Patentee was successful in 4 out of 9 experiments – not undue. PTO was wrong to consider 4 out of 137 because the remaining experiments were not tested to see if they worked – those cell lines were frozen. FAVORS APPLICANT; Considerable disclosure of patented steps. FAVORS APPLICANT; Deposited a working example with the ATCC. FAVORS APPLICANT; Nature of hybridomas requires screening and some experimentation.  FAVORS APPLICANT; Applicant offered no evidence of state of prior art: what is undue experimentation for hybridoma screening – are 9 experiments too much?  Applicant should have offered evidence of this. DISFAVORS APPLICANT; High skill in the art. FAVORS APPLICANT; Higher skill in art, less disclosure will be required and more experimentation permissible; 
Depositing tissue samples with ATCC sufficient but not necessary to satisfy enablement
Written Description: must cover the breadth of the claim
E.g. written description discusses rat only, but claim covers all species, then written description is insufficient and therefore claim invalid
Definiteness: recall, must raise indefinite argument during Markman, b/c once judge assigns meaning, the words now have definite meaning
Either meaning of the claim or application of the claim can be indefinite
Glycosylation – if there can be several types of glycosylation, then unclear to potential infringer when infringing
Remedy – claim is invalid as against any potential infringer
Proving Unenforceability (Chapter 12) 
Inequitable Conduct – must be pled specifically, like fraud; patentee should request bifurcation
Judges typically bifurcate intent, but not materiality
Burden on challenging party to prove with clear and convincing evidence (reviewed for clear error) – bring in evidence during accused infringer’s case-in-chief
Types of inequitable conduct
Affirmative misrepresentation of material fact
Failure to disclose material information [MOST COMMON TYPE]
Submission of false information
Test: 
Materiality of the prior art – a reasonable examiner would consider it important
Common defense to materiality is that the reference was cumulative
It is not whether the reference would not actually lead to rejection; how examiner treats the reference upon reexamination once receives the reference is probative but not determinative
Mollins, p. 598: even though examiner considered reference upon reexamination, Fed Cir says reference was not merely cumulative; in foreign prosecution, patentee stated it was the most relevant prior art; intent inferred from circumstances
If examiner considers the prior art during prosecution, it does not matter if it was not disclosed by the patentee  not material
Knowledge chargeable to applicant of the prior art and its materiality
Failure to disclose the prior art
Intent to deceive (gross negligence insufficient – see Kingsdown)
Typical witness is the prosecuting attorney (tough witness)
Knowledge of prior art, failure to disclose; Evidence inventor believes it is not patentable; Falsifying data; False affidavits; Failure to disclose possible prior use or sale; Any type of potential bias; Burying a piece of prior art in the records could lead to inequitable conduct, but not always
During reexamination, if there is ongoing litigation, the patentee will disclose all litigation documents to the PTO to make sure they are not accused of failure to disclose
During litigation of a family of patents – if related patents are still pending while litigation of related patent, need to be careful to disclose required materials to PTO
Kingsdown, p. 607: no intent found where prosecuting attorney copied a rejected claim instead of the amended / allowed claim  ministerial mistake, easy to overlook
Patentee should always argue good faith: “We thought it was experimental use, not public use”
Balance between material and intent – high showing of one requires lesser showing of the other
Inequitable conduct in one patent may invalidate related patents if the conduct relates to separate patents (e.g. overcoming prior art, or not referencing, leads to several patents) – very rare to see this – “immediate and necessary relation” is the test
Remedy – entire patent is unenforceable as against all (CANNOT BE CURED)
Patent Misuse, § 271: affirmative defense to infringement, clear and convincing, can be cured
It is NOT misuse to:
Derive revenue, license, seek to enforce patent rights, refuse to license, refuse to use, condition the sale on purchase of another license purchase or product purchase
Test for patent misuse: patentee has impermissively broadened the physical or temporal scope of the patent grant with anticompetitive effects
Rule of reason analysis: is it an unreasonable restraint on competition
Examples of patent misuse
Trying to enforce an invalid patent – 
e.g. patentee loses on inequitable conduct, then sends cease and desist letters to others;
e.g. alleged infringer brings critical prior art to inventor showing invalid, patentee quickly settles to hush it up and proceeds to sue others
Trying to require payment for post-patent term royalties 
Where royalties are calculated years later, not misuse – e.g. license right to manufacture, but sold until much later – can collect on the license after patent term
Trying to require pre-patent royalties if amount does not change
Tying the patented product to a separate non-patented product
Mandatory package licensing – require buyer to purchase license for two patents to get rights to either one
Price restraints
Covenants not to deal
Royalties based on total sales of a company even if all sales from that company are not infringing 
E.g. patentee demands royalties for all sales while the patent covers only method of treatment for a particular ailment
Cure: amend the license agreement, etc
Braun, p. 639: not per se misuse to place restrictions on license; license specifically limited rights, so no patent exhaustion
Remedy: unenforceable patent (until misuse cured), NO DAMAGES since this is a defense, need to show a substantive claim for damages
Laches 
Laches test: preponderance standard
Unreasonable and inexcusable delay in bringing suit
Excusable delay examples: involved in other litigation, negotiations with Δ, poverty or illness, wartime conditions, extent of infringement (as in this case, only $300/mos. worth of infringement – may not justify cost of lawsuit), dispute over ownership
Material prejudice Δ suffers as a result of delay
Evidentiary prejudice
Loss of records, prototypes, death of witnesses, or unreliability of memories
Economic prejudice (investment)
Building facilities to practice the art during the laches period
If built the facilities prior to laches period, then it is not relevant b/c not prejudiced by the π delay
Could have filed bankruptcy instead (????)
Δ conduct
Δ conduct is relevant: if Δ copied, then works against alleged infringer
Unclean hands
He who seeks equity must do equity
Presumption of laches
After 6 yrs from patentee knew or should have known of infringement, rebuttable presumption of laches
Burden of production on patentee to produce evidence to rebut the presumption
NOTE: Burden of proof is always on Δ to prove laches, that does not shift (district court erred on this point)
Auckerman, p. 638: patentee came forward with some evidence that it was involved in other litigation and that Δ conduct changed during the laches period (Δ began using the device MUCH more than it had previously told π), enough to defeat summary judgment
Δ may learn of other litigation from other sources – patentee does not have to give notice of litigation if Δ learned of it
Remedy for laches
Damages prior to suit are barred, but future damages are still possible
Only applies to particular Δ and parties in privity; can still assert past damages against third parties (unlike inequitable conduct)
Equitable estoppel 
Test
Misleading conduct or communication led Δ to believe patentee would not enforce patent against Δ
Δ relied on patentee’s conduct
Δ would be material prejudiced
Remedy for equitable estoppel
Damages, past and future, barred
Just like laches, only applies to particular Δ; can still assert past damages against third parties (unlike inequitable conduct)
Auckerman: at MSJ stage, unreasonable to infer patentee meant to abandon patent rights against Δ for all time considering Δ stated it’s activities would amount to only a $200-300 license; at most patentee waived an infringement claim for $300 / year
Compare Laches and equitable estoppel
Laches bars damages prior to suit; equitable estoppel bars all claims against that party
There is no presumption after six years for equitable estoppel
If patentee has a reason for the delay, notice must be given to avoid equitable estoppel, but notice is not required to avoid laches
SoL for patent case = 6 yrs
Injunctive Relief (Chapter 13)
Injunctions dissuade R&D in crowded areas; encourage R&D in undeveloped areas
Weak patent remedies encourage litigation over licensing
Grant of injunction is discretionary; reviewed for abuse of discretion
TRO – π usually don’t bother with these; use preliminary injunction instead
Preliminary Injunctions
Reasonable likelihood success on the merits (Robertson)
General Considerations: 
party carrying burden at trial; 
patent’s litigation history
prevail over prior invalidity challenges – were same references at issue?
prevail in infringement over similar products?
Validity is an issue: reasonable likelihood patent is not invalid
Robertson – in prior case same references raised and patentee prevailed; litigation history is relevant here
Patentee: affidavits from inventor, employees, expert, lab notebooks, photos, commercial success – the only thing patentee should not be prepared for are Δ prior art references
Infringement is an issue: reasonable likelihood infringed by preponderance evidence
Robertson – no error in claim construction
Patentee: test product, claim charts, expert declaration describing how product reads on claims, brochures, advertisements, publications, etc
Irreparable harm if relief is not granted
Considerations: expert declaration describing market impact (job loss, market share loss); little patent term left or product has short life cycle (fad product); infringer cannot pay damages (bankrupt)
Defenses to irreparable harm: π delay filing suit or requesting preliminary injunction after filing complaint, non-exclusive licensing activity by patentee, not in direct competition, ability to pay damages, non-infringing substitutes, patent owner previously offered Δ a license, Δ will be ceasing infringing activities, patentee has a small market share
UNLIKELY PRESUMPTION OF IRREPARABLE HARM IF STRONG SUCCESS MERITS after eBay 
Balance hardships favors granting injunction
Considerations: willful infringement; similar evidence to irreparable harm; temporary nature of preliminary injunction; size of company
Patentee: erosion market share, Δ only recently began infringing activity, invested heavily in the patent
Impact of the injunction on the public interest
Considerations: public health & safety (medicine availability, sewage treatment); exclusivity to patent holders and industry
This will usually come out equal
If Δ loses, can file for a stay pending appeal
Permanent Injunctions (eBay)
Notes: incorrect to say non-practicing entities are not entitled to an injunction; also incorrect to say permanent injunctions should issue wherever patentee prevails except in rare cases
Kennedy concurrence: if only a small component or business method, maybe permanent injunction should not issue
Roberts concurrence: “a page of history is worth a volume of logic” – permanent injunction should issue
Irreparable Injury – Same as above; unlikely to be a presumption of irreparable harm anymore
Inadequate Remedies at Law – Same as above
Balance hardships Favor Grant Injunction – Same as above, but now “temporary nature of the injunction” is not a factor
Public Interest Favors Granting Injunction – Same as above
Drafting the Injunction
Must be narrowly tailored
Make sure to include all parties in privity or acting in concert with Δ 
Can only enjoin activities within the US
Post-eBay: FTC discussion
PI granted 69% of time, whereas it used to be in mid-90s
For patentee relying on issuing licenses, eBay is bad 
For patentee wanting to exclude others (think practicing biotech patent), eBay is bad
For patentee threatened by non-practicing entities, eBay is good
Pharma/Bio: ability to obtain injunction provides security for large capital investments
Problem after eBay: no predictability of when injunction will issue; discourages investment
Unnecessary to limit the remedy (injunction) – need to attack from the front end, ensure only strong patents issue
Tech: eBay now allows Δ to consider merits, not just settling to avoid meritless injunction; even though less predictable, bargaining power increased; non-practicing entities still can win, but they are just going to get less
Academia: since universities are non-practicing entities, after eBay they will not get an injunction (though court discusses possible exception)
Small biotech: same concerns as academia since often many years away from FDA approval
Licensees: the injunction is the security interest in purchasing the license; if no injunctions, others can infringe, so why buy the license
The PI test
Irrep Harm: what factors should be considered?
Marketplace damages – money cannot replace customer relations, reputation, product portfolio, price erosion, exclusivity, ability to control licensing
Problem: we are talking about companies with the sole motivation of making money, so how can harm be irreparable? 
Every company (especially publicly traded) has a price. Maybe we need to make the infringer “buy the company”, but reality says this is unrealistic and at a certain point we need to say “irreparable”.  Drawing the line is unclear.
Balance hardships: 
Address holdup here?
holdup: patentee making assertion of infringement after significant capital investment by alleged infringer, with the patent often of dubious quality and often procured after the alleged infringer’s activities, where switching costs outweigh earlier value of the patent or license; a recreational activity of a patent troll; legitimate request to respect a patent by someone we don’t like
Important factor is whether alleged infringer can remove the infringing technology
Sunset provision – give infringer time to come up with alternative
If there is no design around, then perhaps injunction more warranted b/c the patented technology is really something of value
Inadvertence as a factor?
No, deal with that in willfulness – here we are looking at a trespass upon a property right, so intent should not matter
Public interest:
Health & Safety – e.g. infringing product is the only product that can help patients
Strong Patent System
Encourage Investment & Innovation
Should not consider monetary savings to public since the public already bargained for disclosure in exchange for exclusivity
Damages (Chapter 14)
Prevailing Patentee Has A Right to Damages
Mandatory: the court shall award claimant damages adequate to compensate for the infringement, but in no event less than a reasonable royalty . . . interests and costs
SoL: no recovery shall be had for any infringement committed more than six years prior to the filing of the complaint or counterclaim
Damages are question of law, reviewed de novo 
Damages calculation are question of fact, reviewed for clear error
Damages can include: compensatory damages for lost profits or reasonable royalties, punitive damages for willful infringement, attorney fees, interest and costs
Calculating Patent Damages: lost profits or reasonable royalties?
Lost Profits – Panduit “But For” Test
Patentee is entitled to lost profits if but for infringement, patentee would have made sales and earned particular profit
Panduit test: (1) demand patented product, (2) absence acceptable non-infringing substitutes, (3) manufacturing and marketing capability to exploit the demand, (4) amount profit would have been made “but for” infringement (i.e. sales)
Rite-Hite test: a patentee may receive lost profits for lost sales of devices that were in competition with infringing goods so long as those sales are reasonably foreseeable even if the devices were not covered by the patent-in-suit
Only other product was covered by another of π patent, so it was not an acceptable substitute 
Foreseeable: Δ designed the dock leveler to compete
Reasonable Royalties – the statutory minimum; should consider amount a licensee would be willing to pay and the amount a patent owner would demand for the license
If patentee can only prove it would have made some sales, then argue for reasonable royalties for remaining sales (Rite-Hite patentee)
Calculation based on Georgia-Pacific factors:
Established royalty: license fees paid by others for patent-in-suit or comparable patents
Licenses outside of US not relevant if not a competitive situation, just trying to establish business connections
License from inventor not relevant if at that time the invention was not commercially established
Comparable patents: rates licensee paid for comparable patents
Nature and scope of licenses: exclusive / non-exclusive, restricted / unrestricted
No restrictions – infringer was selling all over US
Willingness to license: licensor’s policy and marketing of maintaining patent monopoly or granting licenses designed to preserve the monopoly
Patentee maintained monopoly, did not license
Commercial relationship: competitors in same business and territorial areas, inventor / promoter
Strong competitors – two biggest players
Derivative and convoyed sales: how patented sales effect sales of other products
Duration of patent and term of license (shorter term lowers rate)
Only 4 yrs remained, but this allowed infringer to get a head start and infringement began at height of product’s success
Commercial success: established profitability and commercial success of patented product
Strong sales, very profitable – Δ expert said they got into the business b/c it was so profitable
Utility and advantages (over non-infringing products)
Consumers preferred
Nature of invention: character of commercial embodiment by licensor, benefits to users
Higher market than other products, priced higher, consumers preferred this product
Infringer’s use: extent and value of infringer’s use
Infringer used it just as patentee did
Customary fees: portion of profit / selling price customarily charged in the [comparable] business to allow use of the [comparable] invention
High profit (higher royalty)
Patent’s contribution to infringing product: profit credited to invention as distinguished from non-patented elements, manufacturing process, business risk, significant improvements by infringer
Entirely allocable to the patent – the design element is inherent in practicing the patent
Expert testimony
USP’s expert says $50 minimum
Reasonable negotiations at time of infringement: amount reasonable licensor and licensee would have agreed upon at the time of infringement
Licensor would have demanded high license fees; Licensee would have paid high royalty because easy start up and stood to still make large profit
Consider bargaining power of the parties
Damages enhanced if willful infringement
Entire market rule: patentee can recover lost profits or reasonable royalty for sales of unpatented components sold with the patented device when the patent related feature is the basis for customer demand
Typically part of the same machine or apparatus, comprising a single functional unit
Manufacture of paper rolls
Patentee cannot recover lost profits for components with no functional relationship to the patented device, and it is sold together only as a matter of convenience 
Convoy sales / Derivative Sales – whether patentee can anticipate sale of such unpatented components as well as the patented ones with reasonable probability 
Must be functionally related to have a “reasonable probability” argument (Rite-Hite)
Convoy – sales patentee would have made simultaneously, such as accessories
Patented paper rewinder sold with unpatented components used to manufacturing paper rolls
Dock leveler bridging gap b/t dock and truck does not function with patented vehicle restraint securing truck to the dock; sold together as mere convenience
Derivative – sales patentee would have subsequently made, such as replacement parts
Expert: costs, availability of competing products, licensing arrangements, manufacturing capability, price fluctuations, demand for patented product, motivations for price cutting
Enhanced Damages 
Willfulness: 
Court may increase damages 3X 
Discretionary – even if willful infringement, court does not have to award; reviewed for ause of discretion 
Requires at least recklessness by clear and convincing evidence
Infringer acts despite objectively high likelihood acts constitute infringement, AND
The objectively high risk was either known or so obvious that it should have been known to the accused infringer
Infringer must have at least known of the patent (infringer researched it, patentee sent a letter, copying)
Best defense to willfulness is reasonable reliance on opinion of counsel
Need to make sure the opinion is relevant to the case – e.g., if counsel says patent invalid b/c not enabled, then judge determines it was enabled on MSJ, that opinion is worthless
Attorney Fees (Beckman)
Court may award reasonable attorney fees to prevailing party if exceptional case
Exceptional – factual finding based on clear and convincing evidence; reviewed for clear error
willful infringement, inequitable conduct, litigation misconduct (e.g. violating injunction), vexatious or unjustified litigation (e.g. series of tenuous claims, defenses, and discovery abuses), frivolous lawsuit
Beckman – 
violated injunction (court determines terms were clear)
vexatious litigation through series of bad defenses and discovery disputes
Amount of fees – amounts are factual finding based on clear and convincing; reviewed for clear error
if willful infringement, entire attorney fees related to suit might be more justified b/c willfulness covers greater scope of bad conduct; if based on litigation activities, attorney fees award should be limited to attorney fees related to those activities
19 yrs of litigation misconduct throughout the case  entire fees justified
O/w award only fees related to the misconduct
Can also include $40/day for expert and consultants  fees
Reasonable fees – court can use actual fees or set its own numbers based on factors
Prevailing party – 
Unless willful infringement, grant attorney fees only to the extend a party prevailed
Win on 2 claims of infringement but lose on 3 others  should receive lesser amount (Beckman)
Discretionary – even if exceptional, court does not have to award; reviewed for abuse of discretion
Marking – 
Notice – focus on patentee’s actions, NOT infringer’s knowledge
To collect damages, patentee must mark product with “pat.” and the number, or if not possible then the packaging
If the product is not marked, patentee cannot recover damages for infringement except from the time the infringer was on actual notice
Filing a complaint for infringement puts Δ on notice
CAREFUL: watch out for standing – patentee that assigns rights has no standing to enforce the patent anymore, fails to put Δ on notice unless assignee was also party to the suit (Lans)
Sending letter puts potential infringer on notice
CAREFUL: this can trigger DJ jurisdiction
CAREFUL: letter must be sent by whomever owns the rights to the patent – if patentee assigns rights to his own company, patentee has no right to enforce the patent anymore, so a letter from the patentee fails to put Δ on notice (Lans)
American Medical Systems
Patentee delays in marking all its products after the patent issues – there was sporadic marking for a few months
AMS began shipping marked products on 10/15/1986; can recover from this time, as opposed to from the time of filing the lawsuit (actual notice) on 10/28/1987
Method claims – typically cannot mark method claims so the marking statute does not apply, but here the method was very related to the device – where the patent covers method and apparatus, must be marked to the extent there is a tangible product
No pre-issuance damages, Presto, p. 231
Jury Instructions, Special Verdicts, Post-Trial Motions, and Final Judgments (Chapter 15)
Special Verdicts and Jury Instructions
Considerations
Usually best to start with particular judge’s prior instructions from other cases, then model jury instructions and tailor them from there
Use party names and product names, not “patentee” “licensee” “a product”
Make sure burden of proof is in the form
Need to get the law right and make it understandable – avoid jargon
“The American Hoist Deference” – if PTO examines the piece of prior art, then deference that it does not invalidate the patent; if PTO did not examine the piece of prior art, then PTO not owed deference
Incorrect jury instruction: “If . . . prior art references . . .more pertinent than the art utilized by the examiner . . then the presumption of validity disappears as to the issue of obviousness and the plaintiff has the burden of proof . . .”
Must be helpful to the jury
Jury instruction stating fraud on the PTO is fraudulently withholds any information or makes fraudulent representations which are false is NOT HELPFUL
Must stay within jury’s role
In American Hoist, jury came back with verdict of obviousness (judge’s role), and then judge came up with statement of facts (jury’s role)
The judge had no findings upon which to rely on the obviousness legal issue
Benefits of special verdict forms
Special verdict forms are better for the prevailing party – easier to hold up on appeal
Infringers prefer very detailed forms on infringement – on appeal their argument becomes much more focused
Patentees prefer detailed forms on validity – does not have to prove not invalid for everything, only for whatever jury found it was invalid for
APPEAL: must object during trial, not two months before, and propose the proper instruction to preserve for appeal
Reviewed for prejudicial error, clearly misleading the jury
Post-Trial Motions
JMOL
Party is entitled to judgment as a matter of law if there is “no legally sufficient basis for a jury to find for that party on that issue”
View evidence least favorable to the moving party
When make JMOL motion?
Before deliberations
After opponent’s case-in-chief [used to be called “directed verdict”]
Before case goes to jury 
If previously denied motion, then the party may renew the motion after judgment
Written motion with much more detail 
Used to be called “judgment not withstanding the verdict” (JNOV)
Must move for JNOV at close of case-in-chief or before go to jury, o/w cannot renew the JNOV later after judgment entered (Delta-X)
In Delta-X, Δ did not move for JNOV before judgment, but did after judgment – it was clear error to grant JNOV
Since the JNOV regarded willfulness, resulting in enhanced damages, and granting enhanced damages is discretionary, it was harmless error (i.e. w/o abuse of discretion, π was not going to get these anyways even if court did not entertain Δ’s JNOV motion after judgment)
Final Judgments: Issue and Claim Preclusion
Final judgment on the merits where the issue was essential to the judgment; 
Prior judgment must be final
If settled after claim construction, then nothing from the case is collateral estoppel, including the claim construction ruling
Actually litigated
Litigants that were a party and had a full and fair opportunity to litigate the issue can be collaterally estopped
Non-mutual defensive collateral estoppel: patent holders are precluded from re-litigating the validity of a patent against other accused infringers (i.e. new Δs, thus non-mutual) once the patent has been declared invalid in a prior action (Blonder-Tongue)
Exception: court failed to grasp the technical details or patentee previously did not have access to a witness or evidence
Non-mutual offensive collateral estoppel: new plaintiff in a subsequent suit wants to assert a final judgment on an issue against the defendant from the first suit
Example where this will NOT be allowed:
First action, patent declared valid
Second action with diff. Δ, patentee tries to use collateral estoppel to say patent valid  cannot do this b/c no mutuality, no opp. to litigate
The first action still might be relevant though as long as not prejudicial under 403 balancing; get into evidence through expert
If judgment was result of default or sanction, the issue was not actually litigated
Transclean: first case, non-infringement could not be argued as a sanction for failure to answer interrogatories; since result of sanction, the Δ in second case CAN argue non-infringement 
As long as common issues, collateral estoppel can apply to related patents (Mycogen)
Validity: 
First case, ‘600 and ‘862 patents invalid under 102(g) (prior invention)
This case, the parent patent, ‘831, at issue: prior action is collateral estoppel for issue of whether Monsanto had reduced to practice first, but not for issue of whether Mycogen was first to conceive and diligent and reducing THIS PATENT to practice
Claim Construction: construction from a related patent can be collateral estoppel in present case; claims must be consistently construed for a family of patents
Reduction to practice: prior case showed Monsanto reduced the 4-step process to practice on September 9, 1988, which necessarily means Monsanto reduced the first two steps (the current patent at issue) to practice by at least September 9, 1988
Diligence in reduction to practice: just b/c no diligence in practicing the four step claim does not necessarily mean not diligent in getting the first two steps
Privity
Litigants not a party or in privity with a party to the prior action cannot be collaterally estopped
Privity = parties so closely related and interests so nearly identical that it is fair to trat them as the same parties
Litigation interests is important; control over prior litigation; related companies
Manufacturers are normally not in privity with purchasers who merely use the product, but if a party asserts privity, may be judicially estopped (Transclean)
Judicial Estoppel – later position clearly inconsistent with earlier position, party succeeded in persuading an earlier court to adopt the earlier position, and party asserting the inconsistent position would gain unfair advantage
Transclean: Transclean argued “privity” in district court and then “no privity” on appeal, the district court adopted the “privity” position, and Jiffy relied on “privity” in litigation and briefing arguments 
Useful tool after Markman hearings (claim construction) where party prevails and later tries to change position on claim construction or infringement 
Appeal (Chapter 16)
Fed Cir has exclusive jx over patent appeals
Procedures
Interlocutory appeals – seek district court permission
Must be filed w/in 10 days of the decision to be appealed
Will be heard if: (1) controlling question of law as to which there is (2) substantial ground for difference of opinion and an immediate appeal from the order may (3) materially advance the outcome
Typical interlocutory issues: SMJx, Discovery (waiver, privilege), Claim Construction (though one has never been accepted), Preliminary Injunction 
Appeal From Final Judgment – appeal as a matter of right directly to the circuit court
Must file notice of appeal within 30 days from the later of final judgment or orders on post-trial motions
After receive notice of appeal, must file any cross-appeals within 14 days – should always file cross-appeal if you lost any issue at trial
Must be filed after final judgment, o/w it would be an advisory opinion which is prohibited under Article III o the Constitution
Standards of Review on Appeal
De novo
Clearly erroneous
Substantial evidence
Abuse of discretion – decision was based on clear error of fact, an error of law, or a manifest error of judgment
Injunctions (preliminary, permanent), enhanced damages, any other equitable issues (laches, estoppel, inequitable conduct)
Questions fact decided by jury
Infringement, willfulness, materiality of reference for inequitable conduct, diligence, facts underlying obviousness, anticipation
Questions of law decided by judge
Claim construction, obviousness, grant/denial of MSJ or JMOL, prosecution history estoppel
Anticipation? Substantial evidence
Anticipation from bench trial? Clearly erroneous
Obviousness? De novo
Obviousness by jury? Not allowed – judge will have adopted the jury’s advisory decision and it will be reviewed de novo
Burden of Proof – always work this into appeal brief
If obviousness reviewed, Δ had burden at trial, Δ has burden on appeal as well
“Obviousness reviewed de novo on appeal, for which Δ bears burden of proof”

Exam: focus on the rules – this is litigation course, so will be making persuasive arguments
A. Patent cases in state court: Avoid federal court by bringing state law claim in state court
1. Lear – π brought breach of contract claim (failure to pay royalties), Δ raises invalidity
B. If take an assignment, the assignee and assignor may be estopped from challenging validity
C. MedImmune – If offer a license, may be hit with a DJ action; if offered a license, may file a DJ action
D. American Technical Machinery – individual employee may be held liable for company’s infringement 
1. If corporate officer exceeds duties and deliberately organizes activities with intent to infringe
E. If π files DJ, infringement counterclaim is compulsory and waived if not raised (Vivid, p. 147)
F. To preclude evidence or testimony, file motion in limine (Bausch & Lomb, p. 209, move to preclude patent law expert testimony regarding patent law)
G. 7th A right to jury trial, Markman, p. 251
1. Historical: right in 1791 at founding?
(a) Right to jury trial in patent cases? Yes
(b) Right to claim construction? No claims in patents at this time, so this is uninformative
(c) Necessary to preserve substantive right? No
2. Precedent:
(a) Juries have construed claims since 1791? No evidence of this
3. Relative interpretive skills of judge and jury
(a) Which judicial actor is better situated to decide the issue? Judges better at this, do this all the time; although credibility is best suited for jury, credibility is a minor issue for construction; the intrinsic record controls, not extrinsic expert testimony
4. Policy considerations
(a) Judge deciding issue would likely lead to uniformity – while preclusion would not apply against  a new party in a different lawsuit, the judge in the new lawsuit is likely to follow the previous court’s decision
(i) Certainty allows others to build near the technology risking infringement
H. PHOSITA
1. The definition must include the inventor, look at literature, how an expert would define
(a) If high skill PHOSITA standard, easy to show specification (§112) is met
(b) If low skill PHOSITA standard, easy to avoid obviousness (§ 103) argument
2. Determine your vulnerability at the beginning of the case – then craft PHOSITA to help strengthen your weakness
3. PHOSITA factors:
(a) Inventor’s education; education of those in the art; types of problems encountered in the art; prior art solutions to the problems; how rapidly the art advances; sophistication of the technology
I. Indefiniteness: best time to raise is during Markman; word must have had meaning when application filed
J. § 112 Validity: Phillips
1. Construe baffle narrowly to preserve validity of the claim?
(a) No – this maxim applies only where claims are ambiguous after looking to the intrinsic record, but here the claims are not ambiguous
(b) BUT: Great way to begin educating the judge about § 112 validity arguments even though you know you will lose the argument
K. Lockhead case
1. Court determines function of the limitation
(a) Trial court said function was “rotating said wheel”; FC says trial court read too broadly, proper function is read between the “means for” and “whereby” clauses, and here that includes “rotating said wheel . . . which varies sinusoidally”
2. Court determines meaning of the words
(a) Parties do not dispute
3. Court determines corresponding structure
(a) Parties do not dispute the structure
4. Because court says “varies sinusoidally” is a function of the limitation, now it MUST be in the accused device
(a) Parties agree the term requires passing through zero
(b) Accused device does not pass through zero
(c) Theory that not passing through zero is equivalent would vitiate the claim limitation
(d) Fine line between vitiating claim and DOE
L. Set up validity argument as squeezes – § 102, 103, and 112
1. Force patentee to make assertions to defend § 112 that will help prove 102, etc
2. Usually patentee has to make assertions to defend validity that will help defend one area but simultaneously hurt its defense in another area
3. Good idea to plead enablement and obviousness because it squeezes the patentee
M. NOTE FROMFTC VIDEO: after Festo DOE fails in court
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