Patent Law Outline – Petherbridge, Spring 2007
I. INTRODUCTION

A. Patent Law Generally
· Patent systems are state-imposed interruptions in the natural flow of the economy

· Patents are important organizers of economic activity, prominent in all areas of the economy (software, biz methods, pharmaceuticals, biotech)

· There is little information on the true costs and benefits of the increasingly expensive patent system (we don’t really know if the system actually works)

· Patent rights are more like property rights (land) than copyright or trademark. 

B. Historical Overview
· US Const (1789): Art I, sec. 8, cl. 8: “to promote the progress of science and useful arts, by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries.”

· Patent Act was enacted in 1790 and most recent re-write occurred in 1952.

· During 1920’s to ‘70’s the patent system was on the decline b/c of antitrust and fear of monopolies (patents hard to enforce in the courts).

C. The Patent System

· An ex parte correspondence between an applicant and the USPTO

· Applications remain secret (nowadays for at least 18 months)

· Continuation procedure: Patents issue about 85% of the time

· Appeals (BPAI (USPTO) then Federal Circuit)

· All appeals from admin litigation go to the fed circuit.

· Reexamination (ex parte; inter partes)

· If a patent is issued, anyone can file an app asking patent officer to reexamine the patent.  Reexaminations occur at discretion of director.  Usually, patent is still upheld (claim language may be altered though).

· Litigation in Federal Court; appeals to Federal Circuit

· Validity is triable, but Patents are presumed valid

· Declaratory J-ments are common (any may become more so after Medimmune)

· Dec J is where an anticipatory D asks the court to define their rights (this way you can settle the issue before an infringement occurs, can get a license).

D. Patent Statute – Title 35 of the USC
§100 – Definitions

§101 – Patentable Subject Matter and Utility

§102 – Novelty and Statutory Bars

§103 – Nonobviousness

§112 – Specification (Written Description, Enablement, Best Mode)

§115 – Oath of Applicant

§116 – Multiple Inventors
§271 - Infringement
E. Requirements of Patentability: Invention (1) is statutory subject matter, (2) is useful, (3) has a description that complies with §112, (4) is novel, (5) avoids the so-called statutory bars, (6) is nonobvious, (7) is made by the listed inventor(s).
II. ECONOMICS OF INNOVATION

A. Justification for Patent System
· There are 2 possible justifications: (1) Labor (Lockian idea that if someone uses their labor to invent something they deserve to own it) and (2) Utility (welfare maximization – patent system creates a net social good).  The US patent system is based on utility.

· Purpose of patent system is to optimize innovation by providing an incentive to invent (to get exclusive rights), disclose (to get the patent and tell others where they cannot go) and invest in R&D (otherwise the risky inventions wouldn’t happen, i.e. pharm and biotech).

· Efficiency: our system isn’t totally efficient b/c an irrational patentee could refuse to license rights and retard innovation.

B. Scope of Patent Rights
· The Const gives patentees the “exclusive right to their discoveries.”  This is the grant of a property right: a private right to exclude others that can be bought, sold, traded and divided.

· Broad Scope of Patent Rights: benefits patent holder and encourages innovation to be efficient b/c there would be one licenser so transaction costs would be lower.  Litigation costs may also be less b/c there’s less duplicative work.  Negatives are that there may be benefits in many people doing the same work (best stuff comes out the quickest), and the one patent holder could be lazy and not really use the patent efficiently.

· Patent law aimed at providing protection needed (e.g. increases in scope, term, and subject matter) in order to stay at the peak of the utility curve (i.e. optimizing social utility). 

III. PATENTABLE SUBJECT MATTER & UTILITY

A. Overview
· 35 USC § 101: Inventions Patentable: Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefore, subject to the conditions and requirements of this title.

· 35 USC § 100: Definitions: The term “invention” means invention or discovery.  The term “process” means process, art or method, and includes a new use of a known process, machine, manufacture, composition of matter or material.
B. Patentable Subject Matter
· Rule: You can pretty much get a patent on anything, except for (1) laws of nature, (2) physical phenomena, and (3) abstract ideas.

· Living organisms are patentable if the invention has changed the way they exist in nature.  The product of human ingenuity having a distinctive name, character and use.  Ex: genetically engineered mutant bacteria (Diamond, t66, n46).  However, mixture or combination of living things won’t be patentable if there is no real change in how these things behave from how they are in nature (Funk Bros., t104, n46).

· Purifications may be patentable if the inventor “has been the author of a valuable invention and has succeeded where the most experts have failed.”  (Parke-Davis, t97, n46). 

· Mathematical Algorithms won’t be patentable in the abstract (Gottschalk, t132, n47), but if it’s useful and made tangible somehow, it will be (Diamond, t142, n47; State Street, t156)

C. Utility
· Overview: utility requirement comes from §101 and §112.  There are 3 types of utility: (1) operable, (2) beneficial, and (3) practical (most important type).

· Operable Utility: deals with the concern the law has for whether an invention works (very low threshold).  The PTO has a list of things that aren’t feasible (ex: perpetual motion machine).  If your application is for such an invention, it will be rejected unless you can prove that you actually invented this thing and it works.

· Beneficial Utility: an invention is useful if it’s capable of providing some identifiable benefit.  

· Just because an invention is deceptive doesn’t mean it isn’t useful (ex: fake leather).  It would have to be unlawful (Juicy Whip, t219, n48).

· Practical Utility: deals with utility in chemical or biological inventions.  “A patent is not a hunting license.  It is not a reward for the search, but compensation for its successful conclusion.  A patent system must be related to the world of commerce rather than to the realm of philosophy.” (Brenner, t229, n48).
· If you can show that a chemical or whatever works in an animal model that will be sufficient to get a patent.  Don’t need to show that it works on humans first (In re Brana, n48)

· Modern Test: invention must have both substantial and specific utility (In re Fisher)

· Substantial: statement about the degree of utility (degree required is low but can’t be so de minimum as to be insubstantial)

· Specific: some connection between the claimed subject matter and some particular real world use.

IV. DISCLOSURE

A. Overview

· 35 USC § 112 (¶1): The Specification shall contain a (1) written description of the invention, and (2) of the manner and process of making and using it, in such full, clear concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the same and shall (3) set forth the best mode contemplated by the inventor of carrying out his invention.
· Requirements of § 112 (¶1) = (1) written description, (2) enablement, (3) best mode

B. Written Description
· Rule: Specification must convey to people of ordinary skill in the art, with reasonable clarity, that the inventor did in fact invent the thing claimed (i.e. was in “possession” of the claimed invention at the time the patent application was filed). (Q of fact, reviewed for clear error).
· Purpose: prevents people from overreaching, makes sure inventor invented the thing that’s claimed (authenticity or “possession”), teaching function (teaches the public), traditional function (to prevent new material from being claimed, to resolve disputes at the patent office w/ the dates of prior art), it’s a trap for the unwary (old patents that have weak written descriptions), economic purpose (further reduces the ability of the inventor to appropriate the social value of his invention).
· Vas-Cath v. Mahurkar (t303, n7): patentee wanted to claim the earlier priority date of his patent that only contained drawings for the current patent (to avoid invalidity by art that came out after that date).  The district ct said no b/c the patent didn’t contain a written description.  The federal circuit reversed and remanded and said that the district ct must determine if the diagrams were enough to satisfy the written description requirement.  Test: whether the drawings conveyed w/ reasonable clarity to those of ordinary skill that the patentee had in fact invented the thing recited in the claims.  
· Gentry Gallery v. Berkline (t315, n7): P sued D for infringement.  Ct invalidated P’s claims because they were too broad in light of the narrow written description.  “It is a truism that a claim need not be limited to a preferred embodiment.  However…the scope of the right to exclude may be limited by a narrow disclosure….claims may be no broader than the supporting disclosure, and therefore a narrow disclosure will limit claim breadth.”  Case suggests that you need to show more than one means to satisfy the written desc. req’mt.
· University of Rochester v. GD Searle (HD, n7): P’s claimed a method for figuring out which drugs effect good cox enzymes.  They claimed the method of doing that by testing chemical compounds in an assay.  However, they didn’t disclose a single description of what such a chemical is or an example of one that would satisfy the assay.  The ct said that the written desc must set forth enough detail to allow a POSITA to understand what is claimed and to recognize that the inventor invented what is claimed (sounds like enablement).
C. Enablement
· Rule: The specification must teach those of ordinary skill in the art how to make and use the invention without undue experimentation (objective test – Q of law, reviewed de novo).
· Wands Factors for Undue Experimentation: (1) quantity of experimentation necessary, (2) amount of direction or guidance presented, (3) presence or absence of working examples, (4) nature of the invention, (5) state of the prior art, (6) relative skill of those in the art, (7) predictability or unpredictability of the art, (8) breadth of the claims.
· Timing: enablement requirement must be met at the time the patent application is filed.
· Breadth of Claims: claim scope is determined at the time the claim is filed (not at the time the claims are infringed).  Generally, people find mechanical arts relatively simple, predictable pieces of art; thus, the court is more likely to find a broader array of claims enabled with these inventions.  You can’t change your first disclosure without changing your priority date, but you can change your claims all the time.  You can file a broad disclosure and file claims as you see others doing stuff that your spec arguably covers.
· Purpose: teach others how to make and use the invention, help others understand the scope of the claims (notice), limit scope of the claims that a person can make, proves inventor is claiming a real invention.
· The Incandescent Lamp Patent (t263, n5): patentees hold a patent for a light bulb using “carbonized fibrous or textile material.”  They claim Edison is infringing on their patent by using bamboo fiber.  The court said that patentee’s claims were invalid b/c they were too broad (Edison tested over 6000 such materials and found 1 or 2 that worked).  Therefore, patentee’s patent didn’t sufficiently tell others how to make and use the invention w/o undue experimentation.
· In re Wands (t280, n6): patent office rejected Wands’ claims for a process of conducting an immunoassay b/c they thought his method of making antibodies for the assay was too unpredictable (success rate 2.8%).  Thus, the PTO held that Wands’ patent required undue experimentation in order to enable his patent.  The court said that biotech was an unpredictable art, and 2.8% would not be undue for a POSITA in this field.  Take home: test for undue experimentation is specific to each art.  Experts on each side use factors to argue what the lawyers want them to say.
D. Best Mode
· Rule: Spec must set forth best mode contemplated by inventor in carrying out his invention.  
· Rule includes disclosing any unclaimed subject matter that is nevertheless necessary to practice the best mode of carrying out the claimed invention.  Don’t need to disclose routine details and don’t have to tell people how to make things really well.
· For the test, see Chemcast.
· Timing: must disclose the best mode at the time of filing the application (okay if better modes are discovered after filing).  If applicant forgets to disclose best mode, he will lose his priority filing date b/c he will have to file a new application (can’t amend specs after filing date but can amend claims - §132).
· Purpose: prevents the inventor from concealing the best way of practicing his invention.
· Randomex v. Scopus (t337, n8): The ct found that P did provide a best mode since they said the trade name and number of their preferred solution (to use in their disk cleaning invention) even though they listed several different solutions.  Solution isn’t claimed in the patent, but it’s needed to practice the invention.  Ct said that you don’t have to highlight which is your best mode (enough as long as it’s there).  
· Chemcast Corp. v. Arco (t343, n9): Ct invalidates P’s patent b/c of its failure to disclose the best mode (even though the patent was enabling).  2-Step Analysis: (1) When the inventor filed his patent application, did he know of a mode of practicing his claimed invention that he considered to be better than any other (subjective)? And (2) If yes, is the disclosure adequate to enable a POSITA to practice the best mode or has the inventor “concealed” his preferred mode from the public (objective)?
V. NOVELTY & STATUTORY BARS
A. Overview
· 35 USC § 102: “A person shall be entitled to a patent unless…”

· (a), (e), (g) ( novelty (a.k.a. who was the first inventor)
· (f) ( derivation

· (b), (c), (d) ( statutory bars (a.k.a. loss of right provisions)

· Purpose: Novelty encourages only new inventions (patenting everything would lead to a reduction in social value) and the statutory bars prevent inventors from sitting on their inventions for too long (can’t have invention available to the public and then get patent to take the invention back; it will unfairly extend the statutory period the inventor is entitled to profit from his patent).
B. Novelty
· §102: A person shall be entitled to a patent unless…
(a) the invention was (1) known or used by others in this country or (2) patented or described in a printed publication in this or a foreign country, before the invention thereof by the applicant or 

(e) the invention was described in (1) an application for patent, by another filed in the U.S., before invention by applicant for patent or (2) a patent granted on an application for patent by another filed in the U.S. before invention by applicant or

(f) he did not himself invent the subject matter sought to be patented or 

(g) (1) during the course of an interference, another inventor establishes that before such person’s invention thereof, the invention was made by such other inventor and not abandoned, suppressed or concealed or (2) before such person’s invention thereof, the invention was made in this country by another inventor who had not abandoned, suppressed, or concealed it.
· Timing: novelty provisions apply to the time before the inventor “invented”

· Rule: If the prior art anticipates the invention (has (1) identity and (2) enablement) then the patent is invalid (Q of fact).

· Identity = presence in a single prior art reference of each and every element of the claimed invention, either expressly or inherently described.  [Inherency requires that the evidence must make clear that the missing descriptive matter is necessarily present in the thing described in the reference and that it would be so recognized by a POSITA.]  (In re Robertson, t365, n11).  

· Enablement = how to make claimed invention only (different from §112 enablement that requires both how to make and use – In re Hafner, t380, n11).  Enablement must be actual; not enough for prior art to theoretically enable claimed invention (In re Seaborg, t375, n11).  Prior art can anticipate even if it’s just a description or picture, as long as it would teach a POSITA to make the invention (Titanium Metals, t383, n11; Jockmus v. Leviton, t407, n13).
· If the claim is for a genus and the prior art enables one species, then the claim is anticipated (must change claim to exclude that species).  However, if the prior art discloses a genus, it is still possible to claim a species.  That will require the patent holder of the genus to share with the patent holder of the species (licensing).  However, the holder of the species patent will complicate the area and increase transaction costs.

· Above is similar to new use patents.  Ex: Rogaine originally patented for lowering heart pressure.  Then someone else got a new use patent for hair growth.  Original patentee can block new patentee from using Rogaine for old uses and visa versa.  Blocking is common.
· §102(a)(1) - Known or used by others in this country: prior knowledge must be knowledge reasonably accessible to the public.
· Knowledge by only a few people probably isn’t going to be sufficient for anticipation (National Tractor Pullers Ass’n, t398, n12).  
· Lost prior art doesn’t anticipate, even if at some point in time the public did have that knowledge (Gaylor v. Wilder, t402, n12).  
· Experiments done non-secretly, even by a private company is considered reasonably accessible to public.  Public disclosure not required. (Rosarie v. Baroid, t403, n12). 
· §102(a)(2) – Printed Publication: any publication that’s accessible to the public.
· Publication is assessable when the first person gets it (i.e. date of publication)
· Trade publication or catalog disseminated to the trade is sufficient (Jockmus, t407, n13)
· Doctoral Thesis is sufficient as long as it’s accessible to people (ex: single copy cataloged by title in library) (In re Hall, t409, n13).
· Publication cannot be secret or confidential.
· Patent from another country is not a printed publication.  Can only use them to anticipate for what they claim (Reeves Bros., t415, n13).
· §102(e) – Prior U.S. Patent or Application: (e)(1) says if someone describes the invention in the published patent application, it’s anticipated (Alexander Milburn, t423, n13).  (e)(2) says the date the application was filed is the date used for prior art after the patent is issued.
· Can use filing date of an international application if it’s in English and it designates the U.S.
· §102(f) – Determining the Inventor: if A and B both claim to be the inventor, and A has a patent, B must prove with clear and convincing evidence that he is the inventor and not A b/c issued patents have a presumption of validity.  Also, B’s oral testimony must be corroborated. (Campbell, t432, n14).
· §102(g) – Which Inventor Gets the Patent: general rule is that first person to both (1) conceive of the invention and (2) reduce it to practice is entitled to the patent no matter who files the application first (Townsend, t442, n14).  (Burden of proof before patent application is filed is preponderance of the evidence, after issuance, it’s clear and convincing evidence.)
· Exceptions to general rule: (1) if first to conceive diligently pursues reduction to practice and then does reduce to practice he gets the patent (Christie, t448, n14).  (2) if first to conceive and reduce to practice waits too long to file his patent application (unreasonable delay), there’s a presumption that he suppressed his invention (Peeler, t456, n15).
· Abandoned, suppressed or concealed = express or inferred by unreasonable delay (Dow Chemical, t466, n15).  A delay is reasonable when inventor is working to perfect, improve, or refine the invention.  Unreasonable delay is messing with purely commercial embodiments and not parts of invention that will actually be claimed in the patent.
· Conception = complete mental invention where all that remains is to construct (Townsend).
· Reduction to Practice = filing a patent application or making invention tangible in some way.
· Interference = dispute between 2 people that filed their patent applications at almost the same time (the PTO must figure out who invented first).  
· Actual knowledge that one is an inventor is not required (Dow Chemical, t466, n15).
· Rule 131 allows a patent applicant to “swear behind” a piece of prior art.  PTO never checks.
C. Statutory Bars
· §102: A person shall be entitled to a patent unless…
(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this country more than one year prior to the date of the application for patent.
· Timing: statutory bars apply to the time between invention and filing the patent application.
· Patented or Described in Printed Publication: same meaning as in §102(a).

· Public Use: inventor allows his invention to be used by other persons generally, either with or without compensation (City of Elizabeth, t586, n18).  
· Only one article of the invention needs to be used by the public, and as few as one person needs to use it.  The public doesn’t even need to know about the invention (it can be hidden) (Egbert, t554, n17).

· If the inventor wants to show his invention to others w/o putting it in public use, he must make an agreement w/ those people to keep the invention secret (Egbert).
· If inventor maintains control over his invention, it won’t be in public use even if he shows it to a few people (Moleculon, t560, n17 – takes away from holding in Egbert).

· Inventor using an invention commercially (ex: using invention to make goods to sell) constitutes public use, even if the invention itself is kept secret (Metallizing, t565, n18).  

· This doesn’t apply to a third party using invention commercially while keeping it a secret, only to inventor (WL Gore, t611, n19).

· Experimental Use Doctrine - Putting invention out in public in order to test it won’t be considered public use if it is the only way to properly test invention, public isn’t enabled to make invention and inventor maintains control over the testing (City of Elizabeth).

· Whether use is experimental is a Q of law under totality of the circumstances.  Factors: number of prototypes and duration of testing, whether records or progress reports were made concerning the testing, the existence of a secrecy agreement, whether the patentee received compensation for the use of the invention, and the extent of control the inventor maintained over the testing (Lough, t594, n18).

· When experimental use ends, the invention is reduced to practice (i.e. it’s not experimental use to engage in market testing, only product testing).

· If objects of experimentation make it into the claims, it is reduced to practice; but if those objects are not claimed, they are considered in public use.

· Installing new orthodontics in patients' mouths is considered an experimental use b/c patients come back for appointments (control) and invention is fairly secret in people’s mouths (TP Lab, t599, n19).
· On Sale: selling or making offers to sell or distribute embodiments of the invention.  Test: (1) the product is the subject of a commercial offer for sale and (2) the invention is ready for patenting (i.e. has either been reduced to practice or inventor has prepared drawings or other enabling descriptions) (Pfaff, t568, n18).
· Assigning patent rights does not invoke the on sale bar (Moleculon).

· Invention can be considered on sale before it is reduced to practice (Pfaff).
· If inventor makes a deal “primarily for experimental purposes, as opposed to commercial exploitation” the on sale bar won’t be invoked (ex: installing a new city light and only getting paid if light works) (Manville, t591, n18).
VI. NONOBVIOUSNESS

A. Overview
· 35 USC § 103(a): A patent may not be obtained…if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time the invention was made to a POSITA.  Patentability shall not be negatived by the manner in which the invention was made.
· Purpose: Prevents granting patents for trivial inventions (novelty is a narrow standard that is pretty easy to meet while obviousness tests whether something is a sufficient advance)
B. Rule: Examine (1) the scope and content of the prior art, (2) the differences between the prior art and the claims at issue, and (3) the level of ordinary skill in the pertinent art.  Secondary considerations are also relevant (Q of law) (Graham, t670, n20).

· Invention is obvious if it is “destitute of ingenuity and invention” and is “merely the work of the skilled mechanic, not that of an inventor.” (Hotchkiss, t648, n20; Graham).

· Combo invention must be more than the sum of its old parts (invention occurs when 2 + 2 = 5) or “inventive genius” (Great A & P Tea Co., t661, n20) or “synergy” (Sakraida, t702, n22).
· Secondary Considerations: commercial success, long felt but unsolved needs, failure of others (Graham), prior art teaches away, unexpected results, others copying (Adams, t692, n21).
· There must be a nexus between the claimed subject matter and the secondary consideration (e.g. inventor must show that it was the invention itself that led to commercial success and not excessive marketing and advertising) (Hybritech, t736, n23).

C. Timing of the Analysis: To avoid hindsight (“obvious at the time the invention was made), the prior art must teach, suggest, or motivate (TSM) the invention in order to say the invention is obvious.

· The PTO or any challenger to the patent must make this showing in order to say an invention isn’t patentable for obviousness (In re Dembiczak, t709, n22).

· Evidence of TSM may come from (1) the prior art references themselves or (2) knowledge and skill of the artist or (3) the nature of the problem to be solved (In re Dembiczak).

· To Avoid Hindsight: Imagine hypothetical inventor in his shed, and on his wall are all the relevant pieces of prior art that existed at the time he invented (In re Winslow, t757, n24).
D. What is Considered Prior Art: Generally, if it is prior art under §102, it is prior art under §103 except where §103(c) or In re Clay applies.

· 35 USC §103(c): prior art shall not preclude patentability where the subject matter and the claimed invention were, at the time the invention was made, owned by the same person or subject to an obligation of assignment to the same person…including joint research agreements or interinstitutional research collaborations. 
· Corporate research entities got this section put into the patent act so that stuff they were making wouldn’t make other things they were making obvious.  Also applies to collaborations between companies and universities.

· In re Clay: even if something would technically be prior art under §102, if it’s non-analogous art you can’t use it in §103 obviousness analysis (b/c PHOSITA would never know about such art).

· Non-analogous: ask whether it is part of the same field or endeavor or pertinent to the problem that the person is trying to solve.

E. Standard of Review: Obviousness is a Q of law but it’s based upon a bunch of facts.  Appeals court must review factual findings with deference but decide obviousness de novo.
F. Teleflex v. KSR (HD, n24): Supreme Court will hear this case soon.  The dispute is over the test for obviousness.  6 possible standards: (1) current TSM standard, (2) Sakraida inventive genius standard, (3) whether a POSITA would have been capable of adapting extant technology to achieve the desired result, (4) test should hinge on a “robust inquiry into the level of skill in the art”, (5) if all elements of claimed subject matter in the prior art presume obvious giving patentee a chance to rebut, (6) whether invention would’ve arisen around same time even if patent hadn’t been available. 
VII. CLAIM CONSTRUCTION & INFRINGEMENT

A. Overview
· 35 USC § 271: One infringes a patent, if one, without authority, makes uses, offers to sell, or sells any patented invention w/in the US or imports into the US any patented invention during the term of the patent therefore.
· Infringement Analysis: (1) Figure out what claims mean (claim interpretation – Q of law) then (2) compare the construed claims to the accused product/process to see whether each claim limitation is present either literally or by a substantial equivalent (infringement – Q of fact).

B. Claim Construction

· Purpose: to define the property right (infringement), determine whether written disclosure requirement is satisfied and to determine whether a patent should issue.
· Anatomy of a Claim: Preamble, followed by transitional phrase, followed by the body of the claim.  Body consists of the following: (1) broadest, independent claim comes first then (2) additional limitations (dependant claims) from broadest to narrowest.

· Claim Language
· “Comprising” = most permissive & broad (liberal interp to cover more than what’s disclosed)

· “Consisting Of” = most restrictive (you only get what you claim)

· Claim Interpretation: (1) look to words in the claim (disputed language) – heavy presumption that words have their ordinary meaning, (2) only look to the specification for clarification if presumption is rebutted if (a) claim defines term with a different meaning in the written description – patentee acting as own lexicographer or (b) term is ambiguous.
· The Two Judicial Approaches 
· Procedural Approach: Written description cannot be used to limit the terms in the claim, can just be used to interpret (Johnson Worldwide, HD, n27).

· Holistic Approach: Words in the claims must be interpreted in light of the written description, even if its limiting (Cultor Corp, HD, n28).

· Cannons of Interpretation: (1) if you see different uses of terms in the same claim or in different claims you can argue that the patentee intended that these terms have different meanings and (2) a term will have the same meaning throughout the claims.
· If term is ambiguous, court can look at the rest of the materials (specification, prosecution history/ file wrapper, written description, drawings etc) to interpret the word.

· Preamble should only be used to interpret when it “breathes life and meaning into the claim” (i.e. when the same phrase or language that you’re concerned about in the claim is also in the preamble) (Innova/Pure Water, HD, n28).

· Words of claim are of primary importance, so if a word is in the claim, it must have some meaning (can’t pretend it doesn’t exist) (Innova/Pure Water).

· Goal of Claim Interpretation: Find the objective understanding of what the claim terms mean to a POSITA at the time of filing the application by using the written description, claim language, dictionaries, treatises, etc.
· Proper Weight Given: intrinsic evidence (claims and patent) should be weighed more heavily than extrinsic evidence (dictionaries, treatises) (Phillips, HD, n29).
· It’s not the court’s job to interpret claims in order to avoid invalidating patent (Phillips)
· Standard of Review: Claim interpretation is a Q of law (Markman), so fed circuit reviews interpretation de novo (Cybor)

· Trial judges hold Markman hearings where they interpret the claims and then they enter summary judgment based on that claim interpretation.  That way, if the fed circuit reverses and changes the interpretation, the claim can go back to the fact finder to determine infringement (which is reviewed with deference).

· Means Plus Function Claiming
· 35 § 112 (¶6): An element in a claim for a combo may be expressed as a means or step for performing a specified function w/o the recital of structure, material, or acts in support thereof, and such claim shall be construed to cover the corresponding structure, material, or acts described in the specification and equivalents thereof.

· This section allows the patentee to claim only a function (claim a means for doing something w/o claiming any structure whatsoever) and then the court will look to the specification to find the corresponding structure and their equivalents.
· More often than not, if the court finds an MPF claim, it will probably limit the claim so that the patentee gets only the picture and descriptions in the specification.
· Patents that claim functionally (MPF format) but then fail to include a structure for the means in the written description will either fail enablement or §112(¶2) (indefinite). 
· MPF Claiming Rules: (1) presence of the word “means” triggers a presumption that the claims are in MPF format, (2) this presumption is rebutted if the claim otherwise recites sufficient structure, (3) if a recited element has no structural language, it is am MPF claim (even if it doesn’t say “means”).
C. Direct Infringement: 2 types
· Literal Infringement: accused device/process is directly reached by the claim language (exception: MPF equivalents under 35 § 112(¶6), see below).
· Doctrine of Equivalents: accused device/process is equivalent to what is claimed

·  Rule: (1) same or similar function, in substantially the same way, with substantially the same result (FWR test) or (2) accused device is insubstantially different from the claimed device (Graver Tank, t917, n31).
· Application: Look at facts and circumstances surrounding the issue (would people know to make the substitutions, what was in the prior art, etc).  One important factor is whether a POSITA would have known of the interchangeability of an ingredient not contained in the patent with one that was.

· All Elements Rule: apply DOE to each element in a claim rather than to the invention as a whole (a.k.a. vitiation theory).  Infringement requires the presence in the accused device of each claimed element, either literally or equivalently.  Application of the DOE should not eliminate (vitiate) any of the claimed elements (Warner-Jenkinson, t925, n31).  However, as a practical matter it’s hard to figure out what the claims are (claims have punctuation, hit return more times and maybe have more claims).
· Prosecution History Estoppel: if the patentee amended the original claim during prosecution, he may be estopped from arguing DOE infringement of that claim.
· Application: Claim amendment creates a presumptive bar against using the DOE for the amended claim.  There will be a complete bar to using the DOE if the patentee cannot explain the reason for the amendment (which must be in the prosecution history itself, no extrinsic evidence) (Festo, t943, n35).
· Patentee must overcome presumption by showing that at the time of the amendment, a POSITA could not reasonably be expected to have drafted a claim that would have literally encompassed the alleged equivalence by (1) showing that the equivalence was unforeseeable to the artisan or an after-arising technology or (2) amendment was tangential to the claim at issue or (3) some other reason the equivalent could not have been claimed by the amendment (Festo).
· Ask whether the patentee could have made an amendment to cover the equivalents that he is now claiming at the time of the patent.  If yes, then he will be barred.

· Can’t recapture under the DOE what constitutes prior art (Wilson Sptg Gds, t967, n36)

· Any amendment can trigger prosecution estoppel (not just those made to avoid prior art), but patentee can still have equivalents of the narrowed claim.  
· Note: only applies to DOE, not literal claim scope.

· Unclaimed Disclosures: If the patentee put something into the specification that he didn’t claim, he has donated it to the public (can’t capture that subject matter under the DOE) (Johnson & Johnson, HD, n34).
· Purpose: improves the notice function of claiming.  Patentee knows that if he doesn’t claim something, it won’t be literally covered or covered under the DOE.

· Disclaiming: if the patentee disclaims things in its specification or prosecution history, he cannot reclaim the disclaimed subject matter under the DOE (this is essentially claim interp) (Gaus, HD, n37; Omega, HD, n37).  Disavowment must be clear and unambiguous to a POSITA (but doesn’t have to be explicit).
· Statutory Equivalence of MPF Claims (35 § 112(¶6)):such claim shall be construed to cover the corresponding structure, material, or acts described in the spec and equivalents thereof.
· Rule: § 112(¶6) equivalence is literal infringement.  This creates 2 differences btwn DOE equivalence and § 112(¶6) equivalence: (1) for § 112(¶6) infringement the function must be identical whereas function can be equivalent for DOE infringement and (2) § 112(¶6) equivalence must have existed at the time of patenting (no after-arising technology) whereas DOE covers after-arising technology (AI-Site Corp, HD, n33).
· All Elements Rule still apples.

· Preclusion: If the accused device is a pre-existing technology and the court finds no infringement under statutory, or §112(¶6), equivalence, the patentee is precluded from arguing that there’s DOE equivalence (Chuminatta, HD, n33).
D. Indirect Infringement
· Overview: 2 types of indirect infringement: (1) inducement and (2) contribution
· 35 USC § 271
(b) Whoever actively induces infringement of a patent shall be liable as an infringer.

(c) Whoever offers to sell or sells w/in the U.S. or imports into the U.S. a component of a patented machine, manufacture, combination or composition…constituting a material part of the invention, knowing the same to be…made or…adapted for use in an infringement...and not a staple article or commodity of commerce for substantial noninfringing use, shall be liable as a contributory infringer.
· Repair vs. Reconstruction: When you buy a patented article, you have an implied right to use it.  What’s included in that right is the right to repair the article if it breaks down.  However, if you reconstruct the article, that’s infringement.  Therefore, the parties will fight over whether what happened was a repair or a reconstruction.
VIII. DEFENSES AGAINST INFRINGEMENT
A. Reverse Doctrine of Equivalence

· Overview: It’s a rarely used defense to literal infringement.

· Rule: If the accused device falls literally w/in the words of the claims but the function is so substantially different that it is a totally different invention, there is no infringement (Westinghouse, t984, n37). 

B. Experimental Use Exception
· Rule: Use must be for gratification of scientific tastes, or for curiosity, or for amusement, the interests of the patentee are not antagonized, sole effect being of an intellectual character in promotion of the employer’s knowledge or relaxation afforded to his mind (Roche, t1003, n37).

· University research doesn’t fall w/in this exception (Madey, HD, n38).

C. Hatch Waxman Act

· Overview: Essentially an experimental use exception that applies to generic drug companies who need to use the patented drug in testing to have the generic ready when the patent expires.

· 35 USC § 271(e)(1): It shall not be an act of infringement to make, use, offer to sell, or sell w/in the U.S. or import into the U.S. a patented invention…solely for uses reasonably related to the development and submission of information under a Federal law which regulates the manufacture, use, or sale of drugs or veterinary biological products.
· “Reasonably related” means a reasonable basis to believe that the experiments are of the sort related to an FDA filing (Merk v. Integra, n38).

D. Inequitable Conduct
· Overview: Applicant has an affirmative duty to disclose all relevant prior art to the examiner during prosecution.  Inequitable conduct is breach of the duty of fair dealing with the PRO.

· Applicants have no duty to go out and search for prior art, but they must disclose stuff they know about.

· Rule: To find that non-disclosure of prior art constitutes inequitable conduct, (1) find a threshold level of materiality (Q of fact) and (2) a threshold level of intent to deceive (Q of fact) then (3) conduct equitable balancing to determine if the conduct was inequitable (Q of law) (JP Stevens, t1218, n38).
· There’s a sliding scale for materiality and intent (more of one, less is required of the other)
· Consequence of committing inequitable conduct ( general rule is that your entire patent becomes unenforceable (worse than invalidity b/c you can fix invalid claims).  Other consequences are patent attorney’s reputation is shot and licensees could come after you.
· Intent to Deceive: Parties almost never have direct evidence of intent.  Must prove that the patentee knew about the prior art and he will counter that he didn’t know it was material.

· Strong Indicia of an intent to Deceive: finding that patentee took out a license on a piece of prior art that he didn’t disclose or prior art that is discovered by a patent office in other country that wasn’t disclosed

· Common arguments to prove there was no intent to deceive: prior art is not material or it is cumulative.

· Gross negligence is not enough to give rise to intent to deceive (Kingsdown, n39). 

· Materiality: Would a reasonable examiner have wanted to know about this piece of info during prosecution? OR Info is not cumulative, establishes a PF case of patentability, or refutes an argument relied on by the applicant.

· Standards of Review: clear error for findings of fact (materiality and intent) and abuse of discretion for balancing.
· Other Types of Inequitable Conduct: tweaking affidavits and disclosures to examiner, providing false or misleading test data, mischaracterizing prior art. 
E. Patent Misuse
· 35 USC § 271(d): No patent owner shall be denied relief or deemed guilty of misuse or illegal extension of the patent right by reason of his having (1) derived revenue from selling nonstaple goods, (2) licensed another to sell nonstaple goods, (3) sought to enforce his patent rights against infringement or contributory infringement, (4) refused to license or use any rights to the patent or (5) conditioned the license or purchase of a separate product, unless in view of the circumstances, the patent owner has market power in the relevant market for the patent or patented product on which the license or sale is conditioned.
· Statute doesn’t say what patent misuse is; it just sets out 5 circumstances that aren’t misuse.
· Rule: §271(d)(5) says “tying” arrangements aren’t patent misuse unless they create market power.  Opponent must prove that the patentee does have market power in order to prove patent misuse and render the patent unenforceable (Morton Salt, t1350, n43; Dawson Chemical)
· Market Power: The ability to maintain prices above, or output below, competitive levels for a significant period of time (DOJ & FTC).
· Litigation is typically over what the relevant market is.  Party accused of misuse wants the broadest market possible (where you can even consider the future), and the party asserting misuse wants a narrow market.
IX. REMEDIES FOR INFRINGEMENT
A. Overview
· Goal of Remedy in Infringement Case: to compensate the patentee for the pecuniary harm suffered, and to stop the infringer from continuing to infringe (make them get a license etc).

· Most Common Remedies: (1) Injunctions (Preliminary & Permanent), (2) Damages (Reas. Royalty & Lost Profits), (3) Add’l Damages (Willfulness (x3) & Fees in exceptional cases).

B. Injunctions
· 35 USC § 283: Injunctions: The several courts having jurisdiction of cases under this title may grant injunctions in accordance with the principles of equity to prevent the violation of any right secured by patent, on such terms as the court deems reasonable.
· Preliminary Injunctions

· 4 Factor Test: (1) reasonable likelihood of success on the merits, (2) irreparable harm if the PI doesn’t issue, (3) balance of hardships tipping in its favor, (4) injunction’s favorable impact on the public interest.  Moving party’s burden (patentee) to show all factors.
· Court will presume irreparable harm when the patentee has shown a likelihood of success on the merits.
· Types of Irreparable Harm: without the PI, during the course of litigation the patentee could go bankrupt, harm to patentee’s reputation.
· PI’s issue frequently because plaintiff has a huge informational advantage over defendant at a PI hearing (much more time to prepare).
· Permanent Injunctions
· Federal Circuit Bright-Line Rule: once it’s established that a valid patent has been infringed, the general rule is that the patentee gets an injunction (w/ very few exceptions).
· Supreme Court 4-Factor Test: Plaintiff must show that (1) he has suffered an irreparable injury, (2) that remedies available at law, such as monetary damages, are inadequate to compensate for that injury, (3) that, considering the balance of hardships between the P and D, a remedy in equity is warranted, (4) that the public interest would not be disserved by a permanent injunction (eBay, HD, n44).
· Difference Between Rules: Supremes say that fed circuit has incorrect linguistic formulation (no bright-line rules in equity); however, the rules probably operate the same in real life.
C. Damages
· 35 USC § 284: Upon finding for the claimant the court shall award the claimant damages adequate to compensate for the infringement, but in no event less than a reasonable royalty for the use made of the invention by the infringer…the court may increase the damages up to three times the amount found or assessed.
· The statute comes down to a choice between a reasonable royalty or lost profits.  Most patentees prefer lost profits b/c you’re only limited by the expert that you can buy.  However, if you’re an NPE (non-practicing entity), you can’t get lost profits, only a reasonable royalty and injunction.
· Lost Profits: must show (1) demand for the patented product, (2) absence of acceptable noninfringing substitutes, (3) the manufacturing and marketing capability to exploit the demand, and (4) the amount of the profit he would have made (Panduit, t1069, n45).  This isn’t the only way to calculate lost profits, but it’s the main case people use.
· Demand for Patented Product: show the demand in the market for the patentee’s product.  One way to calculate this is to add up the infringer’s profits with the patentee’s.
· Acceptable Noninfringing Substitute: Generally, a product that confers the benefit of the invention that is not significantly more expensive.
· Manufacturing and Marketing Capacity to Exploit Demand: make sure that the patentee would have been able to meet the market demand that they’re claiming has resulted in lost profits.
· Amount of Profit Patentee Would Have Made: number that each side wants.
· Standard of Review: lower court’s calculation of damages is reviewed for clear error or abuse of discretion.
· Note: you can sue for lost profits on products that aren’t covered by the patents in the suit as long as the damages were proximately cause by the infringer (Rite-Hite Corp, t1090, n45).
· Reasonable Royalty: the amount which a person, desiring to manufacture and sell a patented article, as a business proposition, would be willing to pay as a royalty and yet be able to make and sell the patented article, in the market, at a reasonable profit (Panduit).
· Factors: what the property is, the extent to which D has taken it, its usefulness and commercial value as sown by its advantages over other things and by the extent of its use.
· Hypothetical negotiation between the parties that takes place when the infringement began.
· Georgia Pacific case lists 15 factors that the court may look to in calculating a reasonable royalty (completely fact-driven where each side hires experts to say what they want).
· Industry average royalty, although relevant, probably isn’t a fair reasonable royalty in litigation b/c it would encourage D to infringe and then later pay royalties if he’s caught.
X. ALLOCATION OF POWER IN PATENT SYSTEM

A. Standard of Review for Judicial Findings of Fact & Law
· Rule: appeals ct must review judicial findings of fact for clear error (must give appropriate deference to finder of fact) and review findings of law de novo.
· Application: fed cir must adhere to FRCP 52 and make it clear whether they are reviewing findings of fact or law (Dennison Mft’g, t1156, n39).

· Effect: this creates problems in highly factual areas such as obviousness, where the fed cir is there to create uniformity but must give deference to district ct findings.
B. Standard of Review for PTO Findings of Fact & Law

· Rule: appeals ct must review PTO findings of fact with more deference than it would give a district court’s findings.  Under Admin Procedure Act, reviewing court should only reverse if PTO’s decision is “unsupported by substantial evidence” (Dickinson, t1159, n39).  PTO only gets deference to its interpretation of statutes when the statutes pertain to procedure.  Otherwise, it only gets deference when its decision is smart (Skidmore deference), which really isn’t deference at all (Merk v. Kessler, t1165, n39).
· In form, substantial evidence is a stronger standard to reverse than “clear error” but the 2 are very similar in application.
· Clear Error = definite and firm conviction that a mistake has been made
· Substantial Evidence = Not going to reverse unless no reasonable fact-finder could have reached the same conclusion.
C. Federal Circuit Jurisdiction
· Rule: fed cir has appellate jurisdiction over a case only if the patent issue is part of Plaintiff’s well-pleaded Complaint.  Otherwise, if patent issue is part of a counterclaim, etc, it will be heard by the normal appeals court of that circuit (Holmes Group, t1180, n40).

28 USC § 1338(a): District courts shall have original jurisdiction of any civil action arising under any act of Congress relating to patents

28 USC § 1295(a)(1): The federal circuit shall have exclusive jurisdiction (1) of an appeal from a final decision of a district court of the U.S. if the jurisdiction of that court was based…on 1338.

XI. INVENTORSHIP AND OWNERSHIP OF PATENTS

A. Overview

· 35 USC § 115: Oath of Applicant – The applicant shall make an oath that he believes himself to be the original and first inventor of the process, machine, manufacture, or composition of matter, or improvement thereof, for which he solicits a patent

· 35 USC § 116: Inventors – When an invention is made by two or more persons jointly, they shall apply for the patent jointly and each make the required oath, except as otherwise provided in this title.  Inventors may apply for a patent jointly even though (1) they did not physically work together or at the same time, (2) each did not make the same type or amount of contribution, or (3) each did not make a contribution to the subject matter of every claim of the patent.  (¶3): Whenever through error a person is named in an application for patent as the inventor, or through error an inventor is not named in an application, and such error arose w/o any deceptive invention on his part, the Director may permit the application to be amended accordingly, under such terms as he prescribes.

· 35 USC § 256(¶1-2): Whenever through error a person is named in an issued patent as the inventor, or through error an inventor is not named in an issued patent and such error arose w/o any deceptive intention on his part, the Director may, on application of all the parties and assignees, w/ proof of the facts and such other requirements as may be imposed, issue a certificate correcting such error.  The error of omitting inventors or naming persons who are not inventors shall not invalidate the patented in which such error occurred if it can be corrected as provided in this section.  
B. Determining Co-Inventors: when multiple people are working on an invention, must determine whether each person involved is an inventor.
· Rule: Conception is the touchstone of Inventorship.  Whether the inventor had an idea that was definite and permanent enough that one skilled in the art could understand the invention; the inventor must prove his conception by corroborating evidence, preferably by showing a contemporaneous disclosure (Burroughs, t1256, n40).
· Analysis: must determine if what the person did was invention or mere reduction to practice.
· Conception doesn’t require that the inventor believe the invention will work for its intended purpose, the focus of the evidence must be whether the idea had formed of its use for that purpose in sufficiently final form that only the exercise of ordinary skill remained to reduce it to practice.
· Evidence of Conception: Already having a patent application prepared (Burroughs)
C. Changing Inventorship
· Before Patent Issues (§116(¶3)): PTO director has the discretion, if there was a mistake made on the oath (i.e. no deceptive intent, an honest mistake), if the patent is still in the application process.  Usually the inventors will have to make some sort of showing and if the director is satisfied, he’ll allow the amendment.  
· After Patent Issues (§256(¶1-2)): If the patent has the wrong inventors listed, it’s invalid.  There are 2 types of inventorship errors (1) misjoinder (wrong person named inventor) and (2) nonjoinder (an inventor is left off of the patent).
· Rule: Lack of deceptive intent is required only in nonjoinder cases (different from §116 which also requires a lack of deceptive intent is misjoinder cases).  Therefore, §256 allows correction in all misjoinder cases featuring an error and in those nonjoinder cases where the unnamed inventor is free of deceptive intent (Stark, t1263, n41).
· Catch 22 – if an innocent inventor proves that they were left off of the patent for deceptive reasons, the entire patent will be unenforceable for inequitable conduct.
D. Relationship Between Co-Inventors

· Rule: (1) All inventors are co-owners, (2) all co-owners can individually license and assign to others, (3) all co-owners must cooperate in a suit for infringement.
· Suing for Infringement: anyone with less than the exclusive right to make, use or sell, can’t bring a lawsuit for infringement by themselves.  All owners must join in the suit in order to have standing to sue (Waterman, t1290, n41).  That means that the infringer can avoid a lawsuit if one of the co-owners refuses to join in the suit (Ethicon, t1272, n41).
· Assignees of all substantial rights to make, use, and sell can bring a lawsuit.
· “Mere” licensees cannot bring a suit for infringement.
· Exclusive licensees can maintain a lawsuit b/c it’s tantamount to assignment.  However, licensor must join the patentee/owner in the lawsuit.
E. Assignment: 35 USC § 261 is a recording statute.  All assignments, grants or conveyances are void unless recorded at the PTO w/in 3 months of the transfer.
F. Employer-Employee Relations
· Rule: If you’re employed to invent and succeed, you’re bound to assign the patent to your employer.  However, if the employment is general, even if it covers a field of labor and effort in the performance of which the employee conceived the invention for which he obtained a patent, the contract is not so broadly construed as to require assignment of the patent.  
· Shop Right: If the employee comes up with an invention, the employer will at least get a shop right meaning that they are entitled to a non-exclusive right to use the invention.  This right to use is personal to the employer (i.e. he can’t sell or assign the right to anybody else or exclude anybody from doing anything else).
· Contract: Employer can always contract with employee for a promise to assign any inventions.
XII. ASSIGNEE RELATIONS

A. Assignor Estoppel: assignor can’t argue that the patent is invalid and unenforceable.
B. No Licensee Estoppel: Licensee can get out of paying royalties by arguing that the patent is invalid (Lear, t1408, n48).  Some think this rule encourages bad faith licensing (i.e. profiting from the license until you stop feeling like paying royalties and then challenging patent’s validity).
C. Licensee Declaratory Judgments: A Licensee has standing to bring a declaratory judgment to declare a patent invalid without breaching license agreement (i.e. licensee can sue while still paying royalties) (Medimmune, HD, n49).  This rule may further encourage bad faith licensing.  A smart licensor would contract that if the licensee brings a suit the license will automatically terminate.
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