Requirements of Patentability

1. Written description (§112)

a. Written description is a question of fact (Univ. of Rochester)

i. Std of review: clearly erroneous (for bench trials); “substantial evidence” (jury trials)

b. This is separate from the enablement requirement or the claim definiteness requirement (Vas-Cath, University of Rochester). 

c. The written description must (Vas-Cath / Univ. of Rochester)

i. teach the invention so one skilled in the art can recognize / understand what it is; “put the public in possession” of it so they know what it is (i.e. disclose the patent)

1. describing what it does is not enough (Vas-Cath)

ii. establish that the applicant invented / was in possession of the claimed subject matter 

1. prevents patentees from adding claims later that they didn’t think of at the time of application 
d. But views on WD w/in the Federal Circuit are mixed.  Univ. of Rochester, denial of hearing en banc – multiple views of WD

i. Lourie, J. (concur) 
( case was right

ii. Newman, J. (dissent) 
( case was right 

1. need panel decision so no more inconsistency 

iii. Dyk, J. (concur) 
( case consistent w/ precedent, 

1. but we do need to define stds for WD better

iv. Linn, J. (dissent) 
( case was wrong

1. just need writing that meets enablement & best mode

v. Rader, J. (dissent)
( case was wrong & not consistent w/ precedent – WD requirement is new

e. Gentry Gallery – WD of a control on a console on a couch does not support a claim of a control on a pull-down section 

i. narrow interpretation of WD reqmt – claims can’t be broader than WD

ii. the court has since backed away from this language

2. Enablement (§112)

a. This is a question of law

i. Std of review: de novo

b. The description must enable one skilled in the art to make and use the invention without undue experimentation (The Incandescent Light Patent)

i. Undue experimentation is decided on a reasonableness standard (In re Wands)

ii. In In re Wands, the court listed the following factors to determine if there was undue experimentation

1. Quantity of experimentation necessary

2. The amount of direction or guidance presented

3. The presence or absence of working examples

4. The nature of the invention

5. The state of the prior art

6. The relative skill of those in the art

7. The predictability or unpredictability of the art

8. The breadth of the claims

iii. The inventor does not need to disclose things in the prior art

3. Best Mode (§112)

a. The best mode requirement, because it relies on the applicant’s state of mind, is a question of fact (Chemcast, Randomex)

i. Std of review: clearly erroneous (for bench trials); “substantial evidence” (jury trials)

b. The best mode requirement has two prongs

i. subjective prong: Did the inventor know of the best mode?

ii. objective prong: Did the inventor conceal that best mode?

1. The inventor must enable one skilled in the art to make and use the best mode (Randomex) 

2. The inventor does not need to disclose which of the modes that are disclosed is the best so long as the best mode is one of the modes that is disclosed (Randomex)

c. If this requirement is not met, the claims will be invalidated

4. Novelty (§102(a), (e), (f) & (g))

a. Novelty is a question of fact (Titanium Metals Corp)

i. Std of review: clearly erroneous (for bench trials); “substantial evidence” (jury trials)

b. Novelty only deals with things that happen before invention

c. Prior art: an invention is anticipated if, before it was invented, it was: (35 U.S.C. §102(a))

i. Known or used in this country or

1. The knowledge or use must be public (Nat’l Tractor Pullers) or at least used openly and not concealed (Rosaire v. Baroid)

2. If the prior knowledge or use has been lost, it does not anticipate (Gayler v. Wilder)

ii. Described in a printed publication in this or another country or

1. If too few are printed, it would not be a “publication” (dicta in Jockmus v. Leviton)

2. An internal memo is not a “publication” even if distributed to many ppl within a company (Northern Telecom)

3. A thesis printed and indexed in a library is a “printed publication” (In re Hall) though it must be cataloged (In re Bayer) and in a meaningful way (In re Cronyn)

4. Something is published when the information becomes available to the public (e.g. it’s cataloged or sent out to the public) 

5. It does not have to be in English (Jockmus)

iii. Patented in this or another country
1. Something is “patented” if the patentee has a right to exclude others from making, using or selling it  (Reeves Bros.)

2. For foreign patents that aren’t “printed publications” or “known or used,” only things that are claimed will anticipate (Reeves Bros.)

d. Secret Prior Art: an invention is anticipated if, before it was invented, it was (§102(e))

i. (1) described in an application for patent, published under §122 (b), by another filed in the United States 

ii.  (2) described in a patent granted on an application for patent by another filed in the United States . . . [incl foreign apps that meet treaty reqmts]

iii. ( This applies when the app was filed before invention & was eventually published or granted
1. even if it was secret at the time of invention

a. patent apps are secret for 18 mos 

b. can sometimes keep them secret longer, but it affects when you can enforce them

2. it only applies to foreign apps that meet treaty requirements and were eventually published

e. Derivation: An invention is not novel if it was not invented by the inventor (§102(f))

i. To prove derivation w/ oral testimony, you must have corroborating evidence, even for challenges before the patent issues (Cambell v. Spectrum Automation)

ii. Suggestions / contributions from others do not give rise to derivation unless they (Agawam)

1. “embraced the plan of the improvement” (i.e. contained all the elements of the invention) & 

2. “would have enabled an ordinary mechanic, w/o the exercise of ingenuity or special skill” to make & use it (i.e. enabled it)

a. but see joint inventors
iii. An employer who employs someone specifically to invent will sometimes retain shop rights in an employee’s invention even if the employee is under no contractual duty to assign the invention to them

f. Priority & Additional Prior Art (§102(g)): an invention is anticipated if

i. During an interference another inventor establishes that that inventor (1) made the invention before the applicant invented it and (2) did not abandon, suppress, or conceal it

1. (to extent permitted in §104 – must be in WTO country)

2. The burden of proof is on the jr party (the party not first to file) – preponderance std for interference (Townsend)

3. For there to be an interference, both patents must claim the same invention

ii. OR Another inventor made the invention in this country before the patentee/applicant invented it 

1. The prior inventor did not have to know it was a patentable invention, only that it was something new  (Dow v. AVI)

iii. For 102(g) to apply, there must be a prior invention (both conception & RTP) 

iv. 1st to RTP is prima facie the 1st inventor (Christie v. Seybold)

1. RTP = building/creating a working model

2. cRTP = filing a patent that meets §112

a. notice that a printed publication can’t be a cRTP

3. If 2d to RTP = senior party or patentee, she’ll have a burden of production (sufficient to create genuine issue of material fact) to show abandonment, suppression, or concealment or 1st to conceive & rsbl diligence

a. If she meets that burden, the burden of proof shifts back to the jr party or alleged infringer

v. One who is second to RTP make have priority if

1. The first RTP was abandoned/ suppressed/ concealed 

a. Mere negligence is not be enough

b. There’s a rebuttable inference of suppression if there is an unrsbl delay btwn RTP & filing (Peeler v. Miller) 

i. unless the inventor stopped delaying before the other inventor’s RTP (Paulik)

ii. No duty to file a patent app (Dow v. AVI – effort to bring it to market is enough)

2. She was first to conceive & exercised rsbl diligence

a. Rsbl diligence must begin before the first inventor’s RTP (Christie v. Seybold)

b. In evaluating diligence, consider (Christie)


i. sickness of the inventor

ii. poverty of the inventor

iii. inventor’s engagement in other inventions of a similar kind

vi. After rejection under a statutory bar or for interference w/ another app, an inventor can establish invention prior to the effective date of the material which gave rise to the rejection or interference using an oath or declaration 37 CFR 1.131

1. The inventor must submit corroborating exhibits unless the lack of corroboration is satisfactorily explained 

2. Conception = mental act of invention

a. invention must be done – all that is left is RTP

g. General rule for anticipation, 

i. there must be identity, meaning that each and every element of the claimed invention must be (expressly or inherently) present in one single piece of prior art (In re Robertson), 

1. An element is inherently present in a piece of prior art if it is clear that 

a. the missing element is necessarily present in something described in the reference and 

b. it would be so recognized by one skilled in the art (In re Robertson)

2. Where the invention was inherently present in a prior art references, but its presence was accidental and unknown, it is not anticipation (accidental anticipation doctrine – In re Seaborg)

a. Purpose for this doctrine– when the invention is unknown, it adds nothing to the art

ii. AND that prior art disclosure must enable the claim (Hafner)

1. For a prior art reference to enable a claim (for purposes of anticipation), it need only enable a PHOSITA to make the invention.  (In re Hafner)

a. For a written description to enable a claim it must enable a PHOSITA to make and use it.

2. But, when the prior art reference is a product (known, or used or made by another inventor) rather than a printed publication, enablement may not be required (Lockwood)

h. If a claim includes a genus, and the prior art reference enables a species in that genus, the entire claim is anticipated (Titanium Metals)

i. However, if the prior art reference contains a genus, and the claim contains only a species in that genus, the prior art reference does not necessarily anticipate the claim

i. If the prior art merely speculates about the possibility that the invention could work / exist, it does not anticipate (In re Wiggins)

j. Economics of search: 

i. If there is no novelty requirement, but there is a prohibition on derivation

1. It will encourage ppl to do original research rather than search prior art (the patent is an extra incentive)

ii. If there is a strict novelty requirement, 

1. It removes the add’l incentive to do the original research – you still don’t get a patent for the research

iii. If it is too strict (i.e. doesn’t grant patents for searching prior art even if it’s more expensive than original research) 

1. It encourages competitors to destroy patents by searching prior art.  So society must pay more for the same info (which may not outweigh the monopoly)

5. Statutory Bars (§102(b), (c) & (d))

a. These are questions of fact

i. Std: clearly erroneous or substantial evidence

b. Statutory bars deal with things that happen after invention (i.e. before filing rather than before invention)

c.  §102 – a person shall be entitled to a patent unless—

i. (b) > 1 year prior to the date of application the invention was 

1. patented 

a. works like anticipation, but applies after invention

2. described in a printed publication 
a. works like anticipation, but applies after invention

3. in public use in this country
a. Use by someone other than the inventor in this country is a public use (Baxter)

i. Unless the inventor retains control over the device & info about it (i.e. doesn’t give it over for free, unrestricted use) (Moleculon)

ii. Or unless the inventor allows use only on condition of secrecy (Egbert)

iii. Even if only 1 device is in use & only 1 person knows about it (Egbert)

b. Commercial use by the inventor is also public use even if the device is secret & only the output is sold (Metallizing)

i. BUT it is only public use to that inventor

c. Purely experimental use of an invention that can only be tested in public is not a public use (City of Elizabeth) 

i. To determine if use is experimental, consider totality of circumstances, incl indicia of experimentation (Lough):

1. # of prototypes, 

2. duration of testing, 

3. records or progress reports, 

4. secrecy agmts btwn patentee & tester

5. whether patentee received compensation 

6. the extent of the control the inventor maintained over the testing

a. this factor is critical

4. on sale in this country
a. Two-pronged test (Pfaff) – an invention is “on sale” if 

i. it is subject to a commercial offer for sale

1. giving it away will still trigger the bar if you are getting any commercial benefit

ii. it is ready for patenting, meaning either

1. it is reduced to practice, or

2. the inventor has prepared drawings or descriptions sufficient to enable one skilled in the art to practice the invention

b. Good-faith experimental use will not trigger the bar (City of Elizabeth – using pavement on a toll road)

i. Market testing is not experimental use

c. If an offer for sale comes from outside the country and information about the device never enters the country, it is not on sale here (Gore)

d. Assigning patent rights does not trigger the on sale bar

ii. (c) the person has abandoned the invention

1. Commercial exploitation of an invention as a trade secret can trigger both public use & abandonment bars (Pennock)

iii.  (d) > 12 months before filing for a US patent, the applicant, his heirs, or representatives applied for a foreign patent or inventor’s certificate & eventually got a patent or inventor’s certificate

6. Nonobviousness (§103)

a. Obviousness is a question of law with underlying factual issues (Graham)

i. std of review: de novo (for the law part)

ii. clearly erroneous / substantial evidence for the fact part?

b. §103 - A patent may not be obtained if the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art

i. Patentability shall not be negatived by the manner in which the invention was made.

1. so accidental inventions are protected just like intentional ones

c. The Supreme Court’s view of obviousness

i. Before § 103 – it was hard to meet the obviousness requirement

1. Hotchkiss – beyond skill & ingenuity of the ordinary mechanic 

2. Reckendorfer – “inventive genius” not “mechanical skill”

3. Great A&P – combo patent must have “synergistic effect”; the whole must be greater than the sum of its parts

4. Cuno Engineering –must have a “flash of creative genius”

ii. After § 103 and the Patent Act of 1952 – the Ct basically said §103 codified existing law

1. Graham & Cook Chemical –patents for plow shank & spray nozzle obvious; basically if they can figure it out it’s obvious

a. Gives the basic framework we use today – background of 3 factual inquiries & secondary considerations

2. US v. Adams – water-less battery patent is valid – 3 add’t secondary considerations

iii. Sakraida was the last SC decision on obviousness; a system for washing off the floor of a dairy was obvious

1. They haven’t spoken about obviousness since the Fed Cir

d. Measure obviousness against the background of (Graham)
i. 3 factual inquiries (Fed Cir has moved away from these – put less weight on them)
1. scope & content of the prior art

2. differences btwn prior art & claims at issue

3. the level of skill in the pertinent art

ii. plus secondary considerations (Fed Cir puts more emphasis here – not optional as in Graham)
1. Commercial success (Graham)

a. For this to be important, there must be a nexus btwn the commercial success & the innovation (Hybritech)

2. Long-felt but unsolved needs (Graham)

a. Though a recent exogenous change may explain this away – e.g. a change in the regulations in the art

3. Failure of others (Graham)

4. Teaching away - the prior art suggested it wouldn’t work (Adams - battery)

a.  Or even warned against it (Arkie Lures – salty frog)

b. Post-invention praise despite pre-invention criticism

5. It had unexpected results & unique attributes (Adams)

6. Others copied the invention (Adams)

e. Determining the scope of the prior art (This gloss on the Graham / Adams test was added by the Fed Cir to avoid hindsight problems)

i. In general, anything that is prior art under 102 is usable to determine the scope of the prior art for obviousness

1. 102(a) and (b) – published; known or used; patented; on sale 

a. definitely; undisputed

2. 102(e) – secret prior art; patent applications 

a. yes (Hazeltine)

3. 102(g) – priority; made by another inventor in the country 

a. yes (In re Bass)

4. 102(f) – derivation 

a. more controversial

ii. §103(c) – subject matter developed by another person which qualifies as prior art under §102 (e), (f), & (g) shall not make an invention obvious if that subject matter and the invention were owned by the same person or under obligation of assignment to the same person at the time of invention

iii. For obviousness, unlike anticipation, only prior art from two places is relevant (In re Clay):

1. the field the inventor is working in – the field of endeavor

2. art rsbly pertinent to the problem the inventor is trying to solve

iv. You can only combine (or alter) elements from prior art references if you can show why a person having ordinary skill in the art would know to combine them (In re Dembiczak – trash bag pumpkin)

1. there is some teaching, suggestion, or motivation to combine the elements 

a. in the prior art references, 

b. in the knowledge of one of ordinary skill in the art, or 

c. from the nature of the problem to be solved – this has two interpretations (KSR – NOT precedent)

i. one: once you know the problem you look for things in prior art to solve it

ii. two: once you know the problem you look for analogies from prior art about how ppl solved similar problems

2. (this is to avoid the effects of hindsight)

3. the prior-art teaching must give some indication that the combination would have a rsbl expectation of success

4. motivation to try is not enough

5. 24 law profs said this is stupid – the Fed Cir is taking the PHOSITA out by requiring written evidence of motivation to combine

a. but that is not true – you could have oral evidence of the nature of the art; it could be implicit – not written down but understood

f. The PHOSITA

i. The PHOSITA has collected all the references and has them all in mind (In re Winslow)

ii. Courts actually make findings about who the phosita is (fact-intensive inquiry)

1. education

2. nature of the technology

a. does it advance really quickly

b. is it large and complex

c. do ppl in the field know lots about the whole field or just their specialization

7. Listed Inventor (§116)

a. Ownership of Patents

i. Inventorship = conception & RTP

1. if you were an essential part of the inventive process, you are an inventor

2. must file app for all inventors (unless they refuse) & no others or it is invalid

a. if all inventors aren’t listed on the patent it is invalid (Ethicon)

b. you can correct inventorship as long as the person wasn’t left off through their own deceptive intent

3. if it is inequitable conduct it voids the whole patent even for the innocent person

ii. If you are working for someone and you invent something, the general rule is that the inventor owns the patent, but there are exceptions

1. shop rights – if you use my space and equipment to invent something, & we have no K regarding assignment of IP rights, I have the right to use the invention (but not to license it out) 

2. if you hire someone to do solve a problem for you and you solve it, they own the subject matter of the solution even if there was no assignment contract 

3. you can also get around the general rule with a K to assign your intellectual property

iii. Assignment

1. Who has standing to bring a suit for infringement?

a. Patentees 

b. assignee (who has all substantial rights) or 

c. exclusive licensee (who generally has all substantial rights in a particular field or geographical area & a promise that no one else will get a license)

iv. Double Patenting

1. example - the PTO can restrict your patent application if they see multiple inventions, making you divide it into several applications – one for each patent

a. to try and cover everything, they try to write claims that are close together; sometimes they end up overlapping

2. types

a. statutory (same invention) double patenting

b. obvious-type double patenting 

i. you can get a patent if you file a terminal disclaimer saying that the second patent will become invalid if the two patents are owned by different people

3. test: look at the claims of the original patent and other pieces of prior art, but don’t look at the specification of the original patent

a. but you still can do claim construction

b. tying arrangements – using economic power in one market to gain a competitive advantage in another market 

i. Unless the patent owner has market power, it is not misuse to 

1. Refuse to license or work the patent

2. Engage in market power – see 271(d)

ii. About a month ago, the SCt got rid of the presumption that you have market power

8. Utility (§101)

a. Std: to meet this requirement, you just have to give one use that someone skilled in the art would find credible

b. Types

i. operable utility – can your invention do what you say it does / does it work the way you described

1. The patent office assumes that this requirement is met and won’t raise it

2. There are some things that are rejected automatically, though


a. perpetual motion machines

b. cold fusion

c. other things that are just not really possible

ii. beneficial utility

1. Lowell – they argued that this should have an inventiveness standard (i.e. it has to be better than the other versions that exist); but that standard was rejected – it just can’t be frivolous, injurious, immoral, etc.

2. Juicy Whip – the argument was that the purpose of the invention was to deceive ppl and you shouldn’t be able to get a patent on that

a. Held: the deception was the utility

b. this isn’t a 

iii. practical or specific utility

9. Patentable Subject Matter (§101)

a. You can get a patent on pretty much anything – exceptions:

i. laws of nature

1. e.g. gravity

ii. physical or natural phenomenon

1. apparently this means physical things found in nature that haven’t been modified by the hand of man

a. e.g. a rock or a goat

2. you can get a patent if you change something found in nature (Chakravarti)

3. you can get a patent if you purify it or change it in some way (Park-Davis)

a. but see Funk Brothers, which seems like Chakrabarti; ppl have a hard time distinguishing them

iii. abstract ideas

1. mathematical algorithms

a. old rule: no patents on mathematical algorithms (Benson)

b. then one case said that you can get a patent if the algorithm is part of a physical thing

c. today: you can get a patent on a mathematical algorithm as long as it produces some sort of useful result

i. It’s still unsettled whether you have to have a computer doing the algorithm (i.e. if the algorithm has to be part of a physical thing)

b. business methods are patentable (State street)

Claim Construction

10. The PTO says it does not interpret claims – examiners look at the description to get the essence of the invention & go off that

11. Std for interpreting claims - 2-step process:

a. First interpret the claims using

i. the claims themselves

ii. the rest of the specification

iii. the prosecution history

b. Then compare the properly-construed claims to the accused device

i. don’t look at the accused device until after you have construed the claims

c. There were two interpretation methods used in the Fed Cir before Phillips (difft judges have difft approaches)

i. procedural approach (e.g. Johnson Worldwide – focused on express language of the claim)

1. interpret claims the way a phosita would understand them unless there is a clear indication in the written description or patent history that the patentee meant something else

2. this often results in claims being interpreted more broadly (good for patentees)

b. holistic approach (e.g. Culture Corp. – focused on the essence of the invention)

i. use anything to figure out the claims

ii. the judge is more likely to look into the written description, read it, assume that they are the skilled artisan, get a feeling for the invention and make a decision on what the claims mean

iii. less likely to rely on claim language or give it primacy

iv. often results in claims being interpreted narrowly (good for infringement defendants)

c. Philips (en banc) 

i. the court rejected strict proceduralism (e.g. use the dictionary meaning of words and only use the specification to figure out which meaning to use (thought the applicant it still their own lexicographer))

ii. but it didn’t seem to adopt either the procedural approach or the holistic approach

1. it says the claims define the scope of the patent – seems proceduralist

2. but then it keeps referring to the written description – seems like the other approach

12. Transitional phrases

a. comprising – an “open-ended” transitional phrase; covers any embodiment of the invention with those elements even if it also has other elements not listed

b. consisting – “closed” transitional phrase; does not cover embodiments that have elements besides the ones listed 

c. consisting essentially of – this is somewhere in between; it covers embodiments that have elements besides the ones listed as long as those add’l elements didn’t make the variant essentially different from the claimed invention

i. you won’t know where you are unless you litigate

2. Functional claiming

a. § 112 [¶6] allows functional claiming (this overrode a S Ct decision)

i. “such claim shall be construed to cover the corresponding structure, material, or acts described in the specification and equivalents thereof”

ii. These claims are often construed narrowly

1. only allowed in claims for combinations of elements (can’t have a claim consisting of a single functional element)

2. limited to the embodiments disclosed in the specification – the claims don’t cover every possible means for achieving the result

b. Using the word “means” triggers a presumption that the claim is functional

i. If you say “means” without any “recital of structure, material, or acts in support thereof,” it is a functional claim

ii. If you say means and also have a recital of structure, there is still a presumption of functional claiming but it can be rebutted

c. If the claims doesn’t use the word means, there is a presumption that it is not a functional claim

i. However, if the claims also doesn’t have a “recital of structure, material, or acts in support thereof,” the court may interpret it as a function claim & use the written description to interpret it

1. It may also be interpreted as too indefinite 
d. All-site – when construing a functional claim, first determine the function from the ordinary meaning of the claim language and then look to the specification for the structures that are particularly linked to that function 

i. the claim covers those structure, materials, and acts plus any structural equivalents thereof

ii. Infringement of a §112 P6 element

1. literal infringement of a regular claim – anything that has the 

a. The same function, AND

b. The same structure

2. literal infringement of a §112(6) claim – anything that has the

a. The same (literal) function AND

b. An equivalent structure

i. this does not include after-arising equivalents, though ( to get those, you have to use DoE

ii. why? The meaning of a §112 p6 claim is fixed upon issuance

3. DOE infringement of a §112(6) claim – anything that has both

a. An equivalent function

b. An equivalent structure

13. Cannons of interpretation

a. The plain meaning of claim terms should be given full effect

b. Language in the preamble does not limit a claim unless it breathes life and meaning into a claim

i. A very clear structural definition in a preamble may limit the claim

ii. If the same words are used both in the preamble and in the body, you can sometimes bring those words into the claim

iii. Explanations of purpose, naming, or general descriptive info will usually not be limiting

c. The meaning of a claim term is presumed the same in different claims 

d. All words in a claim are presumed to have meaning 

e. The use of different words within a claim indicates that the patentee intended a different meaning

f. Claims must be read in light of the written description

g. Limitations may not be imported into the claims from the written description

i. unless it is an express limitation – e.g., where the written description says, “By X, I mean…”

h. Claim differentiation – a limitation in one claim will not be read into another claim (a pretty powerful doctrine)

i. Patentees are their own lexicographers – can make up words & can redefine existing words

14. Other arguments

a. Ppl like to argue that courts will not construe claims beyond what is disclosed in the written description, but this is not a canon of interpretation

i. It is GENERALLY inappropriate for a court to limit the claim to the disclosed embodiments (but this is not a canon)

b. Another argument people make is that a claim should be construed so that it is valid.  That is NOT a cannon of interpretation
15. Markman hearings

a. Judges (not juries) interpret claim language (Markman)

i. review of such decisions is de novo (Cyborg case)

b. This often happens in hearings before the jury gets the case or even before trial (“Markman hearings”)

c. The Fed Cir has never taken an interlocutory appeal on a Markman hearing, but they often overturn claim interpretation decisions

i. as a result, the parties will often stipulate to facts, get a summary judgment, and then appeal

Infringement

16.  “[W]hoever without authority makes, uses, offers to sell, or sells any patented invention, within the United States or imports into the United States any patented invention during the term of the patent therefor, infringes the patent.” 35 U.S.C. § 271

a. Patents give their owners the right to exclude, not the right to affirmatively do anything

b. A patent that has been issued is presumably valid

17. Direct Infringement

a. Literal Infringement

b. Doctrine of Equivalents

i. General Test: an element in the accused device is an equivalent of an element in the claim if there are only insubstantial differences between the two  (Graver Tank)

1. Linguistic function-way-means sub-test: performs substantially the same function in substantially the same way to achieve substantially the same result (Graver Tank)

2. This is interpreted in light of 

a. The patent

b. The prior art

c. The circumstances

3. Look to see if persons skilled in the art would have known of the interchangeability of an ingredient in the patent and one not in the patent

ii. All elements rule: each element in the accused device must literally infringe or be an equivalent of an element in the patented device (Warner-Jenkinson)

1. How many elements are there

a. Claim #1 – Fastening device consisting of

i. A two-inch steel bolt

ii. A hexagonal nut

b. Claim #2 – Fastening device consisting of

i. A bolt

ii. Said bolt to extend two inches in length

iii. A nut

iv. Said nut to have five sides

2. Often courts will treat each line as a separate element – makes it harder to prove DOE

a. But can argue there are only two elements

iii. Doctrine of equivalents is a Q of fact (Warner-Jenkinson), but the SC seems to tell lower courts to find a way to take DOE decisions away from the jury (through partial or complete summary judgment or JNOV) e.g.:

1. Prosecution history estoppel – a patentee cannot get to things through DOE that she disclaimed during prosecution.  

2. If equivalence would vitiate an element of the claim, then the patentee cannot use that equivalent

a. Courts will often hold that an equivalent would vitiate an element of the claim if 

i. it operates outside a numerical range in the claim

ii. the claim element and the accused device element take different sides in a binary choice (e.g. metallic, nonmetallic)

b. Courts are unlikely to hold that an equivalent would vitiate a claim element in other circumstances

3. another example – a patentee cannot use DOE to reach things disclosed in the specification but not claimed (Johnson v. Johnston) or things disclaimed in the specification (Gaus)

a. but where the disclaimer in the specification is vague, there is not bar to DOE (Omega)

iv. Policy concerns – judges disagree on DOE a lot – conflicting policy concerns:

1. want to protect inventors’ patent rights

2. want public to know what the patent covers so they don’t accidentally infringe

3. want everyone to know their rights to reduce trxn costs (having to litigate)

4. don’t want to discourage improvements

18. Indirect infringement

a. Contributing to infringement 

i. you are liable for contributory infringement if you:

1. offer to sell, sell, or import 

2. a component of a patented invention or something used to practice a patented process 

3. that is a material part of the invention

4. knowing it is specially made or adapted for infringing the patent and not a staple for substantial non-infringing use

ii. You must know (1) that there is a patent and (2) that the use of the component would infringe the patent (Aro Manufacturing Co.)

1. One district court held that you only need to know (1) that there is a patent and (2) that the component will be used in a particular way, which later was found to infringe

iii. There is no contributory infringement where the component also has a substantial non-infringing use (C.R. Bard Inc.)

1. Though the seller or mfrer could be liable for inducing infringement if, e.g. they gave directions for the infringing use

iv. For there to be contributory infringement, there must also be direct infringement - Aro Manufacturing Co. 

v. Reconstruction v. Repair

1. It is infringement to reconstruct a patented invention w/o permission after it has been substantially destroyed

2. However, it is permissible to repair a structure whose original manufacture and sale were licensed by the patentee (Aro Manufacturing Co.)

3. The distinction between reconstruction and repair is a question of law

a. It depends on the intent of the parties to the original sale

b. Inducement into infringement (§271(b)) – all other types of indirect infringement

i. Case law has interpreted the statute to require that the defendant knew or should have known his or her actions would induce infringement

ii. You have to intend that the actions constitution infringement would happen, not necessarily that the infringement would happen

iii. Failing to take action to prevent infringement is not actively inducing infringement

iv. Actions taken before a patent issues, that will induce infringement after the patent issues will not violate § 271(b).

c. Selling a disassembled embodiment of a patented device, with instructions to the buyer not to build it until after the patent expires, is infringement

19. standards of review

a. Dennison – obviousness – legal Q with factual inquiries

i. Clearly erroneous applies to the facts = def and firm conviction that a mistake has been committed.

1. existence of a motivation to combine patents (for obviousness) – Q of fact, so the Fed Cir may affirm inconsistent determinations 

ii. De novo to the legal side

b. Patent validity

i. PTO’s findings of fact gets “substantial evidence test” – supposedly more deferential than the “clearly erroneous test”

1. but the courts apply a slightly less deferential std of review than they admit for the sake of uniformity

ii. invalidity decisions are binding on the patentee, but validity decisions are not binding on other alleged infringers

c. Merck

i. Chevron doctrine 

1. if Congress has expressed their intent clearly and unambiguously, go with that, but 

2. if the statute is silent or ambiguous wrt the issue, go with the agency’s interpretation if it is based on a permissible construction of the statute
ii. The Fed Cir applies this doctrine to the PTO’s procedural rules, but not to their substantive rules bc Congress has not authorized them to make those

1. Congress can authorize substantive administrative rule making if it allows the agency to speak with the voice of law through relatively formal administrative procedure tending to foster fairness & deliberation

a. E.g. administrative rulemaking

b. E.g. formal adjudication

i. Formal determinations are not included

iii. Skidmore deference applies to agency decisions not entitled to the Chevron deferential doctrine

1. Skidmore – the deference owed depends on the thouroughness of its consideration and the validity of its reasoning

a. Really, this is just de novo

20. Jurisdiction of Fed Cir

a. Well-pleaded complaint

21. reexamination – anyone can initiate by showing that prior art patents or printed publications raise substantial new Q of patentability; PTO has 3 mos to decide to grant or not – grants most

a. ex parte

b. fast

c. PTO can’t revisit matters it already looked at in prosecution

d. Patentees cant expand claims (unlike in a reissue w/in 2 yrs)

e. No presumption of validity during this process

22. Inter parties reexamination

a. a.
Allows 3p to partcipate more fully in re-exmination process.

b. b.
If 3p loses, NO APPEAL. CANNOT RAISE THOSE SAME ARGS FOR INVALIDITY LATER IN A COURT.

23. Remedies

Defenses to Infringement

24. Prosecution history estoppel (only a defense to an assertion of DOE)

a. When a narrowing amendment is made during prosecution, there is a presumption that the patentee is disclaiming the subject matter btwn the original claim & the new claim in order to secure the patent (Warner-Jenkins)

i. Patentee bears the burden of disproving this – i.e. by showing that (Festo): 

1. The equivalent was unforeseeable at the time of the application

2. The rationale underlying the amendment bears only a tangential relation to the equivalent in question

3. Or, for some other reason, the patentee (PHOSITA?) could not rsbly be expected to have described the insubstantial substitute in question

ii. Hypothetical claim approach: construct a hypothetical claim that covers the equivalent.  If the patentee would have been able to patent that claim, they can get to the subject matter through DOE (Wilson Sporting Goods)

1. This approach is sometimes mentioned, but not often used

25. Reverse Doctrine of Equivalents (defense to literal infringement)

a. This has never been used by the Fed Cir

b. It was mentioned in Graver Tank

c. It was used by the S Ct in Westinghouse (with four dissents) 

i. the language “substantially as set forth” was interpreted to read the specification into the claim (but the court later said that the case was not limited to such language)

ii. where the accused devise literally infringes a claim, but is so far removed from the principle of the device that it no longer represents the invention, there is no infringement

26. Experimental Use

a. An experiment w/ a patented article solely for the purpose of gratifying a philosophical taste or curiosity or for mere amusement is not an infringement (Roche v. Bolar)

i. Testing and evaluation related to getting a drug approved by the FDA is not solely for any of these purposes, so it does not fall into the exception (Roche)

1. But in response to this case Congress passed an exception for use “reasonably related” to getting drugs approved by the FDA.  The act also

a. Merck v. Integra – “rsbly related is still being litigated

i. the standard is not whether the use will directly generate data for submission to the FDA, but it did not say what the standard was 

ii. Using a patent for educational purposes also does not fall into this exception (Madey v. Duke University)

27. Equitable defenses

a. Inequitable Conduct (nondisclosure to the patent office)

i. Penalty: total unenforceability for whole patent

1. No patent will be granted if 

a. there is a fraud or attempted fraud on the PTO

i. fraud (inequitable conduct) = failure to disclose material info or submission of false info w/ intent to mislead

b. duty of disclosure violated through bad faith or intentional misconduct

ii. Rule 1.56 – must disclose all info you know to be material to patentability

1. “material” = not cumulative (not already in record) AND

a. establishes (w/ or w/o other stuff) prima facie unpatentability (compels a conclusion the claim is unpatentable under preponderance of evidence)

b. OR refutes or is inconsistent with a position the applicant takes in opposing unpatentability or asserting patentability

2. know = above gross negligence (Kingston)

a. maybe even probably should have known

b. no duty to do a search, though

3. inverse relationhip – the higher the level of intent, the less material it has to be

a. weighing of equities ( abuse of discretion

b. Know and material ( Q of fact

b. Laches

i. Delay ( can’t enforce

28. §271(d) - Patent Misuse / Abuse

a. A patentee risks liability for misuse whenever it exploits the patent beyond the scope of the patent (Morton) or the term of the patent (Brulotte)

i. e.g. by requiring the payment of royalties after the expiration of the patent (Brulotte)

1. BUT, if the contract requiring remedies was created before the patent issued and the parties contemplated the possibility that the patent might not issue, there is no misuse (Aronson)

b. Using a patent to control something that is not patented is not misuse (Dawson Chemical)

Remedies

29. Injunctions

a. Permanent (until the patent expires) - basically a matter of course once infringement is shown

i. there are some very rare exceptions

b. Preliminary – also common

i. Factors (Amazon.com)

1. reasonable likelihood of success on the merits

a. if the accused infringer can show a substantial Q as to infringement or invalidity, they can get out of the preliminary injuction

2. irreparable harm in injunction not granted

a. presumed if there is a clear showing of patent validity and infringement

3. a balance of hardships tipping in its favor

4. the injunction’s favorable impact on the public interest

30. Damages

a. Lost profits

i. You must show four things to get lost profits (Panduit)

1. Demand for the patented product – e.g.

a. you would be selling to the same customers

b. it has the same benefits as the patented invention

c. it is similar in type to the patented invention

2. An absence of infringing substitutes

a. Infringing substitute = something that offers the benefits of the patented invention

i. a substitute that isn’t as good as the patented device but that is so cheap ppl would buy it instead is not a non-infringing substitute

b. The substitute doesn’t have to be on the market

3. The manufacturing and marketing capability to exploit the market that you can’t access because of the infringing product

a. This is open to argument

i. You can argue that you would have had more capability if not for the infringer (Rite-hite) – just get a legitimate economist to testify to that fact

4. Expert testimony on the amt of profit that would have been made

b. Reasonable royalties

i. 35 U.S.C. § 284 – damages adequate to compensate for the infringement, but in no case less than a “reasonable royalty”

1. reasonable royalty = what the parties would have agreed to for the use of the patent back when the infringement began (Panduit) plus a little more to discourage infringement

2. royalty rates in the industry are a factor, but are not determinative

c. Treble damages

d. Attys fees

i. e.g. when the patent is declared unenforceable bc of inequitable conduct

