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1) Introduction

a) Historical Perspective

i) Venice – 1974 ( the first Patent System

(1) Subject Matter: devices

(2) Qualities: New to jdx and useful

(3) Term: 10 years

(4) Enforcement by Magistrate

(5) Remedy: fines and destruction of infringing articles

ii) England – 1623 ( Statute of Monopolies

(1) No exclusive privileges except for “true inventions”

iii) Patents in the “New World” MA – 1641

iv) US Constitution Art. I §8

(1) “To Promote the Progress of Science and the useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries.”

v) Patent Act of 1790 (Jefferson); Revisions of 1836; Development of obviousness (mid 1800s); turn of century, patents on the light bulb, automobile, airplane; 1920s to 1970s (animus toward patents); 1952 revision of the Patent Act. ( The 52 Act governs Patents today 

vi) 1982 Creation of Federal Circuit

(1) Exclusive Appellate Court for cases involving Patents

vii) Globalization/Harmonization of Patent Rights

(1) WTO attempts to harmonize IP laws among member nations (TRIPS)

b) What is a Patent?

i) Essentially a patent boils down to the claims.

(1) The “name of the game is the claim” G.S. Rich

(2) Claims written as a sentence: “I claim…”, “we claim…”, etc.

(3) “The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention.”  35 U.S.C. § 112 para. 2.

(4) Anatomy of a Claim

(a) Preamble of the Claim

(i) This is the wind up/intro to whatever they are going to talk about

(ii) Transitional phrase “comprising”

(b) Body Containing Limitations or Elements

(c) Dependant Claim

(i) Don’t HAVE to have any, or you can have multiple

c) The Patent System: Who are the players and how does it work?

i) Invention ( Prosecution ( Enforcement

ii) Prosecution

(1) An ex parte correspondence b/w an applicant and the USPTO

(2) Application remains secret at least 18 mos (a little behind now so more like 20-22)

(3) >300,000 applications/year

(4) 3000 examiners

(5) 160,000 patents issue/yr

(6) A patent will issue approx. 90% of the time

(7) During this time you can change your claims and emnds them, but can’t change original disclosure

iii) Continuation Practice

(1) Can continue your denied application in different directions, almost as many times as you want.

(2) Can also continue in part ( with something les or something that isn’t completely what you had, plus some additional information. 

iv) Institutions

(1) Supreme Court at the top

(2) Federal Circuit (exclusive appellate court that hears patent cases) Middle Wrung

(3) USPTO, District Courts ( bottom wrung

v) Enforcement

(1) “[W]hoever without authority makes, uses, offers to sell, or sells any patented invention, within the United States or imports into the United States any patented invention during the term of the patent therefore, infringes the patent.” 35 U.S.C. § 271.

(2) PTO issues “presumably” valid patents, 35 USC §282, but…

(a) Courts commonly review validity

(i) Due to volume and incentives of examiners to issue patents

(ii) Flaws in the prosecution process

(3) FACTS: >1% of patents are litigated ;~5% enforced; average cost of patent lit ~$4million.

d) Economics of Innovation

i) Justifications

(1) Utility – Welfare Maximization

(a) The greatest good for the greatest number

(b) There is a net social benefit

(i) As long as the benefit is a net to everyone, harming some people not important

(c) U.S. Const. Art I, Section 8:“To Promote the Progress of Science and the useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries.”

ii) Issues of Intangible Property

(1) Non-Rivalrous

(2) Appropriability Problems

(a) Solving the appropriability problem?

(i) Propertize ( Creating property Rights

1. This lets you gain a profit and internalize the externality

iii) Patent Economics ( Patents to Promote Progress

(1) Set of Incentives Incentive to:

(a) Invest in Research

(b) Innovate

(i) Bringing the benefits of an invention to the public

(ii) This gets the welfare maximizing result ( refers to commercializing

(c) Disclose

(i) Invention occurs and some innovation hopefully, but disclosure is important so others can utilize the new idea

(d) Design-Around

(i) People can improve on the invention in a way to avoid infringing

(e) Invent

(2) Which incentives are the most important?

(a) Depends what your POV is

(b) The bottom line is to have innovation get to the public as quickly and easily as possible

(3) At what cost?

(a) Competition

(i) Depending on market and availability of other viable options

(b) Transaction Costs

(c) Administrative Costs

(i) w/o a patent system you don’t the office (or maybe even federal circuit)

(4) Issues of Patent Economics

(a) Subsequent Innovation

(i) Initial innovator performs or organizes

1. Broad Initial Patents

2. Less reinventing the wheel (waste, redundant work)

(ii) Independent innovators perform and organize

1. Duplication?

(iii) Multiple Patents

1. Anti-Commons

a. This theoretically results in under use ( you have too many exclusive rights

2. Thickets

a. You are trying to build something with 1K parts and 1K different people have the patents that you need to license. ( Transaction costs skyrocket. 

3. Exacerbating Factors

a. Broader Scope causes more and more problems downstream

(iv) Strategies

1. Portfolios (MAD = Mutually Assured Destruction)

2. Cross-licensing and trading portfolios

a. I can’t enforce my patents against you and vice versa

b. This works by allowing someone to use another’s patents

3. BUT “Patent Trolls”

a. Accumulating patents but don’t practice ( just use rights to charge licensing fees

i. Not susceptible to infringing or being sued themselves

b. Innovators v. Investors

2) Substantive Law of Patentability

a) Obligations

i) Obligation of Disclosure

ii) Requirement of Novelty

iii) Requirements of Non-Obviousness

b) Patentability Requirements

i) A description that Complies with § 112

(1) Written Description

(2) At least 1 claim

(3) Enablement

(4) Best Mode

ii) Is the invention novel? §102

iii) Avoids the so-called Statutory Bars § 102

iv) Is Non-obvious § 103

v) Is made by the listed inventors § 116

vi) Is it useful? § 101

vii) Is statutory subject matter § 101

3) The Obligation of Disclosure

a) § 112.  Specification 

i) The specification shall contain a (1) written description of the invention, and (2) of the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the same, and shall (3) set forth the best mode contemplated by the inventor of carrying out his invention.

ii) The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention.

iii) A claim may be written in independent or, if the nature of the case admits, in dependent or multiple dependent form.

iv) Subject to the following paragraph, a claim in dependent form shall contain a reference to a claim previously set forth and then specify a further limitation of the subject matter claimed. A claim in dependent form shall be construed to incorporate by reference all the limitations of the claim to which it refers.

v) A claim in multiple dependent form shall contain a reference, in the alternative only, to more than one claim previously set forth and then specify a further limitation of the subject matter claimed. A multiple dependent claim shall not serve as a basis for any other multiple dependent claim. A multiple dependent claim shall be construed to incorporate by reference all the limitations of the particular claim in relation to which it is being considered.

vi) An element in a claim for a combination may be expressed as a means or step for performing a specified function without the recital of structure, material, or acts in support thereof, and such claim shall be construed to cover the corresponding structure, material, or acts described in the specification and equivalents thereof.

b) Adequate Disclosure under § 112 requires ( doctrinal elements
i) Enablement
(1) Undue Experimentation
(a) The Incandescent Lamp Patent pg. 263
(i) Context: Late 19th Century. Classic patent race at a time when there had been a lot of experiment over past 60 years involving lighting. Sawyer and Man have a patent on an incandescent light. They say that the filament is the important thing. 
(ii) Claims: (1) S&M claim that the filament was of carbonized fiber in a particular shape. (2) States that it should be encased in a bulb. (3) “carbonized paper, substantially as described.”
(iii) Disclosure: No special description was thought necessary so specifications are fine.
(iv) FACTS: Edison invented a bulb that looks pretty similar, but has carbonized bamboo which is a carbonized textile as described in S&M patent. S&M had a version with carbonized paper, but couldn’t manufacture b/c it didn’t last. 
(v) HOLDING: The fact that they used carbonized paper and specified “fibrous textile” is not specific enough to grant a patent over all light bulbs with carbonized textiles as filament.
(vi) RULES
1. Purpose of enablement
a. So that people can improve on the patent
b. People can make the item after the patent expires
c. Advises patent owner (and others) about what he actually owns 
2. Standard for enablement
a. Has to teach someone skilled in the art to reproduce (like science articles)
b. Not EVERYONE needs to be able to understand. 
(b) In re Wands pg. 280
(i) FACTS: Wands has a method for detection of Hep B. Claim 1 of his patent is for an assay that requires antibodies and contacting them with a sample that might have Hep. B. The claim does not claim a method for making antibodies. Patent Office rejected his application b/c it didn’t tell people how to make the antibody. 
(ii) HOLDING: Court reverses b/c it would not require undue experimentation to obtain antibodies needed to practice the claimed invention. 
(iii) RULE: Enablement (“more generally”)

1. Scope of enablement has to be roughly similar to the scope of claims

a. Not really ( S&M WAY too broad

b. This is not broader than he claims b/c he isn’t trying to claim antibodies.

2. Quantity of disclosure is related to predictability of the art

a. If everyone in the art knows how to do certain things, don’t really need to say it in your disclosure. Just basically mention it. 

b. Then in a very predictable art you can have a pretty bare bones disclosure

3. Measurement of disclosure is as of filing date

a. If you haven’t reduced to practice yet, or something like that and now you want to add new information ( you need a new filing date. 

ii) Written Description

(1) Vas-Cath Inc. v. Mahurkar pg. 303
(a) RULE: drawings alone could provide the "written description," and invention must be what the drawings showed, the description was sufficient to raise factual questions of patent validity. 

(2) Gentry Gallery Inc. v. Berkline Corp. pg. 315
(a) Standard of Review for Written Description ( Question of Fact, clearly erroneous

(b) Written description was fine in this case, but was very specific that controls could only be in center consol of the sofa and therefore patent was not infringed. 

(3) University of Rochester v. G.D. Searle (handout)
(a) FACTS: Patent is directed to “[a] method for inhibiting [the activity of an enzyme] in a human host comprising administering a [compound which inhibits the enzyme] . . . to a human . . . .” The enzyme at issue is COX-2 or PGHS-2. It causes production of prostaglandin (hormone). Patent discusses how to identify the compound using a screening assay. 

(b) Court states at p920 that:  

(i) [T]he purpose of the written description requirement is to “ensure that the right to exclude, as set forth in the claims, does not overreach the inventors contribution to the field . . .”—Is this distinct from enablement?  

(4) WD is AT best a very ambiguous and malleable thing.         

iii) Best Mode

(1) Is required b/c you could write a specification that would be enabling and allow you to claim your invention, but keep for yourself enough info that at expiration of patent public doesn’t know much.

(2) Two component inquiry

(a) Subjective ( did the inventor know of the best mode?

(b) Objective ( did the inventor conceal the best mode?

(i) A little difficult to evaluate

(3) Randomex, Inc. v. Scopus Corp. pg. 337
(a) FACTS: invention is a portable machine for cleaning computer disks. The inventor disclosed the mechanism of the invention and a few options for cleaning fluid, including their own product. One of the modes was a serious problem. Their detergent was the best mode and had certain characteristics (non-residue). They wanted people reading the patent to assume their spray was the best mode. 

(b) HOLDING: FC says “non-residue detergent” was sufficient to satisfy the best-mode requirement. You don’t have to say which mode is the ultimate best mode, but you can just point out a few modes that are among the best. 

(4) Chemcast Corp. v. Arco Industries pg. 343
(a) FACTS: Invention was a plug that you put through metal so that you could pull cables through w/o damaging the cables (grommet). The grommet had specific characteristics and relative hardness requirements for base and locking mechanisms. The inventor only discloses a range of hardness for specific parts of the grommet. 

(b) HOLDING: B/C they knew only one specific hardness that worked at the time and they didn’t disclose it specifically, but instead tried to bury it in a range, didn’t meet BM requirements. 

(5) Principles of BM

(a) Don’t need to describe every last detail but gotta be pretty specific.

(b) When must unclaimed subject matter be disclosed?

(i) Oversimplification to say that just b/c something is not claimed it doesn’t need disclosure  

(ii) If unclaimed subject matter is essential to operating the best mode than you must disclose it 
4) The Requirement of Novelty, 35 U.S.C. § 102

a) § 102 “A person shall be entitled to a patent unless…

i) (a) the invention was known or used by others in this country, or patented or described in a printed publication in this or a foreign country, before the invention thereof by the applicant for patent, or

ii)  (e) the invention was described in (1) an application for patent, published under section 122(b) [35 USCS § 122(b)], by another filed in the United States before the invention by the applicant for patent or (2) a patent granted on an application for patent by another filed in the United States before the invention by the applicant for patent, except that an international application filed under the treaty defined in section 351(a) [35 USCS § 351(a)] shall have the effects for the purposes of this subsection of an application filed in the United States only if the international application designated the United States and was published under Article 21(2) of such treaty in the English language; or

iii) (f) he did not himself invent the subject matter sought to be patented, or

iv) (g) (1) during the course of an interference conducted under section 135 [35 USCS § 135] or section 291 [35 USCS § 291], another inventor involved therein establishes, to the extent permitted in section 104 [35 USCS § 104], that before such person's invention thereof the invention was made by such other inventor and not abandoned, suppressed, or concealed, or (2) before such person's invention thereof, the invention was made in this country by another inventor who had not abandoned, suppressed, or concealed it. In determining priority of invention under this subsection, there shall be considered not only the respective dates of conception and reduction to practice of the invention, but also the reasonable diligence of one who was first to conceive and last to reduce to practice, from a time prior to conception by the other.

v) (b), (c) & (d) deal with statutory bars, not novelty

b) Novelty in a nutshell

i) To obtain property rights of a patent, an inventor must invent and give to the public subject matter that is at the time it is invented, novel, i.e. new, not already part of the public domain.

(1) This is required b/c otherwise if people are already using it, it would be a surprise to be infringing all of a sudden. Don’t want double patents. Could dilute motivation to innovate. There would be more duplicative work. 

ii) When PTO is able to establish that an invention claimed in an application is not novel ( it is anticipated

iii) Anticipation

(1) Must be identity:  presence in single prior art disclosure of every element of claimed invention

(2) Moreover, the prior art disclosure must enable the claim which the applicant seeks.    

c) The Identity Requirement

i) In re Robertson pg. 365
(1) There is a diaper and it appears to be virtually identical to a prior diaper except for a 3 fastener that is used to wrap the diaper up for disposal. 

(2) HOLDING: This third fastener sufficiently differentiates the claim. 

d) Accidental and Unknown Anticipations

i) In re Seaborg pg. 375
(1) FACTS: Invention claimed is element 95 Americum and its isotope. The prior art is the fact that the isotope is always made when you run a reactor at a certain speed. Court recognizes that the element is made in the prior art reactor.

(2) HOLDING: No anticipation b/c people never realized that they were actually ever producing anything when they ran the reactor. 

e) The “Enablement Standard” For Anticipation

i) In re Hafner pg. 380
(1) FACTS: Hafner applied for a patent 3 times and was rejected for insufficient enablement. Now his 4th application is rejected b/c there was prior art, which was his own that was not sufficient to enable before. Now what? Is this fair

(2) HOLDING: This double standard was affirmed. Enablement for §112 means something different than enablement for § 102. 

(a) The same disclosure can be sufficient to anticipate, but insufficient to enable.

ii) Titanium Metals Corp. v. Banner pg. 383
(1) FACTS: Wanted a patent on a titanium alloy in a certain range that was corrosion resistant. There was a Russian article that described this exact composition, but never mentioned corrosion resistance

(2) HOLDING: The claim was anticipated b/c it was the same thing, fact that it had a previously unknown characteristic was insufficient to change it. 

f) REFERENCES UNDER § 102(a) ( what can qualify as a reference?

i) A person shall be entitled to a patent unless—

(1) (a) the invention was known or used by others in this country, or patented or described in a printed publication in this or a foreign country, before the invention thereof by the applicant for patent . . .

ii) Domestic Inquiry ( “Known or Used by Others”

(1) Known… by others”

(a) National Tractor Pullers Ass’n v. Watkins pg. 398
(i) FACTS: There is a patent to a sled that you pull with a tractor. Evidence that it was known or used by others was a drawing on a table cloth. 

(ii) HOLDING: This fails to anticipate b/c it was not publicly known.

(b) Gaylor v. Wilder pg. 403 note 6
(i) FACTS: Invention was a type of safe and seems that one Conner had previously invented and constructed a type of safe that would have anticipated the claims at issue. However, Connor had long since stopped making the safe and kept details secret. 

(ii) HOLDING: Even though the claimed safe may have been known or used, it did not anticipate. ( Things that fall out of the public domain DO NOT anticipate. 

(2) “Used by Others”

(a) Rosarie v. Baroid pg. 403
(i) Prior users did not file a patent application and did not publish about their invention, however, it was used by the public and this was reasonably accessible. 

iii) Global Inquiries: Patents and Printed Publications

(1) Printed Publications

(a) Jockmus v. Leviton pg. 407
(i) A catalog printed in French can satisfy the printed publication requirement so long as the catalog was decently accessible. ( can’t be one copy buried in an unknown lib. 

(b) In re Hall pg. 409
(i) A thesis can be considered a printed publication b/c anyone in the technical community can probably access it. 

(ii) A confidential yet widely internally distributed document is not a “printed publication” b/c it is not publicly accessible. Neither is a thesis only listed by last name ( don’t know to look for it so it is not publicly accessible. 

(iii) A publication is publicly accessible when at least one member of the general public has access to it. ( Can’t just get to publisher, gotta get to at least one mailbox. 

(2) “Patented”

(a) Reeves Bros. v. US Laminating Corp. pg. 415
(i) What makes a patent?

1. If it gives you the right to exclude others from making, using or selling ( it’s a patent

g) § 102(e): Disclosure in Earlier-Filed U.S. Applications 

i) A person shall be entitled to a patent unless:  

(1) (e) the invention was described in 

(a) (1) an application for patent, published under section 122 (b), by another filed in the United States before the invention by the applicant for patent or 
(b) (2) a patent granted on an application for patent by another filed in the United States before the invention by the applicant for patent . . . [including foreign applications that meet treaty requirements]

ii) Alexander Milburn Co. v. Davis-Bournonvilee Co. pg. 423
(1) FACTS: W has a patent and C filed his application before W did. C files an application and then W files an application, C’s patent issues and W’s patent issues. C’s patent discloses but doesn’t claim the same info as W’s patent. 2nd Circuit says there is no prob b/c C’s disclosure not claimed.

(2) HOLDING: SC says NO WAY! This is not OK, this is prior art and discloses the claim.

h) § 102(f): Derivation From Another

i) A person shall be entitled to a patent unless:  

(1) (f) he did not himself invent the subject matter sought to be patented 

(a) This is to prevent stealing

(b) ISSUE: when do suggestions or contributions of another = derivation?

ii) Campbell v. Spectrum Automation Co. pg. 432
(1) Don’t steal other people’s ideas

i) Timing Issues: § 102(g) & Priority of Invention

i) A person shall be entitled to a patent unless: 

(1) (g) (1) during the course of an interference . . . another inventor involved therein establishes, to the extent permitted in section 104, that before such person’s invention thereof the invention was made by such other inventor and not abandoned, suppressed, or concealed, OR

(2) (2) before such person’s invention thereof, the invention was made in this country by another inventor who had not abandoned, suppressed, or concealed it. 

ii) In determining priority of invention under this subsection, there shall be considered not only the respective dates of conception and reduction to practice of the invention, but also the reasonable diligence of one who was first to conceive and last to reduce to practice, from a time prior to conception by the other. 

iii)  Terminology

(1) Interference ( 2 or more people file application claiming a patent and have a trial to see who wins

(a) Anyone who is first is the Sr. Party

(b) Anyone not first is the Jr. Party

(2) Conception ( the mental act when you realize something new

(3) Reduction to Practice (RTP) ( building/creating a working model (demonstrating you performed a method) 

(4) Constructive RTP ( filing of a patent application that satisfies § 112.

iv) TIMELINE of invention


Conception


RTP

Application = cRTP
v) Priority in a nutshell

(1) General Rule ( There first person to RTP is entitled to priority

(2) EXCEPT Inventor that is second to RTP may be entitled to priority if

(i) First to conceive AND Reasonable Diligence OR

(ii) First RTP is abandoned, suppressed or concealed

vi) The Basic Rules of Priority § 102(g)

(1) Townsend v. Smith pg. 442
(a) T has the burden of proof b/c he is challenging the patent. He is the one who has to overcome something. T’s burden of proof is a preponderance of the evidence. If the patent ha issued, the burden of proof is clear and convincing evidence. 

(2) Christie v. Seybold pg. 448
(a) FACTS: S allegedly conceived before C, but C RTP before S and S files first and C files a day later. The case looks at reasonable diligence.

(b) FACTORS: If you have a period b/w conception and RTP  and someone intervenes in that time that conceives 2nd, but RTP 1st, you have to show DUE DILIGENCE b/w conception and RTP.

(c) HOLDING: S did not exercise due diligence in this case b/c he was just waiting for a time whent it would be more profitable for him to RTP.

(3) HYPOS ( who wins?

(a) A and B conceive simultaneously A RTP the B RTP

(i) General rule: First to RTP wins ( A wins

(b) B conceives then A conceives and both RTP at same time

(i) Due diligence not important here ( first to conceive wins ( B

(c) A and B conceive and RTP simultaneously

(i) No one wins ( PTO issues no patent

(ii) Court of Appeals has not judged such cases

(4) NOTE ( printed publications can be evidence of conception but not RTP

(a) Must have actual RTP or the filing of the patent for cRTP

(5) Peeler v. Miller pg. 456
(a) M RTP and gives it to his company, but his company sits on it. P then files an application.

(b) HOLDING: Court finds that M intentionally concealed his invention b/c his company as hi assignee did nothing.  ( 4 years b/w RTP and patent application is PF unreasonable.

(6) Paulik v. Rizkalla pg. 461 Note 3
(a) If you “abandon” something for a little while but pick it up again before another RTP and you are progressing reasonably ( you get the patent.

(i) There MAY be a gap in diligence from conception as long as you pick it up again…

(b) IF A conceives and then is viewed as a suppressor and B can show conception before A reopens the file after suppression B MAY be able to win

(i) This is uncertain ( no case seems to say it. 

vii) Prior Art Uses of § 102(g)

(1) Dow Chemical v. Astro-Valcour, Inc. pg. 466
(a) Court invalidated a Dow patent b/c AVI RTP to first. AVI did not know that they had RTP nor did they know they had a patentable invention. ( Not required.

(b) RULE: A prior invention doesn’t need to know that he has a patentable invention in order to qualify as prior art and block the second patent. 

viii) Summary of § 102(g)

(1) Applies to an invention in the strict sense, MUST HAVE:

(a) Conception and

(b) RTP

(2) The Purpose of 102(g) is 

(a) Protect people who invent things from having to pay royalties on their own invention

(b) Define when an invention happens & allow public to understand what an invention is.

5) Avoiding the Statutory Bars § 102

a) § 102 “A Person shall be entitled to a patent unless… (b) (c) (d) ( statutory bars sections

i) (b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this country, more than one year prior to the date of the application for patent in the United States, or

ii) (c) he has abandoned the invention, or

iii) (d) the invention was first patented or caused to be patented, or was the subject of an inventor's certificate, by the applicant or his legal representatives or assigns in a foreign country prior to the date of the application for patent in this country on an application for patent or inventor's certificate filed more than twelve months before the filing of the application in the United States,

b) Introduction

i) Pennock v. Dialogue pg. 543
(1) FACTS: Patents are available on inventions “not known or used before the application.” Inventor here invented in 1811 and licensed invention to someone selling it in Philly. It was fairly successful so much later he decided to try to patent it. 

(2) HOLDING: NOT OK ( you can’t try to get a patent when that item has already been in public use.

ii) “Where and inventor has “held back from the knowledge of the public the secrets of his invention… until the danger of competition” arises, he should not then be allowed to take out the patent.” Pg. 550

c) § 102(b): The Statutory Bars

i) Breakdown

(1) No patent if more than one year prior to application, invention

(a) Patented or described in printed publication ANYWHERE OR

(2) Invention

(a) In public use or on sale in this country. 

ii) Review of Patents and Printed Publications

(1) ONLY publications with an effective date more than one year prior to the application filing date can trigger a statutory bar under §102(b). 

(2) Inventor can create statutory bar with her own work if patented or published before the critical date.

d) “In Public Use or on Sale”

i) Public Use

(1) Egbert v. Lippmann pg. 554
(a) FACTS: Invention was a corset spring. Patent was filed in a866, at this time there was a 2 year grace period ( so critical date is 1864. Invented in 1855 and gave to a friend who became his wife. It was used under clothes by only a few people.

(b) HOLDING: This was a sufficient public use for statutory bars.

(i) REMEMBER National Tractor Case ( “102(a) requires some type of public disclosure and is not satisfied by the knowledge of a single person, or a few persons working together.”

1. This can be differentiated by policy b/c if it has been a “public use” like this we don’t want it to be retracted all of a sudden when invention is patented. 

(2) Moleculon Research Corp. v. CBS, Inc. Pg. 560
(a) FACTS: Invention was something similar to Rubik’s cube. Critical Date was March 3, 1969. Inventor was a grade student and made paper prototypes of puzzle. A few friends saw these. Went to work and made wooden prototype. He had it in his office and his boss saw it in March of 69. Boss convinces him to grant the company a right to commercialize. Moleculon tries to sell it and no one is interested on March 7, 69.  Applies for patent March 3, 70. 

(b) HOLDING: This is NOT a public use.

(i) Assigning patent rights ( public use.

1. Trying to sell to other companies is public use, but after CD

(ii) Explaining it to his friends was not public use b/c he did not give them the invention for free and unrestricted use. ( but he did explain how to use it… hard to reconcile.

(3) Metallizing Engineering Co v. Kenyon Auto Parts pg. 565
(a) FACTS: Invention is for process called metallizing which refers to a process to prepare metal to spray it. He was using the process and profiting, but it was impossible to learn of the secret from the final product. The question was whether or not this was a public use.

(b) HOLDING: This is considered public use. This seems to be public use b/c he is profiting. 

(c) RULE: An inventor's use of a secret process along with the open sale of a product of that process will be a "public use" and bar a patent assuming it happens before the critical date, another party's use of the same secret process and open sale is not a public use.

(4) PUBLIC USE EXAMPLES

(a) Inventor uses secret process and sells output ( BARRED by Metallizing

(b) Non-inventor uses secret process and sells output ( OK according to Judge Hand in Metallizing

(c) HYPO: A invents and files application onf2-7-06, B publishes a journal article on 2-7-04. 

(i) This is prior art under 102(a) & (b). 

(ii) Novelty provisions directed to events occurring before invention

(iii) Statutory bars directed at time b/w invention and patent

(iv) Novelty establishes who was first to invent ( usually focused on acts of other

(v) Statutory Bars focus more on inventor’s own actions. 

(5) What prior uses are NOT public uses?

(a) No commercial exploitation

(b) Secret use only for inventor

(c) Experimental Use

ii) On Sale ( works in essentially the same manner as the public use bar. 

(1) Pfaff v. Wells Electronics pg. 569
(a) You don’t have to have RTP to trigger the on sale bar. As long as the invention is substantially ready for invention that you can trigger the statutory bars. 

(b) This guy sold his chip to Texas Instruments before actually RTP or even having a prototype to show them. Therefore the statutory bars were against him and he could not get a patent. 

e) The Experimental Use Exception 

i) City of Elizabeth v. American Nocholson Pavement Co. pg. 586
(1) FACTS: Inventor invented some sort of wooden pavement and he allowed it to be put down on some street in Boston to test wear and tear for a few years. 

(2) HOLDING: This was not a public use b/c the nature of pavements is that you cannot experiment with it outside of public. And this was not for commercial profit, but in fact to test durability.  
ii) Lough v. Brunswick Corp. Pg. 594
(1) FACTS: L made new seal and constructed 6 prototypes and tested on his boat and a couple of friends’ boats. Over a year later he got a patent. Issue was whether or not this was experimental use.

(2) RULE: To determine whether use is experimental (question of law) must consider surrounding use:

(a) # of prototypes and duration of testing

(b) Records or progress reports made?

(c) Secrecy agreement b/w patentee and testers?

(d) Compensation for use of invention?

(e) Extent of control patentee maintained

(i) THIS IS CRITICAL

(3) HOLDING: This was not experimental use, L did not keep sufficient records, or maintain control (one of the plugs was on a boat he sold and never saw again) ( these thing are crucial to testing.

f) Third Party Statutory Bar Activity

i) Baxter International v. Cobe Laboratories pg. 602
(1) FACTS: C applies for patent on sealless centrifuge on May 14, 76. CD 5/14/75. S has the centrifuge built and balances is it with water and then with blood to use it. All before CD. S did not make effort to maintain the centrifuge as confidential. 

(2) HOLDING: The centrifuge was in public use before CD providing a statutory bar against C’s patent claim. S’s use was not experimental b/c he was not experimenting with the features of the centrifuge.

(a) “We have described ‘public use’ as including ‘any use of [the claimed] invention by a person other than the inventor who is under no limitation, restriction or obligation of secrecy to the inventor. “ Pg. 604 ( consider the totality of circumstance and policies of the public use bar.

ii) W.L. Gore v. Garlock pg. 611
(1) FACTS: Technology at issue is how to make gortex. C was using the machine in NZ a long time before CD. Budd was making it and selling it in this country using C’s machine. 

(2) HOLDING: C’s use is irrelevant b/c it was out of the country. B’s use is relevant, but b/c there was no way for the public to know of the process from the finished product ( no bar to patent.

(3) RULE: “Early public disclosure is the linchpin of the patent system. As between a prior inventor who benefits from a process by selling its product but suppresses, conceals, or otherwise keeps the process from the public, and a later inventor who promptly files a patent application from which the public will gain disclosure of the process, the favors the latter.” Pg. 613

6) The Requirement of Nonobviousness

a) Introduction: Nonobviousness and “Inventions”

i) History of Obviousness

(1) Hotchkiss v. Greenwood pg. 648 ( 1851
(a) Patent about technology to create doorknobs out of clay. Lasts longer, wears better and is cheaper to make. The court holds that thi wasn’t patentable b/c it is merely taking old technologies and putting them together to get something. 

(b) You have to have more that whatever ingenuity the ordinary mechanic may have.

(2) Rubber-Tip Pencil Co. v. Howard pg. 655 ( 1874
(a) Invention was obvy a rubber-tip pencil. SC says not an invention of great skill. SC tries to differentiate mechanical skill and inventive genius. Requires an actual “invention.”

(3) Great A & P Tea Co. v. Supermarket Equip. Corp. Pg. 661 ( 1950
(a) Invention is a counter for moving groceries. Market appears to be great for this item. SC says that this is just taking old ideas and combining them. In order for a combination like this to be patentable, the whole must be so much more useful than the sum of its parts. 

ii) In 1952 Congress took action and pass 35 USC § 103(a), which reads:

(1) A patent may not be obtained though the invention is not identically disclosed or described as set forth in § 102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

b) § 103 and the Basic Graham Inquiry

i) Graham v. John Deere Co. Pg. 670
(1) SC concludes that § 103 did nothing for them and merely codifies the pre-existing case law. 

(2) States that obviousness is a question of law ( factors to determine obviousness

(a) “Under § 103, the scope and content of the prior art are to be ascertained; and the level of ordinary skill in the pertinent art resolved. Against  this background, the obviousness or nonobviousness of the subject matter is determined. Such secondary considerations as commercial success, long felt but unsolved needs, failure of others, etc. might be utilized to give light to the circumstances surrounding the origin of the subject matter sought to be patented. As indicia of obviousness or nonobviousness, these inquiries may have relevancy. 

(3) Court holds that b/c the invention relies on “exceedingly small differences” from something that already exists there is no patent.  

ii) United States v. Adams pg. 692
(1) FACTS invention is a chemical battery that you can store for as long as you need, but when you need it you just take it out and add water and it generates current until chemicals are exhausted.  A then tries to sell the battery to the gov’t and they say that don’t think it is workable and not useful. Never contact A, and then they start a K with people to make the battery. A finds out they are making the battery much later when he sees one of the batteries. A wants compensation and gov’t refuses. Government claims the battery was obvious. 

(2) HOLDING: The court acts as though all the pieces are in the prior art, however the art seems to point away from one of the essential components to the battery. It implies that what he actually does is dangerous. Therefore there is no obviousness and the patent is valid. 

(a) The only difference b/w this and Graham seems to be that the prior art here points away from what the inventor actually did. 

iii) Anderson’s Black Rock pg. 701 note 8
(1) When you are combining old elements you have to have a synergistic effect where the whole is worth more that the sum of its parts. ( seems to be reiterating what was said above. 

iv) Sakraida v. AG Pro Inc. pg. 702
(1) This is the last time that the SC has ruled on obviousness

(2) FACTS: This invention is a method to clean manure of the dairy farm floor by dumping water. 

(3) HOLDING: This is obvious and the patent is invalid. Whole is not bigger than the sum of its parts and there is no synergistic effects above an improvement from the skill of an ordinary mechanic. 

v) SCOPE OF PRIOR ART: 

(1) Sources of Prior Art

(a) Distinct from anticipation where every element has to be in one piece of prior art. 

(i) Different pieces can come from different pieces of art

(b) Additionally you can use almost any art for prior art under § 103. 

(i) This includes secret prior art like patent applications

(2) What do we expect an inventor will do?

(a) Inventor will go look at papers ( generally staying in his own field, but can look to other fields if the art is similar and pertinent to the problem.

(b) “Subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art”

(i) Courts regularly make factual findings about who is the PHOSITA

c) Nonobviousness at the Federal Circuit

i) Suggestions in the Prior Art

(1) In re Dembiczak pg. 709
(a) FACTS: Invention was a pumpkin garbage bag. They were super popular.  The prior art included books teachers used to teach kids o make paper bags with pumpkin faces and colored garbage bags, and jack-o-lantern faces. PTO and board of patent appeals say obvious.

(b) HOLDING: Prior art must teach or suggest the combination in order for something to be obvious. Needs to be some suggestion to pull all the parts together. In order to avoid hindsight must have some sort of a teaching or suggestion to combine the pieces. 

(i) Teachings can come from: the prior art, knowledge of a PHOSITA, Nature of the problem to be solved. ( try to avoid hindsight. 

(2) Arkie Lures v. Gene Larew Tackle pg. 719
(a) FACTS: inventor made these weird salty plastic fishing lures. The prior art consistently pointed to the fact that it could not be done. That the salt would break down the plastic.

(b) HOLDING: B/C the prior art consistently pointed to the fact that the this could not be done and he found a way to do it, the invention was NOT obvious.

ii) The Objective or Secondary Factors

(1) “Such secondary considerations as commercial success, long felt but unsolved needs, failure of others, etc. might be utilized to give light to the circumstances surrounding the origin of the subject matter sought to be patented. As indicia of obviousness or nonobviousness, these inquiries may have relevancy.” Pg. 736 

(2) Hybritech Inc. v. Monolconal Antibodies pg. 736
(a) These people want to use commercial success as a suggestion of nonobviousness. Court holds that if you want to use commercial success (or really any secondary factor) you have to find some sort of nexus b/w the factor and the invention.

(i) As time goes on the court has become stricter about the nexus.

(3) “Armed with this intuition, the CAFC has realized that the law on combinations was misdirected. It is impossible to articulate a test to decide which patents call for special rules when every invention is, essentially a combination.” Pg. 751  

iii) The Nonanalogous Arts Limitation

(1) “References properly qualifying as prior art under § 102 are not considered if the reference pertains to “nonanalogous” art. Pg. 798

(2) In re Clay pg. 798
(a) Criteria for determining whether prior art is analogous

(i) Whether the art is from the same field of endeavor, regardless of problem addressed

(ii) If the reference is not w/in the field of the endeavor, whether the reference still is reasonably pertinent to the particular problem with which the inventor is involved. 

1. “A reference is reasonably pertinent if, even though it may be in a different field from that of the inventor’s endeavor, it is one which, b/c of the matters with which it deals, logically would have commended itself to an inventor’s attention in considering his problem.” Pg. 800 and 801

iv) Comparing Obviousness in the Federal Circuit and the SC

(1) Teleflex case/KSR Amicus Brief (handout)
(a) CASE: This is about a gas pedal and there is an electronic control for the pedal which already existed. They are taking an adjustable gas pedal and combining it with an electronic sensor that can detect how far you have pressed the pedal. DC grants SJ on obviousness

(b) BRIEF: Claims that FC is violating SC law and violating the statute. Say that FC requires there to be a writing in which a teaching or suggestion must be written into it. They claim that this is a wrong interpretation of Dembiczak. Court does wants something written, but they mean something written in the record not necessarily in a patent or article. 

(c) Petherbridge’s opinion is that the professors that filed the briefs are idiots. 

7) Claim Construction and Infringement  

a) Introduction: The Primacy of Patent Claims

i) § 271(a) of the Patent Act

(1) “Except as otherwise provided in this title, whoever without authority makes, uses, offers to sell, or sells any patented invention, within the United States or imports into the United States any patented invention during the term of the patent therefore, infringes the patent.”

ii) The invention is the thing described by the language of the claims

iii) Standard for Infringement ( 2 step process

(1) Scope of the claimed invention ( claim interpretation

(a) If interpret broadly, infringement is likely

(b) If interpretation is narrow, infringement is unlikely

(c) Claim interpretation is the ultimate tool in patent law. Can’t win w/o proper claim interpretation.

(2) Compare alleged infringing article against the defined scope of the claims

iv) Where can we go to interpret the meaning of the claims?

(1) Words of the claims themselves ( including using one claim to interpret another

(2) The Prosecution History

(3) The Description

v) Merrill v. Yeomans pg. 872
(1) This guy’s language was too specific to now have his claims interpreted the way he wanted. He very clearly calls his invention the thing that produces certain deodorized oils, not the oils themselves and he is trying to claim that the oils are his too ( not happening. 

(2) Elaborate descriptions of the process would not be necessary to claim the oil.

b) Interpreting Claims

i) Autogiro Co. of America v. U.S. pg. 878
(1) It is to the wording of the claims that one must look to determine if a patent has been infringed. 

(2) A claim cannot be interpreted w/o going back to the claim itself and are best construed in connection with other parts of the patent instrument. 

(3) “In deriving the meaning of a claim, we inspect all useful documents and reach what Justice Holmes called the “felt meaning” of the claim. In seeking this goal, we make use of three parts of the patent: 

(a) The specification ( describes manner and process of making and using patent

(b) Drawings

(c) File Wrapper ( entire record of proceedings at PTO, from first application onward. 

ii) Markman v, Westview Instruments pg. 884
(1) This case is about determining the issue whether claim interpretation is an issue of law or fact for the judge or jury to decide. ( Souter calls it a “mongrel practice”

(a) Facts in favor of Judge

(i) Patents are complicated and technical juries may not understand (no guaranty judges will)

(ii) Judges are likely to interpret written documents better than juries

(iii) Goal on uniformity in these things

(b) This lead to a procedural process called the “Markman Hearing”

(i) Inventors bring everything and the Court interprets the language

(ii) This is like a mini-litigation before the jury gets a case ( many time before trial starts

(iii) This is where the claim interpretation goes on

(iv) Can’t appeal directly from these ( have to have a final judgment

iii) Two camps of judges about claim interpretation

(1) Johnson v. Zebco handout
(a) Pay CLOSE attention to the plain language of the claims

(2) Culture Corp. handout
(a) Claims are there and we can modify the to mean what we think the invention is. 

c) Claim Construction

i) Start by giving claims their full meaning to a PHOSITA unless there are clear statements in intrinsic evidence that will show otherwise. 


(1) This usually gives for broader claim construction

(2) Generally pro inventor, anti-infringer

ii) Can also start with more holistic approach to claim construction where you can focus on whatever

(1) This usually results in narrower interpretation

(2) Alleged infringers say yay! Patentees so nay!

iii) Transitional Phrases

(1) Comprising:  An “open-ended” transitional phrase which includes the express elements plus the addition of any other elements.

(2) Consisting:  A “closed” transitional phrase which includes only the express elements.  Additional elements are beyond the claim.  

(3) Consisting essentially of:  In between.  All express elements plus some additional elements; but not any additional elements.

iv) § 112 Para. 6 

(1) An element in a claim for combination may be expressed as a means or step performing a specified function without the recital of structure, materials, or acts in support thereof, and such claim shall be construed to cover the corresponding structure, material, or acts described in the specification and equivalents thereof. 
(a) The word “means” triggers presumption to limit the scope of the claims that it is functional claim

(b) If you don’t use the word means we presume that there isn’t a functional claim

v) Innova/Pure Water handout
(1) The claim term at issue in this case is the term “operatively connected.” Alleged infringer wants that to mean attached b/c their filter just sits on the lip of the bottle and you screw your cap over it. Patentee wants this to mean associated, but not necessarily fused. 

(2) Canon Alerts

(a) The meaning of a claim term is presumed the same in different claims

(b) All words are presumed to have meaning in a claim.

(c) The use of different words in a claim indicated that the patentee intended a different meaning.

(i) Like claim differentiation, but term differentiation

(3) When patents only describe one embodiment, it is unlikely that the patent will be that limited

(4) If applicant clearly surrenders claim scope in prosecution, claims may be limited in literal scope

vi) Phillips v. AWH handout
(1)  FACTS: Invention is a modular building that according to the patent you can build relatively quickly and claims contain the statement “means…for increasing its load bearing capacity comprising internal steel baffles extending inwardly for the steel shell walls.”

(2) FC said that means did not trigger means plus function b/c baffles has sufficient structure and baffles was a structural term as opposed to a functional term. 

(3) Parties stipulated that baffles wear a means for obstructing the flow of something. Court added its own limitation of an angle b/c the baffles need to deflect bullets and projectiles and the angles must be part of what it is to be a baffle. 

(4) Court holds that the acute and obtuse angles of the baffles really are the invention here. So they read that into the claim and the building with baffles not at an angle is not infringing. 

8) The Doctrine of Equivalents 

a) Winans v. Denmead pg. 908
i) FACTS: Patent on coal car with conical coal holding area. Had superior strength, lower center of gravity and holds twice its weight in coal. Accused had an octagon shape ( similar benefits.

ii) HOLDING: SC concedes that (’s coal car did not literally infringe b/c of the shape. However the item did actually infringe b/c it was essentially the same thing. 

iii) DOE says

(1) Accused device is substantially the same as what was patented.

(a) Arguments tending to show it is different go against it. 

(i) Such as cheaper to manufacture, etc.

(b) DOE is a factual ?

(i) Infringer is arguing that his device is substantially different.

b) Graver Tank & Mfg. Co. v. Linde Air Products pg. 917
i) FACTS: The invention is a patented welding flux of an alkaline earth metal + Calcium Fluoride. Accused flux was a nonalkaline earth metal + Calcium Fluoride. 

ii) HOLDING: No literal infringement b/c that is not what was claimed. PHOSITA new that some of these metals could easily be substituted for each other. DOE applies here b/c the infringers did not come up with the substitution based on independent invention. 

iii) DISSENT: People should be able to look at claims and see what is patented, otherwise no idea of what the boundaries are and where they are OK or not.

iv) This case is still alive but the DOE has been cut back severely

c) Triple Identity Test for DOE
i) A patentee may invoke this doctrine to proceed against the producer of a device “if it performs (1) substantially the same function in (2) substantially the same way to obtain the (3) same result.”

d) Insubstantial Differences Test
i) If the differences are insubstantial then DOE applies

e) Warner-Jenkinson Co. Hilton Davis Chemical Co. pg. 925
i) FACTS: Dye purification process and pH is what is at issue. Patented process has pH 6-9 and infringer has pH 5.0. So there is no literal infringement.

ii) HOLDING: Patent Act of 1952 did not eliminate DOE. We reconcile DOE with notice function by applying the All Elements Rule (AER) ( Must do DOE analysis element by element

(1) Look for equivalents of particular elements.

iii) DOE is a question of fact for the jury but there are many law issues involved that may justify taking it away from the jury. 

iv) Prosecution History Estoppel

(1) If surrender subject matter during prosecution, can’t recover with DOE. 

(2) Can’t give equivalence to something that would vitiate an element of the claim. 

(a) i.e. if the claim says something is black you can’t bring in DOE to say white is the same.

f) Prosecution History Estoppel

i) Festo Corp. v. Shoketsu Kinzoku pg. 943
(1) The last word on prosecution history estoppel

(2) PHE is no longer a complete bar ( it is a little more flexible now

(3) The scope of PHE is affected by whether one of the 3 circumstances applies. Under PHE patentee may have still surrendered certain embodiments but maybe scope of bar isn’t as wide if one of the categories below applies.

(a) Unforeseeable equivalent ( equivalent was unforeseeable at time of application

(i) Something becomes equivalent at a later point in time.

(b) Tangential ( “the rational underlying amendment may bear no more than a tangential relation to the equivalent in question.

(c) Some other reason ( “or there may be some other reason suggesting that the patentee could not reasonably be expected to have described the insubstantial substitute in question.”

(4) The meaning of these exceptions are not clear

(5) If there is no reason for an amendment than there is a complete bar, otherwise you have to look at the explanation to determine whether it falls into one of these categories. 

g) The Effect of Prior Art

i) Wilson Sporting Goods v. David Geoffrey & Assoc. pg. 967
(1) FACTS: Mfg. trying to make golf balls go further within USGA guidelines. Claimed: golf balls with 6 grade circles and dimples that don’t cross over them. Accused balls: Golf balls with 6 grade circles and dimples that cross over them.

(2) HOLDING: Can’t capture though DOE subject matter you couldn’t have claimed in the first place.

(a) If you can’t get a patent on something b/c it was in the prior art, you can’t try to get it covered under your patent by using the DOE. 

h) Reverse Doctrine of Equivalence

i) Westinghouse v. Boyden Power Brake Co. pg. 984
(1) FACTS: Patentee creates brake valve that doesn’t work. Accused Creates a break valve that works very differently, is effective, but literally does infringe on patentee’s claims.

(2) HOLDING: Reverse DOE prevents patentee from claiming infringement in a case like this.

(a) This is RARELY used and only in DC, never in the federal circuit.

i) Equivalents for Means-Plus-Function Claims § 112 Para. 6

i) §112 para. 6: “An element in a claim for a combination may be expressed as a means or step for performing a specified function without the recital of structure, material, or acts in support thereof, and such claim shall be construed to cover the corresponding structure, material, or acts described in the specification and equivalents thereof.”

ii) Al-Site Corp. v. VSI International Inc. pg. 975
(1) How to apply DOE to §112 para. 6 ( Equivalence of equivalence?

(a) Two forms of literal infringement of §112 para. 6 claims

(i) Same function

(ii) Same structure

(b) Also literal infringement but 112P6 “equivalence” if:

(i) Same function

(ii) Equivalent structure (no after-arising equivalent)

(c) DOE allows:

(i) Equivalent function

(ii) Equivalent structure (allows after-arising equivalent)

j) Gaus v. Conair Corp. handout
i) FACTS: Patented hairdryer circuitry has two probes. Accused has only one probe. Written Description of patented device states that certain things are claimed.

ii) HOLDING: Patent description specifically disclaimed a device with a single probe, said must have 2 probes. When something is specifically disclaimed you canNOT recapture through DOE. 

iii) RULE: If specification has a clear disclaimer of a particular scope, can’t capture that subject matter through DOE.

k) Omega Engineering v. Raytek Corp. handout
i) If prosecution history has a clear disclaimer of scope, can’t recapture that subject matter through DOE.

9) Avoiding Infringement Liability

a) The Experimental Use “Exception”

i) Roche v. Bolar Pharmaceuticals Co. pg. 1003
(1) FACTS: B wants to file a new drug application with the FDA. B doesn’t want to enter the market yet, they just want to get trials and experiments done so that the date R’s patent expires, they can enter the market with their generic. R wants to enjoin B so that they can have extra time past their patent. B argues that this is experimental use and they want an exception.

(2) HOLDING: This is not experimental use, this is not for the sole purpose of scientific inquiry, but is in fact for the purpose of helping B’s business. Experimental use exception is EXTREMELY narrow and the court is not willing to expand it. 

ii) § 271(e)(1) was an amendment particularly related to Bolar
(1) This provided for abbreviated new drug applications

(2) Allows for generic drugs to piggy back on the manufacturers trials

(3) Still must show that their drug is the bio equivalent

(4) Gives generics an incentive to challenge patents

iii) Madey v. Duke University handout
(1) Seems to suggest that any sort of financially backed activity would not qualify for experimental use. These activities would be ones which someone would be unlikely to sue for infringement.

(a) VERY narrow exception

b) Indirect infringement ( THIS IS AN ISSUE OF LAW

i) Aro Manufacturing v. Convertible Top Co. pg. 1017
(1) There is no intent required to be an infringer, but indirect infringement is “flavored with intent”

(a) Level of intent required is knowingly.

(2) You are sort of assisting someone else to infringe. You aren’t using or selling the infringing device, but you are selling someone a key piece that will allow them to infringe.

ii) CR Bard v. ACS pg. 1025
(1) You can be an inducer of infringement even if you are not a contributor to infringement. 

(2) Patentee had a patent on a method to insert catheters and infringer built catheters that assisted people to enter them under the patented method.  This could be contributory infringement. 

10) The Legal Process of the Patent System 

a) Allocation of Power

i) Who decides?

(1) PTO is an administrative agency

(a) Patent applications (interferences)

(b) Requests fir Reissue and Reexamination

(c) Appeals go to Federal Circuit

(2) DC have jdx

(a) Infringement Actions

(b) Declaratory judgment actions

(3) Federal Circuit has exclusive jdx over patent cases

(a) Legislative history says this is not a specialized court

(b) Although it pretty much is a specialized court

(4) Supreme Court has the ultimate power

ii) Decisions of Fact

(1) Dennison Manufacturing v. Panduit Corp. pg. 1156
(a) Decisions of fact are to be analyzed under a clearly erroneous standard on appeal

(b) On REMAND: Ultimate decision of validity is one of law even though there may be underlying facts. “When findings on the foundational facts were not clearly erroneous this court must then determine whether the § 103 answer of the DC is supportable by those findings, That determination engages this court in an exercise legal in nature.” ( applies to DC decisions

(2) Dickinson v. Zurko pg. 1159
(a) Administrative Procedure Act (APA) (5 USC § 706) applies when the FC reviews findings of fact made by the USPTO. “The Reviewing Court shall…

(i) (2) hold unlawful and set aside agency…findings…found to be

1. (A) arbitrary, capricious [or] and abuse of discretion, or…

2. (E) unsupported by substantial evidence in a case subject to sections 556 & 557 of this title or otherwise reviewed on the record of an agency hearing provided by statute.”

iii) Decisions of Law

(1) Statutory Interpretation

(a) Merck & Co. v. Kessler pg. 1165
(i) FC says that the USPTO has no authority to make substantive rules and as a consequence there is no need to give their substantive rules any deference at all. 

iv) The Jurisdiction of The Federal Circuit 

(1) Holmes Group v. Vornado Air Circulation Inc. pg. 1180
(a) The “well-pleaded complaint rule” applies to patent law. FC does not have jdx if a patent claim is only in the counter-claim and not in the (s original claim.

b) Reexamination 

( Gives the PTO a chance to reconsider the validity of claims issued in a patent ( 2 types of reexamination

i) Ex Parte Reexamination

(1) Parts of the Process

(a) The Request for Reexamination

(i) Anyone, including patentee or director of USPTO can commence the reexamination process by demonstrating that prior art “patents or printed publications” raise a “substantial new question of patentability”

(ii) PTO must decide w/i 3 months whether the request meets statutory requirements

(b) The Administrative Process for Reexamination

(i) 4 significant features distinguish reexamination from ordinary prosecution

1. If process was initiated by a 3rd party ( they have to right to participate in 1st phase

2. Requires PTO to conduct with “special dispatch”

3. PTO is barred from considering matters previously considered in prosecution

4. May amend claims, but MAY NOT expand the claims

(c) End Result of the Process

(i) Any canceled claim is void in its entirety ( as if patent never issued with that claim

(ii) Confirmation leaves a claim with the same legal status it previously had

(iii) Claims entitled to presumption of validity but any party may challenge validity in court

(2) Quantum Corp. v. Rodime pg. 1207
(a) CANNOT broaden claims and going from “at least 600” to “at least approx. 600” broadens claims impermissibly. 

ii) Inter Partes Reexamination

(1) Added in 1999 as part of the American Inventors Protection Act

(2) Similar to Ex Parte except 3d parties are afforded full participation rights in the reexamination. 

(3) The hope is that it will minimize litigation

c) Inequitable Conduct 

i) Nondisclosure

(1) US P&T Rule 56 ( Duty to disclose information material to patentability

(2) JP Stevens & Co. v. Lex Tex pg. 1218
(a) Concluding that inequitable conduct occurred, the court ruled that all claims of the patent must be held unenforceable. Since there was a substantial likelihood that a reasonable examiner would have considered certain undisclosed references important in deciding to issue the application, the omitted information was material. Because the referenced information cited key elements of the patent, appellee should have known that the references would have been important to the PTO examiner. The claims were unenforceable.
(3) Note on SC Precedent

(a) “The far reaching social and economic consequences of a patent, therefore, give the public a paramount interest in seeing that patent monopolies spring from backgrounds free from fraud or other inequitable conduct and that such monopolies are kept within their legitimate scope.” 1227

(4) Materiality

(a) Critikon Inc. v. Becton Dickinson Vascular Access pg. 1229
(i) Breach of the disclosure duty alone does not render the patent unenforceable. 

(ii) MUST be a showing of inequitable conduct.

1. Inequitable conduct resides in the failure to disclose material information with an intent to deceive or mislead the PTO.

(iii) Information withheld MUST be Material

1. Materiality = “information is material to patentability when it is not cumulative to information already of record or being made of record in the application, and … it refutes, or is inconsistent with, a position the applicant takes in:…asserting an argument of patentability 37 CFR 1.56(b)(2)(ii)

(5) Intent

(a) Kingsdown Meduical Consultants v. Hollister pg. 1238
(i) “Conduct must be sufficient to require a finding of deceitful intent in the light of all circumstances” ( mere negligence is not enough

(ii) Uncertain whether “gross negligence” is sufficient to show intent

1.  A finding of gross negligence itself is not sufficient on its own to infer intent to deceive

2. involved conduct in view of all evidence must indicate sufficient culpability 

ii) Laches

(1) Symbol Technologies v. Lemelson Medical pg. 1247
(a) The sole issue on appeal was whether, as a matter of law, the equitable doctrine of laches was applicable to bar enforcement of patent claims that issued after an unreasonable and unexplained delay in prosecution, even though the applicant complied with pertinent statutes and rules. The court of appeals held in the affirmative, finding that (1) prosecution laches was not limited to claims arising out of interference actions; (2) the language and legislative history of the Patent Act of 1952 did not foreclose the application of prosecution laches; and (3) the court of appeals' non-precedential opinions allegedly rejecting the prosecution laches defense were not binding on the court.
11) Inventors and Owners

a) Who can bring a lawsuit for patent infringement?

i) Patentee 

ii) Assignee

iii) Exclusive Licensee

iv) Regular licensee’s must join together with the patentee or assignor and there must be cooperation or agreement b/w them.

v) IF you are going to sue someone for infringement ( check the chain of ownership

vi) IF you are being sued ( make sure to check chain of title to be sure person suing you has the right to.

b) Inventorship

i) The Basics of Inventorship

(1) § 116 When an invention is made by two or more persons jointly, they shall apply for patent jointly and each make the required oath, except as otherwise provided in this title. Inventors may apply for a patent jointly even though (1) they did not physically work together or at the same time, (2) each did not make the same type or amount of contribution, or (3) each did not make a contribution to subject matter of every claim of the patent.

   If a joint inventor refuses to join in an application for patent or cannot be found or reached after diligent effort, the application may be made by the other inventor on behalf of himself and the omitted inventor. The Director, on proof of the pertinent facts and after such notice to the omitted inventor as he prescribes, may grant a patent to the inventor making the application, subject to the same rights which the omitted inventor would have had if he had been joined. The omitted inventor may subsequently join in the application.

   Whenever through error a person is named in an application for patent as the inventor, or through error an inventor is not named in an application, and such error arose without any deceptive intention on his part, the Director may permit the application to be amended accordingly, under such terms as he prescribes.

(2) Burroughs Welcome Co. v. Barr Labs pg. 1256
(a) Plaintiff was the owner of patents that covered various preparations of a drug in the treatment of persons infected with the human immunodeficiency virus. Plaintiff filed infringement suits against defendants after defendants sought approval to manufacture and market a generic version of the drug. Defendants appealed an order granting plaintiff's motion for judgment as a matter of law that the patents were not invalid and were infringed. The court also rejected defendants' argument that they should have been allowed to present evidence that plaintiff's inventors had no reasonable belief that the inventions would actually work. On appeal, the court noted that an inventor's belief that his invention would work was irrelevant to conception. The decision was vacated in part because the lower court's ruling on one patent was inappropriate.
ii) Judicial Correction of Inventorship

( Courts may “order” correction of inventorship

(1) Stark v. Advanced Magnetics pg. 1263
(a) Plaintiff requested correction of inventorship under 35 U.S.C.S. § 256 in his suit to establish that he was the sole inventor of the subject matter covered by one of defendants' patents and joint inventor of the subject matter covered by five other patents. Because plaintiff also brought claims of fraud, the lower court dismissed plaintiff's action for correction of inventorship. On appeal, the court reversed, construing § 256 to allow correction in all cases involving misjoinder of inventors where an error occurred and to allow correction in cases involving nonjoinder of inventors where the unnamed inventor was free of deceptive intent. The court remanded for further proceedings in conformity with its opinion.
iii) Joint Inventors and Multiple Claims

(1) Ethicon v. US Surgical Corp. pg. 1272
(a) Inventors invented a safer Trocar (surgical instrument). All the inventors are co-owners, any one of the co-owners can license a patent, yet they all have to cooperate to sue for infringement. 

(b) Co-owners of a patent are basically joint-tenants ( you can file for a partition in kind or by sale

c) Assignment and Ownership

i) Waterman v. Mackenzie pg. 1290
(1) plaintiff merely possessed a license and did not have the right to sue alone, at law or in equity, for an infringement of the patent. The Court found that owner of the title in the patent under a mortgage was the only person entitled to maintain a suit for infringement.
ii) § 261: Patent recording Statute

Subject to the provisions of this title [35 USCS §§ 1 et seq.], patents shall have the attributes of personal property.

Applications for patent, patents, or any interest therein, shall be assignable in law by an instrument in writing. The applicant, patentee, or his assigns or legal representatives may in like manner grant and convey an exclusive right under his application for patent, or patents, to the whole or any specified part of the United States.

A certificate of acknowledgment under the hand and official seal of a person authorized to administer oaths within the United States, or, in a foreign country, of a diplomatic or consular officer of the United States or an officer authorized to administer oaths whose authority is proved by a certificate of a diplomatic or consular officer of the United States, or apostille of an official designated by a foreign country which, by treaty or convention, accords like effect to apostilles of designated officials in the United States, shall be prima facie evidence of the execution of an assignment, grant or conveyance of a patent or application for patent.

An assignment, grant or conveyance shall be void as against any subsequent purchaser or mortgagee for a valuable consideration, without notice, unless it is recorded in the Patent and Trademark Office within three months from its date or prior to the date of such subsequent purchase or mortgage.

(1) Filmtec Corp. v. Allied-Signal Inc. pg. 1295
(a) The court held that legal title to the rights accruing from an application for a filed patent belonged to the assignee and the assignor-inventor would have nothing remaining to assign.

iii) Rights of The Employed Invenor

(1) US v. Dubilier Condenser Corp. pg. 1303
(a) Petitioner federal government sought review of a judgment that affirmed the dismissal of its complaints against respondent as exclusive licensee under three patents for radio communication devices, which were issued to two of petitioner's former employees. An appeals court affirmed the trial court's determination that "research" and "invention" were not synonymous, and the research work of petitioner's former employees did not include the duty to make inventions. Petitioner argued that its former employees' research work was expressly involved in improving radio communications, and they were merely doing what they were hired to do. Petitioner also argued it was not in the public interest that private persons should collect royalties for inventions developed at public expense. Applying the rules between private employers and their servants to the relationship between petitioner and its former employees, the United States Supreme Court affirmed the judgment, holding that petitioner was only entitled to shop-rights or the free and nonexclusive use of patents that resulted from efforts of its former employee in their working hours and with material belonging to petitioner.

d) Double Patenting

i) Varieties of Double Patenting

(1) Statutory ( same invention type

(a) NOT permitted to have the same invention twice

(2) Non-statutory

(a) Not the same invention, but an obvious variant

(b) Close enough that the patent office won’t issue the patent

ii) The Basics of Double Patenting

(1) Miller v. Eagle Manufacturing Co. pg. 1319
(a) The Court held that no patent could be issued for an invention that was covered by a former patent, especially to the same patentee, and that the second patent would be void. But the validity of the second patent could be upheld if it covered the matter described in the prior patent, but was a distinct and separate invention. In the case at bar, the two patents at issue were identical, as the first patent included the second, thus rendering the second patent void. Additionally, while differing in form and mode of attachment, one of the patents was anticipated by another earlier patent. Appellee's patent was limited and restricted to the specific spring described in it, as it was not interchangeable with appellants' combination.
(2) In re Vogel pg. 1322
(a) Appellants filed a patent application for a process of preparing packaged meat products for prolonged storage. The claims were rejected as involving same invention type double patenting based on appellants' existing patent involving a process for preparing pork for storage. On appeal, the court restated the law of double patenting and reversed the decision in part as to the claim defining a process for beef. This claim was not the same, since beef and pork were different, and did not define merely an obvious variation of the patented invention because there was nothing in the record to indicate that the spoliation characteristics of the two meats were similar. The court affirmed rejection of the other claims pertaining to meat because, while meat and pork may be different, the only limitation in the meat claim was an obvious variation which would not be allowed in the absence of a terminal disclaimer.
iii) The Claiming Requirement

(1) In re Kaplan pg. 1328
(a) Appellants filed a single claim patent application for a process or method that improved the catalytic process of certain substances; the catalytic process was patented by one appellant. The "new" process was not claimed in the catalytic process patent, but it was disclosed in the patent specification, because it was part of the "best mode" of practicing the catalytic process. The United States Patent and Trademark Office Board of Patent Appeals and Interferences (board) ultimately rejected, under 37 C.F.R. § 1.196(b), the single claim of appellants' application on grounds of double patenting. On appeal, the court reversed, holding that because the same invention held by one appellant was not being claimed, and because there was no proper evidence to show that the claim was for a mere obvious variation of what was claimed in appellant's patent relied upon to support the rejection, double patenting was not present.
iv) Order of Filing and Issuance

(1) PTO can provisionally reject an application b/c perceived double patenting problem w/another app.

(2)  In re Berg pg. 1334
(a) Plaintiff filed two patents simultaneously, which had identical claims. One became a patent and the other was rejected for obviousness-type double patenting over the claims of the other patent. The Board affirmed the examiner's rejection ruling that claim 1 of the patent was a species of the genus claimed in claim 1 of the application, finding the one-way test for obviousness-type double patenting applied and that a terminal disclaimer needed to filed in order for its application claims to issue. Plaintiff refused and appealed. The court held that if an applicant could file all of its claims in one application, but elected not to, it was not entitled to the exception of the two-way test. The court concluded that the examiner and Board were correct in applying the one-way test. The two-way exception could only have applied when the applicant could not avoid separate filings, and even then, only if the Patent & Trade Office controlled the rates of prosecution to cause the later filed species claims to issue before the claims for a genus in an earlier application.

12) Antitrust and Patent Misuse

( A patent owner risks the liability of misuse whenever he exploits the patent in a manner that exceeds the scope of the patent. 

a) Control Over Unpatented Goods

i) Tying Agreements

(1) Morton Salt Co. v. GS Suppinger pg. 1350
(a) On appeal, the question to be decided was whether a court of equity would lend its aid to protect the patent monopoly when respondent was using it as the effective means of restraining competition with the sale of its unpatented article. The United States Supreme Court explained that a patent operated to create and granted to the patentee an exclusive right to make, use, and vend the particular device described and claimed in the patent. It afforded no immunity for a monopoly within the grant, and the use of it to suppress competition in the sale of an unpatented article could deprive the patentee of the aid of a court of equity to restrain an alleged infringement. Courts of equity could withhold their aid where the plaintiff was using the right asserted contrary to public interest. The Court concluded that maintenance of the suit to restrain petitioner's manufacture or sale of the alleged infringing machines was contrary to public policy.

(2) NOTE ON THE DEMIS OF THE PER SE PATENT TYING DOCTRINE pg. 1356

ii) Misuse Doctrine and Contributory Infringement

(1) Dawson Chemical Co. v. Rohm & Haas Co. pg. 1363
(a) There is a patent on the method of applying a certain chemical as an herbicide. There is no patent however on the chemical compound. D wants to start selling the chemical. That way the person practicing the method is the infringer and D is the contributory infringer. R&H was permitted to stop this without it being patent misuse.

(b) The court affirmed a holding that respondent patentee did not engage in patent misuse, either by its method of selling propanil, an herbicide, or by its refusal to license others to sell that commodity. Respondent had sued for contributory infringement alleging that petitioner manufactured and sold propanil, a nonstaple good which had no commercial use other than in respondent's invention. Petitioner urged that respondent misused its patent by improperly tying the sale of propanil, an unpatented item, and authorization to practice the patented process. The court concluded that 35 U.S.C.S. § 271 effectively conferred upon a patentee, as a lawful adjunct of its patent rights, a limited power to exclude others from competition in nonstaple goods used only in the invention. A patentee could sell a nonstaple article himself while enjoining others from marketing that same good without his authorization. Therefore, respondent's refusal to license petitioner to produce propanil did not constitute patent misuse. The power to demand royalties for the privilege of selling the nonstaple item implied that a patentee could control the nonstaple market.
b) Other Licensing Conditions

i) Temporal Extensions

(1) Brulotte v. Thys. Co. pg. 1376
(a) The licensees purchased machines from the owner and entered into licensing agreements that required the payment of royalties. The owner brought suit when the licensees refused to make royalty payments accruing both before and after the expiration of the patents. After the trial court's judgment in favor of the owner was affirmed by the state supreme court, the licensees were granted a writ of certiorari. They argued that the owner's extension of the licensing agreements beyond the expiration date of the patents was an unlawful misuse of the patents in violation of U.S. Const. art. I, § 8. On certiorari review, the United States Supreme Court agreed and stated that a patent conferred an exclusive right to the patentee to make, sell, and use the invention for 17 years, but those rights became public property thereafter. In reversing the judgment, the Court concluded that any projection of the patent monopoly after the patent expired was unlawful per se and unenforceable and that a patentee's use of a royalty agreement which projected beyond the expiration date of the patent would thwart the free market which Congress visualized for the post-expiration period.
(2) Aronson v. Quick Point Pencil Co. pg. 1382
(a) Federal patent law was not a barrier to enforce petitioner's contract with respondent for the payment of royalties because the parties had expressly agreed to an alternative royalty fee schedule in the event that the patent was denied. The appellate court agreed with respondent and held that since the parties contracted with reference to a pending patent application, petitioner was estopped from denying that patent law principles governed the contract. If federal patent law principles were applicable, respondent was not liable for the payment of royalties. The United States Supreme Court reversed because in the contract the parties provided for express provisions for royalties if the patent was not issued. The enforcement of the agreement did not withdraw any ideas from the public domain and did not discourage anyone from seeking a patent. The court determined that federal patent law was not a barrier to a contract where respondent agreed to pay royalties to be the first in the market.
13) Remedies ( §§283 & 284

a) Damages generally given in patent cases

i) Injunctions

(1) Permanent injunction will always issue when a patent is valid and infringed, unless there is a very important public interest set in. 

ii) Lost Profits

iii) Additional Damages

(1) Attorney’s fees, etc.

b) Injunctive Relief

i) Amazon.com v. Barnesandnoble.com pg. 1043
(1) In patent infringement suit, plaintiff moved for a preliminary injunction to prohibit defendant's use of a feature of its website called "Express Lane." Defendant resisted the preliminary injunction on several grounds, including that its Express Lane feature did not infringe the claims of plaintiff's patent, and that substantial questions existed as to the validity of plaintiff's patent. The district court rejected defendant's contentions and held that plaintiff had presented a case showing a likelihood of infringement by defendant, and that defendant's challenges to the validity of the patent in suit lacked sufficient merit to avoid awarding extraordinary preliminary injunctive relief to plaintiff. The district court granted plaintiff's motion, and defendant appealed. The court concluded that defendant had mounted a substantial challenge to the validity of the patent in suit. Moreover, the court found that the district court committed clear error by misreading the factual content of the prior art references cited by defendant and by failing to recognize that defendant had raised a substantial question of invalidity of the asserted claims in view of the prior art references.
ii) Eminent Domain

(1) 28 USC §1498(a) ( a patentee’s only remedy in suits against US government is “reasonable and entire compensation.” Patentee has no right to enjoin the government from continued making or using of  the patented invention.

(2) The reverse seems to be true of state governments. Can get injunctive relief, but no damages.

iii) Property Rules v. Liability Rules

(1) Property Rules: The Baseline 

(a) The basic remedy in an infringement case is an injunction. Damages are always available for past infringement, however courts RARELY substitute ongoing damages for injunction. 

(2) Liability Rules: The Exception

(a) Temporary Liability Rules ( applies to non-willing infringers

(i) Infringement before the infringer knew about the property right

(ii) Once patentee shows that ( is likely infringing the property right forces ( to bargain for the right to use the patent. ( PI rare in DOE cases, want to be sure before we give remedy.

1. This is temporary liability rule ( won’t give the injunction till we are certain

(b) Permanent Liability Rules ( RARE

(i) These generally arise b/c the patentee is not currently selling into the market served by the infringer and this market is deemed to be important to the public.

(ii) Eminent domain could do this too ( but RARE

c) Reasonable Royalty Damages

i) Panduit Corp. v. Stahlin Bros. Fibre Works pg. 1069
(1) Plaintiff successfully sued defendant for patent infringement; however, he was only awarded a reasonable royalty rate of two and one-half percent based on the findings of a Special Master. Plaintiff appealed, asserting that the trial court erred in denying plaintiff its lost profits due to lost sales or, alternatively, a 35 percent reasonable royalty and in denying its lost profits from plaintiff's actual sales after defendant reduced the price of the infringed goods. The court found that plaintiff's lost profits due to lost sales, as well as plaintiff's right to damages caused by defendant's price reduction, were mixed matters of fact and law, and the determination of the trial court on those issues did not evince any clear error. However, the reasonable royalty rate was clearly erroneous, having been based in large part on the erroneous finding that acceptable non-infringing substitutes were available during the relevant period.
d) Lost Profits 

i) Yale Lock Manufacturing v. Sargent pg. 1088
(1) Defendant challenged the decision of the federal circuit court which held that defendant had infringed plaintiff's original and reissued patents for a pick-proof lock and had awarded actual damages and costs. The court held that plaintiff's invention was novel and not anticipated by prior art, because the locking mechanism was uniquely engineered in order to discourage successful lock-picking. Defendant's lock unquestionably infringed plaintiff's original patent for the lock. Defendant, plaintiff's only competitor, damaged plaintiff by dropping the price of the infringing locks, forcing plaintiff to drop the price on his locks in order to stay in business. Therefore, the proper measure of damages was the difference between the amount plaintiff would have earned by selling his locks, absent infringement, and what plaintiff actually earned as a result of defendant's infringement. As to plaintiff's invalid reissued patent claim, the court held that costs under Rev. Stat. §§ 4917 and 4922 could not be awarded, because the patent had expired and no disclaimer was possible. The court affirmed as to all issues except as to the award of costs against defendant.
ii) Rite-Hite Corp. v. Kelley Co. pg. 1090
(1) Defendant was a company that produced vehicle restraints similar to those produced by plaintiff. Plaintiff brought a suit for patent infringement. Plaintiff distributed its product through wholly-owned sales organizations and through independent distributors. The independent distributors intervened as exclusive licensees entitled to lost retail profits. The trial court found in favor of plaintiff and the independent distributors. Defendant appealed, claiming that the trial court incorrectly determined damages. Plaintiffs appealed the trial court's award of simple interest and refusal to award lost retail profits. The court affirmed in part, vacated in part, and remanded, holding that lost sales were compensable where foreseeable. Defendant was not liable for damages associated with a non-patented device sold with the patented product where the two did not function together to create one result and could be used independently. Judgment interest was properly calculated and lost profits denied where distributors' license lacked the right to exclude others under the patent.
iii) Noninfringing Substitutes

(1) Grain Processing Corp. v. American Maize Products Co. pg. 1111
(a) The district court denied plaintiff lost profits for defendant's infringement of a patent and instead awarded plaintiff a three percent royalty on defendant's infringing sales. The district court found that defendant proved that a non-infringing substitute was available, though not on the market or for sale, during the period of infringement. Further, this substitute was acceptable to all purchasers of the infringing product and defendant thus rebutted the inference of "but for" causation for plaintiff's alleged lost sales. The district court concluded that plaintiff did not have a patent on D.E. 10 maltodextrins, the economically significant product, and therefore could not recover lost profits damages. Plaintiff appealed. The court affirmed the judgment of the district court and held that defendant proved that Process IV was available and that Process IV Lo-Dex 10 was an acceptable substitute for the claimed invention. The district court did not clearly err in finding that Process IV Lo-Dex 10 was an available alternative throughout the accounting period. Thus, absent infringing Lo-Dex 10, plaintiff would have sold no more and no less product than it actually did. The court affirmed the decision below that denied plaintiff lost profits, but instead awarded a three- percent royalty on defendant's infringing sales. The court concluded that the district court did not err in considering an alternative not on the market during the period of infringement, nor did it clearly err in determining that the alternative was available, acceptable, and precluded any lost profits.
14) Utility and Subject Matter (Patentable Subject Matter)

a) Introduction to the Patent Act

i) Subject Matter

(1) § 101 Inventions Patentable

(a) Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefore, subject to the conditions and requirements of this title.
(i) What can’t you patent under 101? Seems broad

1. New and useful

a. New seems to come from obviousness

2. Generally thought to have 2 important requirements

a. Patentable Subject Matter

b. Useful

i. Utility requirement is another portion of patent law coming from 101

(2) § 100 Definitions

(a) When used in [The Patent Act] unless context otherwise indicates

(i) (a) The term “invention” means invention or discovery

(ii) (b) The term “process” means process, art or method, and includes a new use of a known process, machine, manufacture, composition of matter, or material.

ii) Diamond v. Chakabarty pg. 66
(1) FACTS: There were 2 plasmids that were already a part of nature and the invention hooked them up with bacteria and together they would decompose oil. This way you could put the bacteria on an oil spill and it would break the oil down. CLAIMS: Process to produce bacteria. Composition of bacteria plus a carrier. Bacteria themselves. PTO had no problem with the process and the composition of the bacteria and carrier, but they had an issue with the bacteria as the subject of a patent. PTO said no living thing ought to be patentable. There is an exception to the rule that plants are patentable. Bacteria was purposely excluded from this exception.

(2) HOLDING: The court held that respondent's micro-organism constituted a "manufacture" or a "composition of matter" within the meaning of 35 U.S.C.S. § 101 and thus qualified as patentable subject matter. The court found that respondent had produced a new bacterium with markedly different characteristics from any found in nature and which had the potential for significant utility. The court held that the language of 35 U.S.C.S. § 101 embraced respondent's invention.
(a) They say the language of the statute was purposely broad to allow such exceptions.

b) The Bar to Patenting Laws of Nature, Physical Phenomena and Abstract Ideas.

i) Patenting Natural Substances and Living Things

(1) Patenting of Purified Natural Substances

(a) Parke-David & Co. v. HK Milford & Co. pg. 97
(i) FACTS: This case is regarding a purified form of adrenaline.

(ii) DISCUSSION: Court says that if you view this merely as a purification and only look at it from that POV you will have trouble finding patentable subject matter. 

(iii) HOLDING: This is not just a difference of purification making this form of adrenaline a difference in degree, but it is rather a difference in kind fro the adrenaline in its pure form as you extract it from the animal. ( the adrenaline is no long the same thing you find in nature.

(iv) Instrumental effect of this opinion is to encourage natural chemical therapeutics in pharmaceuticals. 

(2) Patenting of Simple Organisms and Plants 

(a) Funk Bros. Seed Co. v. Kalo Inoculant pg. 104
(i) FACTS: Invention here is that there are 6 different types of bacteria that help legumes grow. However, it is generally impossible to use more than out at a time b/c they are mutually inhibitory and they are each distinct to a particular legume. Inventor here found a way to mix the 6 together so that they didn’t inhibit each other and now people didn’t need to buy different bacteria, only his mix. 

(ii) HOLDING: This is not patentable according to the court ( just nature. 

1. It is difficult to reconcile this case with Chakabarty it appears that the innovation happens to be with a matter of degree to patentable.

2. Respondent's discovery that certain strains of each species of the bacteria involved could be mixed without harmful effect to the properties of either was a discovery of their qualities of noninhibition. It was not patentable because it was no more than a discovery of the laws of nature. Respondent's discoveries did not make the bacteria perform in any other way than their natural way. Respondent's combination of the bacteria was new and useful but lacked the requirements of invention or discovery. Once nature's secret of the noninhibitive quality of certain strains of the species of Rhizobium was discovered, the state of the art made respondent's production of a mixed inoculant a simple step.
ii) The Software Controversy of the Late Twentieth Century: Benson and its Progeny

(1) Gottschalk v. Benson pg. 132
(a) Scientific Truths and abstract theories are NOT patentable. This case is relating to algorithms. It is unacceptable just to patent an algorithm b/c the Court says that it will be too broad and to allow this patent will effectively control every single way in which to use this idea and that is NOT OK. After this case ( What is patentable in these cases is that the algorithm has to be applied in some way and must be transformative in some way. 

(b) The question on petition for writ of certiorari was whether the method described by respondents and claimed by them was a "process" so as to be entitled to the protection of federal patent law. The United States Supreme Court held that the process claimed was so abstract and sweeping as to cover both known and unknown uses and therefore was an attempt to patent an idea, not an actual process. Therefore, the decision of the lower court was reversed and respondents' patent was not upheld on the contested claims.

(2) Diamond v. Diehr pg. 142
(a) This patent is for a method to cure rubber. You put the rubber in a mold and run an algorithm that tells you when to take the rubber out. Algorithm is important to the process and is patentable. Algorithm is the substance of what is being patented. It is becoming pretty easy to combine an algorithm with a computer and get a patent.

(b) HOLDING: Respondents' claim was nothing more than a process for molding rubber products and was not an attempt to patent a mathematical formula.

(3) RECENT DEVELOPMENTS

(a) Looks like now you don’t even need the process, as long as the algorithm provides some sort of new and useful result. 

iii) The Demise of The Limits: State Street
(1) State Street Bank & Trust v. Signature Financial Group pg. 156
(a) The patent was directed to a data processing system for implementing an investment structure for the administration and accounting of mutual funds. In reversing the decision the court held that plaintiff was not entitled to the grant of summary judgment of invalidity of the patent under § 101 as a matter of law, because the patent claims were directed to statutory subject matter. Section 101 defined patentable subject matter to include any new and useful process, machine, manufacture, or composition of matter. Three categories of subject matter that were not patentable were laws of nature, natural phenomena, and abstract ideas. Although an invention which consisted solely of a mathematical algorithm which represented nothing more than an abstract idea was not patentable, mathematical algorithms which were reduced to some type of practical application with a useful concrete result were. The court found that the patent in question fell within this category, which rendered it statutory subject matter, even though the useful result was expressed in numbers, such as price, profit, percentage, cost, or loss.

c) Summary of Subject Matter

i) General Rule

(1) CAN get a patent for any new and useful process, machine, etc.

(a) Pretty much anything man made

ii) Exceptions

(1) Laws of Nature

(a) Including things like gravity

(2) Physical or Natural Phenomena

(a) Includes physical things found in nature

(i) Something unmodified from nature = NO PATENT

(ii) If you modify what is found in mature = PROBABLY PATENT

1. You can get a patent if something is substantially out of its natural context

a. BUT Funk Bros.
(3) Abstract Ideas (Algorithms fall here)

(a) Benson SC said Algorithms NOT patentable

(b) Moved on ( can get an algorithm as long as you are using it in a process w/a tangible result

(c) NOW ( You can get a patent on an algorithm that produces a “new or useful result”

(i) AT&T v. Excel
1. Algorithm was a computer that was recording information about identity of people that received phone calls.

2. This patent had a useful output of differential billing. ( later invalidated

(d) PURE mathematical algorithms standing alone are not patentable

(e) State St. argued that you can’t get business method patents ( FC says you can

(i) Amazon.com is an example of BM patent ( one click shopping. 

15) Utility

a) Introduction

i) Applicant only has to demonstrate a single credible use

ii) Types of utility

(1) Beneficial Utility
(2) Operable Utility

(a) It works for the purpose you describe

(b) How would the PTO know?

(i) Hopefully examiners are PHOITA

1. If they have reasonable doubts they can raise them and reject the patent

(ii) However they have no real idea that your invention operates the way you say.

(iii) Certain categories of inventions will be rejected instantly ( those against laws of nature

1. Cold fusion devices

2. Perpetual motion machines

3. Things that are inherently unbelievable ( otherwise usually believe you.

b) Beneficial Utility

i) Lowell v. Lewis pg. 217
(1) RULE: Use CANNOT be mischievous or injurious

ii) JuicyWhip Inc. v. Orange Bang inc. pg. 219
(1) FACTS: Invention is the thing on top of the orange bang machine that swirls around. This is NOT what you are drinking, just made to look like it. PTO and DC say no utility = no patent.

(2) HOLDING FC reverses and says deception like this is utility. 

(3) Plaintiff, a patent assignee, sued defendants for infringement of its post-mix beverage dispenser. Defendants moved for summary judgment of invalidity and the district court granted the motion on grounds that plaintiff's invention lacked utility as its purpose was to increase sales by deception and was unpatentable under 35 U.S.C.S. § 101. On appeal, the court reversed and remanded. The requirement of utility in patent law was not a directive to the Patent and Trademark Office or the courts to serve as arbiters of deceptive trade practices. The fact that one product could be altered to make it look like another was in itself a specific benefit sufficient to satisfy the statutory requirement of utility. The district court erred in holding that the invention of the patent lacked utility because it deceived the public through imitation in a manner that was designed to increase product sales.

c) Practical or Specific Utility

i) Brenner v. Manson pg. 229
(1) Claims involved are about a process that produced a chemical compound. Didn’t know for sure what the compound did, but knew similar compounds were of interest. Knew that process for making the compound worked really well. SC says that it is not sufficient for utility to show that it is a product of interest. Concerned about the breadth of the p[roperty right unless you can allege specific and substantial utility. 

(2) Petitioner Commissioner of Patents sought review of a judgment that respondent was entitled a declaration of interference, premised on a holding that, in the chemical field, where a claimed process produced a known product it was not necessary to show utility of the product so long as the product was not alleged to be detrimental to the public interest. Because the Court of Customs and Patent Appeals (CCPA) was a court established under U.S. Const. art. III, the United States Supreme Court held the CCPA exercised judicial, not administrative power, and the Court had jurisdiction, under 28 U.S.C.S. § 1256, to review decisions of the CCPA. The Court held the issue of patentability had to be settled before an interference was declared, and under 35 U.S.C.S. § 101, respondent was entitled to patent only that which was useful. The Court further held that because no patent could be granted on a chemical compound whose sole utility was its potential role as an object of use-testing, no patent could be granted on the process that yielded the unpatentable product. Accordingly, the judgment granting respondent a declaration of interference was reversed.

ii) In re Brana pg. 238
(1) The applicants filed specifications stating that the application's non-symmetrical substitutions produced compounds with better action and better action spectrum as anti-tumor substances than known drug research. The application was rejected because the specification failed to describe any specific disease against which the compounds were active and the prior art and other tests disclosed in the specification were insufficient to establish expectation that the claimed compounds had a practical utility. The court reversed, holding that the tumor models represented a specific disease against which the claimed compounds were alleged to be effective, and the applicants' specification alleged a sufficiently specific use. In addition, the court held that taking the nature of the invention, one skilled in the art would be without basis to reasonably doubt the applicants' asserted utility on its face. Even if one so skilled would have reasonably questioned the asserted utility, the applicants proffered sufficient evidence to convince one so skilled of the asserted utility.
