Patent Law Outline
I. INTRODUCTION

A. U.S. Constitution, Article I, section 8, clause 8 – “To promote the progress of science and useful arts, by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries.”

B. Claims

1. Giles Rich – “The name of the game is the claim.”

2. 35 USC 112 ¶ 2 – “The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention.”

3. Anatomy

a. Preamble

b. Transitioning phrase (“consisting”)

c. Independent claim

d. Dependent claim

C. Life Cycle

1. Invention

2. Application

3. Issuance (enforcement begins)

4. Expiration (20 years after application)

D. The System

1. Ex parte correspondence between applicant and USPTO.

2. Applications remain secret (currently for at least 18 months)

3. Continuation procedure:  patents issue probably about 85% of the time.

4. Appeals

a. BPAI (USPTO)

b. Federal Circuit

5. Reexamination

a. Ex parte
b. Inter partes
6. Litigation

a. Begins in federal district court

b. Appeals to Federal Circuit

c. Validity is triable

d. Patents are presumed valid

e. Declaratory judgment actions increasingly common

7. Enforcement:  35 USC 271 – “[W]hoever without authority makes, uses, offers to sell, or sells any patented invention, within the United States or imports into the United States any patented invention during the term of protection of the patent therefore, infringes the patent.”

II. THE ECONOMICS OF INNOVATION

A. Justifications

1. Labor-desert

a. John Locke

b. More persuasive in Europe than US

c. Theoretically there is no expiration

2. Utility—Welfare maximization

a. Dominant in US

b. Rewards those that contribute to a net improvement in welfare

c. Promotes limited monopolies

B. Issues of Intangible Property

1. Property vs. liability

a. Courts are not good at figuring out future damages or royalties

b. Liability tends to be retrospective rather than prospective

c. On the other hand, an absolute right might retard innovation

2. Other ways to “promote progress”

a. Social rewards (recognition)

b. Financial rewards

c. Direct funding/grants

d. Auctions

e. Compulsory licensing

3. Why patents?

a. Patents incentivize people to:

i. Invent

ii. Innovate

iii. Disclose

iv. Design around

v. Invest in R&D

b. Costs

i. Competition

ii. Administration

iii. Chance of monopoly

iv. Transaction (patent lawyers are expensive)

v. Uncertainty about necessity

Patentability Overview

1. Disclosure (112)

a) Enablement
b) Written description

c) Best mode
2. Novelty

a) Anticipation
· Prior art

· Secret prior art

b) Known or used by others

c) Patented or described in a printed publication

d) Earlier filed applications

· Date of invention

e) Derivation

f)    Priority

3. Avoid Statutory Bars

4. Nonobviousness (103)

5. Made by listed inventors (116)

6. Useful (101)

7. Proper Subject Matter (101)

III. THE OBLIGATION OF DISCLOSURE

A. 35 USC 112 requires:

1. Definiteness of claims (¶ 2)

2. Enablement (¶ 1)

3. Written description (¶ 1)

4. Best mode (¶ 1)

B. Definiteness of claims

1. 35 USC 112 ¶ 2 – “The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention.”
2. A claim for carbonized fibrous or textile material, when in particular carbonized paper is meant, is not sufficiently definite.  [The Incandescent Lamp Patent (1895)]
C. Enablement

1. 35 USC 112 ¶ 1 – “The specification shall … enable any person skilled in the art … to make and use … the invention.”

Invention = the thing defined by the claims

2. Ultimate goal is to put public in effective possession of the invention by providing PHOSITA a detailed description of how to make and use the invention
3. Undue experimentation

Patent app will be considered enabling so long as the disclosure permits the hypothetical PHOSITA to make and use the invention w/o undue experimentation

a. Purpose

· Forces you to disclose technical info
· Ppl can make the item after patent expires

· Helps restrict scope of claims
b. Who has to be enabled?  Person of ordinary skill in the art (POOSITA).  This is the point of much patent litigation.

c. The Incandescent Lamp – Sawyer and Mann were in the business of making lightbulb and create an incandescent lamp. Impt part was filament in lightbulb – specification said that carbonized fibers and textiles worked better than other carbon filaments. This wasn’t true, though. Edison creates lamp that looks pretty similar, using carbonized bamboo, which is a textile material. SM claim this infringed on their claim of “carbonized textiles and materials.” Disclosure is insufficient – PHOSITA wouldn’t know which carbonized textile would work without undue experimentation. Edison had to test out hundreds of bamboo.
Note close relationship btwn disclosure and permissible scope of claims. If SM specification had disclosed some general quality, running through the whole fibrous and textile kingdom, which gave it a peculiar fitness for the particular purpose of an incandescent filament, broad claims would’ve been enabled.
d. Amgen Case – Patentee claimed DNA sequence for making EPO and resulting bio properties of what EPO does. Potentially thousands of analogs
e. In re Wands: Claim is for method of detecting hep B to tell you if you have it. Method required contacting a test sample containing whatever substance that might contain hep B with an antibody that assays for hep B – antibody being a monoclonal affinity IgM antibody. In the disclosure it essentially says “everybody knows how to make and screen these antibodies so this is all we have to say” PTO says undue experimentation but FC says no. Take away: specificity and precision of disclosure depends on the predictability of the art (e.g. if fairly simple process you don’t have to disclose as much).
Note: inventors only claimed process for using the monoclonal antibodies, not the antibodies themselves. Ct still made them prove  they’d enabled the antibodies or that PHOSITA could produce them. A method of making starting mats not known in the art must be set forth in order to comply with the enablement reqt.

  Wands factors [In re Wands (Fed. Cir. 1988)]:

i. The quantity of experimentation necessary

ii. The amount of direction or guidance presented

iii. The presence or absence of working examples

iv. The nature of the invention

v. The state of the prior art

vi. The predictability or unpredictability of the art; and
vii. The breadth of the claims

4. “The specification must teach those of skill in the art to make and use the invention without undue experimentation.”
a. No physical embodiment required before application.

b. Enablement requirement must be met at time of filing
c. Question for the judge

d. Priority

i. Changing disclosure will lose priority

ii. Changing claims will not lose priority
D. The Written Description Requirement

1. 35 USC 112 ¶ 1 – “The specification shall contain a written description of the invention …”

2. Best understood as a timing or priority policing mechanism. USPTO takes filing date of patent app as presumptive date of invention. Problem usually arises when 1) new claims are added to pending patent app; 2) originally filed claim is substantively amended during prosecution
3. Satisfaction of WD ensures that subject matter claimed AFTER an app’s filing date, was sufficiently disclosed in the app at the time of its original filing so that the prima facie date of invention for the later claimed subject matter can be held to be the filing date of the app. Language added to claims or new claims must have previously appeared in spec either explicitly or implicitly. 

4. Makes sure that patentee was “in possession” of the art.

5. “Mental enablement”:  Vas-Cath Inc. v. Mahurkar (Fed. Cir. 1991). Patent app for catheter with 2 lumens of certain ratios – inventor had a design patent – only gives protection to ornamentality, not function. Decides 1 week later to go get a utility patent. If can’t get priority date, might have more prior art against you, or your own patent could be used against you. Ct has to decide whether patentee’s drawings were a sufficient WD for encompassing his later claimed range of ratios. Says yes – pic is enough – ppl skilled in art will know have range of ratios.
a. The purpose of the written description requirement is broader than merely explaining how to “make and use” the invention.

b. Where something is claimed and not detailed in the drawings, but is a conclusion at which a PHOSITA would have arrived, the written description requirement has been met.

c. Note:  However, the requirement has resurfaced, particularly in the context of invalidating biotech patents.

6. Overreaching claims:  The Gentry Gallery, Inc. v. The Berkline Corp. (Fed. Cir. 1998) – Recliners. Claim 1: recliner controls on the double reclining seat section of the sofa… Picture has controller on the console, WD describes the recliner controls on the console. Says according to WD, it’s essential that the console be where the controller is.
a. Claims may be no broader than the supporting disclosure.

b. A narrow disclosure will limit claim breadth.

c. Patent drafters became more generalized and abstract in way they talked about things
7. University of Rochester v. G.D. Searle & Co., Inc. (Fed. Cir. 2004). 
a. Cox 2 causes inflammation, and University patents in 2000 patent ’850, which is “a method for selectively inhibiting Cox 2 activity in a human host, comprising administering a non-steroidal compound that selectively inhibits activity of Cox 2.  Patent didn’t disclose any non-steroidal compound or suggest how it could be made or otherwise obtained. Patent invalidated bc patentee was not found to be in possession of invention – didn’t even know steroids themselves. (also not enabled).
b. Not only the claims, but also the written description, must state what the invention is.

c. A specification that enables to the full extent of the claims, without also describing invention, does not satisfy the requirement.

d. Author of supplement thinks applying WD to new patents – e.g. unamended claims is wrong.

e. Note:  Judge Lourie (Gentry Gallery, G.D. Searle) is a champion of the written description requirement.

8. Lizardtech: WD describes only one method of performing algorithm to create seamless DWT. Claim 21 is broad, doesn’t contain “maintain updated sums” language that is absent in the specification. Specification only provides one way of creating seamless DWT – which is by maintaining updated sums of DWT coefficients. So claim fails.

9. Enablement vs. written description

Note:  As a defendant, you’ll pretty much always raise the written description challenge.  It’s very open-ended, and once settled by jury (or judge in a non-jury trial), cannot be appealed.
	Enablement
	Written Description

	The specification must teach those of skill in the art how to make and use the invention (the thing claimed) without undue experimentation
	The specification must be sufficient to show those of skill in the art that the inventor …

· was in possession of the thing claimed

· had invented the thing claimed

	Teach a person of skill in the art how to make and use the thing claimed
	“The written description requirement serves a teaching function”

	Limit the scope of the subject matter that the patentee can claim
	“To describe the claimed invention so that one of skill in the art can recognize what is claimed”

	Question of Law
	Question of Fact


E. The Best Mode Requirement

1. 35 USC 112 ¶ 1 – “The specification shall … set forth the best mode contemplated by the inventor of carrying out his invention.”
2. Randomex, Inc. v. Scopus Corp. (Fed. Cir. 1988) – Randomex’s patent is for a portable disk cleaner. In disclosure patentee listed best mode along with a number of other modes. 
a. As long as the best mode is disclosed, it need not be pointed out as the best mode.

· However, a scenario in which the best mode is indiscriminately listed among so many other modes as to bury or conceal it might run afoul reqt

b. Where a patentee describes a class of component needed to practice the invention, and indicates a particular variant of that component, prefacing it with “such as”, there is no need to disclose how to create that variant.

3. Chemcast Corp. v. Arco Industries (Fed. Cir. 1990) patent directed to a grommet for sealing opening in sheet metal panels. Patentee considered certain type of material to be the best mode for making his claimed grommet. Patent neither explicitly nor implicitly disclosed how to make and use the claimed grommet w/the material the inventor preferred. FC further instructed that the since he didn’t know the formula, composition, or method of manufacture of his preferred material, he was obligated to disclose the specific supplier and trade name of the material. 
a. Rule:  The best mode must be disclosed, even if it is not claimed, when it is necessary to practice the invention.

b. 2-prong inquiry:

i. Subjective:  Did the inventor know of a best mode?

· Focus is on inventor

ii. Objective:  If so, did he enable it in the disclosure?

· Focus is on PHOSITA

c. Routine details do not have to be disclosed.

d. Manufacturing specifications, e.g., how most efficiently to make the invention, is not required.

e. A mode that is the cheapest and easiest to produce is not required unless the claim is for an efficiency gain.

f. If the inventor has no best mode in mind, no mode need be disclosed.

g. If the assignee knows of a better mode than the inventor, that mode does not need to be disclosed.  (Judge Mayer does not like that.)

h. Failure to disclose best mode can be cured through an amendment, at a cost to priority.

IV. THE REQUIREMENT OF NOVELTY, 35 USC 102

A. 35 USC § 102 – Conditions for patentability; novelty and loss of right to patent
1. Novelty:  Subsections a, e, g

2. Derivation:  Subsection f

3. Statutory bars (loss of right provisions):  Subsections b, c, d

B. The Standard for Anticipation

1. The identity requirement

a. The presence in a single prior art disclosure of each and every element of the claimed invention. Has to come from single piece of prior art. Can be patent app, printed publication, knowledge and use product. Has to contain all limitations of the claimed invention. 
b. In re Robertson (Fed. Cir. 1999) (diapers with 3 fasteners, alleged prior art had 2 fasteners)

i. Each and every element in the claims must be found, expressly or inherently described, in a single prior art reference.

ii. Inherently described element is one that is necessarily present in the reference, and a POOSITA would recognize it.

iii. Note:  35 USC 103 may be responsible for the bifurcation into identity and obviousness prongs.

2. Accidental and unknown anticipations:  In re Seaborg: Claim for Americium and method of making it approved even though trace amounts necessarily made by prior art reactor.

3. The “enablement standard” for anticipation:  Moreover, the prior art disclosure must enable the claim which the applicant seeks. Standard is lower than enablement for 112.
a. In re Hafner (C.C.P.A. 1969):  Something which is insufficient to warrant a patent may nevertheless be sufficient to anticipate. German inventor filed in US but rejected because not enabling under 112. Files another patent in US, putting in new info into the specification (new matter) – so gets new filing date, initial date is toast. Comes back w/new app and new date, but old disclosure got out to the world. His old disclosure anticipated his new filing. In first app told how to make the compound but not how to use them. This is enough for anticipation 102, but not enough for 112.
b. Titanium Metals Corp. v. Banner – claim app wants to claim genus of alloys. Russian reference was technical article that revealed that someone had been using alloys to do some tech experiments that were directed to assaying characteristics of alloys. Ct said PHOSITA could’ve figured out how to make alloys from articles, so anticipated.
i. The fact that an employee of the assignee was able to figure out how to arrive at the patented product by relying on prior art shows that the prior art was enabling, and thus anticipatory.

ii. The fact that an outside expert was able to use the prior art to arrive at the patented product (especially by multiple techniques), despite the disclosure’s failure to teach a technique for making the product, shows that the product was not patentable.

4. Genus and species

a. Genus is a grouping or category made up of multiple species that share a common characteristic

b. Species anticipate genus
· Inventor claims widget comprising a fastening mechanism. The fastening mechanism is a genus of all items that would perform a fastening function. Finds prior art that depicts widget where nail operates as a fastening mechanism. The species anticipates
c. Genus does not necessarily anticipate species
· Claim is for a widget comprising a nail. Assume PTO examiner cites against it a prior art reference describing a widget having a fastening mechanism. So long as prior art doesn’t expressly or inherently disclose that fastening mechanism includes a nail, there’s no anticipation
C. References under § 102(a)

1. Section 102(a):  “A person shall be entitled to a patent unless the invention was known or used by others in this country, or patented or described in a printed publication in this or a foreign country, before the invention thereof by the applicant for patent …”

2. The domestic inquiry – e.g. in the U.S. only:  “Known or used by others”

a. “Known … by others” = prior knowledge has to be reasonably accessible to the public.
i. National Tractor Pullers Ass’n v. Watkins (N.D. Ill. 1980): Patent for tractor sled. Guy claiming prior art says he sketched it out on a table cloth in someone’s kitchen 20 years ago – couldn’t produce table cloth, though. Not good enough – knowledge and use under 102a must be that which is available to the public. Not enough that  1 or 2 ppl were kicking it around – need corroborative evidence.
ii. Gayler v. Wilder (1850):  Lost art. Wilder is owner of patent for a safe where the outer and inner layer has an in between layer of fire retardant material. Sues G for infringement – G claims W is infringing, but W claims G’s patent is invalid bc anticipated by C’s safe that was built before. But C had kept the know-how of the safe secret and it was now lost. Prof says – can be put into public possession but then disappear.
b. “Used by others”:  Rosaire v. Baroid Sales Division, National Lead Co. (5th Cir. 1955): Patent is for method of finding oil – go to place where think there’s oil, take rocks, and cook them to determine whether there’s oil.  Teplix had already been using this method – no affirmative steps to disclose it to the public, but workers not required to keep it a secret, never hid it from public – was done in public, and done in the regular course of business. Sufficient for anticipation. Ct said didn’t matter that done in the middle of nowhere in TX.
3. Global inquiries – e.g. can happen anywhere in the world:  Patented or described in a printed publication
a. “Printed Publications”

i. Jockmus v. Leviton (2d Cir. 1928):  Patent claim to a candle shaped lightbulb holder was anticipated by a pic of the holder in a third party’s French-language catalogue. A general trade publication, such as a commercial catalog, is enough.

ii. In re Hall (Fed. Cir. 1986):  Single copy of a doctoral thesis properly cataloged in the collection of a German university library is enough to be a printed publication.
iii. In re Cronin: Indexing of thesis in university library that by critical date actual thesis wasn’t in library yet – not enough to be printed publication

iv. In re Bayer: Thesis in library but hasn’t been indexed yet so can’t find it – not sufficiently publicly accessible.

v. In re Klopfenstein: 2 profs tried to get patent for soy derivatives to give to mammals to produce more. Went to conference with colleagues and gave a poster presentation. Posters up for 2 days, other time for a few hours. Poster sessions describing research and summarizing conclusion. Ct says printed publication.
vi. Not exactly clear when sth is available publicly
b. “Patented”:  less litigated and argued. Most patents are going to constitute printed publications
i. Reeves Bros. v. U.S. Laminating Corp
ii. A foreign patent is limited to its claims for anticipation. 
iii. A foreign patent’s disclosure may also be considered if that form of patent is considered a “printed publication”.
D. Section 102(e):  Disclosures in Earlier-Filed U.S. Applications:  Alexander Milburn Co. v. Davis-Bournonville Co. 
1. Problem of 2 patents – first one describes but doesn’t claim second guy’s idea.  Still gives it to the first guy on a first to invent theory.
2. The disclosure of the first guy is considered a publication as of the day it is filed.
E. Section 102(f) – Derivation (worldwide inquiry): Invention must be the original work of the persons named as the inventor on the patent app.  (e.g. A cannot copy an invention from B, the true inventor, and claim it as A’s own invention).
1. Derivation happens when ppl work together, share info, then some of these suggestions turn into derivation

· But not a problem when you’ve already started the work and someone makes a suggestion, especially if the person making the suggestion was hired for that purpose 

· Agawan: employer makes valuable suggestion that helps inventor complete an embodiment of the invention
2. Campbell v. Spectrum Automation Co. Heavy burden of derivation met. FC wary of oral testimony of invention – usually requires corroboration. Here, had lab notes and other records.

3. A patent is presumed valid.

4. The burden of proving invalidity is heavy – challenger must show by clear and convincing evidence
F. Timing Issues:  Section 102(g) and Priority of Invention

1. Section 102(g):  The basic rules of priority

a. “A person shall be entitled to a patent unless

i. “(1) during an interference, another inventor establishes that before such person’s invention thereof the invention was made by such other inventor and not abandoned, suppressed, or concealed, or

· Interference = When 2 or more parties apply for a patent on the same invention, each person having independently made the invention PTO will call interference and use adjudicatory means to see who gets priority regardless of who filed first.

· If you are the first to file (senior party) is presumptively entitled to the patent, unless the other party can successfully overcome that presumption w/clear and convincing evidence.

· Rule: If abandon, can pick it up again so long as no one else has done it before you.
ii. “(2) before such person’s invention thereof, the invention was made in this country by another inventor who had not abandoned, suppressed, or concealed it …”

· Deals with whether or not someone deserves priority of invention. Reasonable diligence of one to conceive and reduce to practice

iii. RULE: first to reduce to practice is first inventor and gets priority, UNLESS

a) Another is first to conceive (conceive = mental act of invention) and is diligent in reducing to practice, or

b) The original inventor abandons, suppresses, or conceals the invention

iv. Reduction to practice (building or creation of a working model)
a) Practices embodiment w/all elements, and

b) Appreciated that the invention worked for its intended purpose

v. Constructive RTP – filing patent app that satisfies 112.

b. Townsend v. Smith (C.C.P.A. 1929)
i. First to invent means first to conceive.

ii. A conception has happened when the mental part of the inventive art has been completed.

iii. Having a working model is a reduction to practice, which shows the completion of conception.
c. Burden of proof

i. Application pending:  preponderance of the evidence

ii. Patent issued:  clear and convincing standard

iii. Corroboration always required

d. Christie v. Seybold (6th Cir. 1893)
i. One who conceives first but reduces last needs to show that he exercised reasonable diligence for the period between conception and reduction to practice.

ii. If he has not exercised reasonable diligence, he cannot claim to be the first inventor.

e. Peeler v. Miller (C.C.P.A. 1976)

i. M makes hydraulic fluid and wrote desc of how it worked and gave it to his co. Co delayed 4 years to get patent. In meantime someone else invented it and patented it. Ct said he’d abandoned and tried to conceal – presumed this bc he took so long. You cannot abandon until you have RTP (once RTP- have to be more diligent), so M claims he hadn’t RTP yet because wasn’t sure if it worked, etc. But, M had filed out disclosure and sent to co and said ready to go. Also did vibrating probe test that simulated conditions that would be in place. Ct used this as evidence of RTP. 
ii. The assignee’s unreasonable delay is imputable to the assignor.

iii. Where there is unreasonable delay, there is a rebuttable inference of suppression.

iv. Usually, abandonment, suppression, concealment is question of intent – but here waited too long.

2. Prior art uses of § 102(g):  

a. Dow Chemical Company v. Astro-Valcour - 
b. In order to anticipate, it is only necessary that the prior inventor appreciate the fact of what he made.

c. It is not necessary for the prior inventor to appreciate the patentability of his invention.

d. Efforts to commercialize rebut presumption of abandonment, suppression or concealment inferred from delay.

G. Statutory Bars

1. Section 102(b): “A person shall be entitled to a patent unless the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this country, more than one year prior to the date of the application for patent in the United States …”
a) “no more than 1 year – this is critical date

b) No patent if more than one year prior to app invention

· Patented or described in printed publication ANYWHERE

· Invention is in public use or on sale in the US

· (Inventor can create statutory bar with her own work if patented or published before the critical date)
2. Pennock v. Dialogue 
a. Pennock discovers way of cutting hose so keep water pressure up. Decides to keep it a secret – but wants to make money, too, so licenses to someone and tells them to keep it a secret and has them sell it. Goes on for 11 years. Someone else figures out how to do it, so Pennock tries to get patent.

b. The first inventor cannot get a patent if he lets the invention go into public use, or sells it publicly for use, before applying for the patent.

c. When you give property to the public, you can’t take it back.

d. You’re either in the patent system or you’re out. If you invent sth – you have 1 year to decide.

3. “In public use or on sale”

a. Public use

i. Summary of public use: 

a) Have it out in public but don’t have control

b) Commercial exploitation by inventor

c) Might be able to avoid public use if use is experimental
ii. Egbert v. Lippmann (1881) (corset springs) – Dude creates corset springs in 1855. At time critical date was 2 years. Files app in 1866. In between – had friend wear it, tell him how it was, etc.
a) One article embodying the invention is sufficient to constitute public use;

b) One person other than the inventor needs to use the invention to constitute public use.

c) The invention need not be visible to constitute public use
iii. Moleculon Research Corp. v. CBS, Inc:  Rubics cube. Critical date was March 13, 1969. Leaves it in lab and ppl see it, showed a couple friends. Boss sees it and convinces him to let company commercialize it. No one wants it. Patents it in 1970. Ct said not public use. Assigning rights is not public use. How is this diff from Egbert? Maybe bc corset went all over town while cube just stayed at desk? 
iv. Metallizing Engineering Co. v. Kenyon Bearing & Auto Parts Co.: Inventor obtained patent on process for conditioning metal surfaces. Prior to the critical date he used the process on jobs for commercial customers while keeping process a secret. Public use bc used it commercially. Stands for having to be in the patent system or out. If didn’t have this, ppl would just use their inventions in secret for as long as they could before had to get patent.
a) An inventor may use his own invention in private without barring himself.

b) But if he sells to another before the critical date, that is a public use which bars him.

c) If non-inventor’s using the process/machine in secret and selling output, this won’t be considered public use and won’t bar inventor

d) Same situation if machine – same concept
b. On sale

i. Moleculon Research Corp. v. CBS, Inc. (Fed. Cir. 1986)
a) Assignment of the patent does not automatically invoke the “on sale” bar.

b) Sale of an embodiment would invoke the “on sale” bar.

ii. Pfaff v. Wells Electronics, Inc. (1998):  Guy sold his chip to TX Instruments w/o prototype or actually reducing to practice. Two-prong test:

a) The product must be subject of a commercial offer for sale (subject to tenets of K law); and
b) The invention must be ready for patenting, either by

1) Proof of reduction to practice; or
2) Proof that prior to the critical date the inventor had drawings or descriptions that would enable

· Not enough to just be in your head – evidentiary problem. 

· Not enough to describe it in detail at cocktail party
4. The experimental use exception

a. Judicially made – negates on sale bars and public use bars. Must be for bonafide intent of testing qualities of invention. 
b. City of Elizabeth v. American Nicholson Pavement Co. (1877)
i. Some inventions (such as pavement) by their nature cannot be experimented on without exposure to the public; for these, the experimental use exception to “on sale” doctrine applies.
ii. It is not enough for an inventor to claim experimental use; corroboration is required.

· Had records, supervised it, had control over it

c. Lough v. Brunswick Corp: L made new seal and constructed 6 prototypes and tested it on his boat and a couple of friends boats. Issue was whether this was experimental boat. Ct determined not experimental use – never kept any records or reports, sold a boat with seal and never saw it again. 
i. Experimental use is a question of law.

ii. Experimental use is determined by taking into consideration the totality of the circumstances.

· # of prototypes and duration of testing

· Records or progress reports made

· Secrecy agmt btwn patentee and testers?

· Compensation for use of invention

· Extent of control patentee had. THIS IS CRUCIAL. 

iii. Supervisory control by the inventor is important.
d. Experimental uses when the invention is reduced to practice.

e. Market testing is not experimental use.  [Carpet Fresh]

f. Product testing can be experimental use if what is being experimented with makes its way into claims as a limitation.
5. Third party statutory bar activity

a. Baxter International v. COBE Laboratories, Inc. (Fed. Cir. 1996)
i. Invention is centrifuges. Purported public use before critical date – kept in lab and public could come by and see it. Person testing centrifuge didn’t know inventor and was just using it for himself. No effort to keep it secret.
ii. Involving a third-party who is publicly accessible in product testing is a public use.

b. W.L. Gore & Associates, Inc. v. Garlock, Inc. (Fed. Cir. 1983)
i. Where the third-party use is non-informing, there is no public use.

ii. Assertion of the product’s secret nature and requiring employees to sign confidentiality agreements is sufficient; there is no requirement to keep the product actually secret from the same employees.
V. THE REQUIREMENT OF NONOBVIOUSNESS

A. Introduction

1. Hotchkiss v. Greenwood (1851)
a. Simply replacing one material for another that is already known does not make it patentable subject material.

b. Such an improvement was the work of a skillful mechanic, not of an inventor.

c. Need “something more”  - flash of creative genius

2. Rubber-Tip Pencil Company v. Howard (1874)
a. Combining well-known ideas (lead pencils, rubber, and method of attachment) is not itself patentable.

b. A new device by which that combination would have been made practically useful would have been patentable.

3. Great A. & P. Tea Co. v. Supermarket Equip. Corp. (1950)

a. Simply combining existing elements is not enough.

b. Novelty and utility are not enough.

c. Standard of invention:  “inventive genius”.
B. Section 103 and the Basic Graham Inquiry

1. 35 USC 103(a)

a. “A patent may not be obtained … if the difference between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains.  Patentability shall not be negatived by the manner in which the invention was made.”
b. Note:  Obviousness is determined at the time the invention was made.
c. Note:  Possible swipe at “flash of creative genius” standard in last sentence of subsection (a).

d. Doesn’t care if fall ass backwards into the invention. Concerns w/differences btwn subject matter sought and prior art. Gonna look at diff and see whether they’d be obvious to person skilled in art. Provides framework. Figure out what’s claimed, what’s in prior art, see what’s diff, then ask yourself whether it’d be obvious to a person skilled in prior art.

2. Graham v. John Deere Co. (1966)
a. Facts: invention is plow shank with part of the plow shank underneath the hinge plate. Diff btwn this and prior art is prior patent wasn’t as flexible. Ct says it’s obvious.

b. Obviousness is a question of law – way it works is judge asks the jury the 3 questions and judge decides
c. An inventor’s own prior patent is prior art.

d. The file wrapper is considered—advice from the examiner to narrow scope strongly suggests the invention is too obvious.

e. Factual inquiries under 35 USC 103 (Graham factors):

i. Scope and content of prior art

ii. Differences between the prior art and the claims at issue

iii. The level of ordinary skill in the pertinent art

iv. Secondary considerations include (but not limited to):

a) Commercial success

b) Long felt but unresolved needs

c) Failures of others

3. Calmar Case- Cap and pump spraying apparatus. Liquid involved is insecticide. Take insecticide and make them widely available and easy to use. When put old spray caps on they’d leak. So found bottle that could put it in so doesn’t leak and was hugely commercial invention. Prior art: 1. Mellon patent – screws right down on bottle whereas current patent, can just take it off. 2. Lohse: doesn’t have seal or space. Livingston: have hold down cap and seal, but doesn’t have threaded connector and spout is diff. Ct says obvious.
· How is it that the 3 references were fine when they were similar?? Ct didn’t say they the patents were valid, but the presumption is they’re valid.
· Ct downplays commercial success – says obvious is obvious no matter what. Means secondary considerations not as impt.
4. United States v. Adams (1966):  Inventor came up w/wet battery. Keep them dry in the beginning and when want to use it fill it up w/water and that starts the battery – keeps itself warm so can use in Alaska, etc. Military was very interested in battery but army didn’t think it’d work. Other ppl in the art said it wouldn’t work, either. Couple years later army has battery made and uses it all over the place – they don’t tell inventor. USSC gives him patent

i. An invention is non-obvious where the prior art teaches away from the particular claims of the invention. Prior art suggested what inventor did was dangerous.
ii. Must be nexus btwn the claimed invention and commercial success – skill in marketing is not enough

5. Arkie Lures, Inc. v. Gene Larew Tackle, Inc (FC): Larew went against conventional wisdom and produced plastic lure laced w/salt. Prior art describes both plastic lures and salty lures, but did not suggest combining the two. One reference taught away from that combo. The invention was a commercial success. Larew won. 

i. Take away: emphasizes teaching away like adams

· Talk about it as a secondary consideration – understanding of level of skill in the art.

ii. If can get expert or prior art to come in and say if they did what they did it would blow up – might go your way

iii. What you can do is have articles published in trade journals that say teaches away. Could get busted for this, though!

6. Sakraida v. Ag Pro Inc. (1976) – Last time USSC has ruled on obviousness
a. Method is for washing away manure from dairy establishment floor. Ct said obvious.
b. A combination of old elements must be synergistic to be patentable. 
c. Where exploitation of a natural principle does not involve a change in the respective functions of the elements of a combination, there has been no addition to the sum of useful knowledge; such a combination is not patentable.

d. Patent bar unhappy w/this bc most patents are some sort of combo patent. Congress created FC in 1982. Writes up sth that says every patent is a combo patent and all patents get treated the same way. No such thing as synergism. FC also develops law to protect against hindsight bias.
C. Nonobviousness at the Federal Circuit

1. FC’s role in hindsight analysis:

a) Cabins the scope of available prior art

· Prior art in 102 constitutes prior art in 103

· Analogous art, too
b) Comes out w/doctrine to police the combining of prior art

c) Amplifies significance of secondary considerations

2. Policing of combining of prior art
a. In re Dembiczak (Fed. Cir. 1999)
i. Facts: Dembiczak tries to get utility patent for painting jack o lanters on big orange trash bags. PTO says obvious – there were trashbags before, and jack o lanterns. Childrens books also tell you how to do this on lunch bags. FC rejects this.

ii. The PTO must give a reason as to why they think ppl would combine the prior art – can’t just waive around the pieces and expect FC to affirm.
iii. Promulgates TSM (teachings, suggestions, motivations) test:

a) In the prior art references

b) The knowledge of the skilled artisan

c) The nature of the problem to be solved

b. KSR v. Teleflex (USSC):
i. Adjustable foot pedal w/electronic sensor for ppl of diff size – can move up and down but rotational force is same. Sensor transmits to engine location of pedal so know how much gas to give engine. SJ for obviousness at lower ct. FC vacated but goes up to USSC.

ii. Emphasizes Hotchkiss and undermines TSM but doesn’t go all the way. Can use TSM but can’t be so strict as to hold PTO’s feet to the fire to make fabulous case as to why PHOSITA would bring pieces of prior art together

iii. Makes it easier to make sth obvious and invalidate it
3. The objective or secondary factors:  
i. Hybritech, Inc. v. Monoclonal Antibodies, Inc. (Fed. Cir. 1986):  There must be a nexus between the claimed subject matter and the secondary considerations of Graham. E.g. must be nexus btwn commercial success and invention – can’t just be great marketing strategy. Can’t just be cuz it’s pretty.
D. The “Scope and Content of the Prior Art”

1. The “Winslow Tableau”:  In re Winslow: Machine for filling bag. Prior art had puffs of air come in, then would just blow the bag off. Inventors fixed it w/clamping mechanism. Inventors made tabs and rods that would hold bag in place, then could rip it right off. Ct said obvious
i. POOSITA (and, by implication, the inventor) is presumed to have knowledge of all pertinent prior art. E.g. have prior art up in his lab while inventing
ii. Ct said didn’t apply hindsight analysis, but sure seemed like it.

VI. CLAIM CONSTRUCTION AND INFRINGEMENT

A. Introduction

1. 35 USC 271 – Except as otherwise provided in this title, whoever without authority makes, uses, offers to sell, or sells any patented invention, within the United States or imports into the United States any patented invention during the term of the patent therefore, infringes the patent.

2. Canons of claim construction:

a. Most impt: claims must be read in light of the specification

b. Claim limitations cannot be imported from specification
3. Transitional phrases

a. Comprising (broadest)

· Including but not limited to

· E.g. everything claimed here plus everything else in the world

b. Consisting essentially of

c. Consisting of (most restrictive)

4. Dependent claims

5. Merrill v. Yeomans (1877)
a. The claim is where the invention is staked.

b. A vague term in the claim may be clarified by reference to the claims.

c. Beware that the clarification may yield a narrower scope than desired.

6. Claiming

a. Patentees prefer vagueness to precision or clarity, because that makes it easier to claim a broader scope.

b. However, where prior art may defeat the patent, it becomes more important to be precise or clear.

B. Interpreting Claims
1. Autogiro Co. of America v. United States (Ct. Cl. 1967):  2-step process for determining infringement:

a. Determine the meaning of the claims.

i. Specification

ii. Drawings

iii. File wrapper

b. The claims must be read on the accused structures.

i. Literal

ii. Equivalents:  The accused structures “do the same work, in substantially the same way, and accomplish substantially the same result.”  [Westinghouse v. Boyden Power Brake Co. (1898)]

2. Markman v. Westview Instruments, Inc. (1996)/Cybor
a. Legal standard:  Claim interpretation is a question of law

i. Decided by judges

ii. Reviewed de novo on appeal

b. Souter (dissenting in Markman):  claim interpretation is a “mongrel practice” with questions of fact and of law.

c. Note:  Federal Circuit has declined to revisit Cybor
· Cybor says district ct can decide claim construction all by themselves, but can be reviewed denovo by FC. FC doesn’t have to give any deference to dc.

C. Infringement

1. Types of infringement

a. Direct

i. Literal

ii. Doctrine of equivalents

b. Indirect

i. Inducement

ii. Contributory infringement

2. Proceduralist approach

a. Focuses on claims. Ct is increasingly proceduralist.
b. Johnson Worldwide Associates, Inc. v. Zebco Corp. (Fed. Cir. 1999)
i. Plain language as understood by POOSITA

ii. Invitation in claims to affect scope through references

a) Lexicography:  A patentee wishing to avoid plain language interpretation must provide his own definition.

b) Ambiguity:  If a term is too ambiguous, look in the written description for definition.

c. Innova/Pure Water v. Safari Water Filtration (Fed. Cir. 2004)
i. Claim differentiation:  Different uses of terms imply a different intended meaning.

ii. The preamble is usually meaningless, but may be taken into account if it breathes life into the claim.
3. Holistic approach
a. Doesn’t talk about claims much. Looks at pics, written desc
b. Cultor Corp. v. A.E. Staley Mfg. Co. (Fed. Cir. 2000) (artificial sweeteners):  Copying claims with a broader scope from an interference proceeding does not expand the scope of the claims beyond what is supported by the specification.

4. Means-Plus-Function (MPF) Claims

a. 35 USC 112 ¶ 6:  “An element … may be expressed as a means or step for performing a specified function without the recital of structure, material, or acts in support thereof, and … shall be construed to cover the corresponding structure, material, or acts described in the specification and equivalents thereof.”

b. Rules

i. Presence of the word “means” triggers presumption of MPF format.

ii. Presumption is rebuttable by recitation of sufficient structure.

iii. An element without structural language is in MPF format, even if it does not say “means”.
c. Phillips v. AWH Corp. (Fed. Cir. 2004)
i. Invention for modular bldg. Claim states “means for increasing its load bearing capacity comprising internal steel baffles extending inwardly for the steel shell walls.” FC said not MPF claim bc baffles has sufficient structure and baffles was a structural term not a functional term. Parties stipulated that baffles were a means for obstructing the flow of sth. Ct added its own limitation of an angle bc the baffles need to deflect bullets and projectiles and the angles must be part of what it is to be a baffle. Ct holds that angles are really the invention here, so non angled baffles are not infringing.
ii. MPF claims are not the only ones that require looking to the specification for support.

iii. A specification supports and informs the claims, and inventors should be held to their disclosures.
D. Defense to infringement: Experimental Use (narrow)
1. Roche Products v. Bolar Pharmaceuticals Co. (Fed. Cir. 1984)
a. The experimental use is a very narrow exception.

b. Partially overruled by Hatch-Waxman Act of 1984, 35 USC 271(e)(1).

2. 35 USC 271(e)(1):  “It shall not be an act of infringement to make, use, offer to sell, or sell … or import … a patented invention … solely for uses reasonably related to the development and submission of information under a Federal law which regulates the manufacture, use, or sale of drugs or veterinary biological products.”
a. This levels the playing field for generic drug companies
b. now if experimentation is done to satisfy regulatory requirements, there’s specific permission for generics and others to engage

3. Madey v. Duke University (Fed. Cir. 2002):  Any experimentation that can be commercialized, or even otherwise garner funding for the institution, would not be considered protected under “experimental use”. As long as in furtherance of their business it’s not experimental use.
E. Indirect Infringement
1. Inducement

a. 35 USC 271(b):  “Whoever actively induces infringement of a patent shall be liable as an infringer.”

b. C.R. Bard, Inc. v. Advanced Cardiovascular Systems (Fed. Cir. 1990):  A person induced infringement by actively and knowingly aiding and abetting another’s direct infringement. Need intent.
i. Patentee had a patent on a method to insert catheters and doctors told patients how to use catheters in infringing way.
2. Contributory infringement

a. 35 USC 271(c):  “Whoever offers to sell or sells … or imports … a component of a patented machine, manufacture, combination or composition … constituting a material part of the invention, knowing the same to be especially made or especially adapted for use in an infringement of such a patent … shall be liable as a contributory infringer.”

b. Aro Manufacturing Co. v. Convertible Top Co. (Aro II) (1964)
i. Repair of a patented product for one who lawfully owns the article is not infringing.

ii. Repair of a patented product for an infringer constitutes contributory infringement.

iii. Reconstruction by recreation is infringement.
VII. THE DOCTRINE OF EQUIVALENTS

A. Doctrine of Equivalents (DOE)

1. Care about whether something infringes by equivalence at time of infringement – concerned w/after arising technology

2. Winans v. Denmead (1854) (rail cars): W made sturdier rail car using frustum shaped car using circular design. Bottom opens below trucks that make it especially stable. Distributes weight in such a way to allow car to carry more weight. D used similar design but octagonal in shape. Ct decides D is infringer. 
i. No literal infringement bc W claimed circular design – all limitations not met

ii. Without showing the improved utility of an alternate shape for a product, that shape may be subsumed by the patent under the doctrine of equivalents.

3. Graver Tank & Mfg. Co. v. Linde Air Products Co. (1950):  
i. Invention is a patented welding welding flux of an alkaline earth metal + calcium fluoride. Accused flux was non alkaline earth metal + calcium fluoride. Holding was no literal infringement bc it’s not what inventor claimed. Ct said PHOSITA would know to substitute. 
ii. Function, way, result test:  “[I]f it performs substantially the same function in substantially the same way and achieves the same result.”
4. Warner-Jenkinson Co. v. Hilton Davis Chemical Co. (1997) (pH levels)

a. Purification process and pH is what is at issue. Patented process has pH 6-9 and infringer has pH of 5. So no literal infringement.  Holding: Patent Act of 1952 did not eliminate DOE. We reconcile DOE with notice function by applying the All Elements Rule (AER) ( Must do DOE analysis element by element
· Left sth open – don’t know what it means to  “amend for reasons of patentability.”

· Also don’t know how to apply PHE. Don’t know what you lost – don’t know what you’ve given up through app of PHE to W-J
b. DOE is a question of fact for the jury but there are many law issues involved that may justify taking it away from the jury
c. All elements rule of infringement:

i. Infringement requires the presence in the accused device of each claimed element, either literally or equivalently.

ii. The application of DOE should not eliminate or vitiate any of the claimed elements.

· Vitiation theory: when applying DOE on element by element basis can’t use DOE to vitiate meaning of any claim elements

· Don’t really know when this applies. Ct talks about using binary language such as majority v. minority. But don’t really know.

· Pencil w/plastic? Infringes under DOE bc plastic performs same fxn, same way, same result. But in terms of vitiation – wood isn’t plastic. If allow it, you vitiate the claim, so can’t use DOE

· Claim says 89% graphite and 10% clay. If apply vitiation, if take to logical place, no such thing as DOE anymore. If says 90%, that’s a material element of the claim. By allowing 89% to mean 90%, you vitiate the claim.

iii. Insubstantial differences – if the differences are insubstantial then DOE applies

iv. Judge decides whether DOE applies and vitiation theory. Jury decides FWR and insubstantial differences

d. Prosecution history estoppel:  If you surrender material in order to get the patent during prosecution, you can’t recover it w/DOE.
· In Warner Jenkinson, original claim was “any pH” but prior art had pH 9, so amended app to avoid 9 and threw in bottom of 6.

· W-J presumption: amendment is for reason related to patentability and PHE applies. This is rebuttable but patentee has burden to do so.

5. Dolly, Inc. v. Spalding & Evenflo Companies, Inc.: high chairs – disputed claim is whether there’s a stable rigid claim. FC says there must be independent rigid frame, so other chair does not infringe via DOE bc parts come together to make stable rigid frame.

i. Where an accused device performs substantially the same function to achieve substantially the same result but in a substantially different manner, there is no infringement under the doctrine of equivalents
6. Equivalence in terms of MPF claims
a. 2 ways to find literal infringement

I. Same function and same structure

II. Same function and equivalent structure (no after arising tech)

b. DOE equivalence: equivalent function and equivalent structure (after arising technology)

c. 35 USC 112 ¶ 6:  “An element … may be expressed as a means or step for performing a specified function without the recital of structure, material, or acts in support thereof, and … shall be construed to cover the corresponding structure, material, or acts described in the specification and equivalents thereof.”

d. Al-Site Corp. v. VSI Intern, Inc. (Fed. Cir. 1999) (eyeglasses rack)

i. MPF claims implicate the function, way, result test.

ii. Statutory equivalence for pre-existing technology.

iii. DOE equivalence for anticipated technology.

e. Chiuminatta Concrete Concepts v. Cardinal Industries:
ii. Concrete saw. Original has skidplate. The second one has wheels. Claim says “means connected to the saw for supporting the surface of the concrete.” Ct says no literal infringement – wheels are insubstantially diff from plate (e.g. not equivalent structure). No DOE bc wheels were not after arising technology.
iii. Finding statutory equivalence precludes finding DOE equivalence. Statutory equivalence is literal infringement.
f. Statutory equivalence vs. DOE equivalence

	
	Statutory
	DOE

	Function
	Identical function
	Equivalent function

	Way
	Equivalent structure (pre-existing technology)
	Equivalent structure (after-arising technology)

	Result
	Equivalent result
	Equivalent result


7. Odetics, Inc. v. Storage Technology Corp. (Fed. Cir. 1999) (tape storage devices)

a. Tape cassette handling system. Accused device doesn’t have gears or rods – has pins and cams instead. Ct says maybe equivalent.

b. Holding:  A device must be taken in its entirety, not component by component.

c. Judge Clevenger saves DOE by generalizing from claims

d. Dissent (Lourie):  This redefines Chiuminatta.

8. Johnson & Johnson Associates v. R.E. Service (Fed. Cir. 2002):  Disclosed but unclaimed subject matter is surrendered to the public domain. Can’t reach subject matter by DOE.
B. Prosecution History Estoppel

1. Exhibit Supply Co. v. Ace Patents Corp. (1942) (pinball bumper):  By amending from broader scope (“carried by the table”) to a narrower scope (“embedded in the table”), the patentee gives up the difference in scope.

2. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd. (2002)
a. PHE arises when a narrowing amendment is made for reasons of patentability.

b. Where the record reveals no reasons for the amendment, it is presumed to be for reasons of patentability.

c. PHE does not impose a complete bar.

d. Scope:  An amendment does not surrender a particular equivalent if:

i. The equivalent was unforeseen at the time of the application; or
ii. The rationale underlying the amendment bears no more than a tangential relation to the equivalent in question; or
iii. Some other reason the equivalent could not have been claimed by the amendment

3. Other ways to limit DOE: The effect of prior art:  Wilson Sporting Goods Co. v. David Geoffrey & Assoc. (Fed. Cir. 1990) – Dude trying to make golf balls that go farther w/in USGA guidelines. Claimed: golf balls with 6 grade circles and dimples that don’t cross over them. Accused: golf balls w/6 grade circles and dimples that cross over them.  Holding: can’t capture through DOE SM you couldn’t have captured before. E.g. if you can’t get something patented bc of prior art, can’t capture it through DOE. Infringer was just practicing prior art.
a. Situations where an infringer claims that prior art precluded validity of the patent.

b. Visualize a hypothetical claim sufficient to literally cover the accused product.

c. Would that have been allowed by the PTO over the prior art?

i. If so, there could be infringement.

ii. If not, there was no infringement.

d. The burden is on the patentee to show infringement.

C. Reverse DOE – acts as a defense to charge of literal infringement. Absolves accused infringer of liability where accused device, although literally falling w/in scope of the asserted patent claim, is so far changed in principle from the claimed invention that a finding of liability cannot be justified as a policy matter.

1. Westinghouse v. Boyden Power Brake Co. (1898): Patentee creates brake valve that doesn’t work. Accused created brake valve that works very differently, is effective, but literally does infringe on patentee’s claims. Holding: reverse DOE prevents patentee from claiming infringement. 
· This is rarely used and only in district ct – never in FC.
D. Other ways to limit the reach of DOE - Disclaimers
1. Gaus v. Conair (Fed. Cir. 2004): 
i. Patented hairdryer circuitry has 2 probes. Accused only has one probe. Patented device specifically disclaimed a device with a single probe – said must have 2 probes

ii. Specific disclaimer of a certain embodiment or a particular piece of subject matter in the specification places that which is disclaimed beyond the reach of DOE.

2. Omega Eng’g v. Raytek (Fed. Cir. 2003):  Disclaiming something in the prosecution history (e.g., “by connector I don’t mean nail”) places that which is disclaimed beyond the reach of DOE.
VIII. THE LEGAL PROCESS OF THE PATENT SYSTEM

A. The Allocation of Power

1. Decisions of fact

a. Obviousness

i. Obviousness is a question of law based on questions of fact.

ii. Because obviousness is reviewed de novo, so too are the facts underlying the determination.

b. Rule 52 is not always necessary, as shown by the Supreme Court’s review of facts de novo in Graham.

c. Dickinson v. Zurko (1999):  The Federal Circuit should review PTO findings of fact on the looser court/agency review standard (substantial evidence), not the stricter court/court review standard.

d. In re Gartside:  Reviews of PTO findings of fact would follow the slightly more stringent substantial evidence standard, not the arbitrary and capricious standard.
2. Decisions of law:  Merck & Co., Inc. v. Kessler (Fed. Cir. 1996):  The PTO was empowered to make rules, but not to interpret substantive law as an Article III court could. Here, dispute over Hatch Waxman and URAA in terms of patent term extension patentees get. PTO gives on interp and P arguing for diff interp of statute. Question of whether app ct has to give any deference to PTO’s interp. No. 
3. The jurisdiction of the Federal Circuit:  Holmes Group, Inc. v. Vornado Air Circulation Systems, Inc. (2002):  In order to get Federal Circuit jurisdiction, a patent issue must be brought up in the initial claim. E.g. the well pleaded complaint rule.
4. Rule: PTO doesn’t have substantive rule making power, but has procedural rule making power

· One procedural rule PTO has – allows PTO to ask for info that patentee has material to patentability. Discovery kind of rule.

· PTO currently litigation set of procedural rules – limits patent apps to certain number of applicant continuations. Before, could just keep it alive. New rules will limit ppl to 2 continuations unless special circumstances.

B. PTO administrative procedures - Reexamination 
(thought to reduce litigation)

1. Ex parte reexamination

· If someone requests reexam, can be patentee themselves or someone else who doesn’t like patent and will gather prior art and will send to PTO. In order for PTO to grant exam requiest – must present new and substantial question of patentability. Reexam is at discretion of director. (most of time, director says no).

· Once requestor submits material, they’re out of the process. Now it’s patentee and PTO doing patent examination again in light of new material

· When finished, office issues reexam certificate – confirms, cancels, or amends claims.

· D might request bc might invalidate claims and save money on litigation; or maybe narrows claims

· Patentee might request it – strengthens their patent

· Usually doesn’t change much about patent

2. Inter partes reexamination

· Works same way as ex parte – but requestor gets to participate

· Requestor is later stopped from raising issues they should’ve raised in reexam

C. Inequitable Conduct

1. Directed to examining applicant’s behavior. Focus on misrepresentations, failure to disclose, submission of false info

2. Remedy: entire patent is unenforceable

3. Figuring out if someone engaged in inequitable conduct:
a. Did applicant make a material misrepresentation?

· Dc has to make factual finding that there was material misrep

b. Did app have the intent to deceive?

· Factual Q

c. Ct balances the 2. Need thumbs up on both to find IC. Sliding scale – if misrep what you did and it’s a big deal like couldn’t get patent w/o it, then don’t need quite as much intent
4. Nondisclosure

a. Legal standard for inequitable conduct: would reasonable examiner think info would be material to patentability? Changes later on but FC still using old method
i. Find a threshold level of materiality:  Critikon, Inc. v. Becton Dickinson Vascular Access, Inc. (Fed. Cir. 1997):  “Information is material to patentability when it is not cumulative to information already of record or being made of record in the application, and it refutes, or is inconsistent with, a position the applicant takes in asserting an argument of patentability.”  37 CFR. 1.56(b)(2)(ii)

· P didn’t disclose M patent. Ct thought had to be disclosed bc some element disclosed – inconsistent w/arg patentee used. Patentee argues didn’t think was material. Could also say cumulative to what’s already disclosed. Also didn’t disclose litigation in reissue – impt bc generating all kinds of info that’d be useful and material to examiner

· Take away: when in doubt, disclose. But, also disincentive to search for prior art. Can’t be inequitable conduct if didn’t know about it – no obligation to search.

ii. Find a threshold level of intent to deceive:  Kingsdown Medical Consultants, Ltd. v. Hollister, Inc. (Fed. Cir. 1988):

a) Gross negligence is no longer enough.
b. Determinations of inequitable conduct are in equity and are reviewed de novo.
c. Hypo: you’re talking to client and ask him if he’s got any prior art that he knows of and he says no. Later on find out he was lying. Inequitable conduct? Yes – almost anyone can engage in IC – even a legal secretary.
IX. INVENTORSHIP AND OWNERSHIP OF PATENTS

A. Inventorship and Misjoinder

1. The basics of inventorship

a. Patent must list correct inventors, otherwise invalidates all the claims in the patent. Saving grace is you can fix this. 
b. 35 USC 116 – Inventors
i. ¶ 1:  Joint inventors; even if:

a) they did not physically work together or at the same time,

b) each did not make the same type or amount of contribution, or

c) each did not make a contribution to the subject matter of every claim of the patent.
ii. ¶ 3:  The Director may amend an application to resolve a good faith error in naming the inventor(s).

c. Burroughs Wellcome Co. v. Barr Laboratoriess, Inc. 
i. Anti HIV drug AZT. Scientist in England develops AZT but don’t have HIV virus to test it on. Group of scientists get together and draft patent app and talk to group of scientists in the US. Send AZT to US lab but doesn’t say what it is. Guy calls back and tells them it works so they file app. US ppl then complain and say they’re inventors, too.

ii. Testing does not make one an inventor.

iii. “Conception is the touchstone of Inventorship.”

iv. To be named as an inventor on a patent, one must genuinely contribute to the conception of the invention

v. Doesn’t matter if you know your invention will work for conception

vi. Hypo: what if Burroughs shows up w/drug and we think impt retroviral activity and only you have ability to test and NIH says yea we will, but will be inventors on this app. no – can’t make yourself an inventor by contracting to someone
2. Judicial correction of inventorship

a. 35 USC 256 – Correction of named inventor

b. Misjoinder: inventor not listed

c. Nonjoinder: someone should’ve been listed, if honest, can correct it.
d. Stark v. Advanced Magnetics, Inc., 119 F.3d 1551 (Fed. Cir. 1997)
i. S claims for one patent should be only inventor and in other should be joint inventor – he’s not listed on any of them.

ii. Section 256 allows correction in all cases of misjoinder.

iii. Section 256 allows correction in cases of nonjoinder where the unnamed inventor had no deceptive intent.
3. Joint inventors and multiple claims:  Ethicon, Inc. v. United States Surgical Corp. (Fed. Cir. 1998)
a. Conception of part of even one claim makes one an inventor of the whole patent.

b. All inventors are owners (tenants in common)

c. All co-owners can individually license or assign w/o paying royalty to other inventors or getting permission
d. All co-owners must be joined in a suit for infringement

e. Retroactive licenses are possible only if all inventors are joined

B. Assignment and Ownership

1. Rights of the employed inventor:  United States v. Dubilier Condenser Corp. (1933)
a. An employer owns patent rights if the employee was employed to invent.

b. Otherwise, an employer only has shop rights—the nonexclusive right to practice, not to sell. E.g. if employee invents sth out of scope of employment, employer has rights to use invention, but not sell.
c. If neither of the above is true, the employer needs an assignment or a promise to assign from the employee.

d. real life scenario - these default rules don't really mean anything most of the time. K law - most of time employer Ks give rights to employers for stuff employees come up with. Employees almost never get right to keep their inventions
C. Double Patenting

· When 2 or more patents claiming the same invention by the same inventor

· Patentee trying to extend term of patent

· Patentee may have uncertainty in claim interpretation – not sure how going to turn out before judge tells me. If can get another patent – layering in protection

d. 102 doesn’t protect against this bc you can’t anticipate yourself (CHECK)

e. 2 kinds of DP

i. Same-type DP. Claims same invention as other patent. Anticipate claims in other patent.

· Can’t do this. If have this, claims in 2nd patent will be invalidated

· If discover it, can disclaim it

ii. Obvious type – second patent claims obvious variants of invention in first patent

· Permissible if no extra term – e.g. patent must expire at same time

f. In re Vogel – 2 patents. 1 is for processing pork. The other has claims to meat and beef. Pork anticipates meat so can’t have that claim, but beef is not obvious in light of pork, so ok to DP.
X. ANTITRUST/MISUSE AND LICENSING

A. Control over Unpatented Goods

1. Tying agreements

a. Morton Salt Co. v. G.S. Suppinger Co. (1942):  The patentee, like other holders of a privilege granted in furtherance of public policy, may not claim protection where he uses that grant to subvert that policy.

b. Staple goods:  The Patent Misuse Reform Act of 1988 eliminated any per se ban on patent tying arrangements, particularly with regard to nonstaple goods, unless the patentee has market power, or the ability to maintain prices above, or output below, competitive levels for a significant period of time.
c. In re Recombinant DNA Technology Patent & Contract Litigation (S.D. Ind. 1994):  The Patent Misuse Reform Act of 1988 covers both tie-ins (Morton Salt) and tie-outs (National Lockwasher).
2. Misuse doctrine and contributory infringement

a. Dawson Chemical Co. v. Rohm & Haas Co. (1980)
i. A patentee could sell a nonstaple article himself while enjoining others from marketing that same good without his authorization.
ii. “New use” patents are vital to the chemical processing industry, which § 271 was meant to protect against contributory infringement.
b. Illinois Tool Works Inc. v. Independent Ink, Inc. (2006)
i. Because a patent does not necessarily give the patentee market power, a plaintiff in a case involving a tying arrangement must prove that the patentee has market power in the tying product.

ii. The mere fact that a tying product is patented does not support a presumption of market power in the product.
B. Other licensing conditions:  Temporal extensions

1. Brulotte v. Thys Co. (1964)
a. Royalty agmt where guys were gonna receive hot pickers and were going to pay royalties over time, including after patent expired. USSC said can’t do this – this is patent misuse.
b. Note:  Still technically good law.
2. Aronson v. Quick Point Pencil Co. (1979):  Where a tying agreement referring to a pending patent application includes provisions for the contingency of the application’s failure, the agreement is enforceable under state contract law.

3. Can limit licensee to fields of use. E.g. have compound that’s good for both waxing cars and curing cancer. Can charge diff amounts and can license for diff use

4. Licenses are limited to territory. E.g. can license to one person in MA and can license to another in CA

C. Licensee-Licensor-Assignee Relations

1. Assignor estoppel:  An assignor cannot come back later and claim that the patent is invalid or unenforceable.
2. Licensee estoppel

a. A licensee cannot come back later and claim that the patent is invalid or unenforceable.
b. This doctrine was decapitated in Lear, Inc. v. Adkins (1969).
i. Licensee estoppel is inconsistent with contract law.
ii. Licensee estoppel cannot be a bar to determining patent validity.
3. Medimmune, Inc. v. Genentech, Inc. (2007):  A licensee is not required to break or terminate its license agreement before seeking a declaratory judgment in federal court that the underlying patent was invalid, unenforceable, or not infringed.
XI. REMEDIES

A. Injunctive Relief:  35 USC 283:  “The several courts having jurisdiction of cases under this title may grant injunctions in accordance with the principles of equity to prevent the violation of any right secured by patent, on such terms as the court deems reasonable.”

1. Preliminary injunctions:  Amazon.com, Inc. v. Barnesandnoble.com, Inc. (Fed. Cir. 2001)
a. 4 things a plaintiff must show:

i. Reasonable likelihood of success on the merits;

· Once establish this, almost presumption that rest will fall in patentee’s favor

ii. Irreparable harm if an injunction is not granted;

iii. Balance of hardships tipping in the plaintiff’s favor; and
iv. Injunction’s favorable impact on the public interest.

b. Note:  Before the suit, B&N figured out a workaround within 2 weeks, but lost market momentum.

c. Ct reluctant to give prelim injunctions bc can seriously disrupt ppl’s biz relationships
2. Permanent injunctions:  eBay Inc. v. MercExchange, L.L.C. (2006)
a. Same 4 factors as preliminary injunctions

b. There is no general rule of equity that an injunction should always issue.

c. Thomas (for the court):  Even if the patentee does not practice, an injunction may still issue.

B. Damages:  35 USC 284:  “Upon finding for the claimant the court shall award the claimant damages adequate to compensate for the infringement, but in no event less than a reasonable royalty for the use made of the invention by the infringer … the court may increase the damages up to three times the amount found or assessed …” (can get 3 times amt if willful infringement or vexatious litigation)
1. Reasonable royalties:  Panduit Corp. v. Stahlin Bros. Fibre Works, Inc. (6th Cir. 1978):

a. Non-practicing entities (patent trolls) tend not to be able to prove lost profits, so get reasonable royalties instead.

b. Reasonable royalty:  An amount “‘which a person, desiring to manufacture and sell a patented article, as a business proposition, would be willing to pay as a royalty and yet be able to make and sell the patented article, in the market, at a reasonable profit.’”  Goodyear Tire and Rubber Co. v. Overman Cushion Tire Co. (6th Cir. 1937)
c. Judge Marky says should be extra kicker, bc infringer just ends up as well off as he would’ve been had he gotten license in first place

d. Undercuts damages – have to share profits w/licensing

e. Also don’t know if patentee would’ve ever licensed to this person
2. Lost profits
a. Might prefer this bc can be creative. Can have creative economic theories and other experts come in and undercut them. But at end of the day, FC says whatever calculation you arrive at can’t be too speculative. Have to be reasonable estimation of what actual lost profits would be. Burden of proof is on patentee – have to muster evidence as if infringer weren’t in the world

b. 4 things a plaintiff must prove (adapted from Stahlin Bros.):

i. Demand for the patented product;

a) No demand → no sales → no profit.

b) Possible geographical limitations, e.g., if the patentee and the infringer operate exclusively in different, distant states, it would be hard for the patentee to claim lost profits in the infringer’s state.

ii. Absence of acceptable non-infringing substitutes;

a) Generally, a product that confers the benefit of the invention, and that is not significantly more expensive will serve as an acceptable substitute.
b) If an infringer, upon learning of the infringement, quickly turned around and made a non-infringing product, there probably wasn’t a true absence of acceptable non-infringing substitutes.

c) Measures market power of patentee
iii. The plaintiff has the manufacturing and marketing capability to exploit the demand; and
iv. The amount of profit he would have made.

c. Rite-Hite Corp. v. Kelley Co. (Fed. Cir. 1995) (en banc)
i. A patentee’s product can be impacted by its own substitutes.

ii. A defendant who competes with the patentee’s non-patented product can nevertheless be liable for damages if its sales of direct substitutes for the non-patented product cut into sales of the patented product.

(a) Grain Processing v. American - The court concluded that the district court did not err in considering an alternative not on the market during the period of infringement, nor did it clearly err in determining that the alternative was available, acceptable, and precluded any lost profits.
XII. PATENTABLE SUBJECT MATTER AND UTILITY

A. Patentability

1. General rule – almost everything is patentable

2. Tone of the act – you usually get a patent unless somebody stops you

3. Introduction

a. 35 USC 101 – Inventions Patentable:  “Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefore, subject to the conditions and requirements of this title.”
b. Diamond v. Chakrabarty (1980):  A transgenic bacterium is a composition of matter that is the handiwork of the inventor, and is patentable.
4. The Bar to Patenting Laws of Nature, Physical Phenomena, and Abstract Ideas

a. Patenting natural substances and living things

i. Patenting of purified natural substances:  Parke-Davis & Co. v. H.K. Mulford & Co. (S.D.N.Y. 1911):  The purified form of a chemical found in nature, as well as the process of purification, may be patentable.
· Once take thing out of nature and put in enough effort to separate from naturally occurring environment, patentable even if that thing still exists in nature

ii. Patenting of simple organisms and plants:  Funk Bros. Seed Co. v. Kalo Inoculant Co., 333 U.S. 127 (1948):  Simply arranging bacteria is not enough of a handiwork of man to be patentable.
iii. You cannot patent laws of nature, physical phenomena, or abstract ideas
b. The software controversy:  Benson and its progeny

i. Gottschalk v. Benson, 409 U.S. 63 (1972)
a) Can’t just patent an algorithm
b) A mathematical process can be patented if it can be reduced to a practical application.
c) Using a mathematical process to program a computer is not a sufficiently practical application.
d) Seems like could’ve been patentable if made machine do it – e.g. by putting “a means for” converting signals from binary coded decimal form into binary “comprising”
ii. Diamond v. Diehr, 450 U.S. 175 (1981):  Curing rubber. The involvement of a computer in applying a mathematical algorithm does not make a process unpatentable if the result is a practical application.
iii. In re Alappat – math about making digital display. Making better looking lines and waveforms. Patentable – machine bc of means claiming
c. The demise of the limits:  State Street Bank & Trust Co. v. Signature Financial Group, Inc. (Fed. Cir. 1998)
i. Whether a process is embodied in a machine or not is irrelevant to its patentability, because processes are patentable under § 101.
ii. Software claims no longer need to be written as “new machine” claims.
iii. Business methods are patentable.
iv. Can get a patent on an algorithm that gives you a new useful result. E.g. move towards subject matter is towards utility
d. AT&T v. Excel – Just a process – claim to giving ppl discounts when they call other ppl using the same phone co. Patentable bc of practical utility.
e. In re Bilski – Claim directed towards commodities trading. Hedging risk by having middle man buy and sell and regulate prices that way. Just a process/method. Not patentable. Ct goes out of its way to say it’s not just about utility. Rationale of State St, Alappat, and ATT is either gone or severely impaired.  As a matter of doctrine, there must either be a transformation or machine. 
f. All SM is still patentable – just have to write claims more carefully so you incorporate a machine somehow.
B. Utility

1. Evaluate at time of filing

2. Operable utility

a. Application has to set forth operable invention

b. Operability is presumed. It’s up to PTO to show reasonable doubt that not operable, and if do so need some evidence.
· In re Cortright – bag balm which is used to prevent dairy cows from chaffing and patent is filed to treat baldness by applying it to your scalp. PTO tried to use a shortcut – everyone knows you can’t regrow hair. FC says no, there are treatments for baldness like Rogaine, so not inherently unbelievable. (gets invalidated under enablement, though)
c. Things that are inherently unbelievable (a list of which is maintained by the USPTO) are patentable only if the applicant can prove that he has accomplished the unbelievable.

· Perpetual motion machine

· Cold fusion machine

3. Beneficial Utility

a. Not much traction or teeth. Completely judge made.
b. Lowell v. Lewis (C.C.D. Mass. 1817)
i. The word “useful” serves only to contradistinguish mischievous or immoral inventions.
ii. There is no requirement for an invention to be better than an existing analog in order to be considered useful.
c. Juicy Whip, Inc. v. Orange Bang, Inc. (Fed. Cir. 1999)
i. Post mix dispensers so when get drink, it comes from bottom and at top its formaldehyde and bubbling water to appear like actual drink. Deceptive and immoral - invalidated under theory of beneficial utility. FC says no – this is just patent law y’all.
ii. Just because something is deceptive doesn’t negate its utility.
iii. It isn’t the patent system’s job to be a watchdog of deceptive trade practices.
4. Practical or Specific Utility

a. If there’s any argument, it would be here

b. Standard: must be able to allege specific and substantial utility

· For ex. take chemical compound and put in bag and use it to prop door open
c. Brenner v. Manson (1966):  
I. Claims involved are about a process that produced a chemical compound. Didn’t know for sure what the compound did, but knew similar compounds were of interest. Knew that process for making the compound worked really well. SC says that it is not sufficient for utility to show that it is a product of interest. Concerned about the breadth of the property right unless you can allege specific and substantial utility. 
II. Unless and until a process is refined and developed to the point of substantial utility, there is insufficient justification for permitting an applicant to engross what may prove to be a broad field.
III. Rule: Must have a useful, specific real world result
d. In re Brana (Fed. Cir. 1995)
i. Facts: Claims are directed to chemical structure. Disclosure for utility was there were analogs to this compound that were active against tumor models in mice and were active against human tumor cells outside of the body. Analogs good for treating tumors in mice; and their claims seemed like they worked for human cells.  PTO says not enough – just bc works in mice doesn’t mean it’d work in humans. FC reverses – says this is what PHOSITA do to get a sense of what compound does. Patented.
ii. Animal in vivo testing is sufficient to establish utility, particularly with regard to pharmaceutical inventions.

iii. “Usefulness in patent law, especially in the context of pharmaceutical inventions, necessarily includes the expectation of further research and development.”

e. In re Fisher, 421 F.3d 1365 (Fed. Cir. 2005)
i. Substantial utility:  No patent for showing only a de minimis degree of utility.
ii. Specific utility:  The application must disclose a use that is not so vague as to be meaningless to a POOSITA.
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