PATENT LAW OUTLINE  

I. PATENTS AND THE PATENT SYSTEM

a. Patents:  described by the constitution to “promote the progress of science and the useful arts by securing for limited times the exclusive right to their discoveries”.

i. The exclusive right in the US to prevent others from using the invention without permission.

ii. Only have the power after the patent is issued

iii. 20 year right from time of application

iv. The ultimate goal of the patent system is to bring new designs and technologies into the public domain through disclosure.

v. All or nothing.  No intermediate patents with a lesser term or scope.

b. Purposes: 
i. Recognize the “natural rights” of inventors in the exclusive right to use their invention

ii. Reward inventors for their scientific accomplishments

iii. Encourage people to invent

iv. Encourage financial support for inventors

v. Improve the lives of Americans

vi. Enhance the nations GDP

vii. Disclose i.e. share the knowledge

c. Patent Litigation

i. US Patent Office 

1. Patent Examiners: receive and process patent applications

2. Patent Prosecution is conducted ex parte: meaning that only one side presents their arguments for the patent; the applicant or his/her patent attorney and the Examiner

a. Decide which claims, if any, to allow and which to reject

b. Rejections and decisions re priority can be appealed to the USPTO Board of Patent Appeals and Interferences

3. There is no mechanism for third persons to “appeal” the allowance of claims or grant of the patent

ii. US Courts

1. Applicant can further appeal a rejection to the CAFC either directly or by way of the US District Court

2. Infringement suits brought by patent owner against alleged infringer can only be brought in US District Court

3. Federal courts have exclusive jurisdiction in all patent cases

a. All PTO decisions

b. All district court cases

4. Standards of Review

a. Fed. Court can review PTO decisions according to normal standards of review (less strict than the clearly erroneous standard).  Can a reasonable mind accept the evidence to adequately support the conclusion?

5. In addition to the question of infringement, defendants typically assert a number of affirmative defenses

a. Invalidity of the patent: not new or obvious or bared by patentee’s conduct; defect in patent application

b. Fraud on the PTO in obtaining the patent

6. Appeals go the CAFC:  decides a number of important issues de novo:  throw out the district court decision entirely.  Do not rely on numbered district cases as precedent.

a. Idea is Uniformity

b. Judges are not all from technical backgrounds

c. Not just a patent court (also trade issues)

d. Too much Power

e. Too many black line rules

7. Appeals occasionally go to US Supreme Court

a. Try to reign in the CAFC

d. Burdens of Proof:
i. Burden is initially on the PTO to show why the applicant does not deserve a patent.  Then the burden switches to the applicant to produce evidence in opposition to the specific objections.

ii. Issued Patents are all presumed valid

II. 4 Doors Need to be Opened to get a patent

a. Must be of patentable Subject Matter

b. Must be new

c. Must be Non-Obvious

d. Must be Useful

e. Types of Patents

i. Utility patents: protect useful items and processes

ii. Design patents: protect designs and shapes which do not have utility {Of less importance than utility patents}

iii. Plant Patents: protect asexually reproduced distinct and new variety of plant, including cultivated spores, mutants, hybrids, and seedlings, other than tuberpropagated plants or plants found in an uncultivated state

f. Key Dates

i. The date the patent application was filed (12/8/97)

1. It may be used as a surrogate for the “invention date” and may determine what constitutes “prior art” which could render the patent invalid

2. Will generally determine the expiration date for the patent – 20 years later

ii. The date the patent was issued (12/21/99)

1. The date on which the patent becomes enforceable

iii. The date the application was published (none here)

1. Limited right to obtain “reasonable royalties” [not actual damages] for substantially identical “infringements” from date of publication to issuance provided the “infringer” had actual notice of the published patent application

g. State Trade Secret Law

i. One can either disclose their invention and receive protection or keep it a trade secret.

1. Prevents “industrial espionage”

2. Upholds non-disclosure agreements

3. Upholds covenants not to compete

ii. PROS:

1. Cheaper & Faster

2. Protects “things” that can’t be patented

3. Neither novelty nor non-obviousness required

4. Can last longer

5. Disclosure to competitors not required

iii. CONS:

1. Easy to lose

a. Poor security

b. Reverse engineering

c. Loss of key employee

2. No “exclusivity”

a. Independent development allowed

b. Reverse engineering 
iv. To recover for the misappropriation of a trade secret, the plaintiff must prove that:

1. It possessed a trade secret; and

2. The defendant obtained the trade secret through improper means such as:

a. breach of an agreement

b. violation of a confidential relationship

c. theft

d. industrial espionage

e. inappropriate business conduct

f. Reverse engineering has not been considered “inappropriate conduct.”

h. Conflicts in State and Fed Laws

i. Increased Protection under state law?

1. Illegal to use direct molding to copy boat hull shapes.

a. Held states cannot offer such patent like protection

2. Removed from the public domain

a. Free exploitation of ideas will be the rule

b. The protection of a federal patent is the exception.

3. Encroached / Undermine Federal law:  Patents are solely governed by Fed law (uniformity).  State law conflicted.

4. Frustrated the purpose of patent law: impedes the public use after disclosure

a. Dissent:

i. Merely an allowable unfair competition law

ii. Not very “patent like” protection:  only banned one specific way to copy a boat hull.  Patent protection would provide substantially greater protection.

ii. Patent Law v. UCC and Other State Law

1. USC:  must mark product to notify possible infringers to get damages

2. UCC:  provided for indemnification damages.

3. Ex:  B sold spec’s to A who made and sold a product that infringed on P’s patent.  P could not recover under patent law but could under the UCC.  Held, no conflict in laws.  UCC does not grant any property rights.  Dissent, obviously a direct conflict resulting in opposite results.

4. Ultra v. Ford:  Held a state unjust enrichment law stood as an obstacle to the full execution of Federal Patent Law by permitting a royalty to be paid to an infringer.

III. Patent Trolls: non-practicing patent holders.

a. Recent Bad News?

i. Ebay:  cannot get automatic injunctions

ii. Medimmune:  Allows those who have entered license agreement to seek declaratory judgment on issues of invalidity, unenforceability, and/or non-infringementt

iii. KSR:  made obviousness easier to prove.  Now must consider 2ndary Graham factor such as commercial success which they inherently can’t

b. 2nd Class Citizens?
i. If the infringer is a direct competitor, you have actual damages

1. If not, may not be able to show damages with certainty thus all you get is a royalty

ii. If you never make the invention, all you get is royalties

1. But, big school and business often treated differently and can get injunctive relief

IV. The Applicant Must be the True Inventor

a. She must be the first to have invented

i. Only true in US 

ii. Rest of world must be first to file

b. §101:  “whoever invent or discovers”

i. Inventor: anyone who participated in the mental act of conceiving the invention.

ii. Test for conception: definite and permanent enough that one skilled in the art could understand the invention.

1. Ex: Did not describe the expected result with enough certainty.  Merely hoped for a result.  Held his RTP date was the same as his conception date.  Tough call.

2. Ex: jury may be told to consider the possibility of simultaneous conception and RTP.

iii. Rule of Reason: To prove 1st to conceive must provide enough corroborating evidence under the totality if the circumstances according to a rule of reason.

1. Need to corroborate testimony

2. May not need to corroborate documents

3. Ex:  Wife corroborated inventor’s testimony and the drawing.  Not technical, nor disinterested, but still reasonable proof that he was 1st to conceive.

iv. Inherent Conception Rule:  Don’t have to describe every detail of the invention.  Some things are inherent to the invention and recognized as such by persons of ordinary skill in the art.

1. Ex: don’t need to explain that dry ice is cold.

2. Ex: was the outcome in the above case an inherent result?

v. Joint Inventorship:  all inventors must contribute in some significant matter.

1. Pre 1984: must jointly conceive and contribute to the entire invention.

2. 1984 Amendment: Inventors may apply for a patent jointly even though

a. They did not physically work together or at the same time

b. Each did not make the same type or amount of contribution, or

c. Each did not make a contribution to the subject matter of every claim of the patent.

d. But, does “joint inventorship” equal joint ownership?  Should one get a full share of a patent for a minor contribution?

3. Ex:  Dr’s tried to build an angioplasty catheter but had trouble finding the correct plastic material to use.  Contacted a man who ID’d specific materials and method to use.  Held not a joint inventor, but a skilled salesman, provided known information.  Dissent:  significant contribution, active involvement, shouldn’t he get something?

vi. Assignment:  Can transfer ownership rights of a patent.

1. Ex: grad. Student did not sign any agreement assigning his patent rights.  Held, a term of his accepting employment, he was obligated to assign all rights of inventorship to the university.

c. Employee Inventors Are Presumed to Own the Rights Unless…
i. Shop Rights (employee owns the patent but employer gets a right to use)

1. Ex: Consultant hired to assist Energy Company.  Invented a new detector system.  Company installed it at all its plants.  He patented the system.  Later company installed detectors using a different company.  Held, company had a shop right to the invention based on equity.

ii. Express Assignment (grad student case)

iii. Implied Assignment (employer is the patent owner)

1. Ex: airplane company hired a small company (DRB) to fix a blade problem.  Chief engineer dedicated 70% of his time to this problem.  No k to assign right.  DRB provided all resources, tools, material, and helped developed the invention thus they had the implied right to ownership.

iv. All or Nothing in the US: other countries stipulate by law that true inventors receive some compensation for their invention even if they do so while working for a company.

v. Reform proposal for Corporate Inventions

1. A patent can be filed in the name of the "real party in interest" (i.e., an assignee or someone that the inventor owes a duty to disclose).  i.e. the inventor’s employer – even if he disputed the assignment?
d. 102(f) Got the Invention from Someone Else

i. §102(f): an applicant is disqualified “if he did not himself invent”

ii. Derivation:  must prove with clear and convincing Evidence (Issued Patents have a Presumption of Validity) that

1. Prior conception of the claimed subject mater and

2. An Enabling Communication of the conception to the adverse claimant.

a. Ex:  Credible witness claimed he conceived first but was not corroborated by a single ambiguous proposal that even an expert could not decipher.  Furthermore, although he left it in the other inventors’ desk, it did not enable one of ordinary skill in the art to make the invention.
e. 102(g) Someone Invented Before You

i. § 102(g): an applicant is disqualified if “before the applicant’s invention thereof, the invention was made in this country by another inventor who had not abandoned, suppressed, or concealed it.”

ii. Priority:  who was first in time to conceive?

1. Priority goes to the first party to reduce to practice unless the other party can show it was first to conceive and it exercised due diligence to reduce to practice.

iii. An invention is deemed “abandoned, suppressed or concealed”:
1. If within a reasonable time after invention, the inventor did not use the invention in public, filed for a patent, embodied the invention in a product for sale, or described the invention in a publication.

iv. After a delay of a few years after invention, abandonment may be presumed.  This presumption can be overcome if the inventor demonstrates that he was still trying to perfect the invention, not commercialize it.

1. Ex: 2.5-year delay was unreasonable and unexplained, thus invention was abandoned.

2. Ex: Even if you delay, can start again when activity is renewed.  Get benefit of the renewed date.

3. Ex: testing the commercial value of an invention is not a reasonable delay.  Encourage disclosure.

4. Ex:  Merck invented drug in the US and used for several years.  Apotex patented the drug and claimed that Merck suppressed and concealed the invention.  Held that Merck did not due so but had actually published all the ingredients prior to the Apotex patent.

f. Interference Proceedings: Determine the Priority of Invention

i. The burden of proof in interference proceedings lies initially with the junior party (second to filed).

ii. The junior party can meet its burden of proof by demonstrating that it was the first to reduce the invention to practice.  If the junior party makes this showing, the burden of proof shifts to the senior party.

iii. The senior party (1st to file) can then establish priority of invention, even though it was not the first to achieve reduction to practice, by showing 

1. That it was the first to conceive of the invention

2. That at some point it did reduce the invention to practice, and

3. That its efforts to reduce the invention to practice were “reasonably diligent” during the period from the junior party’s date of conception through the senior party’s date of reduction to practice

iv. Diligence: reasonable efforts to reduce to practice or file a patent application.

v. Examples:

1. A: C---------------RTP

      B:                 C---------------RTP

B’s invention is not prior art because he was the last to conceive

2. A:                 C------------------RTP

      B: C-----------------RTP

B’s invention is prior art because he was first to conceive and first to RTP

3. A: C--------------------------RTP (diligent?)

      B:            C------------RTP

      B’s invention is not prior art if A was diligent

4. A:                   C-----------------RTP

      B: C---------------------------------------RTP (diligent?)

B’s invention is prior art if B was diligent.

vi. Co-Pending Patents: burden is the preponderance of the evidence standard.

1. Ex: Second to file must prove by a preponderance of the evidence that they were the first to RTP.

2. Ex: second to file did provide evidence of test sufficient to show RTP.  Idea not abandoned.  Thus really was 1st to invent.

3. Ex: extensive small scale testing is usually enough to show RTP.  Don’t need to have full scale commercial testing.

vii. Issued Patents: burden is clear and convincing

1. 1st to file almost always wins

V. Priority Reforms

a. Adopt the First-to-file System

i. Interference proceedings are abolished, replaced by actions to show derivation of an invention from the "true" inventor.

1. Might Hitzeman v. Rutter [p 42] been filed as a derivation?

b. Elimination of the archaic, time-consuming and expensive Interference Proceeding and Enhances predictability, public access, objectivity, and economy

i. Bring the U.S. in line with the procedure followed by the vast majority* of other countries.

ii. Cost less overall because it eliminates the rare, but costly, interference proceedings necessary to resolve patent priority disputes under current U.S. law.

iii. Statistics show, even after interference proceedings, that the vast majority of first filers in the United States have been found to be first inventors.

c. But becomes a race to the PTO rather than rewarding the true 1st person to invent.

i. Preserving the rights of the first inventor. 

ii. Backed by well‑heeled, big businesses and corporations.

iii. Destroys the rewards the current patent system has provided to inventors.

iv. Maintains the Incentive for innovation which is necessary to fuel the competitiveness of this country.

d. Create Post-grant opposition

i. Allows a petition to cancel claims of a granted patent be filed within one year of the patent grant date.  

1. PTO also given the power to sua sponte institute a cancellation proceeding.

2. As with current re-examination practice, the PTO’s decision to grant or refuse a cancellation proceeding cannot be appealed.  

ii. A third party who fails to invalidate a patent in a civil action cannot provoke a cancellation proceeding against that patent

1. Repetitive petitions by the same party against the same patent are also prohibited. 

iii. Encourage prompt challenges and Allow 3rd parties to submit prior a

VI. It Must Cover “Patentable Subject Matter”:
a. §101 provides: “Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefore, subject to the conditions and requirements of this title.”
i. Not merely idea or abstraction

ii. Made by man - not naturally occurring

b. Cannot Patent laws of nature or natural phenomenon

i. But, using gravity to improve a machine is allowed.  Not patenting gravity, simply used the phenomenon.

c. Can you Patent Living Organisms?

i. Yes (5-4).  Patented a bacterium that broke down oil.

ii. Held bacteria are a “composition of mater”.  Even though congress excluded bacteria from protection in a Plant Act, and never explicitly authorized such protection, spirit of law is to patent new things some that congress may not have anticipated.

iii. “Human organisms” cannot be patented.  What about the human-mouse?  Human Embryos?

iv. Should one be limited to method patents only in this area?

d. Computer Programs?

i. Is it a patentable process?  Cannot directly patent programs.  Is it to late?  Can they be protected?

ii. Mathematical Algorithms are not Patentable

iii. Adding a CPU to a non-patentable process should not make it patentable

1. Diehr: Cured rubber while continually measuring data and calculating the end time with a well-known equation.  Held a method using an equation with other steps did not make it un-patentable.

a. Did it preempt the use of a scientific principle?  Was it obvious?  Was it novel?

e. Business Methods

i. Something that is “old hat” should not be made “new” by simply reducing it to HTML.  Obvious?

ii. Is it a Process?

1. Ex:  an accounting method is un-patentable.  A cash register is patentable as an apparatus used in business.  Is an accounting computer program patentable?  Probably not.

2. State-Street:  rejected the method of doing business patents exception.  System to organize mutual funds may be patentable.  Stick with the §101 requirements.

a. Mathematical Algorithms that “produce a useful, concrete, tangible result without pre-empting other mathematical uses based on its principle, on its face falls into §101”.

iii. Reform Bill:  Methods for avoiding taxes are expressly excluded from patentable subject matter under Section 101.

f. Natural Processes?

i. Process of using any test to measure the level of an amino acid in any bodily fluid to see if it is above the normal level leading to the diagnosis that a vitamin deficiency is likely held valid and denied appeal to SC.

1. Dissent: a monopoly over a scientific relationship?  A law of nature?  Too easy to infringe on?  Does not agree with above algorithm test.

VII. The invention must be New

a.  Novelty: not know by others before invention by the applicant

b. Known or Used by Others § 102 (a): “A person shall be entitled to a patent unless the invention was known or used by others in this country, or patented or described in a printed publication in this or a foreign country, before the invention thereof by the applicant for patent

i. Rule Summary:  A patent is barred if before the applicant’s date of invention there is:

1. Prior knowledge of the invention by others in this country

2. Prior use of the invention by others in this country

3. A prior patent on the invention in any country

4. A prior “printed publication” of the invention in any country

a. Accessible to the public

b. Enabling disclosure

ii. Notes: 

1. “Public” knowledge or public use is the focus of this section.  Secret use or secret knowledge does not count.  Nor does a patent that is not disclosed to the public.  

2. Printed publications must also be available to the public.  Secret internal documents don’t count.  In the context of libraries, the document must be catalogued in a meaningful way, for example according to subject matter.  This accessibility was satisfied in the case where copies of a paper could be distributed “at request” of those who attended a conference at MIT. 

3. Printed publications must have an enabling disclosure such that a person skilled in the art could make and use the invention without undue experimentation.  A sales brochure that lacks such detail is not enough.

4. Printed publications also include photographs, CD-roms, etc.

iii. Printed Publication Examples:

1. Thesis un-cataloged and un-shelved was not accessible and this not a PP.

2. Thesis indexed and available at the library did count as a PP

3. Oral paper delivered to 500 people skilled in the art and 6 copies passed out was a PP

4. Slide presentation to people skilled in the art not banned from taking notes or pictures.  Displayed poster boards for two days.  Did not pass out copies nor index in a lirary.  Held a PP.

5. Thesis delivered to a handful of faculty indexed on cards in a box in the library with the title only.  Held not a PP.

6. Oral presentation without slides or copies of the presentation is not a PP.

7. Oral presentation with slides could be a PP depending on the facts.  Duration, Details, Audience, Note Taking, etc…

c. Variation of Novelty § 102(e): “A person shall be entitled to a patent unless (e) … a patent application filed by another inventor in the US, before the applicant’s date of invention, if that application eventually issued as a patent or was published under the rules now permitting the publication of application.

i. Rule Summary:  A patent application filed by another person in the US that eventually issues as a patent or becomes published before the inventor’s date of conception, is a valid prior art reference.

d. Anticipation (§102a):  something that is realized or known in advance.  Not just an expectation.

i. If the claim is anticipated by prior art it is not novel

ii. Strict Scrutiny Test: To anticipate a claim for a patent, a single prior source must contain all its (the claim’s) essential elements.

1. Anticipation cannot be shown by combining more than one reference to show the elements of the claimed invention.  This would be found under Obviousness.

iii. Is a Claim Anticipated?  Must be more than a close call.

1. Construe the claim.  (Markman Hearing)

a. Can use the specification to interpret but not import limitations

b. Limitations can be inherent.  Ex:  springs are inherently flexible.  But only inherent if known and appreciated by those with ordinary skill in the art.

c. Claim should cover the same thing for patent holders and infringers

2. Compare to prior art.  Every element must match.

iv. Ex: air permeable and moisture vapor permeable claims in two different shoe patents were the same.  Thus the later claim was anticipated by prior art and invalid.

v. Ex: tried to patent a chemical with known properties for a new “use” to treat dry eyes.  Held, a new use for a known chemical with known properties is only entitled to a method patent.  Any new “uses” are already anticipated by prior art.

vi. Ex: diaper with 3 straps and a specific way to fold up and dispose was not anticipated by a 2-strap diaper that “may” be folded the same way (could work is different than would work).

vii. Ex: patent for removing anticancer compounds form broccoli was anticipated by the known process of harvesting broccoli sprouts.  Held, just a description of the inherent properties of broccoli.

e. Known or Used by Others
i. Woodland Trust:  Issued patent on a system to prevent plants from freezing is presumed valid.  Challenged that it was known and used by others at another nursery.  Held, the uncorroborated, interested testimony, of long ago events does not meet the clear and convincing evidence standard.  Need corroborating evidence for priority disputes.
1. But why presume valid?  PTO never heard this evidence before it issued the patent.  Seems like good evidence and not only from the inventor.

ii. CD Case:  distinguished Woodland Trust and held that inventors testimony did not need to be corroborated because it was not a priority claim, the inventors were not a party to the suit, and had nothing to gain from the action.

VIII. STATUTORY BAR

a. § 102(b): A person shall be entitled to a patent unless the invention was patented or described in a printed publication in this or another foreign country, or in public use or on sale in this country, more than one year prior to the date of the application for patent in the US

i. Rule Summary:  A patent is invalid if more than 1 year before the filing date the invention was:

1. Patented by the inventor in another country

2. Described in a printed publication authored by the inventor in any country 

3.  In public use in the US

4. Offered for sale or sold in the US

b. In Public Use Bar

i. Policy

1. Avoid detrimental public reliance on unpatented inventions

2. Encourage prompt disclosure of new information

3. Discourage attempts to extend the length of the effective patent monopoly.

4. BUT 1 year “grace period” is inconsistent with stated policy

ii. Prohibited conduct

1. Non-secret, non-experimental use of the invention prior to CD

2. Commercial use by the inventor prior to CD

a. Ex: Unrestricted sale to the public is a public use

3. Used by the public is key

a. Ex: gave a dress with corset springs and used for several years without a disclosure agreement.  No one could see the springs, but still a public use.

b. Ex: Inventor wears a watch that does not need to be wound.  Not public use.

4. Use without the inventor’s control is key

a. Ex: Assistant had a “private discussion” concerning an invention.  The dude makes and uses the invention in his lab.  This use by a person other than the inventor without limitation is a public use.

b. Ex: Centrifuge built and operated in a public lab with no one in a confidentiality agreement satisfied public use.

i. Dissent:  Patentee had no way of knowing of this use.  Basically secret prior art.

c. Ex: Left paper samples out.  No way of telling who took the paper.  Held uncontrolled use by third parties is a public use.

iii. Reform Ideas:  change to “available to the public”

1. Sale or Use would be irrelevant in so far as the question is; is the invention “available to the public”?

a. Is there an enabling disclosure?  That can be found by the public?

b. Can one of ordinary skill determine how it works or the products chemical make-up?

c. On Sale Bar
i. Not sold but on sale.  Making it available for purchase.

ii. Even one instance of an offer for sale is enough for this section

1. Offer defined in the UCC sense

iii. Must be Ready for patenting, not a mere hope.

1. “Complete Conception”:  Something is ready for patenting when by drawings or writings, one skilled in the arts can make and use the invention without undue experimentation

2. Or, reduced to practice

iv. License is not a sale:  Isn’t it a commercial exploitation?

1. Ex: letter containing an offer to license a drug was not enough to be an offer for sale and did not start the clock.
v. 3rd party sale?  Still an on-sale bar or a Public Use Bar?

1. Might not be a sale if a 3rd party secretly steals the idea and secretly sell it.  (Dicta).  Offers for sale usually only count if made by the inventor.

2. Innocent use after the sale would create a public use bar

vi. Policy Considerations for the one year grace period

1. Discourage removal of inventions form public domain

2. Encourage prompt disclosure

3. Allow a reasonable time to determine the economic value of the invention

4. Prohibit commercial exploitation beyond the statutory period

vii. Examples

1. Ex: a proposal for sale did not start the clock because the invention was still a concept (critical components not yet developed, did not know if it would work).

2. Ex: a proposal for sale did not start the clock because the offer was made outside the US.  No substantial prefatory conversations in the US.

viii. Experimental Exceptions to Public Use and On Sale Bar

1. Clock does not run if the use/sale was a bona fide effort to perfect the invention or to ascertain whether it will answer its intended purpose.

2. But, “market testing” where the inventor seeks to gauge consumer demand for the invention is not an experimental use.

3. Factors to Consider to determine if use was experimental

a. Nature of the activity that occurred in public

b. Public access to and knowledge of the public use

c. Confidentiality obligation imposed on persons who observed the use

d. Progress records or other indicia of experimental activity kept

e. Who conducted the experiments; the inventor or someone acting for the inventor OR the buyer(s) for their own knowledge

f. How many tests were conducted & for how long

g. Was [full] payment was made for the product used in the tests

h. Was the use/sale primarily to test the usefulness of the invention or to test the potential market

i. All circumstances must be considered & evaluated.

4. Examples

a. Wooden Toll Road:  controlled its use, only way to test, even if out in public for several years, thus it was experimental

b. Shoes: small volume sales, not for profit but rather to get feedback.  Held not experimental.  Customers not told it was experimental, written materials said the shoe was the result of extensive testing and came with a lifetime guarantee.

c. Gloves:  gave a limited number of gloves out for free that said “sample” on them.  Held experimental.

d. Sewage Treatment:  tests were secret, logged, free of charge, and done with purpose to improve and test their effectiveness.  Thus experimental.

e. Trailer:  sold a new trailer to test for one year in real conditions.  Returned for credit so inventor could examine it.  Held experimental use.

d. § 102(d) Foreign Patent Statutory Bar A person shall be entitled to a patent unless the invention was first patented, or was the subject of an inventor’s certificate, by the applicant or his assigns in a foreign country prior to the date of the application for patent in this country on an application for patent filed more than 1 year before the filing of the application in the US.

i. Rule Summary:  If an inventor files for a foreign patent more than 1 year before filing a US patent, AND that foreign patent issues before filing of the US patent, then the inventor is not entitled to a US patent (2 strikes and you’re out)

1. Promotes Diligent Filing and prevent extension of patent life

2. Ex: X files an application for a patent on the invention on 2/2/82 in Japan; patent issues (effective) on 3/3/83; X  files in US on 3/3/82  BAR?

a. NO BAR - NOT filed (1) after Japanese pat issued or (2) >12 mo. after Japanese app’l filed

3. Ex: X files an application for a patent on the invention on 2/2/82 in Japan; patent issues on 3/3/83; X  files in US on 4/4/83  BAR?

a. BAR - filed (1) after Japanese pat issued Strike 1 and (2) >12 mo. after Japanese app’l filed Strike 2

4. EX: X  files an application for a patent on the invention on 4/4/82 in Japan; patent issues on 2/2/83; X  files in US on 3/3/83 BAR?

a. NO BAR filed (1) after Japanese pat issued (strike 1) BUT (2) less than12 mo. after Japanese app’l filed

5. Ex: Greek and Spanish Patents Issued before US application.  Argued the Greek patent was invalid.  Held, does not matter if valid or not all that matters is that is issued before US date of application.  Argued Spanish patent never published.  Again held it didn’t matter because the patent issued.
e. Statutory Bar and Novelty Reforms
i. The Bill retains the one-year grace period for disclosure, publication, public use, or sale by the inventor in §102(b).

ii. Apparently current 102(a) true novelty and 102(b) statutory bar are merged
IX. NON-OBVIOUSNESS (is it creative?)

a. § 103(a) – “A patent may not be obtained though the invention is not identically disclosed or described as set forth in § 102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains.

i. Must be new and useful.  Must be Inventive not just result of a skillful mechanic.
ii. Obviousness focuses on the difference between the claims of an invention and the combination of prior art references, and asks whether those differences are really inventive, or whether they are differences that might have been conceived by anyone of ordinary skill in the art at the time the invention was made.  The references that may be considered include any that are in the field of the inventor’s endeavor or an analogous art.

1. An analogous art is one that is reasonably pertinent to the particular problem with which the inventor is involved.

iii. TSM:  There must also be some preexisting suggestion or motivation to combine the references in the manner claimed.  This does not mean that one reference must include an explicit reference to the other, but it does mean there must be something, either in the references themselves or in the general knowledge available in the art to combine the references.

b. Graham Analysis

i. What did Graham Hold?
1. Constitution is King for patents.  Congress cannot overly restrain or enlarge this grant.
2. The standard for inventiveness is therefore in the constitution.
3. Thus when congress passed the patent act they merely codified decisions and could not lower the bar for patentability.
ii. Factual Inquiries:  The prism through which the prior art and the invention are viewed

1. Determine the scope and content of the prior art

2. Determine the scope of the claims at issue

3. Identify the difference(s) between the prior art and the claims 

4. Establish the appropriate “level of ordinary skill” in the pertinent art

iii. The “ultimate question” is a “question of law”:

1. Against this background, determine whether the subject matter of the claimed invention would have been “obviousness” or “nonobviousness” to a person of “ordinary skill” at the time the invention was made.

2. Is this Hindsight?  No doubt someone could do what Graham did, but would they?  “He should have known” is not a bar.

c. Person of Ordinary Skill in The Art

i. Like the RPP in torts except there are rarely similar fact patterns in patent cases.

ii. One who thinks along the line of conventional wisdom in the art.  Not one who undertakes to innovate

iii. TSM Test: only obvious if there is some motivation or suggestion to combine the prior art.

d. Secondary Considerations  -- According to subsequent Federal Circuit cases after Graham v. John Deere Co. (1966) (where SC originally applied secondary considerations), consideration of secondary considerations are mandatory where they exist in determining obviousness:

i. Commercial Success: a product with commercial success is probably not obvious?

ii. Long-felt Unsolved Needs

iii. Failure of others

iv. Teaching Away: does the prior art suggest or motivate a combination that may be obvious?  Or does it suggest it is not possible?

v. Expression of skepticism or disbelief of those in the industry

vi. Unexpected results

vii. Deliberate Copying

viii. Near-simultaneous Invention: evidence that it may have been obvious

e. Notes: 

i. Commercial success is the most popular secondary consideration to look at.  In doing so however, the proponent of the patent must show that there is a nexus between the commercial success and the claimed invention itself.  I.e. consumer surveys, comparisons to similar products, and testimony can be used to show the relative advantages of the claimed product to others as being attributable to its success.

f. Examples (Obviousness is very Unpredictable):

i. Prior art shows how to keep thermal consistency in dual chamber systems and how to use a single thermal block.  A POSA would look to theses references making the invention obvious.

ii. Prior art of snowboard boots contained all the elements of the new boot.  Yet held a POSA would not be motivated to combine the teachings.

iii. Prior art in disk brakes.  Held the minor differences of the claims and the prior art made the new invention obvious.

iv. Microwave Popcorn.  Prior art seemed to teach everything.  Held not obvious but creative and useful.

g. KSR

i. Rejects the Rigid TSM Test: determine with a more Flexible Test; whether there was an apparent reason to combine the known elements in the fashion claimed by the patent at issue
1. Is it a predictable variation, does it simply yield an expected result?  Did market simply drive the inevitable result?  Does not need to explicitly teach.

ii. A POSA is also a person of ordinary creativity, not an automaton.

1. Again are the results predictable?

2. Obvious to try may show obviousness

3. Must be an unpredictable improvement

4. Hints at flaws in the Presumption of Validity of patents issued without looking at important prior art.

iii. Prof: maybe best to focus on inventiveness (more objective?) than obviousness (more subjective?).

iv. Effects on Trolls?  Still must consider the Graham Factors.  Commercial success may not apply to not practicing holders

X. Obviousness Reforms

e. Section 103 is changed to apply the effective filing date - rather than the current date of invention - for determining obviousness. 

f. This seems like a major change although many applications currently use filing date as a surrogate for invention date anyway.

g. Seems to mean that “prior art” developed between he actual invention date and the filing date could render the invention obvious. 

XI. DOUBLE PATENTING

a. Cannot extend the length of protection

b. Same-Invention Double Patenting

i. Claims are invalid if they duplicate the subject matter of an earlier claim by the same inventor

c. Obviousness Type Double Patenting

i. Cannot later claim an obvious variation of an earlier claim.

ii. Is the more specific claim obvious in terms of the broader claim

iii. Almost always a broader claim is obvious in light of a specific claim

XII. REQUIRED DISCLOSURES

a. Written Description -- §112 states that there must be a “written description”
b. Must convey to those skilled in the art that the inventor fully possessed the invention at the time of the application.

i. Purpose:

1. Evidence that the invention was fully thought through

2. Claims may later be amended and broadened and lack sufficient support from the specification.

3. The written description requirement insures that the specification discloses a detailed description of the inventor’s actual idea at the time he filed, not just a less precise description that otherwise would enable one skilled in the arts to make the broader claimed invention.

4. Examples are not necessary but helpful

5. Reduction to practice is not required

ii. Example: Specification shows how to make a certain cable.  The claims are later amended to include a claim that talks about a bundle of these cables being used as a harness.  Even though the specification and the claims might enable one skilled in the arts to create the bundle without undue experimentation, it is not clear whether the inventor had this idea at the time he filed the application.

c. Definiteness -- § 112 

i. Requires that the “specification conclude with one or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention.”  

ii. Test:

1. An ordinary person skilled in the arts of the invention, after reading the specification and the claims, should be able to know the scope of the subject matter covered by the claims.

2. If terms of the claims are so vague or ambiguous that this person cannot tell what will infringe the patent then the claims might be invalid or un-patentable.

a. However, in some cases exact measurements are not necessary for definiteness if the court deems the language is “as precise as the subject matter permits.” 

iii. Purpose of Precise Claims

1. To set forth what the inventor regards as his invention so that the PTO knows what to examine (novelty and obviousness issues)

2. To inform competitors what they are protecting and where infringing would lie.

iv. Notes:  

1. Drawings and specification can serve as a background for defining otherwise vague claim language.  

2. The prosecution history can also shed light on claim interpretation.

3. Can clarify the meaning of your words and define how you like.

4. Ex:  “result will be about .6” not vague because experts in the field understood the meaning.

d. Utility -- § 101 An invention must be “useful.”

i. Establishing utility is very easy to do.  As long as the invention does not fit into the following categories it’s “useful.”

1. Serves a fraudulent or criminal purpose (e.g. counterfeiting money)

2. Completely fails to do what its supposed to

ii. Miscellaneous notes:

1. Generally invention must simply be operable

2. Specification must directly or indirectly disclose utility

3. Some chemical patents might fail if they don’t disclose the use of the end result of the chemical process.  In re Zeigler
e. Enablement --  § 112 states:

i. The specification shall contain a written description of the invention, and of the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains to make and use the same.  

ii. Purpose:

1. In return for giving the inventor a monopoly, the public is entitled to information that will enable them to make and use the invention.

iii. Test:

1. To satisfy the enablement requirement the patent must describe the invention in clear enough terms that a person skilled in the art can make and use the invention without undue experimentation.

a. PTO tries to give the broadest reasonable interpretation that is consistent with the interpretation of those of ordinary skill in the art.

iv. Notes:

1. “Undue” experimentation: varies according to the subject matter of the patent.

a. In a biotech patent situation a lot of time and effort was necessary to isolate cells that produced an antibody.  In re Wands.  This was ok given the situation.

2. Enablement is measured at the time the patent was filed.

a. Later advancements or technologies that are necessary to make the invention make the patent invalid.

3. The language of the claims cannot be too broad such that the specification fails to disclose how to make and use variations covered by the broad claim.

a. Mechanical patents are considered more “predictable” and broader claims are more tolerated where the specification only discloses 1 way to make something.

b. Biochemical and chemical compounds need to disclose more in specification to maintain a broad claim.

4. Don’t necessarily need to know how a process works, just that it actually does work.

v. Examples:

1. Lactic Acid Cure-all:  did not prove the claims.  Incredible utility unsupported by any evidence that it actually works.

2. In vitro testing:  is usually good enough if there is a reasonable expectation that it work in vivo.

f. Best Mode -- § 112 

i. The specification “shall set forth the best mode contemplated by the inventor for carrying out the invention”

ii. Purpose:

1. In return for granting the inventor a monopoly the public demands the very best the inventor has to offer.

a. Otherwise inventors would disclose inferior modes, get a monopoly, and use the better modes as trade secrets.

iii. Test:

1. Was the best mode known to the inventor?  (subjective)

2. Was it disclosed:  at the time the patent application was filed and in clear enough terms that persons skilled in the art would recognize it as the best mode and be able to practice it themselves?  (objective)

a. Need clear and convincing evidence

iv. Notes:

1. Focus is on what the inventor conceived but did not reveal

2. The best mode requirement does not mean a patentee must disclose intricate details regarding production—the focus is on what’s claimed.

3. Optimal mode is different than best mode

4. Does the punishment fit the crime?  Non-disclosure results in complete invalidation.

v. Examples:

1. Cloth Name:  Held a continuation application need not include newly acquired best modes.  Best mode must be disclosed at the original date.  Accurate description was sufficient and not required to state the brand name of the cloth used.

2. Wall adhesive:  did not disclose the composition or brand name of the ingredients they used.  Therefore did have a best mode and did not disclose it.

3. Robot:  did not disclose use of software to control the robot.  Held, one skilled in the art would know that software was needed to perform the patented method.

vi. Reform Bill - Best Mode requirement Repealed!!!

1. Too subjective a test

2. Redundant and adds costs and burdens
XIII. INEQUITABLE CONDUCT

a. Background:  Patent applicants owe a duty of candor to the PTO.

i. This includes divulgement of “material” information to the issuance of their patent they know about.

ii. A failure to meet the required duty of candor is known as inequitable conduct.

iii. Must Disclose

1. Prior public use

2. Known relevant prior art

3. The date of invention

4. Factual evidence of patentability

b. Rule:  An inequitable conduct defense can be based on a misrepresentation, or a withholding of information, made to the PTO by the applicant.

i. In either case, materiality and intent must be shown.

ii. Once the existence of both is established, the judge may decide whether there was inequitable conduct by balancing the materiality of the information with the seriousness of the intent.

c. Materiality?

i. Old Test: is a substantial likelihood that a reasonable patent examiner would have considered the information important in deciding whether the application should issue as a patent?

ii. New Rule (not binding on courts).  Rule 56 states that information or misrepresentation is material if, by itself or in combination with other information,

1. It is inconsistent with a position taken by the applicant, or 

2. It is sufficient to establish a prima facie case of unpatentability.

a. All parties involved have the duty of candor

b. No patent if acting in bad faith

d. Intent:
i. Inequitable conduct may only be present when the applicant deliberately attempted to deceive the PTO.

ii. Negligence, mistake, and even gross negligence (Kingsdown Medical Consultants) are not enough to satisfy intent.

iii. Rarely can intent be shown through direct evidence.

1. Was there a reason not to disclose?

iv. Instead a court may infer intent by circumstantial evidence such as how damaging the information was with how obvious its existence should have been to the applicant.

v. Judges Differ…

1. Proof of intent

2. Inference of intent:  not disclosing without a good reason is intent to deceive.

e. Balance: Once the thresholds of materiality and intent are established, the Court must balance them to determine whether the equities in the case warrant a conclusion that inequitable conduct occurred and the otherwise valid patent declared unenforceable.

i. In this regard, materiality and intent are inversely related - the more material the omission, the less culpable the intent required, and vice versa.

ii. If there is inequitable conduct all claims are unenforceable

1. Other patent in same family may also be unenforceable

2. Get attorneys fees and costs

f. Best Solution: disclose everything and let the PTO decide what is relevant or not.

g. Examples:
i. Needles:  did not disclose similar patents because they were different than his invention.  Held the prior art taught features of his invention and had no good faith reason to not disclose, thus inferred intent.  Fraud on PTO

ii. Brakes:  did not disclose all material prior art.  No evidence of intentional omissions to mislead the PTO, thus no Fraud.

iii. Ex:  inventor did have a good faith belief that he did not have to reveal the testing.  Thus no fraud on the PTO.

iv. Ex:  Scientists read an article that gave them their motivation to invent.  Did not disclose because it taught away and was merely a jumping off point.  Not a material disclosure.  But, bottom line, disclose everything to avoid problems.  Avoid hindsight of what is material.

v. Drugs:  withheld evidence that their discovery was based only on insight without scientific proof.  Inferred intent from their behavior and continual pattern of using vague language.

h. Reforms?

i. Let the PTO investigate and decide inequitable conduct

1. In a better position than the court

2. Know what a reasonable examiner would like to know

ii. Eliminate unenforceability defense due to inequitable conduct

1. Does the crime fit the punishment

2. Sanctions instead?
XIV. REISUE AND REEXAMINATION

a. Reexamination §302: look at the validity of the patent base on prior art not originally considered

i. Who requests:  Any person

ii. Basis for request:  substantial new question of patentability

iii. Scope of review:  patents & PP’s


iv. Presume validity:  No

v. Broadened claims:  No - § 305

vi. Intervening rights:  Yes-§ 307(b)

vii. Duration:  Same (original)

b. Reissue § 251: broaden or narrow claims in a patent.  Claims that are too narrow don’t offer enough protection while claims that are too broad are worthless.  Rarely taken advantage of.

i. Who requests:  Patentee

ii. Basis for request:  Inoperative / Invalid - claimed too much/too little

iii. Scope of review:  no new mater.  Specification can’t be broadened.  New claims must be supported by the original specification

iv. Presume validity:  No

v. Broadened claims:  Yes if within 2 years

vi. Intervening rights:  Yes §252

vii. Duration:  Unexpired term

c. Intervening Rights:  If D acts before the scope of the patent is enlarged through R/R D can continue to operate.  (Based in Equity)

i. No intervening rights if scope is enlarged through doctrine of equivalence.

XV. INFRINGMENT

a. Patent Rights  § 271(a) – The owner of a patent has the exclusive right to make, use, sell, offer to sell, or import into the US the invention described by the claims.

b. Claims are infringed, Patents are enforced

c. Infringement occurs whenever someone:

i. Makes, uses, sells, or offers to sell

ii. The patented invention

iii. Within the U.S. (and its possessions and territories)

iv. During the term of the patent (now 20 years from application)

v. Unless authorized by the patent owner.

vi. The plaintiff bears the burden of proving infringement by the preponderance of the evidence.  

d. Each separate acts of making, using, selling or offering to sell constitutes infringement if done in the U.S.

i. Thus, if a patented product is made in this country, it does not matter where it is sold.

ii. However, one who acquires infringing products in the United States and resells them in a foreign country does not infringe.

1. In an important 1972 decision, the Supreme Court held that one who makes all of the parts of a patented combination device in the United States and sells them for assembly in a foreign country is not a direct infringer, and since the assembly and use occurs outside the U.S., no infringement occurs overseas either.  Without any direct infringement, the exporter is not even a contributory infringer.

2. Congress reacted in 1984 by enacting section 271(f), which makes such activity a direct infringement if the exporter induced the ultimate buyer to complete the assembly abroad.

e. An infringer can be sued for money damages and can be compelled by a court to cease the infringing activities.

f. What is use?

i. Ex: possession and maintenance of disassembled patented guns was use

ii. Ex: display of an infringing product in a sales meeting to generate interest was use

iii. Ex: Mortgage interest in infringing trees not use.  Not in their possession and only have a mere ability or capacity to control.  This no use.

g. Provisional Rights: If a patent applicant publishes his patent application before its date of issue, he enjoys provisional rights.

i. This allows him to demand a reasonable royalty from anyone who practiced the patented invention in the interval between publication and issuance of the patent.

ii. Collection can’t take place until after issuance and only against parties who had actual notice of the publication.  

h. Patent Term

i. Rule:  The exclusive rights conferred to a patent holder begin on the date the patent issues and expire 20 years after the filing date of the application.  Under § 154(b) if the patent office takes unduly long and it’s their fault, this term can be extended accordingly.

i. Types of Infringers

i. Direct Infringer:  Someone who without authority, whether intentionally or innocently, makes, uses, sells, offers to sell, or imports into the US a patented invention is a direct infringer.

ii. Induced Infringer:  Anyone who induces another to infringe a patented invention, knowing the other person by their acts will be a direct infringer, is liable for inducement to infringe.

iii. Contributory Infringer: A contributory infringer is one who imports, sells, or offers to sell a component of a patented combination, or a material or apparatus to be used in a patented process, if all of the following conditions are met

1. Item is a “material part” of the patented invention

2. Item is imported, sold, or offered for sale with knowledge that the item was “especially made or especially adapted” for use in an infringing manner, and

3. Item is not a “staple article or commodity of commerce suitable for substantial non-infringing use.”  

4. Ex: Suppose a mousetrap uses a ping-pong ball to block an entrance to the trap.  A vendor selling ping-pong balls is not subject contributory infringement because ping-pong balls have a substantial non-infringing use.

5. Ex: Selling the entire trap without the ball, could be contributory infringement because the apparatus has no other plausible use.

6. Repair or Reconstruction?  Repair or replacement of material parts in a patented product validly purchased is not considered infringement, but reconstruction of the entire product is.

iv. Burden of Proof:
1. Patent Owner must prove infringement by a preponderance of the evidence

2. Defenses by infringers must be proved by clear and convincing evidence
XVI. TEXTUAL INFRINGEMENT

a. Claim Construction is a Question of Law

i. Decided by Judges before juries even get involved

ii. All appeals are made De Novo (no deference to the lower courts interpretation).

iii. Isn’t Claim Construction Fact Specific (juries?)

iv. No real stare decisis in patent law, thus judge decisions do not provide uniformity or stability as was desired (judges seem to disagree a lot, split opinions)

v. Juries often consider complex evidence in cases involving persons life and liberty not just money

vi. Claims are written towards examiners and people of ordinary skill in the art not to judges

b. Interpret the Language of the Claims (Q of Law)

i. Language: ordinary and customary meaning of those of ordinary skill in the art at the time of the invention.

1. Dictionaries?  Which do you use?  Isn’t it extrinsic evidence?

2. Is it the invention or just the preferred embodiment?

3. Do you use definitions that are consistent with the intrinsic record or those that are not inconsistent?

4. Consider the “industry standard” definition?

ii. Specification:  can define the meaning of words

1. But should not limit what the patent covers
iii. Prosecution History:  claim interpretation must be the same as it was during prosecution and litigation.

iv. Can Only Interpret Cannot Import:  Cannot import limitations or claims, can only interpret from the words in the patent

v. Claim Differentiation:  different words used in different claims are presumed to mean different things

vi. Drawings:  Do drawings help explain and define the words or do they simply provide one example of what the words mean?

vii. Multiple Embodiments:  including ME’s shows that can show that the inventors ideas were not limited to a particular implementation of the invention
c. Does the claim read on the accused device? (Q of Fact)

i. A patent is said to be literally infringed if the accused product has all of the elements of a patent claim.
ii. A claim cannot be literally infringed if any claim element is missing entirely from the accused product.
XVII. Non-Textual Infringement / The Doctrine of Equivalents (Judge Made Law)

a.  Allows a finding of infringement where an accused product or process does not literally infringe on one the claims.

i. This concept is at odds with the notion that patentees must specifically claim what the scope of their invention covers so as to put the public at notice as to what constitutes infringement and what doesn’t.

b. Courts that embraced the DoE valued “substance over form.”  The specific test to apply as to whether an accused device is equivalent to what was claimed has changed over the years.

c. DOE is a question of fact that must be established by the patentee by a preponderance of the evidence.

i. Triple Identity Test:  The accused product includes a substitution that:

1. Performs substantially the same function,

2. In substantially the same way,

3. To achieve substantially the same result as that which is literally claimed.

ii. Insubstantial Difference Test:

1. Are Differences between the claimed and the accused product “insubstantial”?

2. Or is the accused product a non-obvious improvement?

iii. Timing of Test:

1. Applying either test, equivalency is measured from the perspective of one of ordinary skill in the art at the time of the alleged infringement.

2. Thus, later developed technologies that are substituted with elements that are archaic still might be considered equivalent (Ex: a transistor replacing a vacuum tube of a claim)

d. Issues with the DOE

i. Is it inconsistent with §112?

1. Should only get what you claim

ii. Is the good/bad faith of the infringer relevant?

1. Should judges consider if infringer acted with intent or by accident?

iii. Shouldn’t inventors consider re-issue to fix words in the claims?

iv. Do equivalents need to be known when the invention was made?

1. Can only get protection for what you discover

v. Is the triple ID test the best test possible?

vi. What is a substantial difference?  What words are determinative?

vii. Should DOE by an issue for judge or Jury?

e. Limitations on the DOE

i. Prior Art Limitation on Equivalence

1. There is no infringement under the DOE if the scope of equivalence would encompass prior art.

2. The purpose of this limitation is to ensure that patentees do not achieve indirectly, through the DOE, a monopoly that could not have been obtained directly by the prosecution of a broader claim.

ii. Prosecution History Estoppel

1. Limits a patentee from utilizing the DOE where the patentee took actions inconsistent during patent prosecution with present arguments for equivalence during litigation.

2. If a patentee amends an element in a claim during prosecution to make the claim patentable, the patentee loses the ability to use DOE later for that element entirely unless the patentee satisfies the test below.

3. This prevents an applicant from twisting around his arguments for a claim one way during prosecution to obtain a patent, then another during litigation to command broader scope. 

a. Ex: filed an application claiming “coded” material on mail.  Later changed to “codable” because it better described the invention (it had not yet been coded and could be changed or erased).  A later alleged infringer sprayed a code on the mail.  This was not an EQ because the earlier invention specifically changed what it claimed.

b. Before Festo Ex:  mousetrap claimed “at least one spring” but examiner told he had to change to avoid anticipation.  Thus inventor changes to “two springs”.  Inventor is later estopped from claiming that a “3 spring” trap infringed under DOE.  Specifically claiming 2 disclaimed 3.

iii. Festo Test:  Amendment of an element of a claim raises a presumption that the patentee surrendered the right to argue DOE for that element unless:
1. The rationale underlying the amendment bore no more than a tangential relation to the equivalent in question

a. Ex: change in springs from two to three was merely tangential.  Fundamental change was just to include multiple springs.

2. The alleged equivalent was technologically unforeseeable at the time of the amendment (transistor replaces vacuum tube)

a. Ex:  three spring trap was inconceivable due to some technical barrier

3. “Some other reason” why the patentee could not have been expected to express the claim amendment in such a way as to include what is now argued as equivalent.

iv. J and J:  held that when a drafter discloses but does not claim an equivalent embodiment the unclaimed embodiment is public domain and can’t be claimed under the DOE
v. Element by Element Analysis

1. Each and every element in the claims must be found in the alleged infringing device

a. Either Literally

b. Or through the DOE

f. Pros and Cons of the DOE

i. Value of patents decreases if you are limited to words only

ii. Makes the scope of patent claims unclear

iii. Disallows unimportant substitutes

g. Alternate Ideas for the DOE

i. Rader:  do not all the DOE to apply to equivalents that the inventor could foresee at the time of the invention (he should have included them in the claims)

ii. Lourie:  what is foreseeable and how do we determine?  Solve DOE problems base on obviousness.

iii. Broaden the meaning of the claims then find textual infringement rather than apply the DOE to find no-textual infringement

iv. Pith and Marrow:  protect only the essential claims though DOE not the non-essential claims

XVIII. REMIDIES

a. Money Damages § 284:  “Upon finding for the claimant the court shall award damages adequate to compensate for the infringement, but in no event less than a reasonable royalty for the use made of the invention…”

i. Lost Profits:  Typically a patentee will seek lost profits for the infringer’s unauthorized practice.  Here, the patentee must show with reasonable probability that sales made by the infringer were sales lost to the patentee.  

1. “Patent Trolls” have no damages because they have no lost sales.  Is giving them a reasonable royalty fair?  Is this merely a compulsory license?

ii. Reasonable Royalty:  If the patentee does not sell the patented invention, they may likely ask for a reasonable royalty instead.  This is the minimum the patentee can recover.  Things to consider are:

1. Established royalty rate by the patentee with others

2. Rates paid by the infringer for rights to similar patents

iii. Medimune:  license agreements used to be protected against declarotry judgments because there was no case of controversy

1. Now, license holders can challenge the validity or enforceability of the patents and seek declaratory judgment

2. Makes Licenses less appealing.  Can try to get out of them by declaring the patent void.

iv. Reform Bill Limits on Reasonable Royalties (Aimed at “Patent Trolls?”)

1. Available damages (where actual damages are not established i.e. where the parties are not direct competitors) are limited to a reasonable royalty depending on the "economic value properly attributable to the patent's specific contribution over the prior art.“

2. Damages are not to be determined from the "entire market value" of sales of the infringing article, but a court (or jury) can consider the terms of any non-exclusive licensing of the patents.

3. A patentee can provide evidence of additional value for combination inventions where the components of the combination are in the prior art.

b. Willful Infringement: whether a reasonably prudent person would continue with the alleged infringing behavior because they reasonably thought the patent would be held invalid or unenforceable.

i. This requires the infringer to first know about the patent.

ii. Finding willful infringement allows the judge to multiply the damages by 3 times.

iii. Considerations:

1. Infringer specifically designed and sold the product to copy the patented product

2. Whether counsel was sought after notice was given and whether advice was competent and reasonable.  This requires the infringer to divulge all attorney-client communications.

c. Reform Bill - Willful infringement (Also aimed at “Patent Trolls?”)

i. Willful infringement can be found only when the infringer was put on notice in writing by the patentee.  

1. The notice must raise a reasonable apprehension of suit in the accused infringer, and set forth with specificity how the allegedly infringing article infringes each claim of the patent asserted by the patentee.  

2. Persisting in the infringing activity after a court determines infringement, are also grounds for finding willful infringement.

ii. Willful infringement cannot be found where the infringer has "an informed good faith belief that the patent was invalid or unenforceable, or would not be infringed by the conduct later shown to constitute infringement of the patent.“

1. Such a belief can be established by an opinion of counsel or behavior directed at avoiding infringement.

2. Willfulness cannot be plead (and presumably, not expressed to a jury) until after the court finds infringement 

d. Injunctions:  A court must consider and weigh 4 factors in determining whether to issue a permanent injunction:

1. Patentee has suffered an irreparable injury

2. That remedies available at law are inadequate to compensate for that injury

3. That considering the balance of hardships between the plaintiff and defendant, a remedy in equity is warranted, and 

4. That the public interest would not be disserved by issuance of the injunction

ii. Prior to Ebay v. Mercexchange, the FC would always grant permanent injunctions unless there were exceptional circumstances.  Now, the courts must always do this balancing test. 
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