Patent Law Outline

I. Patents and the Patent System.

A. Introduction.

i. History.

a. Venetian Act of 1471 was the first patent statute. It provided an exclusionary right and privilege to operate, free from interference by a guild’s monopoly, the patented invention. The requirements were that the invention be new, useful, and reduced to practice, and it had a term of 10 years.

b. Statute of Monopolies was the English version of a patent system. Parliament enacted the statute to cure the Crowns abuse of issuing patents to favored subjects. Originally, patents were granted to skilled craftsmen who went over seas and imported foreign ingenuity, and, as such, it was not to foster to progress in the sciences. It also had many provisions to curb patent misuse.

ii. Brief Description of the Patent System.

a. Sources of Patent Law.

1. U.S. Constitution Article I § 8 c. 8.

2. Statues, Rules, Administrative Rulings. (Hierarchical.)

a. Patent Act – Title 35 of U.S.C.

b. Patent Office Rules – Title 37 C.F.R.

c. Manuel of Patent Practice and Procedure.

d. Patent Office Board of Patent Appeals and Interference Decisions.

3. Court Decisions. (Hierarchical.)

a. U.S. Supreme Court Cases.

b. After 1982, U.S. Court of Appeals for the Federal Circuit.

1. Not necessarily binding on the Federal Circuit.

2. Before 1982, U.S. Court of Customs and Patent Appeals.

3. Before 1982, U.S. Numbered Circuit Court of Appeals.

c. U.S. District Courts.

b. Patent Prosecution. The process of filling a patent application in order to receive a patent.

1. A patentee sends a patent application to the U.S. Patent office.

2. A patent examiner receives and processes the patent application.

3. The processing is ex-parte, i.e. the process only involves the patentee, his attorney or agent, and the examiner.

4. The examiner can accept the patent application in which the patent issues.

a. There is no mechanism for someone to oppose the issuance of a patent.

5. The examiner can also reject the patent application.

a. The patentee can appeal any rejections and decisions regarding priority to the USPTO Board of Patent Appeals and Interferences.

b. If the USPTO Board of Patent Appeals and Interferences also rejects the patent application, the patentee can further appeal either to a U.S. District Court or U.S. Court of Appeals for the Federal Circuit.

c. Patent Litigation. A lawsuit involving a patent right.

1. A patentee can sue an infringer for infringement.

2. The patentee must bring the lawsuit in a U.S. District Court because federal court has exclusive jurisdiction over patent claims. 

a. The patent office has no role in the lawsuit.

3. In addition to denying infringement, an infringer can assert a number of affirmative defenses, such as invalidity of the patent, fraud on the patent office, etc.

4. Any appeal must be taken to the U.S. Court of Appeals for the Federal Circuit, which has exclusive jurisdiction with respect to patent cases.

5. After the U.S. Court of Appeals for the Federal Circuit, the loser can make another appeal to the U.S. Supreme Court. Certiorari is granted occasionally.

a. The Supreme Court has started to take a more active role in patent cases in the last 20 years.

iii. Reason/Rationale. 

a. Fundamental Premise. U.S. Constitution. Article I § 8 c. 8 states that “[t]he Congress shall have the power . . . to promote the progress of science and useful arts, by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries . . . .”

1. Uniqueness. No other constitutional grant of authority to the Congress has a “built-in” means for exercising that authority.

b. Policy for the Premise.

1. Quid-Pro-Quo. In exchange for the disclosure of the discovery or invention to the public, which promotes the progress of science and the useful arts, the discoverer or the inventor is given a limited exclusive right to make, sell, and use the discovery, i.e. a patent monopoly.

2. Natural Right. An exclusive right to make, sell, and use for a limited period of time is a natural right of any useful invention or discovery.

a. Jefferson’s Critique. An idea has exclusive rights attached to it only if kept a secret and, once divulged to another, loses its exclusivity because, like a flame that travels from candle to candle without losing its intensity, an idea that travels from person to person does not lose its characteristics. So, once disclosed, the idea loses its exclusivity, for all who receive the idea possess it in the same way and, by definition, lose exclusivity to it. 

c. The Balance/Preventing Misuses. 

1. The extent of ones patent monopoly must be weighted against the social harms to the public; the public polices to consider are: the constraints on property rights, consumer protection laws, anti-trust principles, freedom of contract, etc.

2. The Federal Constitution’s patent clause (Art I, 8, cl 8) reflects a balance between (1) the need to encourage innovation, and (2) the avoidance of monopolies which stifle competition without any concomitant advance in the progress of science and the useful arts.

iv. Proposed Changes.

a. Create a post-grant opposition proceeding at the USPTO.

b. Change burden of proof to preponderance of evidence standard.

c. Modify prior art citations and examining procedures.

d. Require actual notice or deliberate copying for liability under willful infringement.

e. Tighten certain legal standards for obviousness.

f. Switch to first to file system.

B. The Patent.

i. Definition. A patent is a government issued license that gives the recipient a government authorized monopoly. 

ii. Basic Requirements of a Patent.

a. The applicant must be the true inventor, i.e. the actual inventor.

b. The applicant must be the first to invent the invention.

c. The invention must be novel, non-obvious, and useful.

d. The invention must be within the patentable subject matter.

e. The application must fully describe the invention and disclose how it works, and the things that might prevent the applicant from getting a patent.

iii. Types Patents. 

a. Utility patents are available for useful items and process.

b. Design patents are available for new, original, and ornamental designs.

c. Plant patents are available for a new distinct variety of plant that has been asexually reproduced, through grafting, budding, or similar techniques.

iv. Elements of a Patent. An inventor who discovers, invents, or improves a machine, process, composition of matter, or manufacture that is novel, useful, and non-obvious is entitled to a patent thereto.

a. Something is useful if it is minimally operable toward some practical purpose.

b. Something is novel if it differs from what is already known in the existing state of the art.

c. Something is non-obvious if it is beyond the ordinary abilities of a skilled artesian who is knowledgeable in the appropriate art.

v. Patent Monopoly/Rights. A granted patent gives the patentee the right to exclude others from making, using, selling, offering to sell, or importing the patented invention in the United States. These are also referred to as the exclusive rights of the patentee.

a. Note: A patent is not the affirmative right to make, use, and sell. It is the right to prevent others from making, using or selling.

b. A patentee has a patent monopoly because they have a de-facto right to higher profits.

vi. Term. A patent usually lasts for 20 years from the date of filing.

vii. Territoriality. A patent is good only in the United States of America.

viii. Application. An inventor who is the first to invent must file a patent application with the USPTO to obtain a patent.

a. The application must include:

1. A specification (§ 112);

2. A drawing if necessary (§ 113); and

3. The applicant’s oath or declaration (§ 111(a));

b. The specification must include:

1. A written description of the invention;

2. A written description of the manner and process of making and using the invention;

3. Such written descriptions must be in full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is connected to make and use the invention; and

4. What the inventor contemplated as the best mode of carrying out the invention;

5. As a conclusion, one or more claims particularly pointing out and distinctly claiming the invention’s subject matter.

C. Preemption of State Protection.

i. Traditional State Protections of Intellectual Property.

a. Unfair Competition. The plaintiff possessed a trade secret, which the defendant obtained through improper means, such as, breach of contract, violation of confidential relationship, theft, industrial espionage, inappropriate business conduct, etc.

1. Reverse engineering is not considered “improper means.”

b. Trade Secret. A trade secret may consist of any formula pattern, device or compilation of information, which is used in one’s business, and which gives him an opportunity to obtain an advantage over competitors who do not know or use it.

ii. Federal Pre-emption.

a. U.S. Constitution Article VI c. 2 states that federal law shall be the Supreme Law of the Land.

b. Explicit. A state law is pre-empted if it directly conflicts with a federal law.

1. Compliance with both the federal law and the state law is impossible.

2. In the area of patent law, there are not that many explicit pre-emption cases.

c. Field. A state law is pre-empted if there is a federal scheme or regulation that is so pervasive as to make the reasonable inference that Congress left no room for the States to supplement it.

1. Congress has occupied a field in which the state law regulates.

2. The state law frustrates federal purposes.

3. Note. Federal IP law is not that pervasive because IP ownership issues are generally left to the states.

d. Conflict. The state law stands as an obstacle to the accomplishment and execution of the full purpose and objective of federal purposes.

1. This is the analysis that the courts usually use.

iii. Bonito Boats, Inc. v. Thunder Craft Boats, Inc., (1981) (J. O’Connor)

a. Holding: The federal patent act pre-empts a state law that prohibits boat hull plug molding.

b. Reasoning.

1. A state law that prohibits boat hull plug molding is an obstacle to the accomplishment and execution of the full purpose and objectives of the patent act. See Conflict Pre-emption.

a. Uniformity.

1. One purpose of the patent act is to promote national uniformity in the realm of patent protection.

2. A state law that prohibits plug molding gives patent like protection, which frustrates the purpose of uniformity.

b. Disclosure of New Ideas.

1. The ultimate goal of the patent system is to bring new designs and technologies into the public domain through disclosure.

2. A state law that prohibits plug molding is an obstacle to disclosure because it restricts the ideas available as building blocks of further innovation.

c. “The offer of federal protection from competitive exploitation of intellectual property would be rendered meaningless if substantially similar state law protections were readily available.”

1. Prohibition of plug molding is a substantially similar form of protection from the competitive exploitation of intellectual property.

a. The only protection it gives is the prohibition against using plug molding to create a haul; otherwise, the copier can copy any other which way.

b. McDermott: This is not a substantial similarity.

c. Proposition. A state law is pre-empted if it offers patent like protection for the competitive exploitation of intellectual property of unprotected discoveries under the patent act.

1. The Patent Act pre-empts a state law if: 

a. The state law involves some kind of intellectual property;

1. Here, intellectual property involved the design of a boat haul.

b. The patent law does not protect the intellectual property;

1. Here, the patentee could not have obtained a patent on the boat haul because it was already known in the public domain.

c. The state law provides for protection of the intellectual property;

1. Here, the state law forbids plug molding, which protected the boat hauls from copying.

d. The protection’s mechanism is substantially patent like; and

1. Here, if patented, the patent laws would also prohibit plug molding. 

e. The purpose/effect of the protection is to protect against the competitive exploitation of the intellectual property.

1. Here, competitors were not allowed to plug mold, which stopped them from exploiting the boat haul or did it? 

d. Cf. Proposition. Traditional forms of state protection, i.e. trade secrets and unfair completion, are the only types of protection that the state can grant; no new kinds of state protection.

iv. Cover v. Hydramantic. Patentee can recover an indemnity damages under the UCC, even though the patentee is barred from such recoveries under the Patent Act.

v. Kroll v. Finnerty. A disbarred patent lawyer is not automatically disbarred from the state in which she is authorized to practice law.

vi. Ultra-Precision v. Ford. The patent act pre-empts restitution on the basis of unjust enrichment for the disclosure of publicly known information because such restitution provides patent like protection for a discovery unprotected under the federal patent law. 

a. Patent like protection includes royalties.

II. Patentable Subject Matter (§ 101)

A. § 101: “Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new a useful improvement thereof, may obtain a patent therefore, subject to the conditions and requirements of this title.”

i. Product Inventions. Product inventions consist either of machine, manufactures, or compositions of matter.

a. A machine includes an apparatus or mechanical device.

b. Compositions of matter include such things as chemical compounds, mechanical or physical mixtures, and allows.

c. A manufacture is a broadly oriented, residual category of manmade items.

d. A product invention, as claimed, is usually defined in terms of structural elements.

ii. Process Inventions. A process invention involved a series of acts preformed in order to produce a given result.

iii. Legislative History. Patentable subject matter includes everything under the sun that is made by man. 

iv. Definitions. Constitutional mandate of “Useful Arts” is defined as “process, machine, manufacture, or composition of matter.”

a. Traditionally, “Useful Arts” meant inventions that the natural sciences employed to manipulate physical forces.

b. Modernly, the manipulation of physical forces aspect has been dropped, but that might change again.

v. Principle. The subject matter cannot be merely an idea or abstraction; it must be man made, i.e., not naturally occurring.

a. Not a discovery in the sense that is used when referring to Columbus.

vi. Unpatentable Subject Matter.

a. § 101 does not include laws of nature, natural phenomena, abstract ideas, and all things that are naturally occurring in nature, i.e., the subject matter must be man made.

b. Examples of things that are not patentable subject matter: a new mineral discovered in the earth, a new plant found in the wild, E = mc2, the laws of gravity, the Arrhenious equation, electromagnetism, natural phenomena, abstract ideas, products of nature, mental steps, etc.

c. Reason. Such discoveries are free to all men and not reserved exclusively to some.

d. Le Roy v. Tatham (1852). “A principle, in the abstract, is a fundamental truth; an original cause; a motive; these cannot be patented, as no one can claim in either of them an exclusive right.”

e. Benson. Phenomena of nature, though just discovered, mental processes, and abstract intellectual concepts are not patentable, as they are the basic tools of scientific and technological work.

vii. Standard of Review. Whether a claim is drawn to patent-eligible subject matter under § 101 is an issue of law that an appellate court reviews de novo.

B. Early Cases.

i. O’Reilly v. Morse. 

a. Holding. Claiming the use of electromagnetism, however developed, is the same as claiming electromagnetism, because it pre-empts all uses, and is, therefore, not patentable subject matter.

b. Proposition. The inventor claiming the use of a law of nature must tie that use to a specific mechanism or employ it in a specific manner.

ii. Eibel v. Minn. 

a. Although laws of nature are not patentable subject matter, an invention that uses a law of nature to improve a thing is patentable subject matter.

b. A practical application of an abstract concept, mathematical algorithm, or scientific principle is patentable subject matter.

C. Living Organisms.

i. Diamond v. Chakrabarty, (1980) (C. J. Burger).

a. Holding. A genetically engineered microorganism is patentable subject matter.

b. Reason.

1. Whether a microorganism is a composition of matter or manufacture does not matter; it’s both.

2. The terms “process, machine, manufacture, or composition of matter” are not terms of restriction but should be construed broadly given the legislative history which states that patentable subject matter should included everything under the sun that is made by man.

c. Counter Args. Microorganism, as living organisms, should not be patentable subject matter because:

1. The patent act has a specific provision regarding plants, proving that the only living organisms that the legislature considered patentable subject matter were plants.

a. Supreme Court. The plant provisions in the patent act are intended to make obtaining a plant patent simpler and not evidence of exclusion.

2. When the patent act was adopted, there was no such thing as genetically engineered microorganism.

a. Supreme Court. If one has to anticipate all patentable subject matter, that violates an element of patent law that requires inventions be unanticipated.

3. The possible perils of patenting living organism prove that they should not be patentable subject matter.

a. Supreme Court. Researchers will always research genetically engineered microorganism.

d. Proposition. A living organism is patentable subject matter so long as man makes it; the living organism must be the result of human intervention.

1. One can argue an exception for humans based on the 13th Amendment, which prohibits slavery.

ii. Products of Nature and DNA.

a. A product of nature is a naturally occurring substance that is discovered in the wild, and, as such, products of nature are not patentable subject matter.

b. Diamond v. Chakrabarty. 

1. Proposition. A new mineral that is discovered in the earth or a new plant that is found in the wild is not patentable subject matter because such discovered are manifestations of nature, free to all men and reserved exclusive to none; however, significant artificial changes to a product of nature does make it patentable subject matter.

c. Parke-Davis & Co. v. H.K. Mulford & Co. (Dist. Crt.) (Learned Hand) 

1. Holding. Adrenaline, a hormone, when produced by extracting from the adrenal glands, purified, in stable and concentrated form, and particularly free from the inert and associated gland-tissue, is patentable subject matter.

2. Proposition (Embraced by the USPTO and not yet Challenged). Biotechnology, and in particular genetic material, such as DNA, is patentable subject matter, when extracted from the principle, isolated, and purified.

D. The Patentability of Computers and Computer Programs.

i. Diamond v. Diehr, (1981) (J. Rehnquist).

a. Holding. A process for a rubber molding press in which one step used a computer using the Arrhenius equation to continuously monitor the temperature within the press is patentable subject matter. 

b. Reason. The process was for a “transformation of an article into a different state or thing”, e.g. an industrial process, and the fact that the process used a computer, in one of its step, is irrelevant.

c. Proposition. A claim drawn to statutory subject matter does not become nonstatutory simply because it uses a mathematical formula, computer program, or digital computer.

1. Cf. Software that has a practical effect on a tangible item is patentable subject matter.

2. McDermott. Adding a computer to a process does not make it nonpatentable subject matter.

d. In re Bilski Interpretation. Diehr thus drew a distinction between those claims that “seek to pre-empt the use of” a fundamental principle, on the one hand, and claims that seek only to foreclose others from using a particular “application” of that fundamental principle, on the other.

ii. In re Alappat. (Fed. Cir.)

a. Holding. Software on a machine readable-medium that converted vector list data into pixel illumination intensity data is patentable subject matter.

b. Reason. 

1. A software program creates a new machine because a general-purpose computer in effect becomes a special purpose computer once it is programmed to perform particular functions pursuant to instructions from program software. 

2. The computer program is a specific machine to produce a useful, concrete, and tangible result, i.e. displaying waveforms.

c. Proposition Unclear. A computer program on a computer-readable medium is a machine and, as such, is patentable subject matter, or a computer program on a computer-readable medium is patentable subject matter so long as it produces a useful, concrete, and tangible result, or has a practical result.

iii. PTO Rule for Algorithms. A an algorithm is patentable subject matter as long as there are other algorithms that can produce the same result; the patent does not pre-empt all uses of the algorithm.

iv. Gottschalk v. Benson (1972) (Supreme Court). A patent for a process should not be allowed if it would wholly pre-empt the mathematical formula and in practical effect would be a patent on the algorithm itself. 

a. This does not preclude a patent for any program servicing a computer.

v. Real Issue. How to do prior art searches. 

E. The Business Method Exception.

i. Baker v. Selden (1880) (Sup. Crt). “The description of the art (bookkeeping) [is] entitled to … a copyright (but the exclusive use of the art) can only be secured, if it can be secured at all, by letters-patent.”

a. Cf. Business methods are not patentable subject matter.

ii. State Street Bank & Trust Co. v. Signature Financial Group, Inc. (1998) (J. Rich)

a. Holding. A computer program that processes financial data to provide the most advantageous investment and tax strategies is patentable subject matter.

b. Reasoning. The transformation of data, representing discrete dollar amounts, by a machine through a series of mathematical calculations into a final share price, constitutes a practical application of a mathematical algorithm, formula, or calculation because it produces a useful concrete and tangible result – a final share price momentarily fixed for recording and reporting purpose and even accepted and relied upon by regulatory authorities in subsequent trades.

c. Proposition. Anything that produces a useful, concrete, and tangible result is patentable subject mater.

iii. Laboratory Corp. of America Holdings v. Metabolite Laboratories (2006) (Dissenting Breyer, Stevens, and Souter).

a. The Federal Circuit's decision in State Street Bank does say that a process is patentable if it produces a “useful, concrete, and tangible result.”

b. But this Court has never made such a statement and, if taken literally, the statement would cover instances where this Court has held the contrary.

iv. In Re Bilski (2008). (J. Radar)

a. Holding. A method for hedging risk in the field of commodities trading is not patentable subject matter.

b. Reason.

1. Basic Premise.

a. Fundamental principles, such as laws of nature, natural phenomena, abstract ideas, mental processes, etc., are not patentable subject matter, because such principles are fundamental truths, original causes, motives, etc., and, as such, are part of the storehouse of knowledge of all men, which is free to all men and reserved exclusively to none.

b. However, while a claim drawn to a fundamental principle is not patentable subject matter, an application of a fundamental principle to a known structure or process may well be deserving of patent protection.

1. The distinction is between those claims that “seek to pre-empt the use of” a fundamental principle, on the one hand, and claims that seek only to foreclose others from using a particular “application” of that fundamental principle, on the other.

2. Test to Effectuate the Basic Premise. (The Machine-or-Transformation Test).
a. The following is a test to determine whether a process claim is tailored narrowly enough to encompass only a particular application of a fundamental principle rather than to pre-empt the principle itself. 

b. A claimed process is surely patent-eligible under § 101 if: (1) it is tied to a particular machine or apparatus, or (2) it transforms a particular article into a different state or thing.

1. The use of a specific machine or transformation of an article must impose meaningful limits on the claim's scope to impart patent-eligibility. 

2. The involvement of the machine or transformation in the claimed process must not merely be insignificant extra-solution activity.

c. Analysis of Transformation. A claimed process is patent-eligible if it transforms an article into a different state or thing.

1. The transformation must be central to the purpose of the claimed process.

2. Definition of Articles.

a. It is virtually self-evident that a process for a chemical or physical transformation of physical objects or substances is patent-eligible subject matter.
b. The articles transformed need to be physical objects, substances, or representations of physical objects or substances. 
c. The articles cannot be abstract ideas, such as public or private legal obligations or relationships, business risks, etc.
3. Corollary. 

a. The "useful, concrete and tangible result" inquiry is inadequate.

b. Business method patents are not per se unpatentable subject matter.

4. Analysis of Facts.

a. The patent for hedging risk in the field of commodities is to transform abstract ideas, i.e., private legal obligations or relationships, and business risks. Because abstract ideas are not articles, the transformations here are not patentable subject matter.

III. Inventorship and Priority.

A. Introduction.

i. Statutory Basis.

a. Article I § 8 c. 8 states that “[t]he Congress shall have the power . . . to promote the progress of science and useful arts, by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries . . . .”

b. § 101: “Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new an useful improvement thereof, may obtain a patent therefore, subject to the conditions and requirements of this title.”

ii. Issues.

a. Inventorship. Who is an inventor?

b. Joint Inventorship. Did two people make the invention?

c. Derivation. Did he make the invention?

d. Ownership. Who owns the invention?

e. Priority. When did he make his invention?

iii. Switch to First to File?

a. Against.

1. Constitution says inventors, implying there is a requirement for a true inventor.

2. First to file favors multinational companies over the small inventors.

3. First to invent is fundamentally more fair because preserves the rights of the true inventor.

4.  First to invent enhances the quality of patents because there is no pressure to finish on time.

5. First to invent provides real to invent, rather than just filing.

b. For.

1. Harmonization with other countries.

2. Resolving interference takes a long time and costs a lot of money.

3. It works pretty well for other countries.

4. Majority of first to file are already the first to invent.

B. Derivation.

i. § 102 (f): An applicant is disqualified from receiving a patent if the applicant did not himself invent the subject matter that he seeks to patent.

ii. Derivation Doctrine.

a. Basic Principle. If a patentee derived an invention from someone else, then the patentee is not entitled to a patent on the invention, because he is not the true inventor.

b. Test. To prove the patentee derived his invention from another, the challenger must prove:

1. Prior Complete Conception. Another person completely conceived of the claimed subject matter prior to the patentee’s established conception date and filing date; and

a. Conception. See Below.

b. Corroboration. The challenger must present corroborating evidence of the prior complete conception.

1. Adequate corroborating evidence includes physical, documentary, or circumstantial evidence, or reliable testimony from individuals other than the prior inventor or an interested party. 

2. Document Enabling. A document used to corroborate the prior inventor’s complete conception must itself describe every feature in the invention. The document used must describe every limitation in the subject matter.

3. See Below.

c. Standard of Review. Whether there was a complete prior conception is a question of law, which the judge decides

2. Communication. There was a communication of the prior, complete conception to the patentee.

a. Enabling. The prior inventor must communicate the invention to the patentee in a form that is enabling.

b. No Public Communication. The prior inventor does not need to make the communication available to the public.

c. Unlawful Irrelevant. Whether the patentee received the communication unlawfully is irrelevant.

d. No Experimentation. There is no experimentation requirement.

c. Standard of Review. 

1. While the ultimate question of whether a patentee “derived” an invention is one of fact, the determination of whether there was a prior conception is a question of law.
2. Must prove derivation by clear and convincing evidence.
d. Not U.S. Bound. Evidence of the derivation does not need to take place in the U.S. 

iii. Gambro Lundia AB v. Baxter Healthcare Inc. (1997) (J. Rader)

a. Holding. A document that fails to describe the recalibration feature of the patented invention which was an improved monitoring fluid flow for dialysis machines but that described everything else in the patented invention is not sufficient to corroborate a prior conception nor sufficient to enable a communication.

b. Proposition. 

1. A document used to corroborate the prior inventor’s complete conception must itself describe every feature in the invention. The document used must describe every limitation in the subject matter.

2. Also, because the document that communicated the invention must include every feature in the invention. 

C. Joint Inventorship.

i. Two or more people can apply for a patent. See § 116.

ii. § 116. Joint Inventorship.

a. Inventors may apply for a patent jointly even though:

1. They did not physically work together or at the same time;

2. Each did not make the same type or amount of contribution; or

3. Each did not make a contribution to the subject matter of every claim of the patent.

b. Note: The statute does not provide explicit guidelines on what types of acts are sufficient to establish joint inventorship.

iii. Conflicting Principles.

a. An inventor does not lose his status merely because he employs the services of others to prefect his invention.

b. A joint inventor must have contributed to the conception of the invention i.e. contribute to the joint arrival at a definite and permanent idea of the invention, as it will be used in practice.

iv. Rule. A joint inventor (1) must contribute to the conception of the invention and (2) must have corroborating evidence to prove his contribution.

a. Conception. A joint inventor must have contributed in some significant manner to the conception of the invention.

1. The joint inventor must contribute to the joint arrival at a definite and permanent idea of the invention, as it will be used in practice

2. The quantum of contribution is not clear and the analysis is fact specific.

3. A joint inventor must do more than just explain to the real inventors concepts that are well known and the current state of the art. See Hess.

4. A joint inventor’s contribution must not be insignificant in quality, when that contribution is measured against the dimensions of the gull invention.

5. Contribution to one element in the claimed invention has been held to be sufficient. See U.S. Surgical.

b. Corroboration. A joint inventor must provide corroborating evidence showing that he completed his thought process regarding the invention and such evidence must be enabling.

1. Whether something corroborates the inventor depends is based on a rule of reason.

2. The fact finder must make a reasoned examination of all the relevant facts to conclude that the inventor’s assertions are credible.

v. Ownership. Each joint inventor owns a pro rata undivided interest in the entire patent, no matter what his or her respective contributions.

vi. Hess v. Advanced Cardiovascular Systems Inc. (1997) (J. Friedman).

a. Holding. A salesperson who offered, to two doctors, suggestions regarding the type of material to use in their invention, which was a new angioplasty catheter, was not a joint inventor, even though the two doctors’s incorporated the suggestions into the invention.

b. Reasoning. The salesman’s advice was well known and found in textbooks. 

c. Proposition. A person’s contributions that amount to an explanation of the existing state of the art are not inventive activity.

vii. Chou v. University of Chicago. (2001) (J. Lourie).

a. Holding. A joint inventor who assigns his rights to another has standing to have his name placed as an inventor on the patent because having ones name on a patent promotes a person’s reputation, which is an economic interest.

b. Corollary. Actual ownership is not a requirement to standing.

viii. Clark v. The B.H. Holland Company, Inc. (1996) (J. Archer).

a. Holding. A person who jointly invents an invention that is not patentable because of a statutory bar is not entitled to joint inventorship status just because the other inventor independently improves the invention and receives a patent on the improved invention.

b. Reason. By only contributing to the prior art, the person did not contribute to the conception of the patented subject matter.

ix. Ethicon, Inc. v. U.S. Surgical Corp. (1998) (dissenting J. Newman).

a. § 116 was amended to solve the problem associated with large companies that did not who to place on the application of an invention. § 116 was intended to govern who can apply for a patent and not who owns a patent.

b. Before the amendment, every joint inventor had to contribute to each claim in the patent. However, now, the majority erroneously concludes that the amendments to § 116 make it unnecessary that a joint inventor contribute to the entire patent.

D. Employer / Employee Rights.

i. Presumption. The inventor, i.e. the employee, owns the patent rights to the patented invention.

ii. Rebuttal.

a. Employer has Shop Rights. An employer is entitled to use the patented invention when the employer has contributed to the development of the patented invention.

1. Example. An employee conceives of an invention during working hours, reduce to practice using the employer’s recourses, and allowed the invention to be incorporated into the employer’s facilities.

2. McElmurry v. Arkansas Power & Light Company (1993) (J. Rich) 

a. Holding. A power company had shop rights to a patented level detector: that the inventor had developed while working as a consultant for the company; that the inventor allowed the company to place in numerous places in its facilities; and for which, prior to litigation, the inventor had not sought compensation.

b. Reason.

1. Premises for Shop Rights.
a. Implied License. An employee engages in activities, such as using the employer’s tools and time, which justice demands finding that the employee impliedly licensed the employee to use the resulting invention.

b. Estoppel. An employee knowingly consents or acquiesced to an employer’s use of the invention, which justice demands finding that the employee is estopped from asserting a patent right against his employer.

c. Proposition. Shop Rights do not solely rest on either of these theories, but one must consider the totality of the circumstances to determine whether there was a shop right; a shop right inures to the benefit of the employer where justice demands .

1. Factors. (Here all met.)

a. The employee developed the invention while working for the employer;

b. The employee consented to the installation of the invention on numerous equipment of the employer; and

c. Prior to litigation, the employee never required compensation.

3. Split of Authority. Some analysis Shop Rights from perspective of implied license, some from perspective of equitable estoppel, and some from the perspective of both.

b. Employer has an Explicit Assignment. An employer is entitled to the rights of the patented invention according to an explicit contract.

c. Employer has an Implicit Assignment. An employer is entitled to the completed rights of the patented invention where the employer has hired or directed the employee to make the invention.

1. Some States.

a. An implicit assignment is an implied-in-fact contract. 

b. An implied-in-fact contract arises where there is an agreement, although no embodied in an express contract that is inferred, as a fact, from the conduct of the parties.

1. The conduct of the parties must show that, given the circumstances, the parties came to a tacit agreement.

2. Other States (Pre-Erie).

a. An employer can not claim ownership of an employee’s invention unless there is an express contract, which expresses terms or unequivocal inferences, showing that the employee was hired for the express purpose of producing the thing patented. 

3. Teets v. Chromalloy Gas Turbine Corporation (1996) (J. Radar).

a. Proposition. An employer has ownership and not just shop rights to the patented invention of an employee if, although there is no express agreement, the employee was hired or directed with the specific task of making the patented invention.

4. Differences between Shop Rights and Implicit Assignment.

a. Shop rights can arise from collateral work of the employee; assignment arises from the direct work that the employee is required to do.

b. Shop rights merely give the employer a license to use the patented invention; an implied assignment gives the employer complete ownership of the patented invention.

iii. Japanese and Germany Law.

a. Regardless of contract, the inventor, i.e. the employee, always has an ownership interest in the patented invention, and, as such, he is always entitled to a reasonable compensation, which includes a percentage of the profits.

iv. Spousal Rights.

a. Weres v. Weres (2005).

1. Holding. Dist. Crt. can not disturb a Cal. Superior Crt. finding husband and wife upon splitting up to be joint owners of a patented invention and required that each side give written notice to the other regarding licensing.

2. McDermott. Holding is inconsistent with § 262 which reads “in the absence of any agreement to the contrary, each of the joint owners of a patent may make, use, offer to sell, or sell the patented invention within the United States, or import the patented invention into the United States, without the consent of and without accounting to the other owners.”

E. Priority.

i. § 102 (g) Priority.

a. Note: The key date here is the date that the inventor made the invention and not the date that the inventor filed the patent.

b. Generally. Between two inventors, the inventor who was the first to make the invention obtains the rights to the patent.

1. Definition: Make. The inventor who is the first to reduce the invention to practice is the first to make the invention.

2. Exception. Notwithstanding the fact that an inventor is the first to reduce the invention to practice, the second inventor to reduce the invention practice is considered the first to make the invention if the second inventor can prove that 

a. The second inventor was the first to conceive the invention; and 

b. From a time prior to the conception date of the first inventor to reduce the invention to practice, the second inventor demonstrated reasonable diligence to reduce the invention to practice.

c. Forfeiture. Even if an inventor is the first to make the invention, he will lose his rights to the patent if he abandons, conceals, or suppresses the invention.

d. Policy.

1. The patent system favors the earlier inventor.

2. The patent system favors the diligent creator and not just the first person to file.

3. The patent system gives preference to the inventor who publicizes his invention for the benefit of the public.

e. Difference between § 102 (g)(1) and § 102 (g)(2).

1. § 102 (g)(1) governs priority of invention in an interference proceeding, which is conducted before the Board of Patent Appeals and Interferences, to determine priority between a pending patent and one or more pending patents and/or issued patents.

a. As such, under § 102 (g)(1), an inventor’s activities in NAFTA or WTO countries can be considered to determine priority. NAFTA date is December 8, 1993 and WTO date is January 1, 1996.

2. § 102 (g)(2) applies to priority disputes outside an interference proceeding, i.e., an infringer trying to invalidate a patent.

a. As such, under § 102 (g)(2), only the activates that took place in the United States can be considered to determine priority.

b. § 102 (g)(2) applies only where the invention was made in this country.

c. However, an argument can be made that, since § 104 was amended to include activities outside the US, then for purpose of § 102(g)(2) those activities apply. But, that makes the two subsections one in the same; i.e. making the two non-distinguishable and hence § 102(g)(2) superfluous. 

f. § 102 (g)(1) and Interference Proceedings.

1. § 135 requires that the PTO call an interference proceeding when an application is made for a patent, which would interfere with any pending application or with any un-expired patent. Either the examiner or the applicant may innate an interference proceeding.

a. Sometimes claims are copied to provoke an interference. The claimed subject matter that is the same is called a count. If the claims are not drafted similarly, then the examiner will draft a phantom count that encompasses the elements of each claim.

2. Procedure.

a. Primary examiner makes a determination that an interference is necessary.

b. Examiner in chief makes a determination that there is a prima facie case for priority and an interference is called or, alternatively, that there is no prima facie case for priority and giving the losing party an opportunity to contest the finding.

c. During the interference, the parties file preliminary statements, which assert varies inventive activates.

d. Then there are motions, a trial where evidence is admitted, and finally a hearing in front of a three panel board consisting mainly of oral arguments.

e. The losing party may appeal to the Federal Circuit.

3. Presumptions, Burdens and Standard.

a. First, the boar must establish who the senior party is and who the junior party is.

1. The senior party is the party with the earlier effective filing date.

2. The junior party is the party with the latter effective filling date.

3. Filling date may be established using § 119 or § 120.

a. To relate back to a § 119 or § 120 filing subsequent filing must be made within a year.

b. Presumption. Senior party was the first to invent.

c. Burden. Junior party has the burden of proving that he was the first to invent. 

d. Shift.
1. PTO. If junior party rebuts the presumption, the burden shifts to the senior party to prove that 

2. Brown v. Barbacid (Majority). The presumption never shifts.

3. Brown v. Barbacid (Newman). When the junior party establishes a date of conception or reduction to practice prior to the effective filling date of the senior party, the presumption should shift to the senior party to prove a date of conception or reduction to practice prior to the junior party’s date of conception or reduction to practice.

a. Reason. A non-shifting presumption requires the junior party to disprove the senior party’s date of conception, reduction to practice and/or the senior party acted with reasonable diligence.

e. Standard.

1. Co-pending Applications or Pending Senior Patent. If the applications are co-pending or the senior party’s patent is pending, then the standard is preponderance of evidence.

2. Issued Senior Patent. If the senior party’s patent has issued, then the standard is clear and convincing.

ii. Conception. An inventor is one who is responsible for conception.

a. Definition: Conception. Conception is when the inventor forms in his mind a definite, permanent idea of the complete, operative invention that is applied in practice.

1. Not Just Research Goal. Conception requires that the inventor have a specific, settled idea of a solution to a particular problem and not just a general goal or a research plan that he hopes to pursue. See Hitzeman v. Rutter.
2. Enabling. The idea in ones head must be definite and permanent enough that one skilled in the art could understand and practice the invention without undue hardship or burden.

3. Every Feature. The demonstration of conception must include every claimed feature in the invention.

a. Exception: Inherent Conception Rule.

1. An inventor does not need to demonstrate conception of an inherent feature in the invention.

2. A feature in the invention is inherent if

a. The feature is redundant to other features or necessarily present in the claimed invention;

b. The feature is not material to patentablility;

c. The feature is recognizable to those of ordinary skill in the art.

4. Corroboration Required. The inventor must corroborate his or her testimony regarding conception.

b. Hitzeman v. Rutter (2001) (J. Michel)

1. Note: This is an interference proceeding subject to § 102 (g)(1).

2. Holding. A junior party who testified that he had a “hope” and who possessed all the necessary materials and tools could not establish conception on the day he “hope” the invention would work.

3. McDermott. The inventor must know how the invention works and not merely that it does works; i.e. there must be one level of reasoning to establish that why the invention works the way it does.

c. Doctrine of Simultaneous Conception and Reduction to Practice. In unpredictable new technologies, an inventor has conceived of an invention only when he has reduced it to practice; mere mental understanding is not sufficient.

1. The Doctrine of Simultaneous Conception and Reduction to Practice is a question of fact that the jury can decide; however, a judge must first determine that there is sufficient facts to support a finding that the doctrine applies.

iii. Corroboration. 
a. Rule. A joint inventor must provide corroborating evidence showing that he completed his thought process regarding the invention and such evidence must be enabling.

1. Credibility. The fact finder must make a reasoned examination of all the relevant facts to conclude that the inventor’s assertions are credible.

2. Things Readily Presumed Need Not Be Shown. The corroborating evidence need not support thing that can readily be presumed.

3. Document Enabling. A document used to corroborate the prior inventor’s complete conception must itself describe every feature in the invention. The document used must describe every limitation in the subject matter.

4. Types. Adequate corroborating evidence includes physical, documentary, or circumstantial evidence, or reliable testimony from individuals other than the prior inventor or an interested party.

5. Rule of Reason. Whether something corroborates the inventor depends is based on a rule of reason.

6. Factors.

a. Delay. The delay between the event and the trial.

b. Relationship. The relationship between the inventor and the corroborating witness.

1. But a fellow employee or officer, spouse, and co-inventors may be sufficient.

c. Interest. The interest of corroborating witness in the subject matter in the suit.

d. Contradiction or Impeachment. Contradiction or impeachment of the inventor’s testimony.

1. This may even be dispositive.

e. Familiarity. The familiarity of the witness with regard to the details of the invention.

1. But the witness does not necessarily have to be familiar with the documentary evidence.

f. Probability. The probability that a prior use could occur given the state of the art at the time.

g. Impact. The impact of the invention on the industry and the commercial value of its practice.

b. Policy.

1. The purpose of the corroboration requirement is to prevent fraud.

c. Price v. Symsek (1993) (J. Nies).

1. Proposition. A spouse witnessing an inventor making notations in a notebook and dating the notebook may be sufficient corroboration.

2. Proposition. The witness does not have to be familiar with the documentary evidence.

d. Brown v. Barbacid (2002) (J. Radar)

1. Propositions. 

a. The documentary evidence does not have to be corroborated.

b. A conception can be corroborated only if it is a complete conception.

c. A witness can corroborate another witness reduction to practice only if the witness sees the reduction to practice or learns about it.

d. Any amount of familiarity with the incentive process will suffice.

iv. Reduction to Practice. An inventor may reduce an invention to practice in two ways, actual reduction to practice or constructive reduction to practice.

a. Actual Reduction to Practice.

1. The date of an actual reduction to practice is when 

a. Embodiment. The inventor creates an embodiment of the invention; 

1. An embodiment is an actual working device.

b. Every Limitation. The embodiment contains every limitation in the claimed invention; and.

c. Operable. The embodiment operates for its intended use.

1. Successful Testing. The embodiment is tested or used successfully;

a. Testing need not be Exhaustive. Testing is sufficient if 

1. The testing is in the intended environment;

2. The testing is outside the intended environment but the testing conditions are sufficiently similar to the intended environment; or 

3. The testing is very limited but the testing demonstrates that, in fact, the invention solved the problem in which the intention intended to resolve.

2. Testing Proves Operability. The testing must prove that the invention was operable.

3. Need not be Perfected nor Commercially Available. The embodiment need not be entirely perfected nor ready for commercial availability; and

4. Slight Deficiencies. Slight deficiencies in the embodiment that one skilled in the art can readily solve do not prevent a reduction to practice.

d. Known to Work. At the time of the testing or reduction to practice, the inventor must know that the invention is operable; knowledge that the invention works can not be established nunc pro tunc, e.g. after the fact of, the reduction of practice. 

b. Constructive Reduction to Practice.

1. The date of a constructive reduction to practice is when 

a. The inventor files a patent application that discloses the invention; and 

b. The disclosure includes: 

1. Every limitation in the claimed invention; and 

2. Is sufficient to enable one of ordinary skill in the art to practice the invention without exercise of inventive faculty.

c. Corroboration.

d. Cavanagh v. McMahon (1999) (J. Michel).

1. Proposition. The mere fact that the PTO called an interference does not establish anything.

2. Proposition. To establish operability by testing, the inventor must not only present evidence of testing but also show that (1) testing was successful, i.e., explanation how the testing proved operability, and (2) that the inventor, at the time recognized, that the testing was successful at the time. 

e. Peeler v. Miller (1976) (J. Rich)

1. Holding. A test that ran a vibrating probe test in a beaker to see how much corrosion took place with a transmission fluid was sufficient to prove that the claimed invention, which was an additive to the transmission fluid to reduce cavitations erosion damage in engines, was operable.

2. Proposition. One test is sufficient to establish operability if the subject matter is in an area that is not a highly unpredictable science or the subject matter is a relatively simple invention.

3. Proposition. Test needs to demonstrate that either the invention works, will probably work, or that the invention will not fail.

4. Proposition. Independent corroborative evidence that the inventor understood at the time of the testing that the invention actually works is highly probative.

f. DSL Dynamic Sciences Limited v. Union Switch & Signal, Inc. (1991).

1. Holding. The testing of a embodied coupler mount assembly with a caboose instead of a freight, which was more demanding and the actual intended environment for the mount, was sufficient to prove that the mount was operable.

2. Proposition. The embodiment does not have to be ready for commercial availability.

3. Colorable Fact. The challenger used the same test.

g. Inurnment. Inurnment is where, under the circumstances, the acts of another inure to the benefit of the true inventor.

1. Test. A person’s testing of an embodiment of the invention inures to the benefit of an inventor only if, i.e. not dispositive elements,

a. The inventor conceived of the invention;

b. The inventor submitted the embodiment to the person for testing to determine whether the invention worked for its intended purpose; and

c. The inventor must have had an expectation that the embodiment would work for the intended purpose of the invention.

2. Standard of Review. Inurnment is a question of law that is decided de novo.

3. Cooper v. Goldfarb (2001) (J. Schall)

a. Holding. A inventor who sends material to another for testing believing that the material is good for vascular grafts is not entitled to inurnment if the inventor does not understand the specific limitations in the count that make the invention work and does not have sufficient control over the other’s experimentation.

b. Proposition. For inurnment, the inventor must, at the time of sending the embodiment for testing, know that the invention works and know of the limitations in the count.

1. Rational. There is no real conception if the inventor does not know the limitations in the claim.

v. Reasonable Diligence. 

a. General Rule. Diligence requires continuous progress toward the performed reduction to practice and must be accomplished in a reasonably prompt manner in light of the circumstances.

vi. Abandoned, Suppression, or Concealed.

a. General Rule. An inventor cannot rely on a reduction to practice the invention after which the inventor abandons, suppresses, or conceals the invention.

1. Types of Acts. A person is deemed to have abandoned suppressed or concealed their invention if

a. Lake of Enabling Disclosure to Public. The person delays in making some kind of enabling disclosure to the public;

b. Failure to File Patent. The person delays in filing a patent; or

c. Commercial Use. The person delays in making any kind of use of the invention in the public that encourage innovation. 

2. Delay. There are two types of delay that constitute abandonment, intentional delay and delay that is unreasonable.

a. One who intentionally delays has abandoned their patent.

b. One who does not intentionally delay but does not have a sufficiently good reason has abandoned their invention. E.g. (Patent backlog not good reason)

c. However, mere delay that is slight is insignificant.

3. Policy: Reward those who disclose to the Public for the Public Benefit. The purpose of the rule is to reward the inventor who promptly discloses his invention to the public and discourage those who invent and fail to benefit the public with a prompt disclosure because prompt disclosure encourages innovation.

4. Not just in US. An inventor can point to activities outside of the United States to negate an allegation that he abandoned, suppressed, or concealed his invention.

5. Not Forfeiture. An inventor who abandons, suppresses, or conceals a reduction to practice does not completely forfeit the inventors right to obtain a patent; instead, the inventor cannot point to that specific reduction to practice in determining priority.

b. Peeler v. Miller (1976) (J. Rich).

1. Holding. A four-year delay that is due to a backlog of other patents that the corporate patent attorney was to file is not a sufficiently good reason for an unintentional delay and therefore constitutes abandonment.

c. Paulik v. Rizkalla (1985) (J. Newman).

1. Holding. A four-year delay from reduction to practice to filing constitutes abandonment, suppression, or concealment.

2. Proposition. An inventor who abandons, suppresses, or conceals a reduction to practice does not completely forfeit the inventors right to obtain a patent; instead, the inventor cannot point to that specific reduction to practice in determining priority.

a. Reason. One who reenters the field before another does has still progressed innovation and is therefore as a matter of patent policy entitled to the fruits of the patent system.

3. Dissent. Once some one abandons, they are no longer entitled to a patent on the invention because the plain terms of the statute indicate as such.

d. Lutzker v. Plet (1988) (J. Archer)

1. Holding. An intentional four-year delay that is due to an inventor desiring to perfect the commercial, non-innovative aspects of the invention constitutes abandonment.

e. Apotex USA, Inc. v. Merck & Co. Inc. (2001) (J. Lourie)

1. Proposition. An inventor can point to activities outside of the United States to negate an allegation that he abandoned, suppressed, or concealed his invention.

a. Reason. The grammatical structure of the statute indicates that the phrase “in the US” does not complement the phrase “abandoned, suppressed, or concealed.”

2. McDermott. As a matter of policy, this is not sound, because the patent act is for the benefit of US citizens.

3. Proposition. An inventor is not likely to he considered to have “abandoned, suppressed, or concealed” if he distributes the invention to the public. 

a. Here. Distribution includes a releasing the tablets and pamphlets that adequately describe how to make them. 

b. Cf. A distribution of the tablets themselves is not abandonment only if the distribution would encourage innovation. 

IV. Novelty.

A. Introduction.

i. Note: The key date here is the date that the inventor made the invention and not the date that the inventor filed the patent.

ii. General Rule. The one who is not the first inventor can not obtain a patent.

iii. Statutes involved. 

a. § 101: “Whoever invents or discovers any new . . . ”

b. § 102(a).

1. Another Knowns or Uses in US. An inventor is not entitled to patent his invention if

a. There was another person, e.g. not the inventor;

b. The other person knew or used the invention;

c. The other person’s knowledge or use was sometime before the inventor made his invention; and

d. The other person’s knowledge or use was in this country.

2. Another Patented or Published Anywhere. Patented An inventor is not entitled to patent his invention if

a. There was another person, e.g. not the inventor;

b. The other patented – or described, in a printed publication – the invention;

c. The patent was issued, or the publication was available, before the inventor made his invention; and

d. The patent or publication was in this country or any other country. 

c. § 102(e).

1. An inventor is not entitled to patent his invention if

a. There was another person, e.g. not the inventor;

b. The other person has filed a patent;

c. The other person had filed his patent in the United States;

d. The other person had filed his patent, before the inventor made his invention;

e. The United States has published or issued the other person’s patent; and

f. The inventor’s invention was described in the other person’s patent, e.g. not claimed but within the specification.

d. § 102(g)(2).

1. An inventor is not entitled to patent his invention if

a. There was another person, e.g. not the inventor;

b. The other person invented (i.e. made) the same invention, before the inventor made the invention; and

c. The other person did not suppress, abandon, nor conceal the invention.

iv. General Rule: Two-Step Analysis. There is two-step analysis in determining whether an inventor cannot patent an invention because the invention is neither new nor novel.

a. Prior Art. Under the first step, the court/PTO must find all prior art from before when the inventor made the invention.

b. Anticipation. Under the second step, the court/PTO must determine whether the prior art anticipates the invention: if the prior art anticipates the invention, then the invention is invalid.

v. The Burden of Proof and of Persuasion as to Novelty and Non-Obviousness.

a. Before the USPTO.

1. The initial burden is on the PTO to establish a prima facie case why the patent is invalid.

2. Then the burden shifts to the applicant to show rebut the PTO’s prima facie case. 

b. In Litigation.

1. Under § 282, an issued patent is presumed to be valid

2. The challenger has the burden of proving by clear and convincing evidence that the issued patent is invalid.

3. The burden never shifts.

vi. Standard of Review.

a. The Federal Circuit should set aside the finding of the Board of Patent Appeals and Interference only if there is no substantial evidence to support its finding.

B. Prior Art.

i. § 102(a) Prior Art: Knowledge, Use, Patent, or Publication. 

a. A knowledge or use: that is of the invention; that was in the United States; and of which the knower or the user was someone other than the inventor.

1. Accessible to the Public. The knowledge or use must be accessible to the public. Carella v. Starlight Archery.

2. Not Kept a Secret. The knowledge or use is accessible to the public if the knower or user did not deliberately attempt to keep it a secret. W.L. Gore & Assoc. v. Garlock, Inc
3. Commercial Use that is Disclosing.

a. A non-secret use that is of a claimed process and in which its product is sold commercially is a public use.

b. However, a secret use that is of a claimed process and in which its product is sold commercially is not a public use unless the public, examining the product, could learn the claimed process.

4. Policy. Since § 102(a) is about newness and progress of science and the useful arts, a disclosing use or knowledge is required to defeat the patent here, whereas the policy under § 102(b) is a bar for conduct of the inventor, so disclosure to the public is not really necessary.

b. A patent: that claims the invention; that is from any country in the world; and of which the patentee was someone other than the inventor.

1. Date: Issuance. The relevant date of the prior art is when it was issued.

c. A description: that is of the invention; that is in a printed publication from anywhere in the world; and of which the author was someone other than the inventor.

1. Date: Publication. The relevant date of the prior art is when it was published or available to the public.

ii. § 102(e) Prior Art: Filed Patent.

a. A patent that has published or issued and that describes, but does not claim, the invention and of which the patentee was someone other than the inventor. 

1. The relevant date of the prior art is its filing.

iii. § 102(g)(2) Prior Art: Another Inventor.

a. Another person had invented the invention and has not abandoned suppressed or concealed it.

b. Difference between § 102(a) Prior Art and § 102(g)(2) Prior Art.

1. § 102(a) Prior Art has a public disclosure requirement and § 102(g)(2) Prior Art has a no abandonment, concealment, or suppression requirement.

c. Note: §102(g)(2) Prior Art is not prior art for purposes of § 103.

C. Anticipation.

i. General Rule. An invention is not new if there is prior art that anticipates it.

ii. Two-Step Analysis. To determine whether the prior art anticipates the invention, there is a two-step analysis, claim construction and comparison.

a. Claim Construction. A court, i.e. the judge, must construe the claims of the patent.

1. Interpret. The court may use the description in the specification to interpret the invention but not to import a limitation into the invention.

2. Uniformity. The court must construe the invention for invalidity the same as it construes the invention for infringement.

3. Question of Law. Claim construction is a question of law that the judge determines and that an appellate court reviews de novo. 

4. Rule of Construction: Preserve Validity. Where the claim is susceptible to two or more interpretations, a court should construe the claim consistently with the interpretation that preserves validity.

5. Balance: Validity v. Broadly. Claim construction requires that the court balance construing the claims broadly enough to encompass all which is within the specification and narrowly enough to preserve validity.

b. Comparison. The jury must compare each and every limitation in the construed claim with the prior art to determine whether the prior art anticipated every limitation in the construed claimed.

1. Single Prior Art. There can be only one prior art.

2. Enabling. The prior art must be enabling; that is any one of ordinary skill in the art could practice the claimed invention.

3. Every Limitation Anticipated. The prior art must anticipate every limitation in the construed claim.

4. Question of Fact. Comparison a question of fact that the jury decides; however, there is not much to decide if the court interprets one claim to encompass another.

iii. Jamesbury Corp. v. Litton Industrial Products, Inc. (Nies)

iv. Herman v. William Brooks Shoe Company. (Unpublished)

a. Holding. A limitation in a claim to a prior patent for a sock and that read “moist vapor permeable material” anticipated a limitation in a claim to an application for another patent for a sock and that read “air permeable” because the court constructed moist vapor permeable to mean “permits air, including moisture, to pass through.”

b. Holding. Although the specification says that the purpose of the sock is to allow lots of moisture into the sock, if the court were to construe the claim with such a limitation, such a construction is an importation of a limitation, which is not allowed; a court can only interpret a claim. 

v. In re Schoenwald. (Mayer)

a. Holding. An inventor who discovers a new use for a known, patented compound is entitled to, and only entitled to, a use patent for the known, patented compound.

vi. Exception: Accidental Anticipation.

a. Tilghman v. Proctor. A prior art reference does not anticipate an invention, because of an inherent characteristic of the prior art reference, if

1. Inherit to the prior art reference is the production of the invention;

2. The production of the invention is accidental and incidental;

3. The production of the invention was unappreciated at the time of the prior art;

4. The prior art reference was in pursuit of a purpose different than the purpose of the invention;

5. The invention was not known at the time of the prior art; and

6. How the invention works was not known at the time of the prior art.

b. Proposition. A prior art reference that encompasses an invention (i.e. the invention is inherent to the prior art or the invention is a byproduct of the prior art) but that, at the time of the prior art, the invention was incidental to the prior art, was unappreciated, and was unknown does not anticipate the inherent invention when later discovered.

c. Purpose. An invention that is merely “inherent” to – but, at the time, not known to – a prior art does not advance technology, until its usefulness is discovered. 

vii. Inherency.

a. In re Robertson. (Friedman)

1. Holding. A prior patent that claimed a diaper: that the inventor limited to three fasteners; that the inventor limited to using the three fasteners to hold the diaper to the body of a baby; but that the inventor did not expressly limit to using the three fasters to wrap the diaper did not inherently anticipate a diaper with three fasteners that inventor expressly limited to wrapping the diaper.

2. Proposition. A prior art reference does anticipate an invention, because of an inherent characteristic of the prior art reference, if

a. The prior art reference does not expressly set for a particular element of the claimed invention;

b. The particular, missing element is necessarily present in, is incidental to, or is inherent to, the prior art reference;

c. Such a presence is clear; and

d. One of ordinary skill in the art would recognize its presence.

3. A challenger may not establish inherency with mere possibilities and probabilities; the mere fact that a certain thing may result from a given set of circumstances is not sufficient. 

b. In re Cruciferous Sprout Patent Litigation. (Dist. Crt.)

1. Holding. A prior art reference that was the known fact that broccoli seeds could be eaten anticipated the inherent use that broccoli seeds could be eaten to help prevent cancer.

D. Not the First to Invent.

i. Thomson, S.A. v. Quixote Corp. (Rich).

V. Non-Obviousness.

A. Introduction.

i. § 103(a): A patentee may not obtain a patent if

a. The patent’s subject matter differs from the prior art;

b. When taking the subject matter as a whole, a person of ordinary skill in the art would have considered the differences obvious.  

B. The Burden of Proof and Scope of Judicial Review.

i. Pre-Issue Challenge.

a. Dickinson v. Zurko (Breyer).

1. Holding. The Federal Circuit, when reviewing a determination of fact that the USPTO has made regarding obviousness, must review that fact under the substantial evidence standard. That is the Federal Circuit must uphold the USPTO’s finding if a reasonable mind, after considering the evidentiary record, might accept that finding as fact. Therefore, so long as the evidentiary record contains adequate support for the finding, the Federal Circuit cannot disturb the finding. Accordingly, the Federal Circuit’s prior use of the standard of “clearly erroneous” was inappropriate.

2. Reasoning. Congress has set this standard of review.

ii. Post Issuance Challenge.

a. After a patent has issued, the court will presume the validity of the patent, and, as such, the burden of proof is on the challenger to prove with clear and convincing evidence that the patent is invalid. This burden is always on the challenger, e.g., the presumption is a non-shifting presumption.

C. Obviousness.

i. Graham v. John Deere (Clark)

a. Holding. 

1. The 1952 Act merely codified the prior judicial holdings regarding the obviousness doctrine that was established in Hotchkiss and was not an attempt to supplant the doctrine.

2. Obviousness has a constitutional component to it, and, maybe, Congress can’t excise it from the patent act.

3. The ultimate question of patent validity is a question of law.

4. Review. The Federal Circuit reviews a district court’s determination of obviousness under the standard of de novo, i.e., as a matter. But, the Federal Circuit reviews the factual findings upon which the conclusion is based, under the clearly erroneous standard.

b. Analysis.

1. There are four factual inquires that must be made first:

a. First, determining the scope and contents of the prior art;

b. Second, determining the scope of the claims at issue;

c. Third, identifying the differences between the prior art and the claims; and

d. Fourth, establishing the level of ordinary skill in the pertinent art.

2. After making these factual determinations, the Judge must conclude whether the person of ordinary skill would have concluded the differences were obvious, at the time that the inventor made the invention, rather than from hindsight.

a. The Judge may consider secondary matters such as any commercial success, long felt but unresolved needs, failure of others, teaching away, praise of others within the technical community, deliberate copying, etc., that might be utilized to give light to the circumstances surrounding the origin of the subject matter sought to be patented.

ii. Determining the Scope and Contents of the Prior Art.

a. A reference is within the scope of the prior art if:

1. The reference is within the field of the inventor’s endeavor; or 

2. The reference is reasonably pertinent to the particular problem in which the inventor was involved.

b. Quantachrome Imc. v. Micromeritics Instrument Inc. (Michel)

1. Proposition. Minor distinctions do not render a reference non-pertinent.

iii. Establishing a Person of Ordinary Skill in the Pertinent Art.

a. Factors in determining who is a person of ordinary skill in the art are the following:

1. A person of ordinary skill in the pertinent art is one who thinks along the lines of conventional wisdom and not one who undertakes to innovate. 

2. The person of ordinary skill is akin to the reasonable person used to analyze tort negligence cases.

3. The person of ordinary skill in the art is not seen through a prism but rather seen through blinder in which non-prior art references are blocked out.

4. The person or ordinary skill in the art is an ordinary practitioner aware of what was common general knowledge in the art at the relevant date.

5. The person of ordinary skill in the art is also presumed to have access to every thin in the state of the art and to have had at his disposal the normal means and capacity for routine work and experimentation. 

6. The analysis must be objective. 

b. Schneider v. Scimed.

1. Example. A person of ordinary skill in the art is a practicing interventional cardiologist who performed dilation or coronary angioplasty dilation procedures.

c. Okjima v. Bourdeau.

1. Not Reversible Error. The absence of stating who is the person of ordinary skill in the pertinent art is not a reversible error where 

a. The prior art itself reflects an appropriate level; and 

b. A need for testimony is not shown.

2. Non-Obvious for a Person of Extraordinary skill then Non-Obvious for a Person of Ordinary Skill. Where the court finds that the invention was non-obvious for a person of extraordinary skill, the invention is logically non-obvious for a person of ordinary skill.

iv. Determining the Differences Between the Claims and the Prior Art.

a. Types. There are two typed of difference between the prior art and the claims. 

1. Structural. The first type of difference is structure or method of the subject matter. 

2. Utility. The second type of difference is function, advantage, or utility of the subject matter. 

b. Analysis.

1. To determine whether differences exist, the decision maker must first construct the patent claims at issue. Then, the claimed subject matter as a whole is compared to the prior art.

c. Standard of Review. Shinpei Okajima v. Joel Bourdeau (Michel)

1. Proposition (Maybe Just Michel). Where the board has thoroughly set fourth the basis for its factual finding, the Federal Circuit should not overturn the board.

2. The Board of Patent Appeals and Interference can consider issues of non-obviousness in an interference proceeding.

d. Combining References.

1. General Rule. When the decision maker is determining whether combing references in order to solve a particular problem was obvious, the decision maker must consider the nature of the particular problem.

2. BF Goodrich v. Aircraft Braking Systems (Lourie)

a. TSM Test. When obviousness is based on a particular prior art reference, the court should find there was some teaching, suggestion, or motivation to modify the teachings of that reference. So, when there are two or more prior art references, in order to combine them, to establish obviousness, there must be some teaching, suggestion, or motivation to combine the references.

1. The teaching, suggestion, or motivation must come from one of the following:

a. The prior art references themselves;

b. The knowledge of those skilled in the art; or

c. The nature of the problem to be solved, leading inventors to look to references relating to possible solutions to that problem.

3. In re Balmer. 

a. Holding. An invention for a popcorn bag that used metal paint in an unexposed portion of the bag was not obvious in light of a prior art reference that taught creating a box with a piece of metal in between two-ply and another prior art reference that taught using paint as metal, because there was no teaching, suggestion, or motivation to combine the two pieces of prior art.

b. KSR probably would have over ruled this case because the issue of whether there is a need for a solution to this problem factors into whether the combing is obvious.

e. Chemical Compounds.

1. In re Dillon (Lourie)

a. Proposition. With regard to chemical compounds, an invention that teaches that A and B result in X is obvious if 

1. A prior art reference teaches that A and C result in X; and 

2. Another prior art reference teaches that B and C are interchangeable.

f. Motivation and Hindsight.

1. Purpose. The TSM test is established in order to prevent hindsight. Many inventions are successful because they combine teachings from disparate areas of technology. If the prior art did not suggest or motivate to combine, then the invention was not obvious.

2. In re Dembiczak (Clevenger)

a. Holding. An invention that teaches to print a jack lantern on a trash bag was not obvious in light of a prior art reference that taught that one can print on a trash bag and another prior art reference that taught one can print a jack lantern because there was not teaching suggestion or motivation to print combine the two references.

3. Arkie Lures v. Gene Larew Tackle (Newman)

a. Holding. The fact that there has years of use of salty bait and years of use of plastic lures, while there was no attempt to combine the two uses, weighs on the side that the invention, which was to combine the two, was non-obvious.

b. Proposition. Persisting against accepted wisdom or doing some thing that the prior art teaches against is evidence of non-obviousness, but it is not determinative. 

g. Teaching Away.

1. General Rule. The fact that a prior art reference teaches away from the claimed invention is a factor that the court should consider when determining whether the claimed invention was non-obvious; however, the fact that the prior art teaches away is not itself sufficient to find non-obviousness. How probative the fact that the prior art teaches away from the claimed invention depends on the totality of the circumstances.

2. Ways to Teach Away. The prior art can teach away from the claimed invention in two ways.

a. Explicit. A prior art reference may expressly warn against the claimed invention.

b. Inferred. One may infer that the prior art teaches away from the claimed invention from the modification or combination would render the invention inoperable according to accepted wisdom within the art.

h. Secondary Considerations.
1. General Rule. Secondary considerations might be utilized to give light to the circumstances surrounding the origin of the subject matter that one seeks to patented. In applying the secondary factors, the focus of attention is on the economic and motivational factors rather than on the technical issues. The secondary considerations are therefore more susceptible of judicial treatment than are the highly technical facts often presented. The secondary considerations are objective factors that indicate how the industry perceived the invention.

2. Nexus Requirement. The secondary considerations are probative if there is a nexus between the secondary considerations and the claimed invention. If there is another rational explanation as to why the evidence of such secondary consideration has manifested, the link between the evidence and the non-obviousness has been broken and, thus, making the secondary considerations no longer considerable. 

3. Dispute.

a. Supreme Court. A court must always take into account the secondary considerations.

b. Newman. Secondary considerations are mere tiebreaker rules.

4. Types.

a. Commercial Success. Mere commercial success alone is not sufficient; there must be a nexus between the commercial success and the claimed invention. Therefore, the success must be a direct result of the features of the invention and not other factors such as advertising, superior workmanship, or other features within the commercialized invention.

b. Copying. If others regularly copy the invention, the copying is evidence of non-obviousness, unless the copyist reasonably believed that the invention was not patentable.

c. Licensing. If others purchase licenses to the invention, then the licensing is evidence of non-obviousness, unless the competitors took a relatively inexpensive license to avoid litigation.

d. Long Felt Need. If the industry faces a technical problem that remains unresolved despite efforts to improve the situation and the invention solved the problem, the solving suggests the invention was non-obvious. However, something new may have suggested the solution, making the invention obvious.

e. Failure of Others. If others have tried but have failed to solve a problem in the industry and the claimed invention solves the problem, the resolution to the problem is evidence of non-obviousness unless the industry did not try everything.

f. Praise within The Community. If other’s within the patentee’s community praise his invention, the praise is evidence of non-obviousness, unless praise is general given in the community without regard to merit.

5. Pentec, Inc. v. Graphic Controls Corp.

a. Proposition. Success in the market place is relevant to the issue of obviousness only if the proponent proves that success was attributable to the feature of the claimed invention.

6. Sentex Systems, Inc. v. Elite (Rich)

a. Proposition. Sales figures alone are insufficient to prove that commercial success is attributable to the claimed invention.

b. Cf. Proposition. When technology in an industry is moving so fast, inventions are to be expected to come very soon and therefore obvious.

i. The New Standard.

1. KSR International v. Teleflex Inc. (Kennedy).

a. Holding. 

1. The TSM test should not be applied in a rigid fashion.

2. An improvement must be more than the predictable use of prior art elements according to their established functions.

3. When a work is available in one field of endeavor, design incentives and other market forces can prompt variations of it either in the same field or a different one.

4. A combination of familiar elements according to known methods that is likely to be obvious when it does nothing more than produce predictable results.

5. When there is a design need or market pressure to solve a problem and there are a finite number of identified, predictable solutions, a person of ordinary skill in the art has good reason to pursue the known options within his or her technical grasp.

b. Proposition.

1. In addition to the TSM test, a combination of prior art references is obvious when the combination is obvious to try. In order to be obvious try, the following factors are to be considered:

a. Whether there were design needs or market pressures that prompted such a combination;

b. Whether there were a finite number of identified, predictable solutions to the problem at hand and the combination was one of them; and

c. Whether a person of ordinary skill in the art would have good reason to purse the known the options with in his or her technical grasp that led to the combination.

2. Federal Circuit’s Response. The Federal Circuit has under cut KSR by requiring that for a combination to be obvious to try, it must be the combination to try.

a. Takeda Chem. Indus. Ltd. V. Alphapharm Pty. Ltd. (Lourie).

1. Proposition. A combination is obvious to try only if the combination is the obvious combination to try and not a combination to try.

2. Note on Genus. It is not clear whether, when an inventor claims a specific genus, all the subspecies to that genus are obvious. Dyk’s position is that the subspecies is obvious unless it has unexpected results.

b. Eisai Co. Ltd. V. Dr. Reddy’s Lab. (Rader)

1. Proposition. Only the lead component is the obvious one to try.

3. District Courts Response. The district courts have generally followed KSR.

D. Double Patenting Rejections.

i. Purpose. A double patenting rejection is a judicial doctrine that prevents claims in separate applications or patents that the same inventors or inventive entities own or have files and that claim inventions that are so alike that granting exclusive rights to both would effectively extend the patent protection for the first invention.

ii. MPEP 804. 

1. Where an inventor or inventive entities has a pending patent and a prior issued patent, the examiner should reject the pending patent if

a. The pending patent is an obvious variation of the issued patent; and

b. The claimed subject matter in the pending patent is not patently distinct from the subject matter claimed in the issued patent; and

c. The issuance of a second patent would provide an unjustified extension of the term of the right to exclude provided by a patent. 

iii. In re Berg (Michel)

a. Proposition. Even after a pending patent that, because of a double patenting issue, the examiner should have rejected issues, the patentee can retain the patent, so long as he files a terminal disclaimer, e.g., a petition with the PTO disclaiming the extended term of the improperly issued patent.

iv. In re Anita (Clevenger)

a. Proposition. Even if the claims to the second file application would have been obvious, the claims are still be valid if the claims would have been valid in the event that the second application had been filed first. However, this does not apply if the applications for both patents were filed at the same time.  

v. CFR § 1.78(f) (2) Rebuttable Presumption of Double Patenting.

a. A rebuttable presumption that certain applications contain patently indistinct claims with other applications or patents when

1. The applications have:

a. The same effective filing date;

b. A common inventor;

c. The same assignee or subject to an assignment to the same person; and

d. Substantially overlapping disclosures. 

b. If an applicant receives an office action with a rebuttable presumption of double patenting, the applicant must:

1. Cancel claims so only patently distinct claims remain; or

2. Rebut the presumption by satisfactorily explaining how the pending applications contain only patently distinct claims; or

3. Submit terminal disclaimers and satisfactorily explain why two or more pending applications with conflict or patently indistinct claims should be maintained. 

VI. Statutory Bar.

A. Introduction.

i. § 102(b).

a. Anyone Patented Anywhere. An inventor is not entitled to patent his invention if

1. Anyone, i.e., including the inventor, patented the invention, e.g., the patent was issued;

2. The patent was in this country or a foreign country;

3. The patent was more than one year prior to the date of the inventor’s application for a patent in the United States.

b. Anyone Published Anywhere. An inventor is not entitled to patent his invention if

1. Anyone described the invention in a printed publication;

2. The publication was in this country or a foreign country;

3. The publication was more than one year prior to the date of the inventor’s application for a patent in the United States.

c. Public Use in US. An inventor is not entitled to patent his invention if

1. Anyone in the public used the invention, see (“The invention was . . . in public use”);

2. The public use was in this country; and

3. The public use was more than one year prior to the date of the inventor’s application for a patent in the United States.

d. Anyone Sells in US. An inventor is not entitled to patent his invention if

1. Anyone tried to sell or sold the invention;

2. The sale was in this country; and

3. The sale was more than one year prior to the inventor filing his application for a patent in the United States.

e. Geographic Limitations of § 102(b)

1. The patent or publication can be anywhere, whereas the public use or the sale must be in the US.

f. Critical Date.

1. The critical date with regard to statutory bars is the date of filing in the US. This is because the statutory bar is a statue of limitations on when a patentee can file his application. 

2. Benefit of Prior US Patent and Not a Foreign Patent. Also, in order to establish the date of filing in the US, a patentee can claim the benefit of a prior US patent under § 120, i.e., provisional, derivative, etc., but a patentee can not claim the benefit of a foreign application under § 119. But, the inventor can claim the benefit of an international patent under the PCT that designates the US.

ii. § 102(d).

a. Foreign Filling Same Inventor. An inventor is not entitled to patent his invention if

1. The inventor, his legal representatives, or assigns patented, cause a patent of, or attained an inventor’s certificate of, the invention;

2. The patent or inventor’s certificate was in a foreign country;

3. The inventor, his legal representatives, or assigns filed the patent or inventor’s certificate more than twelve (12) months before the inventor, his legal representatives, or assigns filed a patent in the United States; and

4. The foreign country issued the patent or inventor’s certificate before the inventor, his legal representatives, or assigns filed a patent in the United States. 

B. Anyone’s Public Use In the US.

i. Public Use in US. An inventor is not entitled to patent his invention if

a. In Public Use. Anyone in the public used the invention, see (“The invention was . . . in public use”);

b. In US. The public use was in this country; and

c. Before Filed App in US. The public use was more than one year prior to the date of the inventor’s application for a patent in the United States.

ii. Definition: Public Use.

a. A public use is a non-experimental use of the invention or a commercial use of the invention.

b. Limitation. A commercial use is the sale or the giving of an embodied version of the invention to another without limitation or restriction or injunction to secrecy. 

1. Control. The inventor must have some degree of control over the invention’s use for it not to be a public use.

c. Non-Issues. A commercial use makes the invention in public use even though 

1. The use is not open and visible to the public;

2. The use is a single one-time use; 

3. The use is in secret;

4. There was no deliberate attempt taken to bring the invention to the attention of the public

5. The use was by a 3rd party; and

6. The use was not a disclosing use.

d. Rule. A use does not make the invention in public use if

1. The giver imposed limitations, restrictions or injunctions to secrecy of the invention; or

2. The use was experimental.

iii. Burden.

a. The initial burden is on the challenger to show, by clear and convincing evidence, the invention was in public use. Then, to rebut the presumption, the inventor must present evidence that the use was experimental and not commercial.

iv. Egbert v. Lippmann (Woods)

a. Holding. An invention for a woman’s corset was in public use when: the inventor gave an embodied version of the invention to his wife; the giving was without limitation or restriction, or injunction of secrecy; and his wife used the invention.

b. Corollary. A public use need not be visible.

c. Corollary. “In public use” can include a single solitary use.

v. National Research Development Corp. v. Varian Assoc. Inc. (Clevenger)

a. Holding. The invention was in public use when

1. A 3rd party started using the invention after 

a. A disclosure of the invention from the inventor’s master’s thesis advisor during a bus on the way to a conference. 

b. Reasoning. Because the thesis advisor disclosure was not qualified with a limitation or restriction on use nor qualified with an injunction of secrecy and, given the nature of conferences, which information is generally disseminated, the subsequent use that was the result of the disclosure made the invention in public use. 

c. Proposition. The surrounding circumstances, i.e., during the course of normal commercial practice, of a disclosure is evidence of whether the inventor put any express limitations on the disclosure. 

d. Proposition. A 3rd party to makes or steals the patented invention can turn the invention into public use.

vi. Chou v. University of Chicago.

a. Cf. Proposition. A confidential relationship can be used to infer that a giving or a use came with a limitation and, therefore, not a public use.

vii. Baxter Inter. Inc. v. Cobe Laboratories Inc. (Lourie)

a. Holding. A third party’s independent use of the invention that was in a public building where could freely visit and observe the invention and that was not subject to restrictions on view made the invention in public use even though the inventor had not disclose anything to the third party.

b. Proposition. The actions of an independent 3rd party can start an public use statutory bar even if the inventor did not give the 3rd party any information to make the invention or the invention, but it is not clear if a secret use can start the an public use statutory bar.

c. Dissent (Newman).

1. The Majority’s opinion stands for the proposition that a reduction to practice is a public use.

2. The major problem here is that the inventor has no way of knowing when the clock on the statutory bar has started and therefore it is not fair to bar him for something he did not do. Such actions are not inline with the purpose of the statutory bar.

viii. Baldwin Graphic Systems, Inc. v. Siebert Inc. (Dist. Crt.)

a. McDermott. Court failed to understand that the actions of independent third parties could make the patent invalid barred under 102(b).

ix. Minnesota Mining v. Appleton Papers (Dist. Crt.)

a. Holding. Although employee’s owe a duty not to disclose confidential business information, the employee’s use of the invention was a public use because

1. The employee’s were not required to sign a confidentiality agreement;

2. No evidence to prove that employee’s understood the use as confidential;

3. They employee’s were free to use samples however they wanted; and

4. The large scale nature of the business.

C. On Sale in the US.

i. Policies.

a. Discourage Removal. To discourage the removal of inventions from the public domain that the public has come to believe are freely available;

b. Favor Disclosure. To favor the prompt and widespread disclosure of the inventions;

c. Reasonable Time Allowance. To allow the inventor a reasonable amount of time following the sales activity to determine the potential economic value of the patent;

d. Prohibit Exploitation. To prohibit the inventor from commercially exploiting his invention beyond the prescribed period.

ii. McDermott’s Framework.

a. An invention is invalid because of a on sale bar if

1. The invention was subject of a commercial sale;

2. At the time of the sale, the invention was ready for patenting;

3. The sale was in the US;

4. The sale was one year before the inventor filed his application in the US.

iii. General Rule.

a. The a patent is invalid if

1. A Sale or Offer to Sell. Anyone made a definitive sale or offer to sell;

2. In the US. The offer to sell or the sale was in the US;

3. One Year Before US Filing. The person made the sale or the offer to sell one year before the patentee filled the application for the patent in the US; and

4. Anticipated or Obvious. The subject matter of the sale or the offer to sell fully anticipated the patent or, if the subject matter of the sale or the offer were added to the prior art, an ordinary person skilled in the pertinent art would have considered the patent obvious.

iv. A Sale or Offer to Sell.

a. Definition. Sale: Actual and Complete. An invention is part of a definitive sale when there is an actual and complete transaction involving the invention.

b. Definition. Offer to Sell. An invention is offered for sale when 

1. Sales Activity. The inventor engages in activity to sell the invention; and

2. Ready for Patenting. The invention is ready for patenting.

c. Definition. Ready for Patenting: Constructive Reduction to Practice. An invention is ready for patenting when

1. Reduction to Practice. The inventor has made a reduction to practice; or

2. Constructive Reduction to Practice. The inventor has prepared drawings or other descriptions of the invention that are sufficiently definite to enable one skilled in the art to practice the invention.

d. Non-issues. There could still be an on sale bar even though 

1. No actual Sale. No actual sale has occurred, 

2. One Offer. Only one offer has been made to but one customer, 

3. No Price. The prices are only estimates and not established,

4. Independent 3rd Party. The sale is an independent third party’s theft and subsequent sale of the invention, 

5. No Reduction to Practice. There has been no reduction to practice, and

6. No Commercial Production. No commercial production has begun.

e. Totality of Circumstances. To determine whether the invention has been put on sale, the court must consider a totality of the circumstances including:

1. The type of invention;

2. Its stage of development; 

3. The character and extent of bona fide experimentation;

4. The length of experimentation;

5. The number of experiments;

6. The length of experimentation relative to other similar products in the market;

7. Whether payment has been made;

8. Whether the user is bound to a secrecy agreement;

9. Whether a progress record is kept; and

10. Whether persons other than the inventor could have conducted the various experiments.

f. License Exception. An offer to enter into a license under the patent for future sales if and when the patent is developed is not an offer to sell the patented invention that constitutes an on sale bar. But, a proposal must be clear that it was not offering to sell the product but rather a license under the patent.

v. B.F. Goodrich v. Aircraft Braking Systems Corp. (Robinson)

a. Holding. 

1. BF’s attempts to sell the invention to Boeing were not a statutory on sale bar because BF had not yet reduced the invention to practice. (OVER-RULED)

2. BF’s attempts to sell the invention to Airbus were not a statutory on sale bar because the attempted sale was in France and not in the US.

vi. Pfaff v. Wells Electronics Inc. (Stevens)

a. Holding. An on sale bar occurs when

1. The invention is part of a commercial sale; and

2. The invention is ready for patenting.

b. Holding. An invention is ready for patenting when

1. The inventor has made a reduction to practice; or

2. The inventor has prepared drawings or other descriptions of the invention that are sufficiently definite to enable one skilled in the art to practice the invention.

vii. Group One Ltd v. Hallmark Cards Inc. (Plager)

a. Holding. There is a commercial sale when, under the UCC, the proposal of the seller, if accepted, becomes a binding contract.

1. To determine if there is such a definite offer for sale, the courts must look at the terms of the proposal.

b. Proposition. The sale of the rights of a patent, as distinguished from the sale of the patent itself, does not create an on sale bar.

viii. Elan Corporation v. Andrx Pharmaceuticals Inc. (Lourie)

a. Standard of Review. Application of the on sale bar is a question of law and is reviewed de novo.

b. Holding. An offer to enter into a license under the patent for future sales if and when the patent is developed is not an offer to sell the patented invention that constitutes an on sale bar. But, a proposal must be clear that it was not offering to sell the product but rather a license under the patent.

ix. Evans Cooling System Inc. v. Gneral Motors Corp. (Michel)

a. Proposition. An independent third party’s theft and subsequent sale of the invention can trigger the on sale bar.

D. Exception: Experimental Use or Sale.

i. General Rule. A public use or a sale of the invention does not invalidate the invention if the public use or sale was experimental.

ii. Bona Fide Experiment and Not Commercialization. 

a. A patentee in order to avoid a statutory bar must show that the sale represented a bona fide attempt to perfect the invention or to assert whether it will be answerable for its intended purpose. 

b. To rely on this exception, the patentee must have sought the sale as part of a testing program rather than primarily for profit or commercialization.

iii. General Rule of Thumb: Inherit Property. Look at the inherit nature of the invention and determine whether the use or sale was to improve that inherit nature.

iv. Factors. Factors to determine whether a sale or a use was for experimental purposes:

1. The nature of the activity in that occurred in the public;

2. The public access to and knowledge of the public use;

3. The confidentiality obligation imposed on persons who observed the use;

4. The progress records or other indicia of experimental activity kept;

5. Who conducted the experiments;

a. The inventor, someone acting on behalf of the inventor or the buyer for the buyer’s own knowledge.

6. How many tests were conducted and for how long;

7. The number of tests in relation to the nature of the product;

8. What was the cost of the product;

9. Was the sale or use primarily to test the usefulness of the invention or to test the potential market; and

10. The limitations on customer use.

v. Elizabeth v. Pavement Company (Bradley)

a. Holding. An inventor who tested his invention, which was an improvement on payment, by pouring the payment on the open street was not bar for such use because

1. The inventor, by poking around and asking other’s whether they like it, kept progress reports;

2. The type of testing was what needed to be done to ensure payment works; and

3. The inventor tested it primarily for its usefulness; even though

a. There was no confidentiality agreement;

b. The testing was for a very long time; and

c. Others had complete access to it.

b. Proposition. There must be reasonable allowance for the testing under the circumstances; one must consider all the factors to determine whether the use or sale was for experimental purposes.

vi. Paragon Podiarty Lab v. KLM Lab. (Per Curiam)

a. Proposition. The subjective intent of the inventor is only a factor to consider; such intent alone is not sufficient when the customers are not told of the experimental nature of the sale or use, when the inventor told the customers the invention has already been tested and when the invention is sold with a definite guarantee.

vii. Kolmes v. World Fibers Corp. (Lourie)

a. Holding. The use by customers was an experimental use because

1. An inherit property of the invention was durability and the customers tested the product for durability;

2. The products were labeled samples;

3. The products varied in composition;

4. The products were subject to destructive testing; 

5. The products were sent in low quantities;

6. The products were sent with a sample sheet; and 

7. The products were free.

viii. Allied Colloids Inc. v. American Cyanamid Comp. (Newman)

a. McDermott. The primary purpose here was commercial testing, but the court does not seem to mind.

ix. Lough v. Brunswick Corp. (Michel Dissent)

a. A totality of circumstances test is too vague, arbitrary and unpredictable to determine whether there was an experimental use. 

x. Baxter v. Cobe.

a. Holding. An experimental use of an independent 3rd party is a public use to the inventor.

E. Described in a Printed Publication.

i. General Rule. An inventor is not entitled to patent his invention if

a. Anyone described the invention in a printed publication;

b. The publication was in this country or a foreign country;

c. The publication was more than one year prior to the date of the inventor’s application for a patent in the United States.

ii. Definition: Printed Publication. 

a. A document is a printed publication only if

1. Disseminated. The document has been disseminated to others, and

2. Sufficiently Accessible. The document is sufficiently accessible to the public.

b. Sufficiently Accessible. 

1. Reasonable Diligence. A document is sufficiently accessible if persons interested and ordinarily skilled in the subject matter of the art, exercising reasonable diligence, can locate it.

2. Totality of the Circumstances. Whether a document is sufficiently accessible depends on a totality of the circumstances.

3. Cataloged and Index is Sufficient but not Necessary. A document is sufficiently accessible if, but NOT only if,

a. Cataloged. The document is cataloged;

b. Indexed. The document is indexed; 

c. Meaningful Way. Such cataloging and indexing is in a meaningful way; and

d. Shelved. The document is shelved.

4. Factors. If there is no cataloging, indexing, and shelving of the material, then factors to consider are the following:

a. Display. Whether there was any displayed material;

b. Length. The length of time the material was displayed;

c. Expertise. The expertise of the target audience;

d. Copying. The reasonable expectation that the material displayed or orally articulated would not be copied; and

e. Simplicity. The simplicity and ease to which the material could be copied.

c. No Print Necessary. A document does not need to be printed in the traditional sense, i.e., printing press, to be considered a printed publication; the term expands to give effect to the ongoing advances in the technologies of data storage, retrieval, and dissemination, i.e., microfiche, internet, etc. However, the document must be fixed in some tangible form.

iii. Policy. Once a work has been made accessible to the public in a printed publication, the invention has thereby been given to the public and is no longer patent eligible.

iv. In re Cronyn. 

a. Holding. Three thesis were not considered printed publications because, although they were shelved in the main library,

1. They were not cataloged nor indexed in the main library; and

2. The cataloging and indexing that was done of them in the chemistry department was by last name and within a shoebox, thereby such cataloging and indexing meaning less, since the students name bore no relationship to the contents of the document.

b. Proposition. A thesis is a printed publication if 

1. The thesis is cataloged and indexed in a meaningful way where it is readily accessible; and

2. A copy of the thesis, at least one, is shelved in the main library.

v. MIT v. AB Fortia.

a. Holding. Copies of a technical paper in which the author distributed 6 and of which the author made a presentation to 50 to 500 people were printed publications.

vi. In re Klophenstein.

a. Holding. 

1. There are no black letter rules in determining whether a document is a printed publication.

2. A presentation to the American Association of Cereal Chemists was a printed publication because

a. There were 14 slides;

b. The slides were printed and posted on poster boards which were up for 2 and a half days continuously;

c. There was no disclaimer against note taking;

d. Even though there was no cataloging, indexing, nor distribution of copies.

3. A printed publication requires some kind of tangible material.

VII. Descriptions, Disclosures, and Utility.

A. Introduction.

i. § 112 ¶ 1. Description, Disclosure, Enablement, and Best Mode.

a. Requirements. The specification shall contain:

1. Written Description. A written description;

2. Best Mode. The best mode contemplated by the inventor of carrying out his invention.

b. Description. The written description shall include

1. Invention. A description of the invention;

2. Making. A description of the manner and process of making and using the invention;

c. Enablement. The description shall be written:

1. Clarity. In full, clear, concise, and exact terms;

2. One Skilled in the Art. Such terms must be sufficient to enable one in the Art to which the invention pertains, or with which the invention is most closely related, to make and use the invention.

d. Note. There is some dispute whether the description requirement is separate from the enablement requirement.

ii. § 112 ¶ 2. Claim(s).

a. Specification. The Specification shall include:

1. One or More. One ore more claims; and

2. Conclusion. The claim(s) must be the conclusion of the specification.

b. Manner of Drafting Claim(s). The claim(s) must:

1. Point and Claim Subject Matter. The claims must point out and claim the subject matter that is the patent;

2. Particularity. The pointing and claiming must be done particularity

iii. § 101. Utility. The invention must be useful.

iv. Material Information.

a. Duty of Candor. It is a violation of the duty of candor if 

1. Withhold or Submit. One withholds material information regarding patentability or submits false material information; and

2. Intent. The withholding or submittal was with the intent to deceive.

B. The Patent Application.

i. Written Description.

a. General Rule. The written description sufficiently supports the subject matter of the claims if

1. Describe. The written description sufficiently describes the claims; and

2. Enable. The written description sufficiently enables the claims.

b. Description: Patentee Posses Invention. The written description sufficiently describes the invention where the disclosure reasonably conveys to one skilled in the art that the inventor possessed the claimed invention.

1. No Example Necessary. Examples are not necessary to support the adequacy of a written description.

2. No Reduction of Practice Necessary. The written description standard may be met even where actual reduction to practice of an invention is absent.

3. No Recital of Know Facts Necessary. There is no per se rule that an adequate written description of an invention that involves a biological macromolecule must contain a recitation of a known structure.

c. Enablement: No Undue Experimentation. A lack of enablement is appropriate where the written description fails to teach those in the art to make and use the invention as broadly as it is claimed with out undue experimentation.

1. Not Within Scope. A specification does not enable one skilled in the art to use the invention commensurate with the scope of the claims where the written description enables something within the scope of the invention but the claims extend beyond that scope which is not enabled.

2. General. A general enablement rejection is where the written description does not enable anything within the invention.

3. Full, Clear, Concise, and Exact Terms. To be enabling, the specification must teach those skilled in the art how to make and use the invention in full, clear, concise, and exact terms.

ii. University of Rochester v. G.D. Searle & Co.  Separate Requirement?
a. Linn / No / Minority. There is no separate written description requirement from the enablement requirement. The written description must be in the claims and therefore there is no reason to have a separate requirement that the meets and bounds of the invention also be described in the specification.

b. Lourie / Yes / Majority. There is a separate written description requirement form the enablement requirement. The fact that claims also include a written description is of no consequence because the specification must teach the invention and the claims define parameters of the property that the patentee has the right to exclude others from using. 

iii. Primary Issues. 

a. Usually, written description issues arise with provisional patents and international patents.

b. The narrow language in the parent application’s written description can not be expanded to included claimed subject matters in the child patent application.

iv. Falko-Gunter Falkner v. Stephen Inglis. (Gajarsa)

a. Holding. 

1. Although the disclosure was for the herpes virus and the claim was for poxvirus, the disclosure was still enabling, because the difference between the herpes virus and the poxvirus is well known in the art, and, as such, one skilled in the art could readily make and use the invention.

2. Examples are not necessary to support the adequacy of a written description.

3. The written description standard may be met even where actual reduction to practice of an invention is absent.

4. There is no per se rule that an adequate written description of an invention that involves a biological macromolecule must contain a recitation of a known structure.

v. In re Cortright. (Mayer)

a. Holding. Although the disclosure claimed that it would restore hair but did not teach how it would fully restore hair, there was not lack of enablement because the terms of the disclosure must be interpreted to mean what one ordinarily skilled in the art would assume them meant.

b. Proposition. Although claims must be given their broadest reasonable interpretation, that interpretation must not conflict what a person skilled in the art would reasonably interpret the word to mean.

vi. Enablement: The Double Standard. Simple inventions, since they are easy to appreciate, do not need proof to establish enablement, whereas complex intentions need proof to establish utility. 

C. Claims.

i. General Rule. An application particularly points out and distinctly claims an invention if

a. Regard as Invention. The claim sets for what the applicant regards as his invention; and

b. Particularity and Distinction. The claim is with sufficient particularity and distinction, e.g., the claim is sufficiently definite.

ii. Purpose.

a. The purpose is to ensure that the claims describe the applicant’s invention.

b. Also, the purpose is to provide a clear warning to others as to what constitutes infringement of the patent.

iii. Regard as Invention.

a. Objective Standard. The standard to determine whether a claim sets forth what the applicant regards as his invention is an objective standard, and, as such, little weight is to be given to the testimony of the inventor himself on trial; however, anything in the record, i.e., a letter to the PTO, a response to an office action, etc. can be used to interpret what the claim means.

iv. Particularity and Distinction.

a. Meets and Bounds. The claims, when read in light of the specification, must apprise one skilled in the art of the scope of the invention e.g., the meets and bounds of the invention.

b. Own Lexicographer. A patentee can be his own lexicographer provided that the patentee’s definition, to the extent that it differs from the conventional definition, is clearly set forth in the specification.

c. Canon of Construction: Broadest Reasonable Interpretation. The claims must be given their broadest reasonable interpretation consistent with the drawings as well as the specification.

d. Drawings. Drawings alone may provide a written description of an invention as required and may also be used like the written specification to provide evidence relevant to claim interpretation.

e. Embodiments and Interpretation.

1. An embodiment is an example of the invention. The embodiment can be used to interpret the claims but it cannot be used to import a limitation into the claims. 

2. However, it is often hard to determine whether something is a limitation or an embodiment specific characteristic.

f. Example About. The word about is sufficiently definite if one skilled in the art would understand it as such.

v. Solomon v. Kimberly-Clark Corp.

a. Holding. 

1. A court can not invalidate if the claims does not set forth what inventor regards as her invention, determined by her testimony at trial; rather, the court can invalidate a patent only if the claim does not set forth what the inventor regards as her invention, determined by what is in the record.

2. The standard to determine whether a claim sets forth what the applicant regards as his invention is an objective standard, and, as such, little weight is to be given to the testimony of the inventor himself on trial; however, anything in the record, i.e., a letter to the PTO, a response to an office action, etc. can be used to interpret what the claim means.

b. Reasoning. 

1. An inventor testimony as to what his words in the patent mean is to be given very little probative value, because 

a. The testimony of an inventor is ultimately self-serving and 

b. The statutory requirement is that the claims must be interpreted to mean what a reasonable person skilled in the art would interpret the word to mean.

vi. In re Donaldson.

a. § 112 ¶ 6. An element in a claim can be a step or a function without explicating the step or function if the step or function is fully explained in the specification.

b. Holding. Prior president holding that the meaning of a step or function is to be construed broadly and independently of the explanation of what the step or function in the specification is overruled. The step or function must be interpreted consistently with, and without disregard to, the explanation of the step or function in the specification.

vii. Preambles as Limitations.
a. A preamble to a claim cannot be used as a limitation because a preamble adds nothing to a claim, e.g., it cannot be considered to give the claim life, meaning, or vitality.

b. Preambles are not limitations because they don’t limit anything.

D. Utility and Enabling Disclosure.

i. Utility.

a. § 101. An invention must be useful.

b. An invention is useful if 

1. Operable. The invention is operable, e.g., the invention is capable of being used to effect the object proposed;

2. Substantial or Practical. The utility is substantial or practical;

3. Not Immoral. The utility cannot be immoral; and

4. One Objective. The invention meets at least one stated objective.

c. Question of Fact. Utility is a question of fact, which is reviewed for clear error.

ii. Enabling Disclosure. 

a. The disclosure must be enabling. 

b. A disclosure is enabling if

1. The disclosure teaches those who are skilled in the pertinent art how to make and use the full scope of the claimed invention without undue experimentation.

c. Question of Law. Enablement is a question of Law.

d. Raytheon v. Roper.

1. Holding. 

a. The invention just has to do something to be useful, and the invention does not need to do everything that is in the specification, as long as it accomplishes one of the stated objectives, then the invention expresses utility.

b. A patentee is not responsible for the correctness of his theories, when the correctness of the theories is not related to the validity of the claims under construction.

c. If the invention does not work, then it does not have utility.

d. Circumstantial evidence, such as the commercial success, the infringement, etc., can be used to prove that the invention is useful.

e. Infringement and usefulness are mutually exclusive; an invention cannot be simultaneously infringe and lack utility.

iii. Chemical and Pharmacological Compounds.

a. Rationale.

1. Non-Pharm Cases. In non-pharmaceutical cases, the analysis of utility is combined with an analysis of enablement because one cannot teach how something works if that something does not work.

2. Pharm Cases. In pharmaceutical cases, the issues of utility and enablement are combined with an analysis of whether there has been an actual reduction to practice. The reason is that one may not know whether a pharmaceutical invention will work until it has been tested either in vitro or in vivo.

b. General Rule. Practical utility, for a pharmaceutical invention, can be shown by adequate evidence of 

1. Pharmacological. Any pharmacological activity, e.g., the uses, effects, and modes of actions of drugs; and

2. Testing. Any testing that is reasonably indicative of the desired pharmacological response.

c. Likelihood of Success. The evidence that proves the pharmacological activity does not need to be absolute but just a likelihood of success. 

d. Sufficient Correlation between Testing and Pharmacological Activity. The testing must be sufficient to prove a correlation between the tests and an asserted pharmacological activity so as to convince those skilled in the art, to a reasonable probability, that the novel compound will exhibit the asserted pharmacological behavior.

e. Cross v. Iizuka (Kashiwa)

1. Holding.

a. No Particular Utility Required. Evidence of some utility, from the disclosure, is sufficient when the disclosure does not claim any particular utility.

b. Reasonable Correlation. An in vivo test, e.g., a test on a living being, is not needed where an in vitro test, e.g., a test in a pee-tree-dish, is sufficient to prove a reasonable correlation between the invention and its utility.

E. Best Mode Disclosure.

i. § 112 ¶ 1. The specification must contain the best mode contemplated by the inventor of carrying out his invention.

ii. General Rule. 

a. Analysis. An patent is invalid, because the inventor failed to disclose the best mode, if

1. One Mode Better than Another. The inventor knew of a mode of practicing his claimed invention that he considered to be better than any other; 

2. At time of Filing. This knowledge was at the time the inventor filed his application;

3. Concealment. The disclosure was inadequate to enable one skilled in the part to practice the better more or, in other words, has the inventor concealed his preferred mode from the public.

b. Concealment: Knowing, Accidental, or Inadequacy. Concealment can be done knowingly or accidentally or when the disclosure is too inadequate to permit the best mode from being practiced.

c. Subjective Test. This is a subjective test and not the objective best mode of the invention.

iii. Random Rules.

a. Personal. The requirement is personal to the inventor and not his or her colleagues or co-workers.

b. No Obligation. There is no obligation that the inventor has a best mode.

c. No Update on Continuation. The inventor does not need update the best mode when he is filing a continuation patent.

d. International. If one files an international patent, then he does not need to incorporate a best mode that he learns at the time he files his use application.

e. Supply / Trade Name. The supply or trade name of an element of the invention must be disclose only when one skilled in the art can not practice the best mode without it.

f. Commercial Embodiment Irrelevant. Even if the commercial version of the invention contains the best mode, if, at the time of filling the application, the inventor did not disclose the best mode, then the patent is invalid.

g. One Skilled in the Art Figures it Out. If the application does not disclose how to accomplish a component of the best mode, the invention is not invalid, so long as one skilled in the art could figure out how it’s done, i.e., executing a program from source code.

iv. Transco v. Performance (Rich)

a. Holding. If one files an international patent, then he does not need to incorporate a best mode that he learns at the time he files his use application.

b. Reason. There is no reason to treat a continuation application differently than an international application for attaining the benefit, and, because the inventor does not need update the best mode when he is filing a continuation patent, the inventor does not need to update his best mode when the invention enters the national stage.

1. The inventor does not need update the best mode when he is filing a continuation patent because a new best mode would constitute new subject matter, and one can not add new subject matter to a continuation patent.

2. McDermott. Who says new best mode is new subject matter?  

3. Holding. A best mode violation may occur where the disclosure of the best mode, from an objective standpoint, is so inadequate as to effectively conceal the best mode from the public.

v. United States Gypsum v. National Gypsum (Lourie)

a. Proposition. A best mode violation may occur where the disclosure of the best mode, from an objective standpoint, is so inadequate as to effectively conceal the best mode from the public.

b. Holding. The inventor’s technical disclosure of an element instead of the trade name of the element amounted to concealment because, objectively, one skilled in practicing the art could not have practiced the best mode without the trade man, given that it was not well known in the art.

c. Proposition. Even if the commercial version of the invention contains the best mode, if, at the time of filling the application, the inventor did not disclose the best mode, then the patent is invalid.

F. Inequitable Conduct or Fraud on the Patent Office.

i. Premise.

a. Duty of Candor. A patentee and his attorney owe the Patent Office a duty of candor, good faith, and honesty, which necessitates a fair and full disclosure of material information relating to patentability of the invention in question.

ii. General Rule. A court will not enforce an otherwise valid patent if

a. Misrepresentation. The patentee has made an affirmative misrepresentation, failed to disclose information, or submitted false information;

b. Materiality. The misrepresentation, or the undisclosed or false information, was material; and

c. Intent to Deceive. The patentee intended to deceive when he made the misrepresentation, failed to disclose the information, or submitted the false information.

iii. Three-Step Analysis.

a. To determine whether a patent is invalid because of inequitable conduct, the court must conduct a three-step analysis:

1. Threshold Materiality. The non-disclosure or false information must meet the threshold degree of materiality;

2. Intent to Deceive. The patentee’s must have made the non-disclosure or false information with intent to deceive. 

3. Balance. The court must then balance the materiality of the non-disclosure with the intent to determine whether the equities warrant a conclusion that the inequitable conduct occurred and the otherwise valid patent is unenforceable.

a. Under this balancing test, if the materiality is high, then the lower level of intent is required; likewise, if the materiality is low, then the high level of intent is required.

iv. Materiality.

a. Before PTO.

1. Rule 56 (1977-1992). Information is material when

a. Substantial Likelihood. There is a substantial likelihood that a reasonable examiner would consider it important in deciding whether to allow the application to issue as a patent.

2. Rule 56 (1992-Present). Information is material when

a. Non-Cumulative. The information is not cumulative with that which is already in the record; and

b. Prima Facie Case. The information helps establish a prima facie case of unpatentability.

c. Inconsistent. The information refutes or is inconsistent with a position the applicant takes in either opposing an argument of unpatentability or asserting an argument of patentability. 
3. Hoffman-La Roche v. Promega. The new standard was not intended to constitute a significant substantive break with the previous standard.

4. Digital Control v. Merlin Technology. The new standard of materiality merely provides an additional test.

b. Litigation.

1. Does not Need to be Invalidating. Information does not need to be invalidating to be material.

2. Threshold: Reasonable Examiner. The threshold level for materiality is met when a reasonable examiner would have considered the undisclosed information important to decide whether to allow the application to issue.

3. Some of the Features. A reference is material to patentability if just some of the features – assuming the device operates, as a whole, differently – are relevant to patentability. Critikon v. Becton.
4. Even Litigation must be Disclosed. When the patent for which reissue is sought is, or has been, involved in litigation which raised a question material to patentability of the reissue application, the existence of such litigation must be brought to the attention of the examiner. Critikon v. Becton.
v. Intent to Deceive.

a. Critikon v. Becton.
1. Circumstantial Evidence. Intent need not be proven by direct evidence; it is most often proven by a showing of acts, the natural consequence of which are presumably intented by the actor. Generally, intent must be inferred from the facts and circumstances surrounding the applicant’s conduct.

a. High Materiality and No good Reason. For example, a high materiality of the withheld information and the absence of a credible reason establishing why the information was not disclosed leads to the inference of intent to deceive.

b. Old Standard But Not Specifically Overruled.

1. General Rule.

a. An applicant has an intent to deceive if

1. Knows About. The applicant has actual knowledge regarding information; and

2. Knows Material. The applicant has actual knowledge that the information was material.

2. Kingsdown.
a. Holding. A finding that a particular conduct amounts to gross negligence does not itself justify an inference of intent to deveive; the involved conduct, viewed in light of all the evidence, including evidence indicative of good faith, must indicate sufficient culpability to require a finding of an intent to deceive.

3. BF Goodrich v. Aircraft Braking (Lourie)

a. Holding. The intent to deceive must be established with direct evidence of a patentee’s knowledge that the information was material.

4. Allied Colloids v. American Cyanamid (Newman)

a. Holding. It is not inequitable conduct to omit telling the patent examiner information that the applicant in good faith believes is not material to patentability.

5. Life Techs v. Clontech (Gajarsa)

a. Holding. Although patentee knew that there was a prior art reference that might have been relevant to patentability and did not disclose it, the court could not infer intent to deceive from such behavior.

c. New Standard.

1. General Rule.

a. An applicant has an intent to deceive if

1. Knew About. The applicant knew about the information;

2. Knew or Should Have Known about Materiality. The Applicant knew or should have known of the materiality of the information; and 

3. No Credible Explanation. The applicant has not provided a credible explanation for the withholding that information.

2. Purdue Pharma v. Endo Pharmaceuticals (Plager)

a. Holding. A patent prosecutor had an intent to deceive when 

1. He use language that implied, if not suggested, there were experimental results; and 

2. In reality, the discovery was based solely on the inventor’s insight.

b. The language use was the utility was a “surprising discovery.” As such, a discovery is not an insight but suggestive of experimental results.

3. Ferring BV v. Barr Labs.

a. Holding. The applicant had an intent to deceive when the applicant failed to disclose the fact that the declarations from three non-inventors where people who were either a paid consultant for the patentee at one point, had received research funding from the applicant, or worked on several projects with the applicant.

b. Proposition. At least, where the objectivity of the declarant is an issue in the prosecution, the inventor must disclose the known relationships and affiliations of the declarants so that those interests can be considered in weighing the declarations.

4. McKesson v. Bridge Medical (Clevenger)

a. Holding. A patentee must disclose the rejection of a co-pending patent application to the examiner who is examining the co-pending patent application’s sister application which address common subject matter, regardless of the standard of disclosure among patent attorney’s.

b. Holding. A patentee must disclose a prior art reference even if the prior art’s teaching are asserted in other prior art references because such is not cumulative.

c. Holding. An argument that the patent attorney can not remember the reason why he did not disclose information, which occurred almost 20 years ago, is not a credible explanation.

d. Holding. An assignee who purchases a patent in good faith is still liable for inequitable conduct.

vi. Other Rules.

a. Prompt. The applicant must promptly – and, as soon as he is aware – disclose any material information. 

b. During all Proceeding. The duty of candor remains during every proceeding with the Office.

c. Jury Question not an Abuse of Discretion. Up to a court how they want to handle the question of inequitable conduct, bench hearing, interrogatories, or jury instructions.

d. Litigation Misconduct does not Count. The Federal Circuit has held that there is no doctrine of inequitable conduct before the District Court or the Federal Circuit.

VIII. Reissue and Reexamination.

A. Reexamination.

i. Introduction.

a. Reexamination is used primarily for reconsidering the validity of an issued patent on the basis of prior art that, during the initial examination, the Examiner did not consider.

ii. General Rule.

a. Anyone, including the Director of the Patent Office, request for a reexamination if

1. Patent or Publication. There is a prior patent or printed publication;

2. Prior Art. Such a patent or publication is prior art for the purposes of patent validity; and

3. Substantial New Question. Such a patent or publication raises a substantial new question of patentability 

4. At Least One Claim. The new question of patentability relates to at least one claim. 

b. Substantial New Question: Reasonable Examiner. There is a substantial new question of patentability if a significant likelihood that a reasonable examiner would consider the reference important in deciding whether the claim is patentable.

c. Prior Examined Prior Art can be Considered. During reexamination, prior art that was already considered by the initial examiner or a prior reexaminer may be used to support a request for reexamination. 
1. Example. If the examiner had in his possession prior art references X, Y and Z, and he considered X and Y, then a petitioner can ask for a reexamination of X and Z if the examiner did not consider X and Z and X and Z raise a substantial new question of patentability.

d. No Prior Use, Knowledge, Nor Sales. A petition for reexamination cannot be on the basis of prior use, knowledge, or sales. 

e. No Presumption of Validity. Once reexamination has begun, with regard to the areas that are being examined, there is no longer a presumption of validity.

f. Either Ex-Parte or Intra-Parte. The reexamination proceeding can be done either ex-parte, e.g., without the third party petitioner, or inter-parte. 

1. Intra-Party Specific. Under an inter-parte reexamination, there are rules that apply, which do not apply for ex-parte examination.

a. Right to Appeal. The third party petitioner has the right to appeal to the board or the federal circuit. 

b. Full-Disclosure. The third party petitioner must disclose all prior references that he wants to use to challenge the patent.

c. Estoppel for Already Resolved. The third party petitioner is estopped in subsequent civil cases from challenging the validity of a claim on any grounds that were raised or could have been raised during the inter-parte proceeding.

g. Amendments But no Broadening of Claims. An patentee may amend the claims during reexamination, so long as the amendment does not broaden the claims. Also, any broaden claims will be held invalid.

1. Test to Determine Broadening. An amended, reexamined claim is broader than the original claim if

a. Infringe Amended But Not Original. There is any conceivable process that would infringe the amended, reexamined claim but that would not infringe the original claim.

h. Intervening Rights. Third party’s have intervening rights under § 305(b). 

iii. Purpose.

a. The purpose of the reexamination proceeding is to provide litigants with a cheaper forum and to strengthen confidence in the PTO. 

iv. Scope of Reexamination.

a. In re Recreative Technologies. (Newman) (Overruled by Statute)

1. Holding. A prior art reference that served as a rejection in the prosecution of the original patent could not support a substantial new question of patentability that would permit the institution of a reexamination proceeding.

v. Judicial Intervention.

a. No Order to Reexamine and No Order to Submit. A court may not order a party to seek reexamination nor order the patentee to submit documents filed by the adverse party in an infringement to suit to the PTO in a reexamination proceeding.

b. Stay of Any Pending Litigation Unless Justice Demands Otherwise. A patentee has the right, once an inter-party reexamination has been order, to obtain as stay of any pending litigation involving an issue of patentability of any claims of the patent that are the subject of the inter parte reexamination unless the court determines that a stay would not serve the interest of justice.

c. Tokuyma Corporation v. Vision Dynamics (Dist. Crt.)

1. Factors to Consider when Ordering a Stay:

a. Whether discovery is complete and whether a trial date has been set;

b. Whether a stay will simplify the issues in question and the trial of the case; and

c. Whether a stay would unduly prejudice or present a clear tactical disadvantage to the mobbing party.

B. Reissue.

i. Introduction.

a. Reissue is used primarily to broaden or narrow the scope of the claims in the issued patent. 

ii. General Rule.

a. A patentee can petition the PTO to reissue his patent with new or amended claims if

1. Error. The patent has an error;

2. No Deceptive Intent. The patentee made the error without deceptive intent; and

3. Reason For Error. The error renders the patent wholly or partly inoperative or invalid, for the reason that: 

a. Defective. There is a defective specification or drawing; or

b. Claim too Much or Little. The patentee claimed more or less than he had the right to claim in the patent.

b. Term: Remainder of Prior Patent. The reissued patent last as long as the prior patent would have.

c. Enlarge only if Petition within Two Years of Issue. The scope of the claims may be enlarged only if the reissue petition is applied for within two years of the grant of the original patent.

d. Intervening Rights. A third party can not be held to have infringed the claims in the reissue patent not identical to claims in the original patent prior to reissue and may be allowed to “infringe” non-identical claims after reissue.

e. Determine Validity. During reissue, the examiner can examine the whole patent and invalidate it on any statutory grounds because reissue is basically a reexamination of the patent.

iii. Reissue Error and Recapture.

a. General Rule: No Recapture. A patentee who, because of an objection that was based on prior art, narrows his claim during the initial examination cannot petition the PTO for a reexamination and try to recapture the portions of his claim that he gave up when he narrowed his claim.

1. Reason. Under such circumstances, the narrowing of the claim operates as the patentee’s admission that the abandoned portions of the claim are not patentable.

b. Purpose. The purpose of the Recapture doctrine is to prevent a patentee from regaining through reissue the subject matter that he surrendered in an effort to obtain allowance of the original claims.

c. Nupla v. IXL (Michel).

1. Holding. When amendments correcting an over-claiming are made during reissue prosecution in response to a rejection, a patentee is obligated to file a supplementary declaration explaining the source of the over-claiming error, that it was non‑deceptive and otherwise excusable, and how the amendment corrects the over-claiming.
iv. Broadening of Claims.

a. Enlarge only if Petition within Two Years of Issue. The scope of the claims may be enlarged only if the reissue petition is applied for within two years of the grant of the original patent.

1. After Filing Okay to Broaden More. Where an application for reissue to broaden the claims has been filed within the two-year period, during the reissue examination and after the two year period is over, the applicant can broaden the claims further before the reissue patent is granted. 

b. Test to Determine Broadening. An amended, reissued claim is broader than the original claim if

1. Infringe Amended But Not Original. There is any conceivable process that would infringe the amended, reissued claim but that would not infringe the original claim.

c. No New Matter: Supported By Spceification. The reissued patent, with the broadened claims, cannot contain new matter. That is the new claims must be supported by the specfication.

d. Quantum v. Rodime (Palger)

1. Holding. The change from “approximately 600” to “at least approximately 600” was a broadening of the claims, and, therefore, the claims to which such a broadening was done were invalid.

e. In re P. Doyle (Clevenger)

1. Holding. The failure, during examination, to present a liking claim, which is a claim broad enough to read on or link two or more groups of claims that are subject to a restriction requirement, which is a requirement to file a divisional application, is a correctable error under reissue.
2. Holding. Where, during examination, the examiner suggests a restriction and the patentee does not file a restriction, does not agree to a waiver, and does not present a linking claim, the patentee, during reexamination, may amend his patent to include the forgone linking claim.

f. Predicate Logic v. Distributive Software (Linn)

1. Holding. The change from “said at least one index” to “at least one said index” is not a broadening of the claims.

C. Effective Date and Intervening Rights.

i. § 252 ¶ 2.

a. Absolute Right. An accused infringer has the absolute right to use or sell a product that was made, used, or purchased before the grant of the reissue patent as long as this activity does not infringe a claim in the reissue patent that was also in the original patent.

b. Equitable Right. 

1. A court may permit an infringer that has an absolute right to continue to make, use, or sell additional products that the reissue patent covers provided that:

a. The infringer made, purchased, or used identical products or made substantial preparations to make use, or sell identical products; and

b. Such making, purchasing, using, or selling was before the date of reissue.

2. The court may provide for this equitable right to the extent and under such circumstances that the court deems equitable for the protection of investments made or business commenced.

IX. Infringement.

A. Introduction.

i. Two-Step Analysis. To determine whether a person’s conduct infringes a patent, there is a two step analysis:

a. First: Claim Construction. The court must interpret the language of the patent, in order to determine the meaning of the claims to assert each claim’s meaning and scope; and

b. Second: Infringement. A finder of fact must determine whether the person’s conduct constitutes infringement.

ii. § 271: Infringement of Patent.

a. Direct Infringement. A person infringes a patent if

1. Making, Using, Offering, Selling, or Importing. The person makes, uses, offers to sell, sells, or imports the patented invention;

2. In the US. The making, using, offering, or selling is in the US or the importing is into the US;

3. Without Authority. The making, using, offering, selling, or importing was without authority;

4. During the Patent Term. The making, using, offering, selling, or importing was during the term of the patent.

b. Induced Infringement. A person shall be liable as an infringer if

1. Actively Induce. The person actively induces another to infringe a patent directly.

c. Contributory Infringement. A person shall be liable as a contributory infringer on a patent if

1. Offers, Sells, or Imports. The person offers to sell, sells, or imports:

a. Component. a component of the patented machine, manufacture, combination, or composition or 

b. Material or Apparatus. a material or apparatus for use in practicing the patented process;

2. In the US. The offer or selling was in the US or the importing was into the US;

3. Material Part of Invention. The component, material, or apparatus constitutes a material part of the patented invention; and

4. No Substantial Non-Infringing Use. The person knows that the component, material, or apparatus is especially made or adapted for use in an infringement of the patent and not in a staple article or commodity of commerce suitable for substantial non-infringing use. 

iii. Each Separate. Each separate act of making, using, selling, or importing constitutes infringement.

iv. Preponderance of Evidence. The plaintiff must prove infringement by a preponderance of the evidence.

v. Patent Term. A patent lasts for 20 years from the date of filing, with additions for delays that the PTO caused and subtractions for the delays that the patentee caused.

vi. No Intent. The patentee does not need to prove that the accused infringer knew about the patentee’s patent.

vii. Provisional Patent. A patentee can recover reasonable royalty compensation for infringement of a published patent application if

a. The infringer has actual notice of the patent application;

b. The infringed claim is issued in a substantially identical form to the claim as published in the application; and

c. The patentee files suit six years after the patent has issued.

B. Claim Construction.

i. Purpose of Claims.

a. Claims have twin functions to define the limits of the claimed invention so that the examiner can determine their validity and to inform the interest public, e.g., presumably all persons of ordinary skill in the art and competitors, what’s off limits or the boundaries of the invention is

ii. Question of Law. Claim construction is a question of Law.

a. Markman. Claim construction is a question of law and subject to de novo review because

1. Judges are better qualified, by their legal training, than lay juries, to do claim construction.

2. Juries do perform a valuable service when the credibility of adverse witnesses is potentially dispositive; however, there is no real need for expert witnesses to determine what a claim means.

b. Cybor Corp. v. FAS Tech. (Archer)

1. Holding. Claim construction is a pure legal issue and subject to de novo review.

a. Reason. The Supreme Court’s unanimous affirmance in Markman of the court’s on banc judgment fully supports the conclusion that claim construction as a purely legal question is subject to de novo review on appeal, including any alleged factual based questions relating to claim construction. 

2. Mayer Dissent. The Supreme Court would not have repealed part of the Fed. Rules of Civ. Pro. and Evid. without so much as a mention that district courts no longer have discretion to admit expert evidence and need not find facts when evidence is disputed in these cases. Nor would it have so excused this court from normal, historical role of appellate courts to review and install it as a collegial trial court.

iii. General Rule. The court must determine the meaning of the claims, and, in doing so, it must follow some basic rules, guidelines, canons of construction, etc.

a. Extrinsic and Intrinsic Evidence. A court must first consider the intrinsic evidence before considering the extrinsic evidence. The trial court possesses the discretion to consider extrinsic evidence but does not need to consider it, if the intrinsic evidence establishes the proper meaning of the claim.

1. Intrinsic. Intrinsic evidence consists of the claims, specification, drawings, and prosecution history.

2. Extrinsic. Extrinsic evidence is anything that is not intrinsic, such as expert testimony, dictionaries, treatises, etc.

b. Ordinary Meaning. There is a heavy presumption that a word in a claim carries its ordinary meaning. A dictionary can be used to determine the ordinary meaning of the term. However, a claim will not be accorded its ordinary meaning if:

1. Lexicographer. An inventor acting as his own lexicographer has defined the word; 

2. Term Skill Specific. The term has a specific meaning within the art.

3. Step–Plus Means. An inventor uses a step-plus means function, in which case the term will be construed according to § 112.

c. Interpret and Not Import. A court cannot add import a limitation into the claim from the specification, drawing, or prosecutorial history; rather, it must in interpret what the patentee meant by particular words or phrases in the claim.

d. Lexicographer. An inventor can be his own lexicographer either: 

1. Specifically. By specifically defining a term to have an unusual meaning or 

2. Circumstances. By using a term in a way that the intended standard meaning is clear.   

e. Include Preferred Embodiment. Any construction should include the preferred embodiment.

f. Consistent Meaning. The meaning of terms that are in multiple claims within the same patent should be constructed consistently.

g. Claims Interpreted Differently. No claim being superfluous, each claim should be construed differently.

iv. Claimed Limits Exclusive or Inclusive.

a. Comprising: Exclusive/Open. A claim using the transition word “comprising” is exclusive, which means the claim is open to additional limits beyond those recited, and, therefore, the person’s product does infringe if it includes more limitations than recited in the claim.

b. Consisting: Inclusive/Closed.  A claim using the transition word “consisting” is inclusive, which means that the claim is not open to additional limits beyond those recited, and, therefore, the person’s product does not infringe if it includes more limitations than recited in the claim.

c. Consisting Essentially: Partially Open. A claim using the transition word “consisting essentially of” is partially, which means that the claim is open to some additional limits beyond those recited, and, therefore, the person’s product does not infringe if it includes more limitations that recited in the claim and those limitations do not materially affect the basic and novel properties of the invention.

v. Edwin Phillips v. Awh Corp. (Bryson)

a. Proposition.

1. Ordinary Meaning. In some case, the ordinary meaning may be readily apparent even to lay judges and claim construction involves little more than application of widely accepted meaning of commonly understood words.

a. Dictionary Helpful. Under such circumstances, a general purpose dictionary maybe helpful.

2. Exception: Art Specific Term. In many other cases, determining the ordinary meaning of the claim requires examination of terms that have a particular meaning in a field of art.

a. Under such circumstance, the court should look at: 

1. Sources Available to Public. Those sources available to the public that show what a person of skill in the art would have understood the disputed claim language to mean; and 

2. Intrinsic and Extrinsic Evidence. The words of the claims themselves, the remainder of the specification, the prosecution history and extrinsic evidence concerning the irrelevant scientific principles, the meaning of the technical terms and the state of the art

b. Reason. The reason for this is that the meaning of a claim term as understood by person of skill in the art is often not apparent and that patentees frequently use terms idiosyncratically.

vi. Nystrom v. Trex Comp. (Linn) (Ordinary Meaning)

a. Holding. The word “board” in the claim is not limited to “wooden boards” but also composite material, because the ordinary and customary meaning of the word, as defined by the dictionary, encompasses composite material.

vii. General American Transportation v. Cryo-Trans (Lourie) (Lexicographer)

a. Holding. The word “adjacent” in the phrase “said ceiling means adjacent each of said side walls and end walls” meant that the ceiling could only be adjacent to the side walls and did not mean that the ceiling could be adjacent to the end walls, because

1. Although the ordinary meaning meant that it could, when the patentee included a picture of the preferred embodiment, he, acting as his own lexicographer, defined it as such.

viii. Hoganas v. Dresser (Plager) (Interpretation v. Importation)

a. Holding. The phrase “straw-shaped” means hollow, and the district court imported a limitation when it limited the size of the word straw to soda straw or grass like, because 

1. The dictionary defines straw as hollow and the specification includes examples of hollow material; and

2. There is no mention of size in the dictionary, and, although the specification used such examples, to infer such a limitation is importation.

b. Proposition. The interpretation of a limitation into the specification must be supported by its ordinary and customary usage as defined in the dictionary.

C. Direct Infringement.

i. General Rule: Every Single Limitation. In order for a person’s product or process to infringe directly a patent, the person’s product or process must contain every single limitation of at least one of the claims in the patent. 

a. Contains Every Limitation: Literally or Doctrine of Equivalence.

1. The person’s product or process must contain every single limitation of at least one of the claims in the patent either literally or under the doctrine of equivalence. 

b. Corollaries. 

1. If the person’s product or process is missing even one of the limitations of the claim, then the person’s product or process does not directly infringe the claim.

2. The finder of fact must compare the claims as the court has interpreted with the person’s product or process; comparing the person’s product or process with the patentee’s product or process is improper and incorrect.

ii. Literal Infringement.

a. General Rule.

1. Every Limitation Exactly. A person’s product or process literally infringes a patentee’s patent if the person’s product or process includes every element, e.g., limitation, exactly as recited in at least one of the claims in the patentee’s patent.

2. Test. Does the claim, after being interpreted, “read on” the accused product or process?

a. Question of Fact. This is a question of fact after claim construction.

3. McDermott. Not much left to do, once the judge “interprets” the claims.

b. Novartis v. Eon Labs (Dyk)

1. Holding. The defendant’s product, which involved popcorn as its food item, did not literally infringe the patent because the phrase “food item capable of having its color changed or being crisped” did not include popcorn since popcorn is not a food item that meets the color crispness limitation.

2. Policy. The court will not construe the terms of a patent to include something that the inventor did not really create; here, the inventor did not really invent microwavable popcorn.

c. Van Well Nursery v. Mony Life Insurance.
1. Holding. An insurance company does not directly infringe a patented item, even though it has a security interest or mortgage interest in a patented item, which includes the right to use the patented item and the right to direct the debtor in its continued use of the patented item, because there must be an actual exercise of that right.

2. Proposition. Having the mere ability to use or the mere capacity to control a patented item is not direct infringement absent the actual exercise of that right, power, or control.

iii. Doctrine of Equivalents.

a. General Rule. 

1. Substantially the Same. Under the Doctrine of Equivalents, a person’s product or process infringes a patentee’s patent if: 

a. Function. The person’s product performs the patentee’s patent in substantially the same function;

b. Way. The person’s product performs the patentee’s patent in substantially the same way; and

c. Result. The person’s product performs the patentee’s patent to obtain the same result.

2. Element-by-Element. Under the Doctrine of Equivalents, a person’s product or process infringes a patentee’s patent if the person’s product or process includes every element, e.g., limitation, either literally, e.g., exactly as recited, or its the equivalent, of at least one claim in the patent.

3. Insubstantial. An insubstantial change to a limitation is still its equivalent.

a. Totality of Circumstances. Whether an insubstantial change is equivalent is based on a totality of the circumstances.

4. Substantially Different. Two elements are not they same if they are substantially different, i.e., they are substantially different in the way they function.

5. Definition: Equivalent. An element in the person’s product or process is the equivalent of an element in the claim of the patentee’s patent if

a. Skilled in the Art. Those skilled in the art would consider the two elements as equivalent; and

b. At the Time of Infringement. People skilled in the art thereof know the equivalence at the time of infringement and not at the time the patent was filed or issued.

6. Not One-to-One. An equivalent must be found for every limitation of the claim somewhere in an accused device but not necessarily in a corresponding component.

a. Test. The change of one component for another component is an equivalent which encompasses two or more a limitations in a patented claim if 

1. Function, Way, Result. The change performs substantially the same function in substantially the same way to produce substantially the same result; and 

2. Known Alternative. The change is insubstantial because of the fact that it is a known alternative.

7. Different Function not Equivalent. Two elements are not equivalent if 

a. Same Purpose. The two elements serve the same purpose; but

b. Function differently. The two elements function differently.

1. Structural Differences. Two elements function in a different way if they have structural differences.

b. Exceptions.

1. Equivalent Words. There is no equivalent to limits that contain within them words that equivocate, i.e., about.

2. Encompasses Prior Art. The doctrine of equivalents has overstepped its bounds if the equivalent would encompass prior art.

3. Prosecution History Estoppel. The doctrine of equivalents does not cover subject matter that was relinquished during prosecution.

c. Policy.

1. The doctrine of equivalents is a judge made rule that, according to J. Thomas, has taken on a life of its own. Its purpose is to give the patentee the full scope of his patented invention and not limit it to the literal terms of a claim.

d. Rational.

1. To prevent what is in essence a pirating of the patentee’s invention;

2. To hold a patentee to the precise claim language in all cases could turn the patent grant into a hollow and useless thing;

3. To make it impossible for the unscrupulous copyist to make unimportant and insubstantial changes and substitutions in the patent that, although adding nothing, would be enough to take the copied matter outside the claim; and

4. To temper unsparing logic and serve the grater interests of justice.

e. Festo (J. Kennedy) – The Pros and Cons.

1. Pros.

a. If patents were always interpreted by their literal meaning, then their value would greatly diminish.

b. Unimportant and insubstantial substitutions to certain elements of a patent should not defeat the patent.

c. The inventor who discloses his invention rather than keeps it a secret bears the risk that others will devote their energies toward exploiting the outer limits of the patent’s language.

2. Cons.

a. The doctrine of equivalents has rendered the scope of patents less certain.

b. It is difficult to determine what is or is not an equivalent to a particular element of an invention.

c. This deters competitors from engaging in legitimate manufactures outside the limits of a patent or they may mistakenly think that they can proceed forward when they can’t.

d. Uncertainty leads to wasteful lititgation.

f. Arguments Against the Doctrine.

1. The doctrine is inconsistent with section 112, which requires that the patentee describe the meets and bounds of his invention.

2. The doctrine is inconsistent with reissue, which allows broadening only for two years after the issuance.

3. The doctrine is inconsistent with the purpose of the PTO, which is to set the scope of a patent, through patent prosecution.

4. Congress implicitly rejected the doctrine because Congress only granted it life for means claims.

g. The Old Law: Graver Tank.

1. Proposition. A substitution a patented claim is the claims equivalent if

a. Substantially the Same in Gross. The substitution performs: 

1. Function. Substantially the same function,

2. Way. In substantially the same way, and

3. Result. To obtain the same result; and

b. Known. Such a substitution must be known by the art; 

c. At the Time Patent Filed. Such a substitution must be known at the time the patent was filed; and

d. Factor: Bad Faith. Such a substitution was developed not by independent research but the result of imitation.

2. Question of fact. The doctrine of equivalents is a question of fact.

h. The New Law: Warner-Jenkinson v. Hilton Davis (Thomas)

1. Holding.

a. Element-by-Element. The substantiality of the differences is to be based on whether the accused product or process contains elements identical to or equivalent to each claimed element of the claim in the patent. 

b. At the Time of Infringement. The proper time to evaluate the substantiality is at the time of infringement and not at the time the patent issued.

c. Two or More Okay. The same element in the infringing device can be an equivalent to two or more elements in the patented claim if the element is substantially equivalent to each of them.

d. Bad Faith not Relevant. The conduct of the defendant is no longer a factor.

e. Totality of Circumstances. Different linguistic frameworks may be more suitable for different cases, depending on the facts.

i. Corning Glass. Pre-Warner-Jenkinson But Discusses All Elements.

1. Holding. The fact that the infringer changed one limitation from a positive dopant cladding to a negative dopant cladding was not sufficient to make every element in the claim not equivalent because when no structural claim limitations were rearranged, only relative characteristic of the structures were reciprocally changed.

2. Proposition. 

a. The determination of the doctrine of equivalents is not subject to a rigid formula.

b. The term “element” does not mean a single limitation but means a series of component that when taken together make up a component of the claimed invention.  

c. An equivalent must be found for every limitation of the claim somewhere in the accused device, but not necessarily in a corresponding component.

j. Caputo v. Sealed Air (Per Curiam).

1. Proposition. Two elements are not equivalent if 

a. Same Purpose. The two elements serve the same purpose; but

b. Function differently. The two elements function in a differently.

1. Structural Differences. Two elements function in a different way if they have structural differences.

k. Dolly v. Spalding & Evenflo (Rader)

1. Holding. A high chair that lacks a stable rigid frame separate from the panels and lacks a structure to which components are added does not infringe a patented high chair that includes those elements but functions in the same way.

2. Proposition. An element in a product that does not contain the same structure as the element in the patented claim but that achieves the same function as the element in the patented claim does not infringe.

3. Proposition. There does not have to be a one to one correspondence between the limitations the claimed invention and the infringing product; however, if an infringing product has one element that encompasses two or more limitations in the patent or an infringing product has two or more element that encompasses one limitation in the patent, then the two are equivalent only if all the limitations of the patented invention exist in the infringed products.

a. Equitable Doctrine. Whether an infringing product encompasses all the limitations in a patent must be determined by the equitable principles of the doctrine of equivalents.

1. Mcdermott. He invented a better high chair.

l. Unidynamics Corporation v. Automatic Products (Rich)

1. Holding. An magnet and a padded bracket tending to keep a door closed is not the equivalent of a spring maintaining the door closed because the magnet does not perform function as a spring.

m. Lopes v. Hardware Distributors (Linn) (Back to Function, Way, Result Test)

1. Holding. Although the record established that the accused device performs the same function and achieves the same result as the patented invention, no witness testifies that the accused device performs in the same way as the patented invention; and, therefore, because the function, way and result test was not satisfied, the differences are insubstantial and the accused device do not infringe under the doctrine of equivalence.

iv. Persecution History Estoppel.

a. General Rule.

1. An element in the alleged infringing product is not the equivalent of a element in the claim of a patent, if, during patent prosecution, the patentee surrendered the element in the alleged infringing product.

2. Examples. An applicant may disclaim subject matter by:

a. Amendment. Amending his claim so that the equivalent element is not included in the amended claim when compared to the original claim, which contained the equivalent element.

b. Argument. Arguing before the PTO that the claim does not include the equivalent element.

c. Specification Disclosure. Disclosing in the specification the equivalent element but failing to incorporate the equivalent element in the claimed subject matter.

3. Amendments. 

a. Presumption. If the patentee amends a claim in his patent, then the court should presume that the patentee disclaimed the subject matter that the amendment excised, e.g., a general disclaimer of the territory between the original claim and the amended claim.

1. Rebuttal. To rebut the presumption, the patentee must show that at the time of the amendment one skilled in the art could not have reasonably been expected to draft a claim that would have literally encompassed the alleged equivalent.

a. Situations. In the following situations the patentee can over come the presumption that prosecution history estoppel bars a finding of equivalence:

1. Unforeseeable. The equivalent was unforeseeable at the time of the application;

2. No Relation Between Equivalent and Amendment. The rationale underlying the amendment may bear no more than a tangential relation to the equivalent in question.

3. Other Reason. There is some other reason suggesting that patentee could not reasonably be expected to have described the insubstantial substitute in question.

2. Analysis. The analysis of the criteria is as follows:

a. Unforeseeable. The patentee must prove that the equivalent was unforeseeable at the time of the application.

1. Objective Analysis. This criterion is an objective inquiry.

2. Ordinary Skill. The test is whether equivalent was unforeseen to someone of ordinary skill in the art at the time of the amendment.

3. Rule of Thumb: Later Developed Technologies. Usually, if the equivalent represents later developed technology, then it would not have been foreseeable. However, if the equivalent is old technology, then it was more likely foreseeable.

4. Factual Analysis. Objective foreseeability depends on the factual analysis of what was known at the time by those in the art.

5. Extrinsic Evidence. The district court may hear expert testimony and consider other extrinsic evidence relating to the factual inquiries.

b. No Relation Between Equivalent and Amendment. The patentee must prove that the rationale underlying the amendment may bears no more than a tangential relation to the equivalent in question, i.e., whether the reason for narrowing the amendment was peripheral or not directly relevant to the alleged equivalent.

1. Not Avoidance. An amendment made to avoid prior art that contains the equivalent is not tangential.

2. Objectively Apparent Reason. The reason for the amendment must be objectively apparent for narrowing the amendment. That is the reason should be discernible form the prosecution history record. 

3. No After the Fact Testimony. The court must decide the objectively apparent reason from the prosecution history without the introduction of additional evidence expect, when necessary the testimony of expert to interpret the record. 

c. Other Reason. The patent must prove that there is some other reason suggesting that patentee could not reasonably be expected to have described the insubstantial substitute in question.

1. Narrow Category. This category while vague is a narrow one.

2. Some Other Reason. There was some other reason, such as the shortcomings of language, that explains why the patentee was prevented from describing the alleged equivalent when it narrowed the claim. The reason can no be unforseeability or tangentialness.

3. Limited to Prosecution History. This determination is limited to the prosecution history record.

b. Question of Law. This is a question of law.

c. Case-by-Case Basis. Whether the patentee has rebutted the presumption must be made on a case-by-case basis.

b. Rationale. Because the record provides notice to the public of what the outer limits of the claims are, anything that was surrendered in the record is not part of the claim.

c. Warner-Jenkinson v. Hilton Davis (Thomas) (Overruled)

1. Prove Actual Reason. If the prosecution history contains an amendment, the burden is on the patentee to establish the reason for the amendment.  

a. Sufficient to Overcome. The court must determine whether the reason is sufficient to overcome prosecution history estoppel as a bar to application of the doctrine of equivalents to the element that added by the amendment.

d. Festo v. Shoketsu (Lourie)

1. Holding.
a. Any Reason. For the purpose of determining whether an amendment gives rise to prosecution history estoppel, any reason for amending the claim that related to the statutory requirements for a patent is sufficient to raise the presumption.

b. Voluntary Amendments Give Rise to Prosecution History Estoppel. A voluntary amendment to a claim, e.g., one that is not made at the request of the examiner, is also gives rise to prosecution history estoppel.

c. Complete Bar. (Overruled) Once a claim is amended, the subject matter is completely barred under the doctrine of equivalents.

e. Johnson & Johnston v. RE Service (Per Curiam)

1. Holding. Once the patentee discloses the equivalent subject matter in the specification and limits the claim to exclude the equivalent subject matter, the patentee cannot invoke the doctrine of equivalents to extent to the excluded equivalent subject matter.

f. Honeywell International v. Hamilton Sundstrand (Rader)

1. Holding. The fact that the patentee amended his dependant claim into a independent claim gives rise to the presumption that the limitation that the independent claim encapsulated the alleged equivalent but is no longer in the newly written dependant claim is excised from the patentee’s subject matter.

2. Newman. This makes no sense because a dependant claim includes all the limitations of an independent claim.

D. Contributory Infringement.

i. General Rule. A person shall be liable as a contributory infringer on a patent if

a. Offers, Sells, or Imports. The person offers to sell, sells, or imports:

1. Component. A component of the patented machine, manufacture, combination, or composition or 

2. Material or Apparatus. a material or apparatus for use in practicing the patented process;

3. In the US. The offer or selling was in the US or the importing was into the US;

4. Material Part of Invention. The component, material, or apparatus constitutes a material part of the patented invention; and

5. No Substantial Non-Infringing Use. The person knows that the component, material, or apparatus is especially made or adapted for use in an infringement of the patent and not in a staple article or commodity of commerce suitable for substantial non-infringing use.

6. No Specific Intent Require. The person does not need to have a specific intent to infringe.

E. Induced Infringement.

i. General Rule. A person shall be liable as an infringer if

a. Actively Induce. The person actively induces another to infringe a patent directly.

ii. Broadcom Crop. v. Qualcomm Inc. (Thomas)

a. Proposition. Getting advice puts you between a rock and a hard spot.

iii. Kyocera Wireless v. International Trade Commission (Rader)

a. Proposition. There must be specific intent to encourage infringement; mere general intent is not sufficient.

F. Exhaustion.

i. First Sale Doctrine.

a. The sale of patented article exhausts the patentee’s right to control further the sale and use of the patented article if

1. Unrestricted. The sale was unrestricted; and

2. With Authority. The sale was with the authority of the patentee.

b. Premise. A patent is exhausted when the patentee is fully compensated; any additional gain would be a windfall for the patentee.

c. No Statutory Basis. The doctrine has no statutory basis.

ii. Repair v. Reconstruction.

a. General Rule. 

1. A purchaser of a patented product can make any repair on the patented produce, as a whole, only if the repairs are necessary to prolong the life of the patented product; however, the purchaser is not permitted to reconstruct wholly the patented product in a way that creates an entirely new entity.

2. Totality of Circumstances. Whether something is a repair or reconstruction depends on a totality of the circumstances.

3. Dominate Substantial Structure. The ultimate inquiry is whether the new parts so dominate the structural substance of the whole to justify the conclusion that it has been made a new.

b. Kendall Comp. v. Progressive Medical Technology (Lourie)

1. Holding. The patentee could not restrict the purchaser of its patented products from replacing the unpatented components because the patentee did not impose such a restriction on the purchaser.

2. Proposition. A patentee can restrict a licensee from replacing the unpatented parts of the patentee’s patented products.

c. Porter v. Farmers Supply. (Replacement)

1. Proposition. The replacement of a unpatented component to a patented product does not constitute reconstruction if

a. Constantly Wears Out. The unpatented component wears out constantly; and

b. Fraction of Cost. The unpatented component is only a fraction of the cost of the whole.

d. Dana Corp. v. American Precision.

1. Proposition.

a. Must be Spent. A product must be spent before it can be repaired.

b. An economic analysis, i.e., the repair costs more than repurchase, is not an issue to whether something is a repair or reconstruction.

e. McDermott.

1. Rule. An unpatented component to a patented product can be replaced if 

a. Wasting. The component is known to be expendable, deteriorating, or wasting;

b. Short Life Span. The component does not last as long as the whole product; and

c. Cheap. The relative cost of the component is small.

2. Reason. The patentee must have a reasonable expectation that only the patentee should replace the unpatented component.

f. Exceptions.

1. Experimental or De Minimums. 

a. Madey v. Duke. The experimental use in very narrow and strictly limited to actions performed for amusement and to satisfy curiosity.

iii. Patent License Estoppel.

a. A patent licensee does not have the right to sue for patent invalidity.

G. Willful Infringement.

i. Defenses.

a. § 282: Affirmative Defenses.

1.  The following defense in any action involving the validity or infringement of a patent are affirmative defense and shall be pleaded:

a. Non-infringement;

b. Absences of liability for infringement or unenforceability;

c. Invalidity of the patent or any claim in suit on any ground specified as a condition for patentability;

d. Invalidity of the patent or any claim in suit for failure to comply with any requirement of sections 112 or 251; and

e. Any other fact or act made a defense by this title.

ii. Remedies for Infringement.

a. Injunctions. 

1. § 283. The court may grant injunctions in accordance with the principles of equity on such terms, as the court deems reasonable.

2. Permanent Injunctions. A court should balance the following factors to determine whether to grant an injunction:

a. Irreparable injury;

b. Inadequate remedies at law;

c. Balancing of the hardships; and 

d. Adverse impact on the public interest.

3. Preliminary Injunctions. The patentee can get a preliminary injunction if the patentee can establish all for permanent injunction factors and a high likelihood of success.

4. Arguments.

a. Weakness of one factor overcome by other factors.

b. The public interest in maintaining the integreity of the patent system is very high.

c. Good reasons: The health care and delay by plaintiff.

d. Bad Reasons: Too small and stop infringing.

5. Delay.

a. The failure of the plaintiff to act with great speed is an indication that plaintiff does not really need an injunction.

6. Notice.

a. A party is not bound by an injunction unless he is given notice and he is aiding and abetting the infringer.

7. Compulsory License.

a. The court can order a compulsory license?

1. Arguments For:

a. District Court given broad decision under injunctive powers.

b. An exercise of the District Courts equitable powers.

2. Arguments Against:

a. No statute on point.

b. Copyright has a specific statue on point.

c. Changes in market conditions are frequent so hard to gauge accurate price.

d. Inapposite to the patentee’s exclusive rights.

b. Reasonable Royalties.

1. Damages not less than Reasonable Royalties. When infringement is shown, a patentee is entitled to damages adequate to compensate for the infringement, but in no event less than a reasonable royalty for the use made of the invention by the infringer.

c. Lost Profits.

1. Factors for determining lost profits:

a. The demand for the patented product;

b. The absence of acceptable non-infringing substitutes;

c. The patentee’s ability to exploit the demand; and

d. But for the infringement, the amounts of profit that the patentee would have made;

d. Random.

1. Experts. The court may receive expert testimony on what reasonable royalties would be.

2. Attorney’s Fees. The court can award attorney’s fees in exceptional cases.

3. Punitive Damages. The court may increase the damages up to three times the amount found by the jury or assed by the court.

4. Statute of Limitations. A patentee has six years from the infringing act to file a lawsuit.

5. Plaintiff’s Losses. Damages are based on the plaintiff’s loss and not the defendant’s gains.

6. Markings. The patented product must be marked unless and until the patentee notifies the infringer with a cease and desist letter.

7. Reasonable Belief. One must have a reasonable belief that their patent is valid.

iii. Patent Misuse.

a. US Philips Corp. v. ITC.
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