A. Intro
a. Patent: 
i. In the Constitution Art I § 8 clause 8
ii. § 102 – SHALL be granted a patent unless…( strong entitlement to a patent!

iii. Natural rights or inventors

iv. Reward scientific accomplishments

v. Encourage invention
1. European models may indicate unnecessary to do this b/c market forces are enough to encourage inventions

a. Early English patents – not for new discoveries, rather to encourage skilled craftsman to come over from mainland Europe

vi. Improve American life

vii. Enhance GDP

b. Patent rights

i. Monopoly to prevent others from making, using, or selling w/o permission

ii. 20 yrs from date of application

c. PTO – ex parte (no 3rd parties!) proceedings, review the application and decide if worthy of a monopoly
i. Basic requirements – 

1. True inventor + First to invent (will switch to first to file)

2. Novel, Useful + Nonobvious

3. Patentable Subject Matter

4. File within 1 yr of public use/sale/disclosure
5. Application must fully disclose invention

a. Oath
b. Specification [+ Drawings]

c. Claims (heart of the patent)

ii. Types
1. Utility – useful process, machine, manufacture, or composition of matter
2. Design – designs and shapes that have utility 

3. Plant – asexually reproduced new plant varieties 

d. Fed Courts – patent litigation
i. PTO has no role in this, unlike Germany where all issues of validity are referred back to patent office, court only decides infringement

ii. De novo review – no deference to the district courts 

1. Usually lower court reviewed for clear error

iii. Court Appeals Fed Circuit

1. Congress has given exclusive JDX to Fed courts
2. Uniformity in Patent law

a. Patent law preempts state unfair competition laws
e. Alternative to patents: Unfair Competition
i. Coverage – anything related to business really

1. Industrial espionage

a. Fly overhead factor being built

2. Non-disclosure agreements

3. Covenants not to compete

4. Trade secrets – reverse molding boat hull

ii. Advantages 

1. Cheaper + Faster

2. Not limited to patentable subject matter (more expansive)

a. No novelty or nonobviousness req’d

3. Can last longer than 20 yrs

4. Disclosure to competitors not req’d

iii. Disadvantages

1. Easy to lose (poor security, reverse engineering, loss of key employee)

2. No exclusivity (independent development allowed, reverse engineering)

iv. Cause of action

1. π possessed a trade secret

2. Δ obtained trade secret through improper means

a. Breach agreement; violate confidentiality; theft; espionage; inappropriate business conduct

b. Reverse engineering is appropriate (Bonito Boats) 

v. Preemption of state unfair competition laws

1. Gen rule is free flow ideas, except where Fed has decided to grant a patent!

2. Express – Fed law says preempting state

3. Field – pervasive regulatory scheme

4. Conflict – State law is obstacle to objectives of Congress
a. State may enforce contract claims

b. States may not enforce unjust enrichment claims that take aim at patent-like protection
c. Other Bonito-like areas – inventions + employee rights, spousal rights, assignment rights

d. Patent Act would prohibit reverse engineering, so states may not regulate this - States cannot prohibit reverse engineering (Bonito Boats)

e. Cover – court screws up, allows patentee (never made the product) to recover even though never gave notice to manufacturer under UCC theory (should be preempted by § 287(a) of Patent Act which requires notice + continued infringement before may recover)

f. Proposed reforms

i. Create post-grant opposition (PGO) proceedings at the USPTO. [seems to work in Europe]

ii. Allow patent challenges on "preponderance of evidence" standard.  [present standard is much higher – clear & convincing evidence]

iii. Tighten certain legal standards for obviousness. [Supreme Court may have done it last term]

iv. Provide adequate funding for USPTO. [by raising fees (or taxes) in an election year?]

v. Modify rules on prior art citations and examining procedures.

vi. Consider harm to competition before expanding patentable subject matter.

vii. Publish all patent applications 18 months after filing. [Most important ones already are]

viii. Create intervening or prior user rights to protect against continuing applications.

ix. Require actual notice or deliberate copying for liability for willful infringement.

x. Switch from “first to invent” to “first to file” [seems to work OK in every other country in the world]
B. Patentable Subject Matter - § 101
a. Process, machine, manufacture, composition matter, improvements thereof
b. Exclusions
i. Laws of nature - gravity

ii. Natural phenomena/anything from nature – newly discovered mineral or plant

iii. Abstract ideas – E=mc2, electromagnetism

c. Current law: almost anything is patentable!

d. Cannot patent electromagnetism, but may patent use of it (Telegraph)

e. Living things may be patented as long as changed from its naturally occurring state (genetically modified bacteria, Chakrabarty) 

f. Cannot patent minerals like iron, but may patent purified adrenaline (Parke-Davis)

g. May patent use of equation with computer program for curing rubber (Diehr)

i. McD: computer – Just b/c make it into a program, should not be patentable

1. Equation was known, someone could stand next to machine and do it manually, require novelty and non-obviousness.
2. Same Problem w/ Business Method Patents – Going out of business sale should not be patentable.
h. Business Methods – until 1996, not considered statutory subject matter (Baker: description of bookkeeping deserves a copyright but not a patent; then in State Street Bank: series of steps is a process, § 101 patentable!)

i. Problem – no prior biz method patents – how does examiner find prior art? Want to reject the “going out of business sale” patent, but need a reference!

ii. Amazon – “one click” patent, Fed circuit reversed preliminary injunction & remanded, but in dicta said that Barnes & Noble had raised serious Qs of validity – may indicate courts will question  business method patents

iii. Metabolite – may indicate SC is looking for a good case to re-invigorate § 101 into business method patents

i. Cannot patent gravity, but may patent use of gravity in printing press machine (Eibell)
C. Inventorship

a. Inventorship – who made the invention?

i. Derivation from someone else?

ii. Contribution to making the invention?

iii. Unnamed contributor?

b. Inventorship – when was it made?

i. Knowledge, use by others, disclosures (publications) may bar a patent if and only if they preceded the date of invention - § 102(a)

ii. An invention can only be “derived” (taken) from anther’s work if access to that work preceded the date of invention - § 102(f)

iii. Patent goes to first to invent (earliest date of invention) - § 102(g)

1. Resolved in an “interference” by the PTO – disputed claim is called a “count”

2. If PTO drafts the disputed claim( “phantom count”

iv. When invented - 

1. Often, inventor points to a successful experiment which shows simultaneous conception and reduction to practice

c. Derivation 102(f) – must show 
i. (1) prior conception (Price), AND 
ii. (2) communication of the conception to the adverse claimant (Gambro – communication that render invention obvious is insufficient, must meet anticipation standards)
d. Prior art – anything printed or commonly known

e. Joint inventors – can apply as co-inventors even if (1) did not physically work together, (2) did not equally contribute, and/or (3) did not contribute to each claim
i. Standard  for co-inventor is “not insignificant contribution”
1. Hess – salesman suggesting material for angioplasty ballon was insignificant

2. AcroMed – doctor says needs a screw to stay put, machinist fixes the problem but court says he was just using the ordinary skill of a machinist

3. Subjective – could say doctor was also just using ordinary skill. Alternatively, if machinist/salesman had a PhD might say they were co-inventors. Elitist?

4. Clark – co-invented a grill but used publicly (PRIOR ART), then one of them makes a new collection plate, since the prior grill was in public use, the only patentable invention is the new collection plate, therefore no co-inventorship since only one person was responsible. If had not put the prior grill in public use ( now co-inventors

ii. Disputing co-inventorship gives grad student standing to sue (Chou)

f. Employee Inventors – inventor generally owns rights to the invention, not the employer, but …courts will usually grant employer rights!
i. Shop rights – like an implied license, more likely court will find implied assignment over this
1. Employer has “shop rights” to use the invention when has contributed to development
a. Some courts focus: Use of employer’s time, expense

b. Other court: equitable estoppel, employee’s actions, allowed employer to use the invention, cannot now prevent employer from using

c. Other courts just focus on fairness – employer gets to use it!

d. McElmurry – employer wanted to continue using the invention ( court allows employer to license the invention to other to use
ii. Explicit assignment – employer gets everything
1. Chou – in the university employee manual
iii. Implicit assignment – employer gets everything, “shop rights” turned from an implied license into an implied ownership
1. Employer hires/directs employee to make the invention, then employer owns invention (Teets), employee gets no patent rights, unlike McElmurry where employer has a mere license
D. DATE OF INVENTION

a. Crucial for both validity (102(a) novelty + 103 obviousness) AND priority (102(g))

E. Priority – Q of law, only arises if a party raises this issue
a. General rule – priority goes to first party to reduce to practice unless other party can show prior conception and reasonable diligence in later reducing the invention to practice (abandon/suppress/conceal is = NO reasonable diligence)
i. 102(g)(1) – an invention made outside the US will receive priority if there was no attempt to A/S/C

b. Junior party (second to file) has burden

i. If both co-pending ( preponderance of evidence

ii. If senior patent issued ( clear and convincing evidence, unless junior party awarded earlier filing than senior party

1. Barbacid – Barbacid patent had issued, but junior party was awarded filing date before Barbacid’s, so burden was on Barbacid.

c. Conception – a party must show possession of every feature recited in the count, and that every limitation of the count must have been known to the inventor at the time of the alleged conception so that one skilled in the art would know the invention
i. A general goal or research plan is insufficient 
ii. Need to show you had a definite permanent idea, need to KNOW it works

iii. Do not need to show inherent properties – Hitzeman, very limited doctrine
1. An inherent limitation cannot add anything to the claim, cannot be material to patentability (court said sedimentation rate could not be “known” until practice)

iv. For biotechnology, will almost always need to show conception by reduction to practice (Hitzeman) – biologics are too unpredictable to be able to conceive what will happen (size and sedimentation rates are not inherent, must be determined experimentally)
1. Even if Hitzeman had been exactly correct, court still would have said his ”hopes” were insufficient reduction to practice

v. Court may be moving towards simultaneous conception and reduction to practice 
vi. Reasonable diligence – gaps in time explained by lack of $$$, slower progress may be explained where inventor continued “pursuit” but happened to not take the quickest route (rule of capture???)
1. 2 days gap (unexplained) may be unreasonable!

2. Requires diligence of inventor + attorney
PHARMA CASES ONLY (Hitzeman) – combine conception/reduction practice/written description/enablement/utility analysis

Only know if it will work once tested, which requires reducing to practice, which can then be sufficiently described + enabled (o/w person ordinary skill in art may not be able to practice – mere speculation like hair restoration in Tranzio)

d. Corroboration – some type of evidence necessary to verify conception, law does not require much (VERY LOW STANDARD)
i. Factors: (1) delay between the event and the trial, (2) interest of corroborating witnesses, (3) contradiction or impeachment, (4) corroboration, (5) the corroborating witnesses’ familiarity with details of alleged prior structure, (6) improbability of prior use considering state of the art, (7) impact of the invention on the industry, and (8) relationship between witness and alleged prior user
ii. Writing down w/ date and have wife verifying she saw it on that date may be sufficient (Price)
1. Physical evidence is easier to corroborate

e. Reduction to Practice – testing very likely required
i. Constructive R/P – Filing date of application

ii. Actual R/P - To establish R/P, applicant must prove invention worked successfully for its intended purpose – use the “rule of reason”
1. By testing in the intended environment
a. Cavanagh – data was unclear, never explained what the test was that led to the data, insufficient
2. By testing outside the intended environment if testing conditions are sufficiently similar to the intended environment
a. Peeler – hydrolic fluid in beaker is sufficient
3. Even limited testing may be sufficient if it “in fact demonstrates a solution to the problem intended to be solved by the invention”
a. Do not need to show it works perfectly 

b. DSL – Union Switch tested in good enough environment

4. Must reduce to practice in the US (DSL reduced to practice before Union but it was in Canada), UNLESS publicly disclose (Merck reduced to practice and suppressed, but then publicly disclosed in Canada)
f. Inurement – Q of law
i. Inventor is entitled to the act of another

1. Inventor conceived the invention

2. Inventor had expectation that the embodiment tested would work for the intended purpose of the invention

3. Inventor must have submitted the embodiment for testing for the intended purpose of the invention

4. Cooper - Mr. Cooper didn’t recognize the importance of the fibril length of the grafts ( no inurement! Goldfarb gets patent.
5. If you submit for testing, better appreciate what the testing is and have some control over what is going on

g. Abandoned, Suppressed or Concealed – mere delay, w/o more is not sufficient to show this, need to show some bad intent
i. Forfeit right to date of earlier reduction to practice.
ii. Peeler – waited 2½ years b/c no patent atty resources ( abandonment
iii. Paulik – inventor may rely on renewed efforts for reduction to practice, but cannot have earlier date (inventor is not limited to file date)

iv. Lutzger – 51 mos. delay so does not get earlier date, renewed activity occurred after adverse party already reduced to practice, reentered the race to late!

1. During the 51 mos. he was trying to commercialize the product – not acceptable! 

v. Merck – used invention in Canada, court says can disclose anywhere (even tho need to be 1st to invent in US?) ( gets earlier date.

F. Extensions of patent terms

a. Normally, 20 yrs from filing

b. If prosecution takes > 3yrs, then extension applies

G. [Claim] Validity – always raised in infringement cases

a. Validity = novelty + nonobviousness

i. Raised by PTO – 

1. Burden of persuasion on PTO – must be specific, but not difficult

2. Burden of production then shifts to applicant to rebut examiner

3. NO PRESUMPTION OF VALIDITY if rejected (obviously!)

ii. Raised by alleged infringer (always) 

1. Presumption of validity to overcome – an issued patent is presumed valid (nonobvious, novel, no statutory bars)

2. Challenging party has burden to prove invalid by clear and convincing evidence (more than preponderance, less than beyond reasonable doubt)

a. Jamesbury – jury instruction said “preponderance” std (no, patent issued so clear and convincing std), and said combining references = novelty (no, = obviousness)
b. Novelty - § 102(a) (also 102(e)(2), (g)(2)), key is if anything occurred before date of invention (which may be the constructive R/P if no actual is shown)

NOTE: based on single reference, unlike obviousness

i. Lack novelty if any of following:

1. Known or used by someone else in the US before critical date (102(a))
a. Publicly known if inventor has not prevented accessibility by others 

i. Accessible if no deliberate attempt to keep it secret (but can’t suppress it!)

b. Commercial sale of product is not public knowledge unless examining the product would not reveal the invention
i. Secret uses are okay for 102(a)

c. Woodland Trust – issued patent, party’s assoc. w/Δ testify to prior use 30 yrs ago, court says not clear and convincing

d. Anticipation by a single piece of prior art 

i. Strict identity – if need to combine references ( obviousness

ii. Claim analysis – may use description to interpret a claim, but cannot import terms into the claim 

1. Markman hearings – scope of claim is Q of law, usually this leads to summary judgment

2. Claims w > 1 possible construction should be construed to preserve their validity
3. Patentee in anticipation / Infringer in infringement – wants claim read narrowly to get the patent / prevent infringement
4. Patentee in infringement / Infringer in validity – wants claim read broadly to encompass the infringer / encompass prior art

iii. Compare claim as analyzed to the prior art – anticipated if every element in claim is described in one prior art reference + prior art is enabling (one of ordinary skill in art could practice the invention)

1. Close is not good enough – needs to be right on!

2. Little red wagon and little green wagon – could not be anticipation b/c not exact, but may be obvious

iv. Herman – socks, “moisture vapor permeable” same as air permeable, looked to specification + experts to define, then compared w/ prior art

v. Shoenwald – cannot get a product patent over a chemical previously described, but can get a method patent is find new use (“dry eyes”) – the chemical itself was already known by public so anticipated, but use for dry eyes was not known to public so its new (even tho it technically always existed – it’s new to us)

e. Anticipation by inherency – 

i. An inherent limitation cannot add anything, but mere possibility/probability insufficient to establish inherency 

ii. Robertson – is could be inherent that could use 2 fasteners that hold diaper together to add a 3rd for disposal, but mere possibility is not enough

iii. Broccoli is good for you – discovering that eating it at a certain stage of growth prevents cancer does not deserve patent since prior art described growing it to this stage already. If purify cancer preventing chemical, then can get a patent

iv. Elan – Inherency cannot be based on inventors knowledge

v. Pfizer – patent is on purified chemical, not the hoodia plant

2. Patented or described in a printed publication anywhere in the world (102(a))
a. Patented – look for whether invention was patented before invention made by applicant
i. Differs from applicant patenting in another country – then look at when foreign patent becomes patentable
b. Printed publication – does not actually need to be printed or published, DISSEMINATION + PUBLIC ACCESSIBILITY
i. Public accessibility: Sufficient accessible to public w/ reasonable diligence

1. Klopfenstein – poster at a conference for 2.5 days is a printed publication
2. Cronyn – single copy of undergraduate thesis kept in shoebox in library is accessible to public

a. Borderline case – anything more is accessible, anything less is not

3. Does not need to be in English or in the US

4. Bayer – thesis uncatalogued and unshelved on critical date, not accessible to public

5. Hall – catalogued and shelved thesis is accessible to public

6. Send 6 copies to friend who is supposed to get financing

a. Friend never tries? No printed pub.

b. Fried does try? Printed pub.

7. Oral pres.? P-point? Not alone. Need to make copies of pres. avail.

8. Poster at meeting? Printed pub.

ii. Dissemination (new law): Klopfenstein factors

1. Length of time it is displayed (do not say it needs to be on a piece of paper, may include a website or PowerPoint) and Opportunity of public to capture and process the information

2. Expertise of the audience
3. Whether a party has a reasonable expectation that the information it displays to the public will not be copied (McD is skeptical of value of this factor)

4. The ease or simplicity with which a display could be copied 
It is disseminated when it is received by someone of ordinary skill in the art
3. Described (not claimed) in a US patent which was filed before the critical date (102(e))
a. If application + published ( use date it was filed

b. If patent issued ( use date it was filed

c. If foreign + designate US + English ( use date filed

4. Invented in the US by someone who didn’t abandon / suppress / conceal (it’s a bar even if not disclosed by prior inventor) (102(g)(2))
a. Merck – sure Merck invented 1st, but they A/S/C
b. Quixote – issued patent, party unassoc. w/Δ testifies that invented before π invented, court says this is clear an convincing (treat corroboration diff. here than in Woodland)

ii. Critical date calculation for novelty

1. Date invented – one year
2. Date filed is often surrogate for date invented – if so then may relate back to prior US or foreign filing (§ 119 allowed for 102(a),(g))
c. Statutory Bar – § 102 (b) (also 102(d)), delay in filing may bar the patent 
i. patented or described in a printed publication in this or a foreign country or in public use or on sale in this country, more than one year prior to the date of the application for patent in the United States
KEY: did these occur before CD?

ii. 102(d) bar applies if all following met:

1. Same Inventor + Same Invention 

2. US filed > 1 yr after foreign filed (strike 1), AND
3. Foreign patent issued (strike 2)

4. Careful: if foreign country publishes application then 102(a) bar

5. Example: X  files an application for a patent on the invention on 4/4/82 in Japan; patent issues on 2/2/83; X  files in US on 3/3/83
a. Strike 2? Yes, foreign issued before US filed. Strike 1? NO – patent is not barred

iii. 102(b) bar applies if any of following met:  public use in US, on sale in US, patented anywhere in world, described in printed publication anywhere in world
1. In public use in US, OR 
a. Public use (Egbert): any use by person other than inventor who is under no limitation, restriction, or obligation of secrecy to inventor

b. Encourage inventor to promptly file for patent

c. Non-secret, non-experimental use prior to critical date

i. Work done openly w/o deliberate attempt to exclude public

d. Use by a member of the public not under control of inventor – letting g-friend where corset under her clothes (Egbert), bedroom slippers would be same result since use by member of public

i. NRDC – describe invention and they make/use it w/o inventors knowledge/permission ( BAR
e. Use in public: Baxter – Cullis invents 1st so wins under 102(a), but separate inventors reduced to practice inside NIH lab, public use ( BAR

f. Non-experimental use: 3M – sent carbonless copy papers within company but did not keep track, get feedback, court says using even within company was public use b/c do not believe experimental

g. Commercial use by inventor

i. Samples

h. Compare: 102(a) known or used by others = a accessibility to public/disclosing use; if inventor says but it wasn’t disclosing, then focus on whether it was used by a member of public 102(b)

i. EVEN IF INVENTION WOULD NOT BE APPARENT, STILL TRIGGERS BAR (different from 102(a) public use!)

2. On sale in US, OR (allow reasonable time to test market) 
a. 3 req’ments: 
b. An invention, 
i. Reduction to practice is sufficient but not necessary to say there is an invention, see above
ii. Pfaff – requires a completed conception w/ evidentiary support but does not need to be reduced to practice (written enablement like drawings or writings) 

1. Changes law from BF Goodrich – no longer need to be sure the invention will work to trigger the statute
c. A sale/offer for sale,
i. Group One – must satisfy UCC definition of offer

ii. An advertisement probably won’t meet UCC definition, tho this should trigger the statute’s policies!

iii. Kollar – granting a license will not trigger statute

1. So whenever want to sell your product, just call it a “license fee”

iv. May be triggered by 3rd party: Evans – GM sells (as a pre-order) car with Evans invention before CD, triggers statute ( BAR

1. Court says seems unfair but sue in state court for misappropriation of trade secret

d. In the US
e. Non-disclosing experimental use does not trigger stature: totality of circumstances, including…

i. Nature of activity

ii. Public access to and knowledge of public use

iii. Confidentiality obligation

iv. Progress records or other indicia of experimentation

v. Who conducted experimentation

vi. How many tests conducted, how long

vii. Was full payment made for the product used in testing

viii. Was the use/sale the primarily to experiment or to test the potential market

ix. Pavement in 1800s – need to let public drive over it to test it (today prob. not necessary) (Elizabeth Paving)

x. Letting friend use improvement on boat motor – triggers statute (no confidentiality, no testing since already knew worked, no progress records kept) (Lough)

xi. Others may test for you - No charge, marked sample, not sure would work, requested evaluation, only a few given and returned (Kolmes)

1. May charge for product if primary purpose is testing [don’t know it will work]:

a. One trailer, charged cost, buyer could get money back when done, no eval. reports, no confidentiality, really not sure it would work, but no plans to make any changes if it did not work (Manon)

b. Also – using invention in UK, just “testing” Detroit sewage to sell product, knew it would work (Alloid) – PROBABLY THE LIMIT
c. But – Invention complete, sold hundreds for profit, no evaluation (Paragon)

f. Disclosure is irrelevant!

3. Patented anywhere in world, OR
4. Described in printed publication anywhere in world 
a. See novelty definition, dissemination + public accessibility are keys

5. Critical date: > 1 yr prior to US filing
a. Cannot use § 119 foreign file date priority for 102(b) bar purposes

d. Non-obviousness - § 103, not req’d until the 1952 Patent Act, old version was”inventiveness”
i. It’s new/novel, invented 1st, didn’t wait too long, but still don’t get the patent b/c obvious
ii. A Person of ordinary skill in the art would find it obvious to modify what is taught by one reference in light of what is taught by another at the time it was invented 
1. DON’T USE HINDSIGHT

2. Must determine obviousness prospectively, can’t use hindsight

3. No limit to # of references

4. Don’t ask the judge what he thinks, ask someone in the art – if the art is decking materials, then ask someone who makes decking

iii. Burden of proof to show obviousness in litigation – lack of substantial evidence by PTO (more deferential to PTO than clear error)

1. Very subjective analysis, so burden is important – very high risk of using hindsight

iv. KSR – reinvigorate Graham, TSM only provides helpful insight

1. Ordinary innovation / Obvious to try can be basis for obviousness, especially where…
a. Design needs or market pressure to solve problem
b. Finite # of solutions
c. Pursue options within grasp

2. Motivation: Important factor to identify a reason why a person of ordinary skill in art would combine the elements as the new invention does

3. Teaching away still important 
a. “That’ll never work” – important but someone w/ordinary skill still may try it

b. “That’ll blow up if you do it that way” – much stronger teaching away now, a person of ordinary skill probably wouldn’t try it

4. Predictability is an important factor (predictable results + variations + expectations)

a. Even tho may not be predictable to work, it may be predictable to try it

5. But avoid hindsight!

a. Unpredictable decisions will be technologies involving common knowledge/sense or predictability (heavily practiced art)

6. Dillon could have resurgence after KSR – if A = B, and B = C, then A must = C ( obvious
v. Graham analysis – 

1. Scope + Content of Prior Art – Q fact

2. Scope of claims at issue – Q fact

3. Identify differences b/t prior art + claims – Q fact

4. Establish appropriate level of ordinary skill in art – Q fact

5. Determine whether claimed subject matter would have been obvious to a person of ordinary skill at the time invention was made – Q law so judges opinion means everything!

vi. Secondary Factors for consideration of obviousness
1. Commercial success (BUT could result from other causes, see Pentec)

2. Licensing by others (BUT might be due to aversion to litigation)

3. Long felt but unsolved needs (BUT maybe something new has intervened to suggest the solution)

4. Failure of others (BUT maybe they didn’t try everything)

5. Teaching away (BUT maybe person was just stubborn, Barry article)

6. Praise within the technical community (BUT technical community is prepared to praise many inventors working on same ideas, can share a Nobel Prize, but can’t share a patent)

7. Deliberate copying
8. Sentex – if it’s a horse race, others breathing down neck, then it is obvious, inevitability factor added

e. Obvious Type Double Patenting – attempt by inventor to extend patent protection by making a small change
i. Modest improvement is not worthy of a new 20 yr patent
1. Basically what Graham tried to do – move a spring and ask for a new patent

ii. One way test – are claims in 2nd patent obvious in light of 1st patent to issue

1. Two way test – if obvious but 2nd to issue was filed first, then should be valid (allows improvements on basic technologies, inventor cannot control how long takes to issue patent)

2. Exception – inventor could have filed claims in a single application but chose to not (no need for a second application)

iii. Proposed changes: 

1. Situations that raise rebuttable presumption of double patenting rejection:
a. Applications have (1) same effective filing date, (2) a common inventor, (3) substantially overlapping disclosures 

H. Disclosures – clearly define invention, provide clear notice to potential infringers, enrich the commons
a. Self-serving disclosures

i. Provisional – same req. of normal app. w/o the claims, auto abandon in 12 mos., get benefit of earlier file date for validity & priority issues

ii. IDS (disclosure document) – not an app. but PTO keeps on file, can be evidence of priority/timing

b. Required Disclosures

i. Presumptively valid if patent issues, clear and convincing, if no issued patent on the disputed invention (continuing that hasn’t issued?) then preponderance
ii. Written description – When app. filed, conveys to reasonably skilled artisan that inventor possessed the invention 
1. Persons of ordinary skill in art would recognize what was invented (Does not need to be exact)

2. Examples not necessary to support adequacy of written description

3. May be met w/o actual reduction to practice 

4. No per se rule that biological macromolecular structure msut be recited (note that court found very high skill in art and structure was in the prior art, a journal)

5. Note that strong minority on CAFC believe written description + enablement is one single req’ment

6. Usually court defers to PTO, disputes typically arise over continuing app. claiming original app. file date (whether original written description describes what is in the continuing)

7. Raised during prosecution – claiming more than specification shows (could have been raised in Tranzio)

8. Raised during interference – PTO definition of the “count” does not coincide with the description

9. Raised in litigation – applicant files continuing app. and tries to use original app. file date to avoid “art” that has recently appeared

a. Disclosure in original app. that merely renders the continuing obvious is not sufficient to satisfy written description

b. Tranzio – tried to claim hemispheres in continuing, but original actually stated advantages to conical ( does not cover hemispheres

iii. Utility – invention must actually work for its intended purpose
1. The invention must actually work, and must work specifically for its intended purpose (this will be easily met except in biotech cases)

2. Pharma cases – combine utility, enablement, + reduction to practice analysis (Hitzeman)

a. Lactic acid on knee won’t do anything (McD says PTO examiners can’t determine this, but this is what they do with pharma – show me evidence)

b. Some in vitro tests can be sufficient – do not require human studies

3. Non-pharma cases – combine with enablement

4. Infringement infers utility – cannot infringe if not useful

iv. Enablement – manner + process of making/using in full/clear/concise terms to ordinary person skilled in art to practice the invention
1. Heart of the patent system – this is what is given to the public

2. Scope non-enablement – the enablement enables something w/in scope claims, but narrower in scope than the claim

a. In re Cartright – inventor can claim a chemical restores hari growth

3. General non-enablement – nothing within scope of claims is enabled, the disclosure fails to teach the invention

a. In re Cartright – inventor cannot get claim over a suggestion of how a chemical restoring hair growth might work

b. Don’t need to reduce to practice, but court wants some evidence (like Hitzeman being req’d to reduce to practice to sow conception)

c. Watch out for dual standards: Mechanical v. Chemical Patents

i. PB&J sandwich – examiner will presume you can tell if it would leak

ii. Lactic acid cure knee pain, or yeast particles – skeptical of the chemical reaction, give me some proof
4. Vague terms can be enabling if would allow person ordinary skill to practice the invention
5. Court may review inventor communications w/ PTO during prosecution, but NOT AFTER ISSUING PATENT (now inventor has incentive to read claims broadly)

6. Inventor may define their own terms

7. Specification may be imported into claims for “means plus function” claims 

v. Best mode – only if inventor contemplated one at filing date, no req’ment to actually have one (not strongly enforced by CAFC)
1. Subjective – may turn out to be the worst mode

2. Challenger must prove by clear an convincing evidence that (presumption validity) that inventor had one (difficult to prove, like intent)

a. Once prove inventor contemplated a best mode, does not matter why it is not in app. ( patent invalid

i. Mere negligence is sufficient once show there was one

b. If find one after file date, no duty to disclose

3. In continuing app., look to parent for best mode on common subject matter

4. Rarely found – Inventor clearly believed “Sil-42” is best compound before filing date but did not disclose (USG)
5. Do not need to disclose best mode if someone ordinary skill in art could easily figure it out (Robotic)

6. Patent reform - on the way out! But will be around for many years b/c of when reform will take effect and all the current app. (so at least 20 more years from whenever reform enacted!)
vi. Claim (at least one)

1. Heart of the patentee’s rights

vii. Any material info (ex parte proceeding, duty of candor)

c. Presumably valid for an issued patent – presume all disclosures satisfied 

i. Req. clear + convincing evidence to dispute
I. Inequitable Conduct / Fraud on PTO – Patent Rule 56
a. Ex parte – owe duty of candor, good faith, honesty which necessitates full disclosure of material information relating to patentability

b. Affirmative misrepresentations 

c. Misleading statement

d. Omission of material information

e. Areas of concern

i. Prior public use

ii. Citation to known relevant prior art

iii. Affidavits concerning date of invention

iv. Affidavits presenting factual evidence of patentability

f. Overbroad application

i. Need to invalidate the close calls even though good patents – deterrent effect
ii. If overbroad, then never want to even come close to this type of conduct

g. Application – burden of clear and convincing ( entire patent invalid!
i. Material information

1. Reasonable examiner would want to see the info

a. Even prior art that teaches away may be material

b. Anything inconsistent w/arguments made to PTO

c. Anything that could lead to rejection

2. Duty to disclose continues throughout the prosecution, not limited to when filed!

3. Cronyn – good example of disclosure, box of undergrad theses, probably never thought was material but disclosed anyways, almost lost the patent but it was the right thing to do since this is an ex parte proceeding

4. COUNTER ( merely cumulative reference

ii. Intent to not disclose 
1. Applicant knew of info, AND 

2. Should have known materiality

a. No longer matters if truly did not think material
3. Applicant fails to provide credible explanation for non-disclosure

4. Court no longer cares if no intent to deceive (McKesson)

iii. Balancing – the greater one, the less need t prove the other

1. Really material info – need much less intent (maybe gross negligence)

2. Newman (+ Lourie) - unwilling to infer intent from really strong materiality, must show separately

3. Prior art teaches a substantially different device, but teaches w/in central areas of invention (same field), pattern of non-disclosure, intent inferred

iv. Critikon – failed to disclose prior art patent, failed to tell one examiner what other examiner said, failed to tell examiner of that examiners prior statement! ( strong materiality so infer intent

v. BF Goodrich – very strong materiality but Newman and Lourie refuse to ever infer intent to defraud, must be separately shown

1. Dunlop paper, Concorde manual, Boeing/Airbus “sales” activities

vi. Destron – falsely claimed invention had not been reduced to practice when 6,000 sales were made to 14 customers, also claimed sales were experimental, materiality is clear, remands to determine intent 

vii. Allied Colloids – Newman says info withheld regarding British patent office would not have rendered patent invalid, so not material

viii. Life Tech – did not point out importance of key piece of prior art that was motivation for their invention, also did not disclose conversation where they learned another inventor may have given a talk on subject

1. No fraud on the PTO, but McD thinks they should have disclosed

ix. Purdue – strongly implied they had experimental results that were mere speculation

J. Reissue & Reexamination 
a. NO PRESUMPTION VALIDITY – all the claims are re-prosecuted

b. Reexamination – 
i. Anybody may request

ii. Limited to newly discovered prior art (can reexamine prior art the examiner already saw – waste of time)

1. Can say reconsider prior art in combination with this newly discovered prior art (yeah you looked at X, but what about X + this new thing?”)

2. Patent reform – CAN RE-EXAMINE PREVIOUSLY CONSIDERED PRIOR ART

a. Requires a substantial new question though

b. Sure you had X, Y, Z and considered X + Y, but you never considered X + Z

iii. Estoppel – if raise in PTO, then cannot also bring to court, though decision by PTO may be appealed (???so no de novo review???)

c. Reissue – 

i. Only patentee can request

ii. Broaden claim only if w/in 2 yrs

iii. Narrow claim at any point

iv. No new subject matter

1. cannot change specification

v. 3rd parties cannot be held to have infringed the changed claims

vi. Intervening rights – court may allow 3rd parties to continue practicing a claim that was changed
	 
	Reexamine
	Reissue

	Statute
	§ 302 et seq
	§ 251 et seq.

	Who requests
	Any person
	Patentee

	Basis for request
	substantial new question of patentability 
	inoperative or

Invalid - claimed too much/too little

	Scope of review
	patents & printed publications
	 “no new matter”

	Presume validity
	NO
	NO

	Broaden claims
	NO - § 305
	YES-if within 2 yrs

	Intervening rights
	YES-§ 307(b)
	YES-§ 252

	Duration
	Same (original)
	Unexpired term


K. Infringement - 
a. When may parties bring a lawsuit?
i. MedImmune – do not need cease and desist letter

1. Dispute has to be definite and concrete, touching legal relations of the parties having adverse legal interests

2. Reasonable apprehension of suit is wrong std

b. § 271

i. Right to exclude others from making, using, selling, or offering to sell

ii. The patented invention

iii. Within the US

iv. During term of the patent

v. Unless authorized by patent owner

c. Each separate act is an infringement – each device sold, etc

d. Requires preponderance of the evidence
e. Infringer categories

i. Direct infringers – actually doing the infringement

ii. Induced infringer – get someone else to directly infringe

iii. Contributory infringer – offer to sell components of patented device

iv. Holding device as collateral – not an infringer

f. Infringement categories

i. Literal – every element of every claim found in the accused device

1. “Read on”

ii. Doctrine of equivalents (fairness) – does not literal, but …

• The scope of a patent is not limited to its literal terms but instead embraces all equivalents to the claims described
1. Substantially same function

2. Substantially same way

3. Substantially same result

g. Need to interpret claims – Q of law (Markman hearing, review de novo)

i. Who interprets? Should be read as what a person of ordinary skill in the art would perceive it to mean – what notice did the patentee provide/where was the “no trespassing” sign?

ii. Court will also look to other sources – 

1. Intrinsic evidence favored

a. Specification (cannot be used to import terms, but may give terms meaning), 

i. Hoganas – court imports “hollow” from spec, but says merely interpreting “straw-shaped” in the claim
b. Drawings, 

c. Prosecution history, 

2. Extrinsic evidence disfavored

a. Testimony of persons of ordinary skill in art

b. Ordinary meaning of words, 

i. Cryo-Trans – adjacent to sidewall cannot also mean adjacent to end wall

c. Industry standards

i. Lees Aquarium – ASTM standard defines gravel

h. Deciding literal infringement

i. Go element by element, must match identically

i. Deciding DOE

i. Element by element: each element must be identical or the equivalent

ii. Measure DOE from the time of infringement

1. New materials can = DOE, rather than being limited to materials avail. At time filed

iii. Good/Bad Faith is not a factor

iv. Function/Way/Result test

v. Fed Circuit tend to reduce DOE to unforeseeable, generally newly discovered, equivalents 

vi. Limitations
1. There can be no infringement under the doctrine of equivalents if the asserted scope of equivalency would encompass the prior art.
a. Known equivalents – why didn’t you claim it?
2. Presumption of prosecution history estoppel can prevent a patentee from relying on the doctrine of equivalents when the patentee relinquishes subject matter during the prosecution of the patent, either by amendment or argument. 
a. Burden on patentholder to show why gave it up

b. Equivalent was unforeseeable at time of application

c. Amendment has only tangential relation to the equivalent in question

d. Radar – it’s all about foreseeability. If not foreseeable, then okay, o/w should not have disclaimed it
3. The question of insubstantiality of the differences is inapplicable if a claim limitation is totally missing from the accused device (element-by-element)

vii. Trend: court is moving away from infringement by DOE

j. McD: don’t focus on literal or DOE, just determine what the inventor invented

i. Nystrom invented a design for decking, so that’s what we should give him. Who cares if he said wood board and meant to include plastic board or not.

ii. Logic and fairness.

k. Affirmative Defenses to infringement – anything to not enforce the patent

i. Noninfringement, absence of liability for infringement or unenforceability,

ii. Invalidity of the patent or any claim in suit on any ground specified … as a condition for patentability,
iii. Invalidity of the patent or any claim in suit for failure to comply with any requirement of sections §§ 112 or 251 of this title,

iv. Any other fact or act made a defense by this title
v. (Invalidity, Disclosure, Patentable Subject Matter, Inequitable conduct)
vi. Counterclaims to infringement – very difficult to prove
vii. Walker Process Claims – damages against patentee

1. Sherman antitrust act, AND

2. Fraud on patent office

viii. Patent pooling - 

L. Remedies 
a. Damages

i. Based solely on π loss, not infringers gain

1. not using your patent, no lost sales – limited to reasonable royalties!

ii. Court may increase up to 3X

iii. Reasonable royalty is fallback if cannot prove damages

b. Injunctions

i. Preliminary – very powerful settlement tool

1. Usually granted, presume urgent need to protect patent

ii. Permanent 

1. Pre-e-Bay: infringement = entitled to injunction

2. After e-Bay:not entitled, this is equitable remedy

a. Irreparable injury

b. Inadequate remedies at law

c. Balance hardships

d. Public interest (if π only after $/non-practicing patentholder, then public interest may be in Δ use!)

3. Denial perm injunction a compulsory license? 
M. Patent Policy & Reform 
