1. Patentable Subject Matter
a. Patent - Government authorized monopoly allowing the inventor to prevent anyone else from making, selling, or offering to sell the invention
b. Article 1 § 8 cl. 8 To promote the Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries
i. Recognize the “natural rights” of inventors in the exclusive right to use their inventions
ii. Reward inventors for their scientific accomplishments
iii. Encourage people to invent
iv. Encourage financial support for inventors
v. Improve the lives of Americans
vi. Enhance the nations GDP

c. Patent Prosecution – 

i. Ex-Parte – USPTO, Inventor, Attorney

ii. Can appeal to USPTO Board of Patent Appeals & Interferences

iii. Can further appeal to CAFC directly or by way of US District Court.

iv. NOTE: There is no method for 3rd persons to appeal allowance of claims or grant of a patent.
d. Trade Secrets
i. Advantages – 

1. Cheaper & Faster

2. Protects “things” that can’t be patented

3. Neither novelty nor non-obviousness required

4. Can last longer

5. Disclosure to competitors not required
ii. Disadvantages – 

1. Easy to lose
a. Poor security

b. Reverse engineering

c. Loss of key employee

2. No “exclusivity”

a. Independent development allowed

b. Reverse engineering 
iii. Cases

1. Bonito Boats – conflict preemption FL law preventing molding of boat hulls
2. Ultra-Precision v. Ford – conflict preemption between Ford policy to reimburse people for ideas and suit over material found in patent description.
3. Cover v. Hydromatic Packing Co. – conflict preemption between infringement and 35 USC 287(a) and Warranty of Title under UCC 2-312(c).  (Court finds no Preemption)
e. Analysis – 

i. Preliminary Requirements - 101
1. The applicant must be the true inventor – played some role in inventive process.
ii. 4-doors

1. statutory subject matter – 101

2. utility – 101

3. novelty - 102

4. non-obviousness -103

iii. Procedural Requirements

1. Invention must be fully described 112

2. All relevant matter must be disclosed.
2. Inventorship – 101/116

a. “rule of reason” – Look at all the facts to try and 
i. Inventor must have corroboration for things which can’t be readily presumed
ii. No corroboration needed for physical exhibits - notebooks

b. Joint Inventors 35 USC 116

i. Must contribute in some significant manner to the “conception” of the invention

1. must make a contribution to the conception of the claimed invention that is not insignificant in quality, when that contribution is measured against the dimension of the full invention.
ii. Simply explaining what someone of ordinary skill in the art would know to the inventor will not make one a joint inventor.

iii. Can be Joint inventor despite

1.  they did not physically work together or at the same time

2. each did not make the same type or amount of contribution, or

3. each did not make a contribution to the subject matter of every claim of the patent
3.  Statutory Matter – 101

a. 35 USC 101 - Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title
b. Statutory Matter - 
i. New and useful creation or improvement of 
1. Process
2. Machine
3. Manufacture
4. Composition of Matter
ii. Anything under the sun that is made by man
c. Non-Statutory Matter - 
i. Science Principles and mathematical discoveries
ii. Things which occur naturally in nature
1. A composition which is discovered in the Amazon can’t be patented
a. A purified version which does not occur naturally can be.
i. Humans and Human embryo’s are unpatentable.- 13th amendment ban on slavery
1. Stem Cells have been patented
iii. A method which is purely mental – abstract ideas
1. A method for calculating tip which is done entirely in the brain is not patentable
a. The same method done on a computer is patentable
2. A method of doing business, per se – i.e. McDonalds, 
a. Don’t forget State Street
3. Methods carried out on a computer are patentable however some make the distinction between pure software which is not.
a. Software which only carries out a mathematical function will still fail
iv. Atomic Weapons
v. Devices useful only for illegal purposes.  
vi. Exceptions – 
1. claims which merely utilize natural phenomena via explicitly recited manufactures, compositions of matter or processes to accomplish new and useful end results define statutory inventions.
d. Utility – 
i. Test
1. Invention has well established utility 
2. Patentee has made some assertion of utility which would be credible by someone skilled in the art.
a. Example – A claim for an invention that can predict the future will be rejected for lack of utility because a person of ordinary skill would not believe the claim.  
i. This might also be rejected under 112 (1) description
ii. Infringement and lack of utility can not co-exist.  Infringement is proof of utility.
e. Cases
i. O’Reilly v. Morris – Can’t patent electromagnetism (See also 112 rejection)
ii. Tilghman v. Proctor - Can patent – process for breaking fat down into components using heat and water.  
iii. Eibel Process Co v. Minnesota & Ontario Paper Co – Can patent improvement for paper machine that constitutes elevating one end of the table to use gravity for an advantage.
iv. Diamond v. Chakrabarty – human design micro-organisms are patentable 
4. Novelty – 102
a. Anticipation
i. Every element and limitation is required in order to anticipate
1. Inherency - If the prior art reference does not expressly set forth a particular element of the claim, it still may anticipate if that element is “inherent” in its disclosure

ii. 7 types of anticipation
1. prior printed publication 102 (a)(b)
a. Not required to be printed or published.
b. Look at Dissemination and Public Accessibility 
i. Length of time it was exhibited
ii. Expertise of audience
iii. Reasonable expectations that it wouldn’t be copied
iv. Simplicity or ease with which it could have been copied
2. prior patent
3. abandonment of invention
4. prior sale or offer for sale
a. Invention must be “ready for patenting”
i. Reduced to practice
ii. Described in detail such that one skilled in the art could reproduce it – Constructive reduction
b. An offer for sale occurred – UCC “offer”
c. Exceptions – 
i. One can offer to sell the patent rights.
ii. Experimental sale 
5. prior use
a. Public Use 102(b)
i. nonsecret, nonexperimental use of the invention

1. A single person using will suffice

2. Some experimental use will be ok.

a. nature of the activity that occurred in public

b. public access to and knowledge of the public use

c. confidentiality obligation imposed on persons who observed the use

d. progress records or other indicia of experimental activity kept

e. who conducted the experiments the inventor or someone acting for the inventor OR the buyer(s) for their own knowledge

f. how many tests were conducted & for how long

g. was [full] payment was made for the product used in the tests

h. was the use/sale primarily to test the usefulness of the invention or to test the potential market
ii. commercial use by the inventor
6. prior public knowledge
7. prior invention
b. Prior Art 102 (a) –  
i. Must be “by another”
ii. May use § 119 to avoid
	Act
	Where it Must Be
	When it must Be

	Public Knowledge
	US
	Prior to Invention

	Used by Others
	US
	Prior to Invention

	Publication
	Anywhere
	Prior to Invention

	Patent Obtained
	Anywhere
	Prior to Invention


c. Abandonment 102(c) – 
i. Bars patenting an invention which has been abandoned i.e. dedicated to the public.
d. Statutory Bar 102(b) – 
	Act
	Where it Must Be
	When it must Be

	On Sale
	US
	> 1yr. Before US filing

	Public Use
	US
	> 1yr. Before US filing

	Publication
	Anywhere
	> 1yr. Before US filing

	Patent Obtained
	Anywhere
	> 1yr. Before US filing


i. Acts by anyone qualify including inventor
ii. Can NOT use §119 to avoid
e. Statutory Bar 102(d) – 
i. Requirements
1. The same applicant or his or her legal representative or assign filed an application in a foreign country on that same invention
2. The foreign application was filed > 12 months before the US application was filed. (6 months for a design patent)
3. The foreign patent issued before the US application was filed.
f. Patent Application 102(e) – 
i. Requirements 
1. US patents, or published applications and PCT applications, by another, designating the US which were published in English
2. The prior art date is the earliest effective US filing date or International  filing date once the patent has issued or the application has published.
ii. May use § 119 to avoid
g. Derivation 102(f) – 
i. Bars patenting subject matter which the applicant did not invent
ii. Requirements
1. Must prove prior conception
2. communication of the concept to adverse claimant.
iii. Example – A was told about invention by B. A conceives of improvement and files for patent.  102(f) bar!!
h. Interference and Prior Invention 102(g)
i. (1) during the course of an interference conducted under section 135 or section 291, another inventor involved therein establishes, to the extent permitted in section 104, that before such person’s invention thereof the invention was made by such other inventor and not abandoned, suppressed, or concealed, or (2) before such person’s invention thereof, the invention was made in this country by another inventor who had not abandoned, suppressed, or concealed it. In determining priority of invention, there shall be considered not only the respective dates of conception and reduction to practice of the invention, but also the reasonable diligence of one who was first to conceive and last to reduce to practice, from a time prior to conception by the other.

ii. 2 Components – 
1. The prior invention must have been made in the US except during an interference then NAFTA & WTO activity counts
2. The prior invention must not have been, abandoned, suppressed or concealed.
i. Reduction to Practice – 

i. Actual & Constructive - an "embodiment" or an actual working device - that satisfies "every limitation of the interference count
1. Constructive = Filing Date

a. Can get priority from prior US or Foreign Patent 119 or 120

2. Actual Requires:

a. Invention has been sufficiently tested to demonstrate it will work for its intended purpose

i. Tested in intended environment or outside environment if conditions are sufficiently similar

ii. does not require “that the invention, when tested, be in a commercially satisfactory stage of development.”  
iii. Testing need not show utility beyond a possibility of failure, but only utility beyond a probability of failure.
b. Invention is sufficiently simple that not testing is required.

c. Reasonableness Standard
ii. 2 ways an applicant can establish a earlier date of invention – Swearing Back
1. Actual reduction to practice prior to reference
2. conception prior to reference coupled with due diligence from prior to reference to subsequent actual or constructive reduction to practice.
iii. Burden of proof
1. “preponderance of the evidence” for co-pending applications
2. “clear and convincing” if issued patent
3. burden of proof is always with the junior party
a. Note: Who is the junior party can change
iv. Conception – 
1. an idea that was definite and permanent enough that one skilled in the art could understand the invention

a. requires a particular solution to the problem at hand, not just a general goal or research plan he hopes to pursue
i. Hope will not suffice
b. inventor's must have ability to describe his invention with particularity
2. inherent conception –

a. Not required to conceive certain properties of invention if:

i. The allegedly inherent limitation is not material to the patentability of the invention.

ii. An inherent property must necessarily be present in the invention described by the count

iii. And it must be so recognized by persons of ordinary skill in the art. 
v. Doctrine of Simultaneous Conception and Reduction to practice

1. Situations where inventor is unable to establish invention until an actual reduction to practice

a. Can be required when blazing new trails.  Chemistry Biology etc.

vi. Inurement

1. Claim by inventor that as a matter of law acts of another should be contributed to him.

a. the inventor must have conceived of the invention

b. the inventor must have had an expectation that the embodiment tested would work for the intended purpose of the invention

c. the inventor must have submitted the embodiment for testing for the intended purpose of the invention
vii. Policy Arguments – First to File vs. First to Invent
1. Pro’s

a. Bring US inline with most other countries
b. Eliminate costly interference proceedings
c. Vast Majority of first to file are found to be first to invent anyway
d. More Predictable and Reliable
2. Con’s
a. Favors big business with deep pockets
b. Preserves the incentive to invent protect the little guy
c. Dilute the quality of patent apps because of the rush to file
d. Interferences often involve 102/103/112 not just date of invention so cost savings might not be as expected.
e. Formalist - Constitution implies First to invent
f. Historical – It’s been successfully done this way
5. Non-obviousness – 103
a. A Person of ordinary skill in the art would find it obvious to modify what is taught by one reference in light of what is taught by another
i. No limit to # of references
b. Graham Analysis
i. determine the scope and content of the prior art - 102
ii. determine the scope of the claims at issue - Markman
iii. identify the difference(s) between the prior art and the claims 

iv. establish the appropriate “level of ordinary skill” in the pertinent art

1. The prism  through which the prior art and the invention are viewed

v. against this background, determine whether the subject matter of the claimed invention would have been “obviousness” or “nonobviousness” to a person of “ordinary skill” at the time the invention was made 
1. “ordinary skill” – One who thinks along the lines of conventional wisdom not one who takes to innovate
c. 103 Rejection
i. There must be some suggestion or motivation to combine
1. in the reference
2. in the knowledge available to one of ordinary skill in the art
ii. reasonable expectation that the combination would be successful
iii. prior references must teach or suggest all the claim limitations
d. Overcoming 103 Rejection
i. A person of ordinary skill in the art would not make this combination
ii. The resulting combination is not the claimed invention
iii. Secondary Considerations
1. unexpected results
2. commercial success
a. must be able to link to invention.
3. failure of others
4. copying by others
5. licensing
6. skepticism of experts
7. Long Felt need
8. Teaching away
9. praise within the technical community
e. Prior art under 102(e)(f)(g) will not be used to determine obviousness if common “Ownership”
6. Procedural Requirements
a. 112(1) – Definiteness 
i. 35 USC 112 The specification shall contain a written description of the invention, and of the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the same, and shall set forth the best mode contemplated by the inventor of carrying out his invention.
1. to be enabling, the specification must teach those skilled in the art how to make and use the full scope of the claimed invention without "undue experimentation."

a. Nothing more than objective enablement is required
2. To satisfy written description it must show that when the patent application was filed the inventor “fully possessed” the invention
ii. Best mode - showing what the inventor believed - at the time the application was filed - was the best method for making or using the invention.

1. whether, at the time the inventor filed his patent application, he knew of a mode of practicing his claimed invention that he considered to be better than any other.

a. This part of the inquiry is wholly subjective!

2. compare what he knew with what he disclosed - is the disclosure adequate to enable one skilled in the art to practice the best mode or, in other words, has the inventor "concealed" his preferred mode from the "public"?

a. This part of the inquiry is largely objective!
b. Disclosure of product details not required.

3. Challenger must prove both by clear and convincing evidence

4. No requirement to amend to show a new “best mode”
a. This is adding new matter and is never allowed.
iii. Morris’s Claim for all telegraphs made using electromagnetism failed under 101 but might also fail under 112(1)
b. 112(2) – Claims
i. requirements

1. it must set forth what "the applicant regards as his invention,”

2. it must do so with sufficient particularity and distinctness, i.e., the claim must be sufficiently "definite”
a. Words like “about” may not be definite enough.

ii. policy

1. To ensure that the claims describe the applicant’s invention

a. Shouldn’t get a monopoly on more (or less) than you invented

2. To provide clear warning to others as to what constitutes infringement of the patent
a. Shouldn’t be allowed to shoot a “patent poacher” without notice
c. 112(6) – Means plus function claims

i. prior art must perform identical function
7. Inventorship, Assignment
a. Assignment – 

i. Employee presumed to have ownership
1. unless underlying contractual agreement – this is common
2. implied assignment if employee was hired for the specific purpose of solving the problem
ii. Shop Rights – When employer has contributed to invention may use freely
b. Double Patenting - Same inventor or Owner
i. Same Claimed Invention – Can’t be overcome
ii. Obviousness rejection – File Terminal Disclaimer
1. Gives up patent term that extends beyond prior patent term
8. Fraud on PTO
a. Applicants for patents and their attorneys owe the Patent Office a duty of candor, good faith, and honesty which necessitates a fair and full disclosure of material information relating to the patentability of the invention in question. 

i. A breach of this duty constitutes inequitable conduct and may bar enforcement of an otherwise valid patent.
ii. Types - 
1. misrepresentation

2. misleading statement 

3. omission of material information
iii. Must Disclose When

1. It establishes, by itself or in combination with other information, a prima facie case of unpatentability of a claim; or
a. A prima facie case of unpatentability is established when the information compels a conclusion that a claim is unpatentable under the preponderance of evidence, burden-of-proof standard, giving each term in the claim its broadest reasonable construction consistent with the specification, and before any consideration is given to evidence which may be submitted in an attempt to establish a contrary conclusion of patentability

2. It refutes, or is inconsistent with, a position the applicant takes in
b. Analysis – clear and convincing evidence

i. Does the alleged non-disclosure have a threshold degree of materiality

ii. Was there intent to deceive

1. gross negligence will not suffice

iii. Finally the PTO must balance these against the penalty of an invalid patent.

1. The intent the less materiality is needed and visa versa

c. Distinguish between Fraud on the PTO and Fraud on the Court.
9. Design Patents
a. Ornamental Design, 14 yrs. from grant, One claim
b. For there to be infringement, "the accused design must appropriate the novel ornamental features of the patented design [or "points of novelty"] that distinguish it from the prior art.“
i. "The points of novelty relate to differences from prior designs, and are usually determinable based on the prosecution history."
c. Design must have some ornamental quality and can’t be completely functional.

i. Standard to invalidate is “clear and convincing evidence”

10. Plant Patents (briefly)
a. Two Types
i. PPA – Asexually reproduced
ii. PPVA – Sexually reproduced
iii. Can also get a utility patent but tough to enable under 112 (1) for some varieties.
11. Reissue & Reexamination
a. Reissue – owner seeks when deems patent wholly or partially inoperative or invalid, through error, free of deceptive intent.
i. All claims will be re-evaluated and can be rejected on new grounds or old
ii. Any broadening of claims must occur within 2 years of issue.
b. Reexamination – 
i. used when there is “a substantial question of validity” of a patent based on prior art not considered during examination.
1. only printed publications and patents are eligible as prior art during Re-exam.
ii. ????? Issued patents have a presumption of validity the burden to overcome this is “clear and convincing evidence” § 282
iii. 3rd parties requesting inter-parte reexam are estopped from litigating over the same matter.  
1. They can appeal the decision to the CAFC
c. Intervening Rights
i. Absolute – no infringement prior to reissue of claims changed during reissue
ii. Equitable rights – trial court may allow continued infringement of claims changed during infringement based on reliance by a 3rd party.
12. Infringement
a. Requirements – 

i. makes, uses, sells, or offers to sell or induces someone to do the same.
1. having the mere ability or capacity to use or control a patented item does not trigger liability for direct infringement absent the actual exercise of that right
ii. the patented invention

iii. within the U.S. (and its possessions and territories)

iv. during the term of the patent (20 years from application)

v. unless authorized by the patent owner
b. Plaintiff must prove with by a “preponderance of evidence”
c. Exhaustion doctrine – once a person has purchased a patented object the rights of the pantatee for that object seize to exist.  The buyer can do as he pleases with that instance.
i. This does not apply of course to a license
d. Permissible repair doctrine – purchaser is allowed to repair but not reconstruct.
e. Experimental Use – intent is not a factor so The experimental use defense is “very narrow and strictly limited” to actions performed 
i. “for amusement, 
ii. to satisfy idle curiosity

iii. strictly philosophical inquiry

f. The infringer

i. direct - actually makes, uses, offers to sell or sells [§271(a)]

ii. induced - actively induces someone else to directly infringe  [§271(b)]

iii. contributory - sells or offers to sell a non-patented component of a patented machine which has no substantial non-infringing use [§271(c)]
g. The Infringement

i. literal - where every limitation of the claim is found in the accused device literally, that is, the patent claim must "read on" the accused product.

ii. "doctrine of equivalents." -  an accused device infringes a claim if it "performs substantially the same function in substantially the same way to obtain the same result."
h. Interpreting Claims –

i. Use the claims, specification, and drawings

ii. Claims are interpreted as a matter of law in Markman hearings.  They are then read onto the accused device as a matter of fact by the jury.

iii. Can not import a limitation.

iv. Types

1. “Consisting of” – Closed format – must have these and only these

2. “comprised of” – Open format – must have these but can contain others.

3. “consisting essentially of” – Partially open

v. subject to de-novo review

vi. Claim differentiation – 2 claims are presumed to have different scope.  Adding or subtracting a word from one claim to the next could help define the scope of that word and thus the claims.

vii. Dictionaries can be used as long as they don’t contradict.  They should not be dispositive.

viii. Doctrine of Equivalents – 
1. only valid if done at the element level.  An element can have an equivalent but not the invention as a whole. 

a. An element is equivalent if it performs substantially the same overall function is substantially the same way to yield substantially the same result

2. limitations

a. there can be no infringement under the doctrine of equivalents if the asserted scope of equivalency would encompass the prior art.

b. prosecution history estoppel can prevent a patentee from relying on the doctrine of equivalents when the patentee relinquishes subject matter during the prosecution of the patent, either by amendment or argument.
i. a narrowing amendment made for any reason related to the statutory requirements for a patent will give rise to prosecution history estoppel with respect to the amended claim element. 
1. Overcoming estoppel

a. the equivalent may have been unforeseeable at the time of the application

b. the rationale underlying the amendment may bear no more than a tangential relation to the equivalent in question

c. there may be some other reason suggesting that the patentee could not reasonably be expected to have described the insubstantial substitute in question.  
c. the question of insubstantiality of the differences is inapplicable if a claim limitation is totally missing from the accused device (element-by-element)
3. Analysis

a. Function-Way-Result Test (Graver Tank)

i. Does the non-literally infringing element perform substantially the same function, in substantially the same way, to obtain the same result

b. All Element Test:  Can an equivalent can be found within the Accused Device for every limitation in the claim

c. Hypothetical Claim Analysis

d. Substantiality of the Differences (Hilton Davis)

i. Were elements of the accused and claimed devices were known to be interchangeable at the time of infringement

ii. If the substitute was not known to be interchangeable, would the ordinary artisan would have considered the change insubstantial at the time of infringement

e. Forseeability - Disclaimed specific equivalent in original application
13. Remedies

a. Court may grant injunctions “in accordance with the principles of equity … on such terms as the court deems reasonable. 
i. Factors:
1. the movant's reasonable likelihood of success on the merits,

2. the irreparable harm the movant will suffer if preliminary relief is denied,

3. the balance of hardships tipping in its favor, and

4. the adverse impact on the public interest
5. How long was the delay before seeking injunction

ii. Overcoming injunction ruling – 

1. alleged infringer must show that one of the factual premises is clearly erroneous
iii. Overcoming no injunction ruling– heavy burden

1. one or more of the factors relied on by the district court was clearly erroneous

2. denial of the injunction amounts to an abuse of the court's discretion 
b. When infringement has been shown, a patentee is entitled to "damages adequate to compensate for the infringement, but in no event less than a reasonable royalty for the use made of the invention by the infringer.”
i. Damages much higher than reasonable royalties

1. Prove to get Damages:

a. demand for the patented product

b. absence of acceptable non‑infringing substitutes

c. manufacturing and marketing capability to exploit the demand

d. the amount of the profit it would have made
ii. Reasonable royalties are calculated on the hypothetical amount one would have gotten had they initially contracted.
iii. Court may receive expert testimony re what royalty would be reasonable under the circumstances

c. The court may increase the damages up to three times the amount found {by the jury} or assessed {by the court} §284 
i. whether a prudent person would have had sound reason to believe that the patent was not infringed or was invalid or unenforceable, and would be so held if litigated.
d. Together with interest and costs.

e. In “exceptional cases” the court may award attorney fess and costs to the “prevailing party.”  §285

f. No damages unless patented devices “marked” or notice given to infringer.  §287(a)

g. Statute of limitations - 6 years.
i. Laches – can rebut the statutory period if can show was not aware of infringement

h. Estoppel – pantentee can be estopped from getting damages if he abandoned patent. 
14. Policy

a. Patent Act Promotes Science
b. Uniformity in Intellectual Property law

i. Trades secrets and preemption

ii. Creation of CAFC[image: image1.png]
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