PATENT LAW
I. BACKGROUND











A. DEFINITION

1. A patent is a government issued license which gives the recipient a government authorized monopoly
a. the exclusive right to make, use, sell, or offer to sell the invention within that government’s territorial jurisdiction.

b. allows the patentee to prevent anyone else from making, using, selling or offering to sell the invention described in the claims of the patent without the permission of the patentee
2. Duration is 20 years from filing date.
B. BASIC REQUIREMENTS

1. Applicant must 
a. be the true inventor (§102(f) – derivation & §101 - inventorship)
b. be the first to invent (only in US) (§102(g))
c. fully describe the invention 

d. disclose how it works 

e. disclose things which might prevent him from getting a patent

2. Invention must 
a. cover patentable subject matter
b. validity

i. be useful (§101)
ii. be novel – compare to “prior art” (§102(a), (e)(2), & (g)(2))
iii. be non-obvious – difference between “prior art” and subject matter (§103)
iv. Application must be filed within a year of the invention being made public (use/sale/disclosure) (§102(b) & (d))
c. have priority (§102(g)(1)) (if conflicting patent filed)
C. PATENT LAW THEORY
1. Rationale

a. recognize the “natural rights” of inventors

b. reward inventors financially

c. encourage people to invent

d. innovation benefits society

e. encourage financial support for inventors

f. enhance the nations GDP
2. Policy
a. “the things which are worth to the public the embarrassment of an exclusive patent” – Thomas Jefferson (should be a high standard; promote inventiveness but don’t allow too many monopolies)
D. SOURCES OF LAW
1. US Constitution Art. I, Cl. 8

Congress shall have the power to promote the Progress of Science and useful Arts by securing for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries.
2. Federal Patent Law (statutes & regulations)
a. US Patent Act
b. USPTO

i. 35 USC
ii. CFR Title 37

iii. MPEP – Manual of Patent Examining Procedure
3. Court Decisions

a. US Supreme Court

b. US Court of Customs and Patent Appeals (CCPA) – before 1982
c. US Court of Appeals for the Federal Circuit (CAFC) – after 1982
i. exclusive JDX over

a. decisions of the USPTO

b. decisions of all US District Court patent cases

ii. panel – 3 Circuit judges

a. decide appeals

iii. en banc – all 12 Circuit judges

a. can change the law or overrule existing precedent

E. USPTO Board of Patent Appeals & Interference Decisions (Board)
1. hears appeals from patent examiners’ decisions
a. rejections (ex parte patent examinations)
i. ex parte – done or made at the instance and for the benefit of one party only, and without notice to, or argument by, any person adversely interested
b. reexamination proceedings
c. refusals to reissue
d. priority of invention decisions – interferences
2. further appeals to CAFC either directly or by way of the US District Court
F. MARKMAN HEARING

1. Claim construction is a question of law to be decided by the judge and NOT the jury
G. TYPES OF PATENTS

1. utility patents – protect useful items and processes
2. design patents – protect designs and shapes which do not have utility
3. plant patents – protect asexually reproduced distinct and new variety of plant
35 USC §111.  Application. 
(a) In general.

(1) Written application.  An application for patent shall be made, or authorized to be made, by the inventor, except as otherwise provided in this title, in writing to the Director.

(2) Contents.  Such application shall include—

(A) a specification as prescribed by section 112 of this title;

(B) a drawing as prescribed by section 113 of this title; 
AND
(C) an oath by the applicant as prescribed by section 115 of this title.

(3) Fee and oath.  The application must be accompanied by the fee required by law. The fee and oath may be submitted after the specification and any required drawing are submitted, within such period and under such conditions, including the payment of a surcharge, as may be prescribed by the Director.

(4) Failure to submit.  Upon failure to submit the fee and oath within such prescribed period, the application shall be regarded as abandoned, unless it is shown to the satisfaction of the Director that the delay in submitting the fee and oath was unavoidable or unintentional. The filing date of an application shall be the date on which the specification and any required drawing are received in the Patent and Trademark Office.

(b) Provisional application.

(1) Authorization.  A provisional application for patent shall be made or authorized to be made by the inventor, except as otherwise provided in this title, in writing to the Director. Such application shall include—

(A) a specification as prescribed by the first paragraph of section 112 of this title; and

(B) a drawing as prescribed by section 113 of this title.

(2) Claim.  A claim, as required by the second through fifth paragraphs of section 112, shall not be required in a provisional application.

(3) Fee.

(A) The application must be accompanied by the fee required by law.

(B) The fee may be submitted after the specification and any required drawing are submitted, within such period and under such conditions, including the payment of a surcharge, as may be prescribed by the Director.

(C) Upon failure to submit the fee within such prescribed period, the application shall be regarded as abandoned, unless it is shown to the satisfaction of the Director that the delay in submitting the fee was unavoidable or unintentional.

(4) Filing date.  The filing date of a provisional application shall be the date on which the specification and any required drawing are received in the Patent and Trademark Office.

(5) Abandonment.  Notwithstanding the absence of a claim, upon timely request and as prescribed by the Director, a provisional application may be treated as an application filed under subsection (a). Subject to section 119(e)(3) of this title, if no such request is made, the provisional application shall be regarded as abandoned 12 months after the filing date of such application and shall not be subject to revival after such 12-month period.

(6) Other basis for provisional application.  Subject to all the conditions in this subsection and section 119(e) of this title, and as prescribed by the Director, an application for patent filed under subsection (a) may be treated as a provisional application for patent.

(7) No right of priority or benefit of earliest filing date.  A provisional application shall not be entitled to the right of priority of any other application under section 119 or 365(a) of this title or to the benefit of an earlier filing date in the United States under section 120, 121, or 365(c) of this title.

(8) Applicable provisions.  The provisions of this title relating to applications for patent shall apply to provisional applications for patent, except as otherwise provided, and except that provisional applications for patent shall not be subject to sections 115, 131, 135, and 157 of this title.
H. DATES
1. filing date
a. generally determines the expiration date – 20 years later
b. may be used as a surrogate for the “invention date” 

c. may determine what constitutes “prior art” which could render the patent invalid
2. issue date 

a. date on which the patent becomes enforceable
I. FEDERAL PREEMPTION OF STATE LAW
1. NO patent protection ( keep it a secret then ( protected by state law?
a. ownership, protection of trade secrets, & other forms of unfair competition have always been left to the states
b. unfair competition
i. prohibits “passing off”
ii. prevents industrial espionage
iii. upholds non-disclosure agreements
iv. upholds covenants not to compete
v. protects trade secrets
c. trade secret – any formula, pattern, device, or compilation of information which is used in one’s business, and which gives him an opportunity to obtain an advantage over competitors who do not know or use it.
2. TYPES
a. explicit preemption
i. Congress explicitly provides for preemption of state law in the federal statute
b. field preemption 

i. where the scheme of federal regulation is so pervasive as to make reasonable the inference that Congress left no room for the States to supplement it 
c. conflict preemption 

i. where compliance with both federal and state regulations is a physical impossibility
ii. where state law stands as an obstacle to the accomplishment and execution of the full purposes and objectives of Congress
Bonito Boats v. Thunder Craft Boats p. 33 – (Federal Preemption)
· can’t duplicate boat hulls in CA or FL (law used to protect boat businesses)

· SC – struck down FL statute as giving patent-like protection (inconsistent with US Patent Act)

· RULE: free exploitation of ideas (i.e. ideas should be available for everyone), unless patented (i.e. create an incentive to invent)
· state law protection conflicts with purpose of patent law: by protecting designs which have been disclosed for profit, it decreases the range of ideas available as the building blocks of further innovation – conflict with promoting progress in the useful arts (had a choice either keep secret and make money OR get patent)
· if similar state law protection was available, then federal protection is meaningless & states could protect certain industries and insulate from competition from outside the state
· federal patent law determines (1) what is protected & (2) what is free for all to use

II. PATENTABLE SUBJECT MATTER [§101]








35 USC §101.  Inventions patentable.
Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title [35 USCS §§ 1 et seq.].
Note: even though “new and useful”, the invention is NOT examined under §101 for novelty

A. REQUIREMENT
1. specified category (almost no limitation as long as “man-made”)
a. process 
i. If process, doesn’t have to be physical transformation?
b. machine
c. something manufactured
d. composition of matter
i. living things, e.g. bacteria 

2. EXCLUDED are (not “man-made”)

a. laws of nature, e.g. computer software ( algorithm ( math formula/equation ( law of nature
i. A process or apparatus that uses math equation is patentable, e.g. Diehr p. 64
b. natural phenomena, e.g. gravity 
i. A machine that uses gravity is patentable, e.g. Eibel p. 52
c. abstract ideas, e.g. business methods
i. A machine that uses a business method is patentable, e.g. computerized system of cash management.
O’Reilly v. Morse p. 48 – (Claim Explicitly Specified no Limitation ( Court Rejects Claim)

Morse claimed the exclusive right to every improvement where the motive power is the electric current and the result is marking or printing intelligible characters at a distance.  Court rejects – wants to leave the door open for innovation by others – promote invention.
Tilghman v. Proctor p. 50 – (Court Implied Limitations ( Court Grants Claim)

Patent for a process of separating fats and oils using heat, water, and pressure.
B. LIVING ORGANISMS
1. SC says NOT going to impose limitations on patentable subject matter, other than the invention must be non-natural occurring.
a. Congress used broad terms in §101 that have no limit.

b. If Congress wants a limit, then Congress must impose explicitly.
Diamond v. Chakrabarty p. 52 – (Micro-Organism ( Non-Natural ( YES Patentable Subject Matter)
· Patent examiner rejected claims to bacteria itself, since living things are NOT patentable subject matter.

· SC found micro-organism is not a claim to natural phenomenon, but to a non-naturally occurring manufacture or composition of matter.
2. Genomic Products (e.g. adrenaline removed from gland tissue)
a. Genomic products and their mutations fall within the statutory categories of compositions of matter and manufactures.
b. However, in order to be patentable, they must NOT be in their naturally occurring state, and their invention must be the result of human intervention, i.e. the gene must be isolated and purified from its natural environment

C. COMPUTER SOFTWARE
1. SC says while math equations are not patentable in isolation, a process incorporating the equation is NOT barred by §101.
2. Is USPTO misinterpreting Diehr, and making computer software patentable, i.e. just data processing without a physical transformation is patentable?  Yes
a. Dier holding?
i. Adding a computer to a patentable process does NOT convert it into a non-patentable process

OR

ii. Adding a computer to any process makes it a patentable process.
Diamond v. Diehr p. 64 – (Process Using Mathematical Equation ( YES Patentable Subject Matter)
· Process for curing synthetic rubber, which includes cure time calculation (i.e. the only real improvement)
· Process for curing synthetic rubber is patentable subject matter
· Just by adding math formula or computer program or digital computer, can NOT make it unpatentable subject matter.
· Claims must be considered as a WHOLE.

· Process claim – a new combination of steps in a process may be patentable even though all the constituents of the combination were well known and in common use before the combination was made.

D. BUSINESS METHOD EXCEPTION – method of doing business is inherently unpatentable
1. No such exception any more
a. Business methods subject to same legal requirements for patentability as applied to any other process or method.
2. No patents on business methods, since abstract idea
State Street Bank v. Signature Financial p. 77 – ()
E. USPTO now routinely issues patents for computer programs and business methods (e.g. Amazon.com patent – method and system for “single action” ordering of items in a client/server environment where consumer can complete a purchase order for an item via an electronic network using only a single click of mouse button)
III. DERIVATION [§102(f)], INVENTORSHIP [§101], & PRIORITY [§102(g) – invention date] 

A. REQUIREMENT

1. Who made the invention?
a. Person must have personally invented OR personally participated in the invention of the process or product for which the patent is sought.
b. Persons listed on the application must be the true inventors. §116 & §256


2. presumption of validity –  an issued patent is presumed valid.
3. conception – “the complete performance of the mental part of the inventive act” i.e. a definite and permanent idea of the complete and operative invention, as it is hereafter to be applied in practice.
B. DERIVATION - §102(f) – question of fact
35 USC §102(f).  Conditions for patentability; novelty and loss of right to patent.
A person shall be entitled to a patent UNLESS— 
he did not himself invent the subject matter sought to be patented, or

1. ISSUE: Did the applicant derive [acquire/steal] the invention from someone else?
a. If patentee derived the invention from another ( the patentee did NOT invent the subject matter.
2. To prove DERIVATION, the challenger must establish:
a. prior conception of the invention by another AND 
i. question of law
ii. another’s conception testimony requires corroborating evidence, which shows the inventor disclosed to others his completed thought expressed in such clear terms as to enable POSA to make the invention
a. witnesses

b. drawings
b. communication of that conception to the patentee
Gambro v. Baxter p. 91 – (Inventor’s Conception Testimony Requires Corroboration)

· G claims B’s product infringed G’s patent
· B claimed G’s patent was invalid
· Is claim 1 invalid for derivation?  Who really invented the subject matter for the count?
· G’s patent presumed valid!
· G won because B couldn’t prove prior conception OR communication
· Testimony of prior conception is NOT enough, need corroborating evidence.

· Proposal was insufficient to corroborate Wittingham’s conception testimony.
C. INVENTORSHIP - §101 – question of fact
35 USC §101.  Inventions patentable.
Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title [35 USCS §§ 1 et seq.].
1. Joint Inventorship - §116 & §256?
a. Inventors may apply jointly even though

i. They did NOT physically work together or at the same time,
ii. Each did NOT make the same type or amount of contribution, OR
iii. Each did not make a contribution to the subject matter of every claim of the patent
.
b. Permits naming minor contributors or full partners.

c. States what doesn’t disqualify as an inventor, NOT what qualifies you as an inventor.

2. ISSUE: Was the person a co-inventor of the patent?
3. To prove INVENTORSHIP, the person claiming co-inventorship must establish, by clear and convincing evidence, 
a. conception of some important element  OR some important claim that is claimed in the patent 

AND

b. some conceptual role in at least an important or a necessary element, OR important and necessary claim.
i. A joint inventor must contribute in some significant manner to the conception of the invention.

ii. A joint inventor may use the services, ideas, and aid of others in the process of perfecting the invention, without losing his right to patent.
4. HESS RULE: A person who does no more than explain to the real inventors concepts that are well known AND the current state of the art is NOT a joint inventor.
Hess v. Advanced Cardiovascular System p. 96 – (H’s Explanation Insufficient Conception for Joint Inventorship)
· H suggested inventors try specific tubing and seal & heating process generally known to a number of companies.
· H just told them what products were available in the market and how products worked & principles explained were well known – H was basically a “salesman”.  H did NOT know anything about angioplasty or medical catheters.
· H’s contributions were not sufficient of conception for joint inventorship.
· Argue:  H was unfamiliar with angioplasty but inventors were unfamiliar with tubing.  Seems (senior) inventors had right to list H as inventor if they wanted to, does this seem fair?
· Note: Maybe need classification of inventors – senior, junior, assistant, i.e. entitled to have name on patent – nothing to do with economic rights, just property rights.
Chou v. Univ. of Chicago p. 103 – (C Has Standing to Sue For Correction of Ownership Under §256)
· C assigned her inventions to University 
· C (post-doctoral research assistant) doesn’t have ownership interest – just wants reputation interest
· Ownership interest is NOT prerequisite to have standing
· C could possibly have economic interest if named co-inventor (i.e. gross royalties and potential stock)
Clark v. BH Holland p. 105 – (C’s Contribution was in Old Grill (Unpatentable Prior Art) ( Therefore C is Not a Co-Inventor of New Grill)

· Old grill: C & H jointly design grill – in public use for more than 1 year – unpatentable prior art.
· New grill: H independently improves grease collection and drainage system

· Only new invention is patentable & H is sole inventor.

· C did not contribute to the conception of patentable subject matter encompassed by claims of patent.
Ethicon v. US Surgical p. 107 – (When Case of True Co-Inventorship, Then People Must Work it Out)

· Named inventor gets to decide who to list
· Unlisted co-inventor can try to sue for co-inventorship, but hard.

· Unlisted co-inventor can also file own patent and try interference proceeding.

· Argument: Maybe should say if left someone’s name off in bad faith ( nobody gets patent.
D. SHOP RIGHTS

1. ISSUE: Who owns inventions made by employees – the employee or employer?
2. RULE: Employee owns the patent rights on his invention.
a. EXCEPTION: 
i. shop rights – employer may use without liability for infringement
a. employee owns the invention & patent
b. employer may only use the invention without paying royalties
c. employer may NOT license the invention 
ii. assignment

a. explicit – employee may contractually assign all rights to employer so that employer gets everything
i. employer owns the invention & patent

ii. employee has no rights

b. implicit – employer hires/directs employee to make invention so that employer gets everything
i. employer owns the invention & patent
ii. employee has no rights

3. Creation of Shop Right – state common law right
a. Whether it would be fair & equitable to allow an employee to preclude his employer from using the invention?
i. implied license 
a. focus on whether employee engaged in any activities which demand a finding that employee impliedly granted a license to employer to use the invention
b. Ex. employee developed invention on employer’s time at the employer’s expense
ii. equitable estoppel
a. focus on whether the employee’s actions demand a finding that he is estopped from asserting a patent right against his employer
b. Ex. employee consented or gave in to employer’s use of the invention.
b. Not talking about states creating patent-like rights (i.e. Bonito Boats), but rather who owns the patent.

McElmurry v. Arkansas Power & Light p. 111 – (Employer Acted as Though it Was Employee’s Invention; Fair & Equitable that Employer Have Right to Continued Use of Patent – Shop Right)
· AP&L had shop rights, because patentee was consultant who developed invention at AP&L’s facilities at AP&L’s expense AND AP&L used it on 128 installments with patentee’s consent and participation.
· Employer acted as though it was employee’s invention (not implied-in-fact K)
· No patent infringement by AP&L – allowed to continue use.
Teets v. Chromalloy Gas p. 116 – (Employer Acted as Though it was Their Patent; Implied Assignment Of Patent Ownership to Employer)
· DRB specifically directed Teets to invent leading edge, compensated him for effort, and paid for patent protection.
· Employer acted as though it was their patent.
· Teets entered into implied-in-fact K to assign patent rights.
E. PRIORITY - §102(g)(1)
1. INVENTION DATE is crucial
a. Who was the first-in-time to independently make the invention (in the US), i.e. had the earliest invention date?
b. often use filing date as surrogate for invention date (i.e. constructive R/P)
i. §119 can be used by any party to substitute foreign filing date for US filing date to prove who was 1st to invent
Example 1 – (§119 & §102(g)(1))

· Isabelle files in France on 5/10/02

· Ike files in US on 5/19/02

· Isabelle files in US on 5/1/03

· Who has priority under §102(g)?
· Who was 1st to invent?

· Isabelle, since can use §119 to relate back to France app. – 5/10/02

2. first to invent v. first to file
a. PRO first to file (priority determined by filing date)
i. bring US in line with rest of world

ii. majority of first filers in US are the first inventors

iii. decreased interference proceedings for resolving patent priority disputes

iv. more efficient
a. cheaper (eliminates interference proceedings)

b. faster
c. simpler
d. more predictable & reliable
v. favors corporations and multinationals

b. PRO first to invent (priority determined by invention date)
i. fairness 

a. preserves the rights of the first inventor

b. constitutional right v. cost of interference proceeding

c. award of rights to other than the first inventor may be an unconstitutional taking of property rights in the invention

ii. provides incentive for innovation which is necessary to fuel competitiveness of US
iii. enhances the quality of patent applications
a. no pressure to apply for patents at earliest possible time

b. applications may contain more experimental data

iv. # of applications filed is lower (avoid double filing)
v. still interference proceedings (disputes over §102, §103, §112, abandonment, etc …)

vi. favors universities, small businesses, and independent inventors with limited funds for prosecution

3. Interference Proceeding – §102(g)(1)
a. Parties
i. senior party (1st to file STILL important)
a. 1st to file the US application
OR

b. 2nd to file the US application who can relate his application back to a US or foreign patent application filed before the 1st to file, under §119 or §120

i. §119 – may use filing dates of patent applications filed in foreign country

ii. §120 – may use filing date of earlier US invention
ii. junior party
a. generally, 2nd to file the US application
i. can also relate his application back using §119 or §120
b. Burden of Proof – junior party has the burden of proving that it was the 1st to invent
i. clear and convincing evidence
a. if patent was issued before the effective filing date of other application

i. since issued patent provides presumption of validity
b. higher than preponderance, but lower than beyond a reasonable doubt

ii. preponderance of the evidence
a. if the two applications were co-pending (i.e. both applications were filed before a patent was granted on either)
c. Rebuttable Presumption – inventors made their invention in the chronological order of their effective filing dates

i. Burden of proof is ALWAYS on the junior party & does NOT shift. (Barbacid p. 137)
ii. When presumption is rebutted by the junior party (i.e. establishes earlier invention date), senior party must then prove earlier invention date (burden of production SHIFTS).
iii. Burden of production shifts on only proof of conception by junior party because junior party now broke the assumption (assumption of 1st to conceive) – now you senior have to produce evidence of earlier conception date.
d. Extension for Winner
i. Expiration date for patent is extended for a time equal to the length of the interference.

a. filing date + 20 years + length of interference
35 USC §102(g).  Conditions for patentability; novelty and loss of right to patent.
A person (A) shall be entitled to a patent UNLESS— 
(1) during the course of an interference conducted under §135 or §291, another inventor (B) involved therein establishes, to the extent permitted in §104, that before such person's (A) invention thereof the invention was made by such other inventor (B) and not abandoned, suppressed, or concealed, OR [interference proceeding: PRIORITY function – explains how court determines who gets patent in interference proceeding; note if B made invention in Canada STILL counts]
(2) before such person's (A) invention thereof, the invention was made IN THIS COUNTRY by another inventor (B) who had not abandoned, suppressed, or concealed it. [infringement suit: BAR function – creates a BAR to applicant A because applicant A is NOT the true inventor – note if B made invention in Canada doesn’t matter, has to be in US ( B is disqualified, A is not barred]
In determining priority of invention under this subsection, there shall be considered not only the respective dates of conception and reduction to practice of the invention, but also the reasonable diligence (otherwise infer intent to suppress) of one [e.g. junior] who was first to conceive and last to reduce to practice, from a time prior to conception by the other [e.g. senior].
4. Hitzeman RULE: Priority of invention is awarded to the 1st party to reduce an invention to practice, unless the other party can show that it was the first to conceive of the invention AND that it exercised reasonable diligence in later reducing that invention to practice.
a. IF (1st to conceive) & (1st to R/P)
THEN gets patent, UNLESS ASC
b. IF (1st to conceive) & (2nd  to R/P) & (exercised reasonable diligence in R/P from time since conception date of person who was 1st to R/P)
THEN gets patent, UNLESS ASC
c. IF (1st to conceive) & (2nd  to R/P) & ~(exercised reasonable diligence in R/P from time since conception date of person who was 1st to R/P)
THEN does NOT get patent

5. FINDING THE INVENTION DATE
a. STEPS

i. filing date

a. relate back using §119 or §120
ii. conception – fully developed idea; possession of the complete mental picture of the invention
iii. corroboration – evidence of the conception (other than inventor’s testimony)
iv. reduction to practice

a. actual R/P – making and testing the invention
b. constructive R/P – filing a complete patent application
b. §104(a)(1)
i. Current [after NAFTA (1/8/93) & WTO (1/1/96)]

a. In any proceeding, an applicant may NOT establish date of invention by reference to anything that happened in a foreign country other than a NAFTA country or a WTO member country except [per §119]

6. Conception (clear and convincing evidence standard)
a. Conception date may be the filing date of a complete patent application

b. If a conception date earlier than the filing date is sought, then …
i. Whether the inventor had an idea that was definite & permanent enough so that POSA could understand the invention?
a. definite & permanent idea
i. When the inventor has a specific, settled idea, a particular solution to the problem at hand (NOT just a general goal/hope or research plan he hopes to pursue)
ii. Conception focuses on the inventor’s ability to describe his invention with particularity.

iii. When only ordinary skill would be necessary to reduce the invention to practice, without extensive research or experimentation
b. Conception must encompass all limitations of the claimed invention
ii. Evidence used to prove conception
a. inventor’s conception testimony requires corroboration, UNLESS inventor is NOT a named party AND NOT asserting any claim of derivation or priority, i.e. testifying (previous) inventor didn’t want patent and has NO self-interest in outcome.
i. otherwise conception date is 

1. reduction to practice date (simultaneous conception & R/P)

OR

2. filing date

b. physical evidence, e.g. drawings & notebooks, does NOT require corroboration
i. speaks for themselves – from perspective of one skilled in the art
c. Does the inventor have to know how a process works OR merely that it does work?
i. How a process works, see Hitzeman & Cooper.

Hitzeman v. Rutter p. 121 – (H’s HOPE Insufficient to Establish Conception ( Not First to Conceive)

· H & R work independently – each trying to do the same thing
· Who is first to conceive?  
· H possessed all the necessary materials and tools & hoped that the yeast would produce the particles on 2/3/81
· Not problem of corroboration
· But, hope is insufficient to constitute a “definite and permanent idea” of the invention.  Research plan required extensive research before H could have a reasonable expectation that the limitations of the count would actually be met ( NO complete conception.
· NOT first to conceive
· H reduced to practice on 7/20/81
· H – filed 8/31/81
· Who is first to reduce to practice?  
· R, because on 6/30/81 R produced particles in yeast
· R – simultaneous conception & reduction to practice on 6/30/81
· R – filed 8/4/81
d. Inherent Conception Rule
i. Inventor needs to show that the allegedly inherent property adds nothing to the count beyond the other recited limitations, and is redundant to the count.
a. Allegedly inherent property can NOT be material to the patentability of the invention.

b. An inherent property must necessarily be present in the invention described by the count.

c. And it must be so recognized by persons of ordinary skill in the art.
e. Simultaneous Conception/Reduction to Practice
7. Corroboration
a. corroborating evidence – that which shows the inventor disclosed to others his completed thought expressed in such clear terms as to enable one skilled in the art to make the invention
i. witness testimony
a. Ex. Wife may corroborate existence of drawing at certain time, i.e. conception date, without being required to understand drawing.

ii. physical evidence, e.g. drawings & notebooks
b. “Rule of Reason” analysis (not a high standard)
i. An evaluation of all pertinent evidence must be made to determine whether the inventor’s prior conception testimony has been corroborated.
ii. Corroboration Factors 
a. delay between the event and the trial 
b. interest of corroborating witnesses, but corroboration by fellow employees/officers, spouses, and co-inventors may be sufficient

c. contradiction or impeachment of the inventor’s testimony, may be important or even essential

d. the corroborating witnesses’ familiarity with details of the technology, but NOT necessary re documentary evidence
e. relationship between witness and alleged prior user 
Price v. Symsek p. 133 – (Proof of Conception & Diligent Reduction to Practice is Subject to the Clear and Convincing Evidence Standard)

· S filing date – 2/1/85 (S’s patent issued 12/16/86)
· S conception date – 2/83

· P filing date – 12/11/87
· P (junior party) asserted derivation (prior conception and communication) and priority 
· P conceived prior to S’s conception date

· P was reasonably diligent in reducing to practice

· P’s conception date ?
· Drawing – content does NOT require corroboration
· Corroboration of conception date from wife/secretary – 
· All evidence must be considered as a whole

· Note: If P’s conception date is 1982 and filing date is 12/87 ( 5 years may be deemed to be suppression and concealment.
Brown v. Barbacid p. 137 – (Physical Evidence Used to Prove Conception Does NOT Require Corroboration)  
· Br filing date – 4/18/90 (senior party); issue date - 
· Ba filing date – 5/8/90 (junior party); actual R/P – 3/6/90; issue date 2/9/93
· Burden of proof is preponderance of the evidence
· Case remanded after Br showed conception+corroboration evidence
· Witness testimony 

· Notebook & autoradiagraphs

· Br could possibly win.
8. Reduction to Practice
a. actual R/P – 
i. making and testing in EITHER
a. the intended environment 

OR
b. an environment with sufficiently similar conditions as the intended environment
AND
ii. the invention worked successfully for its intended purpose and was recognized as successful at the time.
a. successful

i. Must satisfy every limitation of the interference count (i.e. testing was within the scope of the claim)
ii. Must explain HOW the test was successful. 
iii. Does NOT require perfection, consistent results, or best results, JUST that it probably worked.
b. constructive R/P – filing a complete patent application
c. reasonable diligence -  continued activity to filing – have to keep plotting along 
d. “Rule of Reason” analysis (not a high standard)
i. A reasonable examination, analysis, and evaluation of all pertinent evidence must be made to determine the credibility of the inventor’s reduction to practice testimony.

Cavanagh v. McMahon p. 147 – (Actual R/P Requires Showing HOW the Test was Successful & Testing was Recognized as Successful at the Time)
· M offered test data to prove actual R/P, but didn’t explain what it showed.
· M must explain how the tests succeeded & show that the testing was recognized as successful at the time
· M loses
Peeler v. Miller p. 150 – (Actual R/P Success Does NOT Require Perfection, Consistency Results, OR Best Results)
· M tested in laboratory – similar conditions as intended environment

· M just needed to demonstrate that invention worked, probably worked, or at least NOT likely to fail.

· M wins
DSL v. Union Switch p. 154 – (Testing Environment Had Sufficiently Similar Conditions to Intended Environment)
· DSL could NOT use evidence of inventive activity outside U (before 1996)
· DSL probably reduced to practice before U but can’t use it as evidence

· U tested on light railway car coupler (not heavy freight cars – intended environment)

· DSL argued that U’s tests were NOT performed in intended environment
· U showed that tests performed were in an environment with sufficiently similar conditions to the intended environment.
· U wins.

e. Inurement (question of law)
i. Involves a claim by an inventor that, as a matter of law, the acts of another person should accrue to the benefit of the inventor.
ii. Inventor may obtain benefit of another’s recognition of success (i.e. R/P) if:
a. The inventor must have conceived the invention, i.e. understood how it worked.
b. The inventor must have had an expectation that the embodiment tested would work for the intended purpose of the invention.
c. The inventor must have submitted the embodiment for testing for the intended purpose of the invention, i.e. testing was under inventor’s direction.
Cooper v. Goldfarb p. 161 – (Inurement)
· C was 1st to conceive
· C was trying to get G to reduce to practice for him

· G then claimed to be first inventor

· C did not R/P, since C didn’t understand it.
· C can get someone else to R/P, but C must understand how it works & the helper must be under C’s direction.
HYPO #1 – (Standard Interference)
· A files in US on 1/2/03 – senior party
· B files in US on 12/2/03 – junior party

· Interference declared on 3/3/04
· Burden of proof is preponderance of the evidence – since neither patent issued
· B must prove that it invented before A – 1/2/03
· B produces evidence of conception on 12/20/02
· NOTE: would also prove reasonable diligence if standard was clear and convincing evidence
· but is just proof of conception sufficient for preponderance?
· 1st to conceive so burden of production shifts to A to show earlier conception
· if not 1st to R/P then need to prove reasonable diligence
· preponderance & clear and convincing – who really knows what can satisfy?
· A would need to show earlier conception 
HYPO #2 – (Interference w/ Foreign Filing)
· A files in Japan on 1/2/03

· B files in US on 12/2/03 – junior party

· A files in US on 12/30/03 – senior party, relying on foreign filing date under §119
· Interference declared on 3/3/04

· Burden of proof is preponderance of the evidence – since neither patent issued

· B must prove that it invented before A – 1/2/03
· B produces evidence of conception on 12/20/02

· A decides to show earlier conception
· A can use notebook from 12/20/02 showing testing success in Japan

· Since after 1996, A can use this evidence (invention does NOT have to be made in US to satisfy 102(g)(1))
· B must now show earlier conception and reasonable diligence, since A was 1st to R/P
HYPO #3 – (Interference w/ Foreign Filing)
· A files in Japan on 2/3/01
· A files in US on 3/2/02 – senior party 
· Can NOT rely on foreign filing date under §119, since 2/3/01 is more than one year prior to 3/2/02 
· A’s evidence:
· A’s Japanese application is published on 8/5/02 (becomes “printed publication”)

· A’s Japanese patent issues on 3/3/03
· A’s US application is published on 9/5/03 (becomes “printed publication”)

· B files in US on 9/6/03 (copying a claim from A’s US application) – junior party
· B has evidence conceived on 2/2/02 & R/P on 3/3/03
· Interference declared on 9/14/04

· Burden of proof is preponderance of the evidence – since neither US patent issued (& can’t rely on Japanese issue patent under §119 – no clear and convincing since no presumption of validity)
· B must prove that it invented before A – 3/2/02
· B produces evidence of conception on 2/2/02

· Is more than one year (2/2/02: conception ( 3/3/03: R/P) reasonable diligence on part of B?
· A must show earlier conception – 102(g)(1) interference 
· A can use physical evidence to prove earlier conception – have any?
F. SUPPRESSED OR CONCEALED
35 USC §102(g).  Conditions for patentability; novelty and loss of right to patent.
A person (A) shall be entitled to a patent UNLESS— 
(1) during the course of an interference conducted under §135 or §291, another inventor (B) involved therein establishes, to the extent permitted in §104, that before such person's (A) invention thereof the invention was made by such other inventor (B) and not abandoned, suppressed, or concealed, OR [interference proceeding: PRIORITY function – explains how court determines who gets patent in interference proceeding; note if B made invention in Canada STILL counts]
(2) before such person's (A) invention thereof, the invention was made IN THIS COUNTRY by another inventor (B) who had not abandoned, suppressed, or concealed it. [infringement suit: BAR function – creates a BAR to applicant A because applicant A is NOT the true inventor – note if B made invention in Canada doesn’t matter, has to be in US ( B is disqualified, A is not barred]
1. The goal is prompt filing of patent application

a. Once the invention is ready for patenting, the clock starts running.
b. Must make invention publicly known (e.g. file for patent application), otherwise infer suppression.
2. FACTORS
a. bad or intentional conduct?

i. spurring – have a patent application sitting around and then get some inclination that a competitor is working on same thing, so then try to get it filed
b. SPECIFIC intent to suppress?

c. INFERRED intent to suppress?

i. mere delay v. excessive delay

a. delay – time between invention and filing

ii. mere delay

a. “mere delay, without more, is NOT sufficient to establish suppression or concealment” – Young v. Dworkin
iii. excessive delay
a. may infer intent to suppress because time was too long, even though NO bad or intentional conduct
d. AFTER DELAY – renewed activity may “cure” suppression.
i. penalty or disqualification?
a. penalty – if inventor’s renewed 2nd R/P is STILL before other’s entry into the field (i.e. 1st R/P) then NO suppression.
i. Inventor is entitled to rely on renewed activity.

b. disqualification – if inventor’s renewed 2nd R/P is after other’s entry into the field (i.e. 1st R/P), then YES suppression.
e. AFTER DELAY – delay may be justified by improvements reflected in the final application (i.e. perfect the invention)
i. NOT justified

a. improvements NOT reflect in the final application

b. attempts to commercialize
f. disclosures in foreign country ( NO suppression

i. disclosures may be “renewed activity” before other inventor enters into the field

ii. Examples 
a. foreign publications

b. lectures

c. patent application filed in foreign country?
Peeler v. Miller p. 165 – (Delay of More Than 4 Years ( “Excessive” Delay ( Infer Intent to Suppress) 
· M is suppressor

· no specific intent to suppress

· no evidence of spurring

· delay between R/P and filing was more than 4 years

· inferred intent to suppress
Paulik v. Rizkalla p. 169 – (Penalty NOT Permanent Disqualification; Renewed Activity ( Forgiveness; Limited to Situations of Mere Unintentional Delay)
· P is suppressor
· delay between invention and filing was 4 years
· inferred intent to suppress, BUT renewed activity (P’s 2nd R/P) before R’s entry into the field ( NO suppression
· P is allowed to rely on renewed activity 

· Dissent: should be NO renewed activity – look at language of statute

Lutzker v. Plet p. 177 – (Delay is Justified by Improvements Reflected in Final Application; NOT Justified as Caused by an Attempt to Commercialize)
· L is suppressor

· delay between R/P and filing was more than 4 years

· L attempted to commercialize ( infer intent to suppress

Apotex v. Merck p. 180 – (M Disclosed in Another Country ( NO Suppression)
· A brought infringement suit; not priority case because M did NOT file for US patent

· M moved for claim invalidity – therefore no infringement
· A’s claim was proven as invalid

· A brought 102(g)(2) defense – true inventor can NOT suppress and must have invented in US
· M invented in US before A’s conception date.
· But, A contends M is suppressor (delay for 5 years) so M is disqualified from saying A’s claim is invalid.
· A argues M suppressed – must have filed a patent application – didn’t disclose to public

· M said renewed activity before A’ entry into the field ( disclosed it in Canada; evidence of lack of suppression can be proven by foreign activities
· Court says okay
IV. VALIDITY













A. PROCEDURE – validity can be raised in …
1. PTO by the examiner
a. prima facie case: burden of persuasion is on the PTO to show why applicant is not entitled to patent
i. Set forth specific objections

b. rebut the prima facie case: burden of production then shifts to applicant to show why the PTO is wrong
2. Litigation by an alleged infringer (challenger)
a. Issued patent is presumed VALID.
i. Presumes novelty, nonobviousness, and utility
ii. Presumption does NOT constitute substantive evidence to be weighed against a challenger’s evidence
b. Burden of persuasion is on the challenger to prove invalidity by clear and convincing evidence
i. burden of persuasion is permanent & does NOT shift
Jamesbury v. Litton p. 195 – (Issued Patent Carries Presumption of Validity; Invalidity Requires Clear and Convincing Evidence) 

B. VALIDITY CHALLENGES

1. §101 – utility

2. §102 – novelty

3. §103 – nonobviousness

C. FILING DATE RELATION BACK

35 USC §119(a).  Benefit of earlier filing date; right of priority.
(a) An application for patent for an invention filed in this country by any person who has, or whose legal representatives or assigns have, previously regularly filed an application for a patent for the same invention in a foreign country which affords similar privileges in the case of applications filed in the United States or to citizens of the United States, or in a WTO member country, shall have the same effect as the same application would have if filed in this country on the date on which the application for patent for the same invention was first filed in such foreign country, if the application in this country is filed within twelve months from the earliest date on which such foreign application was filed; [identical language to §102(b)] BUT no patent shall be granted on any application for patent for an invention which had been patented OR described in a printed publication in any country more than one year before the date of the actual filing of the application in this country, OR which had been in public use or on sale in this country more than one year prior to such filing. 
1. Applicant 
a. Can use §119 to substitute foreign filing date as US filing(constructive R/P)/invention date to swear behind prior art – avoiding §102(a) anticipation or §103 obviousness
b. Can use §119 to substitute foreign filing date as US filing(constructive R/P)/invention date to swear behind the filing date of an issued US patent – avoiding §102(e) anticipation or §102(e)/§103 obviousness
i. Sometimes information disclosed in the prior art application being used under §102(e) does NOT anticipate the claimed invention, BUT either on its own or when combined with other prior art renders the claimed invention obvious under §103
c. Can NOT use §119 to substitute foreign filing date as US filing date – trying to avoid §102(b) statutory bar – see language of §119
2. PTO or challenger
a. Can NOT use §119 to substitute foreign filing date as US filing date for prior art under §102(e)

35 USC §120.  Benefit of earlier filing date in the US.
An application for patent for an invention disclosed in the manner provided by the first paragraph of section 112 of this title in an application previously filed in the United States, or as provided by section 363 of this title, which is filed by an inventor or inventors named in the previously filed application shall have the same effect, as to such invention, as though filed on the date of the prior application, if filed before the patenting or abandonment of or termination of proceedings on the first application or on an application similarly entitled to the benefit of the filing date of the first application AND if it contains or is amended to contain a specific reference to the earlier filed application. No application shall be entitled to the benefit of an earlier filed application under this section unless an amendment containing the specific reference to the earlier filed application is submitted at such time during the pendency of the application as required by the Director. The Director may consider the failure to submit such an amendment within that time period as a waiver of any benefit under this section. The Director may establish procedures, including the payment of a surcharge, to accept an unintentionally delayed submission of an amendment under this section.
V. NOVELTY AND STATUTORY BAR [§102]







35 USC §102.  Conditions for patentability; novelty and loss of right to patent.
A person shall be entitled to a patent UNLESS—

(a) the invention was known or used by others in this country, OR patented OR described in a printed publication in this or a foreign country, before the invention thereof by the applicant for patent, or [novelty]
(b) the invention was patented OR described in a printed publication in this or a foreign country OR in public use OR on sale in this country, more than one year prior to the date of the application for patent in the United States, or [statutory bar – US filing too long after public use OR on sale]
(c) he has abandoned the invention, or [abandonment]
(d) the invention was first patented or caused to be patented, or was the subject of an inventor's certificate, by the applicant or his legal representatives or assigns in a foreign country prior to the date of the application for patent in this country on an application for patent or inventor's certificate filed more than twelve months before the filing of the application in the United States, or [statutory bar – US filing too long after foreign filing date and foreign issue date]
(e) the invention was described in [novelty]
(1) an application for patent, published under section 122(b), by another filed in the United States before the invention by the applicant for patent or [described in published US patent application w/ filing date before applicant’s invention date]
(2) a patent granted on an application for patent by another filed in the US before the invention by the applicant for patent, EXCEPT that an international application filed under the treaty defined in section 351(a) shall have the effects for the purposes of this subsection of an application filed in the United States only if the international application designated the United States and was published under Article 21(2) of such treaty in the English language; or  [described in issued US patent w/ filing date before applicant’s invention date] 
(f) he did not himself invent the subject matter sought to be patented, or [derivation]
(g) [novelty]
(1) during the course of an interference conducted under §135 or §291, another inventor (B) involved therein establishes, to the extent permitted in §104, that before such person's (A) invention thereof the invention was made by such other inventor (B) and not abandoned, suppressed, or concealed, OR [interference proceeding: PRIORITY function – explains how court determines who gets patent in interference proceeding; note if B made invention in Canada STILL counts]
(2) before such person's (A) invention thereof, the invention was made IN THIS COUNTRY by another inventor (B) who had not abandoned, suppressed, or concealed it. [(earlier invention date) infringement suit: BAR function – creates a BAR to applicant A because applicant A is NOT the true inventor – note if B made invention in Canada doesn’t matter, has to be in US ( B is disqualified, A is not barred]
In determining priority of invention under this subsection, there shall be considered not only the respective dates of conception and reduction to practice of the invention, but also the reasonable diligence (otherwise infer intent to suppress) of one [e.g. junior] who was first to conceive and last to reduce to practice, from a time prior to conception by the other [e.g. senior].
A. INTRODUCTION
1. Clauses
a. novelty (i.e. invention was known or used by others before applicant’s invention date)

b. statutory bar (i.e. patentee’s US filing too long after disclosed, became public, or was on sale)

c. abandonment (i.e. patentee gave the invention to the public)

d. statutory bar (i.e. patentee’s US filing too long after foreign filing date & foreign issue date)

e. (e)(1) – novelty (i.e. invention was described in a published US patent application with a filing date earlier than applicant’s invention date; patent is treated as prior art as of its filing date rather than its issue date)
(e)(2) – novelty (i.e. invention was described in an issued US patent with a filing date earlier than applicant’s invention date; patent is treated as prior art as of its filing date rather than its issue date)

f. derivation (i.e. patentee derived the invention from someone)

g. (g)(2) – novelty (i.e. someone else had earlier US invention date)

B. NOVELTY - §102(a) & (e)(2) & (g)(2)
1. INTRODUCTION

a. Policy

i. Patent is barred because patent is NOT new.
ii. Inventor is NOT the true inventor and has NO entitlement to a patent.

b. CRITICAL DATE is applicant’s invention date 
i. if use US filing date as invention date then:
a. §120 can be used to relate back to a prior US filing date
i. must be before 1st application is patented 

b. §119 can be used to relate back to a prior foreign filing date
i. must be within 12 months of foreign filing

c. NO PATENT if invention was
i. patented anywhere in the world (§102(a))
ii. described in a printed publication anywhere in the world (§102(a))
iii. known or used by someone else in the US (§102(a))
iv. described (not “claimed”) in an issued US patent which had filing date (§102(e)(2))
v. invented in the US by someone else who didn’t ASC (i.e. someone else had earlier US invention date) (§102(g)(2))
BEFORE the applicant’s invention date.
2. ANTICIPATION
a. An invention is NOT new (i.e. claim invalidated) if the claim has been anticipated (i.e. realized or known in advance) by prior art
b. Strict Identity Standard: To anticipate a claim for a patent, a single prior art must contain all the claim’s essential elements, i.e. disclose every limitation of the invention.
i. source
a. patent

b. printed publication
c. device
d. drawing

e. picture

ii. single

a. Anticipation can NOT be shown by COMBINING more than one reference to show the elements of the claimed invention (see §103 nonobviousness)
iii. all

a. standard is strict identity – must contain ALL the essential elements

b. Ex. little blue wagon in public use BEFORE the invention of little red wagon does NOT anticipate the claim for the little red wagon

c. ANALYSIS
i. claim construction (question for the judge)
a. What does the claim mean?
b. description in the specification MAY be used to interpret a claim, but can’t be used to import a limitation into the claim
c. claims must be given same construction for validity as for infringement
d. Markman Hearing (Markman v. Westview, 116 S. Ct. 1384)
i. question of law: court determines the scope of a patent claim
ii. question of fact: jury determines whether infringement exists
e. broad v. narrow
i. broader reading – more likely to catch infringers
ii. narrower reading  – more likely to validate the claim in consideration of prior art
ii. comparing the claim to a single prior art reference (question for the jury)
a. Is the meaning of the claim taught in the prior art?
b. A claim is ANTICIPATED (and therefore invalidated) if 

i. every limitation of the claim (as properly construed) is described in a SINGLE prior art reference 

AND
ii. the prior art is enabling (i.e. one of ordinary skill in the art could practice the invention)
Herman v. WBS p. 197 – (H’s Patent Anticipated by B’s Patent Under §102(a) or (e))
· WBS claimed H’s patent was invalid
· Was H’s patent anticipated by B’s patent?
· claim construction: H’s patent term “moisture vapor permeable” means an insert material through which moisture vapor can pass.
· comparison: Is the meaning of the term taught in prior art’s usage of  “air permeable”?  Yes, because “air permeable” allows water vapor to pass through.
· Claim 1 of H’s patent was anticipated by prior art – B’s patent.
· H tried to import limitation – use something in description to limit the language of the claim, i.e. interpreted “moisture vapor permeable” as “highly moisture vapor permeable” ( narrow reading
· Court said NO
In re Schoenwald p. 200 – (PTO Claim Rejection Because Anticipated by Printed Publication Under §102(b) ; Use Patent v. Product Patent) 
· S can NOT get patent on the chemical compound, just the use, i.e. treating dry eyes (chemical compound was NOT new)

· If B got product patent on chemical & S got use patent, then S can still only use after B gives reasonable license
c. Inherency – NOT a possibility, but a NECESSITY
i. If the meaning of the claim is NOT expressly taught in the prior art, the prior art may still anticipate if the meaning is inherent in the prior art’s disclosure.
ii. Facts asserted to be inherent in the prior art must be shown by evidence from the prior art
In re Robertson p. 202 – (Inherency Not a Possibility But a Necessity) 
In re Cruciferous Sprout p. 206 – (Claims do NOT Describe a New Method)

· P wanted patent on growing, harvesting, and eating cruciferous seeds, since P discovered new important property, i.e. prevents cancer

· patent did not describe a new method

· Prior art described how cruciferous seeds could be grown into sprouts for food – does NOT matter if it was ever done.
35 USC §102(a).  Conditions for patentability; novelty and loss of right to patent.
A person shall be entitled to a patent UNLESS—

the invention was known or used by others in this country, OR patented OR described in a printed publication in this or a foreign country, before the invention thereof by the applicant for patent, or
3. PATENTED (ANYWHERE) - §102(a)

a. Did patent appear before invention date?
i. Patent becomes prior art on issue date.
ii. Becomes “patented” on the day government enforces it (not publishing date) (e.g. Kathawala)
4. PRINTED PUBLICATION  (ANYWHERE) - §102(a)

a. Did printed publication appear before invention date?
i. Focus on availability date
b. Is the document a printed publication?

i. NOT required to be either printed or published
ii.  “publication” – DISSEMINATION & PUBLIC ACCESSIBIILITY are the keys in determining whether prior art was “published”.  
iii. MUST have been sufficiently accessible to the public interested in the art before the critical date.
a. 102(a) – applicant’s invention date
b. 102(b) – 1 year prior to applicant’s US filing date
iv. dissemination factors
a. To Whom?
i. interested public/persons of ordinary skill in the art – important!
b. How?
i. oral presentation
1. need some tangible evidence – distribution OR display
ii. distributed – important!

1. papers
2. audio tape
iii. display – distribution & indexing are not necessary!! (Klopfenstein)
1. public billboards
2. presentation posters
3. Look at:

a. length of time display was exhibited

b. expertise of the target audience

c. existence of reasonable expectations that material displayed would NOT be copied
d. simplicity or ease with which the material displayed could have been copied
v. accessibility factors
a. placed in library
b. indexed & catalogued – important!
c. shelved
d. listed by descriptive title
c. Examples
i. Los Angeles Times

ii. Chemical & Engineering News

iii. Organic Letters

In re Bayer p. 219 – (Placed in Library, Not Catalogued, Not Shelved ( Not “Printed Publication”)

· university thesis was placed in the library where it was uncatalogued and unshelved

· thesis could only located by one who was informed by the faculty committee, and not by any customary research

· public accessibility was limited ( NOT a “printed publication”
In re Hall p. 219 – (Placed in Library, Indexed, Catalogued, Shelved ( Yes “Printed Publication”)

· dissertation was placed in the library where it was indexed, catalogued and shelved

· accessible to public ( YES “printed publication”
5. KNOWN OR USED BY OTHERS (U.S.) - §102(a)
a. knowledge or use must be accessible to the public
b. if evidence of knowledge or use is oral testimony, then requires CORROBORATION.

Woodland Trust v. Flowertree p. 246 – (Oral Testimony Regarding Prior Knowledge & Use ( Named Inventor ( Self-Interest ( Also Long Past Event ( Testimony  NOT Corrborated ( NOT Clear and Convincing Evidence ( NOT Known or Used by Others)

· Validity challenge under §102(a) – claims anticipated because known or used by others before invention date (i.e. filing date) under §102(a) 
· Prior art is oral testimony of 4 witnesses

· Was knowledge or use made to the public?  Yes
· But oral testimony was NOT corroborated ( NOT clear and convincing evidence (NOT known or used by others
6. DESCRIPTION IN ISSUED U.S. PATENT WITH FILING DATE BEFORE APPLICANT’S INVENTION DATE – §102(e)(2)
35 USC §102(e)(2).  Conditions for patentability; novelty and loss of right to patent.
A person shall be entitled to a patent UNLESS— the invention was described in a patent granted on an application for patent by another filed in the US before the invention by the applicant for patent, EXCEPT that an international application filed under the treaty defined in section 351(a) shall have the effects for the purposes of this subsection of an application filed in the United States only if the international application designated the United States AND was published under Article 21(2) of such treaty in the English language; or 

a. Patent becomes prior art on filing date rather than issue date.
i. §102(e) when patent (prior art) discloses, but does NOT claim the subject matter of the challenged application
a. Challenger often uses 102(e) when applicant relies on US filing date to be invention date
b. Distinctions

i. if patent claimed what patent disclosed ( can use 102(g)(1) interference
ii. if patent was issued ( can use 102(a) “patented”
iii. if patent was published ( can use 102(a) “printed publication”
c. §102(e)(2) part 1 – “described in issued U.S. patent with filing date before applicant’s invention date” 

d. §102(e)(2) part 2 – “described in issued U.S. patent with PCT filing date before applicant’s invention date” 

i. PCT application must

a. have designated the U.S.
b. was published in English 
e. §102(e)(1) – “described in patent published within 18 months of filing date WITH filing date before applicant’s invention date” (patent does NOT have to be issued)
f. NOTE: Interplay between §119 & §102(e) – NOT TESTED
Hans Hilmer HYPO p. 307 – (§102(e) & §119)
· X files in Germany on 8/88
· A files in Japan on 1/89
· X files in US on 8/89 ( X discloses specification, but not claims)

· A files in US on 1/90 (issued on 1/94)

· X says invalid under §102(e) – X’s filing date (8/89) is before A’s filing/invention date (1/90)
· A uses Japan filing date (1/89) under §119

· X tries to use Germany filing date (8/88) as date it becomes prior art, but can NOT under language of §102(e)

· Can use as shield BUT not sword 

· Purpose of §119 is to help applicant get patent
· Can’t use foreign filing date against applicant to defeat application
Example 2 – (NO Bar – applicant can use §119 under §102(e)(2))

· Isabelle files in France on 5/10/02

· Ike files in US on 5/19/02

· Describes Isabelle’s invention

· Published on 11/19/03

· Issued

· Isabelle files in US on 5/1/03 (invention date)

· Is Isabelle’s patent barred under §102(e)?
· No, Isabelle can use §119 to relate back to France app. – 5/10/02

Example 3 – (NO Bar – PTO can NOT use §119 under §102(e)(2))

· Isabelle files in France on 5/10/00

· Describes Ike’s invention

· Published on 11/01

· Ike files in US on 5/19/00 
· Isabelle files in US on 5/1/01

· Published on 11/1/02

· Issued
· Is Ike’s patent barred under §102(e)?
· NOT 102(a) because Isabelle’s patent is NOT issued or published before 5/19/00 (i.e. invention date)
· NOT 102(b) because Isabelle’s patent is NOT published (i.e. printed publication) more than a year before 5/19/00 (i.e. filing date)
· No, Isabelle(challenger) or PTO – can NOT use §119 to relate back the US issued patent (i.e. prior art) filing date to France filing date.

Example 4 – (§102(e)(2) part 2)

· Isabelle files PCT on 5/10/00

· Describes Ike’s invention

· Designates US and France

· Published in English and French on 11/01

· Results in US patent
· Ike files in US on 5/19/00 (invention date)
· Is Ike’s patent barred under §102(e)?
· Yes, the second part – as long as designated in US and published in English

7. EARLIER U.S. INVENTION DATE – §102(g)(2)

before such person's (A) invention thereof, the invention was made IN THIS COUNTRY by another inventor (B) who had not abandoned, suppressed, or concealed it. [(earlier invention date) infringement suit: BAR function – creates a BAR to applicant A because applicant A is NOT the true inventor – note if B made invention in Canada doesn’t matter, has to be in US ( B is disqualified, A is not barred]
In determining priority of invention under this subsection, there shall be considered not only the respective dates of conception and reduction to practice of the invention, but also the reasonable diligence (otherwise infer intent to suppress) of one [e.g. junior] who was first to conceive and last to reduce to practice, from a time prior to conception by the other [e.g. senior].
a. Applicant got beat to the finish line.

b. IF someone invents in the US before applicant & that someone did NOT abandon, suppress, or conceal, THEN applicant can NOT get patent since applicant is NOT the true inventor (i.e. applicant is BARRED).
c. That someone else did NOT have to file a patent – as long as disclosed to the public in some way and did NOT abandon, then okay.
d. That someone should NOT be liable for infringing another’s patent on the same invention.
Thomson v. Quixote p. 211 – (Inventor was Not Named Party (Disinterested) ( NO Self-Interest ( Testimony Did NOT Require Corroboration)

· T’s invention date is 8/25/72

· Q argues T’s claims were anticipated by an unpatented laser videodisc developed by a non-party (MCA) before 8/72
· Inventor’s testimony alone regarding priority of invention requires corroboration to satisfy clear and convincing evidence standard
· But in this case the inventors MCA were not a named party – no self-interest in result, so no corroboration necessary.
C. STATUTORY BARS - §102(b) & (d)
1. INTRODUCTION

a. Policy

i. Encourage an inventor to enter the patent system promptly, while recognizing a 1 year period of public knowledge or use or commercial exploitation before application must be filed.
b. CRITICAL DATE is 1 year prior to applicant’s US filing date
i. Rationale: should have one year to make it public or sell before deciding to file.
ii. if want longer than one year:
a. §120 can be used to relate back to a prior US filing date
b. §119 can NOT be used to relate to a prior foreign filing date

c. §363 can be used to relate back to a prior PCT filing date
c. NO PATENT if 

i. invention was (§102(b))
a. patented anywhere in the world
b. described in a printed publication (by anyone) anywhere in the world
c. in public use (by anyone) in the US
d. on sale (by anyone) in the US
BEFORE the critical date.
OR
ii. (§102(d))
a. US & foreign applications
i. were filed by the same inventor AND 

ii. claimed the same invention
b. US filing date was 
i. after the foreign issue date AND
ii. MORE THAN 1 YEAR after the foreign filing date.
35 USC §102(b).  Conditions for patentability; novelty and loss of right to patent.
A person shall be entitled to a patent UNLESS—

the invention was patented OR described in a printed publication in this or a foreign country OR in public use OR on sale in this country, more than one year prior to the date of the application for patent in the United States, or

2. PATENTED (ANYWHERE) - §102(b)
a. Did patent appear too long before filing date?
i. Patent becomes prior art as of its issue date.
ii. Becomes “patented” on the day government enforces it (not publishing date) (e.g. Kathawala)
3. PRINTED PUBLICATION  (ANYWHERE) - §102(b)

a. Did printed publication appear too long before filing date?
i. Focus on availability date
In re Cronyn p. 221 – (Listed by Author’s Name, Shelved, Not Catalogued, Not Indexed ( NO “Printed Publication”)

· professor invented date was before – so not §102(a) problem – this is §102(b) problem 

· undergraduate theses was placed in the chemistry department library and listed according to author’s name in a shoe box

· theses was not indexed or catalogued

· not reasonably accessible to the public

· theses were not catalogued or indexed in a meaningful way ( NOT a “printed publication”
MIT v. Ab Fortia p. 220 – (Information Disseminated to Interested Public, Copies Distributed to 6 Persons of Ordinary Skill in the Art ( YES “Printed Publication”)

· technical paper orally presented to 50-500 scientists

· Copies were distributed upon request to as many as 6 persons of ordinary skill in the art & interested public
· Paper dissemination seems critical
· YES “printed publication” 

In re Klopfenstein p.  – (Information Disseminated to Interested Public, Posters were Shown Continuously ( YES “Printed Publication” Even Though NO Distribution or Indexing)

· Filed on 10/30/00

· Two years earlier, in 10/98 – described in presentation

· 14 slide presentations were printed and pasted onto poster boards & displayed continuously for 2.5 days at meeting of AACC – American Association of Cereal Chemists

· 14 slide presentations were printed and pasted onto poster boards & displayed continuously for less than a day at KSU
· No disclaimer prohibiting note-taking or copying

· No copies of presentation were disseminated

· No cataloguing or indexing
· Posters were critical ( this is tangible evidence ( may still be around OR at least have people testifying they remember

· YES “printed publication”
4. PUBLIC USE (U.S.)
a. NO PATENT if invention was (§102(b))
i. in public use in the US more than 1 YEAR prior to applicant’s US filing date.
b. Policy
i. Avoid detrimental public reliance on unpatented inventions 
a. Discourage removal of inventions from public domain which public justifiably has come to believe is freely available (e.g. scientists in NRDC)
ii. Encourage prompt disclosure of new information
iii. Discourage attempts to extend the length of the effective patent monopoly
c.  “public use” or just “use”? ( look at “totality of circumstances”
i. use does NOT have to be very public
a. does NOT depend on the number of persons who know of the use
i. e.g. could be in public lab where no one has seen yet 
b. does NOT have to be visible, e.g. corset springs not visible to public
c. unlimited, unrestricted use of the invention
i. if inventor freely gives invention OR was source of information then can lead to unrestricted public use by 3rd party
ii. inventor responsible for exercising control and avoiding public use, so should be barred if gave information freely
iii. e.g. could be random distribution of 10,000 form sets into public domain where inventor exercised NO control of where forms were sent, who received them, or how they were used. (secret commercial use by inventor, also)
ii. could be only one use
a. one person’s use is sufficient, e.g. only wife wore corset springs
iii. NON-secret use of the invention
a. lack of confidentiality agreement (NO duty of confidentiality) favors public use – since unlimited & unrestricted 

b. could be use by a thief OR one who breaches confidentiality
i. Lorenz v. Colgate & Evans Cooling – once information is disclosed it is out there – public use bar still applies
iv. NON-experimental use of the invention
v. commercial use by the inventor (even if private)
a. private commercial use by a 3rd party is NOT a public use bar 
vi. did observers think the invention was publicly available
a. public use bar should apply then to enforce policy
vii. reduction to practice is sufficient use (secret prior art)
a. reduction to practice by a single person (i.e. only one) NOT under control of inventor (i.e. NON-secret) & in public where others can observe (i.e. does NOT depend on # person who know of use).

Egbert v. Lippmann p. 227 – (Wife Wore Corset Springs in Public, Not Publicly Visible, One Use ( YES Public Use)

· filing date – 3/1866, so CD is 3/1865

· Was it in public use before 3/1865?

· One person – wife used corset springs in public from 1855 to 1858.

· Invention was NOT publicly visible
NRDC v. Varian p. 232 – (Inventor was Source of Information Leading to Public Lab Use ( YES Public Use)
· Hoult/NRDC’s filing date – 2/27/75, so CD is 2/27/74
· Was it in public use before 2/27/74?

· Hoult’s advisor opened his big mouth to Dr. S on a bus on 4/73
· Dr. S modified a spectrometer accordingly, and scientists used it in the labs in the summer of 73
· People came by and saw it working in the lab
· Inventor was source of information leading to use by someone else 
· Public use since policy of discouraging removal of inventions from public domain which public justifiably has come to believe is freely available
Baxter v. Cobe p. 237 – (3rd Parties Independent Reduction to Practice ( “Secret Prior Art” ( YES Public Use)
· Cullis/B’s filing date – 5/14/76, so CD is 5/14/75

· Was it in public use before 5/14/75?

· S & I independently built and tested invention in S’s lab (i.e. reduction to practice)
· Cullis didn’t know what S & I were doing
· Cullis waited too long – but he didn’t know clock started running

· Others observed the invention working in the lab – publicly accessible before 5/14/75
· Observers were under NO duty of confidentiality

· Experimental use exception did NOT apply because S & I did NOT work under Cullis – no control.
· Cullis didn’t know – §102(b) is there to encourage to file promptly – but he didn’t know

· 102(b) – most of the time the trigger is pulled by the inventor
· 102(a) – focuses on action of others 

· Court says S & I device was in public use as soon as it was reduced to practice, since use was by single person NOT u nder control of inventor AND in public (doesn’t matter if anyone walked in) ( sufficient use
3M v. Appleton p. 242 – (Inventor Put Product in Public Domain Without Exercising Control ( YES Public Use)
· 3M’s filing date – 8/17/90, so CD is 8/17/89
· Was it in public use before 8/17/89?

· 10,000 sample form sets were distributed to an unknown # of users throughout company  on 7/89
· 3M exercised no control over where forms were set, who received them, or how they were used

· use does not have to be very public ( does NOT depend on number of people who know of use
5. ON-SALE (U.S.)
a. NO PATENT if invention was (§102(b))
i. on sale in the US more than 1 YEAR prior to applicant’s US filing date.
b. Policy
i. discourages removal of inventions from the public domain that the public reasonably believes are freely available (reliance)
ii. favors the prompt and widespread disclosure of inventions
iii. allows inventor a reasonable amount of time following sales activity to determine the potential economic value of a patent
a. choose between seeking patent protection promptly following sales activity OR take chances with competitors without patent protection
iv. prohibits the inventor from commercially exploiting invention beyond the statutorily prescribed time
c.  “on sale” Requirements – focus is on commercialization
i. Critical date is 1 year prior to applicant’s US filing date.
a. Cannot use §119 foreign priority date.
ii. Invention must be the subject of a commercial offer for sale under UCC, i.e. in the K sense
i. quantity

ii. price

iii. delivery place and time
b. license is not an offer to sell, i.e. limited use

i. money is for partnership, not for sale of product?
ii. grant of license to process is NOT offer to sell (i.e. In re Kollar)
1. product using process could be sold v. actually offered to sell?

2. what about grant of license to product?  Does this trigger on-sale bar? (i.e. Elan?)
iii. offer to license is NOT offer to sell (i.e. Elan)
c. actual completed sale
d. whenever inventor engages in any activity to sell the patented idea, including making an offer for sale, e.g. proposal
e. “method” & “process” is NOT “on sale” until make use of it and sell the product 
i. not tangible item, just knowledge
ii. Buyer acquiring method or process is NOT a “sale” of the invention because method or process has not been carried out or performed as a result of sale transaction.
iii. sale/offer must be in the U.S.
a. requires substantial “sales” (not “production”) activity to have occurred in the U.S.
b. “substantial” – 

i. Ex. offer was made in the US, then substantial
ii. must be more than that which is performed by any company engaging in foreign commerce (e.g. communications and proposals)
iv. Invention must be ready for patenting before the critical date (“invention” means complete conception)
a. actual reduction to practice 
OR
b. other tangible evidence/written enablement, e.g. drawing OR descriptions sufficiently specific to enable a “person skilled in the art” to practice the invention, i.e. §112 ¶1
c. Note: does NOT require inventor have complete confidence that invention would work for its intended purpose, often this won’t happen until R/P
i. does NOT have to be substantially completed
ii. could be “mere concept”
iii. doesn’t matter if don’t know if would work for intended purpose
v. if seller is unrelated 3rd party AND transaction places invention in public domain, then “on sale” ( even if 3rd party stole the invention
a. Policy refers to dealing with inventor, encouraging to file, etc … BUT inventor can still be denied patent through no fault of his own. (e.g. Evans)
vi. Was the sale/offer “experimental”?
BF Goodrich v. Aircraft Braking p. 253 – (Invention was Only a “Mere Concept” ( NOT “On Sale” (old law); Proposal Made Outside U.S. ( Not “On Sale” in U.S.)

· B’s patent filed on 7/2/84
· A argues the brakes were “on sale” for more than one year prior the filing
· Boeing Proposal: 

· Evidence is 12/81 proposal to sell brakes to Boeing

· NOT “on sale” ( since invention existed only as a “mere concept” at the time of sending proposal (maybe “on sale” in consideration of Pfaff).  
· Idea for invention was conceived only month before proposal

· Inventor did NOT know if it would work

· Critical components had NOT been developed

· No embodiment was built

· Inventor did not know if his invention would work

· Airbus Proposal:
· Evidence is 6/83 proposal & presentation to Swissair
· proposal was commercially motivated
· But activity was NOT in US

· Offer was made outside of U.S.
Pfaff v. Wells Electronics p. 258 – (Commercial Offer for Sale & Ready for Patenting ( YES “On Sale” (new law))
· Pfaff’s CD is 4/19/81

· Before 3/17/81, Pfaff prepared detailed engineering drawings that described the design, dimensions and the materials to be used for invention & showed sketch of concept to TI

· Before 4/8/81, TI orally agreed to purchase 30,100 sockets for $91K

· Standardize the meaning of “invention” ( means complete conception

· Harder to get US patent because §102(b) bar applies more easily now – just descriptions
· Clock started running before 4/8/81
· Acceptance indicates commercial offer to sell
· Invention was ready for patenting – written enablement
Group One v. Hallmark p. 265 – (NOT Commercial Offer for Sale ( NO “On Sale”)
· GO’s CD is 11/12/91  (US filing related back to PCT application on 11/12/92 – under 35 USC §363)
· 6/24/91: GO wrote to H – indicating that they could provide invention on license/royalty basis
· Communication was not an offer for sale in commercial K sense (i.e. lack of price and quantity).
· Must be a commercial offer for sale in the K sense

· Easier to get US patent because §102(b) bar is harder to get – need UCC offer
In Re Kollar p. – (Granted License to Process ( NO “On Sale”)
· C paid series of royalty payments AND received a “right to commercialize” K’s invention

· Agreement was for a license under future patents to K’s invention.

· Court found this granted license to process was NOT “On Sale” because method or process has not been carried out – requires a product to be made by process and then commercial offer to sell product
Elan v. Andrx p. 272 – (Offer to License is NOT Offer to Sell ( NO “On Sale”)
· E sent letter to L offering license – give tablets to L
· Money is for partnership, not for tablets.

Evans Cooling v. General Motors p. 276 – (3rd Party Thief Offer to Sell ( YES “On Sale”)
· GM (3rd party) stole Evan’s idea & then sold it to retail customer – commercial offer to sell under UCC ( YES “On Sale”

· Note price not set ( is this really a binding commercial offer to sell under UCC?
· No exception applies when 3rd party steals an then places on sale
· Like in Hoult, Evans gave up info to GM – too bad.

· Evans may have claim against GM still though.
6. EXCEPTION TO PUBLIC USE & ON SALE BARS: EXPERIMENTAL USE OR SALE
a. Patentee must show use/sale/offer was part of testing program (for experimental purposes), rather than primarily for profit or commercial exploitation.

b. Totality of Circumstances Factors (no one factor is determinative)
i. nature of the activity that occurred in public
a. was testing required in a specific environment to ensure invention worked for its intended purpose?

ii. public access to and knowledge of the public use

iii. confidentiality obligation imposed on persons who observed the use

iv. progress records or other indicia of experimental activity kept

v. who conducted the experiments

a. inventor OR someone acting for inventor must exercise CONTROL
i. no control may lead to unrestricted public use
ii. solicitation could be viewed as some control

b. NOT the inventor OR acting for inventor ( FAVORS NO experimental use as to the inventor (is this really controlling?  e.g. dissent in Lough) 

i. someone else’s experimental use can NOT be imported to the inventor (e.g. Baxter)
vi. how many tests were conducted and for how long
vii. was full payment made for the product used in the tests?
a. any profit?
b. reimbursement plan?

viii. was the use/sale primarily to test the usefulness of the invention OR to test the potential market?
a. If looks like testing the potential market, argue testing whether invention works as described in patent (e.g. Allied)

b. NOT strictly applied to deny experimental use
Elizabeth v. Pavement p. 282 – (Even Public Use Does Not Have to Be “Public Use” Under §102(b) ( YES Experimental Use)

· nature of activity?

· Nature of street pavement is such that it cannot be experimented upon satisfactorily except on a highway

· who conducted?
· Inventor exercised control
· He was there almost daily & hit the pavement with cane & examine its conditions

· Asked many questions about the pavement

· Did not consent to others laying pavement elsewhere 

· test usefulness or potential market?
· testing usefulness – durability 
· Court said NO BAR!
Paragon Podiatry v. KLM Labs p. 286 – (Totality of Circumstances ( NO Experimental Use)
· nature of activity?
· P’s sale and advertising of orthotic devices
· confidentiality obligation?
· NO
· progress records?
· NO
· who conducted?
· P had NO control over orthotics
· how many tests?  how long?
· 300 sold 
· full payment?
· YES
· Court said BAR – slam dunk!

Kolmes v. World Fibers p. 290 – (Totality of Circumstances ( YES Experimental Use)
· nature of activity?
· marked sample gloves sent to limited number of customers 
· how many tests?  how long?
· limited number 

· full payment?
· free
· test usefulness or potential market?
· testing durability
· each sample was different – testing yarn

· samples were subjected to destructive testing
· Court said NO BAR
Allied Colloids v. American Cyanamid p. 292 – (Not Testing the Market for the Invention, BUT Testing Whether Invention Works as Described in the Patent ( YES Experimental Use)

· nature of activity?

· sewage is different so need to conduct at specific sewage plant

· public access & knowledge? 

· A’s employees only had access – not entire public
· confidentiality obligation?
· No
· progress records?
· detailed records of testing
· who conducted?
· A had strict control
· how many tests?  how long?
· 20-30 samples – some not related to patent
· full payment?
· testing was free
· test usefulness or potential market?
· A was attempting to demonstrate the sewage would work on Detroit sewage so they could sell it to them later – clearly attempting to commercialize & to develop market, but people get patents so they can sell the patented product.  Argue testing whether invention works as described in patent.
· A’s UK patent attorney worried that “commercial sampling” would be a bar
· Court said NO BAR!

Monon v. Stoughton p. 296 – (Could be Experimental Use)
· nature of activity?

· sold trailer to potential customer so it can be proven under actual, normal use
· test in real environment to make sure it works

· who conducted?
· customer had complete control
· inventor regularly solicited information
· how many tests?  how long?
· one trailer
· full payment?
· payment, but no profit
· reimbursed when returned trailer
· test usefulness or potential market?
· Testing durability under real conditions
· Court said NO BAR!

Lough v. Brunswick p. 302 – (Lack of Control is NOT Determinative; YES Experimental Use BUT Confusing Law)
· nature of activity?

· upper seal assembly
· public access & knowledge? 

· yes, gave it to other boat people
· confidentiality obligation?
· No
· progress records?
· No
· who conducted?
· No control or solicitation, but this is just a factor? 
· how many tests?  how long?
· 6 
· full payment?
· testing was free
· test usefulness or potential market?
· testing to see if it worked
· Court said NO BAR!
Baxter v. Cobe Labs p. 306 – (NO Importing Experimental Use)
· who conducted?
· No control or solicitation, but this is just a factor? 
· Cullis is not entitled to benefit of S&I’s experimental use

7. U.S. FILING TOO LONG AFTER FOREIGN FILING & ISSUE - §102(d)
35 USC §102(d).  Conditions for patentability; novelty and loss of right to patent.
A person shall be entitled to a patent UNLESS—
the invention was first patented or caused to be patented, or was the subject of an inventor's certificate, by the applicant or his legal representatives or assigns in a foreign country prior to the date of the application for patent in this country on an application for patent or inventor's certificate filed more than twelve months before the filing of the application in the United States, or
a. NO PATENT if (§102(d))
i. US & foreign applications
a. were filed by the same inventor AND 

b. claimed the same invention
i. Note: if foreign patent fully discloses invention & applicant has potential to claim invention in number of different ways (e.g. compounds, compositions, methods of use, processes, etc …) then still same invention, even if foreign patent contains claims less than all aspects of the disclosed invention.  See policy of §102(d). 
ii. US filing date was 

a. after the foreign issue date AND
i. Note: issue date & NOT publication date – time when government protection is enforceable
b. MORE THAN 12 MONTHS after the foreign filing date.
b. Policy
i. Applicants for patents in the US should exercise reasonable promptness in filing their applications after they have filed AND obtained foreign patents.

In re Faizulla p. 213 – (“Patented …  in a Foreign Country” ( Includes ALL Disclosed Aspects of the Invention)

· USPTO rejection under §102(d)

· K filed earlier app in US on 11/22/82 (use §120 to relate back?)
· K filed in Greece and Spain on 11/21/83 (w/ expanded claims)
· Greek issued on 10/2/84

· Spain issued on 1/21/85

· K filed instant application in US on 4/11/85 (w/ expanded claims)
· US filing after both issue dates 
· Us filing more than 12 months after 11/21/83
· §102(d) bar applies.

· Issue is whether the foreign apps claimed the same invention?
· K argued invention not “first patented” in Greece.

· Compound, composition, and methods of use claims were invalid under Greek patent law.
· Process claims were valid & so had claims directed to the same invention
· K argued invention not “first patented” in Spain.

· Does the issue date matter, or published date?
· Issue date – because when government protection is enforceable.
· Also, Spanish patent had process claims, not the compound claims in the US patent

· Court rejected argument as inconsistent with policy of §102(d)
HYPO #1 

· X files in Japan on 2/2/82

· Japanese patent issues on 3/3/83

· X files in US on 3/3/82 (1 month after Japan filing & exactly 1 year before Japan issuing)
· US app NOT filed after Japan patent issued
· US app was NOT filed more than 1 year after foreign app was filed (only 1 month)

· NO BAR!

HYPO #2 

· X files in Japan on 2/2/82

· Japanese patent issues on 3/3/83

· X files in US on 4/4/83 (1 year + 2 months after Japan filing & 1 month after Japan issuing)

· US app filed after Japan patent issued (1 month)
· US app was filed more than 1 year after foreign app was filed (1 year + 2 months)
· BAR!
HYPO #2 

· X files in Japan on 4/4/82

· Japanese patent issues on 2/2/83

· X files in US on 3/3/83 (11 months after Japan filing & 1 month after Japan issuing)

· US app filed after Japan patent issued (1 month)

· US app was NOT filed more than 1 year after foreign app was filed (11 months)

· NO BAR!
Final §102 Problem 

· Is A entitled to a US patent?
· X invention date in Japan 1/98

· X files in Japan on 6/99

· X published in Japan on 1/00

· X files in US 5/00

· A files in Japan on 8/00 (does NOT describe X’s mouse trap)

· X issued Japan on 3/01

· A files in US on 7/01 (does NOT describe X’s mouse trap)

· A withdraws Japan patent on 8/01

· X issued US on 7/02

· Invalidity suit under §102 to A’s patent application.

· Priority: A’s invention date would be filing date 7/01, but can use §119 to relate back to 8/00 (withdrew, but okay since filed in US within 12 months of foreign filing)
· §102(a) – any issued patent in world, printed publication in world, or known or used by others in US before A’s invention date?

· X printed in Japanese on 1/00
· X filed in US 5/00 – known or used by others?  accessible to the public?

· §102(e)(2) – described in any issued patent in US or PCT application?  Is that filing date before A’s invention date?

· Yes, X’s issued so use filing date of 5/00.  Can not use §119 to relate back to 6/99 because X is prior art.

· §102(g)(2) – any other person in US invented before A’s invention date?

· No, X invented in Japan, not US.

· Statutory Bar: A’s filing date would be 7/01, can NOT use §119.  CD – 7/00
· §102(b) – any issued patent in world, printed publication in world, public use, or on sale before 7/00?

· X printed in Japanese on 1/00
· §102(d) – was US filing too long after foreign filing and issue?  

· No foreign patent issued for A.  foreign & US app have to be by same inventor.

VI. NON-OBVIOUSNESS [§103]









35 USC §103.  Conditions for patentability; non-obvious subject matter. 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made.

(b) Subject matter developed by another person, which qualifies as prior art only under one or more of subsections (e)[novelty – description in issued US patent with earlier filing date than invention date], (f)[derivation], and (g)[priorirty] of section 102 of this title, shall NOT preclude patentability under this section where the subject matter and the claimed invention were, at the time the invention was made, owned by the same person or subject to an obligation of assignment to the same person. [owned by the same person – note it does NTO cover prior art under 102(a)]
A. INTRODUCTION

1. Policy
a. Patent is barred because “obvious” improvements do NOT “promote the progress of science and the useful arts” in a meaningful way.

i. Not all new and useful inventions are “worthy” enough.  Must be some quality difference (i.e. nonobviousness)!
a. Ex. can not just change blue wagon into red wagon
b. How would you fix §103?

i. Justice Clark 
a. What is obvious is not a question upon which there is likely to be uniformity of thought in every given factual context.
ii. Professor
a. Fed. Cir. has narrowed scope of §103 – less of a viable mechanism for rejecting patent applications.

b. Resulted in increasing both the number of good and bad patents

iii. Graham analysis
a. Worse off than in 1952

iv. Secondary considerations

a. These objective factors should be given more prominence

b. Fed. Cir. thinks provides more stability than Graham approach (subjective)

c. Not feasible in complex cases where judge doesn’t know anything about the technology
v. Should Congress have created specialized district courts within the Federal Circuit – with judges who know something about the respective area?

vi. Should we make it harder for the court to overturn PTO decisions?

a. Deference to PTO, since they are experts in their fields & familiar with the prior art patents – should give more credibility to their decisions?

b. Ex. PTO rejections should not overturn unless clear and convincing evidence.
2. 1952 Patent Act Addition
a. Can Congress make such a change w/o exceeding its authority under the “patent and copyright clause” of the Constitution?
b. What is the purpose of adding §103?
i. Did Congress intend to “lower the level of patentability” (i.e. make it easier to get a patent)?
ii. Did Congress just intend to codify a condition that already existed in law (rejection of insignificant variations), for uniformity and definiteness? (i.e. Graham)
c. The addition of §103 did NOT fundamentally change the requirements for patentability that had existed for 100+ years. (e.g. Graham)
3. Standard

a. Close may “kill” the application!
i. Can be shown by combining references.

b. nonobvious v. novelty/anticipation ( close v. strict identity
4. Burden of Proof & Scope of Judicial Review

b. Issued patent is presumed VALID.
i. Presumes novelty, nonobviousness, and utility
ii. Presumption does NOT constitute substantive evidence to be weighed against a challenger’s evidence
c. Burden of persuasion is on the challenger to prove obviousness by clear and convincing evidence
i. burden of persuasion is permanent & does NOT shift
d. Carrying the Burden
i. More difficult if just relies on prior art considered by PTO

ii. Challenger should rely on important prior art NOT considered by PTO.
e. Judicial Review of Findings of Fact – use “substantial evidence” standard
i. de novo standard (less deference)
ii. “substantial evidence” standard. (looser)
a. If PTO’s decision seemed reasonable based on the record, then judge has to accept it.
i. PTO has people who are experts in the field & familiar with prior art

ii. Court should give more credibility to their decisions

1. Issued patents require clear and convincing evidence to be overturn

2. Maybe PTO rejections should also

b. Court says do all the work – make findings of fact and conclusions of law – court will then give you deference

iii. “clearly erroneous” standard (most deference)
a. Judge may overturn only when he has a “definite and firm conviction” that an error has been committed.
Dickinson v. Zurko p. 328 – (High Burden on Challenger; Fed. Cir. Must use Substantial Evidence Standard when Reviewing Findings of Facts)

· Fed. Cir. must abide by APA (substantial evidence standard) when reviewing findings of facts of a federal administrative agency, e.g. facts related to obviousness made by USPTO – 5 USC §706
· Must uphold if PTO’s decision seemed reasonable based on the record
· Professor doesn’t see this change in scope of review to “substantial evidence” – still reviewing de novo
· Why argument over clearly erroneous standard – seems stricter – so less likely overturn rejections from PTO – where does this de novo standard come from?
· Scope of reviewing any PTO decision
Not using 103 to bar effectively 

B. THE GRAHAM ANALYSIS
1. Critical Date: invention date – “would have been obvious at the time the invention was made”
2. Subjective
a. risky

i. may use hindsight or own insight!
b. subjective
i. narrow view of obviousness ( grant lots of patents (Newman)
a. more monopolies ( discourage competition
ii. broad view of obviousness ( reject lots of patents (Clark – need balance?)
a. discourage inventors

3. Analysis 

a. subsidiary questions of fact

i. determine the scope and content of the (§102) prior art
ii. determine the scope of the claims at issue
iii. identify the differences between the prior art and the claims
iv. establish the appropriate “level of ordinary skill” in the pertinent art (objectivity)
a. danger of using judge’s own insight
i. if simple technology ( obvious

ii. if advanced ( nonobvious
v. secondary considerations – objective factors
a. commercial success of invention
b. long felt but unsolved needs
c. failure of others
d. teaching away
e. praise within the technical community
f. deliberate copying
(Note: Fed. Cir. emphasizes so more objective & less hindsight)

b. ultimately question of law
i. against this background, determine whether the subject matter of the claimed invention would have been “obvious” or “nonobvious” to a “person of ordinary skill in the art” at the time the invention was made
c. objectivity 
i. insist on prior art which suggests the EXTENSION of the principal prior art OR provides a MOTIVATION to combine several items of prior art.

Graham v. John Deere p. 314 – (Obviousness is Question of Law ( Very Subjective; Hindsight?)

· Clark said “person of ordinary skill in the art” would have seen the thing to do was what Graham did, i.e. invert the shank and the hinge plank

· How do we know “person of ordinary skill in the art” would have known?
· Is Clark using own insight or hindsight?

· Need some explanation as to who the person of ordinary skill is.
· Clark is just giving factual conclusion – not laying foundation.

4. Scope and Content of Prior Art
a. BROAD VIEW: Court takes broad view of what constitutes prior art.

i. Almost assume it is all relevant prior art.

b. Is the content of a particular reference (i.e. prior art) within the scope of art?
i. Is the reference within the field of the inventor’s endeavor?

ii. If not, is the reference reasonably related to the same problem with which the inventor is involved?
iii. §102 (a), (e), (f), and (g) are guidelines for prior art.
a. §102(a) – prior knowledge or use, prior patents, prior printed publications
b. §102(e) – description in prior issued patent 
c. §102(f) – derivation (prior conception and communication)
d. §102(g) – prior invention 
Quantachrome v. Micromeritics p. 332 – (References Related to the Same Problem; Court Takes Broad View of What Constitutes Prior Art)

· Turner patent and manual are relevant prior art.
· Both references related to the same problem addressed by the claim invention, i.e. maintaining thermal stability.
5. Differences Between the Claims and the Prior Art
a. First, construe the patent claims at issue.
b. Second, focus on differences between the claims and the prior art in terms of
i. structure ( similar structure ( prima facie case of obviousness
OR
ii. utility (function and advantages, OR comparative utility)
BF Goodrich v. ABS p. 339 – (Implied Suggestion to Extend From Prior Art Itself ( Person of Ordinary Skill would Know from Prior Art– Subjective)
· Used Graham 5-step approach
· Prior art was Dunlop paper, and was deemed essential.
· Difference is overhaul v. assembly

· Would one of ordinary skill extend the prior art – from overhaul to assembly?  Yes
· The suggestion does not need to be expressly stated, can be implied
· The prior art itself provided suggested.

· Yes, obvious.
In re Glaug p. 344 – (Disposable Diapers; Review De Novo NOT Substantial Evidence Standard)
· Examiner rejected all claims as being obvious

· Do arguments reasonably support finding of obviousness?

· Then should give deference according to APA

· But court didn’t – seemed to review de novo 
· Prior art was Nomura patent
· Prior art does NOT show the spaced zones of adhesive provided by patent. 

· Court said NOT obvious
In re Blamer p. 350 – (Difference is Printing ( NOT Obvious)
· Examiner rejected claims as being obvious in light of 4 pieces of prior art
· Differences: 
· None of the prior art mentions printing
· References as a whole are too far to make the leap that Board made when combining them to render invention obvious
· Person of ordinary skill would NOT be motivated to combine their teachings to achieve the claimed invention

· Board used hindsight to reject

· No deference to lower court.

· Court said NOT obvious 
In re Dillon p. 352 – (En Banc Decision; Structurally Similar ( Prima Facie Case ( No Rebuttal ( Patent is Obvious; More Valuable to Have Patent on Product, Not Just Process)

· Examiner rejected claims as being obvious in light of prior art references

· Patent was for including tetra-orthoester compounds in fuel to reduce soot
· Prior art (Sweeney) taught including tri-orthoester compounds in fuel to reduce water
· Prior art (Elliott) taught equivalence between tetra and tri orthoesters

· Court found composition is structurally similar
· Obvious to combine for something (make compound) ( but didn’t know new use
· Majority says – you didn’t show us this chemical behaved differently

· Needed to rebut show removed water differently
6. Person of “Ordinary Skill”
a. Perspective.  Lens through which prior art and claimed invention are viewed.

i. Prevents fact-finders from using own insight or hindsight to gauge obviousness.
ii. Provides objectivity.
b. Definition (Standard Oil)
i. One who thinks along the line of conventional wisdom in the field at the time
ii. NOT one who undertakes to innovate,
a. whether by patient, and often expensive, systematic research
OR
b. by extraordinary insights (“flash of genius”)
Schneider v. Scimed Life p. 333 – (Conventional Wisdom)
· Court viewed the prior art from the perspective of person of ordinary skill
· Person of ordinary skill was “a practicing interventional cardiologist who performed dilation or coronary angioplasty dilation procedures:
 Okajima v. Bourdeau p. 335 – (If Nonobvious to Person of Extraordinary Skill ( Of Course Nonobvious to Person of Ordinary Skill)
· Nonobvious in light of various combinations of prior art.
· Absence of specific findings on level of skill does not give rise to reversible error where prior art itself reflects an appropriate level and a need for testimony is NOT shown.
· Parties agreed that ordinary skill level used previously was high.

· Found nonobvious to a person of extraordinary skill – so of course nonobvious to person of ordinary skill.
· Found obvious to a person of ordinary skill – so of course obvious to person of extraordinary skill.

· Factual finding: no motivation to combine, need some motivation to combine no matter how many pieces of prior art.
7. Secondary Considerations
a. Valuable because provides evidence of how patented device is viewed by the person of ordinary skill in the art OR interested public.
i. tribute to ingenuity rather than just obvious in light of prior art.

b. NOT “secondary” to Federal Circuit.

i. Professor: Federal Circuit is allowing more patents – more relaxed approach to §103; increased # of good and bad patents – i.e. §103 is the gatekeeper
c. Objective Factors

i. commercial success
a. Must show sales were direct result of the unique characteristics of the claimed invention, and not because of market readiness, advertising campaigns, or established market leadership.
i. Nexus is required between commercial success and merits of claimed invention, e.g. advertising touting importance of technology
ii. Sales figures can NOT be used by itself to show nexus.

b. Rationale: competitors would have been economically motivated to make the invention sooner if it had been truly obvious.
ii. commercial acquiescence (licensing by others)
a. Rationale: fear of patent validity
b. Rebuttal: aversion to litigation

iii. long felt but unsolved needs
iv. failure of others
v. teaching away (skepticism)
a. Definition: when reference suggests that person of ordinary skill in the art should not proceed in direction taken by applicant

b. Express: warning that an element of a claimed invention should NOT or can NOT be used with the prior art

c. Implied: when combination or modification would render inoperable the invention disclosed in the reference

vi. professional approval
vii. deliberate copying
a. Rebuttal: good faith belief that patent is invalid
Pentec v. Graphic Controls p. 377 – (No Nexus Proved for Commercial Success ( Yes Obvious)
· commercial success – GC sold twice as many pens than rest of industry
· nexus between commercial success and merits of invention?  
· GC failed to prove commercial success was due to invention
· Success was from marketplace readiness & promotional campaign & GC was already market leader
Gambro v. Baxter p. 382 – (Nonobvious)
· invention was for improved accuracy of ultrafiltration monitors 

· professional approval: B’s advertising shows prominence of technology

· commercial success: B sold 14,800 machines incorporating G’s invention

· Nexus? advertising declaring how great technology is
· failure of others
Sentex v. Elite Access p. 383 – (Sales Figures are Not a Sufficient Nexus ( Secondary Considerations Can Not Overcome Strong Case for Obviousness)
· obvious from prior art and rapidly evolving state of LCD technology (  using LCD in electronic directory was obvious
· long felt need for electronic directory to replace mechanical directory
· commercial success – can’t use sales figures as nexus between commercial success and claimed invention
· teaching away – skepticism
· deliberate copying
· But still not enough to overcome strong case for obviousness based on prior art.
· Classic example of technology developing so fast ( so everyone knew
· S just got there first
8. Obviousness?
a. Was it obvious to one of ordinary skill to combine references OR extend a single reference in order to solve the problem (using same prior art in same manner at same time)?
b. Avoid hindsight by requiring a showing of a motivation to combine prior art references. 
i. motivation to combine
a. Must identify specific information (within knowledge of person of ordinary skill) that suggests combination. Commonly look to 3 different sources:
i. prior art references themselves
ii. the nature of the problem to be solved
iii. the knowledge of one of ordinary skill in the art
b. Can NOT just make broad conclusory statements regarding the teaching and limitations of the references OR the simple differences between the references and invention.  
c. Rebut Prima Facie Case
i. Patentee can rebut obviousness by showing some unexpected advantage or superiority.
ii. secondary considerations
In re Dembiczak p. 362 – (Simple Invention ( Hindsight Danger ( NO Motivation to Combine ( Not Obvious)
· Invention was pumpkin trash bag
· Prior art was school books in combination with conventional trash bags
· “at the time the invention was made” v. hindsight
· Required to show motivation to combine prior art
· Board made broad conclusory statements – needs to identify specific information that suggest combination
· Not motivation to combine identified
· Not obvious
Lures v. Gene Larew Tackle p. 366 – (No Motivation to Combine ( Skepticism – Teaching Away ( Not Obvious; Secondary Considerations)
· DC said patent plastic salty lure was obvious
· scope & content of prior art: 
· use of salty bait to catch fish was known
· prior art showed use of organic fish attractants in lures
· differences between prior art & claimed invention: 
· patented lure does not work by odor like prior art lures, but by taste
· manufacture of slat impregnated lure was thought to be unfeasible
· level of ordinary skill in the art:
· testimony from 2 persons skilled in the manufacture of plastic lures
· both had skepticism of the feasibility of lures – teaching away
· secondary considerations:
· commercial success

· deliberate copying
· praise from technical community

· teaching away
· obvious?
· Whether it was obvious to use salt in light of all relevant factors?
· No motivation to combine
· In fact, skepticism – teaching away
VII. DISCLOSURE REQUIREMENTS [§112 ¶1]

p. 395





A. INTRODUCTION

1. Presumption of Validity

a. issued patents carry presumption of validity, i.e. all required disclosures presumed to have been properly made
2. Burden of Proof

a. challenger must prove invalidity by clear and convincing evidence
b. burden of proof does NOT change
3. Patent Application

a. Formal Patent Application  (FPA)
b. Two methods for filing pre-applications
i. Provisional Patent Application (PPA)
a. devised to hold costs down, while inventor explores marketability of invention

b. claims not required
c. but should contain full and complete disclosure of invention

d. initial cost lower
e. overall cost higher

ii. Inventor Disclosure Statement (IDS)
B. REQUIRED DISCLOSURES
1. utility

a. §101 – disclose invention’s utility
2. claims

a. §112 ¶1 – one or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention
3. written description
a. §112 ¶1 – written description of the invention
4. enablement
a. §112 ¶1 – manner and process of making and using the invention in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the same
5. best mode

a. §112 ¶1 – the subjective best mode for carrying out invention, contemplated by the inventor
6. material information (i.e. otherwise inequitable conduct)
a. material information respecting patentability that might affect the decision as to whether the patent should be granted

b. violation of the duty of candor to withhold such material or to submit false material information with an intent to deceive 
C. UTILITY REQUIREMENT - §101
35 USC §101.  Inventions patentable.
Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title [35 USCS §§ 1 et seq.].
1. Is the invention useful?  Does the invention work even?

a. Generally easy to satisfy this requirement – low threshold
b. Invention must work
i. Invention does NOT work ( NOT useful

ii. Ex. in re Cortright – cure hair loss
c. Invention must possess “practical utility”
i. Must have some real world use – does NOT have to be extensive or significant
ii. Must establish the utility of the invention was adequately disclosed in the original application.
iii. Focusing on reliability.
Cross v. Iizuka p. 431 – (Japanese Patent Used for Relation Back Must Disclose Utility; In Vitro Testing ( Satisfies Reliability to Prove Sufficient Utility)
· Relation back to earlier Japanese filing

· Japanese patent must conform to requirements of §112 ¶1 – must disclose utility

· Courts said disclosed some utility that it MAY work

· How much evidence of utility (that it really works) must be shown?

· Adequate to support an issued patent

· Court says in vitro testing is sufficient in case where tests are reproduceable

· Looking for reliability 

d. Claimed invention does NOT need to accomplish ALL objectives stated in the specification.
e. Infringement
i. Infringer’s copy of invention ( evidence of practical utility
ii. Infringer’s commercial success ( evidence of practical utility
Raytheon v. Roper p. 399 – (Self-Cleaning Ovens; Commercial Success ( Proof of Utility)

· DC found patent invalid because oven failed to accomplish ALL objectives stated in the specification.

· Invention clearly accomplished at least one of the patent’s stated objectives
· Ds copied patent claims and made self-cleaning ovens ( Ds can’t now say invention lacked utility
2. Lack of Utility Rejection

a. PTO will then generally make a §101 and §112 ¶1 rejection 
b. If useless ( specification can NOT teach how to use ( lack of enablement rejection
3. Pharmaceutical cases – common utility challenges
a. pharmaceutical ( utility & enablement
i. if NO utility ( NOT enabled
ii. if does NOT work ( how can it work?
b. non-pharmaceutical ( utility & enablement & actual reduction to practice
i. do not know if works until tested with 

a. in vitro – in an artificial environment outside a living organism

OR 

b. in vivo – inside a living organism
D. CLAIMS
35 USC §112 ¶2.  Specification. 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention.

1. Claims Requirements

a. Claim must set forth what the “applicant regards as his invention”
Solomon v. Kimberly-Clark p. 416 – (Regards as Invention; Inventor’s Testimony Conflicts with Claim Language ( Doesn’t Matter ( Issued Patent so Interpret Claims From Perspective of Person of Ordinary Skill in the Art in Light of Written Description)

· S sued KC for infringement of panty

· KC argued patent invalid under §112 ¶2 because S failed to claim in the application the subject matter that she “regarded as her invention”
· S testified that invention was narrow – therefore KC argued claim was too broad ( more than intended ( failed to claim the subject matter regarded as invention ( patent invalid.
· Basically testifying that patent does NOT accurately depict invention.
b. Claim must be sufficiently definite, i.e. “particularly pointing out and distinctly claiming”
c. Interpretation: compare claims to written description OR inventor’s intent?
i. issued patent
a. Consider how a person of ordinary skill in the art would interpret the claims (i.e. scope of claims) in view of the written description.
b. Don’t care about inventor’s intent or what it meant during prosecution, regardless of whether interpreting to catch infringer or prove claim is invalid.
c. EXCEPTION on inventor’s intent:
i. Inventor can be own lexicographer – inventor’s definition must be clearly set forth in specification.
Beachcombers v. Wildewood p. 421 – (Background Contained Standard Definition; However Inventor Broadened Definition Within Specification ( Issued Patent ( Person of Ordinary Skill Would Interpret Broad Definition in Light of Specification)

· What is an “object cell” of a typical kaleidoscope?

· Background section of specification begins with conventional definition of “object cell”

· However rest of specification clarifies inventor’s intent of broadening definition as it applies to his invention –  “object cell” was intended to encompass liquid-filled channels, as indicated from specification (i.e. drawings)
· Would a person of ordinary skill interpret the claims to be that broad in light of specification?  Yes
Intirtool v. Texar p. 16 SUPP – (Preambles Can NOT be Used as a Limitation)

· When can Preamble be considered part of the Specification?
· Court concludes preamble can NOT be used as a limitation because it “adds nothing to this highly detailed claim and thus cannot be considered to give ‘life, meaning, and vitality’ to it”
· Sounds like double talk 

· Why shouldn’t it be used.

ii. non-issued patent (i.e. during prosecution):
a. Consider written description & inventor’s statements to PTO.
b. PTO: required to give claims their broadest reasonable interpretation consistent with the drawings & specification
c. Professor: can’t distinctly claim something using the word “about”
d. Rationale
i. Ensure that the claims actually describe the applicant’s invention.
a. should only get monopoly on what you invented, not more or less.
ii. To provide adequate notice to others as to what constitutes infringement of the patent.
a. should provide notice before punish someone
Tronzo v. Biomet p. 423 – ()
E. WRITTEN DESCRIPTION REQUIREMENT - §112 ¶1
35 USC §112 ¶1.  Specification. 
The specification shall contain a written description of the invention, and of the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the same, and shall set forth the best mode contemplated by the inventor of carrying out his invention.
1. Written Description

a. Must show that at the time of filing the inventor fully possessed the invention
b. Treat as clear and convincing evidence that at time of filing, inventor had in fact made the invention he is claiming ( allows us to use filing date as invention date.
i. Therefore, should be able to look at written description and make sure he had invented everything he is claiming by that time.
2. fully possessed
a. Whether inventor has disclosed the full scope of the invention claimed in the original application?
b. Generally, Federal Circuit defers to expertise of PTO

c. does NOT have to describe exactly the subject matter claimed
d. Sufficiency Test: whether the disclosure reasonably conveys to persons of ordinary skill in the art that the inventor had possession at that time of the later-claimed subject matter
i. Drawings alone may be sufficient.

e. Continuing Application Relating Back to Filing Date of Parent Application – §120
i. Must show really had the whole invention on that earlier date!!

ii. Does parent application support the claims of the continuation application OR does continuation application describe a totally new invention??
a. Relate back to remove prior art.
b. If don’t get earlier filing date, possibility of intervening prior art which might render this new continuation application invalid.
iii. Requires that the parent application must comply with the written description requirement.
a. Does the disclosure of parent application reasonably convey to a person of skill in the art that the inventor possessed the later-claimed subject matter at the time the parent application was filed?
b. Does the disclosure of parent application describe the later-claimed invention with all its limitations?
c. Disclosure in parent application that renders the later-claimed invention obvious is NOT sufficient.
iv. Ex. Show a place in the written description where says that red is just an example ( then might get LYFT.
Little Red Fire Truck HYPO – (Does Parent Application Satisfy Written Description Requirement with Respect to Continuation Application for LYFT?)

· 4/03: X invents LRFT

· 5/03: X files parent application for LRFT (application specifies “red”)

· 10/03: X starts selling LRFT

· 6/04: X moves to town with YFT

· 8/04: X files continuation application for LYFT
· Should X be able to get patent on LYFT?
· §102(a): issued patent, printed publication, known or used by others in US before invention date?  No issued patent.
· §102(b): issued patent, printed publication, public use, or on sale before critical date?  No issued patent.
· §102(e)(2): invention described in any issued US patent?  No issued patent.
· §103:  prior art
· YFT used in new town for past 10 years 
· LRFT prior art as of 10/03 (start selling)
· Invention date for LYFT is 8/04 – obvious at the time invention was made?  Problems
· Remove LRFT as prior art if use parent filing date of 5/03 – no combine – no obvious
· Is there anything in written description of parent application other than reference to little “red” fire trucks?

· Would the specification have caused a person of ordinary skill in the art to believe that the inventor “possessed” the invention of a LYFT? ( written description requirement

· Would the specification have enabled a person of ordinary skill in the art to make a LYFT without undue experimentation? ( enablement requirement
In re Curtis p. 399 – (Parent Application Only References Specie & No Mention of Genus which is Claimed in Continuation Application)

· 12/2/88: 488 filing date (narrow – single specie)
· 10/4/89: 466 publishing date

· 7/11/91: 251 filing date (broad – genus)
· Rejected claims in 251 patent as anticipated by 466 under 102(b).
· Remove 466 as prior art by relating back to 12/2/88 filing date.
· Rejected relation back because parent application (488) did NOT provide an adequate written description of the later-claimed genus – only referred to one species of the genus.
· Nothing in written description to show anything other than single specie

3. Written Description & Enablement – 1 requirement or 2 separate requirements?
a. Linn, Rader, Gajarsa (minority)
i. 1 requirement of a written description
ii. BUT sufficiency of written description depends on whether it enables one skilled in the relevant art to make and use the invention
iii. Separate requirement results in inevitable clash between claims & written description as focus of the scope of coverage ( ill-advised
b. Lourie & Newman & Professor:
i. 2 separate requirements w/ 2 different functions
a. describe the invention
b. explain how POSA can make and use the invention
ii. Separate requirement results in no conflict with the role of the claims – written description and claims do not duplicate each other.
a. written description teaches the invention

i. contains much material not in the claims

b. claims define the right to exclude

i. must be supported by the written description
Univ of Rochester v. Searle SUPP p. 7 – ()
· Court decided not to hear the case en banc

· Lourie concurred 
· Linn dissented
In re Cortright p. 399 – (Represents the Blurring of the Written Description & Enablement Requirements – Does §112 ¶1 Contain 1 or 2 Separate Requirements?)

· Board

· Claim 1 claims restoring hair growth

· Board interpreted this claim as requiring the user’s hair to return to its original state (full head of hair) ( Board gives claims their broadest reasonable interpretation

· Claim 1 NOT enabled – not commensurate with the scope of disclosure
· CAFC

· Interpretation of claim must be consistent with one skilled in the relevant art
· Determined meaning of terms would be increasing hair growth BUT not necessarily producing a full head of hair

· Written description supports claim 1 because it discloses the amount to apply and amount of time in which to expect results ( (sounds like enablement?)
F. ENABLEMENT REQUIREMENT - §112 ¶1
35 USC §112 ¶1.  Specification. 
The specification shall contain a written description of the invention, and of the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the same, and shall set forth the best mode contemplated by the inventor of carrying out his invention.
1. Enabling Disclosure

a. enablement v. utility 

i. How does the invention work? v. Does the invention work? 
b. Must show in full, clear, concise, and exact terms how to make and use the invention.
c. Must teach persons skilled in the art how to make and use the full scope of the claimed invention without “undue experimentation”
2. PTO Lack of Enablement Rejection

a. Written description fails to teach persons in the art to make and use the invention as broadly as it is claimed without undue experimentation.
b. Scope of Enablement Rejection
i. When the written description enables something within the scope of the claims, but the claims are NOT limited to that scope.
ii. Specification does NOT enable one of ordinary skill to use the invention commensurate with the scope of the claims
c. General Enablement Rejection

i. When the written description does NOT enable any subject matter within the scope of the claims
3. Assertions/Hopes are normally NOT sufficient – prove it.
a. Expectation Exception
i. Inventor asserted invented method for making sealed crustless sandwiches – PTO accepted assertions, because person of ordinary skill might look at description and drawings and expect sandwiches don’t leak
ii. Inventor asserted invented method for treating scalp baldness to restore hair growth – PTO did NOT accept assertions, because person of ordinary skill would not expect rubbing Bag Balm would restore hair growth
In re Milligan p. 429 – (Assertions are NOT Enough ( Prove It!)

· Inventor asserted that he had discovered that an “aqueous solution of only lactic acid and water will … relieve symptoms of neuralgia pain.”
G. “BEST MODE” REQUIREMENT - §112 ¶1
35 USC §112 ¶1.  Specification. 
The specification shall contain a written description of the invention, and of the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the same, and shall set forth the best mode contemplated by the inventor of carrying out his invention.
1. Best Mode
a. Must show what the inventor believed was the best method for making or using the invention, at the time of filing.
b. Just describing best mode at minimum – not enabling

c. Purpose
i. Promote full and fair patent application disclosures
ii. Give public the full benefit of its bargain 
d. Best Mode
i. does NOT have to produce the best results
ii. could be best because cheaper and more widely available material 
e. Critical Date ( Filing Date
i. NOT required to AMEND show the latest “best mode” (after filing date)
a. issue date: If I file my application today and tomorrow morning I come up with best mode, then don’t have to tell anybody

i. So if concerned about disclosing possible best mode, wait until after filing to find best mode

b. §119 & §120 relation back: don’t have to disclose best mode when last US application filed

c. continuation application: don’t have to update best mode on each filing of continuation
i. otherwise stifle motivation to test and improve

ii. introducing new BMD would constitute new subject matter ( new application ( no benefit of earlier filing date
f. Typical “Obviousness” Argument
i. Left it out because person of ordinary skill would have been able to determine from specification to use alleged “best mode.”
Robotic Vision v. View Engineering p. 455 – (Specification makes it Obvious to Determine Best Mode ( Argument Actually Works Here)
· summary judgment case – invalid because best mode included disclosure of software

· Inventor argued person of ordinary skill could have figured out to use software in invention

· Court says specification is adequate

· Obvious that computer using software was needed to interface device for controlling movement of sensor

· Since person of ordinary skill in art would have known to use “software” and excused from disclosing ( then what is difference between best mode & enablement requirement?
2. Analysis
a. RULE: Basically if don’t commit fraud on patent office (concealing best mode), then probably don’t have a best mode violation.
i. Professor:  tighten up best mode rule or get rid of it – too easy to get around
b. Challenger must prove both elements by clear and convincing evidence.
i. Hard to prove subjective part ( need smoking gun, e.g. US Gypsum! 

a. testimony

b. affidavit
c. SUBJECTIVE: Did inventor know of a best mode (of practicing his claimed invention) at the time of filing?
i. Smoking gun evidence?

ii. Question is “what inventor believed” NOT “whether he was correct”

a. Was there a best mode of making or using the invention, i.e. one that was thought to be better than others?
b. Who knew of the best mode?
c. When did he know of it?
d. OBJECTIVE: Did inventor adequately disclose his best mode – i.e. in a way that would enable a POSA to practice the best mode?  Did the inventor conceal his best mode from the public?
i. Detailed information is only required when POSA can NOT practice without it.
a. chemical formula

b. method or manufacture

c. trade name or supplier 
i. NOT required as long as means to practice is available
ii. Compare what inventor “knew” with what inventor “disclosed” 
a. Was it disclosed in a way that someone reasonably skilled in the art would have understood it?
b. Does the omitted “best mode” relate specifically to one of the claims?

Transco v. Performance p. 441 – (Violations 1 & 2 ( No Duty To Amend; Violation 3 ( Court Found Best Mode Adequately Disclosed)
· PC is Pinsky’s employer

· DC summary judgment ruled Pinsky patent invalid – 3 violations of BMD – but there is material fact with respect to 3rd violation ( should go to jury!!

· 3 BMD violations

· steel hooks – best mode @ time of filing continuation application

· fasteners – best mode @ time of filing continuation application

· failed to disclose supplier/trade name information for the finished glass cloth – best mode known before time of filing
· CAFC found

· steel hooks – no duty to amend 

· fasteners – no duty to amend
· supplier/trade name information: adequate disclosure?  Enable person skilled in art to practice it?
· P knew of the best mode

· P argued adequate description ( included description that person of ordinary skill in art would understand to be of the supplier/trade name information
· CAFC found inventor was NOT required to disclose production details as long as means to carry out invention are disclosed.
· supplier/trade name information must be provided only when skilled artisan could not practice BM without this information.

· Court reluctant to invalidate – says disclosure adequate

US Gypsum v. National Gypsum p. 449 – (Smoking Gun ( Admitted Best Mode Not Disclosed; Court Found Best Mode NOT Adequately Disclosed; Not Really Best Mode Case but Inequitable Conduct Case
· Patent is lightweight joint compound using Sil-42

· USG sues NGC for patent infringement 

· Inventor intentionally left out one ingredient

· Inventor testified knew it was best mode before filing date ( smoking gun

· Did inventor disclose best mode in way that would enable person with ordinary skill to practice it?

· USG: not best mode because did NOT produce best results

· Court: doesn’t matter

· Court: did not disclose adequately – no chemical description, method of manufacture, or trade/supplier name
· USG: persons skilled in the art would have known how to obtain chemical because it was commercially available
· Court: you did not even mention it in specification
· USG: person skilled in the art could have identified chemical by examining commercial product
· Court: must be disclosed at time of filing
· USG: no intent to conceal
· Court: doesn’t matter – disclosure was still inadequate – concealed BM from public
3. Penalty

a. Patent becomes invalid
i. Court might be reluctant to invalidate – make good valid patent worthless just because didn’t disclose all information 
ii. Otherwise counter to purpose of encouraging people to invent
4. Best Mode v. Enablement

a. Best mode is burdensome – undue cost and complexity of patent enforcement
b. Failure of best mode is hard to detect by PTO
c. Compliance with enablement inherently does NOT compel disclosure of best mode
VIII. INEQUITABLE CONDUCT









A. FRAUD ON THE PATENT OFFICE
1. Violation of Duty of Candor, Good Faith, and Honesty
Applicants for patents and their attorneys owe the Patent Office a duty of candor, good faith, and honesty, which necessitates a fair and full disclosure of material information relating to the patentability of the invention in question.
a. applicants and attorneys
b. requires fair and full disclosure

c. material information relating to patentability
2. Types of Inequitable Conduct

a. material information NOT disclosed
b. affirmative misrepresentation OR misleading statement
3. Scenarios

a. statutory oath of inventorship – (did NOT invent)
b. citation of known relevant prior art – (did NOT disclose prior art)
i. patents

ii. publications

c. affidavits concerning date of invention – (did NOT really invent on that date)
d. affidavits concerning factual evidence on patentability – (missing?)
i. litigation involving patent validity
ii. sales transactions

iii. prior public use
4. Remedy

a. Renders patent unenforceable by ANY party ( invalidates patent
Aptix v. Quickturn p. 466 – (Fraud on the Trial Court ( Can NOT Make Patent Unenforceable Unless Fraud in Getting Patent ( Trial Court Exceeded Remedy)
· unclean hands doctrine: A had dirty hands ( trial court ruled A’s patent unenforceable ( A submitted false engineering notebooks to court to get earlier conception date and avoid prior art
· trial court dismissed A’s patent infringement suit
· submitting false engineering notebooks ( fraud on the trial court
· litigation remedy ( unclean hands doctrine ( bars only offending party (bars relief in case at hand)
· inequitable conduct remedy ( patent unenforceable by ANY party (bars enforcing patent forever by anyone, including innocent licensees)
· BUT no misconduct in getting patent ( NO fraud on PTO ( still valid grant of patent rights

· patent remains presumptively valid – enforceable by innocent licensees
B. POLICY

1. encouraging applicants to lie?
a. presumption of validity for issued patents
b. no sanctions, just invalidate patent 
c. no real incentive to be ethical, i.e. disclose potentially harmful material

i. Ex. Cronyn disclosed student’s paper and then had to argue

ii. if it’s invalid & non-disclosure was material ( patent invalid

iii. if it’s valid & therefore non-disclosure was NOT material ( valid
C. ANALYSIS

1. Standard of Review (clearly erroneous): reviewing lower court’s factual findings for clear error.
2. Does the alleged non-disclosure or false information (i.e. misrepresentation) have a threshold degree of materiality?
a. D has burden to prove by clear and convincing evidence, i.e. issued patents are presumptively valid
b. materiality

i. Substantial likelihood a reasonable examiner would have considered the information important in deciding whether to allow application to issue as patent?

ii. YES material

a. dispositive on issue of validity?
b. If NOT dispositive:
i. argue prior art invention as a whole is NOT similar 
ii. counter with prior art has two features that are central to invention
iii. NO material
a. Insufficient knowledge, so what I did know would not have been material
3. Was there an intent to deceive or was there gross negligence or mere negligence?
a. Newman – no intent to deceive
i. D has burden to prove by clear and convincing evidence, e.g. smoking gun, confession?
ii. usually no direct evidence

iii. gross negligence by itself NOT sufficient to infer intent to deceive.
b. infer intent to deceive – involved conduct (in light of all evidence) must indicate sufficient culpability to require finding intent to deceive
i. NO
a. good faith belief in NON-materiality
b. no evidence of knowledge
ii. YES
a. evidence of knowledge of existence of prior art
b. evidence of knowledge of materiality of prior art
c. NO explanation of why prior art NOT cited
4. Once the thresholds of materiality and intent are established, the Court must balance them to determine whether the equities in the case warrant a conclusion that inequitable conduct occurred and the otherwise valid patent declared unenforceable.  
a. In this regard, materiality and intent are inversely related.
b. sliding scale
i. The more material the omission, the less culpable the intent required
ii. The more culpable the intent, the less material the omission.
Critikon v. Becton p. 473 – (Infer High Intent to Deceive ( Evidence of Knowledge of Prior Art & Knowledge of Litigation Relating to Patent & Knowledge of Materiality & No Explanation; Intent & Materiality ( YES Inequitable Conduct ( Valid Infringed Patent Held Unenforceable)
· C filed infringement action against B

· DC said NO inequitable conduct – NO intent to deceive
· not disclosed or misrepresented?

· failed to disclose prior art – McDonald patent  - during original prosecution & reissue
· during reissue of patent, C failed to disclose that original patent was involved in this litigation involving invalidity & inequitable conduct

· material?
· prior art – Although prior invention as whole not similar, it had two features that were central to invention
· litigation – Examiner should know about any litigation affecting patent validity
· intent to deceive?

· no direct evidence
· infer intent to deceive from surrounding circumstances ( inventor knew or should have known that withheld info would be material to PTO’s examination
· knowledge of prior art ( patent attorneys review prior art in detail – evidence of notes & were faced with it repeatedly during litigation
· examiner made it known that “retaining means” was point of novelty.
BF Goodrich v. ABS p. 478 – (No Evidence of Knowledge ( Insufficient Evidence of Intent to Deceive ( NO Inequitable Conduct)
· not disclosed or misrepresented?
· Dunlop published paper, Concorde manual, affidavit, prior art, sales meeting
· material?
· Information is far more material than other case ( renders patent invalid
· intent to deceive?
· Sales meeting was actually technical meeting
· Not clear that inventor or attorney possessed Dunlop
· Court found no intent to deceive – inventor said didn’t remember
· No evidence of knowledge
Destron v. EID p. 482 – (Material Even Though NOT Dispositive on Issue of Invalidity; No Trial Court Findings on Intent to Deceive ( Remand)
· not disclosed or misrepresented?
· thousands of sales not disclosed
· problems with way attorney used case law
· material?
· yes material
· intent to deceive?
· no findings regarding intent for court to review, since trial court said NOT material
· no intent – trial court should determine this

· remand to find intent to deceive
Allied Colloids v. American Cyanamid p. 488 – (Good Faith Belief NOT Material ( NO Intent to Deceive ( NO Inequitable Conduct)
· not disclosed or misrepresented?
· Did not tell PTO about public use ( testing in Detroit & attorney’s advice to apply before commercial sampling
· material?

· intent to deceive?
· Inventor in good faith believed NOT material to patentability
Life Techs v. Clontech p. 490 – (Old Exam Question; Inventors Lacked Sufficient Knowledge About Prior Art ( So Little They Did Know Would NOT Have Been Material ( NO Inequitable Conduct)
· not disclosed or misrepresented?

· Material misrepresentations about Johnson’s article (Court found it was not misrepresentation ( argument was just one interpretation of article – no factual assertions)
· Did not disclose material information of other researcher (G) who was developing same invention
· material?

· No
· Information they had lacked specificity (don’t know when results achieved OR how results achieved) ( 
· Would not have been material

· only have to disclose something you know a lot about?
· intent to deceive?
· Inventors possessed only limited information regarding G’s work
· Inventors didn’t attend conference.
ATD Corp v. Lydall p. 495 – (No Clear and Convincing Evidence of Intent to Deceive ( NO Inequitable Conduct)
· not disclosed or misrepresented?
· Prior patent 481
· PCT search report
· Prosecution records applying 481 to corresponding PCT application
· material?

· intent to deceive?
· Prior patent cited in parent application – no intent to deceive
· Just need reference of foreign app – don’t need detailed prosecution info of that foreign app
· No clear and convincing evidence
Marlow v. Igloo p. 497 – (High Materiality of Prior Claim Construction & Intent to Deceive ( YES Inequitable Conduct)
· not disclosed or misrepresented?

· During final reexamination, disclosed to examiner pending infringement action BUT failed to disclose court’s prior claim construction of that patent
· material?
· high level – binding nature of court’s prior construction of claims
· intent to deceive?
· was reminded by opposing counsel but still refused
Bristol-Meyers v. Rhone p. 502 – ()
· not disclosed or misrepresented?

· JACS article
· material?
· yes

· intent to deceive?
· Different level of expectation with respect to patent attorneys?
Dippin Dots v. Mosey p. 514 – ()
· not disclosed or misrepresented?
· failed to disclose pre-critical date sales
· misleading statements
· artfully crafted arguments to PTO
· material?

· intent to deceive?

IX. DESIGN PATENTS











A. Introduction
1. Design patents are issued for any new & non-obvious ornamental design for an article of manufacture
a. basis of protection ( novel design ( probably question of law
2. Protection

a. Protects only the appearance of an article – decorative & ornamental features
b. NO protection for functional or structural features (need utility patent)
c. Allowed to obtain both design and utility patent for same invention
3. Term: 14 years from grant, use NOT required
4. Time:  1year to prosecute, moderately expensive
5. Drawings

a. Must clearly depict the appearance
b. Represents specification & claims (i.e. defines scope of patent protection)
B. CLAIM CONSTRUCTION

1. overall visual impression of its ornamental features by user
2. translate drawings into written description that evokes visual image
Bernhardt v. Collezione p. 521 – ()

C. INFRINGEMENT (of design patent claim)
1. Is alleged infringing product similar to patented design?
a. Compare ornamental features of patented design to ornamental features of alleged infringing product, visible at any time during normal use of product
b. What are the novel ornamental features?  
c. those features which distinguish it from prior art (based on prosecution history)
2. Does the resemblance deceive an ordinary observer & induce to purchase one supposing it to be the other?
D. INVALIDATION (of design patent claim)
1. basis of invalidity: 

a. design is functional, rather than ornamental
2. standard of proof: 
a. Requires clear and convincing evidence of invalidity
3. stringent standard:

a. Is the appearance dictated by use or purpose of article?
i. YES ( design is functional
a. design must not be governed solely by function, i.e. only possible form of article that could perform its function
ii. NO ( design is ornamental
a. if several ways to achieve function (of an article of manufacture) ( design is more likely to serve a primarily ornamental purpose, not functional purpose
Rosco v. Mirror Lite p. 521 – ()

X. PLANT PATENTS











A. Introduction

1. Plant patents are issued for monopolization of food products and sources
2. Purpose:

a. Provides incentive for biotech firms & plant breeders to isolate and adapt the useful genetic information within plants.
3. Protection
a. US laws may conflict with biodiversity treaty which we signed

b. Overlap between three laws that can be used to get patent protection
i. Utility Patent Law §101
ii. Plant Patent Act (asexually reproduced)
a. Narrowed Scope (Imazio Nursery)
i. Infringement requires applicant to prove that the accused variety actually was derived asexually from plant material representing the patented variety.
iii. Plant Variety Protection Act (sexually reproduced)
c. Does Plant Patent Act & Plant Variety Protection Act provide the exclusive statutory means for protecting plant life?

i. NO, even though both are more specific than §101 and seem to give special treatment to plants
ii. PTO already has issued numerous utility patents for hybrid plants since 1985
4. Drawings

a. Must clearly depict the appearance
b. Represents specification & claims (i.e. defines scope of patent protection)
i. “I claim what I describe”

B. Why not file utility patent? (e.g. asexually produced plants)
1. enablement – utility works where there are
i. readily available starting materials
AND
ii. result is reproduceable, e.g. genetically engineered plants
a. Ex. asexually produced plants – difficult to enable the haphazard crossing of one specimen chosen from large population that vary slightly form one another
Monsanto v. Trantham p. 543 – ()

XI. REISSUE & REEXAMINATION: CORRECTING ISSUED PATENTS




A. REEXAMINATION 35 USC §302-318
1. Reconsidering the validity of an issued patent based on prior art NOT considered by the examiner.
a. Reexamined patent may appear stronger than original patent

2. Purpose

a. Settle validity disputes of issued patents more quickly and less expensively

i. alternative to expensive & lengthy litigation

ii. benefits small inventor

iii. allows foreign individuals to challenge US patents outside court

b. courts benefit from expertise of PTO for prior art that was not previously considered

c. strengthen confidence in patent validity

3. Request

a. Can be requested by anyone, most often by patentee.
i. Can be used to stay any pending litigation involving issue of patentability, unless court determines stay would not serve interests of justice
b. NO more presumption of validity
c. Can be conducted ex parte or inter partes
i. ex parte – bias toward inventors, 3rd party requestors can’t participate after request

ii. inter partes – as of 1999
4. Reexamination requires a substantial new question of patentability
a. reexamination scope: No examinations of issues previously raised and overcome during initial examination or earlier reexamination.
b. Question MAY be based on patents and printed publications PREVIOUSLY considered by PTO (§302(a), §312(a))
i. applies to determinations starting 11/02/02
In re Recreative Technologies Corp. p. 556 – ()

5. Encouraging Reexamination Requests From Potential Infringers (3rd Parties)

a. Optional Inter Partes Reexamination (1999)
i. 3rd parties allowed to participate in reexamination 
ii. If patent owner NOT satisfied with Board decision (inter partes) ( can appeal to Federal Circuit
iii. If 3rd party requestor NOT satisfied with Board decision (inter partes) ( can NOT appeal to Federal Circuit
iv. estoppel provision:  barred 3rd party requester in subsequent civil litigation from challenging validity of a claim on any ground that the 3rd party raised or could have raised during the inter partes reexamination proceedings.
a. Problem for 3rd party requester 

b. More Extensive 3rd Party Participation (11/2/2002)
i. 3rd parties allowed to appeal to Federal Circuit 
ii. BUT estoppel provision still applies 
iii. Broaden scope of material that may used to raise a “substantial new question of patentability” for reexamination
a. Includes patents and publications used during initial examination
B. REISSUE 35 USC §251, 252
35 USC §25.  Reissue of defective patents.

Whenever any patent is, through error without any deceptive intention, deemed wholly or partly inoperative or invalid, by reason of a defective specification or drawing, or by reason of the patentee claiming more or less than he had a right to claim in the patent, the Director shall, on the surrender of such patent and the payment of the fee required by law, reissue the patent for the invention disclosed in the original patent, and in accordance with a new and amended application, for the unexpired part of the term of the original patent. No new matter shall be introduced into the application for reissue.

No reissued patent shall be granted enlarging the scope of the claims of the original patent unless applied for within two years from the grant of the original patent.
1. Broadening or narrowing claims in an issued patent.
a. Basically a reprosecution of all claims

i. Both original & altered claims may be rejected
b. Reissue is restricted to only instances of “error”

2. Reissue allowed if an issued patent is wholly OR partly inoperative or invalid due to “error” without any deceptive intent:
a. a defective specification or drawing, OR
b. the patentee claimed more that he was entitled to, OR
c. the patentee claimed less than he was entitled to
Nupla v. IXL p. 561 – ()

3. Request

a. Requested by patentee.
b. Requires the patent to be inoperative or invalid – claimed too much or too little
c. NO more presumption of validity
4. New/Amended Patent
a. Duration
i. obtain new/amended patent for remainder of original term of the patent.
b. Consideration is given to 

i. patents

ii. publications

iii. prior public use

iv. prior sale 

c. Broadening Claims
i. Reissue claims must have been supported by original specification

a. NO new subject matter MAY be considered
ii. ad infinitum

a. only allowed to broaden if 
i. broadened claims must have been part of “invention” disclosed in original patent 
AND
ii. reissue filed within 2 years of original patent issue date
b. provides public notice of patentee’s intention – notice that at least some matter can be “dedicated to the public” in error
c. further broadening – applicant can now further broaden claims during prosecution of reissue application after 2 years from patent issue date
Quantum v. Rodime p. 564 – ()

· R requested reexamination of all 16 original claims (reconsider validity)

· Examiner rejected all but 2 claims

· R responded canceling, amending, and adding claims

· Broadened claims held invalid
In re Doyle p. 570 – (Error ( Claimed Less Than Entitled To; Broadening Reissue of Original Patent Granted)

· D applies for reissue – wants broader genus claims that read on the species claims in original patent

· D invented and disclosed this previously – made mistake claimed less than entitled to

· Board said D estopped from broadening claim

· D violating Orita by presenting reissue claims that encompass additional subject matter 

· Court: 
· Orita Doctrine: applicants are estopped from obtaining by reissue claims which, because of a requirement for restriction in which they had acquiesced, they could not claim in their patent.
· limited Orita – only applies to situation where reissue claims sought are restricted by application in earlier proceeding (copendency requirements of §120 & 121 are relevant)
· D’s reissue claims are NOT to an invention distinct from that of the issued claims – they could have been linking claims that read on and could have been asserted with the elected group - §120 & §121 are NOT implicated
· Does reissuing amended patent eliminate recapture rule?
5. Infringement
a. If claim in reissue patent is NOT identical to claim in original patent ( 3rd party allowed to infringe
6. Defenses – 35 USC §252 ¶2
35 USC §252.  Effect of Reissue.

A reissued patent shall not abridge or affect the right of any person or that person's successors in business who, prior to the grant of a reissue, made, purchased, offered to sell, or used within the United States, or imported into the United States, anything patented by the reissued patent, to continue the use of, to offer to sell, or to sell to others to be used, offered for sale, or sold, the specific thing so made, purchased, offered for sale, used, or imported unless the making, using, offering for sale, or selling of such thing infringes a valid claim of the reissued patent which was in the original patent. The court before which such matter is in question may provide for the continued manufacture, use, offer for sale, or sale of the thing made, purchased, offered for sale, used, or imported as specified, or for the manufacture, use, offer for sale, or sale in the United States of which substantial preparation was made before the grant of the reissue, and the court may also provide for the continued practice of any process patented by the reissue that is practiced, or for the practice of which substantial preparation was made, before the grant of the reissue, to the extent and under such terms as the court deems equitable for the protection of investments made or business commenced before the grant of the reissue.
a. If found to infringe on doctrine of equivalence, then get no intervening rights!
b. Don’t have to pay up until reissue date (absolute intervening rights), after that let’s talk to court (equitable intervening rights)
c. absolute intervening rights
i. Gives accused infringer absolute right to use OR sell a product that was made, used, or purchased before the reissue date
ii. Use or sale can NOT infringe on claim that was in original patent.
iii. No exercise of judicial discretion required or permitted.
d. equitable intervening rights
i. Allows continued manufacture, use, or sale of additional products covered by the reissue patent WHEN, before the reissue date, defendant 
a. made, purchased, or used identical products 
OR
b. made substantial preparations to make, use, or sell identical products
ii. NOT absolute right
iii. Trial may allow to “the extent and under such terms as the court deems equitable for the protection of investments made OR business commenced.” 
Intervening Right HYPO
· 1/90: P invents “little wagons” – no reason given to limit to particular color

· 1/91: P files patent application for “little red wagons”
· 1/92: X unaware of P’s invention builds huge factory to make and sell red and green wagons
· 1/94: P receives patent on “little red wagons”

· 7/95: P applies for reissue for “little wagon” – asserts “red” added through error
· 1/97: P receives reissued patent on “little wagons”
· 1/99: P sues X for injunction & damages 

· 50 red and 50 green produced each year from 1/92 -12/98
Damages
· 1/92-1/94: before original patent issued ( NO patent ( no damage

Red Damages
· 1/94-present:  50 red produced each year ( infringed original claim of “little red wagons” ( damages recoverable
Green Damages
· 1/94-1/97: green wagons produced before patent reissued ( new claim ( no damage (absolute intervening right)
· 1/97-present: green wagons produced after patent reissued ( damages for “green” ( discretionary to judge (equitable intervening right)
· X says hired all these people & have all this inventory – at least let me complete manufacture of inventory

· Court might say continue but pay reasonable royalty
Reissue HYPO – (5.0 pH; 6-9 Changed to 2-9 ( Broadening Claims?)
· 1985: 746 patent issued – claims improvement in ultrafiltration process – 6.0 to 9.0 pH
· Patentee seeks reissue to broaden claims because attorney error – change to 2.0 to 9.0 pH
· If this is broadening claim patentee, then application must be filed within 2 years of 1985.

· If D independently developed at great expense a similar process operating at 5.0 pH, then entitled to:
· absolute intervening rights – don’t have to pay up until time reissue granted – able to use or sell product

· possibly equitable intervening rights therafter
XII. INFRINGEMENT












A. RULE: 35 USC §271(a) 
35 USC §271(a).  Infringement of patent. 

(a) Except as otherwise provided in this title [35 USCS §§ 1 et seq.], whoever without authority makes, uses, offers to sell, or sells any patented invention, within the United States or imports into the United States any patented invention during the term of the patent therefor, infringes the patent.
1. Preventing others from exploiting the inventor’s exclusive rights.
2. Patent infringement occurs whenever someone:

a. makes, uses, sells, or offers to sell
b. the patented invention
c. within the U.S.
i. and its possessions and territories
d. during the term of the patent
i. 20 years from filing, unless extended due to prosecution delays of more than 3 years i.e. §154(b)
e. unless authorized by the patent owner
3. each separate act of making, using, selling, or offering to sell constitutes infringement
B. INTRODUCTION
1. Burden of Proof

a. P bears burden of proving infringement by preponderance of the evidence – accused product must satisfy each element of the claim.
2. Infringement suits can only be brought in the US District Court

a. appeals to CAFC

b. appeals to SC

3. Affirmative Defenses

a. invalidity of the patent

i. not new

ii. obvious

iii. lack of utility

iv. defect in patent application (i.e. required disclosures)
b. fraud on the PTO

35 USC §271(b) & (c).  Infringement of patent. 
(b) Whoever actively induces infringement of a patent shall be liable as an infringer.
(c) Whoever offers to sell or sells within the United States or imports into the United States a component of a patented machine, manufacture, combination or composition, or a material or apparatus for use in practicing a patented process, constituting a material part of the invention, knowing the same to be especially made or especially adapted for use in an infringement of such patent, and NOT a staple article or commodity of commerce suitable for substantial non-infringing use, shall be liable as a contributory infringer.
4. Types of Infringer

a. direct
i. §271(a) – actually makes, uses, offers to sell, OR sells
b. induced
i. §271(b) – actively induces someone else to directly infringe
ii. Ex. asked someone else to make sealed crustless sandwich & gave everything needed

c. contributory
i. § 271(c) – somebody who 
a. sells OR offers to sell 

b. a non-patented component of a patented machine which 
i. especially made for use in an infringement of such patent
ii. has NO substantial non-infringing use
ii. Ex. utensil used by professor to make sealed crustless sandwich, which has no other use, e.g. can’t make ham and cheese sandwiches even
5. Types of Infringement

a. literal infringement – where every limitation of the claim is found in the accused device literally, i.e. the patent claim must “read on” the accused product (like novelty)
i. claim construction ( interpreting the language of the claim (same as validity issue)
a. consider 3 sources
i. language of the claims

ii. specification 

iii. prosecution history

ii. reading on ( applying claim to alleged infringing device or process
b. doctrine of equivalents (DOE) – a product/process that does NOT literally infringe upon the express terms of a patent claim may nonetheless be found to infringe if there is “equivalence” between the ELEMENTS of the accused product/process and the claimed ELEMENTS of the patented invention.
C. LITERAL INFRINGEMENT
1. CLAIM CONSTRUCTION: interpreting the language of the claim
a. What does the claim mean?

i. Typically claim construction dispute is over 1 or 2 limitations.
ii. Usually winner in claim construction wins the entire case – resolves entire infringement question.

b. Question of Law – De Novo Review on Appeal
i. Judges determine meaning of words – legal terms
ii. fallacy: judges are better qualified to determine meaning of words because of legal training
a. judges pick the one that satisfies the policy they are trying to enforce
iii. Markman Hearing
a. Pre trial hearing to determine the scope of the claims 
Cybor Corp v. Fas p. 580 – (Claim Construction is Subject to De Novo Review on Appeal)

· de novo review includes any allegedly fact-based questions relating to claim construction

· no weight given to Markman Hearing
c. #1: What are the disputed terms or phrases?
d. #2: What does the term mean?
i. interpreting claim v. importing limitation
a. both look to specification & drawings
b. every element in the claim limits the scope of the claim.
c. But NO importing limitations from specification – nothing in claim language supports the limitation, i.e. size limitation to straw-shape
i. Court is NOT allowed to add limitations “wholly apart from any need to interpret what the patentee meant by particular words or phrases in the claim.”
d. just use specification to interpret claims

ii. Sources for Interpreting and Limiting Claim ( NO CONSISTENT RULE!
· COA & DC don’t agree!  Judges don’t agree!

· Does this just depend on which judges are on the panel – no standard way of interpreting terms because using different sources?
· Are the judges just picking a definition based on the policy trying to enforce & then finding a source?
· protect small business owners by giving broadest definition

· find definition consistent with what invention does/is.

· Majority: Read claim as broad as possible ( catch all infringers
· NOT about inventor’s intent, e.g. prosecution history?
· Look at from perspective of POSA?
· Look to specification, prosecution history, drawings

· BUT patentee may have narrowed claim to avoid prior art?
· Doesn’t matter because issued patent?
a. dictionary definition – ordinary & customary meaning
i. best place to start? no
1. argue: what better place than dictionary to find meaning of a word?

2. counter: is definition consistent with what invention is/does?

ii. bad source 

1. which dictionary do we use, technical or non-technical?  what edition?
2. assume terms in different patents have the same meaning but they don’t
b. inventor can be own lexographer
i. specifically define a term ( definitive to meaning?
OR

ii. use the term in a way that the intended meaning is clear

c. claim language
d. written description
i. best place to start?  yes
1. each patent is new invention described by words inventor chose
2. Professor: look at entire specification to see what invention is all about
3. argue: look for what inventor’s intent
ii. “examples” or “preferred embodiment” or “background”
1. argue: shows the definition of a term
2. counter: just showing a preferred embodiment
3. argue: use the preferred embodiment - GATC
e. drawings
f. prosecution history
g. doctrine of claim differentiation
i. presumed to be difference in meaning and scope when different words OR phrases are used in separate claims
ii. otherwise claim is superfluous
iii. However, presumption may be overcome by intrinsic evidence ( can NOT broaden claims beyond their correct scope, i.e. what is contained in specification, prosecution history, etc …
h. extrinsic evidence

i. testimony of inventor and experts
ii. dictionary?
Nystrom v. Trex p. 592 – (4 Judges Couldn’t Agree; Dictionary Definition OR Written Description/Drawings/Prosecution History?; Judge Decides to Give Broad Protection Based on Policy ( Protect Small Business Owner ( Use Dictionary Definition)
· claim 1 ( a “board” for use in constructing a flooring surface

· N argues: claims 16 & 17 claimed a “wood decking board” as opposed to a “board”  ( should interpret these terms differently ( he should have raised this below because can’t do it now

· What does “board” mean?  

· wood OR construction material (that includes wood & plastic)

· Professor thinks if tried to reissue and broaden scope of claim to “construction material” ( probably NOT allowed because adding new matter
· DC/Gajarsa found board meant “wood cut from a log”, which was contained in the specification
· Ordinary meaning of board does NOT mean “wood”

· BUT inventor was own lexographer ( written description (i.e. background) & drawings & prosecution history  NARROW the ordinary meaning of board to “wood”  (to avoid prior art)
· Background section of application referenced “wood” 20 times in connection to the board
· Trex does NOT infringe then because his board made of “wood composite”
· If Trek just copied should he be given patent of his own?

· Maybe improvement/dependent patent should pay royalty?
· Mayer/Linn found board meant “wood OR other rigid material”
· dictionary definition – uses ordinary & customary meaning
· Policy: N is small business owner – let’s give him broad patent protection to catch the infringer
Hoganas v. Dresser p. 603 – (Specification ( Dictionary ( Straw Shaped Meant Hollow)

· What does “straw-shaped” mean?
· DC: says inventor meant medium to large size, D used something different ( very small acetate fibers
· D argues: size is inherent limitation
· COA: size is NOT a limitation
· every element limits the scope of the claim BUT
· claim and specification don’t mention size
· DC imported a limitation, i.e. found limitation NOT in claim
· COA: 
· Looked at specification examples ( most are “hollow”

· Inventor probably meant hollow ( get dictionary definition to support “straw shaped” means “hollow” ( isn’t this importing limitation of hollow, or interpreting?
· COA decided as a matter of law that the size and shape of claimed “straw shaped channel forming elements” was hollow. 

GATC v. Cryo-Trans p. 606 – (Used Preferred Embodiment to Define Term ( Importing Limitation?)
· What does “adjacent” mean?
· Dictionary definition rejected – use meaning consistent with what invention is/does.
· Did the patentee act as own lexographer?

· DC improperly interpreted the “openings adjacent to the side walls and the end walls” as allowing an opening to be adjacent to both relying on the specifications and the drawings
· COA decided as a matter of law that an opening “adjacent” to a side wall can NOT also be an opening “adjacent” to an end wall – by using the preferred embodiment as a limitation – is this importing?
Novartis Pharm v. Eon Labs p. 611 – (Dictionary Definition ( Results in Multiple Definitions ( Which to Pick?)
· 3 judges agree to ordinary dictionary definition of “hydrosol”
· take definition and keep parsing ( creates string of definitions ( which to use?
· Majority: when multiple definitions & all consistent ( can use any one of them
· What if inconsistent definitions?

· Basically, picking the definitions that satisfies the policy trying to enforce.
· Clevenger: use ordinary dictionary definition – not restricted to hydrosols made in any particular place
· COA decided as a matter of law that “water-soluble polydextrose” is limited to that prepared with a citric acid catalyst – narrow definition based on specification & prosecution history
2. READING ON: applying words of the claim to alleged infringing device OR process to determine infringement
a. Does the interpreted claim “read on” to the accused device, i.e. infringement?
i. Every element in the claim limits the scope of the claim.
ii. Alleged infringing device MUST contain each of the limitations in the claim.
a. “consisting of” ( if more does NOT infringe
b. “comprising” ( if more still infringes
b. Question of Fact – Clear Error Review on Appeal
i. Not much left for jury to do
a. Determine credibility of expert witness
ii. Jury can determine overall question of infringement
a. Patentee must prove infringement by a preponderance of the evidence (in DC) that accused product OR process satisfies each interpreted element of the claim.
c. Closed & Open Claims

i. closed claims

a. “consisting of” format – must find everything in D’s device & nothing else
b. Ex. 20-40%X, 20-40%Y, 20-40%Z 
c. Device w/ 30%X, 30%Y, 30%Z & 10%Q does NOT infringe
ii. fully open claims

a. “comprising” format – if something else added, still infringes
b. Ex. 20-40%X, 20-40%Y, 20-40%Z 
c. Device w/ 30%X, 30%Y, 30%Z & 10%Q does infringe
iii. partially open claims

a. “consisting essentially of” format – must include listed items & is open to unlisted items that do NOT materially affect the basic AND novel properties of the invention.
b. typically precedes a list of ingredients in a composition claim OR series of steps in a process claim
Rohm and Haas v. Brotech p. 620 – (Expert Witness Just Testified to Infringement ( Patentee Failed to Satisfy Burden of Proof ( NO Infringement)
· disputed term: “liquid precipitant”
· DC determined R&H proved B’s process used precipitant within meaning of the term in the claims

· DC: BUT did NOT prove accused product satisfied each element of the claim – as to two other limitations.
· R&H just provided expert testimony that there was an infringement

· COA: no clear error in DC finding
· R&H did NOT meet its burden of proof – preponderance.
· litigators must  make sure they do good pre-trial preparation
General Mills v. Hunt-Wesson p. 623 – (Color and Crispness Limitations Apply to Food Item in its Final State)
· disputed terms: “color and crispness”
· DC construed limitations as including only those foods normally expected to change color or crispness by thermal energy
· DC determined that popcorn is not a food item that meets the “color and crispness” limitations
· DC found HW’s popcorn product did NOT infringe
· COA agreed – limitations applied to a food item in its final form
· Popcorn in its final form does not change color or crispness when subjected to heat.
Cultor v. AE Staley p. 626 – (Look at Entire Specification ( Limitation ( Use of Citric Acid ( No Language in Claims ( Importing Limitation?)
· disputed terms: “”

· Court found limitation – required that process use of citric acid
· No language in the claims on what type of acid used?
· Specification indicated this is what invention was all about – trying to get rid of bitter taste of citric acid
· Importing Limitation?
· Should just be using specification to interpret claims – not add limitation.
Abbott Labs v. Baxter p. 628 – ()

· disputed terms: “”

D. DOCTRINE OF EQUIVALENTS
1. A product/process that does NOT literally infringe upon the express terms of a patent claim may nonetheless be found to infringe if there is “equivalence” between the ELEMENTS of the accused product/process and the claimed ELEMENTS of the patented invention.
2. PATENT SCOPE
a. embraces all equivalents to the claims described, NOT limited to literal terms
i. accounting for the inadequacies of the English language – failure to clearly express
b. expanding the scope OR clarifying the scope? 

3. POLICY
a. argue:
i. DOE addresses problem of language inaccuracy 
a. can NOT interpret patents by just their literal terms, because claim language may NOT capture every nuance of invention OR describe with complete precision the range of its novelty
ii. DOE increases economic value of patents
a. If use literalism instead, economic value of patent would greatly diminish, since unimportant & insubstantial substitutes could defeat the patent.
b. consequences:

i. increases incentive to invent

ii. BUT reduces incentive to improve?

iii. DOE discourages copying of patents
b. counter:
i. DOE creates problems of uncertainty & susceptibility to manipulation 

ii. why not just go reissue – let this one guy off the hook, since you don’t have element literally in patent?
a. problem if it is new matter
4. ISSUES

a. DOE is inconsistent with §112 ¶1, i.e. statutory requirement that patentee must specifically claim the invention covered by the patent.  DOE gives more than described.
35 USC §112 ¶2.  Specification. 

¶2: The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention.
b. DOE is inconsistent with §§252-252, i.e. DOE circumvents the reissue process – reissue should be the method for broadening claims – not DOE.

c. DOE is inconsistent with primacy of the PTO, i.e. PTO sets the scope of a patent through the patent prosecution process.
d. DOE was implicitly rejected as a general matter by §112 ¶6, i.e. Congress specifically included DOE in this section regarding a means claim.
35 USC §112 ¶6.  Specification. 

¶6: An element in a claim for a combination may be expressed as a means or step for performing a specified function without the recital of structure, material, or acts in support thereof, and such claim shall be construed to cover the corresponding structure, material, or acts described in the specification and equivalents thereof. [means-plus functions: look to specification & equivalents to determine what patentee meant]
Festo v. Kabushiki p. 633 – ()
5. GRAVER TANK – Triple Identity Test “Function/Way/Result”
Whether the accused device/process is substantially different than the claimed device/process?
a. Accused device infringes IF the device performs
i. substantially the same function, in 

ii. substantially the same way, to achieve
iii. substantially the same result?
b. FACTORS

i. Infringing substitution if component was known at the time patent issued as an equivalent.
a. Even stricter requirement: only valid equivalents are those actually disclosed in the patent & known at the time patent issued

b. Inventor can NOT claim what POSA did NOT know at the time patent issued.
c. Policy

i. Protect only inventor who left something out of claim
ii. Minimize conflict with the notice function of patent claims.

ii. Infringing substitution if infringer intended to steal or imitate.
a. Indirect reflection of the substantiality of the differences

i. steal or imitate ( NOT substantially different ( infringement

b. Should be a result of experimentation or invention, NOT imitation.
c. Prevention of copying and piracy.
iii. Jury decides whether accused process is equivalent to the claimed process.
c. POLICY

i. Patent law places strong pressure on filing the patent application early in the development of technology – (before commercial development)
ii. How to protect continuing work after filing?
iii. Can’t protect continued developments after two years UNLESS file separate patent.
Unidynamics v. Automatic Products p. 657 – (NOT Same Function ( NO Equivalent – Need Identical ( No Infringement)

· disputed phrase: “spring means tending to keep the door closed”
· AP’s device has two versions:

· magnet

· padded bracket with spring

· These solutions were interchanageable but this is NOT dispositive

· Neither has any structure that performs substantially the same function of “tending to keep the door closed.”  Each maintains the can loading door in closed position – not the same thing.

· Getting too technical?

· means+ function
Caputo v. Sealed Air p. 658 – ()
· DC construed limitation (d) – within the roller is another set of longitudinally formed water-conducting passageways 

· DC found no equivalent to elements (b) and (d)in the accused device, SA’s roller

· same function – to control temperature along the roller during operation

· NOT same way – to control temperature; uses completely dissimilar arrangement
· No equivalent for this element ( NO infringement

6. NEW LAW – Element by Element Objective Test 
Does the accused product/process contain elements identical or equivalent to each claimed element of the patented invention?
a. SC reaffirms policy of having DOE

i. DOE has long history

ii. If Congress wanted DOE gone, then they would have changed it.
iii. DOE applied broadly conflicts w/ definition & public-notice function of claims, so let’s change it … 
b. Apply FORESEEABILITY BAR? (objective standard – Rader/Mayer)
i. When POSA would foresee equivalent, then drafter has obligation to claim those foreseeable limits.
a. If foreseeable ( NO apply DOE
b. Do it right the first time
ii. When POSA would NOT foresee equivalent, then patentee can try to prove that an “insubstantial variation” warrants finding infringement.
a. If NOT foreseeable ( YES apply DOE
b. Federal Circuit ( DOE limited to only new technology that didn’t exist – didn’t include because no way to know 
i. Windfall for patentee, rather than protecting mistakenly omitting well known equivalent, i.e. Graver Tank 
iii. Counter Intuitive Criticisms (Lourie)
a. If (foreseeability == obvious) then counter-intuitive
b. Then forcing

i. patentee to try to prove accused device is non-obvious (i.e. valid patent)

ii. defendant to try to prove his own device was obvious (i.e. invalid patent)

c. Apply DOE to each individual element of a claim, rather than to the “overall” accused process.
i. Rationale:

a. scope is NOT expanded if only substitute equivalent elements.
b. substituting within scope v. changing component to go beyond scope
d. WHEN IS AN ELEMENT EQUIVALENT?
i. substantial
a. if insubstantial differences ( equivalent  (obvious/foreseeable? minor variation)
i. Lopes Identity Requirement: insubstantial difference if performs same function, in same way, to achieve same result.
ii. equivalence or identity?
b. if substantial differences ( NOT equivalent  (non-obvious/non-foreseeable? improvement)
ii. Limitations on DOE
a. if a claim limitation is totally missing from accused device ( NO infringement
b. If scope of equivalency encompasses prior art ( NO infringement
i. prevent DOE from encompassing prior art
c. prosecution history estoppel ( NO infringement
d. hypothetical claim construction ( take claim and rewrite it to capture the equivalence being asserted – claim valid under prior art now?
e. NEW FACTORS
i. Infringing substitution if component is known at the time of infringement as an equivalent.
a. Equivalents do NOT have to be disclosed in the specification in order for the equivalent to infringe.
ii. NO proof of intent OR motivation is required.  Infringer’s intent or motivation is irrelevant.
f. POLICY

i. Give the old patentee a windfall OR give 1st person to improve a new patent?

a. old inventor – but for inventor would NOT see improvement
b. 1st person to improve – promotes progress of science and useful arts
Warner-Jenkinson v. Hilton Davis p. 637 – (Reaffirmed DOE; Element by Element Approach)
· HD sues WJ for infringement operating at 10.0 pH – no literal infringement ( equivalence?
· disputed term: “6.0 to 9.0 pH”
· 1985: 746 patent issued – claims improvement in ultrafiltration process – 6.0 to 9.0 pH
· D independently developed same idea – no bad faith intent
· Lower Court: WJ process NOT substantially different from patented process; WJ infringed by DOE. 
· Anything below 9.01 is infringing.

· is pH of 5.0 is equivalent to pH of 6.0?
· BUT – difference of 1000
· 4 Dissents: DOE allows improper expansion of claim scope.
· SC (Nies): apply DOE to each individual element of a claim, rather than to accused process “overall”.  Scope is NOT expanded if only substitute equivalent elements.
Dolly v. Spalding p. 649 – (Element by Element Approach)
· patented invention: portable adjustable child’s chair w/ 4 panels

· accused device: Snap&Play ( had 4 panels
· Do the 4 Snack&Play panels perform the same function in the same way to achieve the same result as patented invention?
·  This one is pretty creative
· Has moveable parts
· Court: Not equivalent ( accused device missing back rigid frame
· Accused device ( same function & same result, but different way ( rigid frame on patented invention
· Accused’s device performed same function ( but different way 

· Professor: this is good application of equivalent
Corning Glass v. Sumitiomo p. 652 – (Element by Element Approach ( Doped Core is Equivalent to Non-Doped Core? ( CAFC Actually Looking at Invention as a Whole)
· patented invention: optical fiber having a doped fused silica core
· accused device: no dopant in the core, BUT negative dopant in the cladding
· accused device still has a core, cladding, and dopant to achieve same result
· no structural changes

· characteristics of structures changed
· Court: doped core is equivalent to a non-doped core
· Professor: how can you possibly say that a doped core is equivalent to a non-doped core – no equivalent element to doped core.
· looking at whole picture ( yes equivalent
· BUT looking at element by element ( not equivalent
· But is D’s invention too obvious?
· Equivalence is pretty obvious – not very creative or innovative
Claims have notice function – renders patent less certain ( equivalence bad 

Scimed v. ACS p. 654 – ()
· Court inserted the word “coaxial” to describe the catheter
· D infringes under DOE

· What is the difference between import or interpret?
E. INFRINGEMENT DEFENSE
1. PROSECUTION HISTORY ESTOPPEL (i.e. File Wrapper Estoppel) 

a. Prosecution history estoppel precludes a patentee from relying on DOE, when patentee relinquishes subject matter during the prosecution of its patent application.
i. Complete Bar:

a. If complete bar on one limitation then NO INFRINGEMENT – can not satisfy every limitation to the claim then.

ii. Rationale:

a. During prosecution, patentee has created a record that fairly notifies the public that patentee has surrendered the right to claim particular subject matter as within the reach of the patent.

b. Alternative
i. reissue – broaden claims through that process – provides adequate protection to inventor.

ii. continuation application
iii. Policy:

a. Claims define the scope of patent protection
b. Claims provide notice function – dedication of unclaimed subject matter to the public.
c. Prosecution history estoppel prevents the DOE from vitiating the notice function of claims
b. Relinquishing Subject Matter During Prosecution of its Patent Application:

i. claim amendments (that add an element to avoid prior art, e.g. 9.0 pH)
ii. arguments made before PTO
iii. specification discloses subject matter BUT does NOT claim, e.g. foreseeable
c. Does a Claim Amendment Give Rise to PHE?
i. Has the amendment narrowed the literal scope of a claim? (Festo) 
ii. Is there a substantial reason related to patentability? 
a. overcoming or avoiding prior art under §102 or §103
b. any reason which relates to the statutory requirements for a patent, including compliance with §112
c. YES ( PHE applies ( barred
d. broad definition of reasons ( limits DOE access ( element barred
iii. record reveals reason for amendment
a. becomes public notice ( patentee relinquishes subject matter to public

b. PHE says complete bar on that element, e.g. 9.0 pH
i. “no range of equivalents” is available for an amended claim limitation
ii. cannot claim infringement on process at 10.0 pH
iv. don’t know reason for amendment
a. Place burden on patentee to establish the reason for an amendment that adds an element ( must prove by some evidence in prosecution record.
b. YES reason ( Court then decides whether that reason is sufficient to overcome prosecution history estoppel as a bar to application of DOE to the element?
c. NO reason ( Court should presume that patentee had “substantial reason related to patentability” for including the limiting element added by amendment such that PHE bars application of DOE as to that element
i. rebuttable presumption of estoppel – give deference to 
1. role of claims to define invention & provide public notice
2. primacy of PTO, which ensures that claims cover only subject matter that is properly patentable
ii. BUT – there are some cases where amendment can NOT be reasonably viewed as surrendering a particular equivalent – just general disclaimer by patentee
v. Overcoming Rebuttable Presumption – Festo II Exception
a. Equivalent was NOT foreseeable at the time of the amendment
i. Ex. later-developed technology
b. Rationale (notifying public surrendering right to claim particular subject matter) bears no more than tangential relation to equivalent
i. Rebuttal is restricted to the evidence in the prosecution history record.
c. Some reason why, at the time of the amendment, POSA could NOT have reasonably be expected to draft a claim including the alleged equivalent.
i. Rebuttal is restricted to the evidence in the prosecution history record.
d. Note 2: this is a question of law
d. DISSENT
i. Balance adequate protection for patents (patentees) v. adequate notice (competitors)

a. Applied broad scope of surrender to a complete bar

b. Stinginess to rebuttal

ii. Results

a. New and costly burden on inventor

b. Reduces incentive value for patents

c. Few patentees can survive
Warner-Jenkinson v. Hilton Davis p. 661 – (Supreme Court)
· Inventor amended claim to 9.0 pH to avoid prior art

· prosecution history estoppel bars infringement for process operating at 10.0 pH.

· Don’t know why inventor amended claim to 6.0 pH

· Does a process operating at 5.0 pH infringe?

· Inventor can NOT recover what gave up – prosecution history estoppel applied to element of 9.0 pH
Festo v. Kabushiki p. 662 – (Supreme Court Created Rebuttable Presumption of Estoppel)
· SC rejected complete bar, creates rebuttable presumption of “substantial reason related to patentability” when amendment is unexplained
Honeywell v. Hamilton p. 680 – (Claims 8 & 19 Rewritten to Independent Form ( Amendment ( Reason was Response to Rejection ( Substantial Reason Related to Patentability ( PHE Barred Element, Surrender of All Equivalents to Limitation)
· Claims 17 & 35 (included inlet guide vane limitation) NOT allowed because they were dependent on rejected independent claims

· Rewrote claims in independent form – claims 8 & 19

· D argued amendment ( PHE barred that element-limitation-equivalent
· DC: said no amendment – just rewrote into independent form

· Court en banc: presumption – surrender of all equivalents to limitation – PHE bars
Lopes v. Hardware p. 689 – (Not Same Way ( Substantial Difference Between Element of Patented Device and Equivalent of Accused Device ( No Infringement; Lopes Seems to Require Identity)
· Lopes (patentee) bears burden of proving insubstantial difference between claimed spheres & accused bi-frustum spacer
· Insubstantial difference?
· same function & same result, but no same way

· not same way ( substantial difference ( no infringement
Johnston & Johnston v. RE Service p. 692 – (Foreseeablity ( Barred; Specification Discloses Equivalent BUT Does NOT Claim Equivalent ( Subject Matter Dedicated it to Public ( Inventor Can NOT Now Extend Claim Using DOE ( Prosecution History Estoppel ( No Infringement)
· claims limit to “aluminum sheet”
· specification mentions “stainless steel & nickel alloys”
· Court said disclosed steel BUT did not claim ( J can NOT invoke DOE to extend claim.
· Inventor relinquished subject matter

· Inventor can not just make broad disclosure in specification and narrow in the claims AND then after the patent issues, use DOE to establish infringement because of the broad specification
F. INDUCED & CONTRIBUTORY INFRINGEMENT
1. INDUCED INFRINGEMENT
35 USC §271(b).  Infringement of patent. 
Whoever actively induces infringement of a patent shall be liable as an infringer.
a. §271(b) – actively induces someone else to directly infringe (§271(b))
i. Ex. asked someone else to make sealed crustless sandwich & gave everything needed
35 USC §271(f)(1).  Infringement of patent. 

Whoever without authority supplies or causes to be supplied in or from the United States all or a substantial portion of the components of a patented invention, where such components are uncombined in whole or in part, in such manner as to actively induce the combination of such components outside of the United States in a manner that would infringe the patent if such combination occurred within the United States, shall be liable as an infringer.  [induced infringement]

b. §271(f)(1) – 
2. CONTRIBUTORY INFRINGEMENT

35 USC §271(c).  Infringement of patent. 
Whoever offers to sell or sells within the United States or imports into the United States a component of a patented machine, manufacture, combination or composition, or a material or apparatus for use in practicing a patented process, constituting a material part of the invention, knowing the same to be especially made or especially adapted for use in an infringement of such patent, and NOT a staple article or commodity of commerce suitable for substantial non-infringing use, shall be liable as a contributory infringer.
a. RULE: Can’t have contributory infringement without actual infringement.

b. § 271(c) – somebody who 
i. sells OR offers to sell 
ii. a non-patented component of a patented machine which 
a. especially made for use in an infringement of such patent
b. has NO substantial non-infringing use
iii. Ex. utensil used by professor to make sealed crustless sandwich, which has no other use, e.g. can’t make ham and cheese sandwiches even
35 USC §271(f)(2).  Infringement of patent. 
Whoever without authority supplies or causes to be supplied in or from the United States any component of a patented invention that is especially made or especially adapted for use in the invention and NOT a staple article or commodity of commerce suitable for substantial non-infringing use, where such component is uncombined in whole or in part, knowing that such component is so made or adapted and intending that such component will be combined outside of the United States in a manner that would infringe the patent if such combination occurred within the United States, shall be liable as an infringer.  [contributory-like infringement]
c. § 271(f)(2) – somebody who 
i. supplies from US 
ii. a non-patented component of a patented machine which 
a. especially made for use in an infringement of such patent
b. has NO substantial non-infringing use
iii. intending that such component will be combined outside US
Waymark v. Porta p. 709 – (Intent to Combine ( Infringer, NOT Contributory Infringer)
· P tested components – not assembled patented device

· P then shipped to Mexico
· NO evidence anyone combined outside US in way that would have infringed US patent
· Contributory infringement without actual infringement? (makes, uses, sell, offers to sell)
· Yes, because intent to combine ( infringement
· Liable as an “infringer” – not contributory infringer

Metabolite v. Lab Corp p. 713 – ()
· If L performed assay & correlated results, then infringement

· If doctor performed assay & correlated results, then infringement

· If L performed assay & doctor correlated results, then who infringed?
· Doctor completes ( infringer

· L ( induced infringer

· Note: No one did everything claim covers, can’t have half infringement right?
3. EXHAUSTION DOCTRINE

a. Unrestricted sale of a patented article w/ authority of patentee “exhausts” the patentee’s right to control further sale and use of that article.
i. incident to purchase is the right to sell or use it ( relinquish patent monopoly with respect to article sold.
b. exhaustion doctrine v. implied license
i. implied license – waiver of all or part of patentee’s right to exclude others from making, using, selling a patented invention
Anton/Bauer v. Pag p. 703 – (Exhaustion Doctrine)
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