Patent Law

Part I
Patents and the Patent System
I. Introduction

A. What is a Patent?

1. Patent is a government issued license which gives a recipient government authorized MONOPOLY -  the exclusive right to make, use, sell or offer to sell the invention within tat government’s territorial jurisdiction.  Duration: 20 years
B. Policy Behind Patent Protection:

1. To recognize the “natural rights” of inventors in the exclusive right to use their inventions

2. To reward inventors for their scientific accomplishments

3. To encourage people to invent

4. To encourage financial support for inventors

5. To improve the lives of Americans

6. To enhance the nations GDP

C. The Constitutional Basis for Patent Protection in the United States

1. US Constitution Art I, § 8, Cl 8 (the IP clause)

a. The US Patent Act

i. Patent Office Rules – CFR

ii. MPEP

b. Patent Office Board of Patent Appeals & Interferences Decisions

c. Court Decisions

i. US Supreme Court

ii. US Court of Customs and Patent Appeals – before 1982

iii. The “numbered” US Courts of Appeal – before 1982

iv. US Court of Appeals for the Federal Circuit – after 1982

v. US District Courts

d. The Federal Circuit a/k/a CAFC

i. The United States Court of Appeals for the Federal Circuit, created in 1982 and  located in Washington D.C. may be the most important “player” in the development of U.S. patent law.  

ii. It has exclusive jurisdiction over (1) decisions of the Patent Office and (2) decisions of all U.S. District Courts in patent cases. Its decisions may be reviewed by the U.S. Supreme Court …  and occasionally are.

2. Federal Circuit Judges: Pauline Newman, Alan Lourie, Arthur Gajarsa, Richard Linn, Robert Mayer, Paul Michel, William Bryson, Sharon Prost

II. The Patent

A. Basic Patent Requirements

1. The applicant must be the true inventor

2. S/he must be the first to have invented

3. Only true in US – rest of world must be first to file

4. The invention must be both novel and non-obvious

5. It must cover “patentable subject matter”

6. It must be useful

7. The application must be filed within a year of the invention being made public

8. The inventor must fully describe the invention and disclose how it works and must disclose things which might prevent him/her from getting a patent

B. The Specification

1. Written description of the invention and the manner and process of making and using it that will enable any person skilled in the art to make and use the patent.  §112 

C. Claims

1. Defines the protected invention.  

D. Limitations

1. To establish that an accused device infringes a patent, the plaintiff must show that every limitation set forth in the disputed claim or claims is found in the accused device exactly or by substantial equivalent.

E. Types of Patentable Inventions

1. Utility:  Protect useful items and processes

2. Design:  Protect designs and shapes which do not have utility. 

3. Plant: protect asexually reproduced distinct and new variety of plant, including cultivated spores, mutants, hybrids, and seedlings, other than tuberpropagated plants or plants found in an uncultivated state
F. Preemption of State Protection

1. ADVANTAGES

a. Cheaper & Faster

b. Protects “things” that can’t be patented

c. Neither novelty nor non-obviousness required

d. Can last longer

e. Disclosure to competitors not required
2. DISADVANTAGES

a. Easy to lose

b. Poor security

c. Reverse engineering

d. Loss of key employee

e. No “exclusivity”

f. Independent development allowed

g. Reverse engineering
3. Bonito Boats v. Thunder Craft Boats (U.S. Sup. Ct. 1989)

a. States may not offer even limited patent like protection to intellectual creations which would be unprotected under federal law. 

b. A state law that substantially interferes with the enjoyment of an unpatented conception which has been freely disclosed by its author to the public at large impermissibly contravenes federal patent policy.  

c. States may place limited regs on the use of unpatented designs in order to prevent consumer confusion as to source. 

d. State protection of trade secrets, as applied to both patentable and unpatentable subject matter, does not conflict with the federal patent laws. 

e. The novelty and nonobviousness requirements of federal patent law mean that concepts within the public grasp, or so obvious that they readily could be, are available to all.  

Part II
Patentable Subject Matter

I. Early Case Law

1. The common thread throughout these cases is that claims which directly or indirectly preempt natural laws or phenomena are proscribed, whereas claims which merely utilize natural phenomena via explicity recited manufactures, compositions of matter or processes to accomplish new and useful end results define statutory inventions. 

2. Morse (49):  Claim 8 was held improper because by disclaiming all apparatus limitations, Morse was attempting to define the limits of his invention in terms of the natural phenomenon of electromagnetism and would therefore, preempt the use of this phenomenon.  The remaining claims defined particular manufactures which employed this same phenomenon to accomplish new and useful end results. 

3. Funk Brothers Seed (53):  The holding appears to arise, in part, from Bond’s manner of claiming his invention in terms of its property non-inhibition instead of claiming the precise constituent elements of his mixtures.  The effect is a monopoly over the inhibition…this is not possible. 

4. Eibel (53):  Valid patent that claimed the gravity increased speed of paper making machine…cited often to show that the proper use of a natural phenomenon to produce a new and useful end result.

II. Living Organisms

A. Diamond (Commissioner) v. Chakrabarty (U.S. Sup. Ct. 1980)

1. Patent Claims: (1) process claims for the method of producing the bacteria, (2) claims for an inoculum comprised of a carrier material floating on water, such as straw, and the new bacteria, (3) claims to the bacteria themselves.

2. The patent examiner allowed the first two types of claims rejected claims for the bacteria on the ground that as living things they are not patentable subject matter under 35 Section 101.  The Patent Office Board of Appeals affirmed the Examiner.  By a vote of 2-1, a panel of the CCPA reversed.  By a vote of  5-4, the US Supreme Court affirmed: Court says that they are without competence to decide this and that this is a matter for Congress.  This stands for the proposition that anything made by man is patentable subject matter and if Congress used broad terms without limitation then ct will not read into it further.

B. The Patentability of Computers & Computer Programs

1. Diamond (Commissioner) v. Diehr (U.S. Sup. Ct. 1981)

a. When a claim containing a formula implements or applies that formula in a structure or process which, when considered as whole, is performing a function which the patent laws were designed to protect (e.g. transforming or reducing an article to a different state or thing), then the claim satisfies the requirements of §101.  They viewed respondent’s claims NOT as an attempt to patent a mathematical formula, but rather to be drawn to an industrial process for the molding of rubber products.
C. The Business Method Exception: The Patent Office now routinely issues patents for business methods

i. State Street Bank & Trust v. Signature Financial (C.A.F.C. 1998)

D. Non-Patentable Subject Matter

1. Excluded are laws of nature, natural phenomena, & abstract ideas as well as things which occur in nature (not “man-made”).  Such discoveries are free to all men and not reserved exclusively to some.

a. A new mineral discovered in the earth or a new plant found in the wild is not patentable subject matter

b. Einstein could not patent E = mc2

c. Newton could not have patented the law of gravity

i. BUT Eibel can patent a process which uses gravity

d. Arrhenius could not have patented his “equation”

i. But Diehr & Lutton could patent a process using it

e. Morse could not patent electromagnitism

i. But could patent some - but not all - ways to use it to send telegraph messages

Part III
Inventorship and Priority

I. Introduction

II. Derivation

A. To prove derivation, the person attacking the patent must establish:

1. Prior conception of the claimed subject matter, AND

2. Communication of the conception to the adverse claimant

3. While the ultimate question of whether a patentee derived an invention is a question of fact, the determination of whether there was prior conception is a question of law.

B. Gambro Lundia Ab v. Baxter Healthcare (C.A.F.C. 1997)

1. Patent Dealt with Dialysis Machines

2. Communication must enable one of ordinary skill in the art to make the patented invention [incorporating the novelty standard of §102(a).]The challenger who claims to be the true inventor has the burden of proving by clear and convincing evidence that he was the first to invent and communicated the entire invention to the other party.  It may also be required to have corroborating testimony.  A jury cannot combine multiple references in finding derivation.  

C. Inventorship
1. Rules

a. §116 (post 1984):  Inventors may apply for a patent jointly event though:

i. they did not physically work together or at the same time

ii. each did not make the same type or amount of contribution, or

iii. each did not make a contribution to the subject matter of every claim. 

b. Application of §116:  

i. §116 sets no explicit lower limit on the quantum or quality of inventive contribution required for a person to qualify as a joint inventor. 

ii. The determination of whether a person is a joint inventor is fact specific, and there can be no bright line standard for every case. 

iii. To be a joint inventor, an individual must make contribution to the conception of the claimed invention that is not insignificant in quality, when that contribution is measured against the dimension of the full invention. 

iv. Each inventor must contribute to the joint arrival at a definite and permanent idea of the invention as it will be used in practice. 

v. A person does not loser her status as a joint inventor just because she used the services, ideas, and aid of others in the process of perfecting the invention.  [The “others” may also become joint inventors.]

vi. A person is not precluded from being a joint inventor simply because her contribution to a collaborative effort is experimental – however, the basis exercise of normal skill expected of one skilled in the art without an inventive act, does not make one a joint inventor. 

vii. A person will not be a co-inventor if she does no more than explain to the real inventors concepts that are well known and the current state of the art.  

viii. Like conception of the entire invention, a contribution to conception is a mental act which cannot be accurately verified without corroboration.  
2. Cases

a. Hess v. Advanced Cardiovascular Systems (C.A.F.C. 1997)

(i) Joint Inventors building catheters

b. Joany Chou v. The University of Chicago (C.A.F.C. 2001)

i. Holds that whether or not Chou, a graduate student was required to assign her patent to the University, she is still required to be listed as an inventor by §256
c. Clark v. The B.H. Holland Co. (C.A.F.C. 1996)

d. Ethicon v. United States Surgical Corp. (C.A.F.C. 1998)
i. per Judge Newman:  Although §116 adds names to a patent this naming does not automatically endow the assistant with full and common ownership of the entire inventive… “that is not a reasonable consequence of the change in the of naming inventors.”

D. Shop Rights

1. An ER cannot claim ownership of an EE’s invention UNLESS the K of employment by express terms or unequivocal inference shows that the EE was hired for the express purpose of producing the thing patented.  

2. However, an EE with the specific task of developing a device or process may be deemed to have ceded ownership of the invention to the ER.

3. Cases

a. Max C. McElmurry v. Arkansas Power & Light (C.A.F.C. 1993)

i. Factors to find implicit assignment:  Master’s material, master’s time, contractual relationship, EE’s acquiescence, EE’s notice of no restriction.  

b. Teets v. Chromalloy Gas Turbine (C.A.F.C. 1996)

i. Hired for a specific purpose or hired for a general purpose but given a specific task of solving a problem = IMPLICIT ASSIGNMENT.

E. Priority

1. PRIORITY ANALYSIS:

a. Who was the 1st reduce to practice?

b. Was that person the 1st to conceive?  

i. Yes, person get the patent.  

ii. No…

c. Did the 1st to conceive exercise reasonable diligence from a time just prior to R/P-1’s conception? 

i. Yes, person get the patent.  

ii. No, the first to reduce to practice gets the patent.  

2. Conception

a. Whether the inventor had an idea that was definite and permanent enough that one skilled in the art could understand the invention

(i) An idea is definite and permanent when the inventor has a specific, settled idea, a particular solution to the problem at hand, not just a general goal or research plan he hopes to pursue.

(ii) The conception analysis necessarily turns on the inventor's ability to describe his invention with particularity.

(iii) Until he can do so, he cannot prove possession of the complete mental picture of the invention.

b. Inherent Conception Rule:  To invoke the rule the inventor needs to show that the allegedly inherent property adds nothing to the count beyond the other recited limitations, and is redundant to the count.  

c. The allegedly inherent limitations cannot be material to the patentability of the invention. 

d. An inherent property must necessarily be present in the invention described by the count. 

e. (And it must be so recognized by person of ordinary skill in the art.

f. Cases

i. Hitzeman v. Rutter (C.A.F.C. 2001) – Hepatitis B Vaccine

(i) “The test for conception is whether the inventor had an idea that was definite and permanent enough that one skilled in the art could understand the invention; the inventor must prove his conception by corroborating evidence, preferably by showing a contemporaneous disclosure.”

3. Corroboration

i. “The filing of a patent application serves as conception and constructive reduction to practice of the subject matter described in the app.  There is not need for proof or corroboration of the subject matter that is included in the app unless a date earlier that the filing date is sought to be established.  Thus the inventor need not provide evidence of either conception of actual reduction to practice when relying on the content of the patent app.” 

ii. Rule of Reason Analysis:  

(i) Case law clearly mandates SOME TYPE of corroborating evidence to support an inventor’s testimony but not necessarily to support documentary evidence or things which can be readily presumed.  

(ii) An evaluation of ALL PERTINENT EVIDENCE must be made so that a sound determination of credibility may be reached.  

(iii) Factors affecting corroboration include:  

1. Delay between the event and the trial

2. Interest of corroborating witnesses, but corroboration by fellow EEs, spouses, and coinventors may be sufficient

3. Contradiction or impeachment of the inventor’s testimony, may be important or even essential 

4. The corroborating witnesses’ familiarity with details of the technology, but not necessary re: documentary evidence

5. The relationship between witness and other parties

iii. Cases

(i) Price v. Symsek (C.A.F.C. 1993)

1. “Unlike a situation where an inventor is proferring oral testimony attempting to remember specifically what was conceived and when it was conceived, a situation where, over time, honest witnesses can convince themselves that they conceived the invention of a valuable patent, corroboration is not necessary to establish what a physical exhibit before the board includes.  Only the inventor’s testimony requires corroboration before it can be considered.  While evidence as to what the drawing would mean to one of skill in the art may assist the board in evaluating the drawing, the content of Exhibit 13 does not itself require corroboration.”

(ii) Brown v. Barbacid (C.A.F.C. 2002)
4. Reduction to Practice

a. Rules

i. Actual reduction to practice = making and testing. 

ii. Constructive reduction to practice = filing a complete patent application. 

iii. For priority purposes, an inventor achieves reduction to practice when he produces an embodiment – an actual working device – that satisfies “every limitation of the interference count.”  

iv. In determining whether an inventor has provided sufficient evidence of reduction to practice, the Board and the cts apply a rule of reason which requires the decisionmaker to examine, analyze, and evaluate reasonably all pertinent evidence when weighing the credibility of an inventor’s story.

v. Testing as proof of reduction to practice:  To establish reduction to practice, an applicant must prove invention worked successfully for its intended purpose 


1. By testing in the intended environment

2. By testing outside the intended environment if testing conditions are sufficiently similar to the intended environment 

3. Even limited testing may be sufficient if it in fact demonstrates a solution to the problem intended to be solved by the invention.  

vi. Inurement

(i) "Inurement involves a claim by an inventor that, as a matter of law, the acts of another person should accrue to the benefit of the inventor."  Because inurement is a question of law, CAFC reviews the Board's determination de novo.

(ii) Requirements

1. the inventor must have conceived of the invention

2.  the inventor must have had an expectation that the embodiment tested would work for the intended purpose of the invention

3.  the inventor must have submitted the embodiment for testing for the intended purpose of the invention.

vii. Cavanagh v. McMahon (C.A.F.C. 1999)

(i) There is burden to prove by a preponderance of the evidence that the testing was successful and was recognized as successful at the time in order to establish priority.  

viii. Peeler v. Miller (C.A.F.C. 1976)

ix. DSL Dynamic Sciences v. Union Switch & Signal (C.A.F.C. 1991)

(i) The priority contest involves “coupler mount assemblies” to attach equipment to a railway car coupler

x. Cooper  v. Goldfarb (C.A.F.C. 2001)
(i) You can have someone else test for you but an inventor must prove that he contemporaneously appreciated that the embodiment met all the limitations of the count.    Subsequent testing or later recognition may not be used to show that a party had contemporaneous appreciation of the invention.

F. Suppressed or Concealed

1. (a)
Priority of invention goes to the first party to reduce and invention to practice UNLESS the other party can show that it was the FIRST TO CONCEIVE the invention AND that it exercised REASONABLE diligence in later reducing that invention to practice.

2. Cases

a. Peeler v. Miller (C.A.F.C. 1976)

i. 4 year delay from the time an inventor is satisfied with his invention and completes his work on it and the time his assignee-ER files a patent app is prima facie, UNREASONABLY long.  

ii. Mere delay, without more, is not sufficient to establish suppression or concealment UNLESS it is excessive delay.  

b. Paulik v. Rizkalla (C.A.F.C. 1985)

i. Excessive delay will be overlooked if the de facto 1st inventor renews activities before I-2 entered the race.  

c. Lutzker v. Plet (C.A.F.C. 1988)

i. Lutzker’s actions constituted more than an inference o suppression or concealment because of his DELIBERATE and INTENTIONAL policy not to disclose his invention to the public until he was ready to go into commercial production.  Such a policy is evidence of an intent to suppress or conceal.  

d. Apotex USA v .Merck (C.A.F.C. 2001)

i. Apotex/Sherman does not dispute that Merck invented the patented process in the United States well before Dr. Sherman's alleged date of conception.  Apotex also concedes that Merck did not abandon its process of manufacturing VASOTE tablets as shown by its continuous commercial use of the process since 1983. Apotex contends that Merck "suppressed" or "concealed" the process [§ 102(g)] 
Apotex also contends  that § 102(g) requires proof negating suppression or concealment to arise from activities occurring within the United States.

Part IV
Novelty & Statutory Bar
A. Introduction

1. §102(a):  Invention must have been:

a. Known or used by SOMEONE ELSE in the UNITED STATES OR

b. Patent or described in a printed publication ANYWHERE IN THE WORLD

c. Critical Date:  Date of invention by applicant.  

i. 
Filing date often used

ii. 
Can also relate back using §119 and §120

2. §102(e):    Invention must be DESCRIBED (NOT CLAIMED) in an issued US patent.

a. Effective Date of Disqualifying Patent:  

i. Date the app was FILED IN THE US (not the date of issue)

ii. §119 CANNOT BE USED to move the effective date back to the foreign filing date. 

b. Critical Date:  Date of invention by the applicant.

i. 
US filing date can be used.

ii. §119 CAN bee used to move the critical date back to the foreign filing date.  

3.  
STATUTORY BARS:

a. §102(b): Invention must not have been 

i. In public use or on sale (by the inventor or anyone else) in the US OR

ii. Patent or described in a printed publication (by the inventor or  anyone else) anywhere in the world

iii. Critical Date:  1 year prior to filing US patent app 

(i) CAN use §120 BUT NOT §119 to move the US app date back. 

b. §102(d):  For a §102(d) bar to exist

i. Both US and Foreign apps must be by the same inventor AND claim the same invention

ii. The US app must be filed:

(i) AFTER the foreign patent issued AND

(ii) MORE THAN 12 MONTHS after the foreign app was filed 

c. Anticipation:  

i. That which infringes if later, anticipates if earlier

ii. To anticipate a claim for a patent, a SINGLE prior source MUST CONTAL ALL the claim’s essential elements

iii. Anticipation CANNOT BE SHOWN by combining more than one reference to show the elements of the claimed invention.  What anticipates?  The Standard is Strict Identity
iv. TWO STEP ANALYSIS:  

(i) Construction of the claims.  Look at intrinsic evidence. Claims defined the scope of invention and the written description indicates whether the inventor has used any terms inconsistently with their ordinary meaning. 

(ii) Claims are compared to the prior art.   Claim is anticipated if EVERY LIMITATION DESCRIBED in one prior art reference and the prior art ENABLED such that one of ordinary skill in the art could practice the invention.

4. Burdens of Proof:

a. By PTO:  Burden of persuasion on the PTO to show why the applicant is not entitled to a patent.

i. Prima Facie:  Burden of persuasion is met if the PTO shows reasons why applicant is not entitled to a patent.  

ii. Applicant rebuts prima facie case by showing PTO is worng.  

b. In Litigation:

i. An issued patent is PRESUMED VALID.  §282. 
ii. Presumption of novelty, nonobviousness, and utility.  

iii. Challenger of patent has the burden of proving by CLEAR AND CONVINCING EVIDENCE.  

5. Cases

a. Jamesbury v. Litton Industrial Products (C.A.F.C. 1985)

b. Herman v. William Brooks Shoe Co. (C.A.F.C. 2001

c. In re Ronald Schoenwald (C.A.F.C. 1992)
i. S wanted to patent the chem. comp of eye-drop and the method.  Chemical was known.  

B. Inherency

1. Rules

a. If the prior art reference does not expressly set forth a particular element of the clam, it still may anticipate if that element is INHERENT in the disclosure.  

b. To establish inherency, extrinsic evidence must make clear that the missing descriptive matter is necessarily present in the thing described in the reference, and that it would be so recognized by POSA.  (In re Robertson, 209)

c. MAY NOT BE ESTABLISHED by probabilities or possibilities.  The mere fact that a certain thing MAY result from a given set of circs is INSUFFICIENT.  

2. Cases

a. In re Anthony J. Robertson (C.A.F.C. 1999)

b. In re Cruciferous Sprout Patent Litigation (2001)

C. Not the “First to Invent”

1. Rules

a. §102(g)(1):  A person shall be entitled to a patent unless during the course of an interference, another inventor involved establishes, that before such person’s invention the invention was made by such other inventor and not abandoned, suppressed or concealed OR

b. §102(g)(2):  A person shall be entitled to a patent unless before such persons invention, the invention was made IN THIS COUNTRY by another inventor who has not abandoned suppressed or concealed it.  

i. Burden of Proof under §102(g)(2): 

(i) The presumption of  validity does not GENERALLY apply to patents involved in interference proceedings, and thus the invalidity of a patent involved in an interference need only be proven by PREPONDERANT EVIDENCE. 

(ii) In the case of a priority contest between an issued patent and an app that was field after the issuance of the patent, the JUNIOR PARTY must establish priority of invention by C/C EVIDENCE. 

(iii) In 102(g)(2) if the junior party proves prior invention the result is A’s patent is no good and B gets nothing. (Contrast to §102(g)(1) where someone will get the patent.)

ii. Abandonment and Suppression:

(i) Once a challenger to a patent has proven by c/c evidence that the invention was made in this country by another inventor.  

(ii) The burden of production shifts to the patentee to produce evidence sufficient to create a genuine issue of material fact as to whether the prior inventor has suppressed or concealed the invention.  

(iii) Then the party alleging invalidity MUST REBUT any alleged suppression or concealment with c/c evidence to the contrary.  

2. Thomson v. Quixote Corp. (C.A.F.C. 1999)

D. Patented

1. Rules: 102(d)
a. ''When a foreign patent issues with claims directed to the same invention as the U.S. application, the invention is 'patented' within the meaning of section 102(d); validity of the foreign claims is irrelevant to the section 102(d) inquiry.''

b. It is irrelevant under section 102(d) whether the foreign patent was publicly available prior to the U.S. filing date. ... An invention is patented' in a foreign country under section 102(d) when the patentee's rights under the patent become fixed.

c. When an applicant files a foreign app fully disclosing his invention and having the potential to claim his invention in a number of different ways, the reference in §102(d) to “invention…patented” necessarily includes ALL DISCLOSED aspects of the invention.  Thus, the §102(d) bar applies regardless of whether the foreign patent contains claims to less than all the aspects of the invention.   

2. In re Faizulla Kathawala (C.A.F.C. 1993)
a. The CAFC  held that the PTO properly rejected applicant's claims as unpatentable under § 102(d) because he filed applications for patents on his invention in Greece and Spain more than one year before filing in the United States and the Greek and Spanish applications issued as patents before his U.S. filing date.

E. Printed Publication

1. Rules

a. A printed publication does NOT require printing or publication but MUST HAVE BEEN SUFFICIENTLY ACCESSIBLE to the public interested in eh art before the critical date.  

i. Dissemination AND Public Accessibility are the keys in determining whether a prior art reference was published.  

ii. The term expands to give effect to ongoing advances in the technology of data storage, retrieval and dissemination. 

b. Samples

i. A student’s thesis did not become a patent defeating publication merely by depositing the thesis in the university library where it remained uncatalogued and unshelved at the critical date.  

ii. See, Hall where the dissertation was accessible because it had been indexed, catalogued and shelved (by persuasive evidence).  

iii. But see, Cronyn (240) where undergrad research paper where cards and theses available for public examination where NOT accessible to the public because they had not been cataloged or indexed in a meaningful way.   (This was a small undergrad/non-research institution.)

iv. Orally presented paper can constitute a printed publication if written copies are DISSEMINATED WITHOUT RESTRICTION. 

c. Internal docs intended to be confidential within an organization (regardless of dissemination) are not printed publications.

d. Publication is available as prior art on the DATE RECEIVED by the public.

2. Cases

a. In re Marshall Cronyn (C.A.F.C. 1989)
i. An undergrad research paper where cards and theses available for public examination where NOT accessible to the public because they had not been cataloged or indexed in a meaningful way.   (This was a small undergrad/non-research institution.)

F. Public Use

1. Criteria:  Doesn’t have to be very public.  Samples freely shown/delivered to interested persons OK.  Work done openly in the ordinary course of biz without deliberate attempt to conceal or exclude public.  

2. Policy:

a. Avoid detrimental public reliance on unpatented inventions

b. Encourage prompt disclosure of new information

c. Discourage attempts to extend the length of the effective patent monopoly. 

3. Prohibited Conduct:  Non-secret, non-experimental use of the invention prior to the critical date.  Commercial use BY THE INVENTOR prior to the CD.  

4. Cases

a. Egbert v. Lippmann (U.S. Sup. Ct. 1881)

i. Whether the use of an invention is publicor private does not necessarily depend upon the # of person to whom its use is known – if an inventor gives or sells it to another, to be used by the donee or vendee, without limitation or restriction, or injunction of secrecy and it is so used, such use is public, even though the use and knowledge of the use may be confined to one person.

b. National Research Development v. Varian (C.A.F.C. 1994)

i. H discloses to Dr. R who discloses to Dr. S.  Dr. H did not at all times retain control over the distribution of info re: his invention.  Patent invalidated.  The mere fact that Dr. R and Dr. S had known each other for years doesn’t create confidentiality.  The unrestricted disclosure + use of the info in the ordinary course of biz renders that use public. Thus, even assuming that ONLY the Monsanto scientists had access AND others visiting had NO IDEA as to true nature…the Monsanto scientists knowledge and use ALONE provide sufficient basis on which to invoke §102(b) statutory bar.

c. Baxter International v. Cobe Lab. (C.A.F.C. 1996)

i. S’s lack of effort to maintain the centrifuge as confidential + free flow of people into lab who observed centrifuge and were under NO duty of confidentiality = PUBLIC USE.  Ito device in public use as soon as it was REDUCED TO PRACTICE.

d. Minnesota Mining v. Appleton Papers (D.Minn. 1999)

i. District Ct opinion.  3M contended that in house distribution of invention (experiment or not) is not public use.  No “real” confidentiality agreement.  This public nonexperimental use invalidated the patent because of §102(b) bar.  3M was no commercializing but still saving $ within company.  Think policy.  

G. Known or Used by Others

1. §102(a):

a. Devices known or used by others in the US are not patentable

2. Woodland Trust v. Flowertree Nursery (C.A.F.C 1998)

a. Relationship of the witnesses + Asserted prior uses ended 20 yrs prior + Uses were abandoned until D learned of patent = Underscore the failure of this oral evidence to provide c/c of prior knowledge & use. Oral evidence, standing alone, does not provide the c/c evidence necessary to invalidate a patent on the ground of prior knowledge and use under §102(a).

H. On-Sale Bar

1. Rules

a. §102(b): no patent if invention is on sale in the US for more than a year before the (actual) US filing date

i. NO ACTUAL SALE REQUIRED.  Just offer.  

b. On Sale Bar Analysis:

i. What was the critical date? 1 year prior to the filing of the US patent application.  

ii. Foreign priority filing date (§119) cannot be used. 

iii. Was the invention the subject of a commercial offer to sell?

iv. Is the invention ready for patenting?  Reduction to practice OR other tangible evidence.

v. Where was the offer sale taking place?

2. Policies:  (USE HEAVILY IN ANALYSIS OF ON SALE BAR ISSUES) 

a. Discourages the removal of inventions from the public domain that the public reasonably believes are freely available.

i. Therefore the bar applies if the on sale transaction effectively places the invention in the public domain regardless of whether the seller or an unrelated 3rd person is the inventor. 

b. Favors the prompt and widespread disclosure of inventions

c. Allows the inventor a reasonable amount of time following sales activity to determine the potential economic value of a patent. 

d. Prohibits the inventor from commercially exploiting the invention beyond the statutorily prescribed time.

i. Therefore the bar applies if the inventor – but not an unrelated 3rd person – is the seller regardless of whether the on sale transaction effectively places the invention in the public domain.

3. Cases

a. B.F. Goodrich v. Aircraft Braking Systems (C.A.F.C. 1996)

i. Proposal 2 Boeing with price quotations and detailed description.  Ct held no on sale bar.  The proposals did not inform Boeing that the invention only existed as a mere concept.  However, since (1) critical components of the claimed invention hadn’t been developed, (2) no embodiment had been build, and (3) Mr. B did not know if invention would work, the ct found that the invention existed only as a concept and therefore was not on sale to Boeing. 
A product is on sale in the United States if substantial prefatory activity to a sale occurs in the US.  Robbins held that an offer for sale in the US is sufficient prefatory activity. Synair held that the substantial activity is sales activity NOT product development.  Since all discussions leading to eventual sale took place in Canada…no on sale bar. 
BF Goodrich held no substantial prefatory activity because the relevant sales activity (phone calls and proposal prep) are engaged by any company engaged in foreign commerce.  To find this prefatory would mean that every offer made in a foreign country could satisfy on sale bar rendering “in this country” language superfluous.

b. Pfaff v. Wells Electronics (U.S. Sup. Ct. 1998)

i. When P accepted the purchase order for his new sockets, his invention was ready for patenting.  The fact that the manufacturer was able to produce the socket using his drawings demonstrates this.  Furthermore, those sockets contained all the elements of the invention in the patent.  ON SALE BAR APPLIES WHEN THE FOLLOWING 2 CONDITIONS ARE SATISFIED:1st:  Invention must be the subject of a commercial offer.2nd:  Invention must be ready for patenting via:(i)
Actual reduction to practice (ii) Written enablement (§112 1 ~ constructive reduction to practice)  
It is not sufficient to show that the sale/offer embodies the invention for which the patent is sought because there is the possibility of additional development after the critical date.  

c. Group One, Ltd. v. Hallmark Cards (C.A.F.C. 2001)

d. Elan Corporation, PLC v. Andrx Pharmaceuticals, Inc. (C.A.F.C. 2004)

e. Evans Cooling Systems v. General Motors (C.A.F.C. 1997)

i. Ct says that even if sale is tainted by theft the independent innocent dealer wasn’t tainted and so a sale occurred.  Ct is consistent with UCC that says you can have a binding offer to sell even tho all the terms aren’t present. A dealer could make a binding offer 2 sell when price hadn’t been fixed.   

I. Experimental Use or Sale

1. Rules

a. Both the public use and the on sale bar rule allow an exception for use, sale or offer that was experimental.  

i. A patent owner may avoid the on sale bar by showing that the sale represented a bona fide effort to perfect the invention or to ascertain whether it will answer its intended purpose.  To rely on this exception, the patent owner must have sought the sale as part of a testing program rather than for profit or commercial exploitation (ie market testing to gauge consumer demand)

2. FACTORS:


a. Nature of the activity that occurred in public

b. Public access to and knowledge of the public use

c. Any confidentiality obligation imposed on persons who observed the use

d. Progress records or other indicia of experimental activity kept 

e. Who conducted the experiments 

f. The inventor or someone acting for inventor OR

g. They buyer for their own knowledge

h. How many tests were conducted and for how long

i. Was full payment made for the product used in the tests

j. Was the use/sale primarily to test the usefulness of the invention or to test the potential market

3. Cases

a. Elizabeth v. Pavement Company (U.S. Sup. Ct. 1877)

b. Paragon Podiatry v. KLM Laboratories (C.A.F.C. 1993)

c. Kolmes v. World Fibers Corporation (C.A.F.C. 1997)

d. Allied Colloids v. American Cyanamid (C.A.F.C. 1995)
e. Monon Corp. v. Stoughton Trailers (C.A.F.C. 2001)
f. Lough v. Brunswick Corp. {II} 41 (C.A.F.C. 1997)

g. Baxter International v. Cobe Laboratories (C.A.F.C. 1996)

J. Priority of  Foreign Inventions

1. Rules

a. PRIORITY:  Can be used by ANY PARTY in a priority dispute to establish its US filing date AS THE DATE OF THE FOREIGN FILING to prove who was the 1st to invent. 

b. VALIDITY:

i. Can be used by THE APPLICANT to establish US filing date/constructive reduction to practice date/invention date AS DATE OF THE FOREIGN FILING to swear behind prior art – issued patent, printed publication, etc. – to avoid the reference being used to render the applicant’s invention either anticipated [§102(a)] or obvious [§103] or to swear behind the filing date of an issued US patent to avoid the reference being used to render the applicant’s invention either anticipated [§102(e)] or obvious [§102(e)/§103].  {{OK to use as a SHIELD}}

ii. CANNOT be used by the PTO or a challenger to establish a US filing date/constructive reduction to practice date/invetion date as of the date of the foreign filing to use that patent as prior art rendering applicant’s invention either anticipated [§102(e)] or obvious [§102(e)/§103].

iii. CANNOT be used by the APPLICANT to establish a US filing date as date of the foreign filing to avoid the reference or activity being used to render the applicant’s invention statutorily barred under §102(b).  

2. Application Of Hans Hilmer {I} (C.C.P.A. 1966)
Part V
Non-obviousness

A. Introduction

1. §103(a):  A patent may not be obtained though the invention is not identically disclosed or described [in the prior art] if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains.

2. §103(c):  Patentability shall not be negatived by the manner in which the invention was made. 

3. Graham Criteria for Non-obviousness:

a. Determine the scope and content of the prior art

b. Determine the scope of the claims at issue

c. Identify the difference between the prior art and the claims

d. Establish the appropriate level of ordinary skill in the art

e. Against this background, determine whether the subject matter of the claimed invention would have been obvious or nonobvious to a POSA at the time the invention was made

4. The Federal Circuit’s Objective Approach to Obviousness:

a. Emphasize Graham’s Secondary Consideration:

i. Commercial success

ii. Long felt but unsolved needs

iii. Failure of others

iv. Teaching away

v. Praise within the technical community

vi. Deliberate copying

b. Insist on finding prior art which SUGGESTS the extension of the principal prior art or provides a MOTIVATION to combine several items of prior art. 

c. Avoid using hindsight. 

5. Combining References:

a. To prevent the use of hindsight based on the invention to defeat patentability of the invention, CAFC requires the examiner to show a motivation to combine references that create the case of obviousness.

i. The examiner MUST SHOW that the skilled artisan, confronted with the same problems as the inventor and with no knowledge of the claimed invention, would select the elements from the cited prior art for combination in the manner claimed. 

b. CAFC identified 3 SOURCES for motivation to combine references:

i. The nature of the problem to be solved

ii. The teachings of the prior art AND

iii. The knowledge of a POSA

(i) The Board MUST EXPLAIN what specific understanding or technological principle within the knowledge of a POSA would have suggested the combination.

6. Graham v. John Deere Company (U.S. Sup. Ct. 1966)

a. A POSA, given the fact that the flex in the shank could be utilized more effectively if allowed to run the entire length of the shank, would immediately see that the thing to do was what Graham did (invert the shank and the hinge plate).  

B. The Burden of Proof and Scope of Judicial Review
1. Deference to district court

2. Dickinson v. Zurko (U.S. Sup. Ct. 1999)
a. The Supreme Court held that the CAFC erred in apply the clearly erroneous standard instead of the APA’s more deferential court/agency review standard in reviewing a PTO rejection of an applicant’s claims.  

C. The “Factual Inquiries”

1. Scope and Content of the Prior Art: Two Part Test
a. FIRST, it must be determine whether the reference is within the field of the inventor’s endeavor.  If not then…

b. SECOND, assuming that the reference is outside the inventor’s field of endeavor, it must be determined whether the reference is reasonably pertinent to the particular problem with which the inventor was involved.  

c. Quantachrome Corporation v. Micromeritics Instrument (C.A.F.C. 2001)
i. In light of testimony, similarity of the problems addressed in all the disclosures, and the fact that M disclosed these reference to the PTO as prior art relevant to the claimed invention, we hold that the subject matter taught by the prior art patent and manual is sufficiently analogous to that of the claimed invention the ct should have considered in obviousness.

2. A Person of “Ordinary Skill”

a. One who thinks along the line of conventional wisdom in the art.  NOT ONE who undertakes to innovate whether by patient (and often expensive) systematic research OR by extraordinary insights (flash of genius).  

b. Schneider (Europe) Ag v. Scimed Life Systems (C.A.F.C. 1995)

c. Shinpei Okajima v. Joel Bourdeau (C.A.F.C. 2001)

i. The level of skill in the art is a prism through which a judge, jury or the Board views the prior art and the claimed invention.  
This reference point prevents these factfinders from using their won insight or, worse yet, hindsight, to gauge obviousness. 
Skill in the art does not bridge gaps in substantive presentation of an obviousness case, but instead supplies an important guarantee of objectivity in the process. While it is always preferable for the factfinder below to specify the level of skill it has found to apply to the invention at issue, the absence of specific findings on the level of sill in the art DOES NOT give rise to reversible error where the prior art itself reflects an appropriate level and a need for testimony is not shown. Where the parties agree that the level of skill in the art is high, any finding by the Board that the proper level of skill is less than that urged by the parties would only reinforce the Board’s conclusion of nonobviousness. Particular finding as to level of skill do not influence the ultimate determination under §103 where there is a determination that an invention would have been nonobvious to those of extraordinary skill.  

3. Differences Between the Claims and the Prior Art

a. TWO KINDS of DIFFERENCES:

i. Differences between the claims and the prior art in terms of structure and methodology.

ii. Differences between the claims and the prior art in terms of function and advantages or comparative utility.  

b. Cases

i. B.F. Goodrich v. Aircraft Braking Systems (C.A.F.C. 1996)

ii. In re Frank S. Glaug (C.A.F.C. 2002)

iii. In re Robert H. Blamer (C.A.F.C. 1993)

iv. In re Diane M. Dillon (C.A.F.C. 1990)
4. Motivation & Hindsight

a. In re Anita Dembiczak (C.A.F.C. 1999)

i. You cannot say it is obvious from kids books and existence of plastic bags.  You have to explain what in the prior art suggest that you can paint a jack o lantern on a trash bag.  Ct is saying that they don’t care how simple or obvious it is…you have go to find something in the prior art that suggests the possibility of doing what the person did.  

b. Arkie Lures v. Gene Larew Tackle (C.A.F.C. 1997) 

i. Evidence here that this idea was obvious but not really used, ct says all the more reason to look at secondary considerations because that may dispel obviousness.  Since it is popular then it is really more creative.  In cases that typically involve simple technology, it is important to look at secondary considerations.  

5. Secondary Considerations

a. (a)
COMMERCIAL SUCCESS is relevant only if there is PROOF that the sales were a direct result of the unique characteristics of the claimed invention as opposed to other economic and commercial factors unrelated to the quality of the patented subject matter – a nexus is required between the sales and the merits of the claimed invention.  

b. Cases

i. Pentec, Inc. v. Graphic Controls Corp. (C.A.F.C. 1985)
ii. Gambro Lundia AB v. Baxter Healthcare (C.A.F.C. 1997)

(i) Defendant Baxter sold 14k machines in incorporating invention.  Ct holds the record must show a sufficient nexus between commercial success and patented invention.  The prominence of the patented technology in Baxter’s ads creates an inference that links invention to success.  

iii. Sentex Systems v. Elite Access Systems (C.A.F.C. 1999)

(i) Sentex was the market leader, sales figures cannot be used in and of themselves to show a nexus between commercial success and invention.  

D. Obviousness Type Double Patenting Rejections

1. In re Todd A. Berg (C.A.F.C. 1998)

2. In re Anita Dembiczak (C.A.F.C. 1999)

Part VI
Descriptions/Disclosures and Utility

I. Introduction

A. Required Disclosures:

1. A written description of the invention, §112 1
2. The manner, process of making and using it, in such full, clear, concise, and exact terms to enable any POSA to which it pertains, or with which it is most nearly connected, to make and use the same, §112, 1
3. The inventions utility, §101
4. The best mode contemplated by the inventor of carrying out his invention, §112, 1
5. One or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention, §112, 2
6. Material information respecting patentability…it is a violation of the duty of candor to withhold material info with an intent to deceive – or to submit false material information.

B. Presumption of Validity:  All required disclosures carry with it a presumption of validity which places the burden on the person attacking the patent who must prove invalidity by c/c evidence.  Presumption does not change or dissolve during the trial.  The evidence presented by the challenger must be of such QUALITY AND WEIGHT as to establish invalidity despite the presumption.

II. The Patent Application
A. Written Description

1. Written description showing that when the patent application was filed the inventor “fully possessed” the invention.

2. In Re Joyce A. Cortright (C.A.F.C. 1999)

B. Claims
1. The purpose of §112 1 is to ensure the scope of the right to exclude, as set forth in the claims, does not overreach the scope of the inventor’s contribution to the field of art as described in the patent specification.  

2. §112 2:  Claims must particular point out and distinctly claim:

a. What the applicant regards as his invention

b. Must do so with sufficient particularity and distinctness… “sufficiently definite.”

3. Requires an analysis of whether POSA would understand the bounds of the claim when read in light of the specification .

a. Drawings may aid in interpretation.  Vas Cath. 

b. Broadest reasonable interpretation consistent with drawings and specification. 

c. Twin Aims of §112 2:

i. To ensure claims describe invention because you shouldn’t get a monopoly on more or less than you invented.

ii. To provide clear warning to others as to what constitutes infringement of the patent because you shouldn’t be able to shoot a patent poacher without notice.

4. Cases

a. Solomon v. Kimberly-Clark Corp. (C.A.F.C. 2000)

i. Inventor testimony, obtained in the context of litigation, should not be used to invalidate claims under §112, 2.  

b. Beachcombers, Intern’al v. Wildewood Creative Products (C.A.F.C. 1994)

i. It is clear from the specification  that a meaning other than the conventional one and broad enough to encompass the liquid filled channels/tubes in the figures was intended.  No indefiniteness.  

c. Tronzo v. Biomet (C.A.F.C. 1998)

C. Utility and Enabling Disclosure

1. Enabling Disclosure:  Must show in full, clear and concise terms how to make and use the invention.  Must teach POSA how to make without undue experimentation.  

a. Irrelevant whether this teaching is provided through broad terms or illustrative examples. 

2. In non pharmaceutical cases, the analysis of utility is often combined with an analysis of enablement

a. An invention that lack utility cannot be enabled. 

b. You cant teach HOW something works, if it doesn’t work.

3. PHARMACEUTICAL CASES, the issues of utility and enablement are often combined with an analysis of whether there has been an actual reduction to practice.  One may not know if a pharmaceutical invention will, in fact, work until it has been tested either in vitro or in vivo.  

a. Testing is often required to establish practical utility BUT the tests NEED NOT absolutely prove that the compound is pharmacologically active. 

b. All that is required is that the tests be reasonable indicative of the desired pharmacological response.

4. In re Donald Milligan Written Description (C.A.F.C. 1997)

5. Cross v. Iizuka (C.A.F.C. 1985)

a. C argues that the in vitro utility disclosed by Jap app is not per se useful, and that more sophisticated in vitro tests, using intact cells, or in vivo tests are necessary to establish practical utility.  C is arguing that there must be rigorous correlation of pharm activity between the disclosed in vitro utility and an in vivo utility to establish practical utility.  “We, however, find ourselves in agreement with the Board that, based upon the relevant evidence as a whole, there is a reasonable correlation between the disclosed in vitro utility and an in vivo activity, and therefore a rigorous correlation is not necessary where the disclosure of pharmacological activity is reasonable based upon the probative evidence.”

D. “Best Mode” Disclosure
1. A proper best mode analysis has TWO COMPONENTS:

a. Whether, at the time the inventor filed his patent app, he knew of a mode of practicing his claimed invention that he considered better than any other.  {{Wholly Subjective Inquiry}}

i. Disclosure of production details not required (Gypsum, 462)

b. The second part of the analysis compares what he knew with what he disclosed – is the disclosure adequate to enable one skilled in the art to practice the best mode, or, in other words, has the inventor conceled his preferred mode from the public?  {{Largely Objective Inquiry}}

i. Who knew of best mode?  The only issue relevant to the validity of the appellant was the inventor’s opinion at the time he filed.  (Hewlett Packard, 453)

ii. May need to find smoking gun if inventor say they didn’t know best mode.  

iii. Disclosed in a way that POSA would have understood?

2. Cases
a. Transco Products v. Performance Contracting (C.A.F.C. 1994)

i. Generic description was found to be sufficient to have apprised POSA of what was needed and if there were indeed a limited number of sources of industrial products then it is an entirely defensible position, if not an ultimately convincing one, that a POSA could have procured the material.  Although there may be scenarios where composition and trade name may be necessary, caution should be exercised in imposing such a burden.

b. United States Gypsum Co. v. National Gypsum Co. (C.A.F.C. 1996)

i. Neither chemical composition or trade name was disclosed.  “Because the composition of Sil-42 was not defined in the literature or disclosed in the patent, supplier/trade name info alone may not have satisfied PTO guidelines.”

c. Robotic Vision Systems v. View Engineering (C.A.F.C. 1997)
i. Does the fact that a POSA would have known to use software and could have created the source code excuse the inventor from disclosing the software used?  If yes, what difference between enabling and best mode disclosure?

III. Inequitable Conduct - Fraud on the Patent Office

A. 3 STEP ANALYSIS:

1. Does the alleged non disclosure or false info have a threshold degree of materiality?

2. Was there an intent to deceive or did the non disclosure result from negligence – gross or simple?

a. Gross negligence, by itself, does not justify an interference of intent to deceive; the involved conduct, viewed in light of all the evidence, including evidence indicative of good faith, must indicate sufficient culpability to require a finding of intent to deceive.  

b. The defendant has the burden of proving both elements by c/c evidence.

3. Determine whether the equities in the case warrant a conclusion that inequitable conduct occurred and the otherwise valid patent declared unenforceable.

a. Materiality and intent are inversely related ( the more material the omission, the LESS culpable the intent required and vice versa.  

B. Policy

1. Applicants for patents and their attorneys owe the PTO a duty of candor, good faith, and honesty which necessitates a fair and full disclosure of material information relating to the patentability of the invention in question. 

2. A breach of this duty constitutes inequitable conduct and may bar enforcement of an otherwise valid patent. 

3. Inequitable conduct may consist of an affirmative misrepresentation, a misleading statement, or an omission of material information. 

4. Areas of concern:  Inventorship & prior public use, citation of prior art, date of invention, factual evidence on patentability.  

C. Cases

1. Aptix Corp. v. Quickturn Design Systems (C.A.F.C. 2001)

2. Critikon v. Becton Dickinson Vascular Access (C.A.F.C. 1997)

a. Failed to cite McDonald patent; failed to disclose on-going litigation during reissue.  Direct evidence of intent or proof of deliberate scheming is rarely available in instances of inequitable conduct, but intent may be inferred from the surrounding circumstances, such as, where a patent applicant knew, or should have known, that withheld information would be material to the PTO's consideration of the patent application.  A relatively high degree of intent may be inferred under the facts of this case.  Critikon was aware of the McDonald Patent.  It knew or should have known that the "retaining means" disclosed in the McDonald patent was relevant to a point of novelty but it did not disclose the patent or provide a good faith explanation for not disclosing the patent.

3. B.F. Goodrich v. Aircraft Braking Systems (C.A.F.C. 1996)
a. BFG argues that there was no [direct evidence of] intent by the inventor, or his attorneys to mislead the PTO.  No evidence that inventor or his attorneys knew of Dunlop during prosecution. While they knew of the Boeing and Airbus activities, they had a reasonable belief that these activities did not violate the on-sale bar. All the statements in the the Perry affidavit were [literally] true. Court troubled by BFG's conduct, but held BFG did not engage in inequitable conduct

4. Destron/IDI v. Electronic Identification Devices (C.A.F.C. 1997)

5. Allied Colloids v. American Cyanamid (C.A.F.C. 1995)

a. Issue: Whether Colloids’ patents are unenforceable for inequitable conduct because Colloids did not tell the PTO about a public use.Inequitable Conduct:
Colloid’s testing in Detroit on April 16-17, 1985.  
Colloid’s British patent attorney advised in March 29, 1985 to apply before “commercial sampling” in April.  Holding:  
It is not inequitable conduct to omit telling the patent examiner information that the applicant in good faith believes is not material to patentability.

6. Life Techs v. Clontech (C.A.F.C. 2000)

7. ATD Corp. v. Lydall Inc. (C.A.F.C. 1998)

8. Marlow Industries, Inc. v. Igloo Products Corp. (C.A.F.C. 2003)

9. Bristol-Myers Squibb Company v. Rhone-Poulenc Rorer, Inc. (C.A.F.C. 2003)

10. Dippin’ Dots, Inc. v. Mosey (N.D.TX 2004)

Part VII
Design Patents

· design patents issued for any new and nonobvious ornamental design for an article of manufacture

· protects only the appearance of an article, but not its structural or functional features

· term of 14 years from grant

· no fees are necessary to maintain a design patent in force

· drawing must clearly depict the appearance, since the drawing defines the scope of patent protection

· Design patent may only cover the decorative or ornamental features of a produce – not functional aspects

· But it is possible to obtain both design and utility patents for the same invention – each protect different aspects of the invention
· Infringement

· One must compare the ornamental features of the patented design, as shown in all the drawings, to the features of the alleged infringing product visible at any time during normal use of the product and assess if the resemblance at such point is such as to deceive... an ordinary observer, giving such attention as a purchaser usually gives "inducing him to purchase one supposing it to be the other.“

· For there to be infringement, "the accused design must appropriate the novel ornamental features of the patented design [or "points of novelty"] that distinguish it from the prior art.“

· "The points of novelty relate to differences from prior designs, and are usually determinable based on the prosecution history."

Bernhardt L.L.C. v. Collezione Europa USA, Inc. (M.D. N.C. 2003

Part VIII
Plant Patents

· Did Congress, in enacting the PPA and the PVPA, provided the exclusive statutory means for protecting plant life?

· Both Acts are more specific than Section 101 and seem to carve out plants from utility patent law for special treatment.

· TOO LATE: PTO has already issued numerous utility patents for hybrid plant processes, and has been assigning utility patents for plants since 1985 with no indication from the Congress that such action was inconsistent with the PVPA or the PPA.

· Similar issue raised and rejected in Chakrabarty

· Compare and Contrast protection offered under each statute

· See comment on Imazio Nursery [Peet & Bent, pp 537 et seq]

· Why not always file utility patent applications?

· The principal reason for not choosing a utility patent is enablement.  Utility may work where there are readily available starting materials and the result is reproducible - e.g. for genetically engineered plants.  But for asexually reproduced plants in particular it is difficult to enable the rather haphazard crossing of one specimen chosen from a large population that vary slightly one from the other.

Part IX
Reissue and Reexamination

A. Reexamination:  The statute authorizes reexamination ONLY where there is substantial new question of patentability.  

B. Reissue:  

1. If due to error without any deceptive intent

a. An issued patent is wholly or partly inoperative or invalid due to 

(i) A defective spec or drawing OR

(ii) The patentee claimed MORE than he was entitled to OR

(iii) The patentee claimed LESS than he was entitled to

b. The patentee may obtain a new/amended patent for the remainder of the original term. 

2. No new matter. 

3. The scope may only be enlarged if reissue is applied for within 2 years of the grant of the original patent. 

4. 3rd parties cannot be held to have infringed claims in the reissue patent not identical to claims in the original patent prior to reissue and may be allowed to infringe non-identical claims after reissue. 

5. Intervening Rights:  2 Separate and Distinct DEFENSES:

a. ABSOLUTE:  Gives an accused infringer the absolute right to use or sell a product that was made, used or purchased before the grant of the reissue patent as long as this activity does not infringe a claim of the reissue patent that was in the original.  No judicial discretion required or permitted.

6. EQUITABLE:  Permits the trial ct to allow the continued manufacture, use, or sale of additional products covered by the reissue patent PROVIDED the defendant made, purchased, or used identical products – or made substantial preparations to make, use or sell identical products BEFORE THE REISSUE DATE.   THIS IS NOT ABSOLUTE – the trial ct may provide for continued manufacture to the extent and under such terms as the ct deems equitable for the protection of investments made or business commenced.  

Part X
Infringement

A. §271:  Provides the patent infringement occurs whenever someone makes, uses, sells or offers to sell the patented invention within the US during the term of the patent unless authorized by the patent owner. 

B. Varieties of Patent Infringement:

1. Infringer:  Direct, induced, contributory (sells or offers to sell parts)

2. Infringement:  Burden of proof on plaintiff who must prove infringement by preponderance of the evidence.  

a. Literal:  

(i) Claim interpretation (CAFC)

(ii) Reads on?  (Jury)

b. Doctrine of Equivalents

C. Claim Language:

a. Closed… “Consisting of”

b. Open… “Comprising”

c. Partially Open… “Consisting essentially of”

d. 112  6:  The scope of a means plus function claim is not limitless but is confined to the structures expressly disclosed in the specification.  

D. Markman’s Rationale:  Judges are better qualified by their legal training to do claim construction than lay juries. Juries do perform a valuable service when the credibility of adverse expert witness is potentially dispositive BUT there is no real need for expert witnesses to determine what a claim means.

1. But see Froman,  “Extrinsic evidence may be particularly helpful when a specific technical aspect that is potentially of dispositive weight was not discussed in the spec or explored during the patent prosecution.  This case illustrates the use of extrinsic evidence in order to determine the meaning and scope of a technical term as the term is used in the claims.”

E. Hilton Davis:  Because 112  6 was enacted as a targeted cure to a specific problem, and because the reference in that provision to equivalents appears to be no more than a prophylactic against potential side effects of that cure, such negative congressional action should not be overread for negative implications…Absent something more compelling…the lengthy history of DOE strongly supports adherence to our refusal in Graver Tank to find that the Patent Act conflicts with that doctrine.  

F. Equivalence determination occurs when the INFRINGEMENT occurs.  Intent of the defendant is IRRELEVANT.  

G. Brunswick (66):  Suppose spec discloses but does not claim the equivalent being urged under the DOE….Dedicated to public (majority) or not (dissent)?

H. Limitations on DOE:

1. There can be no infringement under the DOE if the asserted scope of equivalency would encompass the prior art. 

2. Prosecution history estoppel can prevent a patentee from relying on the DOE when the patentee relinquishes subject matter during the prosecution of the patent, either by amendment or argument.  

3. The question of insubstantiality of the differences is inapplicable if a claim limitation is totally missing from the accused device (element by element).  

I. Element by Element:  Is the conclusion that if the defendant invented something worthwile then they should not be declared an infringer?  Is the infringing device creative enough to be patented on its own?

1. Dolly (54):  Ct says that since there is a missing element it doesn’t infringe.  By defining the element, the defendant’s device is out because it doesn’t have that element. 

2. Corning Glass (57): Rule requires an equivalent for every limitation of the claim, even though the equivalent may not be present in the corresponding component of the accused device.  Ct found infringement, function/way/result.  

3. GATC (63):  Because the accused device lacked an equivalent there was no infringement under the doe.  The element missing was the one that prevented literal infringement. 

J. PROSECUTION HISTORY ESTOPPEL:

1. PHE precludes a patentee from obtaining under the DOE coverage of a subject matter that has been relinquished during the prosecution of its patent app.  

a. Actions by the patentee, including claim amendments and arguments made before the PTO, may give rise to PHE.  

2. Warner-Jenkinson:  Place burden on patentee to establish reason for amendment during patent prosecution and the ct will decide whether that reason is sufficient to overcome prosecution history estoppel.  

a. No explanation…presumption PHE would bar DOE as to that element.  

3. FESTO:

a. Q: For the purposes of determining whether an amendment to a claim creates prosecution history estoppel, is “a substantial reason related to patentability,” limited to those amendments made to overcome prior art under § 102 and § 103, or does “patentability” mean any reason affecting the issuance of a patent?

(i) A: For the purposes of determining whether an amendment gives rise to prosecution history estoppel, a “substantial reason related to patentability” is not limited to overcoming or avoiding prior art, but instead includes any reason which relates to the statutory requirements for a patent. Therefore, a narrowing amendment made for any reason related to the statutory requirements for a patent will give rise to prosecution history estoppel with respect to the amended claim element.

b. Q:  Under Warner-Jenkinson, should a “voluntary” claim amendment--one not required by the examiner or made in response to a rejection by an examiner for a stated reason--create prosecution history estoppel?

(i) A:  Voluntary claim amendments are treated the same as other amendments. Therefore, a voluntary amendment that narrows the scope of a claim for a reason related to the statutory requirements for a patent will give rise to prosecution history estoppel as to the amended claim element. 

c. Q: If a claim amendment creates prosecution history estoppel, under Warner-Jenkinson what range of equivalents, if any, is available under the doctrine of equivalents for the claim element so amended?

(i) A: We answer Question 3 as follows: When a claim amendment creates prosecution history estoppel with regard to a claim element, there is no range of equivalents available for the amended claim element. Application of the doctrine of equivalents to the claim element is completely barred (a “complete bar”).

d. Q: When “no explanation [for a claim amendment] is established,” Warner-Jenkinson, thus invoking the presumption of prosecution history estoppel under Warner-Jenkinson, what range of equivalents, if any, is available under the doctrine of equivalents for the claim element so amended?

(i) ANS:  NO range of equivalents allowed.
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