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I. PATENTS
A. Why seek out patents?
1. Market Power
2. Licensing
3. Investors
4. Reputation
5. Marketing
6. Defense
B. Proper Patentable Subject Matter (§101)
1. Section 101: “Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefore, subject to the conditions and requirements of this title.”
i. Invention = Invention or discovery
2. Categories:
i. Processes (§ 101(b))
a. This is a process, art or method, and includes a new use of a known process, machine, manufacture, composition of matter, or material
b. It can be:
1. Method for making something, OR
2. Method for using something.
c. Bilski test: a process is patentable ONLY IF
1. It is tied to a particular machine or apparatus, OR
2. It transforms a particular article into a different state or thing
3. Note: this test seeks to prevent overly broad patents. They want to prevent patents that preempt an idea or principle. Also, THIS IS NOT THE ONLY TEST! (Bilski 2010)
ii. Products
a. Machine
1. Definition: Every mechanical device or combination of mechanical powers and devices to perform some function and produce a certain effect or result.
b. Articles of manufacture
1. Definition: The production of articles for use from raw or prepared materials by giving to these materials new forms, qualities, properties, or combinations, whether by hand-labor or by machinery.
2. This is the broadest category
c. Compositions of matter
1. Definition: All compositions of two or more substances and . . . all composite articles, whether they be the result of chemical union, or of mechanical mixture, or whether they be gases, fluids, powders or solids.
2. Genetically altered organism (also is manufacture)
i. Diamond v. Chakabarty
3. Excluded Subject Matter
i. Laws of nature
ii. Physical phenomena
a. Products of nature are not patentable
1. However, isolated or purified forms of these could be patented.
i. Example: adrenaline purified (Parke-Davis)
ii. Example: oil-eating microorganism (Chakabarty)
iii. Abstract Ideas (see patenting processes, supra)
iv. Immoral inventions, human beings, atomic weapons, and medical procedures
a. 42 USC § 2181(a) bars atomic weapons from being patented
C. Utility (§101)
1. An invention must be useful to be patentable.
i. Easy to reach if the invention is capable of providing some identifiable benefit.
a. Must be FUNCTIONAL benefit, not aesthetic or descriptive qualities.
ii. Two requirements:
a. Must be OPERABLE
1. Operability is presumed. PTO has burden to show reasonable doubt
2. Things like perpetual motion machines don’t work, so can’t be patented.
3. Default denial: if it is an inherently unbelievable undertaking or involves unplausible scientific principles
b. Must be BENEFICIAL: Specific, substantial and practical.
1. Brenner v. Mason: Invention has to have a specific benefit in its current available form. Utility requirement was not met when applicant claimed process that produced a steroid because it the product wasn’t useful. The applicant had to show a substantial likelihood that the compound would work, not that it might work.
iii. Note on moral utility: Patent can be immoral; it is up to other agencies to police that stuff, not the PTO’s.
a. See Juicy Whip v. Orange Bang
D. Properly Disclosed (§112)
1. Technological Disclosure and Enablement
i. “The specification shall contain 
a. A written description of the invention, and 
b. Of the manner and process of making and using it, 
c. In such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the same, and 
d. Shall set forth the best mode contemplated by the inventor of carrying out his invention . . .”
ii. Enablement Standard
a. The disclosure in the Specification must enable a person of ordinary skill in the art to make and use the claimed invention without undue experimentation
1. Wands factors for undue experimentation
i. The quantity of experimentation necessary 
ii. The amount of direction or guidance presented 
iii. The presence or absence of working examples 
iv. The nature of the invention
v. The state of the prior art 
vi. The relative skill of those in the art 
vii. The predictability or unpredictability of the art 
viii. The breadth of claims
iii. Written Description standard
a. To fulﬁll the written description requirement, a patent speciﬁcation must describe an invention and do so in sufﬁcient detail that one skilled in the art can clearly conclude that “the inventor invented the claimed invention.”
iv. Best Mode Standard
a. Subjective: Did the inventor have a best mode?
b. Objective: If the inventor had a best mode, is it sufficiently disclosed in the specification?
2. Disclosure of Unclaimed Subject Matter
i. Routine Details well within the knowledge of the PHOSITA generally don’t have to be disclosed.  
ii. Attenuated from the Invention: The farther removed from the invention the subject matter is, e.g., information about efficient commercial manufacture, the less likely it needs to be disclosed.
E. Novelty (§102)
1. An invention must be NEW to be patentable, at the time of invention
i. Novelty is determined by Anticipation (§102(a), (e))
a.  The invention cannot be already known to the public or in public use (in the United States) and had not been published (anywhere) or described in a pending U.S. patent application (which led subsequently to an issued patent).
1. Publication can be anywhere. It does not need to be easily accessible, just accessible! (In re Hall)
2. Secret use by a third party not controlled by the inventor, even if commercial, does not count as public use against an inventor
i. BUT public use by a third party may be an invalidating public use
ii. A use need not be obvious or even accessible to the public to qualify as public (Rosarie v.Baroid)
iii. Ordinary commercial use of the invention qualifies as public use.
b. The prior art must contain expressly or inherently each and every element of the claimed invention 
c. Prior art must enable the making of the claimed invention
F. Avoid Statutory Bars (§102)
1. Loss of Right (§102(b)
i. A person is entitled to a patent UNLESS
a. The invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this country, more than one year prior to the date of the application for patent in the United States . . . .
1. In re Hall: Printed publication (public accessibility)
2. Egbert v. Lippmann: Public use (control)
3. Public use exception:
i. Experimental use (City of Elizabeth)
a. This must be for experimental purposes!
2. Priority (§102(g))
i. Patent belongs to the first to invent. (§	102(g))
a. US rule is different than most other jurisdictions, which give the patent to first to FILE, not first to invent.
ii. It was not already invented by someone else who was diligently proceeding toward making the invention and patenting it
a. Elements:
1. First inventor to reduce invention to practice (either actually, by making and testing the invention OR constructively, by filing the application) has priority UNLESS
i. The inventor abandoned, suppressed, or concealed the invention, either affirmatively or by unreasonably delaying it; OR
ii. The other inventor conceived the invention (and proceeded with reasonable diligence toward making and patenting it) before the competing inventor had conceived the invention.
2. Reduction to practice:
i. Practiced or filed an application describing an embodiment with all the claimed elements 
ii. Appreciated that the Invention works for its intended purpose
3. Derivation (§102(f))
i. The patent applicant must be the inventor
G. Nonobvious (§103)
1. (a) No patent if:
i. The differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made.
a. All § 102 prior art potentially qualifies as § 103 prior art!
b. Federal Circuit’s approach (TSM):
1. “Teaching, suggestion, or motivation” (TSM) test, under which a patent claim is only proved obvious if the prior art, the problem's nature, or the knowledge of a person having ordinary skill in the art reveals some motivation or suggestion to combine the prior art teachings.”
c. Graham v. John Deere: Obviousness is question of law. Secondary factors may have relevancy.
1. Three main Factors analysis to determine whether something is nonobvious or obvious:
i. Scope and content of prior art are to be determined
a. Must be reasonably pertinent to the invention
ii. Differences between prior art and claimed invention are to be ascertained
a. If the invention contains elements that don’t appear anywhere in the prior art, ask:
1. Would adding the missing elements to the prior art be obvious to a person skilled in the relevant art?
b. If all of the elements of the claimed invention already exist in the prior art, ask:
1. Whether it was obvious to combine separate references to solve the particular problem the inventor was working on?
2. NOTE: almost every invention is a combination of existing elements!
iii. Level of ordinary skill in the art is determined. Factors:
a. Types of problems encountered in the art;
b. The prior art solutions to those problems;
c. The rapidity with which innovations are made;
d. The sophistication of the technology; and
e. The educational level of active workers in the field.
2. Also look to Secondary Factors:
i. Commercial success: if buyers choose one product over others, the reason may be that the seller invented something that ordinary sellers would not have invented.
ii. Long felt but unsolved needs: if an opportunity presented itself but was not taken, the inference is that the solution was not obvious.
iii. Failure of others: if many have tried and failed, it’s likely that the solution was not obvious.
H. Made by inventors (§116)
I. ENFORCEMENT
1. Infringement
i. Types:
a. Direct infringement: §271(a): Except as otherwise provided in this title, whoever without authority makes, uses, offers to sell, or sells any patented invention, within the United States or imports into the United States any patented invention during the term of the patent therefor, infringes the patent. . . . 
1. Literal infringement
i. Falls within literal terms of the claim
2. Infringement by Doctrine of Equivalents
i. Judicially created doctrine under which a device or process that doesn’t fall within the literal terms may nevertheless infringe if it is equivalent to the claimed invention
ii. Equivalent: an element is equivalent if the difference would be insubstantial to one with ordinary skill in the relevant art
iii. Must be overall equivalence: the accused device or process overall perform the same function in the same way to achieve the same result
iv. LIMITATIONS:
a. Prosecution history estoppel: applies when an applicant makes an amendment that narrows a claim and makes that amendment to satisfy any requirement of patentability
1. Applies only to narrowing amendments
2. This can be rebutted if the equivalent device or process was not reasonably foreseeable. Must show that one skilled in the art could not have been reasonably expected to draft a claim that literally encompassed the alleged equivalent device or process
b. Indirect infringement
1. Inducement
i. Directed to Joint Infringement that does not ﬁt in the contributory category 
ii. Aiding and Abetting Infringement;
a. providing a staple article with instructions on how to infringe;
b. contract that requires infringing performance 
iii. As a rule:  Passive Activity should be insufﬁcient; high degree of mental state - intent or close to intent
2. Contribution
ii. How to determine infringement (2 step)
a. Deﬁne the invention, by properly interpreting the claims - (i.e., perform claim construction) 
1. Claim construction refers to the task of operationalizing the words of the claim - translating the words of a patent claim into a meaningful technological context for the purpose of determining, inter alia, infringement and validity
i. The name of the game is the claim!
2. Canons of interpretation:
i. Claims should be given the same meaning both for validity and for infringement
ii. The language of a claim will be given its ordinary and accustomed meaning
iii. Claims should be construed as broadly as possible
iv. If claims are ambiguous, they will be construed to preserve validity. But a court will not read a limitation into a claim simply to preserve validity
v. The same term will not be given different meanings in different claims
b. Compare construed claims to the accused device, if each and every claim element (limitation) is present literally, or equivalently in the accused device, then infringement
2. Defenses
i. Inequitable conduct
a. Examines the Applicant’s Behavior before the Ofﬁce 
b. Misrepresentations, failure to disclose, submission of false information 
1. Duty to disclose: RULE 1.56
i. A patent by its very nature is affected with a public interest. The public interest is best served, and the most effective patent examination occurs when, at the time an application is being examined, the Office is aware of and evaluates the teachings of all information material to patentability. Each individual associated with the filing and prosecution of a patent application has a duty of candor and good faith in dealing with the Office, which includes a duty to disclose to the Office all information known to that individual to be material to patentability as defined in this section.
ii. Under this section, information is material to patentability when it is not cumulative to information already of record or being made of record in the application, and 
a. (1) It establishes, by itself or in combination with other information, a prima facie case of unpatentability of a claim; or 
b. (2) It refutes, or is inconsistent with, a position the applicant takes in: 
1. (i) Opposing an argument of unpatentability relied on by the Office, or 
2. (ii) Asserting an argument of patentability.
iii. Individuals associated with the filing or prosecution of a patent application within the meaning of this section are: 
a. (1) Each inventor named in the application; 
b. (2) Each attorney or agent who prepares or prosecutes the application; and 
c. (3) Every other person who is substantively involved in the preparation or prosecution of the application and who is associated with the inventor, with the assignee or with anyone to whom there is an obligation to assign the 
d. (d) Individuals other than the attorney, agent or inventor may comply with this section by disclosing information to the attorney, agent, or inventor.
c. Remedy:  Patent Unenforceable
d. How to determine:
1. Did the applicant make a misrepresentation/ omission that is material?  - Fact Q 
2. Did the applicant have the intent to deceive? - Fact Q 
3. Court balances materiality and intent to determine if the conduct is inequitable (discretionary decision - review for abuse of discretion)
ii. Exhaustion
a. Implied license: if the inventor sells the patented invention, there’s an implied license with it that authorizes the buyer to use and sell the article.
iii. Experimental use
a. Common law
1. Amusement, curiosity, strictly philosophical
2. No exception for university performed basic research
b. Experiment for regulatory submission
1. Reasonably related to the development and submission of information under a Federal law which regulates the manufacture, use, or sale of drugs
iv. Patent misuse
a. As a general rule, a patentee can deploy its patents almost any way it wants; problems will arise when 
1. patentee has market power; and 
i. look for tying – requiring licensees to purchase separate goods or services
2. is engaging in pretty egregious anticompetitive behavior.  In such cases, may have a misuse claim and and/or an antitrust claim.
3. Remedies
i. Terms of enforcement
a. From date of issue to the date of expiration.  The exception is that § 154 permits a reasonable royalty from the date of publication of a patent application to the date the application issues as a patent (assuming it does).  
b. Beyond Noninfringement, Invalidity, Uneforceability, etc., there are limits to a patentees ability to recover.  
1. Statute of limitations (6 years) - § 286 
2. Laches - Symbol Techs. v. Lemelson (general law) 
3. Implied license (general law) 
4. Marking - § 287
ii. Types of remedies
a. Injunction
1. A plaintiff seeking a permanent injunction must satisfy a four factor test (eBay v. MercExchange):
i. P has suffered an irreparable injury;
ii. Remedies available at law, such as monetary damages, are inadequate to compensate for that injury;
iii. Considering the balance of hardships between plaintiff and defendant, a remedy in equity is warranted; and
iv. The public interest would not be disserved by a permanent injunction
b. Damages
1. Upon finding for the claimant the court shall award the claimant damages adequate to compensate for the infringement, but in no event less than a reasonable royalty for the use made of the invention by the infringer, together with interest and costs as fixed by the court. When the damages are not found by a jury, the court shall assess them. In either event the court may increase the damages up to three times the amount found or assessed. Increased damages under this paragraph shall not apply to provisional rights under section 154 (d) of this title. The court may receive expert testimony as an aid to the determination of damages or of what royalty would be reasonable under the circumstances.
II. 
TRADE SECRETS
A. Elements
1. Trade Secret
i. "Trade secret" means information, including a formula, pattern, compilation, program, device, method, technique, or process, that: 
a. Derives independent economic value, actual or potential, from not being generally known to, and not being readily ascertainable by proper means by, other persons who can obtain economic value from its disclosure or use, AND
1. Look to these for value:
i. Value to plaintiff’s business
ii. Expert testimony
iii. Costs of developing the information
iv. Licensing by others
v. Costs of security
vi. Improper acquisition
vii. Improper use
viii. Costs for others to develop the information 
b. Is the subject of efforts that are reasonable under the circumstances to maintain its secrecy.
1. General rule is that public disclosure of a trade secret destroys its legal protection as a trade secret
2. Trade Secret is Misappropriated
i. “Misappropriation" means: 
a. (1) Acquisition of a trade secret of another by a person who knows or has reason to know that the trade secret was acquired by improper means; or 
1.   Competitor learns the process by bribing an employee of Business or buys is from Shady, knowing Shady bribed an employee of business
b. (2) Disclosure or use of a trade secret of another without express or implied consent by a person who:
1. (A) Used improper means to acquire knowledge of the trade secret; or
i. Competitor bribes an employee of business and then uses the process to make computer chips or discloses the process to another business
2. (B) At the time of disclosure or use, knew or had reason to know that his knowledge of the trade secret was:
i. (i) Derived from or through a person who had utilized improper means to acquire it;
a. Competitor, who acquired the process by bribing an employee of Business, boastfully discloses it to Chemist. Chemist is liable if she discloses it or uses it, even though she did not acquire it wrongfully. She has reason to know it was acquired improperly
ii. (ii) Acquired under circumstances giving rise to a duty to maintain its secrecy or limit its use; or
a. Employee approaches Competitor and voluntarily discloses the process, without any prompting or payment from Competitor. Employee does so under circumstances such that Competitor knows or should know that the process is a trade secret. Even if Competitor does not acquire the secret improperly, Competitor is liable for misappropriation if it uses or discloses the secret
iii. (iii) Derived from or through a person who owed a duty to the person seeking relief to maintain its secrecy or limit its use; or
a. Employee acquires a trade secret subject to an explicit or implicit duty of confidentiality but nevertheless discloses the secret or uses it without the employer’s permission. Or Business discloses the process to Contractor, who is building a new plant for Business, after Contractor agrees to maintain confidentiality. Contractor nevertheless sells the process to Competitor or uses it. Bother Employee and Contractor acquire the secret properly (Business itself disclosed it to them), but breach an obligation of confidentiality.
3. (C) Before a material change of his [or her] position, knew or had reason to know that it was a trade secret and that knowledge of it had been acquired by accident or mistake.
i. Business mails a letter containing the trade secret. Through a clerical mistake, the letter is sent not to Business’s chemicals division but rather to a competitor with a similar name. The competitor did not acquire the secret through either improper means or breach of a duty of confidentiality. But if the competitor should know it received the information by mistake but nevertheless uses the process, it misappropriates the trade secret.
ii. IMPROPER means:
a. Includes theft, bribery, misrepresentation, breach or inducement of a breach of a duty to maintain secrecy, or espionage through electronic or other means
iii. PROPER means:
a. Discovery by independent invention;
b. Discovery by "reverse engineering", that is, by starting with the known product and working backward to ﬁnd the method by which it was developed.  The acquisition of the known product must, of course, also be by a fair and honest means, such as purchase of the item on the open market for reverse engineering to be lawful; 
c. Discovery under a license from the owner of the trade secret; 
d. Observation of the item in public use or on public display;
e. Obtaining the trade secret from published literature.
B. Typical Trade Secret Cases
1. Business v. former employee
i. Assignments - Default Rules of Ownership of Inventions
a. Employee is hired to invent a device or process
1. Employer owns the invention
b. Employee invents on employer’s time or with employer’s materials
1. Employer has limited, nonexclusive shop right to practice the invention
c. Employee invents on his or her own time, and outside the field of employment
1. Employee owns the invention
ii. Noncompetition agreements
a. General rule – enforceable if reasonable
1. Of reasonable length - reasonable to protect an employer’s legitimate business interests 
2. Of reasonable scope - reasonably allowing a former employee to be employed and use the employee’s skills and knowledge; not unduly oppressive 
3. Reasonable from standpoint of public policy
b. Statute: “Except as provided in this chapter, every contract by which anyone is restrained from engaging in a lawful profession, trade, or business of any kind is to that extent void.” The chapter excepts noncompetition agreements in the sale or dissolution of corporations (§ 16601), partnerships ( ibid.; § 16602), and limited liability corporations (§ 16602.5).
2. Employer v. next employer
3. Business v. former partner or former potential partner
4. Inventor or author v. business
5. Business v. competitor
6. Business v. person who makes information public
7. Business v. agency or court
C. Remedies
1. Injunctions
i. Against disclosure and use (usu. limited by when the information becomes public, or by a time calculated to eliminate the advantage obtained by the misappropriation) 
ii. Ordering the return of the copies of information, or ordering destruction of products
2. Damages
i. Any damages caused by the misappropriation
a. Actual losses
b. Lost profits
c. Sometimes a reasonable royalty
III. 
COPYRIGHT
A. Copyrightable subject matter (§102(a))
1. Copyright protection subsists, in accordance with this title, in original works of authorship ﬁxed in any tangible medium of expression, now known or later developed, from which they can be perceived, reproduced, or otherwise communicated, either directly or with the aid of a machine or device. Works of authorship include the following categories: 
i. literary works; 
ii. musical works, including any accompanying words; 
iii. dramatic works, including any accompanying music; 
iv. pantomimes and choreographic works; 
v. pictorial, graphic, and sculptural works; 
vi. motion pictures and other audiovisual works; 
vii. sound recordings; and 
viii. architectural works.
2. What is original?
i. Independently created by the author (as opposed to copied from other works), AND
ii. It possesses at least some minimal degree of creativity
a. This includes compilations!
1. Compilation is a work formed by the collection and assembling of preexisting materials or of data that are selected, coordinated, or arranged in such a way that the resulting work as a whole constitutes an original work of authorship
B. Excludable subject matter:
1. (§102(b)) In no case does copyright protection for an original work of authorship extend to any idea, procedure, process, system, method of operation, concept, principle, or discovery, regardless of the form in which it is described, explained, illustrated, or embodied in such work.
i. Idea v. Expression
a. Ideas are not copyrightable
ii. Functional aspects
a. Procedure, process, system, method of operation
b. These may be patentable!
iii. Useful articles
a. If a pictorial, graphic or sculptural work is a useful article, it is protectable ONLY IF its aesthetic features are separable from its utilitarian aspects
b. A useful article is:
1. An article having an intrinsic utilitarian function that is not merely to portray the appearance of the article or to convey information
i. Maps, computer programs, and clocks are all useful things BUT NOT useful articles.
c. Test of conceptual separability:
1. If design elements reﬂect a merger of aesthetic and functional considerations, the artistic aspects of a work cannot be said to be conceptually separable from the utilitarian elements. Conversely, where design elements can be identiﬁed as reﬂecting the designer's artistic judgment exercised independently of functional inﬂuences, conceptual separability exists. (Brandir)
i. Dissent states: [T]he relevant question is whether the design of a useful article, however intertwined with the article's utilitarian aspects, causes an ordinary reasonable observer to perceive an aesthetic concept not related to the article's use. 
C. Ownership
1. General rule is that the creator is the owner unless the subject matter is a work for hire
i. A work made for hire is:
a. A work prepared by an employee within the scope of his or her employment; OR
1. Employee vs. independent contractor factors:
i. the skill required; 
ii. the source of the instrumentalities and tools; 
iii. the location of the work; 
iv. the duration of the relationship between the parties;  
v. whether the hiring party has the right to assign additional projects to the hired 
vi. party; 
vii. the extent of the hired party's discretion over when and how long to work;  
viii. the method of payment;  
ix. the hired party's role in hiring and paying assistants; 
x. whether the work is part of the regular business of the hiring party; 
xi. whether the hiring party is in business; 
xii. the provision of employee beneﬁts; and
xiii. the tax treatment of the hired party. . . . 
2. Scope of employment:
i. It is within the kind he is employed to perform 
ii. It occurs substantially within the authorized time and space limits, and 
iii. It is actuated, at least in part, by a purpose to serve the master.
b. A work specially ordered or commissioned for use as a contribution to a collective work, as a part of a motion picture or other audiovisual work, as a translation, as a supplementary work, as a compilation, as an instructional text, as a test, as answer material for a test, or as an atlas, if the parties expressly agree in a written instrument 
signed by them that the work shall be considered a work made for hire. . . 
ii. Work for hire consequences
a. The author and initial owner is the employer rather than the literal creator or author
b. General ownership principles
1. Who is the owner initially is important because copyright includes a termination right.  An inalienable right to terminate a transfer ownership of copyright at a deﬁned point in the future, e.g., post-1977 grants can be terminated 35 years from the grant (during a 5-year window); termination rights do not attach to works for hire (and the person who literally created is out of the equation).
2. If the Author is an individual, the Author is the default owner of copyright 
3. If the work is a work made for hire (2-ways), the employer or principle is the author and owner of copyright 
4. If the work is jointly authored, the joint authors are default co-owners of copyright 
5. If the work is a collective work, as a default, ownership of the contributed works is in their respective authors; authorship in the collective work is on the compiler who does not have the right to authorize copies of the individual works
6. Co-owners are cotenants and each has the separate nonexclusive right to use or license the use of the copyrighted subject matter… but they need to account!
1. Joint Ownership
i. A “joint work” is a work prepared by two or more authors with the intention that their contributions be merged into inseparable or interdependent parts of a unitary whole.
D. Infringement
1. Rights
i. Right to make copies (to reproduce) 
ii. Right to prepare derivative works (to make adaptations) 
iii. Right to control distribution copies (to sell copies of copyrighted material, e.g., books) 
iv. Right to control public performance (e.g., to put on a play) 
v. Right to display publicly
2. Direct Infringement Elements
i. Copying
a. Identical reproduction, OR
b. Access and substantially similar
ii. Improper Appropriation
a. Test:
1. Are the works “substantially similar” - with respect to the protected expression - in the eyes of an ordinary or reasonable spectator?
b. “[Ask] whether defendant took from plaintiff's works so much of what is pleasing to the ears of lay listeners, who comprise the audience for whom such popular music is composed, that defendant wrongfully appropriated something which belongs to the plaintiff.” (Arnstein)
1. [Do Not Perform] “ an analytic or other comparison of the respective musical compositions as they appear on paper or in the judgment of trained musicians…”
3. Indirect infringement
i. To have indirect liability, there still has to be a direct infringer somewhere!
ii. Agency
a. Conventional common law principles that make masters liable for acts of servants
iii. Vicarious
a. The right and ability to supervise combined with a financial interest in the exploitation of the copyrightable subject matter, even without knowledge
iv. Contribution
a. Intentionally inducing and encouraging infringement
4. Derivative Works
i. A “derivative work” is a work based upon one or more preexisting works, such as a translation, musical arrangement, dramatization, ﬁctionalization, motion picture version, sound recording, art reproduction, abridgment, condensation, or any other form in which a work may be recast, transformed, or adapted. A work consisting of editorial revisions, annotations, elaborations, or other modiﬁcations which, as a whole, represent an original work of authorship, is a “derivative work”.
5. First Sale Doctrine
E. Defenses
1. Fair Use
i. Notwithstanding the provisions of sections 106 and 106A, the fair use of a copyrighted work, including such use by reproduction in copies or phonorecords or by any other means speciﬁed by that section, for purposes such as criticism, comment, news reporting, teaching (including multiple copies for classroom use), scholarship, or research, is not an infringement of copyright. In determining whether the use made of a work in any particular case is a fair use the factors to be considered shall include— 
a. The purpose and character of the use, including whether such use is of a commercial nature or is for nonproﬁt educational purposes;
1. Is it transformative? (Something new, comment, criticism, parody)
2. Is it commercial? (as opposed to for education or nonprofit)
b. The nature of the copyrighted work; 
1. Is the work published or unpublished?
2. Is the secondary use copying fact or idea material from a scholarly or factual work?
c. The amount and substantiality of the portion used in relation to the copyrighted work as a whole; AND 
1. How much is taken? How much of secondary work is appropriated material?
2. How substantial is what is taken?
3. Did the fair user take only what was necessary, or much more than that?
d. The effect of the use upon the potential market for or value of the copyrighted work.
1. Does the secondary use damage the literal or derivative markets for the copyright holder?
2. Does the appropriating work substitute in the market for the original?
e. NOTE: The fact that a work is unpublished shall not itself bar a ﬁnding of fair use if such ﬁnding is made upon consideration of all the above factors.
ii. In general terms, fair use excuses unauthorized appropriations from a ﬁrst work, when the use to which the appropriated material is put advances the public beneﬁt without substantially impairing the present or potential economic value of the ﬁrst work
F. Term of Copyright
1. After Jan. 1, 1978 
i. Author’s life + 70 years
ii. Publication +95 or creation +120 
2. Before Jan. 1, 1978 
i. (very) generally 95 years from publication 
ii. created but unpublished (not before 2047) 
iii. lots of exceptions
G. Remedies
1. Injunctions
i. Temporary or permanent
ii. MAY be granted
2. Damages
i. Actual damages, and infringer’s profits
ii. Statutory damages
a. $750-30,000 per work infringed
b. Up to $150,000 per work for willful infringement
c. Reduced damages available depending on infringer’s knowledge and reliance on fair use
iii. Impounding and destruction
a. The court may order the impounding or destruction of infringing articles and the materials used to produce them
iv. Fees
v. Criminal offenses
IV. 
TRADEMARKS
A. Definitions
1. TRADEMARK includes any word, name, symbol, or device, or any combination thereof— 
i. Used by a person, or 
ii. Which a person has a bona ﬁde intention to use in commerce and applies to register on the principal register established by this chapter, to identify and distinguish his or her goods, including a unique product, from those manufactured or sold by others and to indicate the source of the goods, even if that source is unknown.
2. SERVICE MARK means any word, name, symbol, or device, or any combination thereof— 
i. Used by a person, or 
ii. Which a person has a bona ﬁde intention to use in commerce and applies to register on the principal register established by this chapter, to identify and distinguish the services of one person, including a unique service, from the services of others and to indicate the source of the services, even if that source is unknown. Titles, character names, and other distinctive features of radio or television programs may be registered as service marks notwithstanding that they, or the programs, may advertise the goods of the sponsor. 
3. CERTIFICATION MARK means any word, name, symbol, or device, or any combination thereof— 
i. Used by a person other than its owner, or 
ii. Which its owner has a bona ﬁde intention to permit a person other than the owner to use in commerce and ﬁles an application to register on the principal register established by this chapter, to certify regional or other origin, material, mode of manufacture, quality, accuracy, or other characteristics of such person’s goods or services or that the work or labor on the goods or services was performed by members of a union or other organization.
4. COLLECTIVE MARK means a trademark or service mark— 
i. Used by the members of a cooperative, an association, or other collective group or organization, or 
ii. Which such cooperative, association, or other collective group or organization has a bona ﬁde intention to use in commerce and applies to register on the principal register established by this chapter, and includes marks indicating membership in a union, an association, or other organization. 
5. TRADE DRESS
i. Any person who, on or in connection with any goods or services, or any container for goods, uses in commerce any word, term, name, symbol, or device, . . . which— 
a. Is likely to cause confusion, or . . . mistake, . . . or 
b. In commercial advertising or promotion, misrepresents the nature, characteristics, qualities, or geographic origin of his or her or another person’s goods, services, or commercial activities, shall be liable in a civil action by any person who believes that he or she is or is likely to be damaged by such act.
B. Establishing Rights (Trademarks)
1. Functionality Limitation
i. A product feature is functional, and cannot serve as a trademark, 
a. If it is essential to the use or purpose of the article or 
b. if it affects the cost or quality of the article, that is, if exclusive use of the feature would put competitors at a signiﬁcant non-reputation-related disadvantage.
2. Fair Use Defense
i. Even when a descriptive term has acquired a secondary meaning sufficient to warrant trademark protection, others may be entitled to use the mark without incurring liability, when:
a. The infringing term is used fairly and in good faith only to describe to users the goods or servies of a party, or their geographic origin.
ii. ONLY AVAILABLE in actions involving descriptive terms
3. Types of Marks
i. Protected
a. Arbitrary/Fanciful
1. Inherently distinct, and with use are immediately protectable
b. Suggestive
1. Merely suggest what the product may be (like Coppertone), but not descriptive.
ii. Maybe Protected
a. Descriptive
1. The mark asserter needs to prove a secondary meaning for protection
i. Secondary meaning is the primary significance of the term in the minds of the consuming public is not within the product description, but with the specific source of the product – the producer.
ii. In assessing a claim of secondary meaning, the major inquiry is the consumer's attitude toward the mark. The mark must denote to the consumer a single thing coming from a single source.
iii. Factors to look at:
a. Amount and manner of advertising
b. Volume of sales
c. Length and manner of use
2. Imagination test
i.    This is a second standard used by the courts to identify descriptive terms. This test seeks to measure the relationship between the actual words of the mark and the product to which they are applied. If a term “requires imagination, thought and perception to reach a conclusion as to the nature of goods,” it is considered a suggestive term. 
ii. Alternatively, a term is descriptive if standing alone it conveys information as to the characteristics of the product.
3. Third test:
i.    Whether competitors would be likely to need the terms used in the trademark in describing their products. A descriptive term generally relates so closely and directly to a product or service that other merchants marketing similar goods would ﬁnd the term useful in identifying their own goods.
iii. Not Protected
a. Generic
iv. Unregistered Marks
a. General principle: At the Common Law, and for unregistered Marks, protection extends to areas where the marked goods are sold and advertised. 
1. Except: A mark owner gets protection in areas where the mark’s reputation has been established even if the owner does not sell in that area 
2. Except: A mark owner is usually entitled to the area in which his business would normally expand to 
3. Except: A mark owner is usually entitled to prevent anyone from intentionally trading on his or her goodwill even outside of the geographic areas deﬁned above
C. Registering marks
1. Trademarks registrable on principal register
i. Registration will be REFUSED IF:
a. Consists of or comprises immoral, deceptive, or scandalous matter; or matter which may disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs, or national symbols, or bring them into contempt, or disrepute
b. Consists of or comprises the ﬂag or coat of arms or other insignia of the United States, or of any State or municipality, or of any foreign nation, or any simulation thereof. 
c. Consists of or comprises a name, portrait, or signature identifying a particular living individual except by his written consent, or the name, signature, or portrait of a deceased President of the United States during the life of his widow, if any, except by the written consent of the widow.
d. Consists of or comprises a mark which so resembles a mark registered in the Patent and Trademark Ofﬁce, or a mark or trade name previously used in the United States by another and not abandoned, as to be likely, when used on or in connection with the goods of the applicant, to cause confusion, or to cause mistake, or to deceive: Provided, That . . . concurrent registrations may be issued . . .
e. Consists of a mark which
1. when used on or in connection with the goods of the applicant is merely descriptive or deceptively misdescriptive of them,
2. when used on or in connection with the goods of the applicant is primarily geographically descriptive of them, except as indications of regional origin may be registrable under section 1054 of this title,
3. when used on or in connection with the goods of the applicant is primarily geographically deceptively misdescriptive of them, 
4. is primarily merely a surname, or 
5. comprises any matter that, as a whole, is functional.
D. Trade Dress Distinctiveness
1. Product packaging trade dress
i. Can be inherently distinctive
2. Product design trade dress
i. Can be distinctive and protectable only if TD acquires secondary meaning
E. Infringement
1. Use
i. To have a valid claim, a plaintiff must establish that:
a. it has a valid mark that is entitled to protection under the Lanham Act; and that
b. the defendant used the mark,
c. in commerce,
d. “in connection with the sale ... or advertising of goods or services,” and
e. without the plaintiff's consent.  
ii. In addition, the plaintiff must show that defendant's use of that mark “is likely to cause confusion ... as to the afﬁliation, connection, or association of [defendant] with [plaintiff], or as to the origin, sponsorship, or approval of [the defendant's] goods, services, or commercial activities by [plaintiff].
2. Likelihood of confusion
i. Ask: is defendant’s use likely to cause confusion, or to cause mistake, or to deceive?
a. Look to:
1. Strength of mark
2. Proximity of goods
3. Similarity of marks
4. Evidence of actual confusion
5. Marketing channels used
6. Types of goods and the degree of care likely to be exercised by purchaser
7. Defendant’s intent in selecting the mark
8. Likelihood of expansion of product lines
ii. Implied endorsement
iii. Initial interest confusion
iv. Post-sale confusion
v. Reverse
vi. Conventional
F. Defenses
1. Fair use
2. Genericide
i. Term or phrase is generic when it is commonly used to depict a genus or type of product, rather than a particular product
3. Functionality
4. Abandonment
i. Trademark is considered abandoned when its use has been discontinued with intent not to resume
G. Remedies
1. Dilution
i. Dilution by blurring; dilution by tarnishment (Injunctive relief)
a. To state a dilution claim, a plaintiff must show:
1. that the plaintiff owns a famous mark that is distinctive; 
2. that the defendant has commenced using a mark in commerce that allegedly is diluting the famous mark; 
3. that a similarity between the defendant's mark and the famous mark gives rise to an association between the marks; and 
4. that the association is likely to impair the distinctiveness of the famous mark or likely to harm the reputation of the famous mark.
i. Look to factors:
a. Degree of similarity between mark and famous mark
b. Degree of inherent or acquired distinctiveness of famous mark
c. Extent to which owner of the famous mark is engaging in substantially exclusive use of the mark
d. Degree of recognition of famous mark
e. Whether user of mark intended to created association with famous mark
f. Any actual association between mark and famous mark
b. Dilution by blurring:
1. “Dilution by blurring” is association arising from the similarity between a mark or trade name and a famous mark that impairs the distinctiveness of the famous mark. In determining whether a mark or trade name is likely to cause dilution by blurring, the court may consider all relevant factors, including the following:
c. Dilution by tarnishment:
1. “Dilution by tarnishment” is association arising from the similarity between a mark or trade name and a famous mark that harms the reputation of the famous mark.
d. Famous mark:
1. A mark is famous if it is widely recognized by the general consuming public of the United States as a designation of source of the goods or services of the mark’s owner. In determining whether a mark possesses the requisite degree of recognition, the court may consider all relevant factors, . . . :
ii. EXCEPTIONS
a. The following shall not be actionable as dilution by blurring or dilution by tarnishment under this subsection: 
1. Any fair use, including a nominative or descriptive fair use, or facilitation of such fair use, of a famous mark by another person other than as a designation of source for the person’s own goods or services, including use in connection with— 
i. advertising or promotion that permits consumers to compare goods or services; or 
ii. identifying and parodying, criticizing, or commenting upon the famous mark owner or the goods or services of the famous mark owner. 
2. All forms of news reporting and news commentary. 
3. Any noncommercial use of a mark.
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