[bookmark: _GoBack]Outline
Wednesday, May 14, 2014
8:47
 
0. Trade Secret
1. Subject matter
1. Protected material (Metallurgical)
1. Information not generally known
1. Disclosure destroys this: publication, patent, independent reverse engineering or discovery and disclosure
1. Information with economic value
1. Sometimes: must be product of some effort
1. Misappropriation
2. Improper disclosure
0. Can be more than just illegal (DuPont aerial photos)
0. Can be proven if legitimate means are statistically improbable 
2. Breach of confidential relationship
1. Explicit non-disclosure agreement
1. Businesses must disclose somewhat in order to trade; implied non-disclosure agreements can arise (Smith containers)
2. Reverse engineering always allowed 
1. Fencing measures
3. Amount of security is seen as indicative of value of trade secret
1. Agreements
4. Non-disclosure
4. Non-compete
1. Common law: must be reasonable
1. CA: outlawed by statute, except for sales of businesses
4. Assignments
1. Remedies
under Uniform Trade Secret Act
5. Injunction
0. Lasts only as long as reverse engineering "would have" taken
5. Royalty
5. Actual loss damages / unjust enrichment
5. Punitive for willful misappropriation
5. Computer Fraud/Abuse Act: may make e-misappropriation a federal crime
0. Copyright
2. Rights
0. Reproduction
0. Derivative works
0. Distribution
0. Performance/display
0. Anti-circumvention
4. Digital millennium copyright act allowing DRM, and punishing circumvention of DRM
0. Attribution/distortion
2. Duration of rights
1. Currently: life of author + 70 years; 95 years for corporate works
1. Original author can reclaim rights from licensees in a certain statutory window
2. Subject matter
2. Generally 
0. Original work
0. Fixed in tangible medium
0. Must be expression, not mere ideas
2. If only a few ways to express idea, any expression of it merges with the idea and is not protected
2. Music
1. Composers get full rights to music, lyrics, arrangement
1. Performers only have live performance right
2. Software
2. Code is copyrightable
2. But methods of operation are not
2. Idea v expression in software:
2. Abstraction
2. Filtration (merger doctrine)
2. Comparison
2. Useful article doctrine: things inherently utilitarian (Bicycle rack case)
3. Not covered
3. But elements within the article may be copyrightable if they would be independently
2. Architecture
2. Requirements
3. No notice since 1976
3. No publication since 1989 (creation matters now)
3. Registration not required but prerequisite to lawsuit
3. Deposit in Library of Congress
2. Infringement
4. Copying
0. No intent required
0. Substantially similar is infringement
0. Owner must prove actual copying
2. Can be circumstantial; would an ordinary reader see substantial similarities?
4. Improper appropriation of elements of a work
1. The stronger the copyright protection on a work, the more individual elements of that work are protected from infringement
4. Derivative works
2. A work based on a preexisting work in a form which can be recast or transferred or adapted
2. Covering things like merchandizing, film rights, etc
4. Distribution
3. First sale doctrine
0. Copyright holder only control first sale, not subsequent sales of copies
3. Importation right
1. Maybe overturned by supreme court last year
4. Indirect liability
4. Extends to those who contribute or control infringing acts of others
0. Vicarious liability
0. Contributory liablity (Sony v Universal; VCR case)
2. Does the product have substantial non-infringing uses?
2. Defenses
5. Fair use
multifactor test:
0. Purpose and character of the use
0. Commercial or nonprofit/educational?
0. Transformative or reproductive?
0. Parody gets broad protection under this factor
0. Nature of the copyrighted work
0. Amount and substantiality of portion used of work as a whole
0. Effect upon the market
5. Independent creation
5. Copyright misuse
5. Safe Harbor
3. Online service providers like YouTube are not liable so long as they respond to takedown requests
0. Must not have actual knowledge
0. Must react timely
0. Must not receive financial benefit
3. Also transitory data, information location tool, system caching
2. Digital copyrights
2. Work-for-hire
7. Employee's work is automatic copyright of employer
7. An express work-for-hire agreement for certain collaborative works (film, compliation, etc)
7. Avoids the reclamation window by authort
2. Joint works
8. A work prepared by two or more authors with the intent that their contributions be merged into inseparable parts of unitary whole
8. Each contribution must be individually copyright-able
2. Remedies
0. Patent
3. Subject matter
0. Software
mostly under copyright
only:
0. Integrated software to a piece of hardware
0. Stand alone code as a business process
1. If has utility and is in machine-readable medium
0. Business method patents
plan or system for conducting business
1. Operation only; expression is under patent
1. e.g., data processing for financial services
1. Must be
2. Implemented on specific apparatus
2. Transforming some tangible object outside of computer
1. Machine or transformation test; cannot just be an "output"
supreme court sort of kind of threw this out but not really
0. Never
2. Laws of nature
0. Myriad Genetics: artificially created DNA patentable if it does not mirror natural DNA
2. Natural physical phenomena
2. Abstract ideas
3. Rights
1. Absolute right to exclude others from using device
1. 20 years from application filing date
1. Prior user: one who uses a patented device commercially for more than a year prior to patent gets a non-transferrable license to continue using it
3. Requirements
2. Utility
0. Generous; only denied if absolutely no practical utility
0. Based on policy consideration of conferring some benefit to society in exchange for reward of patent
2. Disclosure
1. Enough to allow anyone to build device from application plans
1. Written description
1. Enablement of others to build
1. Must include best mode
1. Patent limited to extent of disclosure
2. Novelty
2. Not previously known or used; reduced to practice
0. Usually must be public use but secret sometimes works
0. "accidental" creations don't count until first purposeful use
2. Must add to public knowledge
2. Cut-off point:
2. 2011 AIA: first to file
2. 1952 act: time of invention
2. Statutory bars
3. 2002 AIA: any disclosure made less than a year before filing is not prior art
0. Third party disclosure is always prior art
3. 1952: inventor must file one year after disclosure of invention
2. Nonobviousness
4. "inventive leap"
4. Judged against person having ordinary skill in the art, deemed to know all the prior art
1. What does prior art teach
1. Would PHOSITA be able to figure out this device from that?
1. Judged by someone of ordinary creativity making the leap
3. Application
3. Conception
3. Reduction to practice
3. Provisional app
2. Good for 12 months
2. Official app relates back to this date
3. Application contains
3. Specs
3. Claims
3. Prior art
3. Oath
3. Examination
3. Opposition
3. Infringement
4. Literal infringement
0. Complete element-for-element copying
4. Doctrine of equivalency
1. Would PHOSITA know that a similar element was interchangeable with element in patent?
4. Must incorporate every element of patent
4. Requires interpretation of patent to define exactly what it covers
4. Indirect infringement
4. Inducement of another
4. No joint infringement; one person must do the whole thing
4. Contributory infringement
2. Selling a component that can only ever be used to build patented device
3. Defenses
5. Attack patent as invalid under one or more patent requirements
5. Experimental use
1. Allows for unlicensed use for pure scientific inquiry (narrow)
5. Patent exhaustion
2. Purchaser of a patented device may sell it to anyone else (like first sale doctrine)
3. Remedies
6. Injunctions
0. Governed under classic equity principles
0. Damages inadequate
0. Balance of hardships
0. Public interest
0. Prevent ongoing or future violations
6. Damages
1. Can be retrospective and prospective
0. Lost profits
0. Reasonably royalty
3. Design patent
7. Protects aesthetic appearance
7. Requirements
1. Novelty
1. Originality
1. Nonobviousness
2. Judged under ordinary observer
1. Ornamentality
1. Non-functionality
0. Trademark
4. Common law
4. Federal register
1. Lanham act 1946
0. Registered (R) marks
0. Nonregistered ™ marks
1. Protected under unfair competition torts
4. Types
2. Trademark
0. Word or symbol used to distinguish the source of goods
2. Service mark
1. Distinguishing the services of one person or entity
2. Trade name
2. Identify companies rather than goods or services
2. Certification mark
2. Trade dress
4. Design and packaging of materials extending to product itself
4. Must meet all requirements as other marks including non-functional and secondary meaning
1. Wal Mart holds that trade dress design can never be inherently distinctive and so must always show secondary meaning. Two Pesos, allowing for inherent distinctiveness, is limited to only packaging, not design
4. Requirements
3. Distinctiveness
0. Inherently distinctive: fanciful or arbitrary marks
0. Easiest to register
0. Descriptive/geographic/personal names
1. Require proof of secondary meaning
0. Generic markets
2. No protection
3. Generic
1. When a term begins to refer to an entire class of products, it loses its distinctiveness (Murphy Bed)
3. Non-functionality
2. Purely functional distinctions are not trademark-able (avoiding overlap with patents) (TrafFix sign spring case)
3. Priority
3. First to use priority
3. After 1989: an "intent to use" registration is available; no token use required
3. Geographic use taken into account
2. Local prior users may have priority in a particular region against a national mark holder
3. Geography
4. Registered trademarks are nationwide
4. Other, common-law trademarks are limited to the areas where they have proven reputation
3. Registration
5. Opposition
5. Cancellation
4. Infringement
4. Consumer confusion
0. Factors
0. Strength of the mark
0. Proximity of the goods
0. Similarity of the marks
0. Evidence of actual confusion
0. Marketing channels used
0. Type of goods and degree of care exercised by conusmder
0. Infringer's intent
0. Likelihood of product line expansion
4. Dilution
1. Protection for famous marks against unauthorized users trading on the goodwill and diluting their distinctive quality
1. Blurring: removing association with only one source
1. Tarnishment: damaging source's reputation
1. Factors:
3. P owns a distinctive mark
3. D uses mark in commerce in way that dilutes the famous mark
3. Similarity between marks gives rise to an association between them
3. That association is likely to impair the distinctiveness of the famous mark or ruin its reputation
4. Remedies
5. Injunction
0. Almost always available given the unquantifiable nature of reputation
0. Includes corrective advertising and/or disclaimers
5. Damages
1. Infringer's gain and trademark owner's loss
