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I. Trade Secret

A. Introduction

i. Tort based form of Intellectual Property

ii. Exclusively State Law

iii. No disclosure Involved

iv. Lasts Indefinitely if kept secret

v. Any information is capable of trade secret protection

1. formulas

2. process

3. devices

4. compilations of information used in business

a. being

i. confidential

ii. of commercial value

1. giving the owner an advantage over the competitors

iii. reasonably protected from disclosure by its rightful owner

vi. No registration requirement or any other formality for trade secret necessary in order to be protected from, being disclose to, acquired by or used by others without their consent in a manner contrary to honest commercial practice

B. Elements

i. The subject matter involved must qualify for trade secret protection

1. It must be the type of knowledge or information that trade secret law was meant to protect 

2. Must not be generally known to all

3. Any valuable information so long as the information is capable of adding economic value to the plaintiff

4. The information need not be technical or novel

a. Cost savings information can be protectable

5. Negative Information can be protectable

a. Failed Experiments

ii. Holder of the trade secret took reasonable precautions under the circumstance to prevent its disclosure

1. One must be consistently diligent in protection information

iii. The defendant misappropriated the trade secret

1. The defendant acquired the information wrongfully

a. Information acquired through 

i. deception

ii. skullduggery 

iii. outright theft

iv. Reverse Engineering not considered improper

b. In many cases the D’s used or disclosure is wrongful because of a pre-existing duty to P not to disclose or appropriate the trade secret

i. Obligation may arise 

1. Explicitly by contract

2. Implicitly because of an implied duty

a. Employee has an implied duty to protect their employer’s interest

C. State Unfair Competition Laws

i. Protects Trade Secret

ii. Prohibits Passing Off

iii. Prevents Industrial Espionage

iv. Upholds Non-Disclosure Agreements

v. Upholds Covenants not to Compete

D. Metallurgical Industries Inc. v. Fourtek, Inc.
i. Facts

1. P contracted with Thermo Vac to build two zinc recovery furnances

2. P dissatisfied with its performance modified it extensively

3. Former employees of Thermovac formed the D corporation

4. D used the P’s modified design and sold it

ii. Held

1. the fact that the scientific principles involves are generally known does not necessarily refute P’s claim of trade secret

a. The P’s modifications were unknown in the industry 

2. P made efforts to keep secret its modifications

a. They made everyone who used the furnace sign a non-disclosure agreement

3. The secret need not be absolute

E. Restatement of Torts Factors

i. The extent to which the information is known outside the claimant’s business

ii. The extent to which it is known by employees and others involved in the business

iii. The extent of measures taken by the claimant to guard the secrecy of the information

iv. The value of the information to the business and its competitors

v. The amount of effort or money expended by the business in developing the information

vi. The ease or difficulty with which the information could be properly acquired or duplicated by others

F. Rockwell Graphic Systems, Inc. v. DEV Industries
i. Facts

1. P was a manufacture of printing press 

2. P would subcontract some of its parts to various vendors

3. P kept the drawing in a vault with limited access by employees and made them sign Non-disclosure agreements

4. Former employees of P removed some of the drawings and gave them to D

ii. Held

1. The P must have taken reasonable steps to keep them a trade secret

a. P did not require the vendors to destroy the copies

b. The P gave some of the drawing to its customers

2. The P did take some reasonable steps

3. Whether P steps were enough is a jury question

G. Disclosure of Trade Secret

i. Trade secrets continue indefinitely until public disclosure of the secret

ii. Publication

1. Publication of trade secret does not negate the liability so long as the D got the information from P through improper means

a. The problem is not that the defendant acquired the information but the way the defendant acquired the information

2. Since a trade secret last as long as a secret, an inventor must elect either a patent or to keep it as a trade secret

a. Since obtaining a patent requires full disclosure

iii. Commercial Sale of the Product

1. If the so-called trade secret is fully disclose by the products by use of the secret then the right to protection is lost

a. However sales of a product to the public do not necessarily disclose a trade secret simply because the product embodies the secret

i. Rather the question is whether the secret is apparent from the product itself

1. Secrets that are apparent to the buyers of a product are considered disclosed y the product but secret contained in undecipherable form within the product such as object code in a computer program are considered secret even when the product is sold

iv. By a third party

1. Trade secrets may be disclosed through publication or sale by a third party who has independently developed or discovered the secret

a. A person who originally posted a trade secret on the internet may be liable for trade secret misappropriation, the party who merely downloads the information cannot be liable

v. Inadvertently

1. Being left on a train or somewhere else in public view

a. The Uniform Trade Secret Acts provides that it is misappropriation for someone to disclose a secret that they have reason to know has been acquired by accident or mistake

vi. Government Requirement

1. Sometimes government agencies require disclosure of trade secret in order to serve some other social purpose

H. Misappropriation of Trade Secret

i. The defendant obtained the trade secret through improper means such as

1. breach of an agreement

2. violation of a confidential relationship

3. theft

4. industrial espionage

5. inappropriate business conduct

6. Reverse Engineering is not considered inappropriate

ii. Dupont v. Rolfe Christopher( Improper Means

1. Facts

a. D’s took aerial photographs of P’s plant for producing methanol

2. Held

a. Misappropriation of a trade secret does not require trespass, other illegal conduct, or breach of a confidential relationship

i. Is simply requires “improper means”

b. Aerial photography of plant construction is improper recognizing a higher standard of commercial morality

c. To obtain knowledge without spending the time and money to discover it independently is improper unless the holder voluntarily discloses it or fails to take reasonable precautions to ensure its secrecy

iii. Confidential Relationship

1. The person made an express promise of confidentiality prior to the disclosure of the trade secret or

2. the trade secret was disclosed to the person under circumstance is which the relationship between the parties to the disclosure justify the conclusion that at the time of the disclosure 

a. the person knew or had reason to know the disclosure was intended to be in confidence

b. the other party was reasonable in inferring that the person consented to an obligation of confidentiality ( Restatement of Unfair Competition § 41

3. Smith v. Dravo Corp( Confidential Relationship

a. Facts

i. P and D went through negotiations to sell the container developing operations

1. Negotiations were unsuccessful

ii. D began building its own containers and sold them

iii. P sued D claiming D through a confidential relationship obtained knowledge of P’s secret design, plans and prospective customers and wrongfully breached the confidence

b. Held

i. P disclosed their design for one purpose, the enable D to appraise it with the view of purchasing the business

1. D knew and understood the limited purpose

I. Reverse Engineering

i. Considered Proper Means

1. Discovery be independent invention

2. Discovery by reverse engineering

3. Observation of the item in public use or on public display

4. Obtaining the trade secret from published literature

ii. Chicago Lock Co. v. Fanberg

1. Fact

a. D advertised in a locksmith journal requesting that individual locksmith transmit to him serial number key code in their possession in exchange for a complete compilation when finished

2. Held

a. Trade secrets do not enjoy an absolute monopoly and lose their character as private property when the owner divulges them or when they are discovered through proper means

b. If D had bought and examined a number of locks on their own and reverse engineered them, it would not constitute improper means

c. The individual locksmith owed no duty of confidence to P

i. The locksmith only owed a duty to individual lock owners and not the company who manufactures the locks

J. Departing Employees

i. The general rule is that you cannot take stuff with you

1. You cannot take your notes with you

2. However whatever you learned is O.K.

a. If you remember it, that’s fine

ii. Employment agreements fall into one of three categories

1. Confidentiality agreements

a. Employee will receive confidential information during employment and will keep it secret and not use it for anyone other than the employer

2. Invention agreements

a. Gives the employer the right to intellectual property created by the employee while employed

3. Non-competition Agreements

a. Limit the circumstance in which former employees can compete for their former employers

iii. Courts strike a balance between enforcing these agreements and employees rights

iv. Generally en employees knowledge, skill and experience are not trade secrets

v. Wexler v. Greenberg( Implied Confidentiality

1. Facts

a. D was employed as the chief chemist for P

b. D never signed any restrictive employment agreement

c. D went to work for another company where they produced the same cleaner

2. Held

a. The employer has the burden to show two things

i. A legally protectable trade secret

ii. A legal basis either a covenant or a confidential relationship upon which to predicate relief

b. The court has to balance the favors of protecting a businessman from certain forms of competition or protecting an individual in his unrestricted pursuit of livelihood

i. The balance heavily favors the individual

3. Compare with Winston v. 3M

a. Express written agreement binding employee not to disclose confidential agreement did not exclude information in which the employee himself contributed

K. Covenants not to Compete

i. Governed by state law

ii. Agreement that after termination of employment for whatever reasons, the employee will not render, directly or indirectly any service of an advisory or consulting nature to its competitor for a specified period of time

iii. Comprehensive Technologies v. Software Artisans

1. Factors to consider

a. Is the restraint no greater than necessary to protect the employer in some legitimate business interest

b. Is the restraint unduly harsh and oppressive in curtailing his legitimate efforts in earning a livelihood

c. Is the restraint reasonable from the standpoint of public policy in favoring open competition

iv. Validity and Enforceability

1. In most states, the courts will enforce covenant not to compete if reasonable

a. Scope of prohibited activities

b. Length of time

c. Geographic coverage

2. In California, “every contract which restrain anyone from engaging in lawful employment is void”

a. CA will not uphold covenants not to compete even if made in another state

L. Invention Ownership

i. Presumption

1. Inventor/Employee owns the patent right on the invention even if the invention was conceived and or reduced to practice during the course of employment

ii. Exceptions

1. Explicit Assignment

a. The parties may agree by contract that employee assign all rights to employer ( Employer gets everything

2. Implicit Assignment

a. The employer hires or directs the employee to make the invention ( Employer gets everything

3. Shop Rights

a. When employer has contributed to the development of the invention, the employer may use the invention without infringing ( Share Rights

i. Some courts characterize shop rights as being a type of implied license and focus on whether the employer engaged in any activities like developing the invention on the employer’s time and employer’s expense which demands a finding that he impliedly granted a license to use invention

ii. Other courts characterize a shop right as an equitable estoppel and focus on whether the employee’s action, consent or acquiescence to use the invention demand a finding that he is estopped from asserting a patent right aginst his employer

iii. Other courts characterize shop right as a common law right that inures to an employer when the circumstance demand it under the principles of equity and fairness

M. Remedies

i. Criminal Laws

1. Industrial Espionage Act

a. Attempts punishable without disclosure of actual trade secret

ii. Civil Action by Attorney General to Enjoin Violation

1. Implied Private Remedy Under Federal Law

iii. Civil Action Under State Law

1. Injunction

a. Duration

i. Until secret is actually disclosed

1. General circulation

2. Lawful acquisition

ii. Until Secret would likely be disclosed

2. Seizure of Documents, Files, Computers, Software

3. Damages

a. Monetary Awards

i. Lost profits

ii. Restitution of Defendant’s Profits

iii. Imposed Royalty

iv. K-2 ski Company v. Head Ski Co. ( Head Start Injunction

1. Facts

a. Croker had previously worked for K-2 and than left and started employment for Head

b. Court issued an injunction for one of the trade secret for one year and another for two year

2. Held

a. The appropriate duration for the injunction should be the period of time it would have taken Head either by reverse engineering or by independent development to develop its ski legitimately without the use of the K-2 trade secrets

II. Patents

A. PATENTS AND THE PATENT SYSTEM

i. What is a patent

1.  a patent is a government authorized monopoly which allows the recipient to prevent anyone else, including another inventor, from making, using, selling, or offering to sell items, or using process, described in the claims of the patent without the permission of the patentee

a. Negative right

i. Right to exclude others from making, using, selling or offering to sell the patented invention in the US during the term of the patent

1. Does not convey any rights to make, use or sell an invention

ii. Duration

1. Utility Patents

a. 20 years after the earliest US effective filing date

2. Design Patents

a. 14 years after the earliest US effective filing date

3. The term of the patent does not begin until the date the patent is issued by the PTO

a. While the patent application is still pending, there is no basis for a lawsuit alleging patent infringement, because there is not yet any patent in existence

b. Application pendency period is subtracted from 20 years in order to obtain the patent term

iii. Geographical Coverage

1. USA and including its territories

a. If an inventor wants a foreign patent, they must obtain a patent in each and every country where protection is sought

iv. Basis for Protection

1. Constitutional Basis

a. Article I, Section 8

i. Congress shall have the power to promote the progress of science and useful arts by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries

2. Firs Patent Law was enacted in 1790

3. The present law enacted in 1952 is codified in Title 35 of the USC

v. The Court of Appeals for the Federal Circuit (CAFC)

1. The CAFC was created in 1982 and is located in Washington D.C.

2. Professor thinks it is the most important “player” in the development of U.S. Patent Law

3. It has exclusive jurisdiction over decisions of the Patent Office and decisions of all U.S. District Court in patent cases

a. The Federal Circuit was intended to eliminate the differences between circuits

4. Its decisions may be reviewed by the U.S. Supreme Court and occasionally are

5. Ex: If a patent owner from L.A. sues an alleged infringer from L.A. in the US District Court for the Central District of California, all appeals in the case go to the CAFC and not the 9th circuit

6. Professor thinks that although theoretically the federal circuit is not the “last word” in patent cases, as a practical degree they are and not the US Supreme Court

vi. Patent Prosecution

1. US Patent Office

a. Patent Examiners receive and process patent applications

i. Patent prosecution is conducted ex parte

1. the application or his/her patent attorney and the examiner decide which claims if any to allow and which to reject

a. No third party participation

b. Rejections and decisions regarding priority can be appealed to the USPTO Board of Patent Appeals and Interferences

i. There is no mechanism for third party to appeal the allowance of claims or grant of the patent

1. However third party may request a reexamination of issued patent

a. Very limited in what can be reviewed

2. US Courts

a. Applicant can further appeal a rejection to the district court or directly to the Court of Appeals of the Federal Circuit

vii. Infringement Litigation

1. USPTO has no jurisdiction for infringement proceedings

2. US Courts

a. Infringement suits brought by patent owner against an alleged infringer can only be brought in the US District Court

i. Federal Courts have exclusive jurisdiction

b. In addition to question of infringement, defendants typically assert a number of affirmative defenses

i. Invalidity of the patent

1. Not new or obvious

2. Barred by the patentee’s conduct

3. Defect in patent application

c. Appeals go the CAFC which decides a number of important issues de novo

d. Appeals occasionally go to the US Supreme Court

viii. Types of U.S. Patents

1. Utility Patents

a. Protects useful items and processes

2. Design Patents

a. Protect ornamental designs and shapes which do not have utility

3. Plant Patents

a. Protects asexually reproduced distinct and new variety of plant, including cultivated spores, mutants, hybrids, and seedlings, other than tuberpropogated plants found in uncultivated state

ix. Basic Requirement for Utility Patents

1. The applicant must be the true inventor

a. The inventor may assign his rights but only the true inventor may file a patent application

2. The inventor must be the first to have invented

a. Only true in the U.S.

i. Other countries have a first to file rule but the first to invent may get prior user rights

3. Invention must be

a. It must cover patentable subject matter( § 101

i. Not merely an idea or abstraction

ii. Not naturally occurring

1. Made by man

iii. Specified Category

1. Process

2. Machine

3. Manufacture

4. Composition of Matter

b. It must be useful ( § 101

c. It must be novel or new ( § 102

i. Not known by others before the invention by applicant

d. Non-obvious to someone skilled in the area § 103

4. The application must be filed within a year of the invention being made public

5. the inventor must fully describe the invention and disclose how it works

B. PATENTABLE SUBJECT MATTER

i. Section 101 ( Inventions Patentable

1. Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefore, subject to the conditions and requirements of this title

ii. 4 statutory Categories of Patentable Subject Matter

1. Process ( Method

a. Series of steps for carrying out a given task that involve more than purely mental manipulations

2. Machine ( Apparatus

a. Ex: Internal Combustion Engine

3. Composition of Matter

a. Combination of two or more substances, whether they be the result of chemical union, or of mechanical mixture, or whether they be gases, fluids, powders, or solids

4. Manufacture

a. Catch all category for human made subject matter without moving parts

i. The production of articles for use from raw or prepared materials by giving to these materials new forms, qualities, properties, or combinations, whether by hand labor or by machinery

ii. Excludes naturally occurring things

iii. Unpatentable Subject Matter

1. Excluded are laws of nature, natural phenomena, and abstract ideas as well as things which occur in nature (not “man made”)

a. A new mineral discovered in the earth or a new plant found in the wild is not patentable subject matter

b. Einstein could not have patented E=mc2
c. Newton could not have patented the law of gravity

i. But someone could patent an improved machine which uses gravity

d. Arrhenius could not have patented his equation

i. But someone could patent an improved process using a computer implementing the Aarrhenius equation

e. Samuel Morse could not patent electromagnetism

i. But could patent some but not all ways to use it so send telegraph messages

2. Such discoveries are free to all men ant not reserved exclusively to some

a. OK to use a natural phenomenon to make or create something, but cannot patent the natural phenomenon itself

3. O’Reilly v. Morse
a. Allowed Morse to claim the use of electromagnetism in a particular way, but not all the ways that electromagnetism can be used.  In Claim 8, Morse was claiming new and improved methods of using electromagnetism in addition to his current invention.  Court is simply saying he got enough, leave the door open for others; more of a concern about promoting the progress of science and useful arts – cannot give too much to the inventor because this discourages the progress.  Moreover, the court stated that Morse’s claim was invalid because it was not for a process but a principle

iv. Process

1. Process vs. Product

a. Product claims typically drawn to compositions of matter or manufacture

b. Scope of protection for the product, claimed as a product, is NOT limited by the process with which it is made

2. Computer Implemented Processes

a. Algorithms that merely crunch numbers without a tangible, useful, concrete results cannot be patented because they are considered abstract ideas

i. But if the software of algorithm affects some hardware or process, or if it produces a useful, concrete, and tangible result, it falls within a statutory class as a machine or a process

ii. Claims are analyzed as a whole, not dissected into their component parts, for purposes of determining if an invention falls within one or more of the § 101 categories

b. Diamond v. Diehr
i. Facts

1. Patent for computer controlled process for curing synthetic rubber.  By monitoring the real time conditions inside the mold, the process control system determined when the mold should be opened by performing calculations based on the Arrhenius equation.

2. Claim 1 provided a method of operating a rubber molding press for precision molded compounds with the aid of a digital computer

ii. Held

1. Supreme Court upheld the patentability and made clear that the presence of mathematical subject matter in the patent claim did not necessarily deprive the claim of potential patentability.

2. Here, Diehr did not seek to patent a mathematical formula but rather a process of curing synthetic rubber.  

3. Adding a computer to a patentable process here does not convert it into a non-patentable process.

4. Court did not hold that the addition of a computer to any process makes it a patentable process

3. Business Methods

a. Process or method of doing business or operating business is potentially patentable, so long as the claimed mehod is not an unapplied, abstract idea or concept

b. It was the law when 1952 Patent Act enacted

i. Presumably acceptable to Congress

c. Judge Newman criticized it

d. State Street Bank and Trust Co. v. Signature Financial Group

i. Signature obtained a patent on a data processing system for managing a financial services portfolio established as a partnership

ii. CAFC held that the patentable subject matter inquiry should focus upon the practical utility of the claimed invention

1. The transformation of data by a machine using math produces a useful, concrete, practial and tangible result and is therefore patentable

e. The Patent office now routinely issues patent for computer programs and business methods

i. Amazon.com 1-click patent

v. Composition of Matter

1. Structure vs. Properties

a. The physical structure of the composition must be novel, not merely its properties

b. Discovery or recognition of a composition’s previously unappreciated property will not impart patentability to that composition if its structure is already known

2. Naturally Occuring Materials

a. Must be created through human intervention

b. Newly discovered mineral or plant found in the wild is not patentable subject matter

c. Exception

i. When made by man in a usable isolated and purified state

ii. Parke-Davis v. Mulford

1. Adrenalin which was merely an extracted product without changes

a. There is no rule that such product are not patentable.  The inventor was the first to make it available for use by removing it form the other gland tissue in which it was found

iii. However, a substantially pure tungsten was held to be unpatentable

3. Living Organism

a. Anything made by man is including living organism is patentable

b. Diamond v. Chakrabarty
i. Facts

1. Respondent microbiologist was issued a patent for a genetically engineered bacterium that was capable of breaking down multiple components of crude oil

ii. Held

1. The Supreme Court rejected the Patent Board of Appeals argument that § 101 was not intended to cover living organism. 

2. The court held that the micro organism constituted a manufacture or composition of matter

3. The court found the bacterium was different than any bacterium found in nature and which had the potential for significant utility

4. Congress intended the language of the patent laws be given wide scope

C. UTILITY

i. To be patentable, an invention must have some real world use

ii. Basis for Protection

1. Constitutional basis in Article I, Section 8

a. Congress shall have the power to promote the progress of science and USEFUL arts…

2. Section 101 of the code

a. Whoever invents or discovers any new and USEFUL…

iii. Definition

1. A specific, substantial, and credible utility which is well known, immediately apparent, or implied by the specification’s disclosure of the properties of a material, alone or taken with the knowledge of one skilled in the art

a. Specific Utility

i. Does the invention work as specified

1. Perpetual motion machine would have utility if it could work

b. Substantial Utility

i. A utility that defines a real world use

1. Utilities that require or constitute carrying out further research to identify or reasonably confirm a “real world” context of use are not substantial utilities

2. If a transgenic mouse was generated with the specific provision of an enhanced nutrient profile, and disclosed for use as an animal food, then the test for specific and substantial asserted utility would be considered to be met

c. Credible Utility

i. An assertion is credible unless

1. the logic underlying the assertion is 

a. seriously flawed or

b. the facts upon which the assertion is based are inconsistent with the logic underlying the assertion

ii. Credibility as used in this context refers to the reliability of the statement based on the logic and facts that are offered by the applicant to support the assertion of utility

iii. A credible utility is assessed from the standpoint of whether a person of ordinary skill in the art would accept that the recited or disclosed invention is currently available for such use

1. Perpetual motion machines would be considered to NOT be currently available

iv. Pharmaceutical Cases

1. Generally the analysis of utility is often combined with an analysis of enablement

a. An invention which lack utility cannot be enabled

i. You can’t teach how something works if it doesn’t work 

2. However in pharmaceutical cases, the issues of utility and enablement are often combined with an analysis of whether there has been an actual reduction to practice

a. One may not know if a pharmaceutical invention will, in fact, work until it has been tested either in vitro or in vivo

b. Testing need not absolutely prove that the compound is pharmacologically active

i. All that is required is that the test be reasonably indicative of the desired pharmacological response

v. Brenner v. Mason
1. Facts

a. Mason was denied a patent on his steroid which he claimed had an effect on tumor inhibiting effects on mice

b. The only proof of his assertion was that another compound similar to Mason’s had that effect

2. Supreme Court Held

a. A patent is not a hunting license and it is not a reward for the search but compensation for its successful conclusion

b. The only justification for granting a patent monopoly is the benefit derived by the public from an invention with substantial utility

c. Unless and until a process is refined and developed to this point, where specific benefit exists in currently available form there is insufficient justification for permitting an applicant to engross what may prove to be a broad field

vi. In re Dash and Keefe
1. Facts

a. Professor Dash filed a patent application for producing heat energy using nuclear fusion at a low temperature

b. Experimental results suggesting that nuclear fusion occurring in their apparatus were submitted to the PO in support of Dash’s attempts to overcome utility rejections mounted by the examiner

2. CAFC Held

a. Court relied on the scientific community’s considerable doubt regarding the utility of cold fusion in sustaining a prima facie case for lack of utility and enablement even though the articles relied upon by the PTO were anectodal and not peer-reviewed

D. NOVELTY AND BARS

i. Bar to Issuance of Patent ( Section 102

1. Anticipation/Novelty (102A) ( Novelty Bar

a. Known or used by others in this country or patented or described in this or a foreign country

2. Public Use or On Sale Bar (102B) ( Statutory Bar

a. Patented or described in this or a foreign country or was on sale or in use in this country more than one year prior to the date of application

3. Abandoned (102C)

a. Gave it to the public

4. Foreign Patenting Bar (102D) ( Statutory Bar

a. The application is filed after the foreign patent is issued and more than 12 months after the foreign application was filed

5. Another variation of the Novelty Bar (102E) ( Novelty Bar

a. Secret Prior Art

6. Did not invent the invention (102F) 

a. Got the idea from someone else

7. Someone Invented First (102G) ( Novelty Bar

a. The issue is not whether someone filed first but whether they invented first

i. To invent first the person must have conceived the invention prior and worked diligently just prior to when you started to reduce to practice

1. Whether you reduced to practice first is irrelevant so long as the other person conceived the idea first and practiced reasonable diligence is reducing the invention to practice

ii. Statutory Bars and Novelty Bars

1. Statutory Bars

a. Section 102 B and D

i. Critical Date is one year prior to filing the US patent application

2. Novelty Bars

a. Section 102 A, E, and G

i. Critical date is the invention date

1. The PTO presumptively treats the applicant’s filing date as the invention date

a. Prior applications and foreign application for the same invention by the same inventors may be used 

3. the key difference between 102 A and 102 B is the critical date

a. One is a statutory bar and the other is a novelty bar

iii. Anticipation

1. When one or more of the novelty provision of § 102 is triggered, the invention has been anticipated

a. An invention is not new (novel) if it has been anticipated (i.e. realized or known in advance)

2. Strict Identity Rule of Anticipation

a. To anticipate a claim for a patent, a single prior source must contain all the claim’s essential elements

b. Anticipation cannot be shown by combining more than one reference to show the elements of the claimed invention

c. When more than one reference is required to establish unpatentability of the claimed invention, anticipation under § 102 cannot be found and validity is determined in terms of obviousness under § 103

3. Example: If a patent claims a “little red wagon”

a. A little blue wagon which was in public use before the invention of the little red wagon does not anticipate the claim

i. It might be “obvious”

b. A little blue wagon made by another after the patent on the little red wagon does not literally infringe the claim

i. In might infringe under the doctrine of equivalents

c. Thus that what infringes if later, anticipates if earlier

4. Two Step Analysis

a. Construction of the claim ( Question of Law

i. Identify the specific claim language at issue and what the prior art arguably discloses or teaches in the claim

1. the specification may be used to interpret a claim but not to change a claim or import a limitation into the claim

a. One party will argue broad claim interpretation 

b. The other party will argue narrow claim interpretation

b. Compare the claims to prior art ( Question of Fact

i. A claim will be anticipated and therefore invalid if every limitation of the claim as properly construed is described in one prior art reference

5. Inherncy

a. If the prior art reference does not expressly set forth a particular element of the claim, it still may anticipate if the element is inherent in its disclosure

i. To establish inherency, extrinsic evidence must make clear that the missing descriptive matter is necessarily present in the thing described in the reference, and that it would be so recognized by persons of ordinary skill

ii. Inherency, however, may not be established b probabilities or possibilities

1. the mere fact that a certain thing may result from a given set of circumstances is not sufficient

iv. Novelty Bar ( 102(A) 
1. § 102A: A person shall be entitled to a patent unless the invention was known or used by others in this country or patented or described in a printed publication in this or a foreign country, before the invention thereof by the applicant for patent 

v. Rosaire v. National Lead( Novelty and Prior Use

1. Facts

a. P was issued to two patents for prospecting oil or other hydrocarbons

b. Teplitz had used the invention before the patentee’s invention

i. P admitted Teplitz conceived the idea but claims it was an unsuccessful experiment

c. Teplitz work was never published

2. Held

a. No requirement that the invention must be brought to the attention of the public at large

vi. Statutory Bar ( 102 (B)

1. Printed Publications

a. Publications may be used as both a novelty and a statutory bar

b. If the information is disseminated or made readily accessible to people of ordinary skill in the art, it is prior art for § 102(A) and might start the clock running for § 102(B)

c. Reference must have been sufficiently accessible to the public interested in the art before the critical date

i. Dissemination and public accessibility keys to the legal determination whether prior art reference was “published”

ii. Does not require that it actually be “printed” or “published”

d. Type of printed publications

i. Trade Journal

ii. Magazine

iii. Published U.S. or foreign patent applications

iv. Newspaper

v. Doctoral Thesis ( Maybe

1. Doctoral thesis are considered printed publication when it has been indexed, catalogued and shelved

vi. Conference Poser Boards ( Maybe

1. Again the inquiry is whether they were made publicly accessible

e. In Re Bayer
i. The court held that a doctoral thesis was not considered a publication because it was uncatalogued and unshelved

f. In re Hall
i. A single copy of a German doctoral thesis was considered a printed publication because it was properly indexed, catalogued, and shelved

g. In re Klopfenstein
i. The PTO denied the applicant’s patent application because the methods were describe in a “printed publication”

ii. The board considered the applicants’ printed slide presentation at a meeting of chemist at a university a “printed publication” even though the slides were never printed, indexed or catalogued

iii. The court considered other factors in determining it was a printed publication

1. The length of time the display was exhibited

2. Expertise of the target audience

3. Existence or lack thereof of reasonable expectations that the material displayed would not be copied

4. Simplicity or ease with which the material displayed could have been copied

2. Public Use Bar

a. No patent if the invention was in public use in the US for more than one year before the actual U.S. filing date

b. Nonsecret, nonexperimental use of the invention prior to the critical date

c. Commercial use by the inventor prior to critical date

d. The use can be by anybody including the inventor

i. Does not take much, nor does the use have to be very public

e. Policy

i. Avoid detrimental reliance on unpatented inventions

ii. Encourage prompt disclosure of new information

f. Egbert v. Lippmann

i. Inventor gave his mistress a pair of corset steels that he made.  To establish such public use it was not necessary that more than on of the patented articles be publicly used nor did the public use necessarily depend upon the number of persons to whom the articles use was known.  If an inventor gives it to another, to be used by the donee without limitation or restriction or injunction of secrecy, and its is used, such use is public, even though the use and knowledge of the use may be confined to one person.

3. On Sale Bar

a. No patent if invention was on sale in the U.S. for more than a year before the actual U.S. filing date

i. The item does not have to be sold

1. An offer of sale is sufficient

b. Policy

i. Discourages removal of inventions from the public domain that the public reasonably believes are freely available

1. Therefore the bar applies if the “on sale” transaction effectively places the invention in the public domain regardless of whether the seller or an unrelated third person is the inventor

ii. Favors the prompt and widespread disclosure of inventions

iii. Allows inventor a reasonable amount of time following sales activity to determine the potential economic value of patent

iv. Prohibits the inventor from commercially exploiting invention beyond the statutorily prescribed time

c. Analysis

i. Determine the critical date

1. One year prior to the filing of the US patent application 

a. Foreign priority filing date cannot be used

ii. Was the invention the subject of a commercial offer of sale

1. Was their an offer under the UCC

2. Was the arrangement a lease or a process or a sale of a product

3. An offer to sale the rights to the invention is not considered an offer for sale

a. It must be an offer to sale the invention

iii. Was the offer for sale in the U.S.

iv. When was the invention “ready for patenting”

1. Reduced to practice

2. Other tangible evidence

d. In Re Kollar

i. Facts 

1. The board affirmed the examiner’s rejection under the on sale bar

2. The Board determined the agreement between Redox and Celanes constituted an offer for sale

a. Celanese received a right to commercialize Kollar’s invention in exchange for royalty payments

ii. Held

1. The CAFC held that the agreement constituted a license to Celanes under any future patents

2. Merely granting a license without more does not trigger the onsale bar

4. Experimental Use Exception

a. Experimental use is not considered public use and therefore is not a statutory bar

b. Factors in Determing if Public Use or Experimental Use

i. Nature of the activity that occurred in public

ii. Public access to and knowledge of the public use

iii. Confidentiality obligation imposed on persons who observed the use

iv. Progress records or other indicia of experimental activity kept

v. Who conducted the experiment

1. the inventor or someone acting for the inventor

2. the buyer for their own knowledge

vi. How many tests were conducted and for how long

vii. Was payment made for the product used in the test

viii. Was the use primarily to test the usefulness of the invention or to test the potential market

c. Elizabeth v. Paving Company
i. Nicholson received a patent for a new pavement

ii. Issue was whether the time the pavement was used in Boston is considered a pubic use or experimental use

iii. Court considered the above factors and determined it was an experimental use

vii. Priority Rules and the First to Invent ( 102(G)

1. Steps in the Inventive Process

a. Conception

i. A fully developed idea

b. Corroboration

i. Evidence of the conception other than inventor testimony

1. tangible evidence or testimony of others or a combination

c. Reduction to practice

i. Actual Reduction to practice

1. Making and testing the invention

a. Must actually work

ii. Constructive Reduction to Practice

1. Filing a complete patent application

2. Priority

a. U.S. is a “first to invent” rather than “first to file” system

b. “Invention” includes conception and reduction to practice

c. If the first to conceive is not the first to reduce to practice, must explain the reason for delay

i. If reasonable diligence had been exercised, first to conceive will win even though not first to reduce to practice

d. Proceeding in Patent Office when priority is in dispute is an “interference”

e. Reduction to Practice

i. For priority purpose, an inventor achieves reduction to practice when he produces an “embodiment” 

1. An actual working device that satisfies every limitation of the interference count

ii. In determining whether an inventor has provided sufficient evidence of reduction to practice, the Board and courts apply a “rule of reason” 

1. the decision maker examine and analyze and evaluate reasonably all pertinent evidence when weighing the credibility of an inventor’s story

iii. To establish reduction to practice the applicant must prove invention worked successfully for its intend purpose

1. By testing in the intended environment

2. By testing outside the intended environment if testing conditions are sufficiently similar to the intended environment

3. Even limited testing may be sufficient if it in fact demonstrates a solution to the problem intended to be solved by the invention

f. Examples

i. If the first to conceive was also the first to reduce to practice (actual or constructive) he gets the patent unless he abandoned suppressed or concealed

ii. If the first to conceive was not the first to reduce to practice, he can still get the patent if he exercised reasonable diligence from a time just prior to the conception date of the other party (the party who first reduced to practice) unless he abandoned suppressed or concealed

iii. If the first to conceive was not the first to reduce to practice and did not exercise reasonable diligence from a time just prior to the conception date of the first person to reduce to practice (actual or constructive) then the first to reduce to practice gets the patent unless he abandoned suppressed or concealed

3. Griffith v. Kanamara
a. Griffith had established conception on June 30 1981 and a reduction to practice on January 11, 1984

b. Kanamaru had filed for a US patent on November 17, 1982

c. Court held that Griffith waiting for funding and another personnel is not considered reasonable diligence

4. Foreign Activities

a. Prior to 1983, an applicant may not establish date of invention by reference to anything that happened in a foreign county

b. After 1983 an applicant may establish the date of invention by reference to activities in a NAFTA country or WTO member country

E. NONOBVIOUSNESS

i. Overview

1. Basic Concept

a. Being new and useful is not enough

i. It must also be inventive and nonobvious

1. Originally it was called “inventorship”

a. A judge made concept

2. Changed to obviousness in 1952 Patent Act

3. Some countries grant lesser patents for less worthy designs

b. Critical date is when the invention was made by the applicant

c. Prior art

i. Any information which can be used in a 102 analysis can be used as prior art

ii. Unlike anticipation the examiner may combine several prior arts 

d. Very subjective and different people may disagree

e. Hindsight Test

2. Section 103

a. A patent may not be obtained though the invention is not identically disclosed or described in the prior art if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains

3. Why add § 103

a. Congress might have wanted to lower the level of patentability.  Section 103 provides a condition which exists in the law and has existed for more than 100 years.  An invention which has been made, and which is new in the sense that the same thing has not been made before, may still not be patentable if the difference between the new thing and what was known before is not considered sufficiently great to warrant a patent

ii. Graham Analysis for Nonobviousness

1. Four factual inquiries

a. Determine the scope and content of the prior art

b. Determine the scope of the claims at issue

c. Identify the differences between the prior art and the claims

d. Establish the appropriate level of ordinary skill in the pertinent art

i. The prism through which the prior art and the invention are viewed

2. Question of law

a. Against the background, determine whether the subject matter of the claimed invention would have been obvious or not to a person of ordinary skill at the time the invention was made

3. Significance

a. The addition of § 103 did not fundamentally change the requirements for patentability that had existed for 100 years

b. The court not Congress has the last word regarding the standards of patentability

c. We can expect to have differences of opinion as to whether a particular opinion is or is not obvious

d. Ultimately the question of  nonobviousness is a question of law to be determined by the court de novo

iii. Federal Circuit

1. The federal circuit has a different more objective approach to obviousness

2. Emphasize Graham “secondary considerations”

a. Commercial success

b. Long felt but unsolved needs

c. Failure of others

d. Teaching away

e. Praise within the technical community

f. Deliberate Copying

3. Insist of finding prior art which suggests the extension of the principle of the prior art or provides a motivation to combine several items of prior art

4. Avoid using hindsight

iv. Combining References

1. To prevent the use of hindsight based on the invention to defeat patentability of the invention, the federal circuit requires the examiner to show a motivation to combine references that create the case of obviousness

2. Federal Circuit has identified 3 sources of motivation to combine references

a. The nature of the problem to be solved

b. The teachings of the prior art

c. The knowledge of persons of ordinary skill in the art

i. The board must explain what specific understanding within the knowledge of one of ordinary skill in the art would have suggested the combination

3. In re Dembiczak
a. Patent application for a large trash bag made of orange plastic that when filled would resemble a Halloween style pumpkin or jack o lantern.  The court found no evidence in the record of a suggestion, teaching, or motivation to combine the prior art references asserted against the pending claims and reversed the obviousness rejection.  The only prior art were conventional trash bags and construction of decorated paper bags, and there was no motivation to combine the two prior arts

F. DESCRIBING AND ENABLING THE INVENTION

i. Standard Patent Application

1. § 111 requires a specification as prescribed by section 112, a drawing as prescribed by section 113 and an oath by the applicant as prescribed by section 115

2. Patent specification is composed of

a. Written description

b. Drawings 

c. Claims

ii. Required Disclosure

1. Written description of the invention ( § 112

2. Invention’s Utility ( 101

3. Enablement

a. Manner and process of making and using it in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with, which it is most nearly connected, to make and use the same

4. Best Mode contemplated by the inventor of carrying out his invention

5. One or more claims particularly point out and distinctly claiming the subject matter, which the applicant regards as his invention

6. Material information regarding patentability

a. Violation of duty and candor to withhold such material with intent to deceive or to submit false information 

iii. Disclosure and Presumption of Validity

1. Three Disclosure Required for US Patent Application

a. Written Description of the Invention

i. Showing that when the patent application was filed, the inventor fully possessed the invention

b. Enablement

i. Showing in full, clear, concise, and exact terms how to make and use the invention

c. Best Mode

i. Showing what the inventor believed at the time the application was file was the best mode for making or using the invention

2. Presumption of Validity

a. All issued patents carry a presumption of validity meaning that all required disclosure are presumed to haven been properly made

i. Can be invalidated in litigation by the person attacking the patent who must prove with clear and convincing evidence

ii. The presumption does not dissolve and the burden does not change during trial

iii. The evidence presented by the challenger must be of such quality and weight as to establish invalidity despite the presumption

iv. Written Description of the Invention

1. Must show that when the patent application was filed the inventor fully possessed the invention

a. Although the applicant does not have to describe exactly the subject matter claimed, the description must clearly allow persons of ordinary skill in the art to recognize that he or she invented what is claimed

b. The test for sufficiency of support is whether the disclosure of the application relied upon reasonably conveys to the artisan that the inventor had possession at that time of the later claimed subject matter

2. The Federal Circuit usually defers to the expertise of the PTO to determine whether the inventor has disclosed the full scope of the invention

3. University of Rochester v. G.D. Searle
a. Two different views

i. J. Linn: The written description is not a separate requirement from the enabling disclosure.  § 112 requires a written description of the invention but the measure of the sufficiency of that written description depends solely on whether it enables any person skilled in the art to which the invention pertains to make and use the claimed invention

ii. J. Lourie / J. Newman: The written description and enabling disclosure are separate requirements.  There is and always has been a separate requirement in the patent law.  The requirement to describe one’s invention is basic to patent law and every patent draftsman knows that he or she must describe the client’s invention independently of the need to enable one skilled in the relevant art to make and use the invention  

4. The Incandescent Lamp Patent
a. Sawyer and Mann obtained a patent for an incandescent lamp using a carbonized fibrous material

b. Claimed that all incandescent lamp infringe upon their patent because they use a specific type of wood which would qualify as a carbonized fibrous material

c. Court held that the Sawyer and Mann patent did not satisfy the written description requirement

d. Not all carbonized fibrous material work and only a small class of woods will work as a filament

i. Sawyer and mann failed to show that they possessed the invention at the time

v. Enabling Disclosure

1. Must show in full, clear, concise, and exact terms how to make and use the invention

a. The be enabling, the specification must teach those skilled in the art how to make and use the full scope of the claimed invention without undue experimentation

i. Some experimentation is OK, but only when degree of experimentation becomes undue has applicant failed to meet the enablement requirement

b. Nothing more than objective enablement is required

i. Inventor’s theory or belief as to how his invention works is not a necessary element to satisfy enablement

c. Irrelevant whether this teaching is provided through broad terminology or illustrative examples

2. Scope of Review

a. Enablement is a question of law that the CAFC reviews de novo

i. Any underlying facts found by the PTO in rendering its enablement determination is reviewed for clear error

3. Enablement Rejection

a. Takes two forms

i. Scope of enablement rejection

1. Where the written description enables something within the scope of the claims, but the claims are not limited to that scope

a. This type of rejection is marked by language stating that the specification does not enable one of ordinary skill to use the invention commensurate with the scope of the claims

ii. General Enablement Rejection

1. If the written description does not enable any subject matter within the scope of the claims

a. PTO will make a general enablement rejection, stating that the specification does not teach how to make or use the invention

vi. Best Mode Requirement

1. § 112 requires the applicant disclose the best way known to him on the application of carrying out the invention

a. the generic description of best mode is sufficient to satisfy § 112 if a person of ordinary skill in the art of practicing the best mode

2. Analysis

a. Two steps 

i. As of the filing date the inventor considered one particular mode of carrying out his invention to be better than all the others

1. Focus on the inventor

2. Wholly subjective

ii. Did the inventor disclose his best mode in a way that would enable one skilled in the art to practice the best mode

1. Has the inventor concealed his preferred mode

2. Legally Objective

b. The challenger must prove both elements by clear and convincing evidence

i. However requirement is personal to the inventor

1. No requirement the inventor’s colleague disclose their best mode

3. No requirement to amend to show a best mode

a. When the inventor learns of a better mode after applicant has already been filed, no requirement that the applicant must amend his application to disclose the new best mode

i. Disclosure of best mode is at the time of filing

G. INFRINGEMENT

i. Overview

1. Each separate act of making, using selling or offering to sell constitutes infringement if done in the U.S.

2. Elements

a. Makes, uses, sells, or offers to sell

b. The patented invention

c. Within the U.S.

d. During the term of the patent

e. Unless authorized by the patent owner

3. There is no presumption of infringement

a. Plaintiff bears the burden of proving infringement by a preponderance of the eveidence

4. The Infringer

a. Direct

i. Actually makes, uses, offers to sell, or sell

b. Induced

i. Actively induces someone else to directly infringe

c. Contributory

i. Sells or offers to sell a non-patented component of a patented machine which has no substantial non-infringing use

5. Infringement

a. Literal where every limitation of the claim is found in the accused device literally, 

i. The patent claim must read on the accused product

b. Doctrine of Equivalents

i. An accused device infringes a claim if it performs substantially the same function in the substantially the same way to obtain the same result

ii. Claims

1. Single sentence definition of the scope of the patentee’s right to exclude

a. Sets the metes and bound of the invention

2. Two requirements under § 112

a. Must set forth what the applicant regards as his invention

b. Must particularly point out and distinctly claim

i. Definiteness must be evaluated from perspective of a person of ordinary skill in the art in light of the specification

3. Drawings may aid in the interpretation of claim language

4. The PTO is required to give the claims their broadest reasonable interpretation consistent with the drawings as well as the specification

5. Twin Aims § 112

a. To ensure that the claims describe the applicants’ invention

i. Shouldn’t get a monopoly on more or less than you invented

b. To provide clear warnings to others as to what constitutes infringement of the patent

i. Shouldn’t be allowed to shoot an infringer without notice

6. Claim Language

a. Closed claim ( “Consisting of”

i. Encompasses another’s product that includes each of the explicitly recited elements of the claim but nothing else

ii. Ex: 

1. Claim 20-40% X, 20-40% Y and 20-40% Z

2. Product with 30%X, 30%Y, 30%Z and 10% Q does not infringe because of the addition of Q

b. Open claim ( “Comprising of” “Including” “containing”

i. Fully open claim and encompasses another’s product that includes each of the explicitly recited elements of the claims plus anything else

ii. Ex:

1. Claim: 20-40%X, 20-40%Y, and 20-40%Z

2. Product with 30% X, 30% Y, 30% Z, and 10% Q will infringe

c. Partially open claim ( “Consisting essentially of”

i. Typically precedes a list of ingredients in a composition claim or series of steps in a process claim

ii. The invention necessarily includes the listed ingredients and is open to unlisted ingredients that do not materially effect the basic and novel properties of the invention

7. Doctrine of Claim Differentiation

a. Courts presume that different claims have different scope or meaning

b. The doctrine is frequently employed to distinguish dependant claims from the independent “parent claim” with which they are related

i. Thus limitation of a dependant claim will not be read into a parent claim

c. If they were, the parent claim and the dependant claim would have the same scope and be redundant

8. Markman and Scope of Judicial Review

a. Policy concern dictate that the role of claim interpretation is to be performed by a judge rather than a jury 

i. Judges are better qualified by their legal training to do “claim construction” than lay juries

ii. Juries make determination when the credibility of adverse expert witness is potentially dispositive 

1. But there is no real need for expert witness to determine what a claim means

b. Appellate Review of Claim Interpretation

i. The CAFC held that claim construction is a purely legal question subject to a de novo standard of review

9. Interpreting and Importing

a. Importation ( Improper

i. Improper for a court to narrow a claim by adding limitation from the written description wholly apart from any need to interpret what the patentee meant by particular words or phrases in the claim

b. Interpretation ( Proper

i. Claim terms interpreted from the perspective of a person of ordinary skill in the art

c. Hoganans v. Dresser
i. Hoganas owned a patent regarding a composition of materials used to form linings for industrial furnaces and filed suit against Dresser asserting D manufactured a composition that infringes H’s patent.  Claim: “straw shaped channel forming element”  Dct improperly imported a size limitation into the meaning straw shaped.  However, the court held that there was no error in the determination of no literal infringement since H’s product used hollow fibers and D’s product used sold fibers.  

ii. CAFC interpreted “straw shaped” = hollow tubular

iii. DCT imported size limitation into term “straw shaped” to have a certain size

10. Mean + Function Claims

a. Element in a claim for a combination may be expressed as a means or step in terms of its function rather than its structure

i. Construed as covering the corresponding structure, material, or acts described in the specification

ii. The scope of the means plus function claim is confined to structures expressly disclosed in the specification and corresponding equivalents

1. Not limitless

iii. Literal Infringement

1. Test for Literal Infringement is whether the properly construed claim literally reads on the accused product or process

a. Two step analysis

i. The language of the claim must be interpreted

1. In interpreting the claim, the court is to consider three sources

a. The language of the claim

b. The specification

c. The prosecution history

i. What occurred during examination

2. The court may in some cases consider extrinsic evidence such as dictionaries and expert witness

ii. The claim as interpreted must be read on when applied to the accused device

2. Larami Corp. v. Amron
a. The court held that although the alleged infringing device was similar to the claim the chamber was not “therein” (i.e. within the housing) and thus did not literally infringe

iv. Doctrine of Equivalents

1. Judicially created

a. The goal was equity and fairness

b. The scope of a patent is not limited to its literal terms but instead embraces all equivalents to the claims described

i. Turns on whether the differences between the accused device and the claimed invention are merely insubstantial

c. If patents were always interpreted by their literal terms, their value would be greatly diminished

2. Recent and Recurring DOE Issues

a. Is the DOE fundamentally consistent with § 112

b. Is it fundamentally inconsistent with § 251-252 ( Reissue

c. Should the good faith/bad faith of the alleged infringer be a factor in applying DOE

d. Must the equivalents be known when the invention was made or can they be recently discovered

e. Is the triple identiy, Function, Way and Result of Graver Tank still the law

i. An accused product infringes if it performs substantially the same overall function in substantially the same way to yield substantially the same result

1. What is substantial

3. Warner Jenkinson v. Hilton Davis Chem. Co.

a. Involved a patent on purification process for dyes that filters impure dye at different pH levels.  HD’s claim stated pH from approximately 6-9 to distinguish from PA process operating at pH above 9.  W-J’s process operated at pH of 5.  

4. Evolution of the Law

	OLD LAW (Graver Tank)
	NEW LAW (Warner-Jenkinson)

	· Known Equivalents: an inventor could not be deemed to claim what one of skill in the art did not know at the time the patent issued.

· Where the invention was an improvement on a known process or machine, the substitution had to be known in that art as an equivalent at the time the patent issued.

· INTENT: If not developed by independent research = DOE?
· Were the result of imitation rather than experimentation or invention
	· Changed to: Whether an accused element is equivalent to a claimed element, the proper time for evaluating equivalency is when the infringement occurred.

· Changed to: Intent/method of development IRRELEVANT




5. Determining Equivalence

a. Limitations

i. Accused infringer will attempt to establish the greatest possible number of limitations to make more burdensome for patentee to establish insubstantiality 

ii. Patentee will want to minimize the number of limitations

b. Function, Way, Result Test

i. Whether the accused device performs substantially the same function, in substantially the same way, to obtain substantially the same result

c. Lopes v. Hardware 

i. The alleged infringers conceded that the current version of their panel spacers had elements corresponding to every limitation of claim 1 of the patent with one exception.  

ii. To prove infringement under the DOE the patentee had to prove that there was no substantial differences between the claimed spheres and the accused bi-frustum spacer.  The evidence of record includes the testimony of witness, some of whom testified that the accused device performs the same function and achieves the same result, but non of those witnesses testified that the accused device performs the same way

iii. Because the function/way/result test was not satisfied, the differences were not insubstantial and thus no infringement

6. Limitations on Doctrine of Equivalents

a. Prior Art

i. No infringement under the DOE if the asserted scope of equivalency would encompass the prior art

b. Prosecution History Estoppel

i. A patentee may be prevented from asserting the DOE when the patentee relinquishes subject matter during the prosecution of the patent, either by amendment or argument

1. the logic of prosecution history estoppel is that the patentee during prosecution has created a record that the fairly notifies the public that the patentee has surrendered the right to claim a particular matter

c. All-Limitations Rule ( Element by Element Analysis

i. Question of insubstantiality of differences is inapplicable if a claim limitation is totally missing from the accused device

1. If even a single claim limitation is not met, no infringement

d. Johnson & Johnston Assocs v. R.E. Serv. Co.
i. Johnston’s patent specifically limited the claims to aluminum sheet.  The specification of the patent read while aluminum is preferred metal, other metals such as steel and nickel alloys may be used.  Having disclosed without claiming the steel, Johnston could not invoke the DOE to cover the disclosed but unclaimed steel.  If you disclose something in the specification and do not claim it, then you cannot get it under the DOE.  Note the power struggle within the court.  One panel in Maxwell held that the subject matter disclosed but not claimed is dedicated to the public and cannot be reclaimed under DOE.  But another panel in YBM Magnex led by J.Newman held that Mawwell was inconsistent with Graver Tank and refused to follow it

7. Prosecution History Estopppel

a. Precludes the patentee from obtaining under DOE coverage subject matter that has been relinquished during the prosecution of its patent application

i. Prosecution History Estoppel triggered by the actions of the patentee, including claim amendments and arguments made before the patent office

ii. Prevents the DOE from vitiating the notice function of claims

1. Patentee during prosecution created a record that fairly notified the public that the patentee surrendered the right to claim particular matter as within the reach of the patent

b. Question of law reviewed de novo

c. Festo v. Shoketsu Kinzoku Kogyo

i. Issues for en banc decision by Federal Circuit

1. For purposes of determining whether an amendment to a claim creates prosecution history estoppel is a substantial reason related to patenatbility limited to those amendments made to overcome prior art under § 102 and 103 or does patentability mean any reason affecting the issuance of patent

a. A substantial reason related to patentability is not limited to overcoming or avoiding prior art but instead includes any reason which relates to the statutory requirement for a patent.  Therefore a narrowing amendment made for any reason will give rise to PHE to the amended claim

2. Under Warner Jenkinson should a voluntary claim amendment one not required by the examiner create PHE

a. Voluntary amendments are treated the same as other amendments and therefore voluntary amendment which narrow the scope of a claim will give rise to PHE

3. If a claim amendment creates prosecution history estoppel under Warner what range of equivalents if any is available under the doctrine of equivalents for the claim so amended

a. When a claim amendment creates PHE with regard to a claim element there is no range of equivalents available for the amended claim element.  Application of the DOE to the claim element is completely barred

i. Supreme court overruled this

4. When no explanation for claim amendment is established thus invoking PHE what range of equivalents if any is available under the doctrine of equivalents 

a. No range of equivalents is allowed

ii. Supreme Court rejected issue 3

1. Examine the subject matter surrendered by the narrowing amendment

2. Rebuttable Presumption – Narrowing amendment surrenders the particular equivalent in question

3. Exceptions – Patentee can potentially overcome presumption of estoppel by arguing

a. Equivalent was unforeseeable at time of application

b. Rationale underlying the amendment may bear no more than a tangential relation to the equivalent in question

c. Some other reason patentee could not reasonably be expected to have described the insubstantial substitute in question

4. In the case of a silent unexplained record for amendment

a. Place the burden on the patent holder to establish the reason for an amendment required during patent prosecution

b. The court would then decide whether the reason is sufficient to overcome PHE

c. Where no explanation is established the court should presume that the PTO had a substantial reason related to patentability for including the limiting element added by amendment

d. In unrebutted, PHE would completely bar the application of DOE as that element

5. Patentee must show that at the time of amendment person having ordinary skill in the art could not reasonably be expected to draft a claim that would have literally encompass the alleged equivalents

d. Honeywell International v. Hamilton Sundstrand Corp

i. All of the asserted independent claims were originally dependent claims that were rewritten into independent form during prosecution. The broader original independent claims were cancelled.  The amendment made during prosecution gave rise to a presumptive surrender of equivalents for the inlet guide vane limitation.  The rewriting of dependent claims into independent form coupled with the cancellation of the original independent claims created a presumption of PHE.  The judgment of infringement was vacated and remanded for determination of whether P could rebut the presumption of surrender under Festo

8. Forseeability Bar

a. A patentee may not encompass through the DOE reasonably foreseeable alterations to the claimed structure, when it had an opportunity to negotiate broader claim coverage in the PTO but did not do so

i. When one of ordinary skill in the relevant art would foresee a variation that copyists employ to evade the literal text of the claims, the rule permits the patentee to attempt to prove that an insubstantial variation warrants a finding of non-textual infringement

ii. In either event the claims themselves and the prior art erect a forseeability bar that circumscribes the protective function of non-textual infringement

iii. Thus foreseeability sets an objective standard for assessing when to apply the DOE

b. Judge Lourie disagrees

i. Raises new factual issues and often requires expert testimony as to what a person of ordinary skill would have foreseen

ii. Concept of forseeability too similar to obviousness

1. Seems counterintuitive for patentee to assert accused device was nonobvious or for accused to assert it was obvious just to be eligible for equivalence

iii. To be eligible for equivalence, device has to be not foreseeable 

v. Induced and Contributory Infringement

1. Note: there is no induced or contributory infringement without an underlying direct/literal infringement

a. Usually another party is directly infringing

2. Induced Infringement

a. § 271 provides that an act of actively inducing another to infringe a patent shall itself be treated as an act of infringement

b. Involves the active inducement of infringement of a patent by others

i. Induced infringement can only be alleged where there is some positive act of inducement by the person being sued to another of carrying out a direct infringement

1. The positive act can be instructing, directing, or advising a third party as to how to infringe

c. Since the amendment in 1984 it is considered induced infringement to supply components of a patented invention from the U.S. outside of U.S. where such combination of components would constitute infringement if done within the U.S.

i. One cannot supply from the U.S. a kit of parts with instructions to assemble them to produce something which if produced in the U.S. would be infringement

3. Contributory Infringement

a. Involves the sale, offering to sell or importation into the US of a material used in a patented process, or a component of a patented composition where the material or component is a significant part of the invention and is especially made or adapted for use in the infringement of the patent

i. The material or component cannot be suitable for any substantial use other than in the patented invention

b. C.R. Bard, Inc. v. Advanced Cardiovascular Systems
i. D sold a device to perform angioplasty

ii. P held a patent for a method of using a catheter in angioplasty

iii. Court held that summary judgment should not have been granted since there was significant non-infringing uses of the device

H. DEFENSES

i. Affirmative Defenses

1. § 282

a. the following shall be defenses in any action involving the validity or infringement of a patent shall be pleaded

i. Non-infringement, absence of liability for infringement or unenforceability

ii. Invalidity of the patent or any claim in suit on any ground specified as a condition for patentability

iii. Invalidity of the patent or any claim in suit for failure to comply with any requirement of sections 112 or 251 of this title

ii. Experimental Use Exception

1. Other countries such Japan, Germany, UK all have experimental use exception by statute

2. The TRIPS Agreement allow member country to allow experimental use exception

3. In the U.S there is a limited experimental use exception

a. However only applicable for pure scientific inquiry

i. Any commercial exploitation would be infringing

ii. Madey v. Duke University

1. Federal Circuit held that “our precedent does not immunize any conduct that is in keeping with the alleged infringer’s legitimate business, regardless of commercial implications 

2. “major research universities sponsor projects that unmistakably further the institution’s legitimate business objective, including educating and enlightening students and faculty participating in these projects…they also increase the status of the institution and lure lucrative research grants”

b. AIPLA Proposals

i. Making or using a patented invention should not be considered infringing if done to discern or discover

1. validity of patent and scope of afforded protection

2. Features, properties and inherent characteristic or advantages of the invention

3. novel methods of making or using the patented invention

4. Novel alternatives, improvements or non-infringing substitutes

ii. Making or using the invention in activities incidental to preparations for commercialization of a non-infringing alternative should also be non-infringing

c. Other Proposal of changes

i. Permits use of patented invention either free or under compulsory license depending on 


1. the nature of the advance represented by the infringement

2. the purpose of the infringing use

3. the nature of the market failure

4. the impact of the use on the patentee’s incentive and social welfare

5. the nature of the patented invention

ii. Experimenting WITH patented invention = infringement

iii. Experimenting ON patented invention = exempt from liability

iv. Research use is considered infringement however a patentee has period of 5 years in which a license research tools

iii. Misuse and Anti-Trust

1. Four types of antitrust counterclaims can be raised by patent infringement defendants

a. “Walker Process claims

b. “Handgards” –  “Sham” litigation claims

c. patent pool claims

d. tying and other related claims

2. Walker Process Claims

a. The most common antitrust counterclaims raised in patent infringement actions

b. Constitutes a violation of section 2 of the Sherman Act

i. When the patent owner obtains a patent by defrauding the PTO

ii. Than attempts to enforce the fraudulent patent through litigation

c. Policy

i. P’s who obtain a patent by fraud should not be allowed to enjoy the patent’s limited exception to the Sherman Act

iv. Inequitable Conduct

1. Applicants for patents and their attorneys owe the PTO a duty of candor, good faith, and honesty which necessitates a fair and full disclosure of material information relating to the patentability of the invention in question

a. A breach of this duty constitutes inequitable conduct and may bar enforcement of an otherwise valid patent

2. Inequitable conduct may consist of 

a. An affirmative misrepresentation

b. A misleading statement

c. Or an omission of a material information

3. Areas of particular concern

a. The statutory oath of inventorship, particularly as it relates to the question of prior public use by the inventor or his assignee

b. The citation of the known relevant prior art

c. The use of affidavits concerning the date of invention and

d. The use of affidavits presenting factual evidence on patentability

4. Analysis ( 3 Steps

a. Does the alleged non-disclosure or false information have a threshold degree of materiality

b. Was there an intent to deceive or did the non-disclosure result from negligence – gross or simple

i. A finding of gross negligence by itself does not justify an inference of intent to deceive

1. the involved conduct viewed in light of all the evidence including evidence indicative of good faith must indicate sufficient culpability to require a finding of intent to deceive

ii. The defendant has the burden of proving both elements by a clear and convincing standard

c. Do the equities in the case warrant a conclusion that inequitable conduct occurred and the otherwise valid patent declared unenforceable

i. Materiality and intent are inversely related

1. The more material the omission, the less culpable the intent required and vice versa

5. Standard of Review

a. Supreme court cases refer to intent as an issue to be resolved by a jury

b. The defense of inequitable conduct in a patent suit being entirely equitable in nature is not an issue for a jury to decide

i. The decision respecting inequitable conduct is a discretionary decision to be made by the judge on his or her own factual findings

1. Thus a disputed finding of intent to mislead or to deceive is one for the judge to resolve not the jury albeit not on summary judgment if there is a genuine dispute

c. A patentee has no right to a jury trial respecting the factual element of culpable intent as part of the defense of inequitable conduct

v. Remedies

1. Overview

a. Injunction in accordance with the principles of equity on such terms as the court deems reasonable

b. Damages adequate to compensate for the infringement

i. However in no event damages will not be less than royalty for the use

1. Court may receive expert testimony regarding what royalty would be reasonable under the circumstance

ii. The court may increase the damages up to three times the amount found by the jury

c. In exceptional cases, the court may award royalties to the prevailing party

d. No damages unless patented devices marked or notice given

e. Statute of limitations ( 6 years

2. Injunctions

a. Permanent Injunctions

i. Once the patent holder prevails on the issue of validity and infringement, the court will generally issue a permanent injunction absent a sound reason for denying it

ii. CAFC not sympathetic to the arguments against permanent injunctions

1. Held that the district court abused its discretion in excluding an infringer too small to affect the patent holder’s sales from a permanent injunction

2. Fact that a D had stopped making the infringing product not sufficient for the court not to refuse to enjoin future infringement

iii. Public interest, especially with respect to health care products, may cause court to limit the scope of permanent injunctions

iv. D’s have successfully argued against the rebuttable presumption of irreparable harm when the patent holder unreasonably delays in bringing the action

b. Preliminary Injunction

i. Prior to 1982 courts rarely granted preliminary injunction

1. Since the creation of the federal circuit, the preliminary injunction has become a powerful tool

ii. Four factor Test in granting preliminary injunction

1. the movant’s reasonable likelihood of success on the merits

2. the irreparable harm the movant will suffer if preliminary relief is denied

3. the balance of hardships tipping in its favor

4. the adverse impact on the public interest

iii. None of the factors alone is dispositive

1. weakness of one may be overcome by the strength of the others

2. the total absence of any one may be sufficient to justify denial of the preliminary injunction

iv. Preliminary Injunction are generally granted on the assumption that there is an urgent need for speedy action to protect the P’s rights

1. Delay in seeking enforcement of those rights however, tends to indicate at least a reduced need for such drastic speedy action

3. Damages

a. Damages are generally determined on lost profits

i. Panduit test for lost profit damages

1. demand for the patented product

2. absence of acceptable non-infringing substitutes

3. manufacturing and marketing capability to exploit the demand

4. the amount of profit it would have made

ii. Permits a court to infer that the lost profits claimed were in fact caused by the infringing sale

1. the patentee need only show that there was a reasonable probability that the sales would have been made “but for” the infringement

b. When a patentee is unable to prove entitlement to lost profits or an established royalty rate, it is entitled to “reasonable royalty” damages based upon a hypothetical negotiation between the patentee and infringer

i. One resulting from an arm’s length transaction between a willing licensor and willing licensee

c. Court may also award increase damages, attorney fees, and prejudgment interest when appropriate

d. Speculative Profits

i. A patentee may recover projected future losses but those projection must not be speculative

1. Burden of proving future injury is commensurately greater than that for damages already incurred for the future always harbor unknowns

e. Increased damages

i. § 284 authorizes the court to increase damages up to three times the amount found or assessed but prescribes no standards for such increase

1. The primary consideration is whether the infringer acting in good faith and upon due inquiry had sound reason to believe that it had the right to act in the manner that was found to be infringing

2. Whether a prudent person would have had sound reason to believe that the patent was not infringed or was invalid or unenforceable and would be so held if litigated

a. A factor to be considered is whether the infringer relied on legal advice

I. DESIGN PATENTS

i. Overview

1. Design patent issued for any new and nonobvious ornamental design for an article of manufacture

2. protects only the appearance of the article, but not its structural or functional features

3. Term

a. 14 years from grant

4. No fees are necessary to maintain a design patent

5. Drawing must clearly depict the appearance, since the drawing defines the scope of patent protection

6. Design patent may only cover the decorative or ornamental features of a product

a. Not the functional aspects

7. Possible to obtain both design and utility patents for the same invention

a. Each protect different aspects of the invention
ii. Comparison to Utility Patents:

	
	Utility Patent
	Design Patent

	Purpose
	Useful inventions
	Ornamental Design

	Term
	20 years
	14 years

	Specification
	Written description
	Drawings

	Claim
	Words
	Drawing

	Construction
	Literal terms of claim as understood by person/ordinary skill
	The overall visual impression of its ornamental features by user


iii. Comparison to Trade Dress:

	
	Design Patent
	Trade Dress

	Basis/Protect
	Novel design
	Distinctiveness

	How protect
	File application w/. PTO and receive grant
	Use in commerce

	Length
	14 years – use not required
	As long as being used as TM

	Time and Money
	About a year – moderately expensive
	Immediate – just use (can also register)

	Protect Against
	A resemblance such as to deceive an ordinary observer
	Competing use which cause source confusion


iv. Scope of Protection

1. CAFC Test

a. Compare the ornamental features of the patented design, as shown in all the drawings, to the features of the alleged infringing product visible at any time during normal use of the product and

b. Assess if the resemblance as such point is such as to deceive an ordinary observer giving such attention as a purchaser usually gives inducing him to purchase one supposing it to be the other

c. The accused design must also contain substantially the same points of novelty that distinguished the patented design from prior art

i. The points of novelty relate to differences from prior designs, and are usually determinable based on the prosecution history

J. REISSUE & REEXAMINATION

i. the alternative to litigation for determining the scope of the claims and certain validity questions

ii. Reexamination

1. the statute authorizes reexamination only when there is a substantial new question of patentability

2. A second examination on the identical ground that had been previously raised and overcome is barred

a. Thus once it becomes apparent that there is no new question of patentability, it is improper to conduct reexamination on an old question that had been finally resolved during the initial examination

iii. Reissue

1. If due to error without any deceptive intent an issued patent is wholly or partly inoperative or invalid due to 


a. A defective specification or drawing

b. The patentee claimed more that he was entitled to

c. The patentee claimed less that he was entitled to

2. Than the patentee may obtain a new amended patent for the remainder of the original term of the patent

a. However the scope of the claims may be enlarged only if reissue is applied for within two years of the grant of the original patent

3. Third parties can not be held to have infringed claims in the reissue patent not identical to claims in the original patent prior to reissue and may be allowed to infringe non-identical claims after re-issue

	
	REEXAMINATION
	REISSUE

	Applicable Statutes
	§ 302 et seq
	§ 251 et seq

	Who requests
	Any person
	Patentee ex parte

	Basis for request
	Substantial new question of patentability
	If the patent is inoperative or invalid – Maybe you claimed too much/ too little (most common basis for reissue)

	Scope of Review
	New prior art patents and PP’s
	“No new matter”

	Presume Validity
	NO – it doesn’t matter if PTO considered prior art or not.  Makes no difference w/ respect to strength of patent’s validity.  Claims enjoy no presumption of validity
	NO

	Broadening of Claims
	Never - § 305 - 
	YES – if sought w/in 2 years.  Can ask for more in the reissued patent.  

	Intervening Rights – one of most important things
	YES - § 307(b)
	YES - § 252

	Duration of “new” patent
	Same (original term) – does not extend the life of the patent.  
	Unexpired term


iv. Intervening Rights

1. Section 252 provides for two separate and distinct defenses

a. Absolute intervening rights 

i. Gives an accused infringer the absolute right to use or sell a product that was made used or purchased before the grant of the reissue patent as long as this activity does not infringe a claim of the reissue patent that was in the original patent

1. The right is absolute

a. No exercise of judicial discretion is required or permitted

b. Equitable Intervening Rights

i. Permits the trial court to allow the continued manufacture use or sale of additional products covered by the reissue patent provided the defendant made, purchased, or used identical products or made substantial preparations to make, use, or sell identical products before the reissue date

1. This right is not absolute

a. The trial court may provide for the continued manufacture, use or sale to the extent and under such terms as the court deems equitable for the protection of investments made or business commenced
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