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J.C.

Trade Secret

[Tort Based;  Exclusively State Law (generally)]

A.  Policy

( Patents vs. Trade Secret

	Patents
	Trade Secret

	invention publicly disclosed
	no disclosure

	protection after 2-8 years (patent examination); expensive
	little expense

	expires (20 years from application);
	lasts indefinitely

	exclusivity (no reverse engineering allowed).
	easy to lose; no exclusivity (independent development and reverse engineering allowed)


( State Unfair Competition Law

· protects trade secrets;  prohibits “passing off”, prevents “industrial espionage”

· upholds non-disclosure agreements, non-compete agreements

( Federal Law:  Economic Espionage Act;  National Stolen Property Act

( Theories:

· Utilitarian (property based):  protection against theft of trade secret encourages investment in such information.

· Duty (tort based):  deterrence of wrongful acts. [Unfair Competition rationale]

B.  Misappropriation of Trade Secrets:   elements: 

1. ( possessed a trade secret: [subject matter]

a.  Any Information:  formula, pattern, device, process, business plan, or compilation of information.

· Need not be novel (combination of public information may be protected)

· Need not be technical (e.g. customer lists protected); negative info (e.g. failed experiments)

b. Value:  cost savings, increased profits, cost of acquisition; (gives ( advantage over competitors)

· e.g. relevant evidence:  money expended to acquire the info.

c.  Secret:  unpublished; not easily ascertainable by public thru proper means.

· Reasonable Efforts to Maintain Secrecy: 

· company policies and procedures;

· employment agreements; nondisclosure agreements

· Not total secrecy, but controlled disclosure.

· “Limited number of outsiders for a particular purpose”

· Disclosure of Trade Secrets:  no protection when public disclosure of the trade secret thru:

· Publication

· Sale of Product which embodies the Trade Secret (Reverse Engineering)

· Disclosure by Another

· Inadvertent Disclosure by Owner

· Compelled Disclosure by Gov’t

2. ( obtained the trade secret thru Improper Means:  

· Means which fall below a generally accepted standard of commercial morality (need not be illegal)

· e.g.: confidential relationship; theft; industrial espionage; inappropriate business conduct.

· Confidential Relationship:

· Express agreement prior to disclosure

· Issuance of patent does not extinguish the confidential obligation.

· Must abide by contract even when trade secret becomes public.

· Implied:  

a.  ( had reason to know disclosure was in confidence, and 

b.  ( was reasonable in inferring ( consented to obligation of confidentiality.

· Reverse Engineering not considered “inappropriate business conduct”

· May prevent reverse engineering by license / contract.

· Departing Employees

· Employee’s general knowledge, skill, and experience are not trade secrets.

· Noncompetition agreements:

· Restraint no greater than necessary to protect employer’s interests.

· Restraint not unduly harsh to employee.

· Restrain reasonable from standpoint of public policy.

· Reasonable if limited in:  scope of prohibited activities; geography; and time

· California:  Noncompete agreement disfavored.

· Employer vs. Employee in ownership of invention:

· Presumption: inventor (employee) owns the invention

· Exceptions: 

· Explicit assignment

· “Trailer clauses” (inventions made after termination of employment):  enforceable only if reasonable.

· Implicit assignment:  employer hires / directs employee to make the specific invention.

· Shop rights: when employer has contributed to the development of the invention, employer & employee “share”

· may be thought of as implied license; or

· may be thought of as right in equity and fairness.

· Nondisclosure agreements

· Some jdx:  Even publication may not waive trade secret protection if ( improperly got the info from (:

· Underscores the unfair competition (tort) rationale.

C.  Remedies

1.  Criminal Laws (e.g. Industrial Espionage Act)


2.  Civil Action by Attorney General to Enjoin Violation


3.  Civil Action under State Law

· Injunction:  duration may be:

· until secret is actually disclosed; or

· until secret is likely to be disclosed (reasonable time). (“head start” injunction)

· Seizure of documents, files, computers, software, etc.

· Damages:  [Lost profits;  Restitution of (’s profits;  Imposed Royalty;  Cost of add’l security measures]

Patent 

[Property Based;  Exclusively Federal Law]

( Major Players in the US Patent System:

	Patent Prosecution
	Infringement Litigation

	US Patent Office:

· Examination conducted ex parte

· Decisions (e.g. rejection, priority) can be appealed to USPTO Board of Patent Appeals and Interferences (no mechanism for 3rd persons to participate)
	US Patent Office:  None

	US Courts:  

· Applicant can further appeal rejection to CAFC either directly or by way of US District Court.
	US Courts: 

· Infringement suit;  Federal courts have exclusive jdx.

· (’s typical defenses:  no infringement;  patent invalid;  fraud in obtaining patent.

· Appeals go to CAFC, which has exclusive jdx over all appeals over patent cases.


A.  Policy

(Const:  Article I, § 8:  “to promote the progress of science and useful arts”:

· Quid pro quo:  gov’t grants monopoly for limited time in exchange for disclosure of the invention.


( Negative right:  prevents others from making, using, selling, or offering to sell invention described in the patent.

· Duration:  20 years from date of application

· Geographical coverage:  U.S. (no extra territoriality)

(Patent Application includes:


1.  a specification:  written description;  enablement;  best mode;  claims


2.  a drawing


3.  an oath by the applicant.

(Issued patents carry a presumption of validity (all required disclosure presumed to have been proper);

· Challenger of the patent must prove invalidity by clear and convincing evidence.

B.  Elements of Patentability

0.  Applicant must be the Actual Inventor.


1.  Patentable Subject Matter (“anything under the sun made by man”)

· Not merely idea or abstraction (excluded: laws of nature, natural phenomena, mineral, plant discovered in wild) 

· Made by man (not naturally occurring)

· Naturally occurring things may be patented if “made by man” in a usable (“isolated & purified”) state.

· Also, process for extracting naturally occurring things are patentable.

· Specified category:  Process;  Machine;  Manufacture;  Composition of Matter

· Micro-organism deemed patentable subject matter:  “a product of human ingenuity, not nature’s handiwork” 

· Business Methods (and computer programs) deemed patentable (State Street)


2.  Utility
· Utility & Enablement:  invention lacking utility cannot be enabled (can’t teach how it works if it doesn’t work)

· Actual reduction to practice (in pharmaceutical cases):  one may not know whether a pill will work until it’s tested.

· Substantial Utility required.  (utility that defines a “real world” use)

· Policy:  Public is not benefited by invention w/ no substantial utility (quid pro quo)

· If further research is needed to confirm a “real world” use, no substantial utility.

· Chemical / Pharmacological compounds:  absolute proof not required;  only “reasonable probability” required;  substantial utility shows reduction to practice.

· Specific Utility required.

· Policy:  Unless there’s specific benefit, the invention may cover too broad a field (public not benefited by such a broad monopoly).

· Credible Utility required.

· Reliability of statement based on logic and facts offered to support assertion of utility.

· Potential utility is not enough (also, process for making a product w/ potential utility is not enough)

· Types:

· General Utility (capable of doing something)
· Specific Utility (operability;  does the invention work as specified?)
· Beneficial (Practical Utility):  social value
· Rarely used as a basis for rejection anymore (previously used to reject gambling devices).
· Utility must be affirmatively disclosed (or “well known, immediately apparent, or implied by the spec’s disclosure”)
· Any practical utility is usu. enough (patent will not be withheld even tho invention works only in an experiment)
· Pharmaceuticals:  some cases question whether lab promise is enough.

3.  Novelty and Statutory Bars (§102)

( Novelty (§102(a)):  ([policy:  no entitlement to patent b/c the inventor has not contributed to the store of knowledge]

· Focus:  Acts by someone else (other than the inventor)

· Known or used by someone else in the US (knowledge or use accessible to the public)

· Patented or Described in a Printed Publication anywhere in the world (generally by someone else)

· Critical Date:  Date of Invention by the applicant

· “Anticipation”:  Strict (substantial) Identity:  single prior source must contain all the essential elements (claims)

· Anticipation cannot be shown by combining more than one reference.  (i.e. close isn’t good enough)

· Two step analysis:

· claim construction

· comparing claims to prior art

· “Public Use” (the use in §102(a) Novelty requires more public-ness than §102(b) Statutory Bar.)

· Does not depend on # of persons to whom the use is known (i.e. if the inventor gives or sells without limitation or restriction (or injunction or secrecy), and it is used in public, it may be public use even tho the use and knowledge of the use may be confined to one person.

· Some inventions are by their nature cannot be seen or observed by the public eye.  Nevertheless, if the inventor sells the invention without restriction of any count, the use is a public one.


( Statutory Bar (§102(b)): ([policy:  encourage the inventor to enter the patent system promptly;  avoid public reliance on unpatented inventions]

· Focus:  Acts by anybody (including the inventor)

· In public use in the US (does not have to be very “public”;  may even require less public-ness than §102(a))

· Inventor’s own prior commercial use, even if it’s kept secret, may bar patent if more than 1 year b/f application

· However, when the prior use is that of 3rd person, it must not be secret (no obligation of secrecy).

· Work done openly without deliberate attempt at concealment. (public use even if no one finds out about it)

· On sale in the US (commercial offer for sale under UCC)

· Patented or Described in a Printed Publication anywhere in the world (by anyone (inventor or a 3rd person))

· Critical Date:  1 year prior to filing US patent application

· “Printed Publication”

· does not require that it be either “printed” or “published”

· “Dissemination and  “Public Accessibility” are key:

· must have been “sufficiently accessible” to public interested in the art b/f the critical date.

· Relevant factors (re: public display, e.g. trade presentation): (Klopfenstein)

· length of time “display” was exhibited

· expertise of the target audience

· reasonable expectation that material displayed would not be copied

· ease w/ which the material displayed could be copied



( Experimental Use Exception (usu. with respect to the patent applicant’s own experiment)




rationale:  bona fide effort to bring the invention to perfection.

· Factors:

· nature of activity that occurred in public

· public access to and knowledge of the public use

· confidentiality obligation imposed on persons who observed the use

· progress records or other indicia of experimental use

· who conducted the experiments (inventor OR buyer (for his own knowledge))

· how many tests were conducted & for how long

· was [full] payment made for product used in tests

· was the use/sale primarily to test usefulness of invention or to test potential market



( Priority Rules and the First to Invent

· Steps in the Inventive Process


1.  Conception; Corroboration (evidence of conception)


2.  Reduction to Practice (date of the invention.

· Actual:  Produces an “embodiment” (device that works as intended (e.g. successful test run is proof) 

· Constructive:  filing a complete patent application.

· Priority (102(g)):

· If first to conceive was also the first to reduce to practice (or exercised “reasonable diligence”), s/he get the patent unless s/he abandoned, suppressed, or concealed.

· If first to conceive did not exercise reasonable diligence (also did not reduce to practice), first to reduce to practice gets the patent unless s/he abandoned, suppressed, or concealed.

· §119, 120:  Benefit of Earlier Filing Date:  foreign patent application date may be used as the priority date (cannot be more than 1 year prior to US filing, however).

· “Interference”:  PTO proceeding to determine priority.


4.  Nonobviousness [basic concept:  not all new & useful inventions are “worthy” enough] (important req. of Patentability.



The invention as a whole would have been obvious at the time to a person skilled in the art.



( Graham analysis:




i.   determine the scope of the prior art




ii.  determine the scope of the claims at issue




iii. identify the differences




iv.  establish the “level of ordinary skill” in the art




v.  against this background, determine whether the invention would have been obvious to a person of ordinary 

     skill at the time invention was made. (question of law)



a.  Combining References:
 Must find prior art which suggests the extension of the principal prior art, or provides 

motivation to combine several prior arts.



b.  “Secondary” Considerations

· commercial success

· long felt, but unsolved needs

· failure of others

· teaching away (?)

· praise w/in the technical community

· deliberate copying

· “Terminal disclaimer”:  When double patenting (obviousness) rejection is made, applicant may save the 2nd patent by “disclaiming” patent protection beyond the expiration of the term of the 1st patent.

· §103(c) recently amended to exclude some prior art from §103 (nonobviousness) consideration if the prior art arose from a joint research agreement.


5.  Describing and Enabling the Invention (§112)

· Enabling Disclosure: showing in “full, clear, concise, and exact terms” how to make and use the invention (scope of what is claimed) without undue experimentation.

· Best Mode:  2 part test:

· whether, at the time the inventor filed his patent application, he knew of a mode of practicing the invention that he considered to be better than any other (subjective)

· compare what he knew with what he disclosed (i.e. did inventor try to conceal best mode?) (objective)

· Written Description: must show that the inventor “fully possessed” the invention (invented what is claimed) when the application was filed.

C.  Patent Infringement (must fit element by element (literal or equivalent)) [patents have presumption of validity]


Infringement occurs when someone makes, uses, sells, or offers to sell the patented invention within the US.


1.  Claim Interpretation (Construction)

· Claims must set forth what the applicant regards as his invention and must be sufficiently definite (sufficient particularity and distinctness).

· Court must interpret a claim;  court should not add or import a limitation.



a.  Interpretive Sources:  




i.  Intrinsic Sources:  (the 3 primary sources

· Claim Language:   if a claim recites a general structure without limiting that structure to specific subset of structures, the claim covers all known types of that structure (it will not be limited to what appears in the written description.)

· Patent Specification

· Prosecution History




ii. Extrinsic Evidence:  e.g. expert testimony, technical treatises

· Extrinsic evidence is only proper where intrinsic evidence does not resolve the ambiguities. 



b.  Canons of Construction




i.   Claim-Specification Relationship:  

· one may not read a limitation into a claim from the written description; but

· one may look to written description to define a term already in a claim limitation.




ii.  Patentee as Lexicographer:   

· 2 situations to require entry of a definition other than its ordinary meaning:

· where patentee has clearly set forth an explicit definition for a claim term;

· where claim term is so unclear (scope of the term cannot be ascertained from claim alone)




iii. Claim Differentiation:  construction of a claim that would render another claim redundant is to be avoided.




iv. Presumptive Breadth: 

· claim should be interpreted so as to preserve its validity

· if a claim is subject to two viable alternative interpretations, the narrower one should apply.  (only applies where two equally plausible meanings for a claim term are possible)


c.  Interpretive Procedures:  Claim construction is a question of law.  Markman


2.  Types of Infringer:

a.  Direct:  actually makes, uses, sells, or offers to sell

b.  Induced:  actively induces someone else to directly infringe (intent important;  must know of the patent)

c.  Contributory:  sells or offers to sell a non-patented component of a patented machine which has no substantial non-

infringing use.

3.  Types of Infringement:

a.  Literal:  where every limitation of the claim is found in the accused device (patent claim “reads on” the accused 

  product;  close isn’t good enough; identity must be “substantial”).

b.  Doctrine of Equivalents:  accused device performs substantially the same function in substantially the same way to obtain the same result.  

· Goal: equity, fairness:  patent covers any unimportant and insubstantial substitutes for certain elements

· Proper time for evaluating equivalence is at the time of infringement, not at the time the patent was issued.

· Inventor could not be deemed to claim what one of ordinary skill in the art did not know at the time the patent issued.
· Limits of Doctrine of Equivalents:
· No infringement if asserted scope of equivalent encompass a prior art
· Prosecution History Estoppel:  applicant relinquishes subject matter during the prosecution of the patent (either by amendment or argument).  (notice to the public that the subject matter is surrendered)
· If no reason is given for an amendment, there is a presumption that there was substantial reason for such amendment.  (presumed barred.  Also, any reason is qualifies to bar (not merely one trying to avoid prior art).  
· Also, voluntary amendment qualifies to bar.  To overcome the bar, the patentee must:
· show that at the time of the amendment, the alleged equivalent was “unforeseeable”
· or show that rationale underlying the amendment was bears little relation (“tangential relations”) to equivalent in question.

· Cannot assert disclosed but unclaimed limitation.  (such disclosure is dedicated to the public, and can’t be reclaimed under doctrine of equivalents).
· “Reverse” Doctrine of Equivalents:  no infringement where a device performs the same or similar function in a substantially  different way, but nevertheless falls within the literal words of the claim.

· Equivalents for Means-Plus-Function Claims

· Means-Plus-Function claim:  expressed as a means or step for performing a specified function without the recital of structure or material in support thereof.

· “means for” is a signal to turn to specification in order to define the invention.  Patentee’s invention does not capture all means, only those actually disclosed in the specification (and equivalents thereof).

D.  Defenses

1.  “Experimental Use” Defense (usu. with respect to the infringer’s experiments):

· [Purpose of the use]: Use that does not commercially benefit (.  (does not further (’s business objectives)

· Experiment WITH patented invention = infringement

· Experiment ON patented invention = exempt from liability.

 
2.  Inequitable Conduct:  (if found, the entire patent is unenforceable)

· Applicant owe the PTO a duty of candor, good faith, and honesty which necessitates fair and full disclosure.

· Breach of this duty constitutes inequitable conduct that may bar enforcement of an otherwise valid patent.

· May consist of an affirmative misrepresentation, misleading statement, or an omission of material info.

· Analysis:  (must be proved w/ clear and convincing evidence)

i.   Materiality of the info not disclosed or falsified.

ii.  Intent to deceive, or result of mere negligence

iii. Balancing (equities):  materiality and intent.


3.  Patent Misuse:  Patentee may not limit use of patent article by a mere notice attached to the article (e.g. cannot  set a price at 

  which the patented article must be sold after the first sale of it). [similar to first-sales doctrine]


(Independent Creation is Not a Defense to Patent Infringement


(Affirmative Defenses (§282):

· Noninfringement, unenforceability

· Invalid patent (e.g. failure to comply w/ disclosure requirements)

E.  Remedies

1.  Injunctions  (presumption of irreparable harm)

· Preliminary Injunction:  4 factor test:

· movant’s reasonable likelihood of success on merits

· irreparable harm if injunction denied

· balance of hardship (( & ()

· not against public interest


2.  Damages:  Reasonable Royalty and Lost Profits

· Reasonable royalty:  minimum amount recoverable. (royalty from a negotiation b/t a willing licensor and licensee)

· increased damages (up to 3x; depends on good faith of the infringer), attorney’s fee, interest.

· Lost Profit Damages (past and future;  must not be speculative) factors:

· demand for patented product

· absence of acceptable non-infringing substitute

· mfg and marketing capability to exploit demand

· amount of profit ( would’ve made (but for the infringement)

· No damages unless patented devices “marked” or notice given.

· Statute of Limitations:  6 years.

F.  Post Grant Procedures

1.  Reexamination:  primarily for reconsidering validity of an issued patent based on prior art not considered by the examiner 

   during the initial examination.  (any person may request reexamination;  reexamined ex parte, as usu.).


2.  Reissue:  used to correct errors in invalid patent (errors w/o deceptive intent) (only the patentee may request reissue)

· Purpose:  to permit efficient resolution of patent validity w/o litigation.

· No new matter may be introduced.

· May broaden claim if filed w/in 2 years.

· Intervening Rights (§252:  reissue (b/c original patent has errors, w/o any deceptive intent)):  accused infringer has:

· absolute right to use or sell a product that was made, used, or purchased b/f the grant of the reissue patent as long as this activity does not infringe a claim of the reissue patent that was in the original (defective) patent.

· equitable right to continue manufacture, use, or sale of products covered by the reissue patent provided the ( made, purchased, or used identical products (or made substantial preparations to make, use, or sell) b/f the reissue date (to the extent equitable to protect business investment made).

Copyright 

[Property Based; Nearly Exclusively Federal Law]

A.  Policy
(Const:  Article I, § 8:  “to promote the progress of science and useful arts”:

· Quid pro quo:  gov’t grants monopoly for limited time in exchange for disclosure of the “writings” (expressions).

(Utilitarian view:  Balance of:

· Incentive to creators of works

· Increase access to culture, knowledge, and entertainment. (encourage one to build upon ideas of others)

B.  Requirements of Copyright

0.  Copyrightable Subject Matter
( Limitations on Copyrightability:  Distinguishing Function and Expression



a.  Idea-Expression Dichotomy

· “Merger”:  If an idea can be expressed in only a single way, protecting the expression would be tantamount to protecting the idea. [idea behind the work merges w/ the expression] (e.g. accounting methods;  contest rules)

· Patent protects that which the copyright does not.

· Blank forms are not copyrightable.

(  Scenes a fair:  excludes copyright protection for “incidents, characters, or settings which are as a practical matter indispensable (or at least a standard) in a given topic.  E.g. parties, alcohol, co-eds are natural elements in a story about college frat.



b.  Useful Article Doctrine [particularly relevant in “sculptural works”]

· “Not merely to portray the appearance of the article” (physical or conceptual separability)

· “Is the design influenced by utilitarian concerns?”

· “Identified separately & capable of existing independently of the utility”

· Conceptual separability:  “stimulates in the mid of the beholder a concept that is separate from the concept evoked by its utilitarian function”

· Alternative:  

· Design patents

· Requirements:  Original;  Ornamental (must be visible during normal use, cannot be functional);  New;  Nonobvious

· Infringement:  “substantially similar” as a whole (no element to element analysis)

· Trade Dress (product configuration) (secondary meaning required in a product design)



c.  Government Works

· No copyright for works prepared by an officer or employee of US Gov’t as part of official duties

· Gov’t can acquire copyright by transfer.



( Categories (Domain and Scope of Copyright Protection)




a.  Literary Works (does not connote any requirement of literary merit or qualitative value)

· characters may be copyrighted (more developed the character, better the copyright)



b.  Pictorial, Graphic, and Sculptural Works




c.  Architectural Works:  overall form and elements, not individual features.  (also, not functional parts).




d.  Dramatic, Pantomime, and Choreographic Works



e.  Musical Works and Sound Recordings

· Musical Compositions subject to compulsory license once they have been released to public

· No compulsory license requirements for Sound Recordings.




f.  Motion Pictures and Other Audiovisual Works




g.  Derivative Works and Compilations

· Substantial similarity of “Total concept and feel”:  (e.g. in case involving “mood” of greeting cards)

( Things that are not copyrightable:

· Titles, names, short phrases, slogans;  

· familiar symbols or designs;  

· mere variations of typographic ornamentation, lettering, or coloring


1.  Original Works of Authorship (minimal level of creativity; only enough to be recognized as “his own” creation.)

· “Sweat of the Brow” Doctrine rejected (works must be original): (thin protection for factual compilation)

· All that is copyrightable in a factual compilation is the selection, coordination, or arrangement of facts.

· To be copyrightable, factual compilations must reflect “exercise of judgment”.  (e.g. infused w/ opinions)

· Maps:  eligible for protection as long as original works of authorship (thin protection).

· some maps (e.g. satellite photographs) lack originality (( not protected).

· Unlike patents, copyright does not prevent independent work identical w/ the copyrighted work.


2.  Fixation in a Tangible Medium of Expression

3.  Formalities



a.  Notice: (c) notice not required for protection.  (after 1989)



b.  Publication:  not required (after 1989)



c.  Registration:  not required for protection, altho registration has advantages:

· Registration provides for higher statutory damages in some cases

· Registration provides notice, and negates claims of innocent infringement

· Registration dates the work, provides prima facie evidence of validity



d.  Deposit:  no longer required.

C.  Ownership and Duration

1.  Initial Ownership of Copyrights:  author


      (Exceptions: 



a.  Works for Hire:  employer is the author unless expressly agreed otherwise.

i.   work prepared by an employee (based on law of agency) within the scope of his employment; or

· “employee”:  Factors:  control;  source of tools;  location of work;  benefits;  tax treatment

· “within scope of employment”:  kind of work;  time and space of work;  purpose to serve.

· Teacher exception:  professors own their work (usu.).

ii.  work specially ordered or commissioned for use. (9 categories):

· collective work; motion picture (or other audiovisual work); translation; supplementary work;  compilation; instructional text; test; answer material for a test; or atlas.

· written agreement sign by both parties required.

· Some jdx require agreement prior to creation;  others allow post creation.



b.  Joint Works (contributions merged into inseparable or interdependent parts of a unitary whole):  co-owners (equal rts)

· Copyrightable work;  2 or more “authors”; and
· Intent (to be joint authors) required:

· Mere collaboration insufficient

· Decision making authority over content crucial



c.  Collective (or derivative) Works:  

· copyright extends only to the material contributed by the author of such collective work, as distinguished from preexisting material used in the work.  (“revision” of the collective work allowed)

· E.g.: newspaper article:  inclusion of the original collective work in a subsequent database was not a “revision” of the original collective work, and the individual copyright owner (of an article) could sue for infringement.


2.  Duration and Renewal

· work created after January, 1978, automatically protected for (last surviving) author’s life plus 70 years.

· for works made for hire (and for anonymous / pseudonymous works):  95 years from publication or 120 years from creation, whichever is shorter.

· Elred case:  retroactive extension of duration of protection allowed (still “limited”)


3.  Division, Transfer, and Termination of Transfers

· Copyright ownership or permission may be granted by contract or by policy (e.g. school policy).

D.  Copyright Infringement (Traditional Rights of Copyright Owners)

(Unlike patents, copyrights do not give owners exclusive right to make or use the thing copyrighted.  Rather, they give author only the right to prevent unauthorized copying.


1.  Right to Make Copies



a.  Copying

· Indirect copying:  (i) ( had access to the copyrighted work, and (ii) sufficient similarities b/t the works.

· However, independent creation allowed. (defense.  (however, subconscious copying is still copying.)

· Further, similarities may be due to the fact that both works are derived from a public domain work.

· “Striking similarity” can result in inference of access. ((infringement)



b.  Improper Appropriation:  not an exact copying, but appropriating significant portion of the originality. (e.g. “style”)

· issue is whether similarity relates to matter which constitute substantial portion of (’s work (not whether such material constitutes a substantial portion of (’s work)


2.  Right to Prepare Derivative Works

· E.g.:  translation, dramatization, fictionalization, etc.

· Derivative work cannot be protected unless the underlying copyright material has been used lawfully.


3.  Distribution Right (sale, rental)

· First Sale Doctrine:  owner of a particular copy is entitled to sell that copy without permission.

· Exceptions:  music rental;  software rental.

· There can be distribution w/o copying


4.  Public Performance (anything that moves; including movies) and Display (nonmoving; exclude sound) Rights

· Public:  a place open to the public or a gather of a substantial number of persons (not family / friends)

· Exceptions:

· Education;  Religious;  certain charitable performances

· Music performance with no commercial advantage (e.g. CD stores (no entrance fee))

· Mere reception of broadcast in public

· Display Right Exception:

· owner of a particular copy is entitled to display the copy publicly to viewers present at the place where copy is located.  (i.e. cannot broadcast)


5.  Moral Rights (e.g. Berne Convention, state laws, Visual Artists Rights Act)

· Integrity:  prevent distortion, mutilation, destruction

· Attribution:  claim or disclaim authorship

· Disclosure:  when, how to make public


6.  Contributory and Vicarious Infringement

· Contributory Infringement

· Encourages or assists the infringement

· Knowledge (or reason to know) of infringement necessary.

· No contributory infringement if the product is widely used for legitimate purposes. Sony.

· Vicarious Infringement

· Right and ability to supervise the infringing activity

· Receive direct financial benefit from infringement

· Knowledge of infringement not necessary

E.  Defenses

1.  Fair Use

· Four Factors (to determine fair use):

· Purpose and character of use (e.g. satire, noncommercial, “transformative use”, etc.)

· Nature of the copyrighted work:

· News report:  public interest in dissemination

· Unpublished:  courts protective of the original author

· Amount and substantiality of portion used

· Effect on marketability (also, ease to which permission can be requested)



( Videotaping:  time-shifting allowed (Sony)



( Photocopying:  use the four factors.  



( Parodies

· Parodies vs. Satire

· Some court hold that Parodies are fair use, whereas Satire is not.

· Parodies:  comical imitation that ridicule the work being imitated

· Satire:  comical imitation that comments on a different subject.

· Fair Use includes:

· criticism, comment, news reporting, comparative advertising, “ephemeral copies”

· teaching, scholarship, research; library archiving

· computer (essential step / archive);  computer (maintenance / repair)


2.  Other Defenses:  Independent creation;  Consent;  Inequitable conduct (of CR owner);  Copyright misuse (by CR owner)

F.  Digital Copyright Law
( Audio Home Recording Act: requires sellers and importers of blank media (e.g. CDs) to pay royalty.

( Digital Millennium Copyright Act (DMCA):  

· Prohibits devices that:

· are primarily designed to circumvent of security measures (for copying or access))

· have only limited commercial purpose other than to circumvent; or

· are marketed for use in circumventing.

· Exceptions:  research, software testing, etc.

· Online service provider liability

G.  Remedies
· Damages (actual damages and profit, OR statutory);  

· When ( proves revenue derived from infringement, burden shifts to ( to prove costs to be deducted to calculate the profit.

· Statutory damage usu. b/t $750 and $30k per work (no more than $150k; can be reduced to $200).

· Injunction (irreparable harm presumed if infringement proven (Maj.))

· movant’s reasonable likelihood of success on merits

· irreparable harm if injunction denied

· balance of hardship (( & ()

· not against public interest

· Seizure / Impoundment;  

· Costs / attorney fees. (copyright must’ve been registered b/f infringement or w/in 3 months after first publication)

· Statute of Limitations:  3 years for civil;  5 years for criminal.

· Courts divided in whether repeated infringement is a single continuing wrong or multiple.

· Tolled if ( concealed infringement, or if a reasonable ( would not have discovered infringement.

Trademark 

[Tort Based (protection against dilution may be quasi-property); Primarily Federal Law (state law not preempted)]

A.  Policy
· Unlike Patents and Copyrights (which is primarily property based), Trademark is tort based.

· Trademark:  about “unfair competition” and “consumer fraud”

· In US, trademark rights are based on use in commerce (as opposed to mere registration)

· Priority of use determines entitlement of exclusive use.  (race to the marketplace)  Exclusive right endures as long as use continues and is lost when use is abandoned.

· Protection extends to where there is likelihood of confusion, mistake, or deception as t o source of the goods or services.

· Neither “infringement” and “unfair competition” can occur in absence of a “likelihood of confusion”

· Benefits of trademarks:

· Reduction of consumer “search costs”

· Incentive for business to produce quality goods

· Possible harm:  May discourage competition unfairly.

B.  Requirements of Trademark (Establishing TM):  Anything (symbol, device) that identifies the source (even if the source is unknown).


(Establishing Trademark:

· By filing an intent-to-use:  No.  merely reserves potential rights.

· Making nominal use:  No (not anymore)

· Making bona fide use (w/ or w/o registering):  Yes

· Mere registration of a foreign mark without any use in US commerce:  Yes.


1.  Distinctiveness:  Must be distinctive (inherent or acquired)


(Level of Trademark Strength:



1.  Fanciful (e.g. Kodak) or Arbitrary (e.g. Apple Computer): Protectable



2.  Suggestive (requires imagination to reach conclusion as to quality of a product; e.g. Roach Motel): Protectable



3.  Descriptive (merely describes quality or char. of a product):  Protectable w/ 2ndary meaning

· anyone is free to use the term in its primary, descriptive sense (so long as no confusion as to source)



4.  Generic (connotes the basic nature of the product):  Never protectable

· Things that are may serve as a trademark if secondary meaning is acquired:  (these may have utility, in which case it may not be a trademark.) (however, functionality is not an absolute bar to trademark protection)

· Colors;  Fragrance;  Sounds;  Geographic;  Personal Name;  Product Design ( These are not inherently distinctive (may acquire distinctiveness thru 2ndary meaning).

· only protectable after acquiring 2ndary meaning (no “2ndary meaning in the making”)

· Evidence of secondary meaning (identify the source of the product, rather than the product itself):

· advertising expenditure

· consumer studies

· sales success

· length and exclusivity of use

· unsolicited media coverage

· intentional copying


( Trade Dress and Product Configurations:  may be inherently distinctive (but usu. requires 2ndary meaning).

· Product Packaging and Restaurant Décor: can be inherently distinctive

· Product Design and Colors: cannot be inherently distinctive (requires 2ndary meaning)

(Trademark law and [patents / copyrights]:

· General Policy: trademark laws should not be used to extend protect for things that can be protected by patens or copyrights.  Dastar
· Once a design patent expires, competitors are free to use it.  The design likely cannot be used as a trademark b/c it would be like extending an expired patent w/ trademark law.  (unfair)

· Not unfair competition for someone to copy product
· Unfair competition to deceive as to source (the producer).


( Certification and Collective Marks ( exceptions to single source requirement

· Certification mark:  types:  marks that:

· certify that goods or services originate in specific geographic region

· certify that goods or services meet certain standards (e.g. quality)

· Cannot be limited to one producer;  Must be open to anyone who meets the standard set forth for certification.

(Territoriality:  Generally, trademark protection must be sought in each separate nations.

· 9th Circuit “Famous Mark” exception (Grupo Gigante):  If substantial percentage of consumers in the relevant American market is familiar with the foreign mark.

· Protection of Unregistered marks:

· Registration confers nation-wide protection.

· However, prior user is entitled to use in the geographic area where TM is established (by use) (if used b/f registration by others).

2.  Priority:  first to use in commerce (race to the marketplace);  Exclusive right endures as long as use continues and is lost when 

  use is abandoned.


3.  Trademark Office Procedures



a.  Principal vs. Supplemental Register

· Supplemental Register:  for marks which are not yet protectable (generally b/c they require 2ndary meaning) (serves as notice of actual use in commerce;  convert to Principal Register in 5 years)

· Intent-to-use filings to the Principal Register:  must use mark in commerce w/in certain time frame (may be extended to total 3 years (6 month increments)).

· Marks become Incontestable after 5 years in the Principal Register.

(Benefits of Registration:

· Nationwide constructive use and constructive notice;

· Possibility of incontestable status after 5 years

· Right to bring federal cause of action.



b.  Grounds for Refusing Registration




i.   Not protectable:

· Immoral or Scandalous Marks:  whether it is scandalous to substantial number of affected public.

· Comprises flag of any country or municipality

· name, portrait, or signature of living person

· geographical deceptively misdescriptive. (public associates certain goods w/ the place, & the product at issue is not from that place)

· as a whole, function.




ii.  Geographic Marks (protectable if fanciful, arbitrary, or suggestive (or descriptive w/ 2ndary meaning)




iii. Marks Which Are “Primarily Merely a Surname” (protectable with 2ndary meaning

· Generally do not prevent use by other with same name, unless clear intent to confuse.

· Issue: whether general public recognize it as a surname



c.  Opposition:  anyone (w/ damage by registration) may file opposition (if valid legal ground) to PTO.



d.  Cancellation



e.  Concurrent Registration

· may be granted when concurrent use will not result in confusion to the public, and when party seeking concurrent registration has become entitled to use the mark as result of his concurrent lawful use in commerce prior to filing date of the mark.

· party entitled to use in a given territory if used b/f registration by another.

· normally, registration confers nationwide protection.


4.  Incontestability:  after 5 continuous years of use after registration.

· Defenses to incontestability:

· registration was obtained fraudulently

· mark abandoned

· mark used to misrepresent origin

· infringing mark is a fair use of descriptive or surname mark

· infringing mark was used (or registered) in certain geographic area prior to registration of the mark 

· mark is used to violate antitrust laws

· mark is functional

· other equitable principles (laches, estoppel, acquiescence)

C.  Trademark Infringement

1.  Likelihood of Consumer Confusion (as to source)

· If there is [substantial] actual confusion, no need to show “likelihood” (b/c it actually happened)

· Factors:

· strength of (’s mark

· similarity of the 2 marks (sight, sound, meaning)

· proximity of the 2 products;  degree that marketing channels converge;  likelihood either will expand product lines.

· actual confusion (some jdx:  even post-sale confusion;  or initial interest confusion; or reverse confusion)

· (’s good faith (important factor)

· sophistication of the buyers

· “Disclaimers”:  

· may be evidence of “lack of intent” to deceive;

· however, may be evidence that ( recognized potential likelihood of confusion.

· Likelihood of confusion as to affiliation, sponsorship, or licensing may be considered infringement.


2.  Dilution:  [policy:  protection of producers;  not about protecting consumers (which is goal of general TM law)]

· Dilution is: Lessening of the capacity of a famous mark to identify and distinguish products, regardless of the presence or absence of competition, or likelihood of confusion, mistake, or deception.  (dilution must begin after the mark has become famous)

· Factors for determining if a mark is distinctive and famous:

· degree of inherent or acquired distinctiveness

· duration and extent of use of the mark

· duration and extent of advertising and publicity of the mark

· geographical extent

· channels of trade

· degree of recognition

· nature and extent of use of the same or similar marks by third persons

· whether the mark was registered.

· Blurring:  gradual whittling away of an established mark’s selling power and value thru unauthorized use by others  upon dissimilar products (e.g. Buick aspirin)

· Tarnishment:  (’s trademark linked to products of shoddy quality, or portrayed in unwholesome or unsavory context.

· Actual Dilution required (V Secret case):  mere likelihood is not enough.

· However, actual dilution may be proven w/ circumstantial evidence:  e.g.: when marks are identical, circumstantial evidence may suffice (rather than direct evidence).

· (Dilution case would be hard if the marks are not nearly identical, and if the mark is not distinctive enough.

· Defenses:  comparative advertising;  noncommercial use;  news reporting


3.  Contributory Infringement: e.g. landlord who knew that a commercial tenant was engaging in TM infringement by selling 

            counterfeit goods and who did nothing to prevent the activity.

D.  Defenses

1.  Genericness:  [used to depict type of product, rather a particular product]  (may be reversible)

· Used as Adjective:  trademark (e.g. Kodak film)

· Used as Noun: generic (e.g. aspirin)


2.  Functionality: may reject registration if functional.  However, may still be registrable if 2ndary meaning acquired.

· “Functional” means:

· essential to the use or purpose of the device

· affects cost or quality of the device

· confers benefit which cannot be duplicated by alternative design.

· Consider:  unfair competition (key to trademark law.

· Borderline cases:

· middle ground solution that permits trademarks to be copied as functional features but minimizes the likelihood of confusion (e.g. clear label or packaging) Ford v. Plasticolor.

· Patents, Copyright and Trademark:  trademark law should not be used to extend patent or CR protection. (unfair)


3.  Abandonment

· Abandonment includes:  

· non-use coupled w/ intent not to resume use (non-use 3 consecutive years (prima facie evidence of intent)

· material alteration in TM (creating substantially different commercial impression)

· failure to prevent unauthorized use



a.  Unsupervised Licenses:  TM owner has affirmative duty to police activities of his licensees.



b.  Rule Against Assignments in Gross

· TM must be transferred w/ goodwill
· However, physical asset transfer not always required

· Some courts have allowed transfer of TM where recipient continues to produce goods of the same quality and nature.


4.  Non-Trademark (or Nominative) Use, Parody, and the First Amendment

· Fair Use:

· Descriptive use of another’s descriptive mark (good faith);  

· Referential use (nominative fair use):  where ( describes (’s product rather than (’s own.

· However, user must do nothing to suggest sponsorship or endorsement.

· comparative advertising.

· parody & artistic use (not likely to confuse):  

a.  Title clearly is relevant to the underlying work

b.  Title does not explicitly mislead as to the source of work

(Gray market goods:  generally, US law prohibits importation of goods bearing a registered US trademark w/o consent of 

       domestic TM owner.


(Acquiescence / Estoppel:  no assertion by (;  reliance by (

(Laches:  non-action (w/ knowledge of (’s use) & passage of time (inexcusable delay; prejudice)

E.  Remedies
· Injunction:  

· substantial likelihood of success on merits

· irreparable harm

· balancing ( and (’s interests

· not against public interest

· Seizure of counterfeit goods

· ( profits, actual damages:

· To recover damages (accounting), ( must prove:  actual consumer confusion; or  ( intentionally deceptive.

· treble damages;  statutory damages

· attorney fees (“bad faith” required)

· Corrective advertising

Federal Preemption

A.  State Intellectual Property Law


Tort of Misappropriation:  INS v. AP:



competitors have relevant rights w/r/t themselves (unfair competition) altho there may not be any intellectual property.

B.  Federal Preemption (explicit preemption;  field preemption; conflict preemption)


1.  Patent Preemption


2.  Copyright Preemption:  preempts laws that are equivalent to copyright protection. (expression in tangible medium)

· copyright act does not preempt enforcement of state contract laws.  (PorCD)

· “Extra elements” test:  state law survives where state cause of action requires at least on add’l element


3.  Trademark Preemption (usu. not preempted)

( Federal courts have generally held that state laws that create property rights in public information are preempted by the patent and copyright laws.

International Protection
(Berne Convention for protection of Literary and Artistic Works (1886)

· US became a member in 1989.

· 3 basic principles:

· National treatment (equal treatment, even foreigners)

· Automatic protection (no formality of registration, deposit, etc.)

· Independence of protection (protection independent of protection in the country of origin).

(TRIPS (trade related aspects of intellectual property rights)

· Berne lacked “enforcement” teeth

· TRIPS requires members to incorporate enforcement mechanisms. 

· Has provisions for dispute settlement (that can result in trade sanctions)

· Minimum std. for patent protection;

· Curtails practice of granting compulsory licensing;

· Gray market imports; Famous trademark

(Paris Convention for Production of Industrial (not all intellectual) Property (154 signatories, incl. US and virtually all industrialized countries):  

· Among other things, protects famous and well-known trademarks (TM protection generally country specific).

(Patent Cooperation Treaty (PCT)

· Enable filing of one application (e.g. for priority)

· Does not establish standards for Patentability.

