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I. INTRODUCTION
A. Constitution
Article I, Section 8: “Congress shall have the power. . . To promote the progress of science and useful arts, by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries;”
1. The terms “authors” and “writers” presuppose a degree of originality.  Feist.
	2.  An author is he to whom anything owes its origin. Feist.
3. Writings must be original and founded on the creative powers of the mind.  The writings which are to be protected are the fruits of intellectual labor, embodied in the form of books, prints, engravings, and the like. Feist.
B. History
	1. 1440 – Invention of the printing press
	2. 1662 – The Licensing Act
	3. 1710 – The Statute of Anne
	4. 1790 – US Copyright Act
		5. 1886 Berne Convention – US didn’t sign until 1988
6. 1909 – Major revision to US Copyright Act
7. 1976 – Major revision to US Copyright Act
8. 1996 – TRIPS agreement of the Uruguay Round or GATTS
9. 1996 – WIPO Treaty Round
10. 1988 – US accedes to the Berne Convention
11. 1998 – Sonny Bono Copyright Term Extension Act
12. 1998 – Digital Millennium Copyright Act
C. Philosophical Basis
1. The predominant US philosophical framework underlying copyright law is utilitarian.
a. The Constitution gives Congress the right to secure intellectual property rights “to promote the progress of science and useful arts…”  
b. US copyright law generally tries to balance:
i. creating an incentive to creators of works; and 
ii. increasing access to culture, knowledge, and entertainment.
		2. The European approach recognizes two justifications
			a. The first justification is utilitarian.
b. The second justification is the inherent moral rights of the author.  (Moral rights are distinct from economic rights and cannot be given away or sold).  
	D. Length of Protection
1. For a work created after January 1, 1978 it is protected from the moment of its creation and the copyright protection usually lasts until 70 years after the author’s death.
2. For works made for hire and anonymous works, the copyright duration is 95 years from publication or 120 years from creation (whichever is shorter).  

II. REQUIREMENTS
	A. 17 U.S.C. § 102
“(a) Copyright protection subsists, in accordance with this title, in original works of authorship fixed in any tangible medium of expression, now known or later developed, from which they can be perceived, reproduced, or otherwise communicated, either directly or with the aid of a machine or device. Works of authorship include the following categories:
	(1) literary works;
	(2) musical works, including any accompanying words;
	(3) dramatic works, including any accompanying music;
	(4) pantomimes and choreographic works;
	(5) pictorial, graphic, and sculptural works;
	(6) motion pictures and other audiovisual works;
	(7) sound recordings; and 
	(8) architectural works.
(b) In no case does copyright protection for an original work of authorship extend to any idea, procedure, process, system, method of operation, concept, principle, or discovery, regardless of the form in which it is described, explained, illustrated, or embodied in such work.”  
B. Original Works of Authorship
1. Originality does NOT require novelty, ingenuity, or esthetic merit.  Rather it entails independent creation of a work featuring a modicum of creativity.
a. Independent creation requires only that the author not have copied the work from some other source.  
2. Compilations of facts
Although facts are not copyrightable, compilations of facts can be if they are sufficiently original.  
a. “A ‘compilation’ is a work formed by the collection and assembling of preexisting materials or of data that are selected, coordinated, or arranged in such a way that the resulting work as a whole constitutes an original work of authorship.  The term ‘compilation’ includes collective works.” 17 U.S.C. § 101.
b. Compilations are sufficiently original if the selection and arrangement of the facts are made independently by the compiler and entail a minimal degree of creativity.  
i. However, compilations are only given “thin” protection in that protection extends only to those elements that are original to the author.
c. Feist Publications v. Rural Telephone Service
Rural refused to give Feist permission to use Rural’s telephone directory in order for Feist to create its own listing.  Feist used Rural’s white pages without permission.  Feist’s directory includes additional information that Rural’s directory did not contain.  1,309 of the listings in Feist’s directory were identical to those in Rural’s directory.  Rural sued for copyright infringement.  The court held that:
i. The primary objective of copyright law is to promote progress.  It is not to reward authors (“sweat of the brow” theory).
ii. Not all copying is copyright infringement.  In order to establish infringement there must be (1) ownership of a valid copyright; and (2) copying of constituent elements of the work that are original.  
iii. The selection, coordination, and arrangement of Rural’s white pages did not satisfy the minimum constitutional standards for copyright protection.  There was nothing creative about the selection and arrangement of the facts.  Therefore, the Rural’s phone book was unoriginal and therefore could not be given copyright protection.  
A. Placing the names in alphabetical order was unoriginal.
d. Post-Feist
i. There has been concern that Feist limits the protection of databases.
A. In the wake of Feist, owners of databases have turned increasingly to contract law for protection of their “sweat of the brow” investment.  
1. An example of this is shrinkwrap cases like ProCD, Inc. v. Zeidenberg.
ii. Post-Feist cases 
A. Some courts have found factual compilations copyrightable when they reflect an “exercise of judgment.”
B. Some courts have even found statements that appear to be facts to be copyrightable if they are “approximative statements of opinion…infused with the author’s taste or evaluative judgment.”  
			e. Maps
i. A map can be copyright protected, and in order to be protected, must be an original work of authorship.
ii. Maps are a type of compilation and therefore must be selected, coordinated, or arranged in such a way that the resulting work as a whole constitutes an original work of authorship.
iii. Maps only have “thin” copyright protection.
iv. A huge number of maps are already in the public domain and thus lack originality.
v. A compilation of maps that individually would lack originality but are assembled into a volume may be protected.
	4. Photographs
Particular photographs can be copyright protected, but photographs are not automatically given copyright protection.
a. In Burrow-Giles Lithographic Co. V. Sarony (1884) the US Supreme Court held that a particular picture of Oscar Wilde was sufficiently original – by virtue of its pose, arrangement of accessories in the photograph, and lighting and the expression the photographer evoked – to be subject to copyright.  The court declined to decide whether the ordinary production of a photograph invariably satisfies the originality requirement.    
C. Fixation in a Tangible Medium of Expression
		1. 17 U.S.C. § 101
“A work is ‘fixed’ in a tangible medium of expression when its embodiment in a copy or phonorecord, by or under the authority of the author, is sufficiently permanent or stable to permit it to be perceived reproduced, or otherwise communicated for a period of more than transitory duration.  A work consisting of sounds, images, or both, that are being transmitted, is ‘fixed’ for purposes of this title if the fixation of the work is being made simultaneously with its transmission.  
2. The work must be embodied in a material object in order to be fixed.  
3. Duration – usually the expression must be “fixed” long enough to be perceived by more than the person who created it.  
4. There are several different ways for expressions to be fixed.
	a. Songs can be fixed through writing or recording.
b. A computer program is fixed when it exists in the RAM of a computer even though this “fixation” is temporary, and will disappear once power is removed from the computer.  
c. Can a sandcastle be “fixed”?
		5. Live concerts and sporting events
a. 17 U.S.C. § 1101. Unauthorized fixation and trafficking in sound recordings and music videos
Under this section, it is unlawful to fix live concerts and sporting events without permission.  
i. However, sporting events and musical performances are not “fixed” and therefore, are not covered by the IP clause in the constitution.  
ii. Thus there is a question as to whether or not this section is Constitutional.    
	D. Formalities
1. Registration used to be required in order for protection.  However, today registration is not required for protection.
a. The reason for the change is the U.S. adoption of the Berne Convention in 1988.  The Berne Convention provides that copyright should not be subject to any formality.  
		2. Copyright registration does have advantages.  
a. It is a prerequisite for statutory damages and attorney’s fees.
b. Registration provides notice to possible infringers and negates claims of innocent infringement.
c. Registration dates the work and provides prima facie evidence of validity.
d. Registration allows the copyright owner to bring an infringement suit in Federal Court.
e. It makes it easier to enforce copyrights in foreign courts.
f. It makes it easier to license work, collect royalties, and enforce rights out of court.

III. COPYRIGHTABLE SUBJECT MATTER
	A. Limitations on Copyrightability: Distinguishing Function and Expression
		1. The idea-expression dichotomy
a. Under 17 U.S.C. §102(b), copyright protection does not extend to any “idea, procedure, process, system, method or operation, concept, principle, or discovery. . . .” 
b. Ideas are not protectable under copyright law, but the expression of ideas is protectable.  For example, a book can be copyrighted, but the system
c. Baker v. Seldon (P. 396, 5/29) – The plaintiff had copyrighted several bookkeeping books that exhibited a peculiar system of bookkeeping.  The defendant used a plan similar to that in the plaintiff’s book.  The court stated that the issue was “whether the exclusive property in a system of book-keeping can be claimed, under the law of copyright, by means of a book in which that system is explained?” The court held that the blank account books were not the subject of copyright because preventing their use would prevent the use of the method.  (The court did not discuss whether or not the method could be patented).
d. State Street Bank & Trust Co. – This case corrected the view that methods of doing business are not patentable by stating that patent applications in this area should be evaluated like any other invention.    
e. The Doctrine of Merger – if there is only one way or only a few ways of expressing an idea, then protecting the expression would be tantamount to protecting the idea.  Courts will find that the idea merges with the expression and the work is not copyrightable.  The doctrine is an extension of the basic rationale of Baker v. Seldon.    
i. Morrisey v. Procter & Gamble (P. 402) – In this case the rules of two games were practically identical.  The plaintiff wanted a thin copyright protection to protect against the verbatim copying of the rules.  The court found that the merger doctrine was applicable.  The plaintiff could not copyright the game and could not copyright the expression of the way it is played.
ii. Historical research – copyright protection does not extend to history.  For historical accounts, copyright protection extends only to the author’s original expression of particular facts and theories that are already in the public domain.  
A. Claims of copyright infringement where works of history are at issue are rarely successful.  	
iii. Scenes a faire – copyright protection does not extend to the incidents, characters or settings which are as a practical matter indispensable, or at least standard in the treatment of a given topic.
A. However a story has a linear dimension: it begins, continues, and ends.  If a defendant copies substantial portions of a plaintiff’s sequence of events, he does not escape infringement by adding original episodes somewhere along the line.
B. If something is a derivative work, then there can be infringement.  But, if something is a scene a faire, then there is no infringement.
		2. The useful article doctrine
Under § 102(5) pictorial, graphic, and sculptural works are given protection, but not their mechanical or utilitarian aspects.
			a. Definitions under 17 U.S.C. § 101
i. “The design of a useful article, as defined in this section, shall be considered a pictorial, graphic, or sculptural work only if, and only to the extent that, such design incorporates pictorial, graphic, or sculptural features that can be identified separately from, and are capable of existing independently of, the utilitarian aspects of the article.”
ii. “A ‘useful article’ is an article having an intrinsic utilitarian function that is not merely to portray the appearance of the article or to convey information.  An article that is normally a part of a useful article is considered a ‘useful article’.
b. This section requires separability. The pictorial, graphical and sculptural aspects of a work must be separable from the functional aspects of a work in order for the former to be protectable.
i. Physical v. Conceptual separability
A. Some courts have required strict physical separability.
B.  A majority of courts have held that either physical or conceptual separability are sufficient to establish copyrightability.
c. Brandir International, Inc. v. Cascade Pacific Lumber Co. (P. 407) – Brandir attempted to copyright the Brandir Ribbon bike rack.  The court applied the Denicola test: copyrightability ultimately should depend on the extent to which the work reflects artistic expression uninhibited by functional considerations.  If the design elements reflect a merger of aesthetic and functional considerations, the artistic aspects of a work cannot be said to be conceptually separable from the utilitarian elements. Conversely, where design elements can be identified as reflecting the designer’s artistic judgment exercised independently of functional influences, conceptual separability exists.  The court held that the Ribbon rack is not copyrightable.
d. There are various tests of separability.  The following are some of the various tests courts have applied to determine conceptual separability:
i. Where the artistic features are "primary" and the utilitarian features "subsidiary," Kieselstein-Cord v. Accessories by Pearl  (2d Cir. 1980)
ii. If the useful article "would still be marketable to some significant segment of the community simply because of its aesthetic qualities," Melville B. Nimmer & David Nimmer, 1 Nimmer on Copyright 
iii. If the article "stimulates in the mind of the beholder a concept that is separate from the concept evoked by its utilitarian function," Carol Barnhart Inc. v. Economy Cover Corp. (2d Cir. 1985) (Newman, J., dissenting);
iv. "whether the design elements can be identified as reflecting the designer's artistic judgment exercised independently of functional influences.", Brandir Int'l,  v. Cascade Pac. Lumber Co. (2d Cir. 1987) and Professor Denicola
v. the artistic features "can stand alone as a work of art traditionally conceived, and . . . the useful article in which it is embodied would be equally useful without it," Goldstein, 1 Copyright 
vi. "If the elements do reflect the independent, artistic judgment of the designer, conceptual separability exists but when the design of a useful article is as much the result of utilitarian pressure as aesthetic choices, the useful and aesthetic elements are not conceptually separable." Pivot Point Intern  v. Charlene Products (7th Cir. 2004). 
 
		3. What is NOT protectable?
a. Government works
			Government works are not copyrightable.
i. 17 U.S.C. § 105. Subject Matter of Copyright: United States Government Works
“Copyright protection under this title is not available for any work of the United States Government, but the United States Government is not precluded from receiving and holding copyrights transferred to it by assignment, bequest, or otherwise.”
ii. The U.S. Government can acquire a copyright by transfer. If a work is made for hire, the copyright does not vest in the individual hired but in the entity.  
			b. Ideas, concepts, or discoveries 
c. Titles, names, short phrases, and slogans 
d. Works that are not fixed in a tangible form of expression such as improvised speech or dance
e. Works consisting entirely of information that is commonly available and contains no originality
f. Mere variations of typographic ornamentation, lettering, or coloring
	B. The Domain and Scope of Copyright Protection
1. The subject matter covered by copyright is listed in 17 U.S.C. § 102.  The list is illustrative and not limitative.  The eight categories listed do not necessarily exhaust the scope of original works of authorship that this section protects.  
			a. Literary works
17 U.S.C § 101 – “‘literary works’ are works, other than audiovisual works, expressed in words, numbers, or other verbal or numerical symbols or indicia, regardless of the nature of the material objects, such as books, periodical, manuscripts, phonorecords, film, tapes, disks, or cards, in which they are embodied.”
			b. Musical works, including any accompanying music 
c. Dramatic works, including any accompanying music 
d. Pantomimes and choreographic works  
e. Pictorial, graphic, and sculptural works 
17 U.S.C § 101 – “‘Pictorial, graphic, and sculptural works” include two-dimensional and three-dimensional works of fine, graphic, and applied art, photographs, prints and art reproductions, maps, globes, charts, diagrams, models, and technical drawings, including architectural plans.  Such works shall include works of artistic craftsmanship insorfar as their form but not their mechanical or utilitarian aspects are concerned….”
			f. Motion pictures and other audiovisual works
17 U.S.C § 101 – “‘Motion pictures’ are audiovisual works consisting of a series of related images which, when shown in succession, impart an impression of motion, together with accompanying sounds, if any.”
			g. Sound recordings
17 U.S.C § 101 – “‘Sound recordings’ are works that result from the fixation of a series of musical, spoken, or other sounds, but not including the sounds accompanying a motion picture or other audiovisual work, regardless of the nature of the material objects, such as disks, tapes, or other phonorecords, in which they are embodied.”
h. Architectural works
17 U.S.C § 101 – “An ‘architectural work’ is the design of a building as embodied in any tangible medium of expression, including a building, architectural plans, or drawings.  The work includes the overall form as well as the arrangement and composition of spaces and elements in the design, but does not include individual standard features.
		2. Derivative works and compilations
			a. Definitions in 17 U.S.C. § 101
i. “A ‘derivative work’ is a work based upon one or more preexisting works, such as a translation, musical arrangement, dramatization, fictionalization, motion picture version, sound recording, art reproduction, abridgement, condensation, or any other form in which a work may be recast, transformed, or adapted. A work consisting of editorial revisions, annotations, elaborations, or other modifications which, as a whole, represent an original work of authorship, is a ‘derivative work’.”
ii. “ A ‘compilation’ is a work formed by the collection and assembling of preexisting materials or of data that are selected, coordinated, or arranged in such a way that the resulting work as a whole constitutes an original work of authorship.  The term ‘compilation’ includes collective works.”
b. 17 U.S.C. § 103. Subject Matter of Copyright: Compilations and Derivative Works
(a) The subject matter of copyright as specified by section 102 includes compilations and derivative works, but protection for a work employing preexisting material in which copyright subsists does not extend to any part of the work in which such material has been used unlawfully. 
(b) The copyright in a compilation or derivative work extends only to the material contributed by the author of such work, as distinguished from the preexisting material employed in the work, and does not imply any exclusive right in the preexisting material. The copyright in such work is independent of, and does not affect or enlarge the scope, duration, ownership, or subsistence of, any copyright protection in the preexisting material. 
			c. Who may prepare a derivative work?
i. If the work is still under copyright, only the owner of a copyright in the work has the right to prepare, or to authorize someone else to create, a new version of that work. 
ii. If the work is in the public domain, anyone may prepare, or authorize someone else to prepare, a new version of that work. 
			d. Copyright protection in a derivative work
i. The copyright in a derivative work covers only the additions, changes, or other new material appearing for the first time in the work.
ii. It does not extend to any preexisting material and does not imply a copyright in that material.
iii. One cannot extend the length of protection for a copyrighted work by creating a derivative work.
iv. A work that has fallen in the public domain may be used for a derivative work, but the copyright in the derivative work will not restore the copyright of the public domain material.  It will not prevent anyone else from using the same public domain work for another derivative work. 
e. In order to be copyrightable, a derivative work must be different enough from the original to be regarded as a new work or must contain a substantial amount of new material.  The new material must be original and copyrightable in and of itself
f. Roth Greeting Cards v. United Card Co. (P. 427) – The Ninth	 Circuit endorsed “total concept and feel” protection in a case involving the “mood” of a series of greeting cards.  All of the particularized expression in the two lines of cards was either unprotected or not copied.  The court nonetheless found infringement because “the characters depicted in the art work, the mood they portrayed, the combination of art work conveying a particular mood with a particular message, and the arrangement of the words on the greeting card are substantially the same . . . .”


IV. RIGHTS OF COPYRIGHT OWNERS
17 U.S.C. § 106. Exclusive Rights in Copyrighted Works	
“Subject to sections 107 through 122, the owner of the copyright … has the exclusive rights to do and to authorize any of the following:
(1) to reproduce the copyrighted work … 
(2) to prepare derivative works … 
(3) to distribute copies … to the public …
(4) … to perform the copyrighted work publicly … 
(5) … to display the copyrighted work publicly … 
(6) in the case of sound recordings, to perform the copyrighted work publicly by means of a digital audio transmission.”
A. The Right to Make Copies
		1. Copying in general
a. 17 U.S.C § 101 – “‘Copies’ are material objects, other than phonorecords, in which a work is fixed by any method now known or later developed, and from which the work can be perceived, reproduced, or otherwise communicated, either directly or with the aid of a machine or device. The term ‘copies’ includes the material object, other than a phonorecord, in which the work is first fixed.” 
 			b. What is reproduction under 106(1)?
				i. Any reproduction in copies or phonorecords
ii. This section is violated by making copies for personal use even if the copies are not distributed.
				iii. There are very specific exceptions to this section
c. There are two types of infringement of reproduction right: Exact copies and substantially similar copies.
d. Access to the work and substantial similarity are the two elements of infringement.  Copying is generally proved by circumstantial evidence from which copying can be inferred based on access to the work AND sufficient similarity between the works and the alleged infringing work.
i. If no similarity exists between the works, ample evidence of access can not prove copying.
ii. The court can use expert evidence and/or “dissection” to establish similarity.
iii. However, if there is no direct evidence of access, STRIKING SIMILARITY can result in an inference of access to prove copying.  
e. Arnstein v. Porter (P. 460) – Cole Porter was accused of stealing various songs written by Ira Arnstein.  The Second Circuit held that proof of infringement involved two principal questions of fact.
i. Copying, may be shown either by defendant's admission (an unlikely occurrence) or by circumstantial evidence.  Circumstantial evidence requires the plaintiff to show access and substantial similarities. 
ii. Misappropriation depends on the response of ordinary lay listeners.  On that issue, dissection and expert testimony are irrelevant: “whether defendant took from plaintiff's works so much of what is pleasing to the ears of lay listeners, who comprise the audience for whom such popular music is composed, that defendant wrongfully appropriated something which belongs to plaintiff.”
f. Most courts take a sliding scale approach to similarity and access.  Different courts have different approaches to the issues of proof of access.
i. 2nd Cir:  No evidence of access needed Gaste v. Kaiserman (1988)
ii. 7th Cir: Evidence of “reasonable possibility of access” Selle v. Gibb (1984)
g. Abstraction-Filtration comparison
i. Abstraction – The work is sorted into levels of abstraction—from general ideas to the expression of them
ii. Filtration – Unprotected elements are filtered out (ideas, facts, public domain, etc.)
iii. Comparison – Look for substantial similarity between allegedly infringing work and protectable elements in the allegedly infringed work.  The copied elements must form a substantial part of the allegedly infringed work (qualitative test).
h. Subconscious copying – There can still be infringement of copyright even if the copying is done subconsciously.  
		2. Substantially similar copying – improper appropriation
a. Nichols v. Universal Pictures Corporation (P. 466) – The issue was if the film “The Cohens and the Kellys” was similar enough to the play “Abie’s Irish Rose” to constitute improper appropriation. The plot is just a theme or an idea and cannot be copyrighted.  The themes were similar, but there were a lot of differences between the two stories.  There was no infringement.  
b. Steinberg v. Columbia Pictures Industries, Inc. (P. 474) – The more creative a work is, the more protection it should be given.  
			c. Copyright v. Plagiarism
i. Copyright protects only the expression of facts or ideas, not the underlying facts or ideas
ii. Copying someone else’s facts or ideas may be plagiarism (or patent infringement), but it’s not copyright infringement.
iii. Crediting the source is not a defense to copyright infringement
iv. Not crediting the source is plagiarism
d. J.D. Salinger Case (P. 482) – The defendant closely paraphrased Salinger’s letters as part of a biography about Salinger.  The Second Circuit held that this was infringement.  The court held that “the biographer has no inherent right to copy the 'accuracy' or the 'vividness' of the letter writer's expression.”
	B. The Right to Prepare Derivative Works
Under 17 U.S.C. § 106, a copyright owner has the right to prepare derivative works based upon the original.
1. 17 U.S.C. § 101 – “A ‘derivative work’ is a work based upon one or more preexisting works, such as a translation, musical arrangement, dramatization, fictionalization, motion picture version … or any other form in which a work may be recast, transformed, or adapted.”
2. 17 U.S.C. §103(a) – The subject matter of copyright as specified by section 102 includes compilations and derivative works, but protection for a work employing preexisting material in which copyright subsists does not extend to any part of the work in which the material has been used unlawfully.
3. Anderson v. Stallone (P. 485) – Stallone had the exclusive right to create a derivative work.  Therefore, nothing Anderson submitted to Stallone was protected.  A second work based on the same character is a derivative work.  This case ahs been strongly criticized because the person who came up with the idea had the idea taken from him.
C. The Distribution Right
1. 17 U.S.C. §106 – The owner of the copyright has the exclusive right to distribute copies or phonorecords of the copyrighted work to the public by sale or other transfer of ownership, or by rental, lease, or lending. 
a. Distribution may, and often does, involve unlawful copying or the distribution of unlawfully copied works.
b. However, the rights of owner may be violated by the distribution of even lawfully copied works.
2. The “First Sale Doctrine” is a limitation on this exclusive right of distribution.
a. 17 U.S.C. §109 – 17 U.S.C. §109  “(a) Notwithstanding the provisions of section 106(3), the owner of a particular copy or phonorecord lawfully made under this title … is entitled, without the authority of the copyright owner, to sell or otherwise dispose of the possession of that copy or phonorecord.”
i. Exceptions to this are:
A. Recorded music rental; and 
B. Software rental
ii. These exceptions do not apply to the rental, lease, or lending of a phonorecord for nonprofit purposes by a nonprofit library or nonprofit educational institute.  
D. Public Performance and Display Rights
1. 17 U.S.C. §106 (4) and (5) – The owner of the copyright has the exclusive right, in the case of literary, musical, dramatic, and choreographic works, pantomimes, and motion pictures and other audiovisual works, to perform and display the copyrighted work publicly.	
		2. 17 U.S.C. §101
a. “To ‘perform’ a work means to recite, render, play, dance, or act it, either directly or by means of any device or process …”
b. “To perform or display a work ‘publicly’ means -
(1) to perform or display it at a place open to the public or at any place where a substantial number of persons outside of a normal circle of family and its social acquaintances is gathered; or
(2) to transmit or otherwise communicate a performance or display of the work to a place specified by clause (1) or to the public, by means of any device or process …”
3. 17 U.S.C. §109(c) – “Notwithstanding the provisions of section 106(5), the owner of a particular copy lawfully made … is entitled … to display that copy publicly … to viewers present at the place where the copy is located.”	
4. Public performance exclusions
a. 17 U.S.C. §110 Exclusions
(1) Face-to-face teaching activities
(2) Instructional broadcasting
(3) Religious services
(4) Performances of music with no commercial advantage
(5) Mere reception of broadcast in public
(6) Agricultural fairs
(7) In connection with sale of records or sheet music
(8) Noncommercial broadcasts to deaf and blind
(9) Certain charitable performances 
5. TRIPS Agreement in Article 13 provides that Members shall confine limitations or exceptions to exclusive rights to certain special cases which do not conflict with a normal exploitation of the work and do not unreasonably prejudice the legitimate interests of the right holder.
E. Moral Rights
1. Moral Rights are civil law developed, and under such, the goal is to protect the artists.  Moral rights are independent of copyrights and cannot be transferred.  Even if a copyright is transferred, the author still retains his moral rights
2. Moral rights protect:
a. Integrity – prevent distortion, mutilation or destruction
b. Attribution – claim or disclaim authorship
c. Disclosure – when and how to make public
d. Withdrawl
3. Berne Convention definition: Independently of the author’s economic rights and even after the transfer of copyrighted works, the author shall have the right to claim authorship of the work, and to object to any distortion, mutilation or other modification of, or other derogatory action in relation to the said work, which would be prejudicial to his honor or reputation.
4. The US is obligated to protect moral rights under the Berne convention but it does not do so.  
a. CA and NY have limited protection for moral rights 
i. CA protects the work.
ii. NY protects reputation. 
b. TRIPS does not have moral rights protection.
c. Under the Visual Artists Rights Act contained in § 106A, The author of a work of visual art can prevent the intentional distortion modification of  his work which would be prejudicial to his honor or reputation and he can prevent any destruction of a work of recognized stature.  If someone distorts or misuses a work, the author is entitled to claim authorship or he can prevent the work from being ascribed to him.
i. Under 17 U.S.C. § 101, a “work of visual art” is (1) a painting, drawing, print, or sculpture, existing in a single copy or in a limited edition of 200 copies or fewer that are signed and consecutively numbered by the author or (2) a still photographic image produced for exhibition purposes only, existing in a single copy that is signed by the author, or in a limited edition of 200 copies or fewer that are signed and consecutively numbered by the author.
ii. The right attaches to the author.  
iii. 106A can be waived.
iv. The duration of the right is generally the life of the artist. 
V. DEFENSES (Fair Use)
	A. Fair Use in General
		1. 17 U.S.C. § 107. Limitations on the Exclusive Rights: Fair Use
Notwithstanding the provisions of sections 106 and 106A, the fair use of a copyrighted work, including such use by reproduction in copies or phonorecords or by any other means specified by that section, for purposes such as criticism, comment, news reporting, teaching (including multiple copies for classroom use), scholarship, or research, is not an infringement of copyright. In determining whether the use made of a work in any particular case is a fair use the factors to be considered shall include--
(1) the purpose and character of the use, including whether such use is of a commercial nature or is for nonprofit educational purposes;
(2) the nature of the copyrighted work;
(3) the amount and substantiality of the portion used in relation to the copyrighted work as a whole; and
(4) the effect of the use upon the potential market for or value of the copyrighted work.
The fact that a work is unpublished shall not itself bar a finding of fair use if such finding is made upon consideration of all the above factors.
2. More on the four factors
			a. Purpose and Character of Use
i. news and comment
ii. satire and parody
iii. teaching and noncommercial research
iv. personal entertainment
v. comparative advertising
b. Nature of the copyrighted work
i. News reports – public interest in dissemination
ii. Unpublished – courts very protective of the original author
c. Amount and substantiality of portion used
i. Quantity: One stanza from a short poem or song = substantial infringement
ii. Quality: Using the "best parts”
d. Effect on Marketability – effect of copying not only on the present market but also on the potential market.
	This factor seems to be the most important.  
2. Harper & Row, Publishers, Inc., et al. v. Nation Enterprises et al. (P. 507) – In this case the court held that The Nation’s use of the unpublished book was not a fair use.  Analysis under the four factors:
a. The purpose of the use: the news reporting was a favored purpose.  However, the fact that the publication was commercial as opposed to nonprofit is a separate factor that tends to weigh against a finding of fair use.  The court looked at the Nation’s objective of “scooping.”
b. Nature of the copyrighted work: The court recognized that there is a greater need to disseminate factual works than fictional works.  The court stressed the unpublished status of the memoirs.
c. Amount and substantiality of the portion used: The amount was not large but the words were qualitatively substantial.
d. Market Effect: This is the most important element.  This element was clearly met.  
3. Reproduction is allowed by libraries and archives under 17 U.S.C. § 108.
a. To qualify for any of the section 108 privileges:
i. No copy may be made for direct or indirect commercial advantage
ii. Library or archive must be open to the public or at least to researchers doing specialized research
iii. Copies must include notice of copyright or appropriate legend
b. Unpublished works (108(b)):  up to 3 copies (analog or digital) of a work in its collection for preservation, security or deposit for research in another library
c. Published works (108(c)):  up to 3 copies (analog or digital) to replace a lost, stolen, damaged, deteriorating or obsolete copy. The library may copy only if it first makes reasonable effort to obtain unused copy at a fair price
d. Orphan Works: In the last 20 years of a work’s copyright term, a library may reproduce for preservation, scholarship, or research if the library determines that the work is not available at a reasonable price and is no longer subject to normal commercial exploitation.  This also allows distribution, display, and performance.  
e. Libraries can make copies for users at the user’s request after a reasonable effort to obtain a copy at a fair price.  
i. The copy will become the property of the user.
ii. The library can have no notice that the copy will be used for other than fair use purposes.
iii. The library must provide a copyright warning as prescribed by the applicable regulations.  
	B. Videotaping
1. Sony Corporation of America v. Universal City Studios, Inc. (P. 520) – The allegation was that there was contributory copyright infringement.  It would be impractical to go after the actual copiers.  The court made a distinction between archival use and time shifting.  At the time of the case there was no market for time shifting.  The decision is very narrow and allowed time shifting.  The holding only allows a viewer to watch the show one time.  It does not address a viewer that watches the tape more than once.  
	C. Photocopying
1. American Geophysical Union, et al. v. Texaco Inc. (P. 525) – Now there is a market for obtaining a single journal article.  It’s so easy to obtain permission that there is no excuse for the user not to obtain permission.  The court created ambiguity in the fourth factor. with the creation of the Copyright Clearance Center and other blanket licensing arrangements, publishers can show that they are losing licensing and royalty revenues as a result of such copying. 
	D. Parodies
1. A parody makes fun of an original work by at once imitating and distorting the work.  For the parody to be effective, the audience must recognize the connection between the parody and the original.  Copyright law affords parodists (but less so satirists) wide berth in drawing upon protected works.  
a. Parody v. Satire: When there is a parody, much of the original work must be used.  When there is a satire, not much of the original work needs to be used.  A parody is a transformative work.  Parody requires use of the original work, and satire doesn’t.
b. Campbell v. Acuff-Rose Music, Inc. (P. 539) – One of the considerations in the purpose and character of the use is whether the work was for satire and parody.  2 Live Crew tried to get permission to use the song and Orbison refused. The court says that they used too much of the song.  If someone is going to make a parody, he has to take from the original work for it to be a parody.
c. Dr. Seuss v. Penguin (P. 549) – The similar phrasing and multiple illustrations retell the Simpson story.  The court held that this was not a parody, it was a satire.  This was because he was not making fun of Dr. Seuss.  He was making fun of O.J. Simpson. The court said that there was no effort, in this case, to create a transformative work.  

VI. OWNERSHIP AND DURATION
	A. Initial Ownership of Copyrights
		1. Initial Ownership 
a. 17 U.S.C. § 201(a) – Initial Ownership. – “Copyright in a work protected under this title vests initially in the author or authors of the work.  The authors of a joint work are coowners of copyright in the work”
i. Author is not defined in § 101, but courts have defined it to mean “he to whom a work owes its origin.” 
b. 17 U.S.C § 101 – “A ‘joint work’ is a work prepared by two or more authors with the intention that their contributions be merged into inseparable or interdependent parts of a unitary whole.”
c. In order for there to be joint authorship, there must be:
				i. Inseparable or Interdependent Parts of a Unitary Whole
ii. Joint Authors must have intended their contributions be merged
iii. Contribution must be copyrightable
iv. Contribution must be more than de minimus
d. Rights of joint authors
i. Each has equal and undivided interest in the work
ii. Each has right to use or license work as he so wishes
iii. BUT (unlike patent law) there is a duty to account to other joint author
e. Aalmuhammed v. Lee (P. 439) – The plaintiff was an expert on Malcolm X.  He made a very significant contribution to the movie.  The court held that he was not an author because he had no control over the film.  
		2. Works made for hire
a. 17 U.S.C. § 201(b) – Works Made for Hire. – “In the case of a work made for hire, the employer or other person for whom the work was prepared is considered the author for purposes of this title, and unless the parties have expressly agreed otherwise in a written instrument signed by them, owns all of the rights comprised in the copyright.”
b. 17 U.S.C § 101 – “A ‘work made for hire’ is: (1) a work prepared by an employee within the scope of his employment; or (2) a work falling within one of nine enumerated categories – a contribution to a collective work, a part of a motion picture or other audiovisual work, a translation, a supplementary work, a compilation, a test, answer material for a test, or an atlas – and evidenced by a written agreement signed by both parties expressly stating that the work is intended to be a ‘work made for hire.’”
c. Community for Creative Non-Violence et al. v. Reid (P. 431) – There are many ownership possibilities in this case.  
CCNV owns the sculpture.  But the issue is who owns the intellectual property.  CCNV wanted to display it publicly by taking it on the road. Reid did not want CCNV to do so.  CCNV argued that Reid was an employee because they could not successfully argue that it was a work specially commissioned.  If the work was made for hire it belongs to the employer. If it was not made for hire, it belongs to the author.  
d. If the work is done by an independent contractor, then the copyright belongs to the independent contractor, but he can contract this right away.  
e. When a “work made for hire” agreement must be executed:
i. The Seventh Circuit requires that the writing must precede the creation of the property.
ii. The Second Circuit allows the written agreement to be executed after the work is created, provided that “the writing confirms a prior agreement, either explicit or implicit, made before the creation of the work.
f. The difference between an assignment and a work made for hire is that assignments can sometimes be revoked.  
g. Works by faculty could be seen as either the intellectual property of the professor or the school.  The historical view would be the professor, but the constitution seems to show it would be the school. 
h. Works by students as students are their own.  However, works by students as RAs are works made for hire.  
		3. Collective Works
a. 17 U.S.C. § 201(c) – Contributions to Collective Works. – “Copyright in each separate contribution to a collective work is distinct from copyright in the collective work as a whole, and vests initially in the author of the contribution.”
b. 17 U.S.C. § 101 – “A ‘collective work’ is a work, such as a periodical issue, anthology, or encyclopedia, in which a number of contributions, constituting separate and independent works in themselves, are assembled into a collective whole.”
c. The copyright in each individual author's contribution to a collective work belongs to the individual author unless the author transfers copyright ownership to the publisher.
d. Copyright ownership of the collective work belongs to the publisher.
e. A copyright owner of a collective work who does not have copyright ownership of the individual contributions to the collective work is only permitted to reproduce and distribute (1) the contribution as part of the collective work, (2) any revision of the collective work, and (3) a later collective work in the same series 
B. Duration and Renewal
	The duration of copyright protection keeps getting longer
		1. Increase in length
a. 1790 Act:  authors of maps, charts, and books had exclusive rights to print, reprint, and vend their works for 14 years which could be extended for an additional 14 years for a maximum of 28 years.
b. 1909 Act:  doubled the initial term to 28 years which could be extended for an additional 28 year renewal for a maximum of 56 years
c. Now § 302 (S-318):  life of the author + 70 years.
i. 95 years from 1st publication for corporate-authored works
d. The US Constitution provides for protection “for limited times”.  Thus, the amount of time currently allowed may not be Constitutional.
e. An argument against the lengthy duration is that the public is not benefited and there is serious public harm.  
		2. Policy of renewal
a. The rationale for renewal terms is highly paternalistic.  Renewal terms give the author new, independent rights so the author will not suffer from a bad initial bargain.
b. If the author has died, the benefit of renewal goes to the statutory beneficiaries (spouse, kids, executor, administrator).  
3. Renewal of pre-1978 works for the terms of copyright protection have not yet expired
a. 17 U.S.C. § 304(a)(2)(B) – At the expiration of the original term of copyright in a work specified in paragraph (1)(C) the copyright shall endure for a renewed and extended further term of 67 years, which-
(i) if an application to register a claim to such further term has been made to the Copyright Office within 1 year before the expiration of the original term of copyright, and the claim is registered, shall vest, upon the beginning of such further term, in any person who is entitled under paragraph (1)(C) to the renewal and extension of the copyright at the time the application is made; or
(ii) if no such application is made or the claim pursuant to such application is not registered, shall vest, upon the beginning of such further term, in any person entitled under paragraph (1)(C), as of the last day of the original term of copyright, to the renewal and extension of the copyright.
C. Division, Transfer, and Reclaiming of Copyrights
		1. Terminations of Transfers
a. A transfer of copyright – A “grant” of a transfer of an interest in copyright includes any sale or assignment of all or any part of the copyright, any exclusive or non-exclusive license, and/or any mortgage or hypothecation (such as using the copyright as collateral for a loan) 
b. Termination of a transfer – Upon the effective date of termination, all rights covered by the terminated grants revert to the author or others owning termination interests, subject to certain protections for those who prepared derivative works in reliance on the initial grant.
c. 17 U.S.C. § 203 provides authors and, in most cases, their heirs with:
i. a right to terminate a transfer or copyright of a license during the authors lifetime
ii. a termination right to the owner of the copyright upon the death of the initial author
iii. a termination right to a majority of the authors of a joint work who executed the transfer
Section 203 also describes the method to terminate the grant of a transfer or license as well as the effect of termination on derivative works prepared under the authority of the grant of license or transfer
d. For pre-1978 transfers if the grant was by the author, the author (or his heirs) can terminate.  If the grant was my by someone else, only the grantor can terminate.   
e. Derivative works prepared before termination:
i. If the derivative work was prepared under the authority of the grant before termination, then the creator can continue to use under the terms of the grant
ii. The grantee cannot prepare new derivative works after termination
 		1. Division and transfer of copyright interests under the 1909 Act
Under the 1909 Act, copyrights were indivisible.  Copyright owners could either assign the entire interest.  However, the transfer of any lesser interest was considered a license.  
2. Division and transfer of copyright interests under the 1979 Act
Under the 1976 Act, copyright ownership may be transferred in whole or in part.  The divisibility of copyright ownership enables any owner of an exclusive right to bring an infringement suit without having to join the copyright proprietor. 	

VII. NEW TECHNOLOGY
	A. Indirect Liability
		1. Vicarious infringement includes: 
a. The right and ability to supervise the infringing activity
b. Receiving direct financial benefit from the infringement
c. Knowledge of infringing activity is not necessary in order to
be found liable
		2. Contributory infringement includes:
			a. Having knowledge or reason to know of the infringing activity
			b. Conduct that encourages or assists the infringement
3. Napster Case (9th Circuit) – The court held that the Sony (time-shifting) Case was inapplicable here.  Napster had actual knowledge of user infringements.  Napster materially contributed to user infringement. The infringement was a financial benefit to Napster.  Napster was liable because of its conduct and not its system architecture.  
4. MGM Studios Inc. v. Grokster, Ltd. (P. 578) – Grokster could not control the infringing use.  MGM established a different basis of liability.  Actual evidence of intent will still create the possibility of liability.  The court seems to distinguish between induced infringement and contributory infringement.  
B. Digital Copyright Law
		1. Digital copyright legislation
			a. Prohibition on commercial record and software rental
			b. Digital audio tape devices
c. The Digital Performance Right in Sound Recordings Act (DPRSRA) of 1995 created a new exclusive right in the case of sound recordings to perform the copyrighted work publicly by means of a digital audio transmission.
d. The Audio Home Recording Rights Act (AHRA) of 1992 imposes technological design constraints on the manufacture of copying devices.  These constraints block second generation digital copying.  There is a safe harbor for noncommercial digital recordings by consumers.
i. The AHRA prohibits lawsuits from being brought against manufacturers and sellers of audio recording devices or blank media.
ii. The AHRA only applies to devices that are primarily designed to copy sounds and music.  
c. Digital Millennium Copyright Act (DMCA) of 1998 
i. §512 gives online service providers (OSPs) a general exemption from copyright infringement so long as certain conditions are met, including:
A. The OSP must not know of have reason to know of the infringement;
B. The OSP must comply to a “notice and take down” procedure;
DMCA exempts OSPs from liability for automatically routing infringing materials that pass through their routers.
d. International trends and Offshore Sites
i. The WIPO copyright treaty requires anti-circumvention laws.
ii. The major trading partners of the US are moving to adopt stronger copyright anti-circumvention laws, but are lagging the US by about 5 years.
iii. Developing countries are less interested in adopting anti-circumvention legislation and in enforcing it.
		2. Enforcement
			a. Digital hardware devices
			b. Search engines, services, and software
i. DMCA has a provision that allows for subpoenas to ISPs.  This enables record companies to trace the file sharers.
			c. End users
				i. Individual students have been sued for infringement.
		3. Fair use and cyberspace
			a. The internet has made copyright infringement easier:
				i. It is easier to copy copyrighted files
				ii. It is easier to distribute copyrighted files
				iii. It is hard to monitor use of copyrighted works
iv. There is virtually not cost associated with copying and distributing copyrighted works.  

VIII. SOFTWARE
	A. The Scope of Software Copyright
1. The Copyright Office has allowed registration of computer programs.  Its justification in 1964 was that a computer program is like a “how to” book, and therefore is protectable if:
a. The elements of assembling, selecting, arranging, editing, and literary expression that went into the compilation of the program [meaning the creation of the program, not converting it from source code to object code] are sufficient to constitute original authorship. This is essentially a threshold requirement that a minimum amount of originality must exist
b. The program has been published, with the required notice [which was a requirement for copyright at the time]; that is, “copies” (i.e. reproductions of the program in a form perceptible or capable of being made perceptible to the human eye) bearing the notice have been distributed or made available to the public.
c. The copies deposited for registration consist of or include reproductions in a language intelligible to human beings [source code, rather than object code]. If the only publication was in a form that cannot be perceived visually or read [e.g. magnetic tape], something more (e.g. a print-out of the entire program) would also have to be deposited.
2. Protection under the 1976 Act
a. 17 U.S.C. § 101 – “‘literary works’ are works, other than audiovisual works, expressed in words, numbers, or other verbal or numerical symbols or indicia, regardless of the nature of the material objects, such as books, periodical, manuscripts, phonorecords, film, tapes, disks, or cards, in which they are embodied.”
b. The House Report states that “literary works” includes computer databases and computer programs to the extent that they incorporate authorship in the programmer’s expression of original ideas, as distinguished from the ideas themselves.
		3. Protection by US copyright office
a. A “computer program” is a set of statements or instructions to be used directly or indirectly in a computer in order to bring about a certain result.
b. Copyright protection extends to all the copyrightable expression embodied in the computer program. Copyright protection is not available for ideas, program logic, algorithms, systems, methods, concepts, or layouts.
		4. Software challenges traditional IP notions
a. Aspects of software can be protectable under copyright, patent, and trade secret laws.
b. However, software cannot be patented because it can be represented as a mathematical algorithm, and algorithms cannot be patented.  
5. Lotus v. Borland – Lotus 1-2-3 emerges as a dominant spreadsheet. Borland came up with its own spreadsheet.  Borland argued that this was not a copyright protectable work based on Baker v. Selden.  The court held that this was an unprotectable method of operation.  The court was divided. 
B. Exclusive Rights in Computer Programs
		1. The right to make “copies”
		2. Copies and section 117
	C. Fair Use and Derivative Works
1. Lewis Galooh Toys v. Nintendo –If there is no infringement by the user, then there can be no contributory infringement.  Nintendo relied on Harper & Row.  It argued that Game Genie users were supplanting its commercially valuable right to make and sell derivative works.  The court said that this is distinguishable from Harper & Row because that dealt with the right of first publication.  The court held that the use of the Game Genie to crate a derivative work was presumptively fair when users were engaged in a non-profit activity.  The court held that Nintendo failed to prove economic harm.  
2. Sega v. Accolade – This case dealt with whether people could disassemble a copyrighted computer program in order to gain an understanding of the unprotected functional elements of the program. The court held that not all copyrighted works are entitled to the same level of protection.  
3. Google Library Project (McGraw Hill, et. al. v. Google) – Google’s scanning, regardless of the amount, is an unlawful copying.  Converting copies in a searchable format may be a derivative work.  
D. Open Source Licensing 

XI. INTERNATIONAL COPYRIGHT LAW
	A. Evolution of the International Copyright System and U.S. Participation
	B. International Copyright Treaties
		1. Universal Copyright Convention (UCC)
a. Each member country must give works originating in other member countries the same protections that it gives to works of its own nationals.
b. Copyright notice is a condition for protection under the UCC.
2. Berne Union for the Protection of Literary and Artistic Property (the Berne Convention)
	a. The Berne Convention was first adopted in 1886.
	b. The US joined Berne in 1989
	c. Berne provides copyright protection without formalities.
		i. There is no registration requirement.
		ii. There is no notice requirement.
d. Each member country must provide automatic protection for the works of authors in other member countries.
e. Rights protected under Berne:
	i. Reproduce or copy
	ii. Adapt/ prepare derivative works
	iii. Distribute
	iv. Publicly perform
	v. Moral rights
Moral rights under the Berne Convention include paternity (known as author of the work) and integrity (prevent others from distorting the work).
f. The term of copyright protection must be at least the life of the author plus 50 years.
3. Reciprocity
a. U.S. authors automatically receive copyright protection in all countries that are parties to the Berne Convention or the UCC. 
i. Most countries belong to at least one of these conventions.
b. Members of the two international copyright conventions have agreed to give nationals of member countries the same level of copyright protection they give their own nationals.
c. Works of foreign authors who are nationals of Berne or UCC- member countries automatically receive copyright protection in the U.S., as do works first published in a Berne Convention or UCC country.
d. Unpublished works are subject to copyright protection in the U.S. without regard to the nationality or domicile of the author. 
		4. WIPO Copyright Treaty
			a. Requires compliance with Berne
b. WIPO Treaty members must:
i. Protect computer programs as literary works under Berne;
ii. Protect as compilations under Berne original compilations of data whose selection/arrangement are “original”; and
iii. Give software makers the right to control rentals of their programs
5. TRIPS provides for the enforcement of parts of Berne.  It does not provide for moral rights.

X. ENFORCEMENT AND REMEDIES
	A. 17 U.S.C. § 501. Infringement of Copyright
	B. 17 U.S.C. § 502. Remedies for Infringement: Injunctions
1. Preliminary injunctive relief is generally awarded if the plaintiff establishes a prima facie case on validity and infringement.
a. There is a presumption of irreparable injury (except in the 5th Circuit).  This presumption means that the plaintiff only needs to show a reasonable likelihood of success on its copyright infringement claim to support a preliminary injunction.  
2. A permanent injunction is generally awarded if copyright validity and infringement are found.
3. Exception
a. Abend v. MCA – The court would not award damages because the movie was popular.  The harm of taking it away from the public was greater than the damage to the plaintiff of keeping it in the public.  This is a rare exception to the general rule.
C. 17 U.S.C. § 503. Remedies for Infringement: Impounding and Disposition of Infringing Articles
This section allows for the seizure, impoundment, and destruction of infringing articles as well as articles that can be used to reproduce such infringing articles.
D. 17 U.S.C. § 504. Remedies for Infringement: Damages and Profits
		1. Statutory damages
a. Statutory damages can be between $750 and $30,000 per work “as the court considers just”
i. Single work copied 1,000 times = $750 to $150,000
ii. 1000 works copied once = $750,000 to $150,000,000
b. For willful infringement, statutory damages can be increased to no more than $150,000.
c. If the infringement is innocent, statutory damages can be reduced to $200
d. There is no award of statutory damages or attorney’s fees for infringement before registration (17 USC 412)
i. If the infringement of an unpublished work commenced before registration; or
ii. If the infringement of a published work commenced after first publication and before publication, unless registration was made within three months of publication
		2. Actual Damages
Actual damages are the extent to which the market value of a copyrighted work has been injured or destroyed by an infringement including the fair market value of licensing fee. If they are too speculative, damages will not be awarded.   Punitive damages are generally not awarded except for counterfeiting.
a. Lost profits
			b. Defendant’s profits
				i. These can be recovered if attributable to the infringement
A. The plaintiff is only required to prove that the	 defendant’s sales are reasonably related to the infringement.
ii. The burden then shifts to the defendant to reduce amount of profits that are recoverable.
iii. Doubt in computing should be resolved in the plaintiff’s favor.
iv. Sheldon v. MGM – The defendant deliberately plagiarized.  The plaintiff argued for recovery of all profits.  The plaintiff could only be awarded profits that were attributable to the infringement, so the court used apportionment to calculate damages.  
	E. 17 U.S.C. § 505. Remedies for Infringement: Costs and Attorney’s Fees
		1. Attorney fees may be awarded to the “prevailing party”.
2. Recovery of attorney’s fees is discretionary.
3. The copyright must be registered in order to obtain an award of attorney’s fees for infringement of copyright before date of registration or 3 months after first publication.
F. Statute of Limitations
		1. Civil cases – 3 years (§ 507(b))
Courts are split as to whether repeated acts of infringement constitute a single continuing wrong or whether damages must be limited to infringements in the last 3 years.
2. Criminal Cases – 5 years (§ 507(a))
		3. The statute of limitations will be tolled if:
			a. The defendant fraudulently concealed the infringement; or
b. A reasonable person in the plaintiff’s shoes would not have 
discovered the infringement.

PATENT

I. INTRODUCTION
	A. Historical Background
		1. Constitutional basis
		The Constitutional basis for patent protection is Article I, Section 8
2. The present law was enacted in 1952 and codified in Title 35 of the US Code
3. Patent Prosecution v. Infringement Litigation
	a. Patent Prosecution takes place in the US Patent Office
i. The patent examiner decides which claims to accept and which claims to reject.
ii. Rejections can be appealed the to the USPTO Board of Patent Appeals and Interferences.
iii. An applicant can further appeal a rejection to the CAFC directly or by way of the US District Court.
iv. The USPTO can reexamine issued patents.
b. Infringement litigation takes place in the courts and the USPTO has no role.
i. Only Federal Courts have jurisdiction. Cases go first to the District Court  CAFC  US Supreme Court
B. An Overview of the Patent Laws
		1. Requirements for Patentability
a. Applicant must be the actual inventor
b. Invention must be
i. Patentable subject matter
A. Not merely idea or abstraction
B. Made by man - not naturally occurring
C. Within a specified category
1. Process 
2. Machine
3. Manufacture
4. Composition of Matter
ii. New – not known by others before invention by applicant
iii. Non-obvious to someone skilled in the area
Useful for something and works (does not have to be better than what’s available)
c. Timely application - Filed application within 1 year of public use/sale/disclosure
2. Types of US patents
			a. Utility patents: protect useful items and processes
b. Design patents: protect designs and shapes which do not have utility
1. These are of less importance than utility patents
c. Plant Patents: protect asexually reproduced, distinct and new varieties of plants, including cultivated spores, mutants, hybrids, and seedlings, other than tuberpropagated plants or plants found in an uncultivated state
		3. Content of an application
			a. A specification
				i. Written description
					A. Invention
B. Manner and process of making and using it (enablement).
C. Best mode
				ii. Claims 
A. Claims describe the invention by a series of limiting words or phrases called limitations.
B. The limitations explain what is covered by the claim and, by implication, what is not covered.  
C. To establish that an accused device infringes a patent, the plaintiff must show that every limitation set forth in a disputed claim or claims is found in the accused device exactly or by a substantial equivalent.  
			b. A drawing 
			c. An oath by the applicant
		4. Definition of a Patent and Rights Conferred by Patent
A patent (letters patent) – is a government authorized grant which allows the recipient (the “patentee”) to prevent anyone else - including another inventor - from making, using, selling, or offering to sell items, or using a processes described in the claims of the patent without the permission of the patentee.
a. A patent does not authorize the patentee to make, use, sell or offer to sell items covered by the patent.
b. Duration: 20 years from date of application
c. Geographical coverage: U.S.A. (including territories) - no extra territoriality
C. Theories of Patent Law 
The purpose of patent law is to promote the progress of science and the useful arts not to retard them. Inventors must be given enough protection to create an incentive to invent but not too much protection which could discourage other inventors. 

II. ELEMENTS OF PATENTABILITY
	A. Patentable Subject Matter
1. 35 U.S.C. § 101. Inventions Patentable – “Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefore, subject to the conditions and requirements of this title.”  
		2. Unpatentable subject matter
Excluded are laws of nature, natural phenomena, & abstract ideas as well as things which occur in nature (not “man-made”)
a. A new mineral discovered in the earth or a new plant found in the wild is not patentable subject matter
b. Einstein could not patent E = mc2
c. Newton could not have patented the law of gravity
i. BUT someone (Eibel) could patent an improved machine which uses gravity
d. Arrhenius could not have patented his “equation”
i. But someone (Diehr) could patent an improved process using a computer implementing the Arrhenius equation
e. Samuel Morse could not patent electromagnitism
i. But could patent some ways to use it to send telegraph messages 
2. Morse’s Telegraph – The court rejected Morse’s 8th claim.  The court argued that he was trying to patent the scientific principle (electro-magnatism).  This is a classic example of distinguishing between patentable and unpatentable subject matter.  The court gave Morse that which he invented but nothing beyond that.  
3. Diamond v. Cakrabarty (P. 128) – The patent examiner rejected the third claim which was a claim to bacteria on the ground that living things are not patentable subject matter under § 101. The Supreme Court rejected this decision.  It held that the bacterium was patentable because it was not a previously known natural phenomenon, but rather it was a non-naturally occurring manufacture or composition of matter.  It was a product of human ingenuity having a distinctive name, character and use.
4. Diamond v. Diehr – The majority held that adding a computer to a patentable process does not convert it into a non-patentable process.  The court did NOT hold that the addition of a computer to any process makes it a patentable process.  
5. The patentability of business methods
a. State Street Bank & Trust v. Signature Financial (P. 1047) – This case allowed business methods to be patentable.
b. The problem with this is that the patent office has no history on business method patents.  For this reason, there are many business method patents for methods that were not really new.
c. An example is the Amazon One-Click Patent
d. Laboratory Corp. v. Metabolite – The Supreme Court dismissed a writ of certiorari.  The patent claimed a process for helping to diagnose deficiencies of two vitamins by using any test (whether patented or unpatented) to measure the level of an amino acid and then noticing whether its level is elevated above the norm; if so, a vitamin deficiency is likely.  
i. In denying the writ, it seems that the Supreme Court does not want to review the patentability of business method patents.

	B. Utility
	Utility must be affirmatively disclosed.
		1. Three types of utility
a. General utility – the invention must be capable of doing something.
b. Specific utility (operability) – the invention must work as specified.
c. Beneficial utility (practicability) – this deals with whether the invention has social value or benefit.  It is rarely used as a reason for rejection anymore.
		2. USPTO guidelines on utility
		The utility must be specific, credible, and substantial.
			a. Specific utility – the stated utility must be specific enough
b. Credible utility – this refers to the reliability of the statement as based on logic and the facts that are offered by the applicant to support the assertion of utility.
c. Substantial utility – the utility must define a real world use.  Utilities that require carrying out further research to identify or reasonably confirm a “real world” context of use are not substantial utilities. 
3. Brenner v. Manson (P. 144) – A patent is awarded for coming up with something useful.  The process must be refined to the point where there is a specific benefit.  Unless and until a process is refined and developed to this point where specific benefit exists in currently available form, there is insufficient justification for permitting an applicant to engross what may prove to be a broad field.
4. Chemical and pharmacological compounds
a. It may be difficult to predict whether a novel compound will exhibit pharmacological activity, even when the behavior of analogous compounds is know to those skilled in art.
	i. Testing is often required to establish practical utility.
ii. Evidence establishing a substantial utility for any purpose may be sufficient to show a reduction to practice.
b. In non-pharmaceutical cases, the analysis of utility is often combined with an analysis of enablement.  
c. In pharmaceutical cases, the issues of utility and enablement are often combined with an analysis of whether there has been an actual reduction to practice.
5. Any use can satisfy the utility requirement and it can be used for something else later without having to change the patent.  
	C. Describing and Enabling the Invention
		1. Required Disclosures 
a. A written description of the invention (§ 112) 
b. The invention’s utility (§ 101)
c. Enablement: The manner and process of making and using it in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the same	(§ 112) 
d. The best mode contemplated by the inventor of carrying out his invention. (§ 112) 
e. One or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention.  (§ 112)
f. Material information respecting patentability – It is a violation of duty of candor to withhold such material with an intent to deceive or to submit false material information.
2. All issued patents are given the presumption of validity.  This means that all required disclosures are presumed to have been properly made.
3. Enablement:  The written description must show that the inventor “fully possessed” the invention when the patent application was filed.  
a. The test for sufficiency of support is whether the disclosure of the application relied upon reasonably conveys to the artisan that the inventor had possession at that time of the later claimed subject matter. 
b. The enabling disclosure must show in full, clear, concise and exact terms how to make and use the invention without undue experimentation.
i. It is irrelevant whether this teaching is provided through broad terminology or illustrative examples.   
c. The inventor cannot claim more than he has invented.
i. The Incandescent Lamp Patent (P. 165) – This is like the Morse case in that Sawyer/Man really claimed more than it developed.  The Edison invention was recognized as being beyond the scope of the original S/M invention.
4. Description – claims must be within the scope of the description.  If claims go too far beyond the scope of the description, courts will hold that they have gone too far.
5. Claims
a. 35 U.S.C. §112 – “The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention….”   
b. Claims must comply with two requirements
i. A claim must set forth what the applicant regards as his invention; and
ii. A claim must do so with sufficient particularity and distinctness. In other words, the claim must be sufficiently definite.
c. This requires an analysis of whether one skilled in the art would understand the bounds of the claim when read in light of the specification.  If the claims read in light of the specification reasonably apprise those skilled in the art of the scope of the invention, §112 demands no more.
			d. The twin aims of §112 are:
i. To ensure that the claims describe the applicant’s invention; and
ii. To provide clear warning to others as to what constitutes infringement of the patent.
	e. Means-plus-function claims under §112: (NOT ON EXAM)
i. An element in a claim for a combination may be expressed as a means or step for performing a specified function without the recital of structure, material, or acts in support thereof, and such claim shall be construed to cover the corresponding structure, material, or acts described in the specification and equivalents thereof.
ii. The scope of a means-plus-function claim is not limitless, but is confined to structures expressly disclosed in the specification and corresponding equivalents.
6. More on the duty to disclose
Patent Rule 56 (C.F.R. § 1.56) requires that all involved with the prosecution of the patent disclose all information that is material to patentability.  This duty exists for each pending claim until the claim is cancelled or withdrawn from consideration, or the application is abandoned.  
a. The Federal Circuit’s inequitable conduct analysis – there are three steps to this analysis.
i. Does the alleged non‑disclosure or false information have a threshold degree of materiality?
ii. Was there an intent to deceive or was there gross negligence or mere negligence?
iii. Once the thresholds of materiality and intent are established, the Court must balance them to determine whether the equities in the case warrant a conclusion that inequitable conduct occurred and the otherwise valid patent declared unenforceable.  In this regard, materiality and intent are inversely related - the more material the omission, the less culpable the intent required, and vice versa.
b. Novo Nordisk v. Bio-Technology General – While predicting the results of a particular biological process or chemical reaction is generally acceptable, Novo described the use of LAP to produce hGH in the past tense, indicating that the process had already been successfully used.
D. Novelty and Statutory Bars
		1. The difference between §102(a) and §102(b)
			a. §102(a) requires novelty.  There will be no patent if:
i. The invention was known or used by someone else in the US;
				ii. Patented anywhere in the world; or
iii. Described in a printed publication anywhere in the world (probably by someone else). 
iv. The critical date is the date of invention by the applicant.
			b. §102(b) there will be no patent if:
				i. The invention was in public use in the US;
				ii. The invention was on sale in the US;
				iii. Patented anywhere in the world; or
iv. Described in a printed publication anywhere in the world.
v. The critical date is one year prior to filing the US patent application.
2. Novelty
	a. §102 (a), (e), and (g) are the novelty bars.
i. §102(a) known or used by someone else in the US before the critical date
ii. §102 (a) patented or described in a printed publication anywhere in the world before the critical date
iii. §102 (e) described (not “claimed)” in an issued U.S. patent which was filed before the critical date
iv. (g)(2) invented in this country by someone who did not abandon, suppress, or conceal.
b. Anticipation – an invention is not new (novel) if it has been anticipated (realized or known in advance)
i. To anticipate a claim for a patent, a single prior source must contain all its (the claim’s) essential elements.
ii. Anticipation cannot be shown by combining more than one reference to show the elements of the claimed invention.
A. When more than one reference is required to establish unpatentability of the claimed invention, anticipation under Section 102 cannot be found and validity is determined in terms of obviousness under Section 103.
iii. Inherency – If the prior art reference does not expressly set forth a particular element of the claim, it still may anticipate if that element is “inherent” in its disclosure.
A. To establish inherency, extrinsic evidence “must make clear that the missing descriptive matter is necessarily present in the thing described in the reference, and that it would be so recognized by persons of ordinary skill.”
B. “Inherency may not be established by probabilities or possibilities.  The mere fact that a certain thing may result from a given set of circumstances is not sufficient.”
				iv. Anticipation is a two step analysis:
					A. Construction of the claims
					B. Compare the claims to prior art
		3. Statutory bars: publications 
a. 35 U.S.C. §102(b) – “the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this country, more than one year prior to the date of the application for patent in the United States…”
b. “Printed publication” is a term of art.
i. It does not require that it be either “printed” or “published”.
ii. But it must have been “sufficiently accessible” to the public interested in the art before the critical date. 
iii. “Dissemination and Public Accessibility are the keys in determining whether a prior art reference was ‘published.” 
		4. Statutory bars: public use
			a. This statutory bar also derives from 35 U.S.C. §102(b).
			b. Policy rationale
i. Avoid detrimental public reliance on unpatented inventions
ii. Encourage prompt disclosure of new information
iii. Discourage attempts to extend the length of the effective patent monopoly.
c. Prohibited conduct
i. non-secret, non-experimental use of the invention prior to the critical date
ii. commercial use by the inventor prior to critical date
d. Criteria
i. does not take much use - nor does the use have to be very “public”
ii. samples freely shown/delivered to persons actively interested in the construction
iii. work done openly in the ordinary course of business 
iv. without deliberate attempt at concealment or effort to exclude public
e. Egbert v. Lippmann (p. 196) – What matters is if the display was public.  The definition the court used was if the invention was being used by a member of the public without permission and without control.  It’s not public in the sense of disclosure.  The court seems to be saying that since she was not sworn to secrecy, she was using it without restriction, and thus, as a member of the public.   
f. There can be no patent if the invention is on sale in the US for more than a year before the US filing date.  The invention does not have to be sold; it just has to be on sale. 
5. The experimental use exception – there is no public use or on sale bar if the use was experimental
a. City of Elizabeth v. Pavement Company – The pavement was used publicly for several years.  The court says that this was not a public use because the use was experimental.  
b. Experimental use/sale factors – all circumstances must be considered and evaluated.
i. The nature of the activity that occurred in public
ii. Public access to and knowledge of the public use
iii. Confidentiality obligation imposed on persons who observed the use
iv. Progress records or other indicia of experimental activity kept
v. Who conducted the experiments
vi. How many tests were conducted and for how long
vii. Was full payment was made for the product used in the tests
viii. Was the use/sale primarily to test the usefulness of the invention or to test the potential market
		6. Priority rules and the first to invent
			a. Priority rules in general
i. The US has a first to invent rather than a first to file system.
ii. The invention includes conception and reduction to practice.
iii. If the first to conceive is not the first to reduce to practice, he must explain the reason for delay; if reasonable diligence had been exercised, first to conceive will win even though not first to reduce to practice.
			b. The inventive process
				i. Conception – a fully developed idea
ii. Corroboration – evidence of the conception – other than the inventor’s testimony.  There must be tangible evidence or testimony of others or a combination.  We can’t rely only on the memory of the inventor.
iii. Reduction to Practice
A. Actual reduction to practice – the invention must work
B. Constructive reduction to practice – filing a complete patent application.
			c. An interference
Proceeding in the patent Office when priority is in dispute is an interference.  You would not request an interference.  Attorney’s will provoke an interference.  The Patent Office is forced to declare an interference.
			d. Junior and senior parties
	i. The first to file in the US is the senior party.  
ii. The junior party, at least initially, has the burden of proving that he was the first to invent.  
A. If there are two pending applications, then the burden is “preponderance of evidence”.  
B. If a patent has been issued, the burden is “clear and convincing evidence”.  
			e. Reasonable diligence standard
i. The reasonable diligence standard balances the interest in rewarding invention with public’s interest in earliest possible disclosure.
ii. Griffith v. Kanamaru (P. 209) – This case demonstrates that the invention must be the inventor’s first priority for the inventor to exercise reasonable diligence.  
			f. Suppression and concealment
If the first to invent has abandoned, suppressed or concealed the invention, he will be disqualified and the second to invent will get the patent.
	E. Nonobviousness
1. 35 U.S.C. § 103 – A patent may not be obtained though the invention is not identically disclosed or described [in the prior art] if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made.	
2. Nonobviousness is, arguably, a Constitutional requirement because “invention” inherently requires something creative or inventive.
3. Graham v. John Deere (P. 214) – the court is saying that inventiveness is a Constitutional requirement and that Congress cannot take it away.  The court did give up the “flash of creative genius” standard.  
		The analysis to be used for non-obviousness is:
			a. determine the scope and content of the prior art
b. determine the scope of the claims at issue
c. identify the difference(s) between the prior art and the claims 
d. establish the appropriate “level of ordinary skill” in the pertinent art
e. against this background, determine whether the subject matter of the claimed invention would have been “obvious” or “nonobvious” to a person of “ordinary skill” at the time the invention was made 
			f. Obviousness is an issue of law to be decided by the courts.
4. The Federal Circuit has created a somewhat different, more objective test for non-obviousness that is very close to novelty. It has done this to avoid the problem of a hindsight bias that is inherent in the Graham test.
	a. This test emphasizes Graham’s “secondary considerations”
		i. Commercial success
		ii. Long felt but unsolved needs
		iii. Failure of others
		iv. Teaching away
		v. Praise within the technical community
		vi. Deliberate copying
5. Obviousness determinations usually involve:
	a. Substituting a new element for a claimed element (Graham); or
	b. Combining teachings (Dembiczak and Vaeck).
6. Combining references
	a. Requirements of the Federal Circuit
i. To defeat the patentability of the invention, the patent examiner must show a motivation to combine references that create the case of obviousness.
ii. The Federal Circuit identified three sources of motivation to combine references:
	A. The nature of the problem to be solved
	B. The teachings of the prior art
C. The knowledge of persons of ordinary skill in the art.
b. KSR Intl. Co. v. Teleflex Inc. – The Supreme Court rejected the Federal Circuit’s strict application of the Teaching Suggestion Motivation (TSM) Test.  The Court held that the TSM test can be utilized, but that obviousness should be determined under the more expansive Graham factors.  The message from this case seems to be that the standard the Federal Circuit has been applying as to whether or not an invention is patentable (obviousness) is too low. 

III. PATENT PROTECTION OF COMPUTER SOFTWARE

IV. DEFENSES
	A. Affirmative Defenses
1. Noninfringement, absence of liability for infringement or unenforceability;
2. Invalidity of the patent or any claim in suit on any ground specified … as a condition for patentability;
3. Invalidity of the patent or any claim in suit for failure to comply with any requirement of sections §§ 112 or 251 of this title,
	B. De Minimus and Experimental Use
De minimus and experimental use are no defenses to patent infringement.  Unauthorized use of a patented invention is patent infringement.
	C. Antitrust Counterclaims
		1. “Walker Process” claims
This is the most common type of antitrust counterclaim raised in patent infringement cases.  This is raised when
	a. The patent owner obtains a patent by defrauding the PTO
b. Then attempts to enforce the fraudulent patent through litigation
2. “Handgards” - "Sham" litigation claims
3. Patent pool claims
4. Tying and other related claims

VI. INFRINGEMENT 
	A. Claim Interpretation
		1. Reissue and Reexamination
		These are both alternatives to litigation
a. Reexamination is primarily for reconsidering the validity of an issued patent based on prior art not considered by the Examiner during the initial examination
	i. Anyone can request a reexamination
ii. The basis for the request is a substantial new question of patentability
		
b. Reissue is used primarily to broaden or narrow claims in issued patents
				i. The patentee is the one who requests a reexamination
ii. The basis for the request is because the patent is inoperable/ invalid because too much or too little was claimed.
iii. Intervening rights – there are two types of intervening rights after the grant of a reissue patent.
A. Absolute right – gives an accused infringer the absolute right to use or sell a product that was made before the grant of the reissue patent as long as this activity does not infringe a claim of the reissue patent that was in the original patent.  This right is absolute - no exercise of judicial discretion is required or permitted.
B. Equitable right – permits the trial court to allow the continued manufacture, use, or sale of additional products covered by the reissue patent provided the defendant made identical products - or made substantial preparations to make identical products - before the reissue date.  This equitable right is not absolute.  
	B. Literal Infringement
		1. Determining literal infringement
			a. Step #1: Interpret the language of the claim
				i. The claim provides the metes and bounds of the patent
				ii. In interpreting the claim the court must consider
					A. The language of the claims
					B. The specification
					C. The prosecution history
iii. The court may in some cases consider extrinsic evidence
b. Step #2: The words of the claim must be applied to the accused device to determine whether there has been infringement.
2. Claim construction 
a. Claim construction is a question of law.
b. Courts may interpret a claim but it is improper to import a limitation.
c. The doctrine of claim differentiation – courts presume that different claims have different scopes and meanings.
	C. The Doctrine of Equivalents (Non-Textual Infringement)
The doctrine of equivalents is a judicially created doctrine – it is not in the Patent Act.	
1. Basic issues
a. The goal of the doctrine is fairness.  Claims may not capture all of the nuances of an invention.  Insubstantial substitutes for certain elements could defeat the patent and its value to inventors could be destroyed by simple acts of copying.  Thus it is important that the scope of a patent is not limited to its literal terms but embraces all equivalents to the claims described.  
b. The old test under the doctrine of equivalents was the function/ way/ result test. 
i. Under this test an accused product infringes if it performs substantially the same overall function in substantially the same way to yield substantially the same result.
ii. Under this test, equivalents were limited to things known at the time the patent was issued.
iii. It used to be that “colorable” differences fell under the doctrine of equivalents.
c. Today when infringement occurs, the inventor is entitled to the newly discovered “equivalent” technology.
i. Today insubstantial differences fall under the doctrine of equivalents.
d. Limitations on the doctrine of equivalents
i. There can be no infringement under the doctrine of equivalents if the asserted scope of equivalency would encompass the prior art.
ii. Prosecution history estoppel can prevent a patentee from relying on the doctrine of equivalents when the patentee relinquishes subject matter during the prosecution of the patent, either by amendment or argument. 
iii. The question of insubstantiality of the differences is inapplicable if a claim limitation is totally missing from the accused device (element-by-element)
2. Prosecution history estoppel
		The doctrine of equivalents is subservient to prosecution history estoppel.
a. Prosecution history estoppel precludes a patentee from obtaining under the doctrine of equivalents coverage of subject matter that has been relinquished during the prosecution of his patent application.
b. Actions by the patentee, including claim amendments and arguments made before the Patent Office, may give rise to prosecution history estoppel.
c. The logic of prosecution history estoppel is that the patentee, during prosecution, has created a record that fairly notifies the public that the patentee has surrendered the right to claim particular matter as within the reach of the patent.
d. Where the record doesn’t reveal the reason for the amendment:
i. Place the burden on the patentholder to establish the reason for an amendment required during patent prosecution
A. The court then would decide whether that reason is sufficient to overcome prosecution history estoppel as a bar to application of the doctrine of equivalents to the element added by that amendment
ii. Where no explanation is established, however, the court should presume that the PTO had a substantial reason related to patentability for including the limiting element added by amendment
A. In those circumstances, prosecution history estoppel would bar the application of the doctrine equivalents as to that element.
e. The “Festo” exceptions – in the following situations, a patentee can overcome the presumption that prosecution history estoppel bars a finding of equivalence:
i. The equivalent may have been unforeseeable at the time of the application
ii. The rationale underlying the amendment may bear no more than a tangential relation to the equivalent in question
iii. There may be some other reason suggesting that the patentee could not reasonably be expected to have described the insubstantial substitute in question.  
3. Subject matter “disclosed but not claimed”
The result of disclosing but not claiming subject matter is that the inventor cannot assert the doctrine of equivalents to cover the disclosed and unclaimed subject matter. (Johnson & Johnson P. 281).
		4. After-arising technologies
	D. Equivalents for Means-Plus-Function Claims
	E. Contributory Infringement
	F. Infringement Involving Foreign Activities

VII. REMEDIES
	A. In General 
1. The patentee is entitled to damages adequate to compensate for the infringement, but in no event less than a reasonable royalty for the use made of the invention by the infringer.
2. The court may increase the damages up to three times the amount found.
3. In exceptional cases, the court may award attorney’s fees.
4. The statute of limitations is six years.  
B. Injunctions
Denial of injunctive relief is tantamount to granting a compulsory license. Compulsory licenses are anathema to the inventor’s statutory right to exclude in the US.
1. MercExchange v. eBay – Patent owners are not entitled to greater protection than copyright holders.  The same federal equitable principles apply to both.  This is a reoccurring theme in Supreme Court patent decisions.  
	C. Damages: Reasonable Royalty and Lost Profit Damages
		1. Lost profits
			a. Panduit test for lost profit damages
				i. Demand for the patented product
ii. Absence of acceptable non-infringing substitutes
iii. Manufacturing and marketing capability to exploit the demand
iv. The amount of the profit it would have made
This permits a court to find that the lost profits were caused by the infringing sales.
b. A patentee may recover projected future losses, but those projections must not be speculative.
		2. Reasonable royalties
When infringement has been shown, a patentee is entitled to no less than a reasonable royalty for the use made of the invention by the infringer.
	D. Willful Infringement

VIII. INTERNATIONAL PATENT LAW
	A. Procedural Rules
		1. There are separate national files for patents
a. A patentee would first file a patent application in a Paris Convention or WTO state.
	i. This would be followed by prosecution in various states.
b. A patentee could file a Patent Co-Operation Treaty (PCT) application.
i. Each country must accept a PCT as procedurally accurate.  A PCT is not a worldwide patent.  It is a worldwide registering scheme.
ii. This would be followed by patent prosecution in each country.
c. The patentee could also file in a regional patent convention such as the European Patent Organization (EPO).  If this occurs, the resulting patent must be enforced in each individual country.

IX. OWNERSHIP
	A. Presumption
	The presumption is that the invention belongs to the inventor.
	B. Employees
		1. There are three exceptions to the presumption:
a. An employee may freely consent by contract to assign all rights in inventive ideas to the employer
b. Under some circumstances, a court may find an “implied” agreement to assign all such rights in the absence of a written agreement
c. Under somewhat similar circumstances, a court may determine that the employee owns the invention but the employer may have a royalty-free right to use it in its ordinary course of business (a “shop right”)
2. Some states have enacted statutes limiting employee assignments of patent rights.
	C. Patent Trolls
1. Definition: A patent troll is a company that purchases patents, often at “fire sales” from a bankrupt firm or an impecunious individual inventor, and then searches for a big company who may be infringing one of the patents and sues them for millions. 

TRADE SECRETS

I. INTRODUCTION
	A. Overview
		1. Alternative to patent protection
			a. Advantage of trade secret protection
				i. No disclosure required
				ii. Little expense involved
				iii. Faster than patent protection
iv. Protects things that cannot be patented (novelty and non-obviousness are not required)
				v. Lasts indefinitely
				vi. Patents invite infringement
			b. Advantages of patent protection
i. Patents provide greater security as trade secrets are easier to lose
					A. Trade secrets can be lost by poor security
B. Trade secrets can be lost by reverse engineering, whereas patents cannot.
C. Trade secret protection may be subject to the loss of employees whereas patent protection is not
				ii. Patents provide exclusivity whereas trade secrets do not
B. Theory
		1. Contract – deals with express and implied agreements.
a. In NY contract based claims require only a showing that the disclosed idea was novel to the buyer.
2. Tort – Trade secret law is tort based.  It is NOT property based.  It is	 governed by state law.
a. Misappropriation claims require that the idea at issue be original and novel in absolute terms.

II. SUBJECT MATTER
	A. Defining Trade Secrets
A trade secret may consist of any formula, pattern, device or compilation of information which is used in one's business, and which gives him an opportunity to obtain an advantage over competitors who do not know or use it.  It may be a formula for a chemical compound, a process of manufacturing, treating or preserving materials, a pattern for a machine or other device, or a list of customers.	
B. Protection
	1. State law
		a. Protects trade secrets
		b. Prohibits passing off
		c. Prevents industrial espionage
		d. Uphold non-disclosure agreements
		e. Upholds covenants not to compete
	2. Federal law protects against economic espionage

III. MISAPPROPRIATION OF TRADE SECRETS
	A. Elements of Trade Secret Misappropriation
	The plaintiff must prove that:
		1. It possessed a trade secret 
	2. The defendant obtained the trade secret through improper means
	3. The trade secret must be of value
a. Value is any information which provides a competitive advantage because it is not generally known
	i. It need not be novel
	ii. It need not be technical
	iii. It CAN be negative information
	4. It must be kept secret
a. This takes into account the extent to which information is known by employees, customers, suppliers, etc.
b. The company must take reasonable precautions to guard the secret.  Methods of protecting secrecy include
	i. Company policies and procedures
	ii. Employee agreements
	iii. Non-disclosure agreements
c. Total secrecy is not required, but there must be controlled disclosure.
d. Publication does not necessarily waive trade secret protection as long as the defendant go the information from the plaintiff.  
e. Trade secrets can be disclosed in the following ways:
	i. Publication
ii. Sale of a product which embodies the trade secret (reverse engineering)
	iii. Disclosure by a third person
	iv. Inadvertent disclosure by the owner
	v. Compelled disclosure by the government
B. Improper Means
		1. There are several improper means of obtaining trade secrets
			a. Breach of an agreement
			b. Violation of a confidential relationship
			c. Theft
			d. Industrial espionage
			e. Inappropriate business conduct
B. Confidential Relationship
		1. A confidential relationship exists if:
a. The person made an express promise of confidentiality prior to the disclosure of the trade secret; or 
b. The trade secret was disclosed to the person under circumstances in which the relationship between the parties to the disclosure justify the conclusions that, at the time of the disclosure,
i. The person knew or had reason to know that the disclosure was intended to be in confidence, and
ii. The other party to the disclosure was reasonable in inferring that the person consented to an obligation of confidentiality.
C. Reverse Engineering
	Reverse engineering is a proper means of obtaining a trade secret.
D. Departing Employees
		1. Employee trade secrets and non-disclosure agreements
a. Former employers may not know that disclosure (in violation of an NDA) has taken place until long after the fact.
b. If disclosure has taken place in violation of an NDA, the former employer may sue for breach of contract. 
c. Duration of NDAs
i. An NDA may last even after the information is no longer a trade secret.
ii. An NDA may still be enforceable even after a patent has been issued. 
2. Noncompetition Agreements (covenants not to compete)
	a. These are contractual agreements that are governed by state law. 
	b. Policy concerns
		i. Reluctance to limit how/ where/ when people work
		ii. Reluctance to limit competition
iii. Desire to let the employer get benefit of proprietary investment
	c. Enforceability (outside of CA)
			They are enforceable when:
i. They are designed to protect a legitimate business interest; and 
ii. They are reasonable in terms of the content, duration, and geographic scope of the restriction.
	d. Enforcement options
		i. Enforce the agreement as written
		ii. Partially enforce the agreement (blue-pencil rule)
A. The court can change the length or scope of the agreement.
iii. Refuse to enforce
A. A court may deny enforcement where there ought not to be a covenant not to compete or because the court feels that the employer has overreached.
e. Enforcement in CA is very limited. All covenants not to compete are void except when the goodwill of a business is sold.

VI. STATE INTELLECTUAL PROPERTY LAW AND FEDERAL PREEMPTION
	A. Trade Secrets and Preemption
	This is a gray area.
B. Idea Submission
Companies should use idea submission forms.

TRADEMARK

I. INTRODUCTION
	A. Constitutional Basis
The Constitutional basis for Federal TM law is the Commerce Clause.  Therefore it is important for a TM to be in commerce in order to be protectable.
B. Trademark Rights
1. Trademark rights are not created by registration but are created by use in commerce.
2. Priority of use determines who is entitled to exclusive use of a trademark or other means of identification.
3. The scope of protection extends to where there is a likelihood of confusion, mistake, or deception as to the source of the goods or services.
a. There cannot be infringement or unfair competition if there is no likelihood of confusion.
C. Trademark Law is Tort law	
1. It is not IP law except for dilution which may approach a quasi-property bright.
	D. Benefits of Trademarks
		1. Reduction of consumer search costs
		2. Incentive to produce consistently high-quality goods and services
		3. Improve the quality of language
	E. Unregistered Marks
1. § 43(a) of the Lanham Act has been interpreted by the Supreme Court as creating a federal cause of action for infringement of an unregistered trademark or trade dress. 
2. Unregistered marks should receive essentially the same protection as registered marks.
	F. Passing Off
	Most TM disputes involve some form of “passing off”.
1. Passing off occurs when a producer misrepresents his goods or services as someone else’s
2. Reverse passing off occurs when a producer misrepresents someone else’s goods or services as his own.
a. Dastar v. Twentieth Century Fox – the court would not allow the use of the Lanham act to create perpetual quasi-copyrights.

II. WHAT CAN BE PROTECTED AS A TRADEMARK
	A. Trademarks, Trade Names, and Service Marks
		1. Definitions
			a. Trademark 
				i. Name of the product a company makes.
ii. Must serve or be able to serve as a single source identifier.
iii. A trademark includes any word, name, symbol, or device, or any combination thereof used by a person to identify and distinguish his/her goods, including a unique product, from those manufactured and sold by others and to indicate the source of the goods, even if that source is unknown.
			b. Trade name – name of a company
			c. Service mark – identifies a service
	B. Color, Fragrance, and Sounds
		1. Colors can serve as TMs
a. Qualitex Co. v. Jacobson Products Co., Inc. – We should look at colors in the same categories as we look at other marks.   
i. There are problems with colors as trademarks.  One is uncertainty.  Another is color depletion.  
ii. There is a functionality argument – the color may identify the product.  However, functionality is not an absolute bar. 
iii. Colors are difficult to classify in one of the traditional categories.
iv. The Supreme Court held that there is no rule that says that colors cannot be trademarks.  The fact that colors are sometimes functional does not mean that colors are always functional.  Thus, functionality cannot be an absolute bar to colors as TMs. Color can develop a secondary meaning over a span of time.  
	C. Certification and Collective Marks
1. Certification marks – not source identifiers but are quality indicators.  A certification mark must be used by someone other than its owner, with the authorization of the owner.  There are three different types of certification marks.
a. Marks that certify that goods or services originate in a specific geographic region  
b. Marks which certify that the goods or services meeting a certain quality
c. Marks that certify that goods or services meet certain organization or union standards
2. Collective marks – used by members of a group for the purpose of indicating their membership in the group.  Ownership of the mark lies with the parent body/ collective organization.  
	D. Categories of Trademarks
		1. Generic
a. These marks are never protectable.
b. A generic mark connotes the basic nature of articles or services rather than the more individualized characteristics of a particular product.  
2. Descriptive
a. These marks are protectable only upon a showing of secondary meaning. 
i. To establish secondary meaning “owner” must show that the primary significance of mark is to identify the source of the product rather than the product itself. 
ii. Relevant evidence includes:
A. Advertising expenditures
B. Consumer studies
C. Sales success
D. Unsolicited media coverage
E. Intentional copying/attempts to plagiarize
F. Length and exclusivity of use.  
b. A descriptive mark must come to the point where it is a source identifier, not just descriptive of the product.
		3. Suggestive
a. Protectable without secondary meaning
b. Suggestive marks merely suggest, rather than describe, some particular characteristic of the goods or services requiring the consumer to use some imagination to draw a conclusion as to the nature of the goods.
		4. Fanciful
a. Protectable without secondary meaning
		5. Arbitrary
a. Protectable without secondary meaning

III. ESTABLISHMENT OF TRADEMARK RIGHTS
	A. Use in Commerce
	Actual use in commerce is required for TM protection
1. This prevents entrepreneurs from reserving brand names in order to make their rivals’ marketing more costly
2. Only active use allows consumers to associate a mark with particular goods and notifies other firms that the mark is so associated.
3. Under the common law, one must win the race to the marketplace to establish the exclusive right to a mark.
A. Distinctiveness 
	B. Priority
	C. Trademark Office Procedures
		1. Principle Register – this is for fully protectable marks
2. Supplemental Register – this is for marks which are not yet protectable.  This serves as notice of actual use in commerce
3. There are several benefits of Federal registration:
a. Constructive notice of a registrant’s claim of ownership throughout the US
b. Prima facie evidence of the validity of the registration and of the registrant’s exclusive right to use the mark
c. Conclusive evidence of an exclusive right to use the mark after it becomes incontestable through continuous use for five years after registration
d. The ability to have the US Customs Service exclude infringing goods at the US boarder.
4. Use in commerce is required for registration.
5. Intent to use (ITU) registration
A person with “bona fide intention, under circumstances showing the good faith, to use a trademark in commerce” may apply to register the trademark on the Principal Register before using the mark in commerce
6. Grounds for refusing registration
	a. No exceptions
i. Immoral or scandalous matter or matter which may disparage persons, institutions, beliefs, or national symbols, or bring them into contempt or disrepute.  
ii. Consists of or comprises the flag or coat of arms or other insignia of the US, or of any State or municipality, or of any foreign nation, or any simulation thereof
iii. Consists of or comprises a name, portrait, or signature identifying a particular living individual except by his written consent, or the name, signature, or portrait of a deceased President of the United States during the life of his widow, if any, except by the written consent of the widow.
iv. Primarily geographically deceptively misdescriptive 
v. Functional as a whole
	b. Only with secondary meaning
	i. Merely descriptive 
ii. Deceptively misdescriptive 
iii. Primarily geographically descriptive 
iv. Primarily merely a surname 
c. Concurrent use exception – Sometimes people will use the same mark and be unaware of each other in different geographic locations.  This placates junior users who have used a mark in good faith. 
	D. Incontestability
1. To become incontestable the TM must have been registered for five years and meet other requirements.  It is like a “quiet title” provision.  
		2. Incontestability does not apply if the mark is generic
3. Sec. 1115 – an incontestable registration is still subject to certain defenses and defects.  Incontestability means that it is too late to say the mark should not have been registered.  
4. When a mark becomes incontestable, its most salient feature becomes incontestable.  
	E. Loss of Protection
		1. The mark has become generic
		2. The mark has been abandoned
		3. There was a transfer/ assignment in gross
		4. There was uncontrolled licensing
IV. TRADE DRESS
	A. Trade Dress and Product Configurations
The Lanham Act protects trade dress which is the design and packaging of materials, and even the design and shape of a product itself, if the packaging or the product configurations serve the same source-identifying function as trademarks.  It is possible to register both trade dress and product configurations as trademarks under the Lanham Act.
B. Distinctiveness of Trade Dress and Product Configuration
Since a TM must serve or be able to serve as a source identifier, trade dress must be distinctive in order to be protectable.
1. Two Pesos v. Taco Cabana – The court believed it couldn’t treat restaurant interiors differently than other types of non-packaging trade dress.  The court said restaurant décor could be protected if it is inherently distinctive. The court endorsed using the “Abercrombie classification”.  
2. Wal-Mart Stores, Inc. v. Samara Brothers, Inc. – Some kinds of trade dress can be inherently distinctive, but other kinds can’t be.  The court made a distinction between packaging and non-packaging.  Packaging does not require secondary meaning and product design requires secondary meaning.  
3. In re Slokevage (“Flash Dare”) – This case is unusual in that the user tried to TM trade dress.  This court seems to say that if something cannot be proven to be packaging, then it should be assumed to be product design and secondary meaning should be required.  Anything that isn’t packaging requires secondary meaning.  
C. Functionality 
1. Definition
a. Functionality is a term of art.  It is a legal conclusion (not an analytical standard) based on the conclusion that competitors must use the design in order to compete effectively.
b. A mark is functional if it is essential to the use or purpose of the article or if it affects the cost or quality of the article, that is, if exclusive use of the feature would put competitors at a significant non-reputation-related disadvantage.
c. A mark is functional if it is one of a limited number of equally efficient options available to competitors and free competition would be unduly hindered by according the design trademark protection.
d. A mark is functional if it embodies the benefit the consumer wishes to purchase, as opposed to an assurance that the product is manufactured or sponsored by a particular entity.
2. Under the common law, designs that are functional cannot be protectable.
3. Aesthetic Functionality
a. Plasticolor Case – Where a copied product feature is partially functional but partially source-identifying, there are three alternatives
i. Find that the source-identifying aspects of the feature trump the functional aspects and simply apply the standard law of trademark infringement.
ii. Find the opposite and hold that the feature is unprotected from copying.
iii. Attempt to find an appropriate middle ground for a solution that permits trademarks to be copied as functional features but minimizes the likelihood that the public will associate the copied mark with the TM owner.
There need be no conflict between the two principles at the point of sale. There should be a clear indication at the point of sale - in the form of a label, packaging, or other identification easily removed or concealed by the consumer - that the product is not manufactured or sponsored by the TM “owner”
		4. Expired Patents 
a. A utility patent is evidence that a mark is functional.
i. TrafFix – The question in this case was the effect of an expired patent on a claim of trade dress infringement.  Scalia stressed that the issue was if one can get a TM on something that has an expired patent.  A utility patent is strong evidence that the features therein claimed are functional.  
			b. Design patents
i. GMG v. Gadget – This case is the flipside of TrafFix.  In this case there was a design patent which can only be granted to non-functional designs. The design patent should be evidence that the design is not functional.  \

D. Design Patents
1. Distinctions between design and utility patents
a. The term of a utility patent is 20 years measured from the U.S. filing date; or the earliest effective U.S. filing date, while the term of a design patent is 14 years measured from the date of grant
b. Maintenance fees are required for utility patents while no maintenance fees are required for design patents.
c. Design patent applications include only a single claim, while utility patent applications can have multiple claims.
d. Restriction between plural, distinct inventions is discretionary on the part of the examiner in utility patent applications while it is mandatory in design patent applications 
e. An international application naming various countries may be filed for utility patents under the Patent Cooperation Treaty (PCT), while no such provision exists for design patents. 
f. Foreign priority can be obtained for the filing of utility patent applications up to 1 year after the first filing in any country subscribing to the Paris Convention, while this period is only 6 months for design patent applications 
g. Utility patent applications may claim the benefit of a provisional application whereas design patent applications may not.
h. Utility patent applications filed after November 29, 2000 are subject to application publication whereas design applications are not 
		2. Distinctions between design patents and trade dress
			a. Design patents
				i. The basis for protection is novel design
ii. File application with the PTO and receive a grant from the PTO
				iii. Length of protection is 14 years and use is not required
				iv. It takes about a year to obtain and it costs money
v. It protects against a resemblance such as a to deceive an ordinary observer
			b. Trade dress
				i. The basis for protection is distinctiveness
				ii. It is protected through use in commerce
iii. The length of protection is as long as the TM is being used
				iv. It is obtained immediately with use
v. It protects against competing use which is a source of confusion.

V. INFRINGEMENT
	A. General Rule
1. Lanham Act §43: Any person who without the consent of the registrant (or owner) use(s) in commerce any reproduction, counterfeit, copy, or colorable imitation of a registered mark in connection with the sale, ... distribution, or advertising of any goods or services on or in connection with which such use is likely to cause confusion, or to cause mistake, or to deceive shall be liable in a civil action by the registrant for the remedies hereinafter provided.
		2.The true standard is “likelihood of unreasonable confusion”.
	B. Likelihood of Consumer Confusion
1. The purpose of trademark law is to prevent consumer confusion and deception about the source of particular goods or services. 
2. The old rule used to be that the two products had to compete in order for there to be infringement.
3. Today competition is still important.  If there is little or no competition, the use of the same marks is still allowed.  
4. Test of consumer confusion
a. Actual confusion – If there is sufficient evidence of actual confusion, there is no need to show likelihood of confusion.
b. Likelihood of confusion – the “digits of confusion” is a predictive test of the likelihood of confusion.
Some of the most common digits of confusion are:
	i. Strength of the plaintiff’s mark

ii. Similarity of the two marks (sight, sound, meaning)
	iii. Similarity/ proximity of the two products
iv. Evidence of actual confusion
v. Defendant’s intent
vi. Customer sophistication – care used in purchasing
		5. Disclaimers may reduce or eliminate consumer confusion.
			a. This may provide evidence of lack of intent to confuse.
b. Or it may show that the defendant realized that confusion could occur. 	
6. Fair use – There are some uses that create some likelihood of confusion but are still permitted. 
a. Nominative fair use – Where the defendant uses a trademark to	 describe the plaintiff’s product or service rather than its own, a nominative fair use defense exists:
i. If the product or service in question is one not readily identifiable without use of the trademark;
ii. If only so much of the mark or marks were used as is reasonably necessary to identify the product or service; and
iii. If the user did nothing that would, in conjunction with the mark, suggest sponsorship or endorsement by the trademark holder.
	7. Parody
a. A parody which aims its commentary at a trademark is given considerable leeway, however a claimed parody that makes not comment on the mark is not a permitted trademark parody use.
b. There are also First Amendment considerations with parodies.  If a parody does more than propose a commercial transaction, then it is entitled to fully First Amendment protection.

C. Dilution
1. Justification – preventing consumer confusion did not provide enough protection, especially for famous marks.
2. There are two types of dilution
a. Blurring – the gradual whittling away of an established trademark’s selling power and value through its unauthorized use by others upon dissimilar products.
b. Tarnishment – generally arises when the plaintiff’s trademark is linked to products of shoddy quality, or is portrayed in an unwholesome or unsavory context, most often in a context of sexual activity, obscenity, or illegality.
		3. There were state dilution laws long before federal dilution law. 
		4. The new federal dilution act
a. Most significantly, the TDRA overrules the Supreme Court's holding in Moseley that a dilution plaintiff must prove "actual" dilution.
b. The TDRA also makes clear that protection from dilution is afforded not only to famous marks that are inherently distinctive, but also to those that have achieved secondary meaning.
c. The new act includes a definition of "famous" and a revised set of factors to consider in determining whether a mark is famous. (Specifically it eliminated niche fame). 
d. Section 43(c)(2) describes two categories of dilution, which were not specifically named in the FTDA: dilution by "blurring" and by "tarnishment." 
e. One of the most contentious aspects of the TDRA concerned the types of conduct that would not be actionable as dilution.
f. Under the new Section 43(c)(6)(A), a mark owner's federal registration continues to be a "complete bar" to any dilution action brought against it under the common law or any state statute but seemingly expands upon this defense by making it applicable even to an action brought against a mark owner under federal dilution law. 

D. Extension by Contract: Franchising and Merchandising
	
E. Contributory Infringement	

VI. DEFENSES
	A. Genericness
To become generic, there must be some act by the trademark owner that allows the mark to be come generic.  
B. Functionality
	C. Abandonment 
1. Non-use coupled with intent not to resume use
a. Nonuse for three consecutive years is prima facie evidence of abandonment. 
b. There is an exception for foreign marks.  US registration is allowed for foreign marks duly registered in the country of origin without having to show use in commerce.  
2. Material alteration in the TM itself – creating a substantially different commercial impression
3. Assignment in gross (without goodwill)
a. An assignment of a trademark and its accompanying goodwill will entitle the assignee to whatever priority the assignor might have had in the mark.
b. Where a trademark has been assigned “in gross,” i.e. without the accompanying goodwill, then the assignment is invalid, and the “assignee” must instead rely upon his own use to establish priority. 
c.  
4. Uncontrolled licensing
5. Failure to take action to prevent unauthorized use by others
6. Substantial changes in product – highly inferior or wholly different product	
D. Nontrademark (Nominative) Use, Parody, and the First Amendment
	
VII. INTERNATIONAL ISSUES IN TRADEMARK

VIII. REMEDIES
	A. Injunctions
	B. Damages

STATE INTELLECTUAL PROPERTY LAW AND FEDERAL PREEMPTION

I. STATE INTELLECTUAL PROPERTY LAW
	A. The Tort of Misappropriation
	B. Protection by Contract
	C. State Moral Rights

II. FEDERAL PREEMPTION
	A. Patent Preemption
	B. Copyright Preemption
	C. Trademark Preemption
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