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· Issue: Unlicensed Procurement

· California

· Cal Labor Code 1700:

· 1700.5 “Occupation” of procuring or attempting to procure employment or engagements” 

· 1700.4: Exemption for Recording contracts

· 1700.44d: Exception for manager, etc acting “In conjunction with and at the request of a licensed Agency”

· NO Incidental procurement

· Parks v. Deftones: Deftones filed petition before the labor commission in 1997 seeking to void management agreement on the theory that Parks had procured a gig for them in 1994.  Although the gig was over the year SOL, Park’s attempt to collect from the contract began the tolling of the SOL. The court held that there was no exception for un-commissioned work, and there was no incidental procurement. 

· Consequences:

· Void contract (Buchwald)

· Manager may be required to repay all commissions from inception of contract.

· BUT Severability Marathon v. Blasi 

· Management contract may be severable. 

· Marathon v. Blasi: Court held that the severability statute, Cal Civ. Code §1599 (“where a contract has several distinct objects, of which one at least is lawful and one at least is unlawful, in whole or in part, the contract is void to the latter and valid as to the rest.”) , the court may sever the illegal part, and still enforce the management part.

· Equitable doctrine—fact specific 
· “For the personal manager who truly acts as a personal manager, whoever, an isolated instance of procurement does not automatically bar recovery for services that could lawfully be provided without a license. 
· No maximum Fees- but Labor Commission must approve contracts. 

· Violation of the Act- Not Criminal.

· Labor Commission has initial jurisdiction. 

· Styne v. Stevens: Styne got Stevens a deal to sell her branded cosmetics on HSN.  She refused to pay her manager the 10%, so Styne Sued he for breach of contract.  Stevens asserted the unlicensed procurement as a defense to the breach of contract claim.  Styne raised a statute of limitations defense to HER unlicensed procurement defense and the court held that the SOL does not apply when the lack of license is raised as a defense.  

· Preston v. Ferrer: Talent Agent Act not in conflict with Federal Arbitration Act. 

· New York:

· “Employment Agency”- Needs a license. 
· Exclusions for managers who incidentally seek employment. (§171(8)
· No Special carve Out for record deal, where not done incidentally by a manager.
· If activities are limited to career development, license not required. 
· Criminal Penalties

· Courts hear claims regarding unlicensed agents. 
· Limits Fees to 10% (§185(8) 
· Ethical Issues: 

· Lawyers:

· Fiduciary Duty/Duty of Care:

· Duties of competence and loyalty

· Malpractice: Breach of Duty of Competency—negligence. (Day v. Rosenthal) 

· Broader duty to exercise due care to protect a client’s interest

· Conflicts of Interest: Professional rules of Conduct

· 3-300: Business Transaction with client:

· 1) Fair and Reasonable Terms

· 2) Written advice to seek independent Counsel

· 3) Written Consent to terms 

· 3-310 (C): Direct Conflicts:

· R: When representing multiple clients in the same transaction where the interest are actually or potentially adverse, must have informed written consent.  
· 3-310 (B): Indirect Conflicts: 

· R: When representing a client and you have a legal, business, financial, professional or personal relationship with another party in a transaction, or a particular interested in the subject matter of the transaction, you must provide written disclosure. 

· Also Tort Law: Fraud, Misrepresentation, Malpractice. 

· Deception in Negotiations: ABA model Rule 4.1 (not applic. in CA) : In the course of representing a client a lawyer shall not knowingly:

· A) make a false statement of material fact or law to a third person; or

· B) fail to disclose a material fact to a third person when disclosure is necessary to avoid assisting a criminal or fraudulent act by a client, unless disclosure is prohibited by rule 1.6 (all information relating to representation is confidential) 

· Cal. Bus.& Prof. Code 6160: The commission of an act involving dishonesty constitutes a cause for disbarment or suspension. 

· Issue: Fiduciary Duty/ Obligation to Exploit: 

· R: No fiduciary Duty between Author and publisher. 
· Mellencamp-A contract granting exclusive rights to exploit in exchange for royalties may imply obligation to make reasonable efforts to exploit. That’s contractual, not fiduciary. 
· R: Right to collect moneys and pay royalties doesn’t automatically create a fiduciary relationship. (Wolf- Roger Rabbit) 
· Obligation to Exploit:

· Implied Obligation:
· There is an implied covenant of good faith and fair dealing in any contract.
· Grant of exclusivity in exchange for royalties migh imply obligation to make reasonable efforts to exploit (Mellencamp); Especially where the implied obligation is needed to find consideration (mutuality of obligation)-Lady Duff Gordon.
· R:  A covenant won’t be implied in contradiction to an express K provision, unless necessary in order to preserve enforceability. (WAITS)
· WAITS: A contract expressly permitting Warner to refrain from exploiting records—no obligation to exploit. 
· Issue: Contracts—Formation.

· R: A valid contract requires legal capacity, mutual consent to material terms, lawful objectives and consideration. 
· R: If a material term is too uncertain or indefinite for the court to ascertain what the parties agree to, may not form a contract. (Cheever) 
· Oral Contracts:  Oral contracts are enforceable unless the parties intend otherwise, or some other limitation applies.
· Bassinger, Pamela Anderson Lee
· Contracts that MUST be in writing:

· 1) copyright transfers

· 17 USC §204(a): “A transfer of copyright ownership, other than by operation of law is not valid unless an instrument of conveyance, or a note or memorandum of the transfer, is in writing and signed b the owner of the right conveyed or such owners duly authorized agent.” 
· “assignments, exclusive licenses, any grant other than a nonexclusive license”
· non-exclusive licenses: (don’t have to be in writing)
· Created at request of another

· Handed over

· Intended that it be used

· Probably paid for. 

· Effects Associates v. Cohen

· 2) Statute of frauds:

· A K that is not to be performed within one year. (Cal. Civ. Code §1624)

· Cal. Civ. Code 1624(a): “The following contracts are invalid, unless they, or some note or memorandum thereof, are in writing and subscribed by the party to be charged or by the party’s agent. 

· 1) An agreement tat by its term is not to be performed within a year form the making there of. 

· 3) Writing is needed for injunctions for breach of personal services (Cal. Civ. Code 3423)

· ISSUE—Contract—Formation---CAPACITY: 

· Contracts with minors can generally be “disaffirmed” during and shortly after infancy.
· Cal. Fam. Code 6710: Except as otherwise provided by statute, a contract of a minor may be disaffirmed. 
· Can Get Court Approval: 

· Ca: Cal. Fam. Code 6750: “this chapter applies to the following contracts: artistic or creative services. “Artistic or creative services” includes, but is not limited to, services as an actor, actress, dancer, musician, comedian, singer or other performer or entertainer, or as a writer, director, producer, production executive, choreographer, composer, conductor or designer. 
· Cal. Fam. Code 6751: a) A contract, otherwise valid, of a type described in section 6750, entered into during minority, cannot be disaffirmed on that ground…it the contract has been approved by the court. 
· In CA: Can argue managers not covered—but in practice they are (footnote in Blasi) 
· In NY: Managers expressly covered. Have to appoint a guardian ad Litium for the kid. 
· Even if don’t get it affirmed by the court—Eden case suggest that equitable principles—if can’t give benefit back—court will not allow minor to disaffirm the contract. 
· ISSUE: Contract INTERPRETATION:

· Contract interpretation is always about the intent of the parties. 
· R: Courts look to the contract as a whole. (Donahue) 
· Donahue: Blair Witch Project- Broad grant of name use rights. But court, when looking at the specific rights granted in the entire contract, held that the broad grant was not clear. 
· R: If the term is too vague- courts won’t enforce. (Pinnacle) 
· Pinnacle: “best efforts” to negotiate a new deal—without specific guidelines was too vague-so court did not enforce K. 

· Ambiguity: 
· Only admit parol evidence if K is ambiguous (especially if it’s a fully integrated contract.)

· Who decides Amgibutiy:

· NY: Judge—ambiguity is a question of law.

· CA: Two step:

· 1) Determine Ambiguity- provisionally receive evidence of whether language reasonably susceptible to another meaning
· 2) If reasonably susceptible, admit extrinsic evidence and interpret the contract. 

· If extrinsic evidence is in conflict—question of fact for the jury.

· If extrinsic evidence is not in conflict…or no extrinsic evidence---interpretation is a matter of law for the judge. 

· New Media:

· If ambiguity arises b/c not sure of grant of rights include new media: 

· Start with Intent of the parties.

· Consider the contract as whole.

· Express language of the contract

· Industry practices

· Where No indicia of intent: Two approaches:

· 1) Reasonable Meaning (Favors the Grantee): 

· Does new medium “reasonably fall within the medium described”? If so, it is included in the grant.

· 2) Strict Construction (Usually favors the grantor)

· Only media which fall within the unambiguous core meaning of the rights granted are found to be granted.

· Facts courts uses in choosing which approach to use:

· Sophistication of the parties, who drafted?

· Was medium known or foreseeable at the time of grant.  

· ISSUE-CONTRACTS-Termination/Breach:
· Termination requires breach of a material element.

· If there is a willful breach of employment contract, then the other party can terminate. (Cal. Labor Code §2924-2925) 

· Breach by Employee: Goudal

· Goudal Case: Court found a wrongful termination b/c no material breach—Acting to best of her ability.

· Breach by Employer: Bumgarner: Star of maverick- Forced Majoure—he sued employer for stopping—b/c they had a stock pile of scripts.  Circumstances around force majoure—material or not material—if it had been an actor’s strike—more material—but bc it was a writers strike—no real forced majore---so material breach- he could terminate employment K. 

·  Pay or Play

· Force Majoure

· ISSUE: Is the Service Agreement Enforceable: (CA)
· Labor Code §2855: 7-Year Statute

· Enforcement of contract to render personal service; time limit

· A) except as otherwise provided in subdivision (b), a contract to render personal service…may not be enforced against the employee beyond seven years form the commencement of service under it.  Any contract, otherwise valid, to perform or render service of a special, unique, unusual, extraordinary, or intellectual character, which gives it peculiar value and the loss of which cannot be reasonably or adequately compensated in damages in an action at law, may nevertheless be enforced against the person contracting to render the service, for at term not to exceed seven years from the commencement of service under it.  If the employee voluntarily continues to serve under it beyond that time, the contract may be referred to as affording a presumptive measure of compensation. 

· R: Seven year statute cannot be waived, because established for a public reason.  (Havilland)

· Havilland: She demanded better roles—so Warner suspended her for refusal to perform for over 6 months—then tried to claim right to extend her contract beyond 7 years. Civ. Code. 3513: One may waive the advantage of a law intended solely for his benefit, but “a law established for a  public reason cannot be contravened by private agreement.” 

· R: Record Deal Exception:
· Cal. Lab. Code. 2855
· B) 1) Any employee who is a party to a contract to render personal services in the production of phonorecords in which sounds are first fixed….may not invoke the provision of subdivision (a) without first giving written notice to the employer…specifying that the employee from and after a future date certain specified in the notice will no longer render service under the contract by reason of subdivision (a). 
· 3) In the event a party to such a contract is, or could contractually be, required to render personal service in the production of a specified quantity of the phono-records and fails to render all of the required service prior to the date specified in the notice…the party damaged by the failure shall have the right to recover damages for each phono-record as to which that party has failed o render service.  
· Because NY does not have a seven year statute—must do a conflict of Law analysis if called for. 
· Conflict of Laws: 

· Tendency is to apply the law of the forum court, unless persuaded to apply another state’s law. 
· Conflict of laws provisions.
· Radioactive v. Mansion: NY’s conflict of law rule regarding law applicable to a contract follows restatement of torts: 

· Courts should defer to the choice of law made by the parties in the contract unless:

· 1) There’s no reasonable basis for applying that law, or

· 2) Applying the Law Chosen would violate a fundamental policy of another jurisdiction with materially greater interest in the dispute. 

· 7 year statute- designed to protect CA employees, not regulate CA employers. 

· Midterm Negotiations:

· Two approaches

· 1) Totality of the Circumstances

· substantial change in the terms. 

· 2) Moment of Freedom

· OTHER LIMITS: Can you get an Injunction:

· Affirmative Injunction: Courts will not grant an affirmative injunction to order specific performance of a personal service contract---involuntary servitude.  

· But May get a negative injunction if: (Cal. Civ. Code 3423) 

· California approach:

· In Writing

· “special, unique, extraordinary, or intellectual character”

· Loss can’t be compensated in damages

· Meets minimum compensation requirements. 

· Contract must provide minimum payments plus additional amounts actually received in years 4-7 (if planning to enforce that long.) 
· Y1: 9k
· Y2: 12K
· Y3: 15k
· Y4-5: 15k + 15 Actually Paid
· Y6-7: 15 + 30 Actually Paid. 
· OR
· Amount actually received exceeds 10x trequired amount.
· Excess over required amount applied against subsequent terms.
· Y1: 90

· Y2: 120

· Y3: 150

· Y4-5: 300k

· Y6-7: 450k

· R: Amounts required qualify even if used for costs, if costs in recipient’s control. (Newton-John)

· R: Record company’s “option” to pay doesn’t qualify. 

· R: may be paid anytime prior to seeking injunctive relief. 

· Injunctive Relief: New York Approach: 

· During term:  court MAY give negative injunction if:

· 1) Employee refuses to perform

· 2) services are unique, extraordinary (irreparable Injury) and 

· 3) Express or clearly implied agreement not to compete (e.g Exclusivity clause.

· After term Only if:

· 1) Unfair competition or similar tort OR

· 2) express covenant not to compete

· covenant must be reasonable in time, space and scope, not harsh or unreasonable. 

· Ex. ABC v. Wolf- unclear exclusivity language. 

· Damages:

· Generally: to receive damages for breach of contract, the damages must be reasonably foreseeable.
· NY: courts very demanding—want to see a track record of success.
· CA: more liberal—if the fact of damages is proved within reasonable certainty- damages may be awarded if premised on logical calculations and inferences evne if the specific amount is not certain. 
· Son of Sam Laws:
· Not constitutional.
· Representations/Warranties. Indemnities:
· Buyer wants broad; seller wants narrow. 
· McGinnis v. Employers Reinsurance
· Guy who writes a book about how he thought the guy was guilty-then he gets convicted.  Whether the insurance company covered this. 
· Personal Rights: 

· Defamation

· Right of Privacy:

· False Light

· Public disclosure of private facts

· Intrusion

· Commercial appropriation

· Right of publicity 

· IIED

· Waivers/Releases. 

· Defamation: 

· 1) a false statement of fact
· Cannot be opinion
· But difference between true opinions and a disgused statmenet of fact—is this an opinion statement that suggests the existence of facts known to the speaker? If so—maybe treated as a fact. 
· 2) to a third person
· 3) of and concerning the plaintiff
· CA Test: Bindrim: Could someone who knew the plaintiff reasonably identify him with the fictional character?
· NY Test: Springer: Description must be so closely akin to the real person that a reader who knew the real person would have no difficultly linking the two. 
· 4) defamatory= likely to cause harm to reputation 
· 5) With requisite degree of fault
· Public figure (Malice), Private figure (negligence)
· 6) Either actionable without special harm or prove special harm. 
· Sentences: To prove the tort of defamation, the plaintiff must show that the defendant made a false statement of fact to a third person of and concerning the plaintiff, which was likely to harm his reputation.
· If the plaintiff is a public figure, he must show that the defendant maliciously lied, however if the plaintiff is a private person he need only show that the defendant was merely negligent with regards to the truth.
· Defenses:

· Truth

· Negating one of the elements

· Public Figure-not enough malice.

· Who is a public Figure: 

· Limited public figures:
· Voluntary:
· 1) pubic controversy AND
· 2) involvement (various multifactor test—like access to other channels of communication) 
· Involuntary:
· A person drawn into a particular public controversy (unless he “rejects” any role.)
· Privacy Rights:
· False Light:
· 1) Giving Publicity

· 2) to a false statement (representation or imputation)

· 3) of an concerning the plaintiff

· 4) placing the plaintiff in a false light, highly offensive to a reasonable person

· note: usually harm to feelings rather than reputation

· 5) Requisite degree of fault

· 6) Resulting damage

· To show a false light invasion of privacy claim, the plaintiff must show that the defendant gave publicity to a false statement (representation or imputation), of and concerning the plaintiff, which placed the plaintiff in a “false light” that is highly offensive to a reasonable person. The plaintiff must show that the defendant did so with the requisite degree of fault and that damage resulted. 
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IN NY: Right of privacy—False Light—limits the use for purposes of advertising or trade. 

· NY Civ. Rights Law Section 51: 

· Any person whose name, portrait, picture or voice is used within this state for advertising purposes or for the purposes of trade without the written consent first obtained as above provided may maintain an equitable action in the supreme court of this state against the person, firm, or corporation so using his name, portrait, picture or voice, to prevent and restrain the use thereof; and may also sue and recover damages for any injuries sustained by reason of such use and if the defendant shall have knowingly used such persons’ name, portrait, picture or voice in such manner as is forbidden or declared to be unlawful by section 50 of this article, the jury, in its discretion, may award exemplary damages. 

· New York approach: 

· Limited to the use of name, protrant, picture or voice for advertising nd purposes of trade
· Except:  
· Incidental Use (advertising for a permitted use.
· Newsworhy use:
· Broadly construed
· But not if:
· Advertisement in disguise
· No real relationship between the name/image used. 
· Falsity: previously thought that falsity would eliminate the newsworthy defense if done with the requisite fault—but Messenger v. Gruner +Jahar rejected this. 
· But id work is “substantially fictional” and held out has being true—then it is not newsworthy. (Spahn)
· “Spahn”: Someone wrote a book about Warren Spahn-claimed it was true… but almost all false.  Court said this was not newsworthy.  
· Public Disclosure of Private Facts: 

· 1) Disclosure to the pubic

· 2) of private facts (facts about private life, not already publicly known)

· 3) highly offensive to a reasonable person

· 4) not of legitimate public concern

· 5) resulting damage (mental distress, injury o reputation)

· Truth is not a defense. 
· Sentence: To show P must prove that there was a disclosure to the public of private facts not already known to the public. This disclosure was highly offensive to a reasonable person and not of legitimate public concern.  P must also show that damage resulted.
· Defenses:
· Matter of legitimate public concern: Newsworthiness:
· Generally courts are very deferential to publishers.
· Shulman: “If some reasonable members of the community could entertain a legitimate interest in it—its newsworthy. 
· Shulman test: Focuses on 
· 1) Relevance of the facts to newsworthy subject matter

· 2) reasonable proportion between the events of public interest and the private facts disclosed. 

· Especially for involuntary public figures—there should be:
· “Logical Nexus”

· Substantial relevance

· And intrusiveness not greatly disproportionate to relevance. 

· Balancing:
· 1) Social value of the facts published

· 2) Depth of intrusion

· 3) extent of voluntary public notoriety.

· Intrusion: 

· 1) Unauthorized intrusion into seclusion: 

· P must have an actual subjective and objectively reasonable expectation of seclusion or solitude in the place, conversation or data source. 

· Does not require absolute/complete privacy.  “Relative Seclusion” (Sanders)

· Normally—not conduct in a private place.

· Fact that one persons observed doesn’t mean  there’s no expectation of privacy—in terms of broader circulation. 

· “limited or relative privacy”

· 1) who could have observed

· 2) Identity of alleged intruder

· 3) nature and means of the intrusion. 

· 2) Highly offensive to reasonable person

· Degree, setting, motives.

· Offensiveness might be justified by newsgathering motive. 

· 3) causing Anguish or suffering

· Sanders:  video taping in hat-in office—still had reasonable expectation of privacy. 
· Commercial Appropriation/Right of publicity in CA: 

· Cal. Civ. Code §3344:

· A) any person who knowingly uses another’s name, voice, signature, photograph or likeness, in any manner, on or in products, merchandise, or goods, or for purposes of advertising or selling or soliciting purchases of, products, merchandise, goods or services without such persons’ prior consent, or in the case of a minor, the prior consent of his parent or legal guardian shall be liable for any damages sustained by the person or persons inured as a result thereof. 

· D) For purposes of this section, a sue of a name, voice, signature, photograph or likeness in connection with any news, public affairs, or sports broadcast or account, or any political campaign, shall not constitute a use for which consent is required. 

· Elements: 

· 1) Use of name, voice, signature, photograph or likeness

· 2) in identifiable manner

· Uses Bindrum Test-if a person who knows him could identify. 

· 3) to benefit the wrongdoer

· Most cases and some statute limit to commercial benefit (ex. use for purposes of trade or adertising)

· 4) lack of consent

· 5) injury to self-esteem/dignity. 

· Defense:  1st amendment if in the public interest. 
· CA: Statutory right of publicity: 
· Is descendible: 3344.1
· Can survive death. 
· Ca’s rule: Where the artist was domiciled at the time of death. 
· NY publicity right does not survive death. 
· Don’t have to show damages—stuatory minimum.
· Cardtoons v. Major League Baseball Players Association: 
· Common Law Right of Publicity:

· 1) Use of D’s likeness

· White v. Samsung Electronics: Vanna White.
· Motschenbacker: very distinctive car.
· Here’s Johnny Portapotties
· Bet Midler sound alike voide in a commercial
· 2) Appropriation of identity

· 3) Lack of Consent

· 4) Resulting Injury 

· R: Does not survive Death
· Pre-emption Check:

· Is the publicity right that is being protected more like the general subject of the copyright act? Most courts say publicity rights—not preempted.
· Supremacy preemption: What about the policies behind the copyright act? 
· Defense to right of publicity:

· Freedom of Speech:

· Commercial- less protection—the more commercial the speech is the more likely a court will find a right of publicity violation. 
· The more news-like the use is…the more likely the court will find that it is protected by the first amendment.
· The courts typically find a lot to be newsworthy.
· Dora
· Some editorial material may be enough.
· Hoffman
· But not news if: 

· False statemnt of fact with requist Fault (Eastwood/Hoffman)
· Appropriation of the entire act: Zachini. Human Cannon ball.
· Entertainment world—in between commercial and news:
· Transformative Test: Sadderup: If work is “transformative” generally will be treated as protected speech. 
· Relatedness/Relevance test: Is there a reasonable relationship between the name used and the content of the art. (Parks v. Laface Records)
· Predominant use “Tony Twist”: Is the predominate purpose to exploit the commercial value of the persona or to make expressive comment about the celebrity? 
· IIED:

· 1) Intent

· 2) must be “so outrageous…as to go beyond the bounds of decency, and to be regarded as atrocious, and utterly intolerable in a civilized community.

· Copyrights:
· Protect: original works of authorship fixed in a tangible medium of expression. 

· Copyright of a character:

· 9th Circuit: Same Spade Test: Character must constitute the story being told.

· 2nd Circuit: If a character is “sufficiently well delineated” to constitute an expression rather than idea—its over by copyright in the work where its delineated. 

· Copyright infringement:

· 1) Ownership of a valid copyright.

· 2) Copying:

· Direct Evidence

· Indirect Evidence:

· Access

· Probative similarity

· 3) substantial similarity—unlawful appropriation. 

· Idea Protection: 

· Expressed Contract

· Written/oral- (mutual assent, legal objectives, capacity, consideration)

· No concreteness required. 

· Implied contract

· California: Desny v. Wilder:

· Submission

· Conditions

· Knowledge of conditions

· Acceptance of submission with knowledge

· Actual use

· Value

· Ca—looks to the disclosure of the idea as the consideration. 

· No concreteness required. 

· New York: Apply standard requirements of a contract (mutual assent, legal objectives, capacity, and consideration)

· And NOVELTY. (Nadal; Murray) 

· b/c the idea is the source of consideration. 

· Concreteness required. 

· Quasi Contract-Preempted in CA

· Misappropriation-Preempted in CA- requires Novelty in NY.

· Confidential Relationship

· Concreteness required 

· Contractual Confidentiality:

· Must be made clear before the submission (faris)

· Confidential Relationship:

· Breach of Fiduciary Duty

· What kind of use triggers the obligation to pay? 

· Express Contract:

· “use of material element or “inspiration” (Buchwald) 
· Implied contract: 

· Actual use—or at least substantial use. 

· Is it preempted:

· express preemption: 17 USC 301:

· Copyrightable subject matter AND

· Right “equivalent” to copyright.

· If an extra element from copyright infringement, then not equivalent. 

· General Supremacy Clause:

· Stands as an obstacle to federal policy.

· Grasso case: No preemption for contract protection of ideas—extra element—the agreement. 

· Unfair Competeition:
· Trademarks, Lanham act.

· Palming off: a person selling his own  shitty goods and saying they are someone else’s. (ex. putting an Armani label on a crappy wallet)

· Reverse palming off: 

· Selling someone else’s excellent goods and pretending they are made by you.  Putting YOUR lable on a nice Armani wallet. 

· Taking credit for someone else’s work. 

· Can be express or implied. 

· Giving credit to some, but not all authors may be express reverse palming off. 

· But Dastar: if public domain-copyer can give himself self-credit. 

· Lanham Act §43a

· a) Civil Action

· 1) Any person who, on or in connection with any goods or services or any container for goods, uses in commerce any word, term, name, designation of origin, false or misleading description of fact, or false or misleading representation of fact, which—

· a) is likely to cause confusion or to cause mistake, or to deceive as to affiliation, connection, or association of such person with another person, or as to the origin, sponsorship or approval of his or her goods, services or commercial activities by another person  or

· b) in commercial advertising…misrepresents the nature...of his or her or another person’s goods.

· Shall by liable in civil action by any person who believes that he or she is or is likely ot be damaged by such an act. 

· Trademark Infringement Elements:

· 1) Valid, protectable Mark

· def: a word, mark or symbol or devise used to identify single source of the goods or services and distinguish them from other sources. 

· Strength of the mark:

· Inherently distinctive:

· Fanciful, arbitrary or suggestive

· Non-Inherent distinctive

· Descriptive (probably most celebrity names, or titles)

· Need Secondary Meaning-a showing that a substantial portion of the relevant market associates your mark with the source. 
· Advertising expenditures

· Consumer studies

· Unsolicited media coverage of the plaintiff’s product

· Sales success

· Attempts to plagiarize

· Length and exclusivity of mark’s use

· 2) ownership by the plaintiff

· who used it first within a given market jurisdiction. 

· 3) likelihood of confusion

· usually forward (junior palming off the senior) sometimes reverse. 

· Test:

· Strength of mark

· Proximity/relatedness of the goods

· Similarity between marks—sign, sound, meaning

· Actual confusion

· Similarity of marketing channels

· Sophistication of consumers

· Intent of defendant

· Likelihood of expansion.

· R: cannot trademark a signature performance (Oliveria)

· But can trademark a particular piece of music (NBC tones)

· Titles:

· Generally just descriptive (except series titles-they can be registered)

· But if develop secondary meaning—then protectable under the Lanham Act. 

· Show vlaid mark—secondary meaning, likelihood of confusion.

· Trademarks protecting Celebrity Identity:

· Names/specific instances can be protected as trademarks.

· Must be used as a trademark—prior exploitation required. 

· Different then right of publicity:

· TM: 

· protecting the good will of the seller

· prior exploitation needed—need to establish it as a valid mark.

· Test for infringement: Likelihood of confusion

· Cannot be transferred—can be as tranfered as part of a sale

· Pub: 

· protecting the persona of a human.

· No prior exploitation needed.

· Test: identification of a person; in trade or advertising

· Can assign or license. 

· Estate of Elvis Prestly v. Russen

· Defenses to Trademark Infringement:

· Fair Use:

· Descriptive Use: Using the mark to describe—usually describing the defendenat’s product or in comparative advertising.

· Ex. using ribbed to describe a condom—did not infringe on sensi-ribbed mark.

· Nomitive Fair Use: using the mark to identify the plantiff’s product itself.

· New Kids on the Block.

· First Amendment: 

· Typical use in commercial speech- not likely to be protected if likelihood to confuse. 
· In artistic work: 
· 1) Is there artistic relevance to the mark used?

· If no( normal likelihood of confusion analysis

· If yes( 

· 2) Is it Explicitly misleading?

· If no—no infringement—1st amendment trumps.

· If yes-might infringe. 

· ex. Mattel; Rogers v. Grimaldi 

· Credits: 

· Generally: there is no obligation to give or right to receive credit for works in the US, BUT:
· 1. Is there a contract term allocating credit?

· Contract interpretation:

· If K is silent or unclear regarding credits, the court wont imply obligation (Vargas).  

· But some decisions suggests that if k is silent on an “essential term” might accept parole evidence of intent, even if its integrated. 

· Remedies? Up in the air. 

· 2) Does a collective Bargaining agreement ensure credits? 

· 3) Statutory of common law?

· Generally no right to credits.
· Omission is not misleading or false under unfair competition. (Vargas) 
· NO IIED for omission (Creary)
· Credits can be actionable if they are misleading. (King)
· But Dastar

· Questions for D:

· 1) Eden v. Korovitz:

· Stand for that the minor can disaffirm?

· Or that the minor will have to repay the value? 

