 ENTERTAINEMENT LAW OUTLINE- Fall 2004

REPRESENTING TALENT
1.1- A BUSINESS OF INTERMEDIARIES

· Although many creative talents are also adept at handling the business aspects of their professional lives, professional reputation is a hallmark of the entertainment industries, in which most of the business dealings are undertaken by intermediaries.
· Established artist will usually have a team of advisors (agent, personal manager, a business manager, an attorney).

1. Agents

2. Personal Manger

3. Attorney

“BIG THREE AMONG TALENT AGENCIES”

1. Creative Artists Agency 

2. William Morris

3. ICM

**A number of former agents (Ovitz and Meyer) have moved from “agent” status to “player” status.


ATTORNEYS
· Legal interests:

· Transactional: negotiating and doing the contracts, either contingency fee or hourly rate (5% is typical)

· Predominant dealmakers in the record and music publishing industries

· Advice re: Potential claims & K interpretation

· Avoiding potential claims by obtaining rights & recommending changes to reduce risk.

· Make clients aware of ambiguities of interpretation (of Ks, statutes, precedent).

· Advocating: handling disputes, ADR.

Is an ATTORNEY an AGENT?
· An attorney acts on behalf of a client, which can create an agency relationship, a fiduciary duty and a duty of care. But they are NOT a talent agent.

· If an attorney seeks or procures employment, they are acting as a talent agent (diff. From general agent and can’t do this in CA w/out a license)

ETHICAL CONSIDERATIONS:

1. Competency

2. Loyalty

3. To protect client

4. Not to assume position (adverse to?) client

5. To use skill and prudence

6. To exercise due care

7. Not to accept potentially adverse employment w/out disclosing the relationship

8. Ethics in negotiation

Several phenomena that recur during the relationship of entertainment lawyers and their clients:

1. Percentage fee

2. Multiple Client representation

3. Participation in business deals with clients

· Each of these “phenomena” are subject of professional conduct rules, where lawyer’s have fiduciary duties to their clients

1. Percentage Fees

· Frequently an Ent-lawyer will insist upon a fee based upon a percentage of the client’s earnings, either b/c the client is short of funds at the time the lawyer is retained or b/c the lawyer has sufficient “clout” that he or she is able to insist upon a percentage.

· Typically the fee will be 5% to 10% of client’s gross income from matters which the lawyer works

· Sometimes the fee will be “capped” 

· A percentage fee is not illegal, but always under scrutiny.

2. Multiple Client Representation/Conflicts of Interest

GENERALLY TWO FORMS [see also chart Dougherty handed out]:

· Direct Conflict: Representing multiple clients in same transaction where interests are actually or potentially adverse.

i. Solution:  informed written consent after full disclosure of actual or potential problems. (CA Code 3-310(c)).

· Indirect Conflict: Legal, business, financial, professional or personal relationship with another party in a transaction, or who would be substantially affected by the transaction, or in the subject matter of the transaction.

i. Solution: written disclosure (CA Code 3-310(b)).

3. PARTICIAPTION IN BUSINESS DEALS WITH CLEINTS/Conflicts of Interest

· It is always a risk for an attorney to go into business with a client where the attorney performs legal services for the venture… if the venture turns sour, the client will frequently seek to put blame on the attorney

PROFESSIONAL CONDUCT CODE:

1. [CA 3-300 (others are similar) A member shall not enter into a business transaction with a client or knowingly acquire an ownership, possessory, security or other pecuniary interest adverse to a client, unless each are satisfied: (1) transaction and its terms are fair to the client and are fully disclosed and transmitted IN WRITING in a reasonably understood manner (2)client is advised in writing that the client may seek the advice of an independent lawyer of the client’s choice and is given a reasonable opportunity to seek that advice and (3)the client thereafter consents in writing to the terms of the transaction or the terms of the acquisition.] 

2. Bullet Point Rule:

a. Disclose to Client

b. Fair & Reasonable Terms

c. Client advised in writing to seek independent counsel

d. Written consent to terms by client

3. Fiduciary Duty (lawyer)
Imposed by law in confidential relationships including attorney-client.

----- Can arise even where there is no formal attorney-client relationship when the person has or should have reason to believe to rely on the lawyer (the person voluntarily assumes a position of trust and confidence).

-----Lawyer bound by the duties of fairness, good faith and loyalty
· Croce, D Lawyer purported to advise P Croce about K whereas lawyer was repping the record company. D’s introduction as a “lawyer,” his explanation to P of the legal ramifications of the contract, his interest as a principle in the transaction, his failure to advise P to obtain outside council and the P’s lack of independent representation establish a FIDUCIARY DUTY on the part of D and a breach of that duty.

STATUTE OF LIMITATIONS WHERE THERE IS A FIDUCIARY DUTY:

· In Croce, the SOL is six years for fraud and breach

· “Continuous Representation Doctrine”- a case in NY held that for SOL purposes a cause of action against an attorney for acts arising out of the attorney’s representation of the P does not accrue during the period of representation…various activities on client’s behalf can be seen as part of the course of continuous representation concerning the same or related legal problem.

5. Lawyers are Subject to the Law

Claims may be brought against lawyers for misrepresentation, fraud:

1. Tort Law: Damages & other remedies for intentional or negligent misrepresentations for purpose of inducing action or inaction in reliance.

2. K Law. Avoidance or reformation of the Km for even an innocent misrepresentation of a material fact that induces assent.
a. UNCONSCIONABLITY: 

· Affronts the sense of decency and usually involves gross one-sidedness, lack of meaningful choice and susceptible clientele.

· A claim requires some showing of an absence of meaningful choice on the part of one of the parties together with contract terms that are unreasonably favorable to the other party.

WHAT SPECIFICALLY MAKES A CONTRACT UNCONSCIONABLE?

1. Procedural- absent meaningful choice or high pressure tactics (something unfair)

2. Substantive- terms are grossly one-sided, to shock the conscious or surprise or hidden terms.

· In Croce, the court held that the contracts were “hard bargains”, with some unbalance of power, BUT the terms did not shock the conscience or differ so grossly from industry norms to be unconscionable by their terms.
b. RECISSION- put the parties in a position as if the contract not had been made

i. Granted only where the breach is found to be (1) material and willful or if not willful, (2) so substantial and fundamental as to strongly tend to defeat the object of the parties in making the K.
c. No one should rely, thus no K cause of action:
i. Puffing: Exaggeration of value
ii. Future facts
iii. Opinions (about quality, value)
3. Special regulation of lawyers: A lawyer shall not knowingly:
a. Make a false statement of material fact or law to a third person
i. Estimates or price or value in negotiations usually not taken as statements of material fact
ii. In CA: The commission of an act involving dishonesty constitutes a cause for disbarment or suspension.
b. Fail to disclose a material fact to a third person when disclosure is necessary to avoid assisting a criminal or fraudulent act by a client, unless disclosure would be prohibited because relating to representation.

AGENTS AND MANAGERS
Agent: Person who procures or seeks to procure employment.


UNION REGULATIONS (FOR AGENTS):

1. The activities of agents and unions are closely interrelated. 

2. Although the collective bargaining agreements by which employment in these industries are governed are negotiated b/w the unions and the producers, the overwhelming majority of working performers in these industries are represented by agents.

3. Agents are heavily regulated by unions through the union’s  “franchising” systems 
FRANCHISING SYSTEM:

· Licenses under which agents agree to abide by specific union regulations
· If an agent lacks a union “franchise,” the members of the subject union are not permitted to engage that agent to represent them.

· Commissions are limited (can not take more than 10%)

· Can’t own a company and represent the talent (unless Waiver by client).

· Exception: Theater, playwright get % of b.o. not considered employees so ct found that Dramatists Guild could not require producer to be a signatory before putting on a play (i.e. Anti-trust rules still applied to Dramatists Guild because not a “labor group” as no employee-employer relationship between playwright-producer).

STATE LAW REGUALTIONS (FOR AGENTS) – NY AND CA

NY and CA, the states with the largest concentrations in the E-industries, have enacted legislation to control agents. Both states require licensing of agents…to be an agent and yet fail to register and be licensed can carry severe consequence:
· CA: 

· Fines, possible repayment of commissions to artists by unlicensed representative. No criminal sanctions.

· Labor commission has original jdx over disputes (including deciding if it has jdx); courts are deferential to administrative agency’s interpretation of code.
· No max fees, but approval over form agreements
· NB: The Guilds tend to impose max fees through franchise agreements/CBAs (see above).
· Both licensed and unlicensed agents are affected by the legislation (k between artist and unlicensed agent is void).
· No exception for incidental procurement
· But, exceptions to licensing requirement:
· Procuring record contracts
· But Park, even though Park didn’t commission the band’s live gigs directly, he did commission the record deal they got after live gigs, thus ct implied Park commissioned the gigs. Further, because no incidental procurement exception, Park could not claim that  gigs incidental to getting record K.
· Managers, etc. acting in conjunction with and at the request of a licensed agent may be involved in negotiating and employment K and getting work for an artist.
· Probably doesn’t apply to lawyers unless lawyer also a manager.
· NY (differences from CA highlighted):
· Criminal penalties can apply (misdemeanor)
· Exception for incidental procurement by Managers
· No carve out for record deals (but if done incidentally by a manager then does fit into exception above)
· Activities limited to career development okay w/out license. This is essentially another way of saying that incidental procurement by Managers is allowed in NY
· Courts have original jdx over claims re: unlicensed agents.
· Statutory limitation of agent commissions to 10%
 HOW DO YOU DRAW THE LINE B/W AGENT AND MANAGER
--A person will be deemed an agent under SAG when he is soliciting employment or holds himself as an agent or engages in the business of an agent

CASE: Pine v. Laine—(NY)
· P sued for $35,000 for work, labor and services performed in arranging a recording contract b/w the D and ABC records

· Issue was whether the P was acting as an agent or personal manager

· P was not licensed as an agent, but there is a incidental exception in NY where he may recover where the seeking of employment is only incidental to the business of managing

· HOLD: D had a manager and the only service performed by P, although he sought to become the manager of D, was this one procurement of a recording contract…P cannot recover.

CASE: Pryor v. Franklin
· Court held that D acted as an agent b/c he negotiated numerous agreements on behalf of P and also had promised to procure employment for P and to negotiate the agreements therefore….also D held himself out to third parties as P’s agent and resisted attempts by other agents who wanted to serve Pryor….also D terminated Pryor’s attorney, accountant and other professional reps. 
PERSONAL MANAGERS

· Primarily advise, counsel, direct and coordinate the development of the artist’s career. 

· They advise both in business and personal matters, frequently lend money to young artists and serve as spokespersons for the artists.

· K btwn artist and manager usually at least one year in length, up to 7. Alternatively, can tie the length of K to performance benchmarks.

· Commission: Usually 15-25%, the less well known the talent the higher commission they surrender. 

· K also defines the type of income commissionable: a) Gross income. B) Exclusions: Some money just passes through artist (ex. Advance for record production expenses). c) Sunset provision: governs commission after the expiration of the agreement. 


MANAGERS AND FIDUCIARY DUTY:

· Court in ABKCO, held that even after the relationship is terminated between the manager and the talent, the manager has a fiduciary duty and cannot use confidential info. (Harrison case)

TALENT CONTRACTS or Personal Services Contracts
3 TYPES OF CONTRACTS:

1. RIGHTS

· Buying and selling rights (copyright, personal, (lifestories))

2. SERVICES
· More complex and subject to greater statutory restriction
· Dealing with creative individuals, as opposed to pre-existing property or personal rights and future creative services that may not meet or may exceed expectations in the highly unpredictable future.
3. FINANCING
· Relationship b/w producing companies and banks (to put together money for the project)
Formation of Contracts
Elements required:

1. Legal Capacity 

2. Mutual Consent

3. Sufficient Consideration

4. Lawful Objective (usually not a problem in Ent. Industry Ks)

**If a material term is too uncertain or indefinite for the court to ascertain what the parties agreed to, may not form a K.

ORAL V. WRITTEN AGREEMENTS

SITUTATIONS WHERE THERE HAS TO BE WRITING:

1. Lack of consent to a Material Deal Point. Lee, Pam Anderson had concerns about nudity/sexual content. Backed out after negotiations. Ct found no binding agreement because no mutual consent regarding a material term, nude scenes in a film. But see Basinger, much back and forth of documents, oral K held to be binding; looked like Basinger tried to get out of K because new agent advised her to do so.

2. Statute of Frauds- if possible to perform within a year (split as to whether this includes an option K that can end w/in one year if not extended), does not have to be in writing.

· Does not need to be a formal K to satisfy the SOF writing requirement.

3. Copyright Transfers:

· Assignments, exclusive licenses, any grant other than a “nonexclusive license” (or one by operation of law, i.e. bankruptcy).

4. Parties didn’t intend to be bound: If the parties in the oral agreement stated that there was no agreement until there was writing, courts, based on intent, will not enforce the oral statement.

5. CA: Injunction for breach of personal services K.

CONTRACTS WITH MINORS
· Additional considerations arise when a personal service contract involves a minor.

· Where the services of a minor must be obtained, the company seeking the minor’s services will seek to secure either rights to future services (personal service K) or rights to performance or likeness (release)

· Generally, minors have the right to disaffirm b/c they don’t have legal capacity (most states 18 and other states allowed to disaffirm 6 months after)
· Limitations on disaffirmance:

· Reasonable and provident K’s? See Prinze below, a NY holding that would NOT likely be extended to CA.

· Restitution/retention of benefits. See Scott Eden below, a NY lower ct holding, not a broad rule, thus of uncertain future application: Not fair to let a minor keep the benefits of the K while disaffirming it, must make some restitution.

**A company which enters into a personal services contract with a minor may also K with the parents as well, where the agreement calls for the parents relinquishing control, custody and the earnings. Under some statutes, grant by parent of name/likeness rights is enforceable. 

CALIFORNIA PROVISIONS FOR MINORS

· Controlled by the California Family Code

· An agreement cannot be disaffirmed if the contracting party seeking the services 

of the minor has complied with the court approval provisions contained in the Family Code.

· 15% of money to be put into trust account for minor; employer must do this even if did not seek ct approval for K.

A MINOR’S RIGHT TO DISSAFFIRM MAY BE LOST:

CA Civil Code 3344- is inapplicable to a situation where a parent or guardian has executed a valid release, b/c state recognizes the validity of parental consents to name or likeness releases. 

NEW YORK PROVISIONS ON MINORS

· New York Arts and Cultural Affairs Law- 35.03- act focuses on minors entering entertainment, arts and sports contracts.

CASE: Prinze v. Jones (NY)
· The court recognized that a K with a minor, even though it could not be approved by a court under the then applicable 3-105, could nevertheless still be found “reasonable and provident” to the minor and thus enforce it under the NY General Obligations Law.

· Judicial approval therefore was not necessarily a condition precedent.

· Also court held that with an arbitration clause contained in the contract in dispute, its function was merely to review whether the clause was reasonable. As it was, the arbitrator, not the court, should rule on the ultimate validity of the K itself.


CASE: Scott Eden Management v. Andrew Kavovit
· Once a performance K has been signed, the personal manager is entitled to his percentage fee, subject only to the condition subsequent that client performs and earns his fee.

· Is unfair to put the child in a position superior to that which he would have occupied had he never entered in the K.

CONTRACT DURATION
· Today, CA is unique with its limitations on the duration of personal service contracts. The California Seven-Year Statute [does not exist in NY]:

· Can’t enforce personal services K beyond seven years from commencement (of course if terms of K call for less than 7 years, the K years govern; 7 is the maximum enforceable]:

· 7 calendar years (doesn’t matter if artist actually performed during all of the 7 years or not. See Hypo below.)

· Cannot be waived because statute established to further public policy (DeHaviland)

· Only applies to employees and not independent contractors. Ketchum, court held that D was an IC b/c the P paid all the expenses of producing the cartoons and the P in filing his Federal income tax return paid the “self employment tax.” Test: Does the employer have:

· Supervision 

· Direction 

· Control

· Recording artist exception: Artist cannot be forced to stay if gives notice of termination and when leaving. But, record co. can get damages even on options for records not delivered.

RE-NEGOTIATION DURING THE MIDDLE OF THE CONTRACT & THE 7-YEAR RULE IN CA: 2 SCHOOLS OF THOUGHT:

1. “MOMENT OF FREEDOM” – Renegotiated K only starts new 7-year clock if there was a moment when the artist could have walked away w/out obligation. 

· The artist must be free to walk out of the room w/out signing a new contract so that the act of re-signing is perceived to be totally voluntary

2. TOTALITY OF THE CIRCUMSTANCES- Another view holds that a renegotiation involving significantly changed provisions provides new consideration. Thus, renegotiated K entered into toward the end of a deal and for an independent business reason should be sufficient to restart the seven-year period.

· Ex.: TV series actors renegotiate for a much higher salary.

Choice of Law:

Deciding which jurisdiction’s laws govern can be important where different laws lead to different results.

1. Tendency to apply law of the forum court, unless persuaded to apply another state’s law.

2. Fed Ct in diversity matters apply the choice of law approach of the state in which it sits.

3. NY Conflict of Laws test (follows R2d):

a. Defer to choice made by the parties in the K, unless:

i. No reasonable basis for applying that law. OR

1. Difficult to prove no reasonable basis. Maybe if no contacts between that state and the Ks activities & parties.

ii. Applying the law would violate a chosen would violate a fundamental policy of another jdx with materially greater interest in the dispute.

1. Radioactive, 7-year rule reflects strong CA policy, but to protect CA workers; Shirley Manson is Scottish so not a reason to go against Ks selection of NY law.

2. Also not clear that CA had materially greater interest than NY in Manson K.

Calendar year HYPO: What if there is an agreement and the talent leaves on vacation for two years and in the agreement there was a clause allowing suspensions and extensions.  What now?

· No, cannot get an injunction against the talent…concept of suspension and extension is common, but the 7 year limitation cannot be waive

· Statute is not to protect one person, but the public from the harms of long term contracts.

Is a K Indefinite by its Terms

· Absent a fixed or express provision that that the duration is perpetual, the K is terminable at will.

· K for a period of one year that shall renew itself automatically from year to year for additional periods of one year w/out giving notice is not indefinite.

Other Limits on K Enforcement

CALIFORNIA INJUNCTION STATUTES

· Civil Code 3423- “$9,000 plus” statute- limits the courts ability to give injunctive relief

· Courts will all but never induce an employee to render personal services (sing)…b/c that would be making a person act like a slave and how does the court know if an artist is performing to the best of their abilities.

· But the court can prevent a person from performing for someone else, called a negative injunction. 
REQUIREMENTS FOR A NEGATIVE INJUNCTION UNDER 3423:

1. Has to be a written K

2. Service has to be special, unique, extraordinary or intellectual character

a. If K pays artist lots of $ can help show uniqueness; thus, negative injunction likely only applies to artist who was star when signed.

3. Damages are not adequate compensation.

4. K meets minimum compensation rights.

a. Amounts required qualify even if used for costs, if costs w/in artists control. Newton-John.

b. Option to pay does not qualify.

MININUMUM COMPENSATION REQUIREMENT:

2 Options:

1. Monetary compensation in a K (chart 1). 

a. Guaranteed $ in K; additional amounts actually received in years 4-7 also required (if seek to enforce K of 4-7 years).

i. Excess of required amounts paid in earlier years may be applied against amount due in subsequent years.

2. Performer actually paid 10X what statute requires

a. May be paid at any time prior to seeking injunctive relief.

Option 1



Option 2

Year 1                                     9k guarantee



90k

Year 2
       


12k guar.



120k

Year 3



15k guar.



150k

Year 4



15K guar. + 15k more paid

300k

Year 5



15K + 15K



300k

Year 6



15K + 30K more paid


450k


Year 7



15K + 30K



450k

NB: $186K actually paid required in Option 1/K situation. $1.86M actually received by artist for Option 2/aggregate compensation received.

CASE: MCA v. Newton John
· D appealed a preliminary injunction restraining her from recording for anyone other than the P.

· D’s agreement gave her control over the recording process and provided advancers of $250,000 for each recording received during the initial two years and an advance of $100,000 for each recording during option years.

· In requesting the injunction, P claimed irreparable injury if allowed to record for a competitor…in response to D’s argument that P did not guarantee that she would net at least $6,000, court held that the statute had been complied w/ b/c recording costs were IN HER CONTROL

CASE: Motown Record Corporation v. Brockert
· When D signed she was an unknown in the music business. Her experience consisted of singing with local bands at weddings, parties and shopping centers….b/w ’79 and  ’80 recorded albums for P and they did great.

· 1ST issue: whether D was of sufficient stature to meet the uniqueness of 3423?…court held it is no answer to say that by the time P sought injunctive relief to enforce the exclusivity clauses Teena Marie had become a star. P did not contract with a star, but w/ a “virtual unknown.” Allowing the companies, once they judge the artist to have achieved star quality, to enforce the exclusivity clause by injunction would violate the concept of fairness embodied in section 3423.

· “As one grows more experienced and skillful there should be reasonable opportunity to move upward and to employ his abilities to the best advantage and for the highest obtainable compensation.

· Court also held that Motown did not comply with the then $6000/per annum req. b/c the K merely reserved to P the option to guarantee such payments.

Negative Injunction Rule in NY

[No minimum compensation statute in NY]

· During term, may be granted only if:

1. Employee refuses to perform

2. Services are unique, extraordinary (irreparable injury), and

3. Express or clearly implied agreement not to compete (e.g. exclusivity clause)

· After term, may be granted only if:

1. Unfair competition or similar tort; OR

2. Express covenant not to compete

· Covenant must be reasonable in time, space and scope; not harsh or unreasonable.

Wolf, Sportscaster tried to circumvent ABC’s right of first refusal to resign him by entering into K w/CBS to be a sports producer and an option K w/CBS to be a sportscaster on the day after ABC’s right of first refusal expired. Ct held there was a breach of good faith negotiation.

STATUTORY TERMINATION RIGHTS IN CA- BREACH AND REMEDIES

· Breach and remedies go hand in hand. Every breach does not give rise to a right to terminate or rescind the agreement.

· Generally, termination requires a material breach (important, relevant terms).

· Many agreements include a “right to cure” provision that will require the party alleging a breach to notify the other party of the alleged breach and only if the breach is not cured within the stated period of time will there be deemed to have been a breach.

TERMINATION BY THE EMPLOYER
CALIFORNIA LABOR CODE 2924- Employment for a specific term; grounds for termination by employer:

· An employment for a specific term may be terminated at any time by the employer in case of any willful breach of duty by the employee in the course of his employment or in case of his habitual neglect of his duty or continued incapacity to perform it…
· May be okay for talented performer to be somewhat “difficult”. Goudal, It was okay for talented actress to question the director’s judgment, it was in furtherance of the project.
CASE: Goudal v. Cecil B. De Mille Pictures Corp.
· ISSUE: The basic question in this case is whether termination of the employment of respondent was wrongful or whether it was justified by acts of the respondent violative of the terms of the contract.

· The court found that there was no willful tardiness nor invalid excuse for absences, the instances of tardiness here being covered by the general description that those delays were occasioned by the requirements of the scenes to be enacted on those particular days, delays while respondent was actually engaged in performing her employer’s business. 
· RULE: to constitute a refusal or failure to perform the conditions of the contract of employment such as we have here, there must be, on the part of the actress, a willful act or willful misconduct.

· Here no willful conduct, b/c the actress used her best efforts to give an artistic performance, questioning De Mille okay in furtherance of project. Also, De Mille had exercised option on Goudal’s K in prior situations where she had behaved in a similar fashion.

DUTY TO MITIGATE DAMAGES/RIGHT OF OFFSET

· Right of Offset = deduct $ actually made by employee after terminated during what would have been duration of K.

· Duty to Mitigate = Duty of party that suffered the breach to mitigate damages.

· In employment context: Duty to make reasonable efforts to find new employment.

· But, Burden of proof is on the employer to show the employee did not seek other employment. AND

· To show the employee could have found suitable employment.

· Offset is usual, duty to mitigate may be negotiated out in Entertainment Ks.

“Pay or Play Clause”

· Gives an employer or company the right to discharge the employee by paying some liquidated sum.

Term used in the entertainment business to mean an employer may pay the artist instead of using her services by K, no further damages available. Duty to mitigate still applies.

TERMINATION BY THE EMPLOYEE
SECTION 2925- Employment for Specified Term, grounds for termination by employee

· An employment for a specific term may be terminated by the employee at any time in case of any willful (the thing done or omitted was intentional) or permanent breach of the obligations of his employer to him as an employee.

CASE: Warner Brothers Pictures v. Bumgarner
· James Garner’s K contained a force majeure clause… was employed by Warner Brothers (P)….Writers Guild of America declared a strike against Warner and many other producers.

· WB suspended Garner’s K b/c there was a strike (claiming casualty within the force majeure clause) and refused to pay James Garner. As a result Garner claimed that WB was in breach and elected to treat employment as ending, terminated K.

· Garner had the right to terminate the K  [but he does not have the right to recover damages…the right he had was to quit employment and sue for the salary as it came due?]

· Here the willful breach was WB refusing to pay Garner

Force Majeur Clauses- an act of God, outside the control of the contracting party

· Generally exists in contracts (many of these provisions in entertainment contracts)
· Things can happen to make something impossible, so party is excused
· EX: strike (especially actors strike, b/c w/out actors and with scripts, can’t do anything), but see Bumgarner.

Damages Generally/Son of Sam Laws/Reps, Warranties & Indemnities see slides attached.

CREDIT ISSUES
· Billing often translates into work and money

· Not unusual to see billboards upon which one actor’s name is on the left above the title (“first position”) 

CREDIT OBLIGATIONS USUALLY ARISE FROM 3 SOURCES:

1. Individual Contracts

2. Collective Bargaining Contracts

3. Statutory and Common Law Requirements

BY CONTRACT

· Generally, there is no obligation to give, or right to receive credit for works. 

· B/c of the importance of credit in the E-industry, credit is one of the subjects specifically covered by the K

· K obligations/right are enforceable. Two issues:

i. K interpretation: What happens if the K is silent or unclear regarding credit? Some courts won’t imply obligation. Varga, K gave copyright to Esquire, did not say the magazine had to credit photographer, so did not imply the obligation.

1. If K silent on an “essential term” some courts might accept parol evidence of intent, even if integrated if consider credit essential term. But minority view.

ii. What remedies are available for breach of obligation (i.e. speculative damages)? Smithers, large damages for breach of credit required by K for TV show, even though the show only lasted ½ season; tortious breach, ct allowed punitive damages and held that the willfully breaching party had to assume the risk of speculative monetary damages. Also, got punitive damages for fraud, because actor was induced into taking lower salary in exchange for good credit placement.  

Collective Bargaining

· A union member’s right to credit can be decided pursuant to the union’s internal procedures.

· SAG: 50 actors must be credited in film.

· Writing credits are determined under WGA basic agreement with the AMPAS as well as the WGA’s credit manual. It is very common for many writers to work on the same project at different stages, but not all will get credit

· WGA notifies all the writers of the credits proposed by the studio.

· Sends the parties all the drafts, etc.

· Any or all of the writers may request arbitration. Marino deferred to this black box process:

· Conducted by a panel of three WGA members, who are unknown to the applicant or one another.

· Eligible arbitrators are WGA members with credit arbitration experience or with at least three screenplay credits of their own.

· The 3 arbitrators hold no hearing  and deliberate independently of each other…each remains unaware of the identity of the other two.

· A dissatisfied writer may ask that the determination be put before a policy review board drawn from the WGA’s credits committed, but the board’s function is solely to detect any substantial deviation from the policy of the Writers Guild or from procedures set forth in the credits manual.

· A decision of the policy review board approving a credit determination is final.

Protection of Credit By Statute/Common Law

1. Right to require or claim Credit

a. Omission of credit. Again, generally no right to credit. Thus, generally, not giving credit is not considered misleading or false.
i. But see Visual Artists Right Act: requires credit be given only in the fine arts (painting, museum quality piece).
2. Right to disclaim Credit

a. Unfair Competition: Palming off.

i. Express: Manufacturer put Armani label on its crappy knock-off. Dougherty puts “by Stephen King” on his book. Lawnmower Man case. Movie based very loosely on Stephen King story. King objected to two credits in movie: (1) Based upon a short story by Stephen King. Based upon is a common credit. There were similarities between King’s story and the movie, and a K giving King an interest in any movie based upon the story. Thus, the court found this credit was not misleading. ; (2) Possessory credit, “Stephen King’s Lawnmower Man.” This type of credit is unusual, suggests heavy involvement by the party. The court held that since the movie was only based on King’s story the possessory credit constituted palming off. Ex: If big actor has a cameo role in a film, will not want to have their name at the head of the marquee. 

ii. Implied: Manufacturer of crappy suit uses photos of Armani suits in ads.

b. Unfair Competition: Reverse Palming Off. Taking credit (or giving credit to a third party) for someone else’s work.

i. Express. Dougherty puts his clothing co label on an Armani suit. Crediting the wrong person: CA case, movie gave credit to the wrong actor was actionable. Crediting some, but not all of the authors might qualify as RPO.

ii. Implied: Dougherty removes the label from an Armani suit and sells it without a label, implies it is coming from him.

c. But SC in Dastar case signals a limit to these types of claims.  Reverse Palming Off claims almost certainly won’t work under unfair competition/Lanham Act anymore. Palming Off claims may survive, but may not – uncertain. In the copyright context. Fox created TV series based on a book it had TV rights to. Fox did not renew the copyright. Dastar came along and released the TV series on video with only minor edits as “Presented by Dastar.” Fox asserted palming off (violation of Lanham Act). SC held, if a copier gives self credit:

i. No palming off action where copyrightable work is in the public domain. Why? A) The origin of the goods is Dastar (i.e. Dastar physically produced the tapes). This aspect of the rationale would overturn the RPO cases that credited the wrong actor, or some but not all authors; b) The copyright act regime would be undermined if public domain works required the original author to be credited via Trademark Law. 

1. NB: If Dastar had put its name on actual video copies produced by Fox, this would still have constituted a reverse palming off claim, because the physical origin of the good was Fox. 

PERSONAL RIGHTS

DEFAMATION

Only applies where main and/or most of the subjects of a work are still alive. Though it is not always necessary to get permission of the subject (i.e. unauthorized biographies are allowed in many instances), it is expensive to defend claims, so it may well make fiscal sense to get the rights. Also, there may be value to having actual person consult or give the project their official imprimatur.

Typically personal story rights are optioned rather than purchased outright. $ and breadth of rights are what the market can bear. For instance, 10% of purchase price for an option; the seller may negotiate to be portrayed positively.

DEFAMATION ELEMENTS:

1. False, unprivileged statement of fact. Opinions are okay, but sometimes the line between opinion & fact is blurry, an opinion may imply facts. Ex: Bob is ugly seems like mere opinion. But, Bob is a thief implies knowledge of facts.
a. It is possible for there to be a false statement of fact in a fictional work.
2. To a Third Person. 

3. Of and Concerning the Plaintiff.  The real person must be identifiable in the work.
a. Most courts use and RPP standard for this Identification element. See below for more on identification in fictional works.

b. If the statement applies to a group, there can be no recovery if the group is sufficiently large that no individual can claim that the statement is of and concerning him/her.

c. Trick authors sometimes use is to put the real person in the work as a small side character who is treated positively.

4. Defamatory. Likely to harm.

5. With Requisite Degree of Fault. 
a. If Public official/figure, defendant (more on determining who fits this category below) must show actual malice:
i. Knew statements were untrue at time statements were made OR statements were made with a reckless disregard (in fact entertained serious doubts OR some jdx unreliable source that w/obvious reason to be doubted) as to truth or falsity.
ii. Clear & convincing standard of proof (high standard).
b. If private person, a state standard applies which may be as low as negligence.
6. Either Actionable without special harm OR Prove Special Harm.
a. W/out Special Harm = certain types of harm do not require showing of economic loss: harm to professional reputation, alleging person is promiscuous.
b. Special Harm = showing of economic loss.
PUBLIC OFFICIALS and PUBLIC FIGURES

· If statement is about a public official, you need all the elements w/actual malice degree of fault

· Due to judicial concern for the 1st amendment (have access to media to protect themselves and should expect attention)

TYPES OF PUBLIC FIGURES:

1. General Public Figure. General fame/notoriety in the community – pervasive involvement in the affairs of the community. Ex: Michael Jordan

2.  Limited Public Figures.

a. Voluntary
i. Public controversy; AND

ii. Involvement. Various multifactor tests, Clark: (1)voluntary; (2)access to channels of communication/media; (3)prominent role (more than minor involvement).

b. Involuntary. A person may be drawn into a particular public controversy, unless s/he rejects any role in the debate.

i. But see Clark. Woman walking down street possibly portrayed as a hooker in ABC News docu was not drawn into the controversy over prostitution in the suburbs because she was filmed while merely innocently walking on the street.

CASES OF DEFAMATION IN FICTIOUS WORKS
· Catch 22 for authors and creators b/c fiction is willfully false
· Rule: if a person is identifiable in a fictious work, then a claim can be made if harmful (portrayed as more nasty than they are). If not recognizable, no claim.
· Majority Standard: Could someone who knew the plaintiff reasonably identify him with the fictional character. Bindrim. This is probably more of an RPP standard than asking if just one actual acquaintance could identify the subject.
· NY Courts may be a little more favorable to the defense: Description must be so closely akin to the real person that a reader who knew the real person would have no difficulty linking the two. Springer.
· Policy: argument in favor is it would be easy to get around defamation, by thinly disguising, when everyone knows it is the truth about a recognizable party.
CASE: Springer v. Viking Press
· For a defamatory statement or statement made about a character in fictional work to be actionable the description of the fictional character must be so closely akin to the real person claiming to be defamed that a reader of the book, knowing the real person, would have no difficulty linking the two.

· Superficial similarities are insufficient, as is a common first name. Lifestyle of P and fictional character are much different (real person = teacher; fictional character = high-class hooker). Distinguished from Bindrim, where both real & fictional are naked therapists.

· Mere similarity or even identity of names is insufficient to establish a work of fiction is of and concerning a real person.
Defenses to Defamation

· Remember, only applies to living people. An estate of a subject cannot sue for defamation.

· Truth

· Opinion

· Pure opinion v. implies existence of facts

· SLAPP laws where they exist: Many legislatures have passed statutes that make it easier for media to have suits by companies against media that have portrayed them dismissed. Policy: The habit of companies to sue often chills criticism.

IIED- Intentional Infliction of Emotional Distress

· Parties who are injured through defamation, try to make this claim.

· Very limited.

CONDUCT HAS TO BE:

1. Intentional

2. Extreme and Outrageous. Intolerable in a civilized community. Beyond all bounds of decency
3. A false statement of fact with the requisite degree of fault as in Defamation.
· Hustler v. Falwell. Public figure = Actual Malice standard. No one viewing the parody ad would think it was factual. 
· Ugliest bride contest featuring private person survived summary judgment; lower standard of fault likely applies.
Rights of Privacy 

· Only people who are injured can assert a claim

· The right is not assignable and usually does not survive the injured party’s death

· More applicable to the average citizen

4 TYPES OF CL RIGHTS THAT COURTS HAVE PROTECTED:

1. Intrusion into one’s private affairs

2. Public disclosure of embarrassing private facts

3. Publicity placing one in a false light in the public eye

4. Commercial appropriation of one’s name and likeness

**first 3 protect an individual from mental harm resulting from the harsh and unwelcome glare of personal invasion

**focus of the 4th is not so much on mental harm, but on the proprietary interests of protecting against misappropriation of one’s name or likeness.

**Not all states recognize all types. NY does not recognize any, only statutory right.

1. Intrusion Elements

1. Unauthorized intrusion into seclusion.

i. Objectively reasonable expectation of seclusion or solitude in the place, conversation or data source. Normally does not cover conduct in a public place. But, the fact that one person can observe doesn’t mean there is no expectation of privacy. Evaluate:

1. Who could have observed. Sanders, only co-workers could have heard.

2. Identity of alleged intruder. Sanders, while the intruder was a reporter, masquerading as a co-worker.

3. Nature/means of intrusion. Sanders, intrusion by hidden camera. So, ct evaluation that there was an intrusion where the reporter recorded a conversation with telepsychic about the TP’s self that could have been heard by a couple of co-workers (e.g. reasonable expectation of privacy from stranger journalist covert videotaping though not from employer or co-workers).

ii. Employer has a right to listen in on some conversations.

iii. Customer may be allowed to record transaction.

iv. Usually as to a private matter.

2. Highly offensive to a reasonable person

i. Offensiveness might be justified by newsgathering motive.

3. Causing anguish/suffering

2. Public Disclosure Elements

1. Disclosure to the public. Not just one person, but not necessarily a large number.

2. Of private facts. Facts about private life, not already publicly known, b/c if facts are already publicly known that is a defense…has to be private.

3. Highly offensive to a reasonable person.

4. Not of legitimate public concern. Addresses 1st A concerns, see Newsworthiness below.

5. Resulting damage:

· Mental distress or injury to reputation.

**Truth not a defense.

Newsworthiness

· Is measured along a sliding scale of competing interests; the individual’s right to keep private facts from the public’s gaze versus the public right to know.

· If some reasonable member members of the community could entertain a legitimate interest in it. Where movie co. revealed current name of reformed prostitute, disclosure not newsworthy.

Balancing Test:

1. The social value of the facts published 

2. The depth of the intrusion into ostensibly private affairs. Should be nexus between the published facts and the social value:

a. Relevance of the facts to newsworthy subject matter.

b. Reasonable proportion between the events of public interest and the private facts disclosed.

3. The extent to which the party voluntarily acceded to a position of public notoriety. 

a. Especially for involuntary public figure, there should be a logical nexus, substantial relevance and intrusiveness that is not greatly disproportionate to relevance. Ex: If Shulman had been show having her top removed for treatment in the helicopter, the depth of the intrusion would have become greater than necessary to illuminate newsworthy emergency helicopter rescue nurse.

b. Public figures tend to lose when assert this tort.

Shulman

Car accident rescue filmed for TV emergency response show. Ct found that P didn’t sustain burden of proving their accident was not newsworthy. Ct also found that even the portion of show where P was being treated in helicopter is newsworthy to illuminate how the nurse reacts in such situations.

Oakland v. Diaz

· P was a transsexual in a JC and was elected as the first woman President…She was accused of misusing funds and as a result somebody wanted to make her life difficult. So a reporter got a tip that she was actually a man…Further, there had been a report that she had once been charged with soliciting a man. So, the paper published that the President was indeed a man and so she sued.

· D claimed that because there was a report about her soliciting another man, that it was public and that the news was of legitimate concern.

· The court concluded that it was not public, even though there were published reports that the Pres. was a man…the police report just said a man’s name.

3. False Light Elements

1. Giving publicity

a. Not just to one 3rd party (Distinguished from defamation)

2. To a false statement: representation or imputation.

3. Of and concerning the Plaintiff

4. Placing in a “false light” and highly offensive to a reasonable person.

a. Usually harm to feelings of subject rather than reputation, which also distinguishes FL from defamation.

5. Requisite degree of fault. As in defamation.

6. Resulting damage

**TRUTH IS A DEFENSE

**A publication that presents an individual in a “false light” will frequently be defamatory as well and many courts refuse to recognize the separate tort of false light of invasion of privacy
Bobby Seale- Black Panthers

Claimed False Light in 2 Scenes

1. Purchase of guns portrayed as in illegal way. Ct held no false light b/c scene actually shows Seale tried to buy the guns legally.

2. Confrontation w/ other Black Panthers. Ct found that Seale was portrayed in a false light, did not show his role in keeping things non-violent. But, even though filmmaker knew the confrontation scene did not occur in real life, the court found no actual malice degree of fault (puzzling result).

4. Commercial Appropriation Elements

1. Use of name or image

2. In identifiable manner

3. To benefit the wrongdoer

a. Most cases & some statutes limit to commercial benefit. E.g.: Use for purposes of trade or advertising.

4. Lack of consent

5. Injury to self-esteem/dignity:

a. Use for purpose offensive to person. Ex: Pabst using baseball player’s image on beer, where ballplayer was anti-drinking.

b. To a very private person, the useage may be injurious in and of itself.

c. Contrast w/Right of Publicity (see below) which is more of a property right than a tort, thus requires some value in P’s name/image; i.e. most available to celebrities. Whereas here in commercial appropriation, there must be injury to self esteem/dignity, thus is less likely available to celebrity.

**1st A defense if publication is in the public interest. Broadly interpreted. The 3-factor public disclosure test may or may not be the standard for Commercial Appropriation tort. Dora, even though video not strictly speaking a news broadcast about surfing, it was a documentary. And even though surfer didn’t like or seek publicity, he was well known surfer legend of yore.

STATUTORY PROTECTION

1. NY Civil Rights Law (replaces CL torts above, followed by some other states)

· 50 Right of Privacy- a person, firm or corporation that uses for advertising purposes, or for the purposes of trade, the name, portrait or picture of any living person w/out having first obtained the written consent of such person or if minor, his parent or guardian, is guilty of a misdemeanor

· In other words, limited to:

i. Use of “name, picture or voice.”

ii. For advertising OR purposes of trade (ex: on product packaging)

**Magazine is a trade

--“look alike” may qualify as a portrait or picture

--written consent is an absolute requirement 

--once granted in an appropriate manner, consent is final

· 51 Action for Damages- Can prevent and restrain a violator of last section and may also sue and recover damages for any injuries sustained by reason of such use and if D knowingly used such person’s name, a jury may award exemplary damages

Exceptions

1. Incidental use. E.g., advertising for permitted use.

2. Newsworthy use (because then not for purposes of trade)

a. Broadly construed – anything public would be interested in, not just the hot news of the day.

b. But not if:

i. Advertisement in disguise. Unclear what this means, only case was calendar for abortion clinic ad in disguise.

ii. No real relationship name/image used and the newsworthy topic. Narrowly defined. If the person in any way looks like the subject of the article, ct will allow it.

c. Falsity does not eliminate newsworthy defense. Gruner, photos of girl model illustrating Dear Abby type letter to magazine about 13-year-old girl having sex with 3 guys didn’t violate statute even though people thought she was the actual girl in letter which she wasn’t (letter may even have been written by magazine staff).

d. But, if work “substantially fictional” and held out as true, not newsworthy. Spahn, if an unauthorized bio is substantially fictionalized, may have a cause of action in NY.

Spahn v. Julian Messner 

· D published a fictionalized biography of Spahn which portrayed him as a war hero…Spahn, embarrassed at being “famed,” sued under NY 51

· P is a public personality and so insofar as his professional career is involved, he is substantially w/out a right to privacy

· HOWEVER protection from having his personality fictionalized and exploited for D’s commercial benefit.

RIGHT OF PUBLICITY
Evolved out of the right of privacy, elements much like commercial appropriation

· Defined as the right of each individual to control and profit from the commercial value of his or her own identity. Protects proprietary/commercial interests rather than feelings. Cardtoons, Players get $ for baseball cards through MLBPA.
· The right as recognized protects the unauthorized commercial exploitation of a celebrity’s name (actual or legal), likeness, as well as other aspects of identity such as photograph, portrait, caricature and biographical facts and records performance…AS A PRACTICAL MATTER, CELEBERTIES ARE THE PRINCIPAL PARTIES WHO HAVE VALUE IN THEIR NAMES AND LIKENSS. Private people usually do not have economic value to be appropriated.
Common Law Right of Publicity Claim Elements

1. D’s use of P’s identity

2. The appropriation of P’s name or likeness to D’s advantage, commercially or otherwise

3. Lack of consent

4. Resulting injury

Midler Ct that even though D’s did not use Midler’s name or likeness, they violated CL b/c D’s for their own profit in selling their product did appropriate part of her identity by using a look alike.

Johnny Ct- same thing- held that the right was implicated b/c the D had appropriated Carson’s identity by using the phrase “here’s Johnny.”

Vanna White- held the individual aspect of the robot with a blonde wig and evening dress left little doubt about the celebrity the ad is meant to depict…violated right of publicity

Topps Chewing Gum- recognized right of publicity and said a “man has a right in the publicity value of his photo, the right to grant the exclusive privilege of publishing his picture

· In a right of publicity claim, a claimant must show the development of a property interest with a monetary value in his or her name or fact.

Zacchini v. Scripps Howard Broadcasting Co- This was the circus case; though performance shown on a news report, the report broadcast the entire performance, while news enjoyed the right to show it, the entertainer must be paid.

· Court held that the interest protected in permitting recovery for placing the P in a false light is reputation, where for right of publicity is in protecting the proprietary interest of the individual in his act in part to encourage such entertainment.

Rationale:

· Protection of a celebrity’s proprietary interest in the development of a marketable image. Overuse dilutes name/image. Deception/consumer protection.

· Serves social interests by guarding against unjust enrichment and promotes creativity by offering financial incentive to those choosing to cultivate a unique persona.

· Celebrity entitled to fruits of her labor. 

· Some jx’s still subsume the right of publicity under the right of privacy (ex: NY)

· In other states the right of publicity is wholly independent and is regarded as a property right

· State statutes do not necessarily cover all possible scenarios…some situations common law relief may be available where not covered by statute.

STATUTORY RECOGNITION:

· Right of Appropriation Privacy/Publicity for living persons, California Civil Code 3344
· Post mortem counterpart, 990, NOW 3344.1
· Recognizes CL right of publicity, but probably not descendible post mortem

3344 [Use of Name or Photograph w/out Consent for Advertising]

B. Any person who knowingly uses another’s name, voice, signature, photo, or likeness for purpose of advertising or selling or soliciting without consent shall be liable in damages…the person who violated shall be liable to P for $750 or the actual damages suffered…in establishing profits, injured parties have to present proof of gross revenue…punitive damages may be awarded to the injured parties and the prevailing party in any action under this section shall be entitled to attorney’s fees or costs

C. Photo means any photo or photo reproduction, still or moving or any videotape or live television transmission of any person, such that the person is readily identifiable 

1. Readily identifiable from a photo when one who views the photo with naked eye can reasonably determine that the person depicted is the same person

2. If photo has more than one person identifiable, then the person or persons complaining of the use shall be represented as individuals rather than solely members of a definable group (ex: of definable is crowd at sporting event, crowd in street or building)

D. Where photo or likeness of an employee of the person using the photo appearing in the advertisement is incidental and not essential, there shall arise a rebuttable presumption affecting the burden of producing evidence that failure to obtain consent of the employee was not a knowing use of the employee’s photo or likeness.

E. Consent not needed for use of name, voice, signature, photo or likeness in connection with any news, public affairs, or sports broadcast or account or any political campaign

F. The use of name, voice, signature, photo or likeness in a commercial medium shall not constitute a use for which consent is required under (a) b/c the material is commercially advertised or contains paid advertising….it is instead a question of fact
G. Nothing shall apply to the owners or employees of any medium used for advertising, including but not limited to newspapers, magazines, radio and television networks, cable televisions  

**If cannot fit under statutory, P’s try to proceed under common law

What 3344 Means/Elements:

SCOPE OF SUBJECT MATTER

1. Name

2. Voice

3. Signature 

4. Photo or likeness

Standard: Must be “readily identifiable.” A group photo of a team where can only identify the team as a whole may not be covered. Polydoros, not a likeness: the events in the film were much different than the real life of P when he was 10. Also, P was 40 at time the film came out. 

3344 PROHIBITED USES. 

1. Knowing Use and w/out consent on:

a. Products (merchandising)

b. Merchandise

c. Goods

2. For purposes of advertising or selling the above. Polydoros, the film did not really trade on the identity of the non-celebrity P to bring people in to see the movie. No commercial value, so use not prohibited under this statute.

3344 REMEDIES/DAMAGES

1. Statutory min of $750

2. Profits from use

3. Punitive Damages

4. Attorneys Fees and Costs

EXCLUSIONS 3344 (D) AND (F)

1. News. But see human cannonball case above for limitation on news protection.

2. Public Affairs

3. Sports Broadcasts

4. Some employers & Publishers. Ex: If newspaper didn’t know an ad placed in its pages was w/out consent, the paper is not liable. 

5. NO carve out for entertainment or art in CA statute

Initially, right of publicity just protected a person’s name, but it has since been expanded to voice, likeness, look-alikes and soundalikes, and in some cases/states any indicia of persona.

HYPO: New client from England wants to open a shop called the “The Wrap Shack” She wants her slogan to be if you want a wrap, have a “shack attack”

Issue: Is Shack Attack associated w/ Shaquille O’Neil?

· Privacy claim- b/c that has more to do with feelings

· Right of publicity claim- Confusion is not an issue…the problem is taking “shack attack” out of public use.


CASE: Motschenbacher v. Reynolds
· Issue of “identifiability”…race car driver’s car pictured on product. Court held that although likeness of the P is itself unrecognizable, the lower court failed to attribute proper significance to the distinctive decoration appearing on the P’s car, which caused some persons to infer P was the driver.
Johnny Carson Case:
· Court held right of publicity violated even though no confusion
· Right of publicity protects more than just name, it protects INDICIA “here’s Johnny”
· Dissent would have argued that many Johnny’s out there
· It is good to be a celebrity and that is something we should protect
Midler v. Ford

Ad agency wanted to use P’s voice and she said no…they found backup singer to sing

CT: held that statutory likeness is not a vocal likeness 

--First amendment protects much of what the media do in the reproduction of likeness or sounds…a primary value is freedom of speech and press…if the purpose is informative or cultural the use is immune BUT if it serves no function but to merely exploit the individual portrayed, immunity will not be granted

-Midler also held that mere imitation of a recorded performance would not constitute a copyright infringement even where one performer deliberately sets out to simulate another’s performance as exactly as possible.

-But CL right of publicity violated (?).

Waits

-P is a professional singer, songwriter and actor with a raspy voice…he does not to commercials and has maintained a policy consistently during the last ten years rejecting numerous offers to endorse. Use of soundalike sanctioned.

-In CA exemplary or punitive damages are available where it is proven by clear and convincing evidence that the D has been guilty of oppression, fraud or malice

--Also section 35 of Lanham Act authorizes attorneys’ fee awards for prevailing P’s in exceptional cases (exceptional cases include where D’s conduct is malicious, fraudulent, deliberate or willful)
POST-MORTEM AVAILABILITY

· NY has no common law right of publicity and the limited right under 50 and 51
· Choice of Law: Usually state of domicile. But, some look at where the right was exercised.
· 3344 does not contain provisions providing post-mortem rights. California has a specific statute providing post mortem rights. 3344.1 – Rights of deceased personality; Astaire Celebrity Image Protection Act.
1. Common Law Post Mortem- Several states recognize descendability of the right of publicity at common law, but have not established limits for its duration. CA prob does not recognize CL right.
2. Under Statute- [Therefore CA legislature adopted Civil Code 990 to provide post mortem right of publicity having a term of 50 years from death
· 990 has been changed as a result of Astaire Case (widow of Fred was unsuccessful in her attempt to prevent the distributor of instructional dance videos from utilizing clips from her late husband’s films, b/c of the statutory exemption for “film” set forth in 990.]
· 3344.1 attempts to prevent future results of this type by stating that a use that would otherwise be exempt shall not be exempt if the claimant can prove that the use is so closely connected to the sale of a product, article or merchandise, good or service as to constitute an advertising, marketing or merchandising use.
· Deceased personality’s likeness had to have commercial value at time of death.
· Works much like descendability of property. Can be by will or otherwise goes to spouse, then kids, grandkids, then parents. Rights terminate if not transferred to anyone by K, trust or will & no surviving persons.
· There is a web-based registration system for claiming publicity right of decease personality.
· Though not if an entertainment?
· Also the act extends the post mortem applicability to 70 years and provides that it applies to acts occurring in CA regardless of the domicile of the deceased personality at the time of death
DEFENSIVE ASPECTS LIMITING RIGHT OF PUBLICITY

1ST amendment limits the right of publicity, protects:

1. The use of an ad for a non-violating usage. Ex: Ad for movie in Polydoros okay because the movie did not violate P’s right of publicity.
2. Application to speech works, parody. Cardtoons, parody didn’t affect players’ ability to make $ from ads/licensing. Might even whet publics appetite for variety of products. Also, Cardtoons added its own artistic content in creating the parody baseball cards, so not unjust enrichment.
3. Newsworthiness. HOWEVER, the courts will not permit exploitation beyond what is reasonably necessary to convey the newsworthiness of an event.
a. News broadly defined. Editorial content may protect if at all relevant. But, context relevant. Commentary in Abercrombie & Fitch catalogue doesn’t transform the catalogue from commercial speech to newsworthy speech. But, the same content & image in a fashion magazine may be considered newsworthy.
b. Not false statements of fact w/fault. Eastwood.
c. Not appropriation of entire performance. Zachini.
4. Limited 1st A protection for commercial speech.
a. Usually actionable even if informative. Speech protection probably won’t protect core right of publicity issues. Ex: Advertising, celebrity memorabilia.
i. Maybe political figures are less protected when used on commercial products than celebrities. 
b. But not actionable if “incidental” to 1st A use. Ex: Namath, Montana posters promoting newspapers okay.
c. What constitutes a commercial product is debatable. Toy, game, poster, T-Shirt? 
i. Definition is unsettled beyond pure advertising. 
ii. Expression solely related to the economic interests of speaker. Primary message is buy, proposes a commercial transaction.
iii. Mixed speech? Look to “primary purpose.”
5. Stories/fiction/entertainment are harder cases.
a. Usually not violation of right of publicity. Want to protect free self expression under 1st A. Polydoros.
b. If permeated with falsity but held out as truth, may be actionable. Spahn.
c. Imitative performances:
i. If purely imitative, probably actionable. Doesn’t add anything creatively or informatively.
ii. If part of informative/expressive work, probably not actionable. Joplin, 1st act of play about her death meant that 2nd act of play which was an imitative performance allowed.
6. 1st A protection extended to non-verbal, expressive visual art in certain instances. Possible tests:
a. Tranformative work is generally considered protected speech. 
i. Vague concept imported from copyright law. New expression or meaning added. Is it primarily the D’s expression being sold or the celebrity’s image? Is the work more literal or creative? Not transformative where simply used the likeness of stooges. Johnny & Edgar Autumn comic book character transformative. 
ii. Even use on unconventional media such as T-shirts likey protected.
b. Relatedness/Relevance. Is there a reasonable relationship between the content of the art and the name used? Rosa Parks, the song title used her name, but the lyrics did not have much to do with her or civil rights, so genuine issue of material fact (no final disposition reported)
c. Predominant use. Is the predominant use to exploit the commercial value of the persona or to make an expressive comment about the celebrity? Tony Twist, “enforcer” hockey player’s name used in comic book had very little expressive value, mainly a ploy to sell comic books.
Public Figures/Newsworthiness 

CASE: New Kids on the Block v. News America Publishing 

· ISSUE: weigh P’s rights in their name against the rights of others to use it in identifying the New Kids as the subjects of public opinion polls

· The D’s, two newspapers of national circulation, conducted separate polls of their readers seeking an answer to a pressing question: Which one of the New Kids is most popular

TRADEMARK INFRINGEMENT CLAIM

· Ct rejected, holding that the D’s use of the group’s professional name was within the scope of qualified privilege to make reference to trademarks for the purpose of comparison, criticism and similar use

· Much useful social and commercial discourse would be all but impossible if speakers were under a threat of an infringement lawsuit every time they made reference to a person, company, or product by using its trademark 

· P’s trademark deserve protection against copycats and those who falsely claim that the New Kids have endorsed or sponsored them, but this protection does not extend to rendering newspaper articles, conversations, polls

COMMON LAW AND COMMERCIAL MISAPPROPRIATION 

· The papers have a complete defense to both claims if they used the New Kids name in connection with any news, public affairs, or sports broadcast or account which was true in all material respects

HOLD: D’s use was in connection with the news account….they promised a subsequent story  on the popularity of various members of the singing group
Advertising and Promotion

· Courts recognize that in survival of news or an entertainment medium, it is permissible for the medium to present examples of its prior offerings as part of its advertising

CASE: Namath
· P sought damages for D’s publication and use of P’s photograph w/out D’s consent

· The photograph was originally used by the D’s w/out objection from P in conjunction with a news article and was used in advertisement promoting subscriptions to their magazine

· The use of P’s photograph was merely incidental advertising of D’s magazine 

· RULE- it suffices here that so long as the reproduction was used to illustrate the quality and content of the periodical in which it originally appeared, the statute was not violated, albeit the reproduction appeared in the media for purposes of advertising

CASE: Montana
· After the 49ers won their 4th title in the decade, a newspaper ran a artist’s rendition of Montana.

· Within two weeks, the News began to sell copies of various pages for the “Souvenir Section” in poster form…they were sold

· P sought relief for common law commercial misappropriation and 3344

COMMON LAW ACTION AND 3344

· Will not lie for the publication of matters in the public interest, which rests on the right of the public to know and the freedom of the press to tell it.

· A matter in the public interest is not restricted to current events but may extend to the reproduction of past events

· B/C Montana’s name and likeness appeared in the posters for precisely the same reason they appeared on the original newspaper front pages, it is entitled to 1st Amendment protection

· The First Amendment protects the posters complained about here for 2 two reasons: (1) b/c they are newsworthy items of public interest and (2) newspaper has a constitutional right to promote itself by reproducing its originally protected articles or photographs.

THE LIMITS OF THE PROTECTION

Eastwood Case- National Enquirer knowingly published a false- albeit non-defamatory article detailing the involvement of P and a country singer, when P was already living with a woman.

· The Ct rejected D’s claim that the use was covered up for commercial exploitation—held that 3344 does not provide exemption for a knowing or reckless falsehood and the deliberate fictionalization of P’s personality constitutes commercial exploitation

· Still has to meet standards of Sullivan (Eastwood b/c he is a public figure)
TRADEMARKS & UNFAIR COMPETITION

· One need not possess a registered trademark or servicemark in order to avail oneself of the protection of The Lanham Act.

· Causes of action to protect literary and program titles. Distinguish from copyright which protects expressive material.

· Alternative/additional causes of action for protecting musical group names, and celebrity names & symbols.

· Causes of action to prevent false or misleading credits/attribution, though undermined by recent SC case.

· Trademark is subset of unfair competition

· Both TM and UC covered by CL/State Statues and Federal Statute, Lanham Act. Lanham requires use in interstate commerce to trigger claim.

UNFAIR COMPETITION 

· Broader term, includes trademark, trade secrets and misappropriation 

Historical:

PALMING OFF: A person selling his own goods as those of another. Trading on “goodwill of other’s brand.

Unfair Competition Now:

TEST TO RECOVER: likelihood of confusion or deception (broader terms that encompasses behavior and not just the mark)

CT: Performance itself is not unfair competition and would have to prove that a show is so similar that a person would think that it originated with for example, Elvis. But, in Elvis, ct required advertising to make it clear that impersonator is not authorized by Elvis Presley Enterprises.

TRADEMARK INFRINGEMENT ELEMENTS:

1. Valid, Protectible “mark”

· Any, word, symbol or device used to identify a SINGLE source of goods/services and distinguish from other sources.

i. Signature performance of an artist not Protectible. But a piece of music, such as the NBC tones may become a trademark.

ii. Likeness and image of a celebrity per se not Protectible. But, a specific image can be (Elvis pose).

· Valid = used as trademark, not just to name or describe the product. Must be an indicator of source. “The King” to describe Elvis may have been a nickname, but was not used in a trademark fashion in advertising and promotion of Elvis’ shows.

· Protectible = distinctive. See “Levels of Protectibility” below.

2. Ownership by P. Does not need to be registered, though.
· Usually belongs to the person who first used the mark in trade for particular goods/services in particular geographic market. Lanham Act gives national protection where used in interstate commerce.
3. Likelihood of Confusion. See factors below.
· Usually forward. Public would be confused that junior (later) user’s work comes from well-known senior user.
· Sometimes reverse. Dreamwerks:
i. In reverse confusion cases, the junior user is the more powerful, is not trying to palm off its products as those of senior.
ii. But, can still harm the senior due to general confusion devaluation of goodwill; possible specific harm by bad conduct of junior.
LEVELS OF PROTECTIBILITY:

1. Inherently Distinctive/Protectible (strongest to weakest):

a. Fanciful- coined words which have been invented for the sole purpose of functioning as a trademark. Made up word. Ex: Zima.
b. Arbitrary- words or symbols in common usage that don’t relate in any way to the good. Ex: Apple Computers.
c. Suggestive- connotes something to do with the good, but doesn’t really describe it. Ex: At-A-Glance day planner. 
2. Not Inherently Distinctive
a. Descriptive- Name provides a description of the product. Most celebrity names and entertainment titles fall into this category. 
i. Needs secondary meaning to be Protectible (see below). “Elvis” describes Elvis Presley but can acquire secondary meaning.
3. Generic. Not Protectible. Aspirin was a TM but became generic through common use over time.
a. Jenkins, “First Contact” story title over time slid down the scale from descriptive to generic: ct found it described a genre of stories about man’s first encounter with aliens, so not protected. 
SECONDARY MEANING

Must show that a substantial segment of relevant consumer segment primarily associate the term with a particular source. This is the way to show Valid, Protectible Mark in entertainment context.

MULTI-FACTOR ANALYSIS

1. Advertising expenditures by claimant
2. Consumer studies linking mark to a source (e.g. surveys)

3. Unsolicited media coverage of P’s product. Ex: articles about the movie or book or song.

4. Sale Success of claimant’s property

5. Attempts to plagiarize by D. Most persuasive if D acted in bad faith, Unger, indications that contemplated Return to River Kwai to be thought of as a sequel to Bridge on the River Kwai.

6. Length and exclusivity of mark’s use. Has P been the only one to use the name for some period of time in entertainment context. But see Unger, 25 other works used River Kwai over # of years, not enough to override secondary meaning for Bridge.  
Tri Star v. Unger

· 2 movies used the name River Kwai and the latter one was a remake or sequel. 

· The title “Bridge over River Kwai” was not registered and titles cannot be registered

· The concern was whether the latter would be confused to be a sequel

· Film showed particular source and here D clearly wanted the book to be a sequel and ultimately he had no legitimate reason to call this what he called it, but to horseback an old movie reference
LIKELIHOOD OF CONFUSION FACTORS

1. The strength of P’s marks and names- concerns the extent to which P has developed a favorable association for his mark in the public’s mind. Based on the secondary meaning analysis.

2. The similarity of P and D’s marks- look at resemblance in sight, sound, meaning. Ex: Dreamworks and Dreamwerks sound extremely similar.

3. The proximity/relatedness of goods. Are P and D’s products similar. In TM law, one may use another’s trade name for a wholly different type of product. Unger, theatrical movie and one no longer in theaters but on video substantially the same product. Especially as former will wind up on video too.

4. Evidence of actual confusion as to source or sponsorship

5. Similarity in Marketing Channels. Where are P and D’s goods advertised? 
6. Consumer Care. Sophistication of D’s audience. Ordinarily, the less expensive the good, the less the consumer cares. But, in movies/entertainment, consumers care a lot about quality of the product. This goes a bit to harm, though.
7. Intent of D. D’s good or bad faith; if aware of risk of consumer confusion, that may be enough…the failure to include a disclaimer (would have to be bold and clear that there is no endorsement) supports a finding of dubious motives.

8. Likelihood of Expansion (“Bridging the Gap”). Is it reasonable to think the P will move into the space occupied by the D’s product, based on the P’s current product line(s). Ex: Will owner of book title trademark move into moviemaking role; maybe, books are sold to movies often.

MPAA Title Registry- all big studios use this trade association 

· Alternate way to protect titles. Circulates, provides limited time for objection by other members to use of title. Goes to ADR if dispute not waived; usually an accommodation is reached.
If you are the lawyer and similar title turns up on title report:

If the title is similar, the safest thing to do is to say the client must choose a new title

· If client refuses, you should explain that it will cost a lot to defend and that the outcome is uncertain

DEFENSIVE MATTERS

1. Fair Use. Descriptive word used by the defendant for its descriptive sense; usually used to describe the D’s product or in comparative advertising. Ex: Describing condoms on packaging as “ribbed” did NOT infringe “semi-ribbed” mark. 

· Nominative Fair Use. When there is basically no way to describe the plaintiff’s product without using the mark to describe the P’s product. New Kids: Radio contest, who is your favorite New Kid; ct ruled that there is no way to refer to the New Kids without using the name. Rules:

· P’s product not readily identifiable w/out using the trademark. This will often be the case with performers/entertainment products.

· Use only as much as reasonably necessary to identify P’s product.

· No suggestion of sponsorship or endorsement. New Kids, radio station did not imply that the New Kids were behind the contest. 

· Essentially, Fair Use and NFU are non-trademark uses of trademarks.

2. First Amendment defense re: titles. 

· Is there any artistic relevance to the mark and its use? If no, regular TM analysis. If yes artistic relevance:

· Is the use explicitly misleading? If not, no infringement. If yes, might infringe. 

· Remember that commercial speech not likely to be protected by 1st A: Speech that proposes a transaction, such as an advertisement. However, title of an artistic work is generally not considered commercial speech. Mattel, adopted the artistic relevance & explicitly misleading test to protect song title “Barbie Girl.”

· Dilution and 1st A. Theory is that allowing use of especially famous TMs even in a different product area negatively affects its value. Ex: Cadillac of toilet papers, the car company is not likely to bridge the gap into producing TP, but use of the name for this mundane product can dilute the value of the car brand. Carve-out allows non-commercial use. Mattel, use of Barbie name in Aqua song a use in protected speech, thus non-commercial. 
Copyright Law & Idea Protection

· Every entertainment project ever made began with a creative idea

· The law is ambivalent about ideas

· It provides some protection to those who submit ideas to others (against unauthorized use of those ideas) and it also provides some protection for those who receive idea submissions (against unwarranted claims by those who submitted them)

COPYRIGHT LAW- does not protect ideas

· Where legal protection for literary and dramatic works is found 

· Especially if those ideas were embedded in a copyright-protected book, play or movie, P’s will look for recovery, but does not protect ideas

ELEMENTS OF A COPYRIGHT INFRINGEMENT

1. Ownership of valid copyrightable material

a. Original works of authorship fixed in a tangible medium (expressive works: literature, songs, etc.).

b. Original = originated with author, not copied but novelty not required.

2. Copying (of constituent elements that infringes and was used to create D’s work)

a. Direct evidence. Extremely similar, a literal taking of much of work. Ex: Witness states D heard P’s demo. OR

b. Indirect Evidence. Test:

i. Access. Must show D could have accessed the work.

ii. Probative similarity. The similarity is of the type that tends to show copying of copyrighted material.

3. Unlawful appropriation/substantial similarity. Look at:
a. Quantitatively. How much was taken.
b. Qualitatively. How important was the material taken.
i. In movie/literary works, ct will compare: plot, mood, characterization, pace, setting and sequence of events (similar to plot).
1. A lot of random, miscellaneous similarities don’t tend to add up to substantial similarity. Ex: Coming to America and book about prince who goes to school in US.
**Transfers of copyright must be in writing, signed by owner or their authorized agent:

· Does not apply to nonexclusive licenses which may be granted orally or implied from conduct. Conduct that implies grant

· Created at request of another. Cohen, effects house did work at request of movie producer.

· Handed over

· Intending that it be used

· Probably: Paid for

COPYRIGHT LIMITED PROTECTION:

Characters: No separate category of protection, only as part of work (e.g. visual or literary work).

1. No protection for stock character. Too simple or abstract. International spy v. James Bond.

2. Minority test for character protection under copyright law/9th Cir.: Character must constitute the story being told. 

a. Hard test to satisfy. Sam Spade did not qualify.

b. Graphic/visual characters more readily protectable. Ex: Easier to prove that a comic book character was an expression of an idea.

3. Majority rule (NB: Even CA may be moving towards this rule): If a character is sufficiently well delineated to constitute expression rather than idea, it’s covered by copyright of the work where it’s delineated.

Honda, court found that car ad used James Bond character under either test.

COPYRIGHT DOES NOT PROTECT:

1. Ideas 

· Only expression is protected.

· “A spy novel” is too high a level of abstraction to be protected.

2. Facts, research not protected. 

· History: Research of historical facts essentially not copyrightable; only the expression of the facts. In a historical work, the author’s words would really have to be lifted. Historical theory also cannot be copyrighted.

3. Scenes a faire - very common scenes in a particular type of story. Characters, settings or events which necessarily follow from a certain theme or plot situation

4. Systems

IDEAS SUBMISSIONS

· Ideas submission cases involve two types of legal issues: (1) circumstances that must exist in order for a K or confidential relationship to exist b/w the person who submits an idea and the person to whom it is submitted (2) concerns the characteristics an idea must have in order for it to be protected

· Ideas not copyrightable

· Some Causes of action preempted by federal law (especially those based on property right theory)

· Protections stems from CONTRACT OR CONFIDENTIAL AGREEMENT

IDEAS- CONTRACT PROTECTION

Kinds:

1) Express Agreement (words)

a) May be written or oral 

b) The usual contractual requirements 

Buchwald, K provided for payment if movie “based upon” “King for a Day” treatment was made. Thus, issue was whether Coming to America was based upon it. Some plot similarities; nexus in that both projects developed at Paramount for Eddie Murphy. Ct finds for Buchwald.

2) Quasi-K (implied in law). Unjust enrichment scenario, not real K situation.

3) Implied in fact (inferred from conduct). Elements:

a) SUBMISSION of Idea. Desny, dictated to secretary over phone = submission.

b) CONDITIONS: for there to be an implied-n-fact K, the P must demonstrate that she clearly conditioned her offer to submit upon an obligation to pay. The idea man who blurts out his idea w/out having first made his bargain has no one but himself to blame for the loss of his bargaining power.

c) KNOWLEDGE OF CONDITIONS: must be based on circumstances which were known to the producer at and preceding the time of disclosure of the idea.

d) ACCEPTANCE OF SUBMISSION WITH KNOWLEDGE: Producer must voluntarily accept the condition, knowing the conditions on which it was tendered.

i) But not acceptance of offer which would = express K, just of submission.

e) ACTUAL USE
f) VALUE
g) NOVELTY:
i) NOT REQUIRED IN CA! The submission, not the idea itself is the consideration.

ii) In NY, required at least as to the “buyer.” Probably because NY courts seem to apply the standard elements of an enforceable K to implied-in-fact K (definiteness, legal capacity and subject matter, mutual assent and consideration). Thus, novelty required to show consideration, the service of submitting the idea not enough. 

Desny v. Wilder 

· P called D’s secretary and told her about a fantastic story he had created…she told him to make it shorter before D would read it and he did…he also told her he worked very hard on the story and as a result expected to be paid…secretary told him that if D used the story, he would get paid

· D used the story in a photoplay and it closely parallels both P’s synopsis and the historical matter concerning the life and death of Floyd Collins…it also includes a fictional incident which appears in P’s synopsis and which he claims is his creation.

P’s Contention: the idea or synopsis was the subject of a K wherein the D promised to pay him for the story

· Court held that a person who can and does convey a valuable idea to a producer who commercially solicits the service or who voluntarily accepts it knowing that it is tendered for a price should likewise be entitled to recover

· Where an idea has been conveyed with the expectation by the purveyor that compensation will be paid if the idea is used, there is no reason why the producer who has benefited and finds it useful (profiting from it), pay a reasonable compensation, creating a valid obligation

P must show: before or after disclosure he has an obtained an express or implied promise.

To have a plagiarism claim must have actual literary property 

IDEAS-CONFIDENTIALITY 

1. K of Confidentiality 

a. Similar requirements to K as above (i.e. can be Express or Implied through submission as above).

b. Confidentiality must be made clear before submission. Condition is confidentiality rather than or in addition to payment. Benefit to submitter is that s/he does not have a K claim against 3rd party, but does against person accepting submission w/confidentiality who discloses to 3rd party.

2. Confidential relationship and breach of fiduciary duty. Obligation simply from the relationship. Ex: Partners, principal/agent, etc.

IDEAS- CHARACTERISTICS REQUIRED FOR PROTECTION

1. Varies in different jx

2. Concreteness. Specificity, details.

· NY- probably not required for express K; probably required for implied K or confidential relationship
· CA- probably not required for express K; not required for implied K; probably required for a confidential relationship.
3. Novelty

· NY: novelty as to recipient required for an implied K and required for a confidential relationship
· Generally novelty as to the world required for a “misappropriation” (property-type) claim.
· CA: not required for express or implied K: putting Taylor & Burton in Taming of the Shrew an actionable theft of idea, though not considered novel. 
· Probably required for a confidential relationship.
4. Confidentiality- probably not required for express K; may be required for implied K; required for a confidential relationship.
CASE: Murray
· DC determined that P’s idea was not subject to legal protection from unauthorized use b/c his work combined two ideas which had been circulating in the industry for a number of years

· Must be novel for protection and it was NOT.

IDEAS- TYPE OF USE TRIGGERING OBLIGATION TO PAY

1. Implied K: Actual Use

2. Substantial Use (substantial similarity)…some scholars argue it is required and others say it is not required…some cases don’t seem to require.

· But substantial similarity helps prove use, otherwise it’s too hard to tell if the original ideas is being copied especially where novelty/concreteness not required.

3. For Express K, possibly only use of material element or inspiration. Buchwald.

PREEMPTION OF IDEA PROTECTION CLAIMS BY FEDERAL LAW

1. Express Preemption where:

a. Copyrightable subject matter. Ex: Sue for copyright but don’t win, plead idea protection under state law implied-in-fact K in alternative. Problematic because ideas are within the subject of copyright, though not covered by copyright.

b. Right “equivalent” to copyright. 

i. If “extra element exists, then no equivalent and claim may proceed. Some courts say the K promise to pay in and of itself is an “extra element.” Taco Bell.

1. But, if K only protects a right w/in the bundle of copyright rights (i.e. reproduce, prepare derivative works, publicly perform, etc.) then it is equivalent to copyright. Selby, screenplay rejected. Movie w/similar elements made. Ct held that the K promise not to copy ideas only memorialized the copyright right, preempted.

EXPLOITATION OBLIGATIONS AND LIMITATONS ON EXPLOITATION
EXPLOITATION

1. Obligation to exploit

· Typically no fiduciary duty

· Usually covenant of good faith & fair dealing implied. Usually good faith = reasonable business judgment, even if one party is given discretion by K to make determination.

· If K imposes a greater efforts obligation (up the scale: Reasonable Efforts, Best Efforts), these terms will be enforced.
OBLIGATION TO EXPLOIT

· Claims are made on a regular basis that companies are fiduciaries for authors, performers, songwriters and other talent

· Fiduciary- person holding the character of the trustee or a character analogous to that of a trustee…a person having the duty, created by his undertaking, to act primarily for another’s benefit in matters connected with such an undertaking

General Rule- No fiduciary duty b/w author and publisher (where rights are conveyed outright by an artist to a company subject to a duty on the part of the company to pay royalties, the relationship which is created is essentially that of debtor and creditor)

COMPANY AS A NON-FIDUCIARY

CASE: Rodgers v. Roulette
· Here, in order to establish a right to an accounting, which is an option in equity, P must demonstrate the existence of a fiduciary relationship b/w himself and the D or the existence of a joint venture or other special circumstance warranting relief
· P claims that a fiduciary relationship exists b/d D’s collected money on behalf of P in the form of royalties
· Court held no fiduciary relationship exists in this case b/w P and D; instead the parties enjoy a contractual relationship

· The record did not indicate an obligation by the D’s to negotiate, just to pass on any royalties made from the licensing…at best there was a contractual or implied contractual right to receive royalties
CASE: Mellencamp
· P claims that D breached their fiduciary duty by failing to actively promote his songs and by failing to use their best efforts to obtain all the monies rightfully due
· Court held that every K includes an implied covenant of good faith and fair dealing which precludes a party from engaging in conduct that will deprive the other contracting party of his benefits under their agreement
· This was a violation of an implied in law contract and those obligations to use its best efforts to promote an author’s work, NOT a fiduciary duty.
IMPLIED OBLIGATION TO EXPLOIT

1. Implied Covenant of good faith and fair dealing in any K

· Grant of exclusive rights in exchange for royalty/participation might imply obligation to make reasonable efforts to exploit
i. Especially where the implied obligation is needed in order to find an enforceable agreement (i.e. to create mutuality of obligation in Lucy, ct implied efforts to exploit into K in order to find a K had been formed).
1. But some case law, no obligation of GF will be implied if contradicted by express K language and not necessary to make agreement enforceable.
· Good faith effort to initial promotion and exercise good faith business judgment re further promotion
· Agreements to do more will be enforced, if specific enough
#1: GF to find mutuality of obligation.

            CASE: Wood v. Lucy
· The D insisted that the agreement lacked the element of a K b/c the P did not bind himself to anything (P was employed to help her turn her ideas into money, where P had the exclusive right to place endorsements on fabrics)
· Court held: it is true that the P does not promise in so many words that he will use reasonable efforts to place D’s endorsements and market her designs, BUT such a promise is fairly to be implied and created mutuality of obligation.
#2- Good faith effort to initial promotion and exercise good faith business judgment re further promotion

            CASE: Zilg v. Prentice Hall
· Court held that once there is promise to publish, an implied good faith effort to promote the book including a first printing and an advertisement budget adequate to give the book a reasonable chance of achieving market success in light of the subject matter and likely audience
· Once the obligation to undertake reasonable initial promotional activities has been fulfilled, the contractual language dictates that a business decision by the publisher to limit/reduce the size of printing or advertising budget is not subject to second guessing (e.g. ct does NOT read in best efforts, only GF.)
· So long as the initial promotional efforts are adequate, a publisher’s printing and advertising decisions do not breach a K, unless the P proves that the motivation was not a good faith judgment.
#3- Agreements to do more will be enforced, if specific enough

             CASE: Contemporary Mission
· The reasonable efforts standard will not apply where the company accepts express obligations of a higher order
· In this case, the D promised that it would select and appoint, within the first year of the agreement, at least one person to personally oversee the nationwide promotion of the sale of records and that it would submit weekly reports to P
INTENTIONAL TORTS

If publisher acts with sole purpose of injuring the author, this may be an intentional (“prima facie”) tort.
LIMITS ON EXPLOITATION/Content Control
BY CONTRACT

· Contractual approval, consultation and creative control rights are enforceable.

· Ex: Final cut rights per K. But, good faith obligation to meet K provisions: Cimino turned in 125 minute version of gangster film w/out violence scenes in order to try and satisfy limit on final cut right that movie could not be over 125 minutes (Cimino wanted studio to let him release his 155 minute cut).

· Some courts imply obligation to notify the public if work is modified.

· Implied obligation not to modify so credit would be false. Record would have to have minutes cut from it restored so that credit to conductor would be accurate.

· Implied right to modify for expressly granted media. Preminger, final cut right in K to Preminger was read as just for theatrical release; language read as allowing reasonable cuts for TV broadcast. 

BY COLLECTIVE BARGAINING AGREEMENT

· Some guild agreements provide various types of creative control—such as right of director to make at least one cut of the movie, one public preview and what can be cut for TV version in DGA CBA. But NB: Final cut to producer unless granted to director by K.

CONTENT CONTROL BY STATUTE/COMMON LAW-if K and collective bargaining does not protect

· Moral Right of integrity under Berne Convention. Colorization of film in Turner case enjoined in French court. 
· US has only expressly granted moral rights as to “Work of Visual Art” (VARA), so Turner would have won in US.

Other Causes of Action may provide equivalent to Moral Rights.

1. Copyright law- Gilliam held that one who produces a script, even with the permission of the proprietor of the derivative work, may infringe the underlying copyright. Gilliam:
· Here, ABC cut out parts of P’s performance and the court held that ABC presented the appellants with the first opportunity for broadcast in the U.S….if ABC adversely misrepresented the quality of that works, it is likely that many members would not become loyal followers of the group

· There was a likelihood of infringement here, since the editing was substantial (27% of the original)

**To get an injunction- must show irreparable harm…court held that irreparable harm comes from showing edited versions

2. Unfair Competition- Lanham False Designation of Origin- Gilliam- it is sufficient to violate the Act that representation of a product, although technically true, creates a false impression of the product’s origin…this statute, the federal counterpart to state unfair competition laws, has been invoked to prevent misrepresentations that may injure the P’s business or personal reputation, even where no registered trademark is concerned.

· Again, Dastar may limit this cause of action. 

3. Contract Law- K requiring credit may imply obligation not to so alter work that credit attribution is false [as noted above].

CONTENT CONTROL- SEXUAL CONTENT

Society’s interest in controlling content. 

· 1st Amendment limits government control over content because entertainment products are speech.

· Only Obscenity may be controlled or banned

Obscenity Test:  Miller v. California
· To be obscene there must be proof all three of the following factors:

1. The average person, applying contemporary community standards would find that the work, take as a whole, appeals to the prurient interest.

· The SC defined prurient as “material having a tendency to excite lustful thoughts.”…appeals only to normal healthy sexual desires are not adequate to meet the test and the material must exhibit a shameful or morbid interest in nudity, sex or excretion.

· Court in Ginsberg that some weight must be given to P’s commercial value…and that deliberate representation of publications as erotically arousing, stimulated the reader to accept them as prurient (consideration of the creator’s intent to appeal to the prurient interest is still a valid consideration today)

2. Measured by contemporary community standards, the work depicts or describes, in a patently offensive way, sexual conduct specifically defined by the applicable state law.

· States may outlaw certain portrayals of sexual conduct and nudity if they constitute hardcore pornography….Jenkins Case
· In Miller, 2 examples of conduct subject to state regulation (1) patently offensive representations or descriptions of ultimate sex acts, normal or perverted, actual or simulated (2) Patently offensive representation or descriptions of masturbation, excretory functions, and lewd exhibitions of the genitals

3. The work, taken as a whole, lacks serious literary, artistic, political or, scientific value.

· Whether a reasonable person would find serious social value in the material at issue
· Court held that the value of the work can pass under this test if it has serious merit measured objectively, even if the majority of the community would not agree
-Broadcast of merely “incidental” language can be regulated…Comedy routine by Carlin to satirize words that can’t be said. The court determined that even though this was not obscene, it had literal and artistic value. The court held that if the government can show a compelling interest and narrow rules regulating time, place, and manner; then they can regulate it
-Government can regulate material obscene as to minors, but not if also limits adult access to non-obscene material…Ginsberg, ACLU v. Reno. Limit time period available.

CONTENT CONTROL—Violent Material

1. 1st Amendment Limits Regulation
2. Media Liability for acts of imitative violence
· Generally, claims are for intentional tort or negligence and liability has not been found

· A duty to protect from criminal acts by third parties might arise when material is intended to cause imitative violence and such behavior is imminent and foreseeable. I.e., Brandenburg incitement test must be satisfied:
· Speech directed or intended toward a goal of producing imminent lawless conduct and

· Speech is likely to produce such imminent conduct
CASE: Weirum

A radio station had a promotion where the first person that arrives that station gets a prize. People ended up racing there and a person was killed as a result. The station was held liable for having created a foreseeable and unreasonable risk that would endanger third parties. This was a foreseeable result.
CASE: Byers v. Edmonson

P’s claimed that assailants had gone upon the crime spree as a result of seeing and becoming inspired by the movie Natural Born Killers…first must determine if there is a duty…here, the D’s did not warn viewers of the film or video of the potential deleterious effects and court held that the D does not owe a duty to protect a person from criminal acts of third parties absent a special relationship…here there was not one. 

Courts across the nation have generally refused to hold filmmakers, producers directors and or promoters liable for injuries allegedly sustained from other imitating actions or scenes depicted in the film, television broadcast or magazine or described in a song

P must prove that D intended to urge viewers to imitate the criminal conduct of characters in the movie.

CONTRACT INTERPRETATION ISSUES

· Often arise re: New media or if situation arises simply not covered by K

· Cases are fact specific

· Key to is intent of the parties

FACTORS IN DECIDING INCLUDE:

1. Intent of the parties

· Express language of the K

· Consider the K as a whole

· Consider context, including industry custom

i. Will not be implied in contradiction of express K provision.

2. Extrinsic evidence

· Only if K ambiguous (especially if integrated K)
i. CA more liberal (provisional acceptance of extrinsic evidence as to whether K susceptible to another meaning) than NY (if meaning of K is plain to judge as matter of law, no extrinsic evidence) in allowing extrinsic evidence.
3. Broad Interpretive approaches

· Strict construction (usually favors grantor) Ex.: only media which fall w/in unambiguous core meaning of rights granted.
· Reasonable meaning (favors grantee). Ex.: does new media reasonably fall w/in the media described by K.
· But see Rosetta, even under reasonable meaning approach, a grant of rights to publish a book did not include e-books.
· Specific provisions may be viewed as narrowing an apparent broad K provision. Donahue, language in K mentioned that producer got specific rights to name/likeness of actors, thus ct did not read other language in K that could possibly be read as a broader grant of rights as doing so.
· To avoid this problem in drafting, include language such as: “including, without limitation.” In new media context:
· Grantee: Rights to produce in any media now or hereinafter known.
· Grantor: All rights not expressly granted herein are reserved.
· Influential fact:
· Sophistication of the parties who drafted
· Was medium known/foreseeable at time of the grant (if yes, “reasonable meaning” approach more likely to be applied).
· Similarities and differences in technology and use of media. Rey, TV programming not similar enough to VHS cassettes to give Curious George TV grant to exploit in VHS.
· Ambiguity construed against the drafter.
· Agreement to agree or agreement to negotiate likely not enforceable (illusory K, no K formation). Pinnacle, “Best efforts” to negotiate a new K too vague to be enforceable. 
· Covenant of good faith & fair dealing: May be implied, but not in contradiction of express K provision, unless required to preserve enforceability (to avoid illusory promise).
